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privilege to produce a digital compilation that con­
tains exact images of its past magazine issues. This
case comes before this Court for a second time and
requires a determination whether an intervening
Supreme Court case, New York Times Co. v. Tasini,
533 U.S. 483 (2001), abrogates an earlier decision in
this case, Greenberg v. Nat'l Geographic Soc'y, 244
F.3d 1267 (11th Cir. 2001) ("Greenberg I"), such that
we are bound -to overrule Greenberg I, which held
that the digital compilation was not privileged.

I. PROCEDURAL HISTORY

National Geographic Society ("the Society"),
National Geographic Enterprises, Inc. ("NGE") and
Mindscape, Inc. ("Mindscape") (collectively, ''National
Geographic" or "defendants") appeal from a final
order and judgment of the District Court for the
Southern District of Florida entering judgment
as a matter of law against them on the issue
of liability and following a jury trial solely on the
issues of damages and willfulness. Jerry Greenberg
("Greenberg") and his wife Idaz Greenberg filed
a complaint and amended complaint alleging that
defendants infringed Greenberg's copyrights in
photographs that originally ran in several issues
of National Geographic magazine when defendants

(c) Contributions to Collective Works.-Copyright in each
separate contribution to a collective work is distinct from
copyright in the collective work as a whole, and vests
initially in the author of the contribution. In the absence of
an express transfer of the copyright or of any rights under
it, the owner of copyright in the collective work is pre­
sumed to have acquired only the privilege of reproducing
and distributing the contribution as part of that particular
collective work, any revision of that collective work, and
any later collective work in the same series.
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released "The Complete National Geographic" ("CNG"),
a thirty-disc CD-ROM set that reproduces each
monthly issue of National Geographic magazine from
its first issue in 1888 through the late twentieth
century. Defendants filed a motion to dismiss' on the
ground that the Society had a privilege to publish
a revision of the originally licensed works under
17 U.S.C. § 201(c). The district court granted the
motion. That decision was reversed by this Court in
Greenberg 1.

Twenty days after entry of this Court's mandate
in Greenberg I, defendants filed answers, raising
affirmative defenses for the first time. Pursuant to its
understanding of this Court's mandate, the district
court entered judgment for plaintiffs and, on motion
by plaintiffs, struck defendants' answers. The district
court referred the issues of damages and willfulness
to a magistrate judge, who conducted a jury trial. The
jury returned a verdict of willfulness and awarded
plaintiff the maximum statutory damages for willful
copyright infringement: $400,000, or $100,000 for
each occurrence.'

Three months after Greenberg I was decided, the
Supreme Court decided Tasini, which elucidated a
test for the application of the § 201(c) privilege.
Subsequently, the Second Circuit, deciding a case
brought by other photographers and authors whose
works were included in the CNG, held that the CNG

2 The complaint alleged five counts, three of which related to
the CNG. Defendants filed an answer to the non-CNG-related
counts, which were subsequently dismissed with prejudice on
Dec. 28, 1999.

3 The maximum statutory damage award for willful infringe­
ment has since increased to $150,000 for each work that is
infringed. 17 U.S.C. § 504(c).
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was privileged under § 201(c) and found that
Greenberg I was "contrary to" the Supreme Court's
subsequent decision in Tasini. Faulkner v. Nat'l
Geographic Enters. Inc., 409 F.3d 26 (2d Cir.), cert.
denied, _U.S._, 126 S.Ct. 833 (2005).

II. BACKGROUND

Greenberg is a freelance photographer whose
photographs were published in the January 1962,
February 1968, May 1971 and July 1990 issues of
National Geographic magazine. In each instance,
after their initial publication in the magazine,
Greenberg regained ownership of the copyrights
in the photographs he had originally assigned to
National Geographic. For decades, the Society has
reproduced back issues of the magazine in bound
volumes, microfiche and microfilm. In 1997, National
Geographic produced the CNG, a thirty-disc CD-ROM
set containing each monthly issue of the magazine for
the 108 years from 1888 through 1996 - a collection
of some 1200 issues of the magazine. The CNG is an
image-based reproduction of the magazine; every
page of every issue appears exactly as it did in the
original paper version. The CNG does not provide a
means for the user to separate the photographs from
the text or to otherwise edit the pages in any way.

The CNG also contains a computer program,
created by Mindscape, which compresses and decom­
presses the images and allows the user to search
an electronic index. The CNG further contains an
introductory sequence that begins when the user
inserts the disc into a drive. This sequence starts
with a Kodak advertisement, which is followed by a
moving display of the Society's logo and theme song
and then a 25-second segment in which ten images of
actual magazine covers from past issues (including
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Greenberg's January 1962 cover photograph) digi­
tally fade into one another.

The Society registered its copyright of the CNG in
1998. On the registration form, the Society claimed
that the work had not been registered before, but
indicated that it was a "compilation of pre-existing
material primarily pictorial," to which a ''brief intro­
ductory audiovisual montage" had been added.
Greenberg I, 244 F.3d at 1270.

Greenberg filed suit in December 1997, alleging,
inter alia, that the CNG infringed his copyrights in
his individual photographs. Before answering, defen­
dants moved to dismiss those claims, or, in the
alternative, for summary judgment. The district
court, relying on the reasoning in the district court
opinion in Tasini u. New York Times Co., 972 F.
Supp. 804 (S.D.N.Y. 1997), granted summary judg­
ment in defendants' favor on the copyright claims.
The district court noted that § 201(c) grants the
publisher of a collective work a copyright on the
collective work as a whole, while the author of an
individual contribution to a collective work receives a
copyright in that individual contribution. Because the
CNG reproduced the entire collective work as a
whole, the district court held that the CNG was
privileged under § 20l(c) and that defendants did not
infringe Greenberg's copyrights in the individual
photographs.

On March 11, 2001, this Court reversed. GreenbergI,
244 F.3d 1267. Greenberg I separately analyzed what
it considered the three components of the CNG:
the introductory sequence ("Sequence"), the digitally
reproduced issues of the magazine themselves
("Replica"), and the computer program ("Program").
Id. at 1269. This Court assumed, without deciding,
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that the Replica was privileged under § 201(c), but
refused to apply the privilege to the Program or the
Sequence, which it characterized as separately
copyrightable elements. ld. at 1272-73. Taking all
three components together, this Court held that the
CNG is a new product "in a new medium, for a new
market that far transcends any privilege of revision
or other mere reproduction envisioned in § 201(c)."
ld. at 1273. The Court rejected National Geographic's
defense that use of the 1962 photograph in the
Sequence was a fair use or de minimus. ld. at 1274­
75. In its conclusion, the Court remanded the case,
and stated that "[ulpon remand, the court below is
directed to enter judgment on these copyright claims
in favor of Greenberg." The Court further directed
that, "[ujpon remand, the district court should
ascertain the amount of damages and attorneys fees
that are due as well as any injunctive relief that may
be appropriate."

Defendants moved for rehearing, noting that there
was no basis for this Court to direct the entry of
judgment in Greenberg's favor on liability, as none of
National Geographic's defenses other than § 201(c)
had been adjudicated. While that petition was
pending, this Court, sua sponte, issued a corrected
opinion deleting the sentence directing the district
court to enter judgment on the copyright claims in
Greenberg's favor and amending the direction to
assess damages and attorneys' fees to read: "Upon
remand, the district court should ascertain the
amount of damages and attorneys fees that are, if
any, due as well as any injunctive relief that may be
appropriate." Greenberg I, 244 F.3d at 1275-76. This
Court subsequently denied rehearing. Defendants
then filed a petition for a writ of certiorari by the
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Supreme Court, which was denied. Nat'l Geographic
Soc'y v. Greenberg, 534 U.S. 951 (2001).

III. DISCUSSION

On June 25, 2001, after this Court's decision in
Greenberg I, the Supreme Court handed down its
decision in Tasini. Tasini involved the use of individ­
ual freelance contributions in electronic databases
that removed the individual contributions from the
context of the original collective work. Tasini, 533
U.S. at 487. The Tasini court held that § 201(c) did
not apply there because the works had been removed
from their original context. Id. at 488.

In particular, the Supreme Court focused on how
the articles were "presented to, and perceptible by,
the user of the [djatabases." Id. at 499. Finding that
the databases presented the articles "clear of the
context provided either by the original periodical
editions or by any revision of those editions," the
Supreme Court concluded that it could not "see how
the [dlatabase perceptibly reproduces and distributes
the article 'as part of either the original edition or
a 'revision' of that edition." Id. at 499-500. The
Supreme Court distinguished the electronic data­
bases at issue in Tasini from microfilm and micro­
fiche, which present an individual freelance contribu­
tion in the context of the original collective work, and
implied, without directly stating, that such collec­
tions are privileged under § 201(c). Id. at 501-02. The
Supreme Court noted that in the case of microforms,
"articles appear ..., writ very small, in precisely the
position in which the articles appeared in the
newspaper." Id. at 501. The Supreme Court further
observed that it is "[tlrue [that] the microfilm roll
contains multiple editions, and the microfilm user
can adjust the machine lens to focus only on the
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article, to the exclusion of surrounding material.
Nonetheless, the user first encounters the article in
context." Id. at 501. The Supreme Court affirmed
that "transfer of a work between media does not alter
the character of that work for copyright purposes," a
concept known as "media neutrality." Id. at 502.

Subsequent to Tasini, on March 4, 2005, the
Second Circuit affirmed in relevant part a summary
judgment entered by the District Court for the
Southern District of New York in favor of the Society
in a copyright action in which the plaintiffs, like
Greenberg, were freelance photographers and au­
thors whose photographs and/or written works origi­
nally appeared in various issues of National Geo­
graphic Magazine.' Faulkner, 409 F.3d 26. The
Faulkner plaintiffs sued for copyright infringement
following republication of their work in the CNG.
Of the six cases that were filed nationwide
concerning the CNG, only Greenberg was not filed in,
or transferred to, the Southern District of New York.
Faulkner, 409 F.3d at 32-33. The district court in
Faulkner refused to apply the doctrine of collateral
estoppel to give preclusive effect to Greenberg I and
found the CNG to be a privileged revision under
§ 201(c). Id. at 30. The Court of Appeals for the
Second Circuit agreed with the district court, holding
that the Tasini decision "represented an intervening
(post-Greenberg 1) change in law precluding the
application of collateral estoppel, and [that] the CNG
is a revision for Section 201(c) purposes." Id.

Although Tasini was decided on different facts
from Faulkner and Greenberg, the Faulkner court

, Unlike Greenberg, none of the Faulkner plaintiffs had works
that were used in the Sequence.
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found it telling that the Supreme Court had given
"tacit approval to microfilm and microfiche as per­
missible Section 201(c) revisions, by contrasting that
method of reproduction with the databases," at issue
in Tasini, which allowed a user to retrieve an article
in isolation, removed from its original context.
Faulkner, 409 F.3d at 35. The Faulkner court distin­
guished the analysis in Greenberg I, which had
focused on whether the three components identified
as comprising the CNG - the Sequence, the Replica
and the Program - were themselves copyrightable. [d.
at 36. The Faulkner court described Greenberg L as
holding that "if a subsequent work contains inde­
pendently copyrightable elements not present in the
original collective work, it cannot be a revision
privileged by Section 20l(c)." [d. at 37. In contrast,
"the Supreme Court held in Tasini that the critical
analysis focused on whether the underlying works
were presented by the particular database in the
context of the original works. . . . [I]t also strongly
implied, by contrasting the database to microfilm,
that microfilm would constitute a privileged revi­
sion." [d. The Faulkner court concluded:

In our view, the Tasini approach so substantially
departs from the Greenberg [1] analysis that it
represents an intervening change in law render­
ing application of collateral estoppel inappropri­
ate.

[d. On the merits, the Faulkner court held that,
"because the original context of the [m]agazines is
omnipresent in the CNG and because it is a new
version of the [mjagazine, the CNG is a privileged
revision." [d. at 38. The Faulkner court additionally
held that the Sequence was a revision that did not
"substantially alter the original context," and, there-
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fore, did not affect the CNG's status as a privileged
revision. Id. Under the prior panel precedent rule, a
panel of this Court is bound to follow an earlier panel
decision addressing the same issue of law unless it
has been overruled by this Court sitting en bane or by
the Supreme Court. See Glazner v. Glazner, 347 F.3d
1212, 1214 (Tl.th Cir. 2003) (citing Saxton v. ACF
Indus., Inc., 254 F.3d 959, 960 n.I (11th Cir. 2001)
(en bane»; Lufkin v. McCallum, 956 F.2d 1104, 1107
(11th Cir. 1992) ("A panel of this Court may decline
to follow a decision of a prior panel if such action is
necessary in order to give full effect to an intervening
decision of the Supreme Court of the United States.").
The exception to the prior panel precedent rule is
clear-cut when a subsequent Supreme Court case
expressly overrules a prior panel decision, and it is no
less applicable "when the rationale the Supreme
Court uses in an intervening case directly contradicts
the analysis this Court has used in a related area,
and establishes that this Court's current rule is
wrong." Johnson v. Kmart Corp., 273 F.3d 1035, 1063
(L'lth Cir. 2001) (Barkett, J., concurring) (emphasis
in original).

Tasini creates anew, post-Greenberg I framework
for analyzing the § 201(c) privilege. Under the Tasini
framework, the relevant question is whether the
original context of the collective work has been
preserved in the revision. Clearly, the Replica portion
of the CNG preserves the original context of the
magazines, because it comprises the exact images of
each page of the original magazines. Similarly, the
Program is transparent to the viewer and does not
alter the original context of the magazine contents.
See Tasini, 533 U.S. at 499 ("In determining whether
the Articles have been reproduced and distributed 'as
part of a 'revision' of the collective works in issue, we
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focus on the Articles as presented to, and perceptible
by,the user of the Databases.").

Thus, the two remaining issues center on the
Sequence. First, does the addition of the Sequence so
alter the Replica that the CNG as a whole is no
longer a privileged revision of the original maga­
zines? And second, is the Sequence itself privileged
under § 201(c)? As to the first question, we agree with
the Second Circuit and hold that the addition of the
Sequence does not extinguish the privilege that
attaches to the Replica. The addition of the Sequence
to the Replica portion of the CNG amounts to 25
seconds of "new" material that has been appended
to some 1200 intact issues of the magazine. For
guidance in determining whether this added material
destroys the privilege, we turn to the legislative
history of § 201(c). The House Report gives the
following clarification:

[T]he last clause of the subsection, under which
the privilege of republishing the contribution
under certain limited circumstances would be
presumed, is an essential counterpart of the
basic presumption. Under the language of this
clause a publishing company could reprint a
contribution from one issue in a later issue of its
magazine, and could reprint an article from
a 1980 edition of an encyclopedia in a 1990
revision of it; the publisher could not ... revise
the contribution itself or include it in a new
anthology . . . or an entirely different magazine
or other collective work.

H.R. Rep. No. 94-1476, at 122-123 (1976), reprinted
in 1976 u.S.C.C.A.N. 5659, 5738. It is clear from the
encyclopedia analogy that the addition of new
material to a collective work will not, by itself, take
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the revised collective work outside the privilege, as
a revision of an encyclopedia would almost by
definition include entries on new topics. The question
is whether the new material so alters the collective
work as to destroy its original context.

The addition of the Sequence to the Replica pre­
sents the inverse of an example mentioned in Tasini,
when it noted:

The Database no more constitutes a "revision" of
each constituent edition than a 400-page novel
quoting a sonnet in passing would represent a
"revision" of that poem.

Tasini, 533 U.S. at 500. Just as the addition of 400
pages of prose to a sonnet does not constitute a
"revision" of the sonnet, the addition of a preface to a
400-page anthology would not transform the book
into a different collective work. So it is here. The
Sequence is nothing more than a brief visual intro­
duction to the Replica, which acts as a virtual cover
for the collection of magazines. Just as a new cover
on an encyclopedia set would not change the context
of the entries in the encyclopedia, the Sequence in no
way alters the context in which the original photo­
graphs (as well as the articles and advertisements)
were presented.

Ai!, to the second question, National Geographic
does not contend that the Sequence itself comes
within the ambit of the § 201(c) privilege." It concedes
that Greenberg's 1962 cover photograph was used out

5 The Faulkner district court did not reach this question, as
the Sequence did not use any of the Faulkner plaintiffs'
contributions. Faulkner v. Nat'l Geographic Soc., 294 F. Supp.
2d 523, 543 n.94 (S.D.N.Y. 2003).
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of context in the introductory montage" and notes
that Greenberg rs rejection of its de minimus and fair
use defenses remains binding. Accordingly, we follow
Greenberg I on this point and hold that the Sequence
is not privileged under § 20l(c). As discussed below,
it does not necessarily follow, however, that defen­
dants are liable for infringement of the 1962 cover
photograph.

National Geographic also argues that the district
court erred by precluding it from ever raising, in any
court, any other defenses to copyright liability. The
district court granted plaintiff's motion to strike
defendants' answers: (1) because it understood this
Court's mandate in Greenberg I to not "permit re­
opening of the liability issues in this case;" and (2)
because the answers were "untimely" and defen­
dants "waived the right to file an answer" by first
moving to dismiss or, in the alternative, for summary
judgment under § 20l(c). Regarding the first ground,
to justify its perceived "mandate" to strike National
Geographic's answer, the district court quoted from
the portions of Greenberg I that were later amended.

6 An argument could be made, however, that the Sequence
did, in fact, use the covers in context. Just as the original cover
provided an introduction to the issue ofthe magazine to which it
was attached, the Sequence recycled previous National Geo­
graphic Magazine covers as a virtual cover for (or introduction
to) the digital compendium of all of the magazine issues in the
CNG.

'June 11, 2002 Order Granting, in Part, Defs.' Mot. for
Additional Order of Reference; Denying Defs.' Cross-Mot. For
Enlargement of Time; and Granting Pis.' Mot. to Strike Defs.'
Answers, at 5.

61d. at 6.

9 May 29, 2002 Order Denying Defs.' Mot. For Interlocutory
Appeal, at 6.
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In short, National Geographic argues that the district
court over-read the Greenberg I opinion by holding
that it precluded defendants from contesting liability
on any ground. Greenberg responds that the district
court correctly interpreted the mandate as precluding
it from entertaining any defense to infringement
(including those not raised in the motion to dismiss).
Greenberg then proceeds to refute the four defenses
that National Geographic raised in its later-stricken
answer," attempting to demonstrate the futility of
those defenses in the absence of a record.

We review de novo whether a district court cor­
rectly applied a mandate handed down by this Court.
See Alphamed, Inc. v. B. Braun Med., Inc., 367 F.3d
1280, 1285 (11th Cir. 2004) (reviewing de novo
application of law of the case doctrine); Piambino v.
Bailey, 757 F.2d 1112, 1120 (11th Cir. 1985) (explain­
ing that a mandate simply requires a specific applica­
tion of the law of the case doctrine). We agree with
defendants that the district court over-read the
mandate."

Regarding the second ground given by the district
court - untimeliness - National Geographic points
out that it followed the procedure set forth in Fed. R.
Civ. P. 8(c) and 12(b) which permits filing a motion to
dismiss before an answer. After entry of the mandate
in Greenberg I, National Geographic filed its answer
within 20 days. Because Rule 12(a)(1) provides 20
days after service of the complaint to file an answer,
National Geographic argues that its answer was timely.

10 Those defenses were (1) contractual authorization, (2) that
the 1909 Act governs some of the photographs, (3) failure to
state a claim and (4) laches and estoppel.

11 In any event, the mandate of Greenberg I is moot in light of
today's ruling.
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Greenberg asserts that the answer is untimely,

because when he first filed his complaint, defendants
waited until 15 days after service of the complaint
to request additional time to file their motion to
dismiss. He argues that, therefore, only 5 days of the
20-day period to answer were tolled by the request
for additional time, and any post-mandate answer
would have to have been filed within 5 days to be
timely. Greenberg cites no case that supports this
proposition, and we find his position on timeliness
meritless.

Under the Federal Rules, a defendant may file a
motion under Rule 12 before filing an answer to a
complaint. National Geographic followed the pro­
cedure set forth in the Federal Rules in making its
motion to dismiss prior to filing an answer and
should not have suffered the ultimate penalty of
being precluded from presenting its other defenses to
copyright liability for doing so. See Tahoe-Sierra Pres.
Council, Inc. v. Tahoe Reg'l Planning Agency, 216
F.3d 764, 788 & n.45 (9th Cir. 2000), affd, 535 U.S.
302 (2002) (noting that a defendant need only present
on a motion to dismiss those defenses that are sus­
ceptible to judgment on the pleadings, and may plead
any other defenses in a later-filed answer). Regarding
timeliness, National Geographic is correct that defen­
dants have 20 days under the Federal Rules to file an
answer after service of a complaint, although no time
period is specified in the Federal Rules for filing an
answer where a district court grants a pre-answer
dispositive motion but an appellate court subse­
quently reverses." Because National Geographic fol-

ra The Rules do set forth a time to respond to a complaint in
an analogous situation: where a district court denies a motion
made under Rule 12, a defendant must answer within 10 days
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lowed the procedures set forth in Rules 8 and 12, and
because the Rules set no time limit for answering a
complaint following a reversal of summary judgment,
we hold that National Geographic's answer filed
within 20 days after our mandate was timely.
Accordingly, the district court's grant of the motion to
strike the answer is vacated.

In light of today's holding that the Replica and
Program portions of the CNG are privileged under
§ 201(c) and the fact that defendants have filed an
answer with defenses that have not yet been adjudi­
cated to the copyright claims concerning the Se­
quence, the willfulness verdict is also vacated.

IV. CONCLUSION

We conclude that the Supreme Court's decision in
Tasini established a new framework for applying the
§ 201(c) privilege that effectively overrules the earlier
panel decision in this case. Under the Tasini frame­
work, we conclude that the Replica and Program
portions of the CNG are privileged under § 20l(c). We
further conclude that the district court erred in
striking defendants' answer and vacate that order.
We also vacate the verdict of willful infringement
and the damage award. The case is remanded to the
district court for adjudication of the remaining claims
and defenses.

REVERSED and REMANDED.

after notice of the court's action. Fed. R. Civ. P. 12(a)(4)(A).
Neither party discusses the applicability of Rule 12(a)(4)(A)
here, and we have discovered no case that addresses the issue.
Because the applicability of Rule 12(a)(4)(A) to an appellate
court's reversal of a district court's grant of a Rule 12 motion is
unclear, defendants should not be held to its 10-day time limit
for filing an answer.



102a
APPENDIXC

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF FLORIDA

CASE NO. 07-3924
CIY-LENARD/SIMONTON

CONSENT CASE

JERRY GREENBERG,

Plaintiff,
v.

NATIONAL GEOGRAPIDC SOCIETY,
NATIONAL GEOGRAPHIC ENTERPRISES, INC.

AND MINDSCAPE, INC.
Defendants.

FINAL JUDGMENT

Based upon the verdict of the jury, and this Court's
Order on Motions for Judgment as a Matter of Law,
Motion for Reduction In Jury Award, or in the Alter­
native for Remittitur, pursuant to Fed. R. Civ. P. 58,
it is hereby

ORDERED AND ADJUDGED that JUDGMENT is
hereby entered In favor of Plaintiff JERRY GREEN­
BERG and against Defendants NATIONAL GEO­
GRAPHIC SOCIETY, NATIONAL GEOGRAPHIC
ENTERPRISES and MINDSCAPE, INC., jointly and
severally, In the amount of $80,000.00, and against
Defendants NATIONAL GEOGRAPHIC SOCIETY
and NATIONAL GEOGRAPHIC ENTERPRISES,
jointly and severally, In the additional amount of
$320.000.00, for a total judgment in the amount of
$400,000.00 as to Defendants NATIONAL GEO-
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GRAPHIC SOCIETY and NATIONAL GEO­
GRAPHIC ENTERPRISES, INC. and $80,000.00 as
to Defendant MINDSCAPE, INC., for which sums let
execution issue. The Court retains jurisdiction to con­
sider a motion for attorneys' fees and costs.

DONE AND ORDERED in Miami, Florida, this 16th
day of November, 2005.

lsi Andrea M. Simonton
ANDREA M. SIMONTON
UNITED STATES MAGISTRATE JUDGE

Copies furnished to:

NORMAN DAVIS, Esq.
SQUIRE, SANDERS & DEMPSEY, LLP
(305) 577-7001
(Attorneys for Plaintiff)

STEPHEN N. :lACK, Esq.
JENNIFER ALTMAN, Esq.
BOLES SCIDLLER & FLEXNER
(305) 357-8547
(Attorney for Defendants)

ROBERTG. SUGARMAN, Esq.
WELL, GOTSHAL MANGES LLP
(212) 310-8007
(Attorney for Defendants)
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APPENDIXD

UNITED STATES COURT OF APPEALS,
ELEVENTH CIRCUIT

No. 00-10510

JERRY GREENBERG, IDAZ GREENBERG,
Plaintiffs-Appellants,

v.

NATIONAL GEOGRAPHIC SOCIETY, a District of
Columbia Corporation, NATIONAL GEOGRAPIDC

ENTERPRISES, INC., a corporation, MINDSCAPE, INC.,
a California corporation,

Defendants-Appellees.

Appeal from the United States District Court
for the Southern District of Florida.

(No. 97-03924-CV-JAL), Joan A. Lenard,Judge.

March 22, 2001.

Before ANDERSON, Chief Judge, and TJOFLAT
and BIRCH, Circuit Judges.

BIRCH, Circuit Judge:

This appeal requires us, as a matter of first im­
pression in this circuit, to construe the extent of the
privilege afforded to the owner of a copyright in a
collective work to reproduce and distribute the indi­
vidual contributions to the collective work "as part of
that particular collective work, any revision of that
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collective work, and any later collective work in the
same series" under 17 U.S.C. § 201(c).' In this copy­
right infringement case, the district court granted the
defendants' motion for summary judgment, holding
that the allegedly infringing work was a revision of a
prior collective work that fell within the defendants'
privilege under § 201(c). Because we find that the de­
fendants' product is not merely a revision of the prior
collective work but instead constitutes a new collec­
tive work that lies beyond the scope of § 201(c), we
REVERSE.

I. BACKGROUND

The National Geographic Society ("Society") pur­
ports to be the world's largest nonprofit scientific and
educational organization at approximately 9.5 million
members, and is responsible for the publication of
National Geographic Magazine ("Magazine").
Through National Geographic Enterprises, a wholly
owned, for-profit subsidiary, the Society also pro­
duces television programs and computer software,
along with other educational products. In order to ac­
quire photographs for the Magazine and its other
publications, the Society hires freelance photogra­
phers on an independent-contractor basis to complete
specific assignments.

Jerry Greenberg is a photographer who completed
four photographic assignments for the Society over
the course of 30 years. Photographs from the first
three assignments were published in the January
1962, February 1968, and May 1971 issues of the
Magazine, respectively. The terms of Greenberg's

1 Hereafter, all references to statutory sections (" § ") will be
to Title 17 of the United States Code, unless indicated other­
wise.
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employment for these assignments were set out in a
series of relatively informal letters. Greenberg re­
ceived compensation consisting of a daily fee, a fee
based on the number of photographs published, and
payment of expenses, and in return the Society ac­
quired all rights in any photograph taken on the jobs
that was ultimately selected for publication in the
Magazine. In 1985, at Greenberg's request, the Soci­
ety reassigned its copyrights in the pictures from
these three jobs back to Greenberg. Greenberg's
fourth hire for the Society appeared in the July 1990
issue of the Magazine, but the agreement for this job
was more detailed than its predecessors. The princi­
ple terms of the fourth agreement were similar to
those of the first three; however, in this agreement it
was explicitly provided that all rights that the Soci­
ety acquired in the photographs from the job would
be returned to Greenberg 60 days after the pictures
were published in the Magazine.

In 1996, the Society, in collaboration with Mind­
scape, Inc., began the development of a product called
"The Complete National Geographic" ("CNG"), which
is a 30 CD-ROM library that collects every' issue of
the Magazine from 1888 to 1996 in digital format.
There are three components of the CNG that are
relevant to this appeal: (1) the moving covers se­
quence ("Sequence"); (2) the digitally reproduced is­
sues of the Magazine themselves ("Replica"); and (3)
the computer program that serves as the storage re-

, The Society publishes multiple regional and international
editions of each issue of the Magazine. These various editions
differ from one another in the language in which they are writ­
ten and the advertisements that are printed. The CNGincludes
only one representative edition of each issue.
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pository and retrieval system for the images ("Pro­
gram").

The Sequence is an animated clip that plays auto­
matically when any disc from the CNG library is ac­
tivated. The clip begins with the image of an actual
cover of a past issue of the Magazine. This image,
through the use of computer animation, overlap­
pingly fades ("morphs") into the image of another
cover, pauses on that cover for approximately one
second, and then morphs into another cover image,
and so on, until 10 different covers have been dis­
played. One of the cover images used in the moving
covers sequence is a picture of a diver that was taken
by Greenberg in 1961. The entire sequence lasts for
25 seconds, and is accompanied by music and sound
effects.

The collected issues of the Magazine, which are, of
course, the CNG's raison d'etre, were converted to
digital format through a process of scanning each
cover and page of each issue into a computer. What
the user of the CNG sees on his computer screen,
therefore, is a reproduction of each page of the Maga­
zine that differs from the original only in the size and
resolution of the photographs and text. Every cover,
article, advertisement, and photograph appears as it
did in the original paper copy of the Magazine. The
user can print out the image of any page of the
Magazine, but the CNG does not provide a means for
the user to separate the photographs from the text or
otherwise to edit the pages in any way.

The Program, which was created by Mindscape, is
the element of the software that enables the user to
select, view, and navigate through the digital "pages"
of the Magazine Replica on the CD-ROM. In creating
the Program for the CNG, Mindscape incorporated
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two separate programs: the CD Author Development
System ("CDA"), which is a search engine created by
Dataware Technologies, Inc.; and the PicTools Devel­
opment Kit ("PicTools"), which is a program for com­
pressing and decompressing images that was created
by Pegasus Imaging Corp.' The CNG package con­
tains a "shrink-wrap" license agreement in which "all
rights [in the Program) not expressly granted are re­
served by Mindscape or its suppliers." Without the
Program, the Replica could still be stored on a CD­
ROM, but the individual "pages" of the Magazine
would not be efficiently accessible to the user of the
CNG.

Prior to placing the CNG on the market, the Soci­
ety dispatched a letter to each person who had con­
tributed to the Magazine. This letter informed the
contributors about the CNG product and stated the
Society's position that it would not provide the con­
tributors with any additional compensation for the
digital republication and use of their works. Green­
berg contends that he responded to this notice
through counsel and objected to the Society's use of

3 Mindscape indicates that it has not registered a claim of
copyright in the Program, which is manifestly copyrightable. See
§§ 101 (defining "computer program"), 102; Montgomery v. Noga,
168 F.3d 1282, 1288 (11th Cir.1999). However, copyright arises
by operation of law upon fixation of an original work of author­
ship in a tangible medium of expression, which has clearly oc­
curred in the case of the Program. See § 102; Montgomery, 168
F.3d at 1288. Moreover, Mindscape has represented to this court
that two component elements of the Program, the CDA and Pic­
Tools, each of which are separately copyrightable computer pro­
grams, have been registered with the Copyright Office by
Dataware Technologies, Inc., and Pegasus Imaging Corp., re­
spectively. Because it consists of at least two other individually
copyrighted works, the Program meets the definition of both a
"compilation" and a "collective work" under § 101 of the Act.
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his photographs in the CNG, but he received no re­
sponse from the Society.

The Society sought registration for its claim of
copyright for the CNG in 1998, but noted 1997 as the
year of its completion. On the registration form; the
Society indicated that the "nature of authorship" in­
cluded photographs, text, and an "introductory
audiovisual montage." The Society claimed that the
work had not been registered before, but indicated
that it was a derivative work, namely a "compilation
of pre-existing material primarily pictorial," to which
a "brief introductory audiovisual montage" had been
added. No reference was made to, nor was there any
disclosure of, the copyrightable Mindscape Program
or the two pre-existing, copyrightable sub-programs
that it incorporates, all of which are also components
of the CNG. The box in which the CNG is packaged
and each individual CD-ROM bear the mark "© 1997
National Geographic Society"-indicating the crea­
tion of a new work of authorship in 1997.

Greenberg initiated an infringement action against
the Society, National Geographic Enterprises, and
Mindscape, alleging five counts of copyright in­
fringement, two of which are relevant here: count
"III" addressed the Society's reuse of Greenberg's
photographs in the CNG, generally, and count "V"
specifically addressed the use of his diver photograph
in the Sequence. The Society, together with the two
other defendants, moved for summary judgment on
counts III-V, arguing that it had a privilege under §
20l(c) to reproduce and distribute Greenberg's photo-

, A copy of the registration form (application), which when ap­
proved by the Copyright Office became the registration certifi­
cate, is attached hereto as Appendix A.
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graphs in the CNG because it owned the copyright in
the original issues of the Magazine in which the pho­
tographs appeared." Greenberg filed a cross-motion
for summary judgment on count III. The district
court, relying on the district court opinion in Tasini v.
New York Times Co., 972 F.Supp. 804 (S.D.N.Y.1997),
reo'd 206 F.3d 161 (2d Cir.2000), cert. granted, ­
U.S.-, 121 S.Ct. 425, 148 L.Ed.2d 434 (2000) (No.
00-201), held that the CNG constituted a "revision" of
the paper copies of the Magazine that was within the
Society's privilege under § 20l(c), and accordingly
granted summary judgment for all of the defendants
on counts III-V. The district court later dismissed
counts I and II, which did not relate to the CNG, at
the parties' joint request. The Greenbergs appeal the
district court's judgment only as to counts III and V.

II. DISCUSSION

To evaluate the claims of infringement leveled by
Greenberg against the defendants," we must inter-

e There is no evidence in the record that would support the
theory that National Geographic Enterprises or Mindscape, nei­
ther of which has a copyright interest in the original issues of
the Magazine, somehow are privy to the privilege in § 201(c)
enjoyed by the Society.

6 In the Amended Complaint, Greenberg refers to Mindscape's
and National Geographic Enterprises's liability as "at least
vicarious." We construe this as an allegation of contributory
copyright infringement. A contributory copyright infringer is
"one who, with knowledge of the infringing activity, induces,
causes or materially contributes to the infringing conduct of an­
other." Cable/Home Communication Corp. v. Network Prods.,
Inc., 902 F.2d 829, 845 (11th Cir.1990) (citations omitted). Ac­
cordingly, there can be no contributory infringement without a
finding that there was direct copyright infringement by another
party.Id.
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pret and apply § 20l(c) of the Act. That section con­
stitutes the sole basis and defense of the Society's use
of Greenberg's copyrighted photographs. In all cases
involving copyright law, we understand that any in­
terpretation and application of the statutory law
must be consistent with the copyright clause of the
United States Constitution; specifically, the eighth
clause of the eighth section of Article I. That clause is
a limitation, as well as a grant, of the copyright
power.' The copyright clause, consisting of twenty­
four words crafted by our founding fathers, is the
Rosetta Stone for all statutory interpretation and

Further, the CNG appears to be a Joint work," which is de­
fined under § 101 as "a work prepared by two or more authors
with the intention that their contributions be merged into
inseparable or interdependent parts of a unitary whole." Here
the two "authors," the Society and Mindscape ("authors" under
the legal fiction created in § 201(b», clearly intended their
contributions of the Sequence, Replica, and Program to function
and be presented as a unitary whole. The CNG also fits the
definition of a "collective work" under § 101; that is, "a work ...
in which a number of contributions, constituting separate and
independent works in themselves, are assembled into a
collective whole." The concept of the "collective work" is included
within the term "compilation," which is defined in § 101 as "a
work formed by the collection and assembling of preexisting
materials ... that are selected, coordinated, or arranged in such
a way that the resulting work as a whole constitutes an original
work of authorship." Whether the CNG is considered a "joint
work" or a "collective work" makes no difference in our analysis
because under each definition, a work results that is
copyrightable as an entity separate and distinct from its
constituent, pre-existing, separately copyrightable
contributions.

7 See Paul J. Heald and Suzanna Sherry, "Implied Limits on
the Legislative Power: the Intellectual Property Clause as an
Absolute Constraint on Congress," 2000 U. ILL. L.REV. 1119
(2000).
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analysis. Accordingly, it is upon that predicate that
we examine § 201(c) in the context of this case."

The Society conceded that it has used Greenberg's
photographs in a way that is inconsistent with his
exclusive rights as an author under § 106.9 However,

8 Appreciation of fundamental principles is required in all ar­
eas of the law, but is particularly important in the copyright
arena. As observed by Professor L. Ray Patterson's opening re­
marks in his insightful article entitled "Understanding the
Copyright Clause," 47 J. COPYRIGHT SOC'Y 365 (2000):

Probably few industries as large as the copyright industry
have rested on a legal foundation as slim as the twenty­
four words of the copyright clause. And probably no foun­
dation of comparable importance has been so little under­
stood and so often ignored. This is all the more surprising
because the components of the copyright industry-informa­
tion/learning/entertainment-are so important to a free so­
ciety, and because the history of the copyright clause is so
well documented.

ld. at 365. The copyright clause provides: "The Congress shall
have Power ... To promote the Progress of Science ... by securing
for limited Times to Authors ... the exclusive Right to their ...
Writings." U.S. CaNST. art. I, § 8, cl. 8.

8 Section 106 reserves to the owner of a copyright the rights:

(1) to reproduce the copyrighted work in copies or phonore­
cords; (2) to prepare derivative works based upon the copy­
righted work; (3) to distribute copies or phonorecords of the
copyrighted work to the public by sale or other transfer of
ownership, or by rental, lease, or lending; (4) in the case of
literary, musical, dramatic, and choreographic works, pan­
tomimes, and motion pictures and other audiovisual works,
to perform the copyrighted work publicly; (5) in the case of
literary, musical, dramatic, and choreographic works, pan­
tomimes, and pictorial, graphic, or sculptural works, in­
cluding the individual images of a motion picture or other
audiovisual work, to display the copyrighted work publicly;
and (6) in the case of sound recordings, to perform the
copyrighted work publicly by means of a digital audio
transmission.

1
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the Society contends that it is privileged to make
such use of the photographs under § 20l(c), and
therefore does not violate such exclusive rights and
thus is not an infringer under § 501(a). Subpart "c" of
§ 201, entitled "Ownership of Copyright," provides:

(c) Contributions to Collective Works.-Copyright
in each separate contribution toa collective work
is distinct from copyright in the collective work
as a whole, and vests initially in the author of
the contribution. In the absence of an express
transfer of the copyright or of any rights under it,
the owner of copyright in the collective work is
presumed to have acquired only the privilege of
reproducing and distributing the contribution as
part of that particular collective work, any revi­
sion of that collective work, and any later collec­
tive work in the same series.

In the context of this case, Greenberg is "the author
of the contribution" (here each photograph is a con­
tribution) and the Society is "the owner of copyright
in the collective work" (here the Magazine). Note that
the statute grants to the Society "only [a] privilege,"
not a right. Thus the statute's language contrasts the
contributor's "copyright" and "any rights under it"
with the publisher's "privilege." This is an important
distinction that militates in favor of narrowly con­
struing the publisher's privilege when balancing it
against the constitutionally-secured rights of the au­
thor/contributor.

The Society argues that its use of Greenberg's pho­
tographs constitutes a "revision" of the Magazine
["that collective work"], referring to the CNG as the
compendium of over 1,200 independent back issues;
in copyright terms, a collective work of separate and
distinct collective works, arranged in chronological
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order." Assuming arguendo, but expressly not decid­
ing, that 20l(c)'s revision privilege embraces the en­
tirety of the Replica portion of the CNG (the 1,200
issues, as opposed to each separate issue of the
Magazine), we are unable to stretch the phrase "that
particular collective work" to encompass the Se­
quence and Program elements as well. In layman's
terms, the instant product is in no sense a "revision."
In this case we do not need to consult dictionaries or
colloquial meanings to understand what is permitted
under § 201(c). Congress in its legislative commen­
tary spelled it out in the concluding paragraph of its
discussion of § 201(c) (which is identical in both the
Senate and House versions): 11

The basic presumption of section 201(c) is fully
consistent with present law and practice, and
represents a fair balancing of equities. At the
same time, the last clause of the subsection, un­
der which the privilege of republishing the con­
tribution under certain limited circumstances
would be presumed, is an essential counterpart
of the basic presumption. Under the language of
this clause a publishing company could reprint a
contribution from one issue in a later issue of its
magazine, and could reprint an article from a

10 It does not satisfy the definition of "compilation" since inclu­
sion of all issues of a publication in chronological order does not
satisfy the minimum creativity necessary for the selection, coor­
dination, or arrangement that would result in an original work
of authorship. See Warren Publ'g, Inc. 1I. Microdos Data Corp.,
115 F.3d 1509, 1518-19 (11th Cir.1997) (en bane) (holding that
work incorporating "entire relevant universe" did not exhibit
sufficient creativity in selection to merit copyright protection as
a compilation).

11 A reproduction of the entire discussion in the House and
Senate Reports is set out in Appendix B.
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1980 edition of an encyclopedia in a 1990 revi­
sion of it, the publisher could not revise the con­
tribution itself or include it in a new anthology or
an entirely different magazine or other collective
work.

H.R.Rep. No. 94-1476, at 122-23(1976), reprinted in
1976 U.S.C.C.AN. 5659, 5738 (emphasis added).

.As discussed above, the CNG is an "other collective
work" composed of the Sequence, the Replica, and the
Program. However, common-sense copyright analysis
compels the conclusion that the Society, in collabora­
tion with Mindscape, has created a new product ("an
original work of authorship"), in a new medium, for a
new market that far transcends any privilege of
revision or other mere reproduction envisioned in
§ 20l(C).12

12 The Society characterizes this case as one in which there
has merely been a republication of a preexisting work, without
substantive change, in a new medium; specifically, digital for­
mat. As discussed in the text, however, this case is both factu­
ally and legally different than a media transformation. The So­
ciety analogizes the digitalization of the Magazine to the repro­
duction of the Magazine on microfilm and microfiche. While it is
true that both the digital reproductions and the micro­
filmImicrofiche reproductions require a mechanical device for
viewing them, the critical difference, from a copyright perspec­
tive, is that the computer, as opposed to the machines used for
viewing microfilm and microfiche, requires the interaction of a
computer program in order to accomplish the useful reproduc­
tion involved with the new medium. These computer programs
are themselves the subject matter of copyright, and may consti­
tute original works of authorship, and thus present an addi­
tional dimension in the copyright analysis. Because this case
involves not only the incorporation of a new computer program,
but also the combination of the Sequence and the Replica, we
need not decide in this case whether the addition of only the
Program would result in the creation of a new collective work.



116a

This analysis is totally consistent with the conduct
of the Society when it registered its claim. of copyright
in the CNG (under the title "108 Years of National
Geographic on CD-ROM"). Under section "5" of the
copyright registration form, in response to the ques­
tion: "Has registration for this work, or for an earlier
version of this work, already been made in the Copy­
right Office?"; the Society replied, "No." Accordingly,
this was a new work. Registrations had already been
made relative to individual issues of the Magazine.
Under section "6", subpart "a", the Society described
the work (the CNG) as a "Compilation of pre-existing
material primarily pictorial." Under section "6", sub­
part ''1", which requested, "Material added to this
work. Give a brief, general statement of the material
that has been added to this work and in which copy­
right is claimed," the Society wrote "Brief introduc­
tory audiovisual montage." See Appendix A.13 Thus,
even the Society admitted that the registered work,
the CNG, was a compilation. Recall that a collective
work is included in the definition of compilation and
embraces those works wherein its separate compo­
nents are each themselves copyrightable-as are the
Sequence, Replica, and Program (the "pre-existing
materials" referred to in part [only the Replica was
disclosed] by the Society in section "6".). Accordingly,
in the words of the legislative report, "the publisher
[the Society] could not ... include [the contribution

13 As noted earlier, the Society failed to indicate the third, and
critical, element of the new work, the Program. While the
storage and retrieval system may be "transparent" to the unso­
phisticated computer user, it nevertheless is present and inte­
gral to the operation and presentation of the data and images
viewed and accessed by the user. Giving the Society the benefit
of the doubt, it may not have intentionally perpetrated a fraud
on the Copyright Office.

1
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(the photographs) l in a new anthology ... or other
collective work [the eNG]." Thus in creating a new
work the Society forfeited any privilege that it
might" have enjoyed with respect to only one compo­
nent thereof, the Replica. With respect to the Se­
quence and its unauthorized use of Greenberg's diver
photograph, we find that the Society has infringed
upon the photographer's exclusive right under §
106(2) to prepare derivative works based upon his
copyrighted photograph. The Society has selected ten
preexisting works, photographs included in covers of
ten issues of the Magazine, including Greenberg's,
and transformed them into a moving visual sequence

14 We indicate "might" because a persuasive argument can be
made that when the Replica portion of the CNG was converted
from text and picture images on a page to electronic, digital
format, the statutory definition of a "derivative work" was not
satisfied. A "derivative work" is defined under § 101 as:

a work based upon one or more preexisting works, such as
a translation, musical arrangement, dramatization, fic­
tionalization, motion picture version, sound recording, art
reproduction, abridgment, condensation, or any other form
in which a work may be recast, transformed, or adapted. A
work consisting of editorial revisions, annotations, elabora­
tions, or other modifications which, as a whole, represent
an original work of authorship, is a "derivative work".

(Emphasis added). Note that in order to qualify as a derivative
work, the resulting work (including "revisions") after trans­
formation must qualify as an "original work of authorship."
Thus, the mere electronic digital reproduction that represents
the Replica may not qualify as a derivative work, and thus not
violate Greenberg's exclusive right to prepare derivative works
under § 106. See supra note 10. This derivative-works issue may
be addressed by the Supreme Court in Tasini v. New York
Times c«, 972 F.Supp. 804 (S.D.N.Y.1997), rev'd 206 F.3d 161
(2d Cir.2000), cert. granted, - U.S. -, 121 S.Ct. 425, 148
L.Ed.2d 434 (2000) (No. 00-201). But here, as explained above,
we have far more than a mere reproduction in another medium.
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that morphs one into the other over a span of ap­
proximately 25 seconds. Moreover, the Society reposi­
tioned Greenberg's photograph from a horizontal
presentation of the diver into a vertical presentation
of that diver. Manifestly, this Sequence, an animated,
transforming selection and arrangement of preexist­
ing copyrighted photographs constitutes at once a
compilation, collective work, and, with reference to
the Greenberg photograph, a derivative work. See
Warren Publ'g, 115 F.3d at 1515 n. 16.

The Society argues that its use of Greenberg's diver
photograph was a fair use under § 107. ' 5 Guided by
the principles explained in Campbell v. Acuff-Rose
Music, Inc., 510 U.S. 569, 114 S.Ct. 1164, 127
L.Ed.2d 500 (1994), 16 we find that the Society has
neither a fair use defense or right. See Bateman v.
Mnemonics, Inc., 79 F.3d 1532, 1542 n. 22 (Tl.th
Cir.1996); David Nimmer, "An Odyssey through
Copyright's Vicarious Defenses," 73 N.Y.U. L. REV.
162, 191 (1998). The use of the diver photograph far

15 Among the factors to be considered in determining whether
a use of a copyrighted work is a "fair use" are:

(1) the purpose and character of the use, including whether
such use is of a commercial nature or is for nonprofit
educational purposes;

(2) the nature of the copyrighted work;
(3) the amount and substantiality of the portion used in

relation to the copyrighted work as a whole; and
(4) the effect of the use upon the potential market for or

value of the copyrighted work.
17 U.S.C. § 107.

15 In Campbell, the Supreme Court indicated that the statu­
tory factors in § 107 should not "be treated in isolation, one from
another. All are to be explored, and the results weighed to­
gether, in light of the purposes of copyright." 510 U.S. at 578,
114 S.Ct. at 1170-71.
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transcended a mere reprinting or borrowing of the
work. As explained above, it became an integral part
of a larger, new collective work. The use to which the
diver photograph was put was clearly a transforma­
tive use. The Sequence reflects the transformation of
the photograph as it is faded into and out of the pre­
ceding and following photographs (after having
turned the horizontal diver onto a vertical axis). The
Sequence also integrates the visual presentation with
an audio presentation consisting of copyrightable
music. The resultant moving and morphing visual
creation transcends a use that is fair within the con­
text of § 107. Moreover, while the CNG is a product
that may serve educational purposes, it is marketed
to the public at book stores, specialty stores, and over
the Internet. The Society is a non-profit organization,
but its subsidiary National Geographic Enterprises,
which markets and distributes the CNG, is not; the
sale of the CNG is clearly for profit. Finally, the in­
clusion of Greenberg's diver photograph in the Se­
quence has effectively diminished, if not extin­
guished, any opportunity Greenberg might have had
to license the photograph to other potential users. 17

Alternatively, the Society contends that its use of
Greenberg's diver photograph, which appeared on the
cover of the January 1962 issue of the Magazine, con­
stitutes a de minimis use and thus is not actionable.
We find no merit in that argument in the context of
this derivative and collective work, the Sequence.

17 The inclusion by the Society of Greenberg's photograph in a
newly copyrighted work, the Sequence, clearly indicates that the
Society claims certain copyright rights in the photograph, with
which potential licensees or assigoees of the photograph would
have to be concerned.
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In assessing a de minimis defense, we must exam­
ine both the quality and quantity of the use." Green­
berg's photograph is one of ten selected and arranged
by the Society and constitutes one-tenth of the entire
Sequence; a pro-rata share. Thus, when comparing
the entire work with the contribution at issue, it
clearly represents a significant portion of the new
work. This is particularly accentuated in a qualita­
tive way when we consider that only ten covers from
a universe of some 1200 covers of the Magazine, em­
bracing 108 years of publication, were selected for
this composition. Moreover, the instruction materials
that accompany the CD-ROM discs inside the CNG
product box refer to the Sequence as "The Complete
National Geographic icon" (emphasis added). [Rl-20­
Ex.A]

Each and every time a user of the CNG views any
of the 30 discs, the user views the Sequence-the pro­
jection of the Sequence is automatic without any
prompting from the user. Thus, the use of the Se­
quence in the context of the entire CNG is not a de
minimis use that fails to reach the threshold of ac­
tionable copyright infringement. The two cases prin­
cipally relied upon by the Society, Ringgold v. Black
Entm't Television, Inc., 126 F.3d 70 (2d Cir.1997),
and Amsinck v. Columbia Pictures Indus., Inc., 862
F.Supp. 1044 (S.D.N.Y.1994), are not to the contrary.
The "iconic" display at the beginning of each disc in
the CNG product argues against the suggestion that

18 See Horgan v. Macmillan, Inc., 789 F.2d 157, 162 (2d
Cir.1986) ("Even a small amount of the original, if it is qualita­
tively significant, may be sufficient to be an infringement.");
Metro-Goldwyn-Mayer, Inc. v. American Honda Motor Co., 900
F.Supp. 1287, 1300 (C.D.Cal.1995) ("IT]he court must look to the
quantitative and qualitative extent ofthe copying involved.").
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the use of the Sequence in the CNG or the use of the
Greenberg diver photograph in the Sequence is in­
consequential. Accordingly, because we find the un­
authorized use of the subject photograph to be both
qualitatively and quantitatively significant, we reject
the de minimis defense advanced by the Society and
its putative co-infringers.

III. CONCLUSION

We conclude that the unauthorized use of the
Greenberg photographs in the CNG compiled and au­
thored by the Society constitutes copyright infringe­
ment that is not excused by the privilege afforded the
Society under § 201(c). We also find that the unau­
thorized use of Greenberg's diver photograph in the
derivative and collective work, the Sequence, com­
piled by the Society, constitutes copyright infringe­
ment, and that the proffered de minimis use defense
is without merit. Upon remand, the court below is di­
rected to enter judgment on these copyright claims in
favor of Greenberg. Counsel for the appellant should
submit its documented claims for attorneys fees rela­
tive to this appeal to the district court for review and
approval. We find the appellant to be the prevailing
party on this. appeal and, therefore, is entitled to an
award of costs and attorneys fees. Upon remand, the
district court should ascertain the amount of dam­
ages and attorneys fees that are due as well as any
injunctive relief that may be appropriate. In assess­
ing the appropriateness of injunctive relief, we urge
the court to consider alternatives, such as mandatory
license fees, in lieu of foreclosing the public's com­
puter-aided access to this educational and enter­
taining work.
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REVERSED and REMANDED.
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APPENDIXB

EXCERPT FROM H.R. 94-1476 (1976)

reprinted in 1976 U.8.C.C.A.N. 5659

Contributions to collective works

Subsection (c) of section 201 deals with the trouble­
some problem of ownership of copyright in contribu­
tions to collective works, and the relationship be­
tween copyright ownership in a contribution and in
the collective work in which it appears. The first sen­
tence establishes the basic principle that copyright in
the individual contribution and copyright in the col­
lective work as a whole are separate and distinct, and
that the author of the contribution is, as in every
other case, the first owner of copyright in it. Under
the definitions in section 101, a "collective work" is a
species of "compilation" and, by its nature, must in­
volve the selection, assembly, and arrangement of "a
number of contributions." Examples of "collective
works" would ordinarily include periodical issues, an­
thologies, symposia, and collections of the discrete
writings of the same authors, but not cases, such as a
composition consisting of words and music, a work
published with illustrations or front matter, or three
one-act plays, where relatively few separate elements
have been brought together. Unlike the contents of
other types of "compilations," each of the contribu­
tions incorporated in a "collective work" must itself
constitute a "separate and independent" work, there­
fore ruling out compilations of information or other
uncopyrightable material and works published with
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editorial revisions or annotations. Moreover, as noted
above, there is a basic distinction between a "joint
work," where the separate elements merge into a uni­
fied whole, and a "collective work," where they re­
main unintegrated and disparate.

The bill does nothing to change the rights of the
owner of copyright in a collective work under the pre­
sent law. These exclusive rights extend to the ele­
ments of compilation and editing that went into the
collective work as a whole, as well as the contribu­
tions that were written for hire by employees of the
owner of the collective work, and those copyrighted
contributions that have been transferred in writing to
the owner by their authors. However, one of the most
significant aims of the bill is to clarify and improve
the present confused and frequently unfair legal
situation with respect to rights in contributions.

The second sentence of section 201(c), in conjunc­
tion with the provisions of section 404 dealing with
copyright notice, will preserve the author's copyright
in a contribution even if the contribution does not
bear a separate notice in the author's name, and
without requiring any unqualified transfer of rights
to the owner of the collective work. This is coupled
with a presumption that, unless there has been an
express transfer of more, the owner of the collective
work acquires "only the privilege of reproducing and
distributing the contribution as part of that particu­
lar collective work, any revision of that collective
work, and any later collective work in the same se­
ries."

The basic presumption of section 201(c) is fully
consistent with present law and practice, and repre­
sents a fair balancing of equities. At the same time,
the last clause of the subsection, under which the
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privilege of republishing the contribution under cer­
tain limited circumstances would be presumed, is an
essential counterpart of the basic presumption. Un­
der the language of this clause a publishing company
could reprint a contribution from one issue in a later
issue of its magazine, and could reprint an article
from a 1980 edition of an encyclopedia in a 1990
revision of it; the publisher could not revise the
contribution publisher could not revise the contribu­
tion itself or include it in a new anthology or an
entirely different itself or include it in a new
anthology or an entirely different magazine or other
collective work.


