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trials. In the exercise of that discretion he cannot be controlled
by appeal.

Upon the whole, I am satisfied that the case presented to me
on this appeal is not subject to review or reversal by me, and |
therefore order and adjudge the appeal of Wanton Rouse to be
dismissed for the want of jurisdiction.

S Dennis, Jr., and R. H. Gillet, for the appellant.

JoHN STEPHENSON, APPELLANT,
5.

WiLLiam HovT, APPELLEE. INTERFERENCE.

[NTERFERENCE—PATENTEE—NOW RESTRICTED IN H1S PROOFPA.—In an interfer-
ence proceeding a patentee is not restricted in his proofs to the exaet
point of invention covered by his patent that is claimed therein. If be
prove to be the prior inventor of anything claimed by the applicant, the
Commissioner may act upon such information, and his decision thereon
may be reviewed by the judge upon appeal. The question is not the same
a8 in o suit for the infringement of the patent.

MATTER SHOWN IN PRIOR PATENT—EFFECT oF.—A subsequent inventor may
have a patent for matters included in a prior patent, but not particularly
specified and claimed therein, if he be an independent inventor, and the
invention was not perfected, but was abandoned by the patentec.

DATE OF INVESTION—DRAWING.—An invention may date from the time &
drawing was made disclosing the same.

INTERFERENCE—QUESTION STATED.—In an interference the question is nob
whether one invention is better in some respects than the other, but
whether there is a substantial interference in the principle of the tw0
inventions.

SM—SUBSTANTIAL IDENTITY—FPURFOSE.—Two inventions are the same in prit®
ciple when they produce the same result by substantially the same mode.
of operation—as protecting the rear step of an omnibus by a shield moving
with the door—notwithstanding the form of the devices and their mode
of attachment may be different.

SM—TESTIMONY 0F EXPERTS.—The testimony of practical persons versed i o
art to which the invention relates may be considered in judging of thes

substantial identity of the inventions.
w

(Before MorsELL, J., District of Columbin, March, 1854.)
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October, 1852, the appellant, John Stephenson,
petition to the Commissioner for a patent for his
a new and improved step for omnibuses. In his
nying specification he states that ‘‘the nature of his
s to make a more safe, comfortable, cleanly, and elegant
pse now in use, and, in combination with the shield,
lep from improper use; that the independent boxed
‘step is in two parts.”” He proceeds to give a
scription of said parts according to his drawings and
then says: ‘‘ These parts united form the boxed step
usually attached by the legs N NV to the tail-block of
parts, but may be fastened to the body at or near
'* Then he particularly describes the shield, which
to the lower part of the door in such manner as to
ter covering to the boxed step, thus shielding the
use when the door is closed. Again he says: “ What
desire to secure by letters-patent, is the independent
bus step, in combination with the shield, in form and
substantially as described.”’
" application in some respects was made by Thomas
tho was one of the parties in this controversy before the
nér; but as he has since abandoned his claim, he will
as no party to this appeal, and as out of the case.
illiam H. Hoyt, the appellee, right is derived to him
ent issued the 27th May, 1851, (No. 8119,) for his
la new and useful improvement in omnibus steps. In
ation he particularly describes the construction of it,
to the accompanying drawings as part thereof. He
the nature of his improvement consists in having a rear
body of an omnibus project downwards sufficiently
p, said step being covered by the door when closed,
; ement the accidents daily occurring in consequence
ons standing upon the steps of omnibuses as at present
tted are entirely prevented. He further says: ““What [
iew, and desire to secure by letters-patent, is the manner
ing the step as described, viz., by having a portion,
ody of the omnibus prq]ecung duwnwards a suitable
e bottom of said projection & forming the step ¢, and
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so arranged as to be perfectly covered and protected by the door
D, when closed, substantially as described.”’

The Commissioner being of opinion that the patent thus applied
for by the appellant would interfere with the said unexpired pat.
ent of said William H. Hoyt, refused to grant the same. And for
the purpose of trying the issues between the parties a day was
appointed, and the parties allowed to take testimony accordingly;
and which being duly taken and laid before the Commissioner,
together with the arguments of the parties by their counsel, on
the 26th of September, 1853, the Commissioner says: '* This
cause came up for hearing on the 12th instant ; and on careful con-
sideration of the testimony duly taken and transmitted by the
three parties aforesaid, I do decide, in accordance with the reasons
given in my opinion filed this day, that W. H. Hoyt is the prior
inventor of the covered omnibus step.”” From this decision and
consequent refusal Mr. Stephenson hath appealed and filed his '
reasons, with a petition that it may be heard and determined. _

The first and fifth reasons may be considered in substance as
embracing the same matter—that the Commissioner erred in
deciding that it appeared from the testimony that the independ-
ent boxed and shielded omnibus step was not a new and useful
invention, so essentially differing from that conveyed by the patent
of Hoyt as to entitle Stephenson to letters-patent for the same.

The second, because he decided that Hoyt was legally to be
regarded as the original inventor of the covered or prote
omnibus step.

Third, because he decided that Hoyt's delay in applying for 8
patent until 1851 did not operate as an abandonment of his alleged
invention.

Fourth, becanse he decided that the invention of Hoyt and
Stephenson sought to effect the same result by the same means.

The sixth and last is a general reason as to the facts prﬂ‘?fd'
and his conelusions of law from those facts. The grounds of the
Commissioner’s decision, which he is required by the eleven
section of the act of March 3d, 1839, fully to set forth in writing
touching all the points involved by the reasons of appeal, (and 10
which the revision must be confined,) the Commissioner states
are to be found in the opinion and reasons before alluded to 1727
on the said 26th of September, 1853, in which he says: T8
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ght to be accomplished in all these cases is the
of a covered omnibus step so arranged that the
1e door removes the covering. This object is attained
by means almost identical in their general character.
ie prior inventor, he must be so declared, and his
‘cover just what he invented, and no more. The
s that Hoyt conceived the idea in 1846; that he
with chalk on a board and drew a plan on paper;
es state that the plan was sufficiently described to
an to construct what was there represented. This
rior to that fixed for the inventions of Cole or
~ % * % [tis not necessary to have actually con-
hine in order to give a date to the time of inven-
ing that sufficiently embodies the entire idea is
5 purpose.”’

nmissioner says his only doubt is as to the presump-
onment arising from the lapse of time between the
jinvention and his application for the patent; but is
om the circumstances proved that such a conclusion
be warranted in this case. The circumstances are that
‘workman for Kipp & Brown ; that when he made his
e proposed to them to try it on their omnibuses, which
ed to do as soon as they should have any new ones
that before this event occurred their establishment
down, and that as soon as they were in a condition to
. new omnibus they made them with this device, and
t the same time applied for a patent. The conclusion
e comes is that these circumstances are sufficient to
onclusion of any abandonment on the part of Hoyt of
to apply his invention to use; and he therefore was
on that Hoyt must be regarded as the prior inventor
ed omnibus step.

the time and place of hearing having been given, the
ner, according to law, laid before me all the original
| evidence in the case, together with the grounds of his
forth in writing, touching the points involved by the
peal ; and the case has been submitted to me upon
ments. The order of the argument in reply to the
Commissioner has been much the same with that of
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the reasons. With respect to the construction of the patent gn
specification, and the rule of law by which the interference in
case is to be tested, the Commissioner has said: ** If Hoyt y,
the prior inventor he must be so declared, and his patent wil]
cover just what he invented, and no more.”” The position ¢
appellant’s counsel is that the nature and extent of invention
Hoyt is to be determined from the specification and claim
which his patent is founded —'* not what Hoyt's idea was
he made his first drawing, or what kind of step and cover }
now makes and uses, but what his patent actually secures to him,
This rule, I think, is too broadly laid down as applicable to thi
case. The sixth and eighth sections of the act of Congres
1836, chapter 357, must be taken together in construction,
which the applicant for a patent to entitle himself (and before th
Commissioner can be authorized to issue the patent) must appea
to be the original and first inventor or discoverer, and it o
appear that no part of that which is claimed as new had b
been invented, discovered or patented, &c.; and upon appeal
an applicant it may be determined whether he is or is not eni
to a patent ; and of course this becomes the duty of the appellat
tribunal.
It is true under particular circumstances a subsequent in ente
may be entitled to a patent, and perhaps for any part not clé
described in the patent and specification of the first and origif
inventor ; but it can only be so where the subsequent invento
believes himself to have been the first and original inventor,
where he had no knowledge of the original invention—where
such public use was made of it that such knowledge was at
able, or where such part had not been perfected and was b
doned. To support his position the appellant refers to Le ¥
Tatham, 14 How., 176. In this case the court say: "’-’:“
must look to the claim of the invention stated in their applicatic
by the patentees.”” And again: ‘‘The patentees have 1000
their claim on this specification, and they can neither modify ™
abandon it, in whole or in part. The combination of the mach
is claimed, through which the new property of lead was d¢
as a part of the process in the structure of the pipes.
jury were instructed ‘that the originality of the jnvention 64
consist in the novelty of the machinery, but in bringing & =
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 into practical application,’ This was the
ment of a patent. In such a case the plaintiff
r a violation of that which he had an exclusive
uld be nothing more than his patent and spec-
- plain, clear terms. But I have endeavored
tion in this case is entirely different, and,
on is inapplicable.
the circumstances as to this point? Brown,
proves that Hoyt explained his plan of a
5 step to him, in the presence of Runyon and
};:a or December, 1846, and at the same time
f it both on board and on paper. The original
was shown and recollected and sworn to by the
since been lost by the Commissioner. The
scribed by Hoyt in 1846 was like the one
it's patent, subsequently attached to witness’
n of Hoyt. He well understood it, and could
rom the drawing. He intended to have put them
s, bulwas burnt out ; and the first of the Hoyt
ied to their ommbu.scswa.‘, in 1850. He used
. Kipp, another witness, proves the same
‘the year 1846-"47 Hoyt urged that his step
the omnibus of Kipp & Brown, and that it
50 done, but that they were burnt out. Des-
itness, says that Glandat, of Philadelphia, had
y-four or forty-five omnibuses.
and Hoyt were residents of the same place.
stances, it will not, I think, be too much to
opportunity was afforded to Mr. Stephenson
ge of the claim of Hoyt for his plan of a pro-
The first witness proves, also, that at the
in December, 1846—said Hoyt made a draw-
a board and on paper. This, on well-settled
nt law, must be considered as sufficiently reduc-
to practice.
n between the two inventions as described in
cifications, and unaided by the testimony of the
tainly appears in the forms of the contrivances
€rences and improvements, the structure of the
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one being a component part of the body of the omnibus and the
consequent arrangement for the step, and the other a separage
and independent step, until connected with the omnibus by being
attached to it. That this latter is a better and improved mode of
accomplishing the object in many respects, I strongly incline tg
think ; but this may be the case, and still it may be a substantia]
interference with the principle of Hoyt's invention, though much
more imperfect in its embodiment. Whatever that principle is,
he has certainly a right to be protected in the enjoyment of it,
after it has become secured to him by patent. And as has been
before seen, it is important in the decision of the questions in-
volved that the appellant, to entitle himself to a patent, should
appear to be the first original inventor, according to the principles
of patent law as to the proper tests.
The object and end to be attained appear to have been the
same, 7. €., to secure the step, in combination with the shield when '
the door was shut, from improper use by the intrusion of boys
standing upon it and the preservation of passengers from mud.
This was to be effected, though in a somewhat different way, yet
by substantially the same kind of operation, .., a shield arranged
with the lower part of the door, to operate, when shut, to form a
covering for the step, which forms a component part of the rear
body of the omnibus or is connected to it by being attached to
the same part. To effect this result appears to me to have been
the great and principal aim of both. What, therefore, according
to authorities on the subject of patent law, was the principle?”
Judge Washington, in the case of Gray v. James, 1 Robb., 120,
stating what he considers to be the test of the principle of 2
machine, says: ‘‘What constitutes a difference in principle
between two machines is frequently a question of difficulty, more
especially if the difference in form is considerable and the machin-
ery complicated. But we think it may be safely laid down asa
general rule that when the machines are substantially the samé&
and operate in the same manner to produce the same result,
must be in principle the same. I say substantially, in order 10
exclude all formal difference. And when I speak of the same
result, I must be understood as meaning the same kind of
though it may differ in extent; so that the result is the same:
according to this definition, whether the one produces more




StEPHENSON v, HoyT. 299

Opinion of the court.

‘a given space of time than the other, if the opera-
nake nails.”” So also, Bovell ». Thorne, Dav. Pat.
“It will be the same in substance if the principle
effect, though the form of the machine be differ-
ore authorities to the same point might be stated.
more enough,
n 224) says: ‘‘If the change introduced by the
tutes a mechanical equivalent in reference to the
patentee, and, besides being such an equivalent,
ome other advantage beyond the effect or purpose
by the patentee, it will still be an infringement as
at is covered by the patent, although the further
‘a patentable subject as an improvement upon the
(] 2}
to the extent of the protection in his exclusive
rson (Baron) said (Webs. Pat. Cas., 144-146):
ity that will press on you [the jury], and to which
n will be called in the present case, is this: You
‘4 patent for a principle, coupled with the mode of
principle into effect, provided you have not only
e principle, but invented some mode of carrying
~ But then you must start with having invented
[ carrying the principle into effect. If you have
are entitled to protect yourself from all other
ing the same principle into effect,”” &c. The rule
ps more accurately stated by Judge Washington
nufacturing case just before referred to, in which
patent is for an improvement in the art of making
ns of a machine which cuts and heads the nails at
it is therefore not the grant of an abstract
With these principles and tests, [ will proceed to
two inventions in connection with the testimony.
it of the testimony, as stated by the witnesses on the
ant, must, I think, be considered as proving that
and protector of the Stephenson invention is sep-
ependent of the omnibus body, and may be put on
at pleasure, as stated in the specification ; and when
done by attaching it thereto; that it possesses supe-
ntages over the Hoyt step; that the Hoyt step itself is
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a component part of the body of the omnibus, and not an inde.
pendent thing ; that they were found in practical use to be very
imperfect (they weakened the back of the body and required the
rear carriage part to be carried ahead); that omnibuses which
had been used with these steps required much more time and
expense to repair them and to apply them to the ordinary omnj.
buses. There was evidence, also, tending to prove that alterations
had been made by Hoyt himself and others in his steps in some
measure to resemble the Stephenson step, on account of the
imperfections found in the practical use of the Hoyt step, accord.
ing to the original plan; that by Hoyt's mode a good deal of
room was taken away by cutting the piece out of the bottom side
to make a step.

As to the testimony on the part of the appellee, Brown—a wit-
ness before alluded to—a builder and repairer of coaches for
twenty-seven years—in addition to what has already been stated
of his testimony, says the protected step described by Hoyt in
1846 was like the one described in Hoyt's patent; he says it is
the best in use; that the cutting out for the step does not weaken
the body of the omnibus nor require a new door to apply it to
old omnibuses ; the Hoyt step and the so-called Stephenson step
can both be applied to the same omnibus ; Hoyt's form is best;
the drawing of Hoyt's letters-patent represents accurately the step
and protection which Hoyt explained and drew out in 1846; he
considers all the different forms in use as Hoyt's or bordering on
Hoyt's step.

John M. Runyon, a coach-maker, whose testimony has also
been partly stated, corroborates Brown. He says that he has
often made the step since it was shown to him in 1346, and as
early as 1849 or 1850 ; Hoyt's is the best form of protected steps
now in use; they have worn well; both the Hoyt step and
Stephenson form of it can be applied to the same omnibuses;
Stephenson form would be the most expensive ; the principle
the same in all the covered steps; they all agree in the essent
parts ; Hoyt's can be applied to old omnibuses without making
new doors, and does not weaken the body.

Kipp, a coach-maker, as far as he goes, is substantia
same with the other two.

James Foster, a coach-maker, has applied the Hoyt step : “F:
that it does not weaken the body, is most convenient, and y

Iy the
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is about three days' work to make and apply
8.

mp. The testimony also of this witness has been
. In addition he says: ** Hoyt's form is better than
his step is very strong ; they have been well tried
r or forty-five omnibuses of Glandat ; those that
st well are there still.”’

ony of one of the appellant’s witnesses, George
‘is stated to be a coach-maker and machinist, in
 corroborates what is said by the aforenamed wit-
appellee, as it respects the nature of the differences
y machines, partaking of form in the embodiment
tance as to their principle.

eful examination and comparison of the testimony
t sides of the controversy in this case, which I have
,make, I find it is true that there are considerable
e statements of the witnesses, but they are chiefly
enson step being the most perfect form in which
principle has been clothed, consisting in the
ges stated by them, rather than in the principle
ore imperfect form in which it has been presented
: !ppellee. His witnesses, if they are to be believed,
ven as to this point the facts are not so, and that the
to be preferred. Beyond this they say, expressly
y that the principle in both inventions is the same ;
no essential difference. These witnesses are stated
nced machinists and coach-makers, skilled in this
business. Their opinions and judgment, therefore,
wed due weight, and 1 think gives the preponder-
- of Hoyt.

oticed, the evidence very clearly shows that Hoyt's
was meml years prior to that of Stephenson.
 consideration, therefore, of the whole case, T am of
’ﬂu said William H. Hoyt was the prior inventor of
oved omnibus step and cover as in his specification
d that the said invention of the independent boxed
m;:r, for which the said Stephenson asks a patent,
with said Hoyt’s invention, and that the said de-
Commissioner of Patents be, and the same is hereby,
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