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' APPENDIX

Y i ExECUTIVE OFFICE oF TIIE PRresIbENT,
- R - - BUREAU oF THE BubgerT,
: Washington, D. C., June. 28, 1951, .
L ’

Hon, EXANCEL CELLER, |
Chairman, Judiciary Commiltec,
) 1louse of Represcnlatives, Washington 25, D. C.- . ’

- MY DEAR MER. CHAIRMAN : Reference is made to H. R. 3760, a bill to revise and -
codify. the laws relating to patents and the Patent Otlice, and to enact‘intd law
title 35 of the United States Code entitled “Patents,” which is now pending in
your committee. ) : . - . . N
.- An examination of this bill indicates that it vests directly in the Commissioner
of Patents most. of fhe functions relating to patents. In so doing, it conflicts
with; and wouild partially nullify, Reorganization Plan No. 5 of 1950, which -
became effective May 24, 1950.  This plan transferred to the Secretary of Com-
merce all functions’then vested in other officers and agencies of the Department,.
except those vested in hearing examiners, the Inland Waterways Corporation,
and the Civil Aeronautics Board. _ It also authorized the Sectetary to provide
for the performance of any of his functions by any officer, employee, or agency
of the Department. As a result of this reorganization plan, the patent functions:
-are now legafly vested in the Secretary of Conmmerce but are performed by the

* (Commissioner of Patenis hy-delegation by the Secretary.

{

"+~ Reorganization Plan No. 5 of 1950 is 6ne of a series. of reorganization plans

© t;which have become éffective within the last 2 Yyears transferring the functions

/

~.-. By vestingfall functions’

- of nedrly all subordinate officers and agencies to the Secretary in: the case of )

six civil departments, A similar transfer has -been effected by statute (Public
Law 73, 81st Cong.). with respect to a seventh department, the Department ‘of
State. These transfers have been made to carry out two basic recommenda-
tions for improving departmental administration which were' made by the
Commission on Organization of the Executive Branch of the Goverument in its
Report on Gereral Management of the Executive Branch, namely: %’; S :
“Recommendation No.*15—Under the President, the heads of departments
must hold full responsibility for the conduct of their departments. - There must
be a clear line of authority reaching down through every step of the organiza-
tion_and no subordinate should bave authority independent from:that of his
superior” (p. 34). - . Lo
© “Recommendation No. 20.—We recommend that the department head should
be given authority to determine the organjzation within his deépartment™ (p. 41). -
.. These recolwnrendationg embody fundamental principles of ‘effective admin-
istration which have beeit worked out through years of experieiice in Govern- -
ment and industfy #ind have been Widely applied in large busiuess organizations. -
' d rectly in the bead of the department, subject to dele-
giation by Him, these plans‘e 1inaté’question as to the authority and responsi- ¢
bility of t '-‘e‘departme’nt hedds for _tite effective” administration of the -affairs )
of his- department. At the e time these plans enable the department head
:o make adjustments.in the internal organization of his departinent by revising

be delegations of the functions legally vested in him. R .
While in each case the head of the department initially redelegated the trans- -
ferred functions to the officers who.had previously possessed them, a number of -
ichanges in delegations have already been fmade to gear the departments for the
administration of defense activities. . In the case of the Department of Comi-
‘merce, the reorganization plan made it possible for the Secretary to trans_fer. )

from the existing bureays a number of units and activities needed in setting -
np- the National’ Prodm:'&’s‘ﬂl}1l Administration to handle defense responsibilities
assigned to the Department. Though the reorganization plans were drafted with-
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© out particular reference to a defense emergency and became effective a1 month
before the. fnvasion of Korea, they have proved a valuable tool In organizing the
Aadministration of the defense program. . oo, . :

i As conditions change and new, problems arige, these reorgnnization plans will .
greatly facilitate the adaptation-of departmental organization to the new re- -
quirements. Howerer, if the bills adopted by the Congress to enyct titles of the
code Into deflnite law vest the functions in subordinate officers, this possibility
will svon be blocked and the purpose of the reorganization plans destroyed.

For these reasons, Rt Is very important that new leglslation, and especlilly
the bills enacting en titles of the code, adhere to the pattern established
by recent reorganization plans of vesting functions in the heads of departments
rather than in bureaun chiefs and other subordinate officers. This principle has
long been observed by the;’ Congress in ease of certain departments, particularly
tht Departments of State, Post Ofiice, and Agricalture, and now applies to the -
other civil departments. In this connection it should he noted that the Longress

- has followed this principle In the numerous vegulatory laws administered by the

s l_)emrtment of Agriculture as well ag those relating to its operating programs.
. Accordingly, I should, urge that your committee revise H. R. 3760 to vest the

’funf:tions in the Secretary of Cominerce ratlier thay the Commissioner of
Patents. : H - L ’

| Sincerely yours, . S .
. ,L SLMER ‘B, Staars, Acting Director.

LRI IR XN E : :

+
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THE SECRETARY oF COMMERCE,
. Washi .
" Hon. Joskent Tt. Bavson, . lashnfgftm,; June 20, 1.'{51.
: Chairman, Submnynilfce No, 3, Committee on the Judiciary,
. Houae of Representatives, Washington, D. C. S <
; Dear Mg, CHAIRMAN: This letter is in further reply to your communication
.05 .\pril_.‘f(), 1951, requesting the comments of the Department concerning H. R,
3760, a bill to revise and codify the .laws relating to patents and-the Patent
Ofiice, and to enact into law title 35 of the United Stutes Code entitled “Patents.”
- - This bill, if enacted, would codify the patent laws, enact titlé 35 of the United
States Code into law, and make certain revisions in existing. patent luws, The
Department of Commerce is fully in accord with the purpose of H. R. 3760 but
finds it necessary to ohject to the use of language inconsistent with the provisions
of Reorganization Plan No, 5 of 1950, v v
) On l&lnrch 13, 1950, the President transwitted?o the Congress Reorganization
. Plan No. 5 of 195{), which vested in the Secretayy of Commerce the responsibility
for the performance of all other uffices of, t Department and all funetions of
::: :tgmﬁles ‘m:;l emplofvees ( l‘\l-nh ex'(;eptlnh not here relevant) of such Depart-
. esolutions unfavorable. to the plan-failed to pass either. S
plan becaine effective March 24, 1950, ! . 4 . paz elther !{onﬂe und the
. In testifying before the Committee én Expenditures in the Executive Depart-
m?‘nts of the Houuse of Representatives, the Secretary of Commerce sinted that—
The.central idea of the plan ix to make the Secretary. of Cominerce respon-
sible in fact as well as in thegry for the operations of the Department which he
heads. Without reservation, 1 am convinced sincerely that this plan Is entirely
sound in terms of both theory -and practical operation.” S
In his’ testimony before the committee at that time the Secretary dealt at
some length andwent into considerable detail concerning the functions of the
Patent Office and the effect of the- passage of the plan on the location and
- .supervision of those functions. He stated: - ’
: I have no intention of changing the present procedure or the present powers
of the Patent Commissioner or the Iatent Office, and I have already announced ~
my intention of authorizing the Commissioner and the Patent Office to continue
toAca(xl-:;a «;;xmth:tir‘tungtlons in fcmrdn’n(;]e with their present statutory powers.”
ental order carrying out this- announ ‘policy w.
immediately when the plan went ignto effect. - _ced polley was promulgated
Enactment of H. R. 3760 in its present form without providing for the vesting
of the functions described therein in the Secretary of Commerce would effect a
partial repeal of Reorganization Plan No. 5, and we are opposed to any such
result. Accordingly, it seems appropriate that provision be made in the proposed
codification for continuing the amendment made by this plan, . -
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It appears that amendment of H. R. 3760 to provide for the perforinance of
the functions hy the Secretary of Commerce would be the procedire which would
be the -most -satisfactory, since the resulting bill would clearly set forth the-
officer of the Government with primary responsibility. . We,will be glad to work
with the staff of the committee in the task of making appropriste amendments
to the bill for this purpose. - ) o - .

As -an alternative, but less direct and therefore-less desirable, method of
accomplishing this purpose we suggestthe addition to the bill of axection reading
somewhat as follows: . Co ) ' L -

“Skc. —. For the purpeses of Reorganization Plan No. 5 of 1950, thiz Act
shall be deemed to have been enacted prior to the effective date of such plan.”.
Language similar to thit here proposed waus adopted by the Congress In enacting
the Socinl Security Act Amendments of 1950 (Publlie Law 734, 81xt Cong.).

Apart from the problems arising with regard to Reorganization No. 5 the De-
partment believes that the selection of the statutes to be included in the' title,
and the changeés in the language required by the arrangement and the omission
of obsolete material have been in general, very well carried out im the bifl. -

In addition to the codification the bill also proposes to make varfous changes
of substance in the patent laws, Since most if not all of the changes introduced -
are of a minor character or are of a procedural nature and substantially noncon- -

roversinl, or, nre such that general unanimity: of opinion can be ‘easily obtained,
r{xe Department has no thjection to the changes proposed, - - . o .

\ If we can le of further assistance in this matter in any way, including technieal
assistance by experts in our Department, please call on us, - - :

We are advised by the Bureau of the Budget that it \iould interpose no objec- -
tion to fhe submission of this report. - ' i - :

* Sincerely yours, L . T .
. D. W. RENTZFL,
Acting Secretary of Commerce. .

B . \ -

-

' »Tr»n: NATIONAL EDITORIAL .-\s:i-.rxju"rxos.
N Washington D. C., June 25, 1951.

Representative Joserr R. Brysox,
House Office Building, Washington, D. C, L

DEAR Mg. BRYBox : It is our understanding that subcommittee No. 3. of which ‘
you are chairman, has just completed a series of hearings with respect to H. R.”
3760. - The proposed omission of the following, *by word, circular, letter, or by
advertising’™ provokes some concern on the part of our newspapers. .Trere have
been so many attempts to curtail advertising With respect to Patent Office that
we are frankly suspicious that this omission could be construed as granting the
Commissioner of Patents additional control over advertising by patent. attorneys
or agents.: - = . R - .

'I'l[n:e National Editorial Association is a trade organization representing
approximately 6,000 newspapers published largely in small towns, some weekly,
some semiweekly, and several hundred dailies, and having distribution in every
State of the Union. The South Carolina Press Association is one of our affiliated
groups. So long as ddvertising conforms to established principles of truth and
decency and its effect is not contrary to the public welfare, we are committed
to defend its use against all further restrictions. ) - . -

I am sure that the publishers of your State and other areas represented by‘
our membership will appreciate your thoughtful consideration in clarifying H,- )
R. 3760 to the extent that the Patent Office cannot possibly interpret any section
of the bill as giving it arbitrary control over advertising. ) .

Vi trul urs, : ’ . :
ery truly yo Ep M. ANDERSON,

- Chairman, Legislative Commiitee,
) National Editorial 4:300‘0_"0»\. i
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Hon. J. K. Brysow,

! " DEAR CONGRESSMAN :

paid advertisin
their applications, but get
- the inventors that they are
~in the title of the concern.
" If, requested, the Commi

limit the expenditure for

.+ Yours very truly,
N ? N

4

.Cliluuzs J. Z18N, Esq., .
.! Law Revision Counsel,

-

“DEARMR, ZINN :Inourb

of title 35, section 11, of the
“the second sentence thereof

Bar Association to the secti

" ingis a quotation from that

of section 11 of the present
manper, deceive, mislead, o

word, circular, letter, or by

ﬁe I'ntent advertising ethjes, - -
. Aember: of Congress, .
i . Wuashington, D, C. v . -

I suggest that you look into the following phase in patent

. matters. It seems that sotne patent attorneys expend some $5,000 a month in
in periodicals. 'Thé same attorneys employ learners to make up-

" this phase of patent practice.

it is very clear that Conway P.' Coe, hen he .was
interpreted the law as preventing him from prohibitin,

OF other pwerson having immediatg or prospective business before the Q

“ciplinary authority which the statute apparently intends to ves
- Reference is also made to '

: :ir?z?i e(- 3:19:?}2' paﬁes 470 (;t 2::«11 On page 471 it appears th§ AléSsection of patent,
» 4nd copyright law reported to the fcay. 3 -

10495 ma rep d . Amer ‘c%g Associatioq\ in

*“The Commissioner of Patents alone has power to dis
- are not lawyers, and it is asserted that the power given him by statute (R. 8.
; 487, 35 U. 8. C. 11) is insufficlent 1o enable him to forbid all advertising
; the present statute, by mentioning advertising, impliedly authorizes it.”

LAW CODIFICATION AND 'REVISION

» . . - T

. A, PauL Conyoe, - o
ATTORNEY AND COUNSELLOR AT Law,

"% Baltimore 17, Md., May 14, 1951. -

the full fee for the wofk, l'eq_vlng the impression with
getting the personal'service Of the members mentioned

ssfoner of Patents wonld, be glad to furnish data on
It wolld.seem consistent with good practice to-
paid commercial advertising by patent attorneys to-

. $1,000 & month at normal rates (no discounts or rebates).  And put this in the:
- §tatute, so it will be enforceable, .

A. PAUL CoNxogr,

_ KANE & Koons,
Washington, D. C., June 15, 1951.

House Judiciary Committce,

R " House .of Representatives, Washington, D. ¢. -

rief conversation of yostcrda&. I gave you a reference .

to volume 61, page 941; of the Reports of the American Bar Association ( 1936),
which showed that Mr. Howson, of Philadelphln‘, recomme

nded the amendment
United States Code (R. S. 487), by striking out from
the words “by word, circular, letter, or advertising.’”

- An examination of that reference will further show that  Mr. Howson explained

that the presence of those words in the statute had been constrn
recognizing by inference that some advertising by
and that, as the statute then and now stands,
_ or not the Commissioner has the power to prohibit registered Patent attorneys
from advertising, except when done with misleading intent. ’
From the report of the committee on ethics and grievances of the American

ed “by some” as
patent attorneys is proper,
there is a question as to whether

on of paten’t. trade-mark, and copyright law (1939),

Commissioner of Patents,
g advertising, The follow-

report: ¢ ) s '

“That subsequently a conference was:held at Chicago on February 19, 1939,
- at which it,was ngreed that the most desirable action ‘would be the Commis- ,
sloner's promulgation ofar ! ’
how favorably disposed he might be, he would not take such action unless the
. bresent statute be clarified by awendment, as it is his view that under it-he does
. Dot have the authority to do so. He has been advised th

ule prohibiting the practice-blt that, Irrespective of -

at the following portion
fct: ‘or who shall with intent to defraud in any
r threaten any applicant -or prospective applicant
ilice by
advertising’ are words which limit the broad dis-
t in him.”

volume 65, Reports of the merican Bar Associa-

cix;line registrants who

because

§
f
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* Mr. Josernz R, BRYSON,

now doing a certain kind of patent work that will bc.q'nne illegal ‘to pgrfom
"¢ should your bill as it is now writteA become a law. - - : N\

IS
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&

in any manner, decelve, mislead, or threaten any/ap licant or' prospective
applicunt -or other person having_immediate or p ospectlve business before the
-‘Otfice by word, gircular, letter, or by advertising.” J - o - !
I have deemed it advisuble to give you these farther references because you
-apparently had not_been advised that the patent law section of the American~
Bar Assoclation-his for mord than 15 years been attempting to have the word
“advértlsing” deleted from the statute. By writing this.fetter I do not intend -
* to foreclose my right to flle the written statement which w¢ discusied yesterday.
‘This. letter is intended_merely as something which You may-use in your dis-
<ussion of the matter in the executive sesslon next weck. Pl L X
Thanking you for your courtesies in this matter, I am  / - :

y i

Very truly yours, - \\

N

N,
N

AL. PHILIP.KANE ,
AR

\

. 1'01'\0;.';\3 Scr.r:'.'«:t'x-:',l'u'm.lsmxc Co,, .
‘ “\Ncw York, N. Y., July 9, 1951,

Chairman, Subcoimmittce No. 8, Commillre} on the Judiciary, ., . st
Iousc of Representatives, Washinglon, b.c.; . \
DEAR ME;. BrysoN: Thank you for your._very courteous letter of*J 'ly G re~
garding the status of that part of 1L R. 3760 in which we nre interestid. SR
In addition to any other material that has been ‘subnitted to Youjand. your
_associates in relation to section 32, I would like to take a moment. oflyonr‘time
to incorporate in this letter the statement that as publisher of one of he largest
<cireulation magazines in the country more. than; a million every l/mnmh), of
interest to mwntors.\ we haye, over the _\'enrs,'xjﬂ-eivbgl'a ne;.'li::il ile nuinber
-of complaints from inventors about the patent attorneys using onr. columns.
In faet, our present edit(}r\tells_ me that since September 148 we Ilmve had no
ébmpmints whatsoever fmm\ our readers ahout pawnt;(ut‘turnoysf &
So I hope that whatever form the hill you:are now working on;takes it will .

T preserve the rights of patent Il(t()rlle)'s to eﬂ'g('ti\'ely tell il'lyenti/ve Awericans

that their services are available, *\
With best regards, I am, :
. Sordially yours,
LN

i

Ta

GO/H-‘REY HaMyoxp, Publisher. -

B

——— 3 3y -

TN - "NEw ORpEANs, LA, May 9, 1951.
Hon. Jose*m R. BrYsoN, X
Housc of Repregentatives, . -, - . . W\
: \"\',;,Washingtqn. D, C, " \

., t N : \\ .

Dear SIR: I haveirecently completed reading your bill H. R. 3760_$\hnt is to
Tevise and codify’ ‘the lnw\ relating to patents and the Patent Office, - .

I regpectfully inake the following comments and sngg(’stﬂl :mwndmgnt to
your bill after having had over 20 yvears' personal experience “.' patent !ufx ters,

working for both patent attorneys and inventors. .~ 2
I. sincerely believe ‘there is a“large number of. peopleg like myself who a

1 am speaking of those of us who are now employed’ by’ patent attorneys from °
‘time to’ time to write their spe ficntions, claims, and amendments, and theﬂ\.
Teturn the same to them for prosecution in the United States Patent Office. ™.
I have been employed for ‘thisd Iype of werk when the local attorney: is*busy

“ox when he desires the benefit of my years of experience as a mechanical engh -

the job.- Another hardship, yaur bill as it now stands will be on the engineer .

neer with invention de\'elopm;[nl't experience. 11 am, of course, always paid by

who assists the developmentof an invention for a person of very limited means

and is then employed to make a patent drawing, write the specifications and
claims. The work is then given fo the inventor for whatever diqus.al he sees fit.

* No one wants to see the inventor protected and the legal profession ‘preserved o
more than I' do, but I feel that thdre is a certain type of worker, as described - -
in the last paragraph, that,is more and more being placed in an impossible

“position. Therefore, I suggest that the following be added to chapter 1, rection

31, of your bill: Patent Office ; practice before Pate_nt Office : regxlauon'sz_.\for
agents and attorneys, T N . R N~
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authority to, write pateit specittcations, clalms, and nmondmomg’: to” anyone
who ahadl present written proof from a registered patent attorney or ngent that
the pernon making application fo;; certiticate han been employed by them con-
tinually Tor 3 years or part time for.B yearn: that the certificate shall state if
-the person s qualiied just te write specificntions, or the clalms, or the piend:
wents, or all three, and 1 they are qualifled to write the same for ctiemical,
electronie, or: mechanical {nventions; that a charge of $10 shull be made for
each certilicate,” - . ! Loe . i
*.The above-suggestedinddition does not in any way whatsoever RUERent, Approve
or recotimend that a perren other than ax now licensed be permitted to practice
Jbefure the Patent Office. In fact, I would even mnke-it a crime forthe telo-
phone directories to st people whose ads o t tow xection” suggest thed
‘are patent. attorneys, - (Some people_still: do thi®™H spite of all the laws and
the Patent Oftice well knowa of the fact.) !
. Another thing. sir,” a-lurge number of people are lslend about inventions
and jatents by the report:they recelve on searches, yet, nnyoue in Washing-
ton, D. C, can advertlze they muke pateut searches nnd send nny kind of
report they &ce it They ean warks for an attorney and still only half do the
Job without being found out for months, and thére s no’ restrictions put on this®
practicé or are people required to show they ‘are qualified to make n patent
search before dolng =o, . : L
;7 One other matter often overlooked is.the fuct there In practically no school
:In most parta of the country where ond can go and take a course i patent law,
. 1 trust you will-give zerlous conslderation to the nhove matter and be able
to make some form of amendment to yolir bill that will permit others tike myself
to continue to perform certain useful services to inventors and patent. attorneys
with limited funds.  Services, [ respectfully repeat, are not desired by ux to be
taken as the practice of patent law.” I amn sure that nelther you or the Com- .
missioner of Patents have any dexlre to force me out of work, yet, what can’
- ohe do sheuld your bill be passed? I'atent attorneys here in the South do not
by themselves have enough work to keep one busy, nnd 1 for one eannot afford
(9 Juove and try to make a connectlion with a patent attorney in another clty.
No course of instruqtl(m in patent law Is given in this area, )

A letter as to my ability In patent work given by a registered®patent attorney
and former examiner in the Patent Office 18 not tiken as proof enough under
, the present Inw for me to be granted an agent’s Heense, and 1 know from experl-

course in patent law, This latter is not becanse 1 do not know everyday pro-
cedure but becnuse 1 am not up on the finer points of the subject.

Tr_us{ln‘x I may have the pleasure of hearing from you regarding this mufter.
Sincerely yours, -
-

. .

’

J. OweN Evans,

1821 TWENTY-FIRNT AVENUE, Loxa IsrAND (‘x'rr. N. Y.

: M , 1951,
Hon. Joskrir R. Bxysox, ay 15, 1951

- Chairman, Subcommittee on Patents "deo-lliarka. and ('dpurlyhu.
Houze of Representatives, Waszhington 25,.D. C. . L)
Dear Mz Beysox: As a member of the patent bar for the pa: X
) . 4 W past 9 years, pre-
vious to which time I was an examiner in the United States Patent Office fm")ﬂ
. Yyeurs, I have been deeply Interested in H. R. 3760 which you recently intro- -
_duced. ! Thank you for sending me a copy of your bill,
I have read over the provisions of Your bill and pelleve that it will do much to
:‘ll:al;lf\;‘ ::g ;l-:;':;lnglthclan the bgnt;l‘lt ‘mw. However, 1 should like to recommend
0 « 1l clatse be ad in or 3
Lot o s > ‘( e : order to clarify the applieation of section
:1 believe that this section was not meant to a :
] E pply to applications which.were
‘ filed prioe to the effective date of the act, nor to patents which have been or will
:;e‘!&ened on such applications. ~ Although section 4 of chapter 4 was probably
lesumgd Fo exempt such applications from the provisions of section 4 of cfmpte'r
h‘ol believe that such exemption should be made more explicit, and several mem-
T2 of the patent bar with whom I have discussed this matter agree with me,

acted by section 1 hereof, shall not apply to appli-

N

.

. Naggeation 7 “That theé Commissioner of Patents shall issue a certificate of R

ence that 1 cannot pass an examinntion for the same without first taking a-...

—
¥

cations flied prior to the date on Wwhich this Act shall take effect, nor_to putents

- i
. -
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inuiéd jor .tifho fastied on much npplli»'uuoml..‘lmt ﬁxe law prl‘-v'lmml'y- Il;"c;f'féét. -
namely Revired Statutes 480 (U. 8. (., titie 35, sec. 4, 1946 ed.) shall apply to

1 wb mh];llkv to nin}w another 'n'cinnmen‘(lnnfm; All putént oxtinﬂn’ers are
qunlifitd ag engineers,; The provisions of thetnbove soetion of-the bill wounld ..’

kreatly reduce thele abllity to get employment as research and’ development

Y,

gern, kince their p.-mplu);emv woutld be. placed at o great dixadvantage tn
t to fuventions which such employees might make within 1 yenr after . -
v Jeft the Patent. Office. To glve suflicient notice to examiners who are con-
tempinting employment, a8 engineers, 1t ix recommended that the provizions of

$* the apove section should not be made effoctive as to nmvncfﬂlm.ls»\\'hl,ch’ are filed

with{n- 1 year nfter the difte of mm(‘lli‘wnt of the act. ‘To_ineorpirate.xuch a
provision, a section, such ax the followhjg, might be added; fn jifnce of 1(- aboves
proposed rection: ’ I LT - / T e
*Nectlon 4 of title 35, us enacted by wection 1 heréof, shall not appliy to n - -
eantions filed prior to one year from the date on which thisx Act xhall N-l’l_u"(‘éﬂ't.

nor to putents lssued or to be issued on such applicationy, but the law previously .

" in effeet, nnmely Revized Statutes 480 (U, 8. C., title 35, nee. 4, 1148 ed.) shail

-apply to such patents'and applications.” A
Thank you for your.conslderation of thig matter. . L

Respect fully ‘yours, - : e s
N TN . : T .7 Bressasun Fex.
i\ - .; B : > . : 2
S "\ Newark 2, N.J, Moy 24, 1951,
Inrell,R. 3760, . ° o~ : oo s

N . . . A
COMMITTER ON 'rm:'.htm(\'unv. -

© Houxe of Representalives;
v . : “Waxhington, D. C. - : :

(Attention’s Mr. Bryson.) B S T e

Dear Mg, BrygoN: 1 respectfully- express the opinion ‘that section 33 of the
nbove entitled bill Is not broad enough., The \\’nydu. “holds himself out,” to me
menn that for a person to fall within the cnmlvmri‘mlun of that section, there must
be a direct active representation, It I my thought that thix section ghould be
expanded by the Insertion before the word "hulds'\in line 2 thereof the following :
“renders serviees in the preparation or prosecution of applications for a patent
before. the Patent Office, or offers. to render N-r\'k‘eﬁ in the preparation or prose-
cution of applications for a patent before the Patent Office,”. - > oo

Thus, if thix nmendwent is added, without any “holding out,” or any represen- _
tutions of ang-kind, the mere fact'of the rendition }.\f these services without a
representation of qualiticatlons wiit consfitute an offense. . * S :

Would’it not also be desirable to provide In this section some mechanism for
enfor¢ement of the penal provisions such ns a stutement where the complaint
shall be made, 1. e., whére the ncts were performed, and, that the United States .-
district attorney fof the particular area shall be empowered to initinte the prose-
cution ax well as any Interested citizen. ’ . ’ ) .

Very respectfully yours,

NoruAN'N. Porrer.

“Rap1o PATRNTS CORP..
une 20, 1951.

'Q . ot .. Xew York 16, N. Y.,
Hon. Jogernn R. Brysox, T . A
Member, Judiciary Commitice, Houae of Repreaentatives,
Washington, D. C. o 5 _ R
DEAR SR va attention hak been called to your proposed bill, H. R, 3700, revising
the patent-laws, 1 believe there should be included therein a clmnségprolwtlnz v
fnventors or inventions made abroad. Wé¢ huve a number of associgtes abroad,

LY

such us the General Eleetrie Co,, Ltd., and I might cite the following i-x\qmpl'e:.'

Scientists would be working in the laboratory on a new development—Yyperhaps

“a very important. contribution and invention. In the laboratory.there may be

two or three assistunts.  While they keep careful records of their e‘xnerlmen'!.p and )
developents, they do not file an application until they have completed their - -
experimentxand determined best results; or, if a provisional »applic!m“on is ﬂjgd. :

it gives u general outline wltp?ut detalls. )

o
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" If an assistant shouid leave the employ of the laboratory or should by chance
mention to a friend somgthing about this deyelopment and this information fs
- published in England, this publteation would be beyond the control of the inventor.
»* The inventor then proceess as quickly as poisible to file a provislonal application
to protect himself in England, Within the year he flles In the United States,
claiming the convention tlate. The uncontrplleqd publication of some of the iufor-
*- mation would invalldate his Ameritan npplication and patent ns far as the dis-
“ closure is concerned due to thig publication, =~ - i o~

R R i
PATENT LAW CODIFICATION. AND I!/EVISION
; s . .

¢

States were allowed to be equivalent to or the spme as the convention date, he
"~ he would get his desired protection,  Therefore, I recommend that the actual date
of filing In the. United States under.a convention date should be the convention
clate as far as publications are cenderned describing work done by the inventor
-~ publication is beyend his contrdl.” On the other hand, an American inventor is
- protected abroad under similar-situations, Therefore, it is unfair and in due
time Aniericans may lose valuable rights abroad if the forelgn countries should
retaliate agninst this unfair situation here. ;

"o~ As outlined on page 9, paragraph 102, the present bill provides that the inven-
tion must not be published more than 12 months prior to the filing of the appli-
cation in the United States.. This should be limited to xstate that it must not be
. published by others or as the discovery of others, other than the inventor. The
inventor should have the right te patent protection providing he flies his applica-
tion within 12 months of his publication anywhere and then providing he files an
?mgrlcan application equivalent to such foreign application under the convention

ate, ’ ’ - y < ’

which are very unfgir to inventors, especlally those residing abroad.

Yery truly yours,

- - ;. 'Ravio Patents Corr.,

i ) WiLrtam DusiLier, President.,
. ;
- N ” . ) —————

" PATENT EQUITY ASSOCIATION, INc.,

] i New York,N. Y., June 18, 1951. -
Ho~, EMANUEL CELLER,

House of Representatives, ;

. . Washington, D. C:

sociation, I am sending you herewith 10 copiés of a resolution of the board in

Very truly yours, . J
- e : T. IRVING POTTER, President.

ResoirTioN L A

. Referring to H. R. 3760, Eighty-second Congress, first session; a’ bill to ro/visé
and codify the laws relating to patents, and so forth, the board of directors of
Patent Equity Association, Inc:, hereby resolves as follows : <

" . 1. The bill evidences much careful thought. S

2. The provisfons of the bill are, for the most part. sound and constructive,
. 3. The bill is endorseq, except for section 102 (e), which. should be eliminat-

- ed, and section-212, which should be clarifled if retained. : i
* 4 Section 102 (e) wonld .perpetuate various anomalous results that haVve
. develo;:eg u:\ldfli‘ court d«;ls‘lons. e. g., the following results: :

niinventor invents a new ! Y 3
put the marrer n window screen and sells &' few to try
ed for that screen—and hurries to the
which necessarily discloses the screen in order to show how the lock works,
‘This second sinventor: is honest, and his application claims only the lock,

‘een. files an application on' his g

+ . within the year pern'mted by section 102 (b), and oll:tl:llhs"his patent, .sf::?e:

the ‘second- inventor's patent fssues on the lock. Yenars later. after both.

. inventors are dead,‘the first inventor's screen patent is invalidated by the
. lock patent which made no claim whatever to the

) [N , .
On the other hand, if hig actual date of filing his application in the United .

‘himself. The present law does nat protect an Inventor in such situations where

I hope yon' will give this'due c’onsldorutlorﬂ as situations are constantly nrisln;;r

DrAR Sir: As directed by the board of directors of the Patent Equity As-

reference to-H. R. 3760, Eighty-second Congress, first session, for the use of /
the members of your committee. i

An early customer then invents & lock particularly adapt-
Patent* Office with an application -

.

- of hettér, ' If retafiied, it should be clarified. As worded, it’is not at all clear

the same thing, use of special words of art without definition, and a somewhat

‘was intended in'section 102, and the immediately adjacent sections as introduced
* .} . -

&
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/ scrcen, Thus, the first inventot's screen patent is invalidated on the' first'in- =
ventor's own invention, even tho igh the first inventor filed within the

year permitted by section 102 (b), and-¢yen though no one dther than the
first_inventor ever even claimed to have nyented - the screen! This re.
mirkable doctrine stems froni Alezander thunﬁy Daris-Bournenville (270,
U. 8. 390). In that case, the two application \wergﬁled‘on[y 5 weeks apart,
.and: only one of the applicants claimed to be the inventor-of tlie invention
‘which the court struck dowm:.__~ " SN R T~
(11) Under section 102 (e) inforination which ix nit available to Mubuc
when an inventor files his application becomes prior art against his patent ™
ex post facto—through an eartier filed :pplication subsequently Issuing a§ a
patent. And'in view of section 103, the earlier filed applii.jnti?m dopel not even. -
have~tp disclose the Invention E*lnstog'(‘l. it is added, ex post facto,) to other
- things to-gynthesize the invention—and by hindsight atthat. - .
6 Section 2}2‘18{19“’ to the law, and it/probably will muke things worse instead

4

whether a joint inventor who grants a license has to both obtain the consent of
the other inventor and account to him or only either (1) obfain consent or, (b).
account, . - - i PETRRAN

6. The president of Patent Equity Axsociation, Inc., is direcied to forward
10 coples of this resolution to the Committee on the Judiclary, House of Repre-

»

sentatives, : . . .- R
vy DBoarp o Dmx-:crcm}euzs? Fquity; Association, INc, )
4 e SR ‘ v
e~ Ty : S
. o Tue B. F.i Goovricn-Co., - . . ~ |,
N Akron; Ohio, Junc 1, 1951:. .

£

(\Kmsr;_r,, JUDICIARY COMMITTEY, SUBCOMMITTEE No. 3, - ;
! Ndlouse of Representatives, Washington, D. C. ;- I . ]
*'Sixs: [ have?been informed ‘of the work of the coordinating committee spon-
sored by the Council of Patent Law Assoclations indreviewing drafts of the . | o
proposals for recodification of the patent Thiws, and In-particular in proposing

corrections in the bill 1. R: 3760, on which hearings are scheduled to commence
on Junc 13, L s i - :

I approve of the proposals made by the coordinating committee, but believe:
that they may not have gone as far as is desirable .in clarifying- the most-”
important of all the sections of the bill, which is s¢etion 102, As it stands, this
section, defining what is patentable, suffers from some faults in‘dmf\tsmanship,
including use of words without antecedents, uge of different words to designate

e,

illogical and confusing arrangement, of i
1 am sure that you are as deeply concerned as any of the many people more

directly interested in the patent laws in having the recodification state the law
with the greatest clafity, and I consequently invite your most careful considera-
tion of the following additions and changes, which are intended to be dand are
believed to be codification of existing law, with no changes in effect from what. -

;

before the Congress: ™ - S
100. Dcfinitions.—Add the following subparagraph: ;
“(e) The word ‘applicant’ includes. not only.an inventor but also joint in-

ventors, and personal representatives and assignees when entitled to take actio

in connection with applications for patent.” - - : . oo ?
101. Inventions patcntable.—In line 1, after “any” insert “invention which,

.

"101-A. Date of invention (new.section to be inserted between 101 and 102),.—
“An invention shall be deemed to be made when conceived by and actually re- P
duced to practice by or on hehalf of the inventor or constructively redu to
practice by the filing of an application for patent, provided that an asserted 7
prior invention or prior knowledge, use, or publication, may be overco by _/
proof.of reasonable diligence in adapting and perfecting the 'invent!ox!\from~a, -
time just before the earliest activity of the rival inventor or’the earligst date
of knowledge use or publication, and continping until the regluctlon to ctice.

102. Conditions for patentabdility: novelty and loss of right to p»aftcnl.—Re- .
write the section as follows: “Af applicant shdll not be entitled to a patent for )
an invention If the inventor or inventors named in the application fgr patent

e A

80988—51—ser.9——13 .. - - Y
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- did not themselves invent jt, nor: if the invention has been abandoned, nor if . L NON - Grarp BAP\IDB; Micn., May 8, 1951, /
any, of the following prior art exiats: . . R E . ‘ L : £ ~°',"HJ' R. B“}ts”\‘-\ T T R S
; (a) the invention-was known or used by others in this country, or pat- i ., House of epresentalives, Washington, D. C. - = ! ‘ g ]
- ‘ented or described in any, printed publication in this or any foreign country, " /DEAR SiR: I bave a copy of the bill H. R 3760, which was introduced;by you -
" before the invention was made by the named inventors; or . N I . andreferred to.Committee on Judiclary. S CR, R, iraduced by S
~ 7 (b)-the invention was patented or déscribed in any printed publication ‘R .. | ¢ At the present time the last sentence of section 10&_that"“fatehtabillt'y shall’
" in this or any foreign country or in public use or on salé in this country, ‘ " not be negatived by the manner in which the invention was made” is an impor-
- <~ more than 1 year before the date of the application for patent in the ] . . tant matter which unquestionably should be in the bill:." In addition, and per-
United States; or' e S . haps supplementing it, it is believed that the matter of looking at or considering -’
—~ . {¢) the invention was described by another in an application for patent : : - Invention and patentability should be .done objectively and™not sub ectively, -
- filed in-the United States before the invention was made by the named in- » - When considered objectively, the test is, What did the invention d0? /When con-
.. ventors, and issued as a patent; or— " - . . e sidered subjectively, which is the way most theorists and impractical en want
*+ (d) the invention was. first patented or caused to be: patented by the - " to'do the job,™it is based upon the mental attitude of the Individual; the Judge,
applicant or his legal representatives or assigns in a forejgn country before : . or the Patept Office examiner. Even the best-qualified cannot d6 justice when
' the date of the application for patent in this country on an application filed { - affirming or denying patentability subjectively. : VARSI
more than 6 months in design cases or 12 months-in other cases before the -3 - ' Some years ago, I believe in the first termn of President Roosevelt, a committee -
filing of the application in the United States; or ¥ ’ was appointed which made a report recommending the objective method. .
(e) the invention was, in fact, made in this country by 3another. who had I do not know where it could be introduced into the statute, but additionally  ~
" not abandoned it, before it was made by the named inventors. . c I believe that.it should be phit into the statute appropriatély the .thought that i
In addition to the foregoing, I would like o comment on proposals to amend . & valid patent is property and not a monopoly. - A valid patent must have as a P2
the bill by replacing the word “abandoned” by the phrasé€ “abandoned, sup- B basis creation of something néw which did not exist before. Analogous to the
pressed or concealed.” T would like to urge most emphatically. that this not be . - building up of valuable property by hydraulic dredging, for example, to fill in /
"-_done, since the words “suppressed or concealed” have been used by judges to -- L swampland along a river, lake, bay, or the like, such property when created /
" “characterize certain acts as being tantamount to abandonment, but, if imported - | should belong to the creator. There is no question ever raised as fo monopoly/
into the statute, would have far greater and entirely unintended effects in . : "when real estate is created. But somehow through’ false propaganda it is the -
penalizing inventors who follow the normal practice of developing thelr inven- . ' belief of many—and in the many are several of the judges who pass upon pat-~
L. _tions in secrecy. , ) N e T ) L ents—that an owner of a patent is to be treatedt as any other monopolist.  This -
... In conclusion,-I wish to commend those who hayve devoted so many hours to is based upon.the fact that the owner of a putent has a right to excludé others’
work on this bill, for the excellent results; and to urge that it be approved with * from practice of his invention. Seemingly this' right to exclude in the case of
such corrections as may be needed to make it say exactly what it is intended - . patent property is considered a monopdly, with all the odium which goes with' ~-*

N N 4 the name; but right of all other property, either real or personal, to exclude -
others—in other words, to monopolize it—is perfectly right_and’ justified but
not in the case of one wWho creates through’invention valuable patent property, . -

to say. . ) )
Very truly yours; . ~ o Y
oo s . HaroLb S. MEYER,

.’““. e ) Patent Counsel. o . - which is no more an odious monopoly than a farmer who owns 8()i actl')es of lam}
' L. ] % . i - . is, to all people except Communists and /their helpers, a monopolist because o
- o 'l}'i’i‘minthF(‘ﬁITIi &Mca“:’;“} 951 T his right of exclusion, lasting forever t¢ exclude others from his'farm// B
‘Hon. JosrpH R. BRrYsoN, ) e ' ' :,, : el ‘\YOl-l{‘a yery U,.my' ' ‘/’/ ! fn,mx E. Liveraxce, JIr., - °
Member of QO{;YH(;C’?% ton, D. . ) “\\\ . ‘ . . \\ - Associated Iﬁ?ith Laurence, ll’qadhqms, ’.llill?'é Price. -
DEAR MR, BrYsoN: I am writing to you to give you my wholékiearted support : N A - ) — -
of bill H. R. 3760, a bill to codify the patent.laws of he United. States. » ' : TRK A s SR
I have carefully studied this bill, and I sincerely believe that it is far better . \ 7 ToLeno, OH10, May 9 1951.
tha{: the existing statutes. I note with particular interest section 103 in which the - In re H. R. 3760, a bill to recodify the patent laws, April 18, 1951, Teferred to the
obviousness of subject matter is made the test of patentability, and I believe that: . . "~ *  Committee on the Judiciary. / N : P -
this definitely improves the situatjon. In my opinion, the Supreme; Court has by Hon. JosePi’R. BrYsoN // i '
“its recent decisions taken a loAg step toward ruining our patent system, and I Chairman of the House Committee on Patents, S
believe that this ll):)ll,_ if l(;nacted into law, will aid in curing some of the judicial . . . : s ’ : Waahitiyton, D.C .
misconceptions aboiut the purpose, sc nd b ial res S - iy : i
system. P ‘ purpo , Ope_' ar i -)eneﬁcla ““fwlts ©of our patent - - -1- - Sir; There is appreciated the supplyfot cofy of the above, which forwarding is.
While T do not know if it would be practical, it occurs to me if the bill could . .undeérstood as submitted for comment rom here.- . - /= :
contain as a sort of preamble a statement of the sense of Congress to set fortli - N Page 9, section 102 (a), line 1. before “known” it 1s suggested there be inserted
the intent of the act that this might have some beneficial effect on its ponstruction T - “publicly”; otherwise, it would seem that one having the know-how could keep-
by the Supreme Court. It is amazing indeed to all who are familiar with the Y T * such indefinitely from the public and thereby failing to.promote the useful arts
subject, as I know you are, that patents are treated so differently from copy- N " purpose of the patent laws. Unless “publicly? be inserted as above proposed, the
rights when both stem from the same clause of the Constitution. The only answer . ' secret operator who does not choose to let the public bave the know-how after
-I can think of is that while judres do not invent they- do ‘write books. It must - 17 years, or-at any time, 1s thus enabled to stand in the way of protecting the
. be-a subconscious reaction which prompts them to treat the two classes of prop- . : © - one who is willing to take out a patent for the propgrty-rlght term, thereafter <

leaving such open to all-

erty so differently. ) W . .
4 Under this section, is it not proper to identify Patent (flice-published Abstracts

I call your attention to the obvious error in the use of the word “of” in: SR S . - )
of “or”, section 242 (4). Other than this formal change, I have no suggessttif:]g -t . of Applications of mo anticipation standing prior to such publication, regardless, .
tomake and certainly wish to congratulate you on a fine job. Let us hope that the .-~ - of how long prior thereto flling may have occurred. =~ - L
. bill will pass because I for one sincerely believe that it will ke to the best interest ..~ ! - - Section 103, delete all but.the last sentence. This term *“Obvious™ opens the .
~ of the country for this to become law.« - L . . N P door for destroying all patent-invention property. The requirements of a patent
Respectfully, .- - Can . : ‘ SN . ; | applicant are that the disclosure e(x;u;de tihaur‘t),e ;)‘Obvionsi": i.t g.. rgfsuxcl‘l;yexplicit
.- L JENNIN ' ARTER. ; o detail that anyone who is skill n the art, by perusing the s carry
e & - s & G through the invention at the time. The obvious support required to obtain the

’
e

- By Hue ', CARTER e . ]
’ yv U ‘f PC o - : ' property right is by this proposed enactment blasted into 7_nullity.
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Paggo 10, section 203, mmnk\l preageaph, e i change “geant® to "Ming.”

OF conrne, the new clnbin doyelopd for the velreiie shonlil hnve property right

fa clone of Hability,. Quite froguently a lmlmm\o noten that a duter bodied potent
te aomcone vlee containg cluiine which the eartlor !mtunh*o' may vightly ke an
& prior uventor, Burely. 118 not the purpose of Congreses (o vewanrd (he ‘seeond
W operate cloar of the properly-right nwatd In the retuie, Filing dnte of wrig-
thal xhould have ke status nx vontinuatioh (see, 10) and divisdounl (woe, 121),
mid ot give Interferant and Wt othe
- & honinfringeipent ktnias, oo

Otherwlae, thin H: RCBTOO (e npproved e desieable, nbd more o than Jighty:
flrat Congresa® 11 R, 0143, o . Ea
’ Roapoct fully, - : ) o -
: ] - Uronug R, Kink,
Rueerurun & CAMracn,
L o 3 Waskington, Map 15, 1041,
COMMITER ON 11K JUBICIARY, - :

© Hokge of Represedtatives, Washingtan, D, ¢, :
GRNTEMEN D Thia b i vefetence fo TG BT00, 0 bRE Lo rovine wd codify the
Jawx relating to patonta, P . s .

T winh to angirewt the followhge modiftieation be made in the Bl by nddiug
L mectiona 1oa wnd LD Lo read wa follown
LR, A enne o patentabitity shall be deoed 1o have been entabiished when:
= the devive ot the application neldeves o vew and useful rosult, which he niugle
7 prior dovice fx capable of produchwt and which pesult goox beyonst mere n-
- eteind pxcelionce of workimunship, - ) o

MR A cuae of prtottability ahindl aivo be devied to bave: been estaddished
where @ dew assembly amd relativuship of purts accomplishion. an old result n
A markedly mote factle cootiombenl and efticlent way sid enpecindly where
©nrked savingg i thee or labor by the user resntie” : R

My reasens for urging thle modiBeation are as follows

ton nich to the whim of the Pateat Otlice exundners. What vhio eXatniuer woukd
dreuto bes “obvious” another mlght decin to rise to the dignity of tnvention,
1t i highly dealrable to lny down some positive vule eather than n negatlve one,
it passible, - . . ) Sy T
s Just as e one wutlid plant an orehard and prane wnd wpray and cultivate the
gatme theadgh the early years of growth {1 "Tow, Dick, awl Harey conld appro--
printe the trult when the orvhard came into bearing, 20 no crentor Of u tiew
~= deyive Wil @ to the very great fnltinl expense of putting n new device on the
o wairket amd buildingg up o demand fqr it If the business pleate ean' then step in,
- have llh\‘. made from his devies, aitd ¢iEhis market to ploces, H
This Nation hax'grown great largely because o the: hundreds of housnds:
of stall businesses Wit wp through the activities of the Awmeriean Iventor, and
<RI doudts should be resotved fn his favor. = ) ’

/ R them. 1€ they are not ax gond, 1o the extent that the purchastng publie con-
sistently demands the new article, then that should be sufliclent to' show thit
. & nonobvious thing bas been dowe—————o__ ’ a
ﬁ‘,l must be borne in mind that the patent exandier Jopks at pterit applieations
= ith eyex inatructed by the applicant's work, and the lo\l\d:i'uvy is strong to dis-
st with the wave of the hand that which might represent miny days of work
amd experimentation and the expenditure of lnrge sums of money,
That such tendency exists has epeatedly been recognized by the courts, and

C that fact. . -

See Farics Mg, Co. v. Brown & Calt121 Fed. M7y . . .

“The exe that sces a thing already embuodied In mechanieal form gives Jittle
credit to the eye that first saw it in imagination, but the difference is just the
difference hetweett. what is common ohservation and what constitutes the act of
S\:nt(:\:: Tx:?l one is the v\a of lyn\‘ﬂn!i\'t- genius; the ulther of the looker on after
International Tooth Crown Co. v. Richmond (30 Fed,
~It is ot difficult, after the fact, to show by arguent how simmple the accom-
Nishment was, and by aggrezating all the fallurer of others to point out the
plxin. angl easy road to succesk.  This ix the wisdom after the event that often
forfeits invention, and levels it to the plane of mere mechanical skill.”

~
P

T10): ’

[ S .-

attach thereto vnly Crom the greant of the relseiio deed, to which dute the infringer

ors, nctive prive to relsstic dew cluln grant,
A\ N

L Section T, as proposed in the Bl loaves the grant or n-m_nul ul'n .um-..i“

< 1€ the old and kKnown devices are Just as goad an his, then tot the infringer stick

the mure learnal and exwrlvnn&l‘thv Judge, the more likely is he to recognize

.
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~ recommendatlions of the-APLA cpmmittee, ta pass the rc-(-mlmv.minn without
+ extensive changes in Ho R, 3760, . . . v _ o
R ctfully, . , . a _ A "
erpect y : Jou~x EWRANK. ‘
’ : - . i . ) ;
LS . // . ” s
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My, dustleo Geder, one of the ablent prtent Jucleds this conntry bas ever hand,
I Livingaton v Jonen nd _Adiond v; Jones et Fisched 520 and 581), mald that @
the patentes of The carllér patents “cnnie w0 nene Y he pastented dovice or machine

that they might hnve discovered- 3t if they had owdy thought of 1, - . : ..
In Stekles vo Glowvester Manufuctucing--Co, (10 Fiecher- 208, My, Justlee /-

v © PATENT LAW CODIFICATION' AND REVISION «

*

_rier mnhd; . . ) 3
T tBut- 1 )s net nn anmaind erse, even among lenrned engineers, to ree o thing
after 1w done, which never oeearred o thelr minds before, Lam dlsposed to. .
dirtrint thint wisdom which sticeceds the event, o “'L\\ + -

Wenpert Cully; subiniitet, R
' ANk Gy Cavenrag,

:

-

: ‘ LA¥AYETIE, DNt May 22, 1050,
Ko I ROO70, patent eoditeation, R .

Hon, Jonrrn R Buvsox, 3 V-

: Chalrman, Patenta Rubeommittee, Judiclorp Comuittter,
Houne Offtes Butlding, Warhinglon, ). (!, )

“Pman CHAIRMAN BBrYsoN ¢ Ax i wember of the Ameriean Patent Lnw Arsocins
Hon, 1 hnve voled o supiport of recommemtntions of the APLA coinmittee In
regnrd (o tient codiffention, e . - P

1t Ik Impisrtant to minimize controversy, not duly in your committee hearings
bt alen In the functioning ¢f the patent wystem, - The APLA commitfees recom- -
metdntions it the courle waintaln a dntde-off policy a8 regnrds disputes
amongxt Jolnt patent swners by prolonging the extablished role that o Jeint
owner cnn grant Hevtges exempliffen this dedderatn of. mintmizing litigntion
by relatively unambigueys, though xometigs unjust rules, e

The Ukelthood of pntent Hitigation conld be greatty’ redueed, and the éout of.
what patent dHitzation did Gvenr.could be stgntficantly lowered, by elhminating
the. obxolete putilleaane defenne.  Under noders comditions, any public nee of
Mgntfiennee s deseribed In printed publientions, It should be the publie
polley o enconrage the publlentlon of anything susceptible to pubtic-nse lllll'l:.: :
pretatlon Instend ofs promoting whnt s fudicially clamdfled e “pmblic nse™ |
ut which for practieal purpoxes bn substantinlly sceret. Since startime your
pintent-coillfientlon work severnl years ago, yon probably have not encountered
sgntfieant oppoddtlon to what should be your gulding principle that the in.
fringer with unlimlted funds sxhould be given no advimtace. for invalldnting a
piatent. not avalinble to’ a cantlons businessmnn stuildying the mh—l.-m.mry of
Invexting hirge sums in o pontent, - - :

For 4he sume rensons, lternture xenreh standards should be imposed npon
the printed publentions fuvalkdating a patent, “Forelgn newspnpers, nonanalo-
gous texthooks, fattastic fletlon, ete, «o remote from n lnmlnfm-llk(e Merntnre -
renreh, shonld not henefit the fnfringer.,

Acvordingly, T urge that sections 102 {(a)

-

g

.n

and (L) be revixed. 1 have under- +°
Jined the essence of my proposal : B : T
(a) The Inventlon wax, in thix or any foreizn country, begore the lnn-(ﬂlnn y
Thereof by the applieant for patent, patented or deseribed in any prinh-rg publi-
ecation dixcoyerable by profeasional ‘h'lrmlun', ararchers “uning {hr doliyrm,-f: .-
appropriate To cvaluating the wisdom of purchaxing a palent, or- coE
th) The Inventlon was, in this or any_ forelcn vountry, more fhan 1 yenr prior
. te the date of the application for patent in the United States, pnu-nn'-d or de- ~<
" weribed in any  pripted publication * dizcoverable - hy  professional hlr'rnh‘:‘rr.
“xearchers uxing the ditigence appropriate-to craluatiy the wiadom of purchazing -\
—a-patent. " 7 : . A ‘ R
'l'\l,v sngeestiona could probably be Incorperated*in the hill without aronsing |
controversy among the putent har. - If, however, substantially these same pro- .
posals have been urgdl, thoroughly investigated, and vigorously opposed by LYY
nificnnt segments of patent specialistz, it might be more expetdipnt l?r YOUr ecot-
mittee to ignore wmy belated recommendations.  Accordingly. I am submisting-
« these comments to.you, while encouraging you, through my vote i support of the
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. L “ / X . T » . - . - t ‘:_'; ;, i gh'-b : ) - . " . a
". SR B S New Yoex, N. Y., June 21, 1951, ° e o ,‘:',5.[;“ OF. SUPPLEMENTAJ, LETTER NG

Re patent bilt H. R. 3760. - L. Exact reading ‘of full text of section 103 urged by wigness.” No ch}nge in"

. ] o .t wording of first purngraph now constituting section 103,

~ -";EO)D" i‘uae gm%e%?"?&:;v Washington 25, D.o. o . ' IL Objective test: and aneaning of nif application to examiple. “Obj t\i\ o
st SL e S e e ot | el e Y ietin & ot b

[ et bl ol deciont e b atem, YL sl R LS S i e 0, vt
In order to make this clear to you I will explain it very briefly: - ’ . : hl.mging\ - NG T : e l““l‘aff’.n.‘-d‘.’“b’e mental\
[ e hah i o e o towed ety Bl to atry e uraney sty will totlow st any st st . by
"~ -person who is*willing to seize them for profit. . . S T .“Indepéndéntlj of \:in d apart from.* $~en ., % »_,. 5 R

t\fntiglis disapproving objective tgéb .

_2. This unfortunate severity has driven reseatch organizations to contemplste VII. Answer'to two con . o
t in decision prior to writ.of certiorari never-held -

. the abandonment of the patent system akhd the institution of a policy of secrecy. . - yVIII. The Supremé Cou
" This is simple self-defense. ’ : ptZtent claim void for lack vf patentable invention except where no vew fune-, |

obvious at the time the invention was made to a pefson having ordinary skill in-~
the art to which said subject-matter pertains.| Patentability shall not be nega-

- 3. Paragraph 102G of the patent bill gde youd this right ot sec_récy permits s - . tional relationshipy¥as established.. * . < ¢ ive | A
. every xiesearch organization to keep its inventlons secret and then malies those . N E .+ 7 cases, my s \s : b ';Object“_e {&St_ hm.'u'lorn'nzeg ‘h°,
secret inventions an anticipation for aiy similar patent granted to an inventor ” * IX. Rebuttal of sgllegation that courts have polied” y :
.~ who Is willing to ‘P“b"S}l hiskin_vention ur&der the pr'ovl'islo_ns ﬂ’f the ﬁ?tﬁnt law. d . . test. ¢ s s Oy c%ntf::]ry courts have nppli:d sa:)(:et nzgplgodﬁe;hfn ?33;?3 :
-~ 4. ‘At present, inventions kept secret do not anticipate those which are made . * functions and specifically approved ‘George b ate va -
- public undest the patent system. ~ This paragraph adds to the prior art every- = " £ test: ) vpec . ¥ 'pp oved,Kgore L' R? ert§ st.xt:cment of '?’e °"_"‘"?"f°'
~-._ invention which has been secréted in all the,research organizations and will o : X. Conclusion.’ v ) - F T S
N desg;oy'the patent system by making the patents of such precarious nature as - - /" . H N B i ST :
© > “tobe worthless,. = . o, - . . o E ; " "ULL TE 3 ~N103 -
" B.The research organizations which contribute thelr funds to the development . I S - L EXACE READING OF FULL TEXT OF SECTION 103{?30?08;1).. ) o
* . and well-bejng of the Natjon dre entitled to protection, but that protection should e 3 Witness desires section 103 of H. R. 3760 tgread: . .- |- . I .
,~ come from a just enforcement of patents against infringers. v . " _ “SEcC.103. CONDITIONS FOR PATENTABILITY ; NONOBVIOUS SUBJECT-MATTER AND REW -
L . Verptrily yours, o o - M FUNCTIONAL EELATIONBHIP.—A, patent.may nof)be obtained though the invention
ia TP . “Jomn L. Smmopn-: . 7 . Is not indentically disclosed or described in thé prior art set forth in section 102
IR R . — — e W N - of this title, if the differences between the subject-matter sought to be patented
b s N ) " CHrcaco, May 18] 1951. =~ am that prior art are such that the subject-hiatter as a’whole would have been -

He H. R. 3760 (Br Son) Patents.

A ; 'y o . ) p .
. HousE JUDICIARY: COMMITTEE, : . . tived by the manner in which the invention was made. | . S
-~ Housge Office Building;/Washington, D. C. . - L ) : “Independently of and apart from the abote, a patent may be obtained for
' GENTLEMEN: Section 103 {p. 9) 1s-considered objectionable as tending further - an_invention-and-patentable novelty shal} be found therefor, whenever there is -
= * . to confuse the question of what' constitutes patentuble’ invention < established a new fufictional relationship between any j0f the factors which are
s . It i% récominended’ that the section be-(a) deleted 7 (b) amended to'read as : required for rendering an invention in the industrial art practically operative.” ..
! “follows's "~ - o p ‘ E . - With the section thus worded, not a single ¢change has been made in the first -
A - “8rc, 103. CONDITIONS. OF PATENTABILITY.—A patent may be obtained provided . paragraph now coustituting section 103. AT!% added second paragraph consti- -
- «the invention is not identically described or disclosed in the prior art set forth : tutes the, objective test (new functional relation) which witness requests to be
in sectivn 102°of this title, and provided that the differences between the subject” .. . .. added to the section.: The first paragraph allows to the applicant the obvidus:
"~ matter sought to be patented and said prior art are such that the subject matter e or nonobvious test of:patentability. - The second paragraph allows ‘to the ﬂm’“/
N . . cant the.objective or new functional relationship test and renders more certain

2 a8 & whole could hot be reprpduced without modification of the prior art as it ! ¢ . ¢ e
~.eXisted at the timé the lnveﬁt'ion wgaé made.” p - - the patent grant wheh it is estublished that there’are new functional ‘relations ' -

Proposed section 103 purports to codify (without claritying)*a theory of case . . existing betweén the cooperating factors and such establishing shall-render pat”
layy which is resporisible for a'great deal of confusion in the adwinistration of - . - entable novelty finding mandatory. - /.. <+ | .. . .

- the'patént law, i, e, What is mechanical skill? - _— : - R R i
11| OBJECTIVE TEST—MEANING OF AND APPLICATION *TO EXAMPLES

;2 Whgt constitutés “mechanical skill” is a’purely subjective question, and ke , . f- . - ! O ‘
: ?;51;‘@ itl()qrf -is ,A,prac;;icuuy-*indeterminate and not susceptable of ‘ultimate ‘; : “Objective™: (Webster's New Intérn ational Dict}onary)f FERAAT o
efinjtion. - - S Tk . - L= . . : w el e i
Sedtio 18 print o rnatintas n . R A : - Noun: “That which is objective or external to the mind.” YTt )
e ;%‘smsé's“pﬂ“t?‘} would perpetraté:a source of confusion. - v . - . " Adjective :“Emphasjzing or expressing the nature of reality as it is apart from
- - Tespectuiy. > S : Yoo .. self-consclousness; treating” events or phepomena ag ‘external rather than as
= S R : .o CarLarp LiviNGsTON, e - affected by one’s reflections or feelings; expressing facts without disfortion from
o 2 A A ’ o, ot ) . one’s personal feelingsior prejudice.” ., |- o . s - S
ae R R LT - ) * ) : JunE 25, 1951, " Witness gate example of an invention comprising a screw-driver tool being
%, ~ HonjJoserm B. Brysoy, - : L . L S -ingerted in.the chuck ‘of a brace and bit type which enabled the operators:to
<~ . [hairman and Mcmbers of House Judiclary Subcommittce’ No: 8, . <work with much greater efficiency. 1s the| functional -relationship of the
2> ) . Old House Ofice Building, Washinglon, D. O. . T S " screw-driver tool to the chuck of the brace old? This is a direct. question. o
t+ Drar Sirs: This is written to answer in questions which have arisen rela- - .45 . fact external'to “feelings” of examirier or judge!. It is not a question of whethet
* tive ' .~ it appeals to him as obvious or not—obvicusnessis addressed‘to his “feelings* and

© testimony of -the witness. Parenthetically let it be noted while witness
- criticizes the subjective test (now cOmprising sec..103) to contrast same with .
€ g:;jl é:: m yel;rwltx‘:ess would let subjective tes{ remain but also would include

* .18 essentially subjective: The answer to the question is that the same functional
relationship is found between the chuck of the brace and- the bit as between the
chuck- and_the sérew-driver tool. - The. chuck of the brace gives rotary motion
and pressure downward just as it does when the screw-driver fool is substituted *

< for the bit,"-Therefore, patentabllity should be glegley < .

o . P = 4 .
A . . <
- : PR L H

E . ‘ I 2 Fy ’ o
) g . s

o
-
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Y The fun"b‘ wire gives the ﬁﬂlrnmﬂvé of the npbllontlou of the tho(:ll\'e test.

¥

The functional relution of holdifg the birb at 90 degrees to the carrler wire by a
- bearing formed by two wraps of the wire of the barb was new. Aud the Su- |
preme Court held the patent valid, <= = :

© 1L ADVANTAGES OF JBJECTIVE TEST TO FOLLOWING
: (33} ln\'onior: May know with far greater cevtainty whéther his contribution
¢ is one to be awarded a patent and if a patent is-allowed whéther it probubly will
‘be sustaiuable In court, and this before he spends years of his life and gréat
o.-sums pf money in its development and marketing. At _present, he may be met
with & court decisjon stating with no greager lugleal basly; thun “We thinkdhe -
nvention Is obvlois to those skilled in.the art.” S
.- (2) Patent Oflice: The objective test affords so excellent a criterfon for a
‘precize deﬂn[lh‘m of a patentable fnvention that burden of Patent Office will be .
- greatly lightened. K . .
" . (8) Solicitur: Serves as a measvre or criterion in advising ax to patentable’
novelty and also in his constructive work of preparing speelieation and elaims
of patent applicationg. L - - - . A
(4) Judges of. Federal courts: Supplies a criterion defined from. judicial
authority to aid them to sound and consistent judgment in patent cases, ’

. o (8) 'Public = Public {n adopting mnchines or inventions can know whether -

it ix infringing or not with far greater certainty. This means less Htigation,

Application of the objeetive test has advantage of & two-volume text tiustra- ‘

. tion, derivation, and application to adjudicated cases, ™ .

k3

v, OB.iI"‘.L"!‘l():\'S TO BURIECTIVE TKST, I. ‘ilt.. OBVIOUSNESS, WHIUH IS8 THE TEST OF

5 SBECTION 108 AS PRESENTLY SET FORTH

Indefiniteness: What is obvious to one man Is not obvious to another. After
being taught how to solve a problem, of course if is “obvious.” Surely, such Is.:
not a reliable criterion to test whetlier & contribution is patentable,  Yet this is -
-what the committee Is dsked to enact into law as the only measure of patentability.

. tx\'ol'e\vell witness would let section 103 rejuain as is but would add the objective
est. B N . :

Example: Inventor files putent application. Examiner replies rejecting elnfing.
thercof, stating “In view of prior art eited references, It s obvious to those
skilled in the art to do what applicant proposes.” How is the_Solicitor to an-
swer on rational hasiz such contention which amounts 1o nothing more than
“we think anyone skilled in the Jrt could overcome 'the problem you faced.”
How can examiner know that-—it is ouly opinion. All are entitled to opinions,
Soljcitor may reply “Patents’you have clted are all old and no ohe member has
solved -the probleln—&ame has awaited solution by ‘applicant and so it

 not be obvious after o0 many years.” . : 4 : )
Assuming finally patent Is allowed: ’ !
Applicant I= happ¥ and avith it induces friends to subscribe funds for devel-
opment and marketing.
making gowd and ke infringés, and after expensive court contest of twn or more
Years——cpurt says *we helleve the invention is obvious.” or as sometimes
stated, “is Within the skill of the art” or *“does not rise to the dignity of un
invention” or “is only m nical skill”—all subjective answers., Surely ones,
- who thus has been led {6 losing years of his life and bis own money and that
of his friends, cannot find much incentive in n patent systein based upon a test
_so lacking in logical basis. . PO . . .

Speculation: In applying “obviousness” test, one speculates upon whether the

_-relationship is obvious ur not obvious (o those skilled in the art—a double men-
- tal assumption or imagining. - S t

First, one must fmagine one possessed of the skill of those in'a prior art, and
then second. he must imagine whether such a one would “deem the invention
obvions. He must reach the conclusion: in his feelings (béing a subjective
process) about obviousness after he has heen tanght the solntion by the inventor
whose contribution he is judginz—meantime trying t6 keep such Instruction out

- of his mind. - Surely this adds up to a real mental gymnastic trick. - .
*  All such indefiniteness and speculation is aveided by the objective test.

-

could v

After say elght years, a rival sees the inventor is 7

-

.

Ld
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V. ABHUHANCE COURTR WILL FOLLOW ORMECTIVE: OR° ANY
o - - BY CONURERN - - . ;

No one enn give such assuranee, it in rospectFally subnfitted. - - IR
To excape the utter confusion depicted by Juntive Jiucksop when he states

“ * .* ¢ that the only patent that I8 valld is one which this court has not
.» been able to get its hands on” (80 U, 8. I. Q. 1i. 36). It is to be devoutly expected”
that the courts will welcome a reliable text founded on logic and derlved from .
Judiclnl authority, - ’ - t °. e :

“ Also, we mny still trust that stare decisis will contribute. to uniformity of -
u y

TEMT ENACTIL INTD LAW |

Judieinl determination when a criterlon In- presentod which harmonizes the
" Supreme Court decislonsa pride to requirment for, writ of certforarl.” -~ 7 o

e

V1. “INDEPENDENTLY OF, AND APART FROM ¢ © o

Inserteld to ninke objective test sepnrate frori subjective tedt In first paras -

~ graph. ‘Thus, an invention which does not have a new fufictional relationship-
may still be adjudged patentable if deemed. nonohvious,” An juvention which

has new functionnl relationship as set forth in’kecond paragzraph cannot be held -
noupatentable becnuse deemed to he obvious, since it fuifiils the requirement of -
the restrictive uhjective test which is f‘lndmieml«-ut of and apart fr(my ': : LA L

. -

. VIl ANRWER TO TWO, CONTENTIONS DISAUPROVING OWJECTIVE TERT

" test war augeested deemed to be better. It Is submitted that so long as the .
ohjective test offers a great impirdvement over the xubjective test and ix the
only one proposed derived from: judicinl authority und is the only one having a - -

published text book fully retting forth and applying the test, then such ql_-Jecglon
Is ontwelghed, - R
(S.vc(ind’: in substance, “The proposal would require the Patent Office to grant .
a patent and presumably the courts to sustain it it it involved any new functional”
. relationship however ‘minor or indgnificant it might bhe,” No example of any
" such minor or insignificantinvention was given. -Would the harb wire case bhe of

such “minor’ or “insignificant” character? Here we have a xubjective approach.

" m P " - e e qach
in the question of what iy “minor” or insignificant.” - Assuming. there s such:
It s m:hmntod that any new functional relationship which such ohjector mnay

be fearing would he one which would produce a result which could reddily be . -

obtained by a nonequivalent device.

its inclusion as suggested hereln.

However, this ma): be the increased ad- -
vantages of the objective over the subjective test, it Isrsubl‘nlltod, well warrants. »

e

= First, Ing sulmthnéo. "nqtv;ﬁire that ob_lecilvc test 15 the solutfpn,” No other -

Moreover, it is submitted, it Is precisely where the change is xmall as in the .

barb wire case that the ipventor needs the approximation to a criterion for:
precise definition of a pat(ex\ntnble invention ns afforded by the objective test
proposed, and thus inventlony of the fnherent order of the burb wire caxe will

be protected. -~ S

. . . , .

VIII. THE SUPREME COURT IN DECISION PRIOR T0 WRIT OF CERTIORARI NFVER HELD

PATENT CLAIM VOID FOR LACK OF PATENTABLE INVENTION EXCEPT WHERE NO XEW

FUNCTIONAL RELATIONSHIP WAB ESTARLISHED, * * * OBJEXTIVE TEST HARMO-
NIZES THE CABES -t N\ ST ) .

N X . 3 2. . .

o following paragraph supplies an aksurance drawn from the history of the
s:ff?r‘fnfe Courtgpx::ent dopterm{;mu«ms which constiu_nég a mostrunlque_eudors&
safd test. ~ . o . -
m-e“r;';losh-w, of the fact that not a century has elapsed since the Federal courts
began to conslder questions arising under patc\ms for invention, ang! that in‘
every branch of law, much time and long experieuce are ordinarily required for
the determination of principles which are to settle its uniform administration; it
may be regarded as remarkable, not to say murvelous: that the Supreme, Court
has never yet decidedl a patent claim to be void for lick of patentable invention

in its subject matter, except where no new functional relationship was extublixhed .

by or hetween the things claimed, J !

\ assigned for denying patentablility to- the various alleged inventions inyohed

“in the 131 cases Gited as belonging to this category. have not been explicitly stated

" in the judicial opinions rendered thereon, to he grounded npoqxthe absence of any

new functional relationship in the subject matter. claimed: b\ut lt_ls} manifest
N . T 4 Y

s .
l

It is true that the reason from time to time -

b
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ﬁqm vcareful analysis that th} entire serles of such cases may be satisfactorily -

explained and harmonized by the application of such a test.. They were all de-
(¢€ided within a period of 75 years, 1850-1925; and they serve to show how suc-

cessful the conservative attitude of the Supreme Court has been in preserving
< the rights to genuine inventors, notwithstanding, the difficulties attending the

discrimination of the new from the old. * * %’ (Patentability-and Patent
- Interpretation, patge 170.) - T , .

\ -

. IX. REBUTTAL OI‘-'ALIMATIQN THAT COURTS HAVE NOT APPLIED THE OBJECTIVE TEST-_; :

. ON OONTRATY COURTS HAVE APPLIED S8AME AND SPOKEN IN TERMS OF FUNCTIONS
“~’_ AND BPECIFICALLY APPROVED GEOEGE L. ROBERTS’ .STATEMENT OF THE ORJECTIVA
N> B.—How Court in these cases look at “duty” or “office” or “function”
which-the elements or factors perfoim in an inventiun and compares them with
functions of factorg of prior devices rather than ask, Is this “obvious”? (Italics

are ours, unlegs otherwise indicated.) . T . ‘
*~ The Supremé Court in cases cited und extracted below has expressly analyzed

the .differences. between elements of prior art and invention before the Court -

and has used the tetm *“functions” in so doing.

- Moreover, the District Court in Submarige Signal Corp. v. General Radio Co. =

et al. (D. C. Mass. July 20, 1926) states that the test of invention is objective,
criticlzes the subjective ‘test ‘as impractical and states (citing with approval)
that the court has considered the unpublished notes of George L. Roberts, Exg.
of the Suffolk bar.” It is interesting to note parenthetically that, in this case,
the winning plaintiff was represented by the eminent law- firm of which three
- distinguished members on the coordinating committee formulating the present

bill are members or associates. The objective test was good law then and it
is submitted it is good law now and should be inclugded in the present bill.

This Submarine Signal Corp. case will be quoted first, since it is so directly
in point. : Co

Bubmarine Signal Corp. v. General Radio Co. et al. (D. C. Mass., July 20,
1926. 14 F. 2d 178) (courts and other tribumals have adopted and cited this
case with approval in many cases) : . X

“The defendants rely principally upon the Berggraf device as showing an
anticipation of the plaintiff’s invention. They adopt the conventional method of

" testing an invention, by contending that a person skilled in the art, having this -

device at hand, could produce the plaintiff’s apparatus by certain changes:
(That is it would be ‘obvious’ insert ours).  This contentionu shows the unsatis-
factory nature of the ‘skilled mechanic’ criterion of invention. :

“A test of invention may be either subjective or objective. We may deter-
mine either the novelty of an idea or the novelty of the resuit of this idea. The
first test is impractical. Psychology is not yet so exact a science as to allow

- gs ‘x‘_o classify and arrange in order of importance the ideas of the human brain.
‘ or d

oes it assist us to substitute for the brain of the patentee, whose idea we
. are criticizing, the brain of that imaginary person of the patent law, thg skilled
mechanic. The test'is still that of the relative:importance of ideas. .
“Geqrge L. Roberts, Esq., of the Suffolk bar, has considered this subject in an
- unpublished treatise which I have been privileged to study. He shows that the
‘true test, of invention is the novelty of the result, and that this result must be
 criticized by comparing it with the machines, processes or methods known be-
' " fore., The test is an objective one. If the result of an iden is a machine or proc-
ess. invol_ving a new function or an old function arrived at by new meaus, the
embodiment of -the idea is patentable. In an exhaustive survey of all the cases
rélating to the question of patentable nevelty in the Supreme Court of the United
States, from the carliest stmes down to 1915, Mr. Roberts has shown that the
test above suggested is consistent with them all, with three exceptions, which he
regards as anomalous.” ; . : ’

The above speaks rhost clearly and positively in favor of the objective test.

_Since the ebjective {cst has thus been made a part of the law by judicial decl-
glon, why.should it not now be embodied in the statutory law?2 .

Justice Clifford. Union Paper Bag Machine Co. v. Murphy (97 U. S. 120, 125
(24th ed. 935)) : v ) - .

“In determining the question of infringement, the Conrt or Jury, as the case
may be, are not to judge about similarities or differences by the names of things,
but are to look at the machines or their several devices or elements in the light
of what they de, or what om‘:e or function they perform, and how they perform

)
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) N ’ oo . oy : .
i, and to find that ohe thing is substantially the same asgnother, If it performs -

substantially the sum(.\lunrtiuu in substantially “the same way to ubtaln the
same result, always beacing in mind that devi m=u pateated maching are - -
different in the sense of l{e patent law when they perform different functions: -
or in a different way, or produce a-substantially different. result.” . ‘H'P -
“(How well these words it the nhalysis given relative the barb wire fence and
the bruce and, bit-screw driver™{llustratlon given by withess,) - o N
The above. lunguage of Supreme Court in testing for thtentable novelty ‘m

. determining infringement waa applied in Hiler Audio Corporation v. General
. Radio Co." (26 F,-(2d) 475, 479 D, C)\11i28). T T T e

R “Not\\'ithﬁﬁﬁfﬁiﬂg the slight mechanjcil differcnce in éuns(ruqﬁon,' tl\,‘c“ two - .

devices perform the same function in th gume way, aoil accomplish substantially -
identical resuits. The two cores fu the defendant’s impedance coupler -are-the -
mechanical equivalénts of the single core In plaintiff's unit,” .~ o

i* * * The testimony shows that the iron portion of the core structure

. between the colls of the défendant’s unit function ns 1 magnetic path _* = »»

N. B.—How Court is comparing- funetion of element by element; is not spie-" -
ulating whether it is “obvious™ or whether it is “only mechanical skill.” ;Who
knows, the houndaries of these subjective terms? No one, it seems clear. -

Judge Brewster endorsed the obective test expliined above by Judge Lowell . -
in this manner?. : ) - o ey - PN

“I also derive assistunce from the_learned opinfon of Judge Lowell. in Sul- “°..
marine Signal Corp, v. General Ruadio (Co. ({(D. C.) 14 F. 24 178; 181), wherein-
Lie points out that the “true test of invention is the hovelty of the result, and that -

_this result must be criticized by comparing it with the mnchines, or DProcesses, or

methods known before. The tcst i3 an objective onc. 1If the resilt of an iden - * 7
is a machine or process involving a new funetion, or_un old function arrived at *
by new mcans, the embodiment of the idea is patentable.” N N
The court proceeds coniparing and using tern “functions.” - S .-
Wright v. Yuengling (155 U. 8. 57, 53) 2%, \‘ NN
“Wright's only invention, then, was in the combination of the evlindrieal guide
with the trough shown in the Farrar patent.. Did His accomplish a new and -, .
valuable result it is quite possible that a patent therefor might have been sus-
tained, but we do not find this to be the ease. The eylindrical guide perforimgs -
the same functiong as in the prior patents: the trough in‘which the connectihg
rod works in the Farrar patent, is practically the same as ih\thg Wright patent;.
and the gombination is a mere aggregation of their rexpective fiflctions, it the
combination of the trough and cylindrical guide of the Wright patent gives

.

- gregter lightness and strength to the frame than the combinatioh of the trough

and:the flat guides of the Farrar patent, it is n mere matter of degrng. a carrying

forward of an old idea, a result, perhaps, somewhat nfere perfect than had:
therotofore been-attained, but not rising to the'dignity of invention., -% * * »
4 Reckendorfer v. Faber (92 U. 8. 347, 358) : o : N ot
After comparing duty of lead and the eraser of o pencil, the court stated :
“* * * There is no relation between the instruments in the performance.

" of thelr several functions, and no reciprocal action. no parts used in comm\(m.;'!-‘ N
NI

Richards v. Chage Elcvator Co. (158 U. 8. 209, 302, 303, (1834)) : .

“* % *  Solong as each élement performs some old and well-known function,
the result is not a patentable combination, but an aggregation” of ele- -
ments. * * * o ' . oL g e

“Not & new function or. result is suggested by the. combinatien in ques<
tion-* * ) e S : ST

‘@Qrinncll Washing Machine Co. v. Johnson Co. (247 U. 8. 428, 433, (1917)) : .

“In Speeialty Mfg. Co. v. Fenton Metallic Mfg. Co. (174 U. S. 492, 498), the .
rule was again tersely stated: L L o
. “Where a combination of old devices produces a new result, such combina- -°
tion .is doubtless patentable; but, where the eombination iz not only of old
clements but of old results, and no new function is-evolved from such combinn-
tiqn, it falls within the rulings of this Court in Hailcs v. Van Wormer (20 Wall.

- 353, 368), ete. (citing cases).

“Applying the rule thus anthoritatively settled by this Court, we think no
invention is shown in assembling these old elements for the purposes declared.

No necw function is ‘evolved from this combination’; the new result, so far ns one

is achieved, is only that which arises from the well-known opération of each

one of the elements.” "’ C . . ) ’ :

Lincoln Enginecring Co. v. Stewart-Warner Corp. (303 U. 8. 545, 540 (1937)) ¢~
. #= s & The mere aggregation of a number of old parts or elemeénts which,
in the aggregation, perform or produce no new or different function or operation -
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tion. 'And the improvemerft of one part of an old combination gives no: right
to claim that improvement in combination with other old parts which perform no
new function in the combination.. Though the respondent 86 concedes, it urges

and different’ fu

) end of the greasing operatioB; the rounded head of the nipple “cocks” the jaws
" of the coupler to‘f\ the next operation. *  * - *° Moreover, the argument is un-

" Performs a sim{lar' fucfion when the chuck is disengaged from it”
"7~ 69 Corpus Jurls Secundum, section 55, p. 275, Copyright 1951; states that:’

test (41), Measured by it, invéntion {s involved if the result of an idea is a

-~ new means.” < - _ Sl R
" .. The above exemplifies the use of the objective test in dealing with the functions
I8 not thinking sutjectively. .. " _ R N

.- Surely this committee- woitld not knowingly take away what basis we have
for the applying of the objective test. By not in

the committee, In efféct, it 18 subnritted, would

be, takihg away from Inventors

~ obligation to hold patentable novelty exists. This_is why the proposal includes
the mandatory feature so that, after an inventor has spent years‘developing and
marketing his patented invention, he will not hdve his rights l6st to an infringer
with the Court simply stating “we think the invention is Within the skill of the
art” or its equivalent. 5 ) ) .
: CoLE . X. CONCLUSION '

With all humility and with all earnestness, the w:ltness miost sincerely petitions -

overcoming the confusion which now besets the patent system. .
‘The National Patent Planning Commission, .Charles F. Kettering, chairman, in

*. & **  That committee was referred to the text of Mr. Roberts by the witness
80 that it was the test of Mr, Roberts’ text which was recommended. . . o
This Judiciary Committee is the real national-defense committee, becanse you

have it in your power to recommend the test for patentable novelty which is a

#0 derived formally. Our workmen need the best of machines: to enable them
to turn out a thousandfold more goods than:rivals abroad to maintain our eco-
nomic life : our soldiers need equipment to make them the equal of a théusandfold
of the enemy to preserve our liberties. ' Our very existence as a natfon is in large
measure dependent upon a sound patent system.- < . - '
Including the objective test in sectioh 103 (H. R. 3760), it is submitted, will

ulnA our Agmerlcfu: w?y’otb gfle economically and militarily. -
8.6 matter of irvefuta ogic, it is. submitted that the ob Y '
i bcffncludeaia the present bill. S . ‘e odfective teat sho.uld
any question relative to the above arizes which the committee or any member

of the committee desires to have answered, the tness wi -
tunity of seeking the answer. R ess will appreciat.e the oppor
Most sincerely and respectfully submit

——

G. WRIGHT ARNOLD,

- BOR.CJ;‘OG“_’H R Brvsow, . ¥ gg;n?mx, D Q,June 18, 1951.

: airman, Sudcommitice on Patents. ) e ‘

A Wamington D6 s, Emuo Judicfary Committee,

< S1z: You will probably recall that T appeared before your committee last w

- t week

TS ‘C:)l;lx)hbmla -of the patent- committee of the Bar Association of the District of

* Co to express the approval of said association with respect to H. R. 3760,
as amended, particularly by the proposed amendments of the coordinating com- -

-

. than that theretofore performed or produced by them 1s ot patentable {nven-

. that in.the combination of the Butler patent, the headed nipple performs a new -
. nction from: that which it has heretofore performed, in other .
- combinations, in that,’ wheh' flie coupler is withdrawn front the nipple, at the .

- sound since the old art includes instances ghere the head of a nipple or fitting -

7. T4Al test Sometimes resorted to fn distinguishing’ between inventiveness and -
' mere mechanical skill is whether some new result is brought' about-by new -
means or by a new arrangement of old ones (40). The latter is an adbjective- .

" method’or thing involving a new function (42) or an old function arrived at by

cluding the proposed paragraph,

the protection they now have in applying the subjictive test: .Even when new -
fanctional relationships are established at present, the courts are. upder no

" this committee to include the objective test ag set forth herein, It is the key to

its 1943 report recommended “that patentability shall be determined objectively -

criterion derived from judicial authority, the only test proposed that has heen °

) -help restore the wholesome incentive to the patent system and thereby help main- -

of the elements even to 1837." The referring to functions shows that the Court

'»,/V

~
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been presented to your staff and dated May 22, 1951,

mittee of the National Councll of Patent Law Associations, wh'l-c'li'gmgridments fmd ' ; ’

o
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" Having attended these hearings, I would like to suggest individually and on -

my own responsibility, as a. member of the bar of the District of Columbia and”

as a practicing patent lawyer, four further amendments which seem to me ts be = -

deslrable and which probably may compose the differefices between the present
language of the bill and some points urged by several of the witnesses. These
~proposed amendments are as follows : ! L . ) ST .
1. In section’ 100 of thie bill, subsettion (a), I'would revise to read as follows ;
“(a) The term ‘Invention’ includes, but is not limited to, discoveries made in -
the useful arts.” ‘ : : - B e . T :
.~ Also in section 101 of the bill, line 1, after “discovers” insert “, in the useful
lﬂ..". . - . o RS . . - .

s -My contribution in the above-revised sentences reéldes in t‘he v&brdsf‘ih the use-

ful arts.” This deflnitely limits inventions and discoveries in the manner defined

- in article 1, section &, clause 8 of the Constitution of the United States. Patents. '»'_'»

for inventions aud discoveries, according to the halanced phraseology of this por- .
tion of the Constitution, are limited to the useful arts, and it-is my conte hat
the implementing law should recite this fact. . In accordance wi
writing, science tor general knowledge) was never intend
of patentk hut the subject matter of copyrights, and no previous implementing -
law passed by the Congress has §ver inaluded-seleuce as patentable subject matter. g
It should, therefore, as sald above; be definitely stated4n the present bill that the
inventions and discoveries pr€ those made in the useful arts™ N T SR
2. I'am in agreemen{ sith the statement made or given to ypur committee by
Mr. G. Wright Arnolg’of Seattle, Wash.;'and, therefore, suggest\that at the end
’ pending bill that theolk
reagons that he hgfurged 7
“Whenever thére is establishe
of the factors 3

renddring an jdvention in the ude

practically opefative, pater y shall\be foufid.” A . .
3. With reghe d o-¥ou mmittee &‘rl\cegning section 231,
I have the following sugg which believé &ill tompose the'differ-
. ences whichf were-emphas ton, Yetween - Congressman -Rogers,

nd Mr\ R¥h. Consequently, § sug-

gest that sy
- “¢(c) Whee

" article or edmmodity of commg
and who has\}

. 4. My other A
and consists me

.should w6t be denied nor
p-0f the patent right. - -
péitated in subsection. {(d) -
ested, should remoge all ob-

“ present; or any one of them, and consequently relief
should there be any guilt ™o [
Thus, the tficlusion of the worlt<golely” at the place
and the rewriting of subsection (¢J, s 7E
Jections raised by Mr. Fugate. - :

1 know that'your correspondence on this matter has been very large, and I"
hope that the above does not overburden you, but I sincerely offer the above sug-’
gestions with the recommendation that they be incorporated in'the present bill. i

espectfull, bmitted. . . B
VR s ttully sn. m Epw. R; WarroN, Jr.

. 86988—51—ver. 9——14 .. ' .

N

. ~
29

v is balanced . -
to be subject-matter - -

ng pqragraph be'gdded for thg o
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P )T . PmitapermEw, Pa, June 18, 1931,
Re HR.3{60 - T S
Hon. JoserH R. BRYSON, . , ST 2
| Chairman, Subcommittee No. 3, o : i ) ——
-United States House of Representatives, —

Washington, D. C.

DEar Sik: I appreciate the opportunity you have given me during the hearings
~on H. R. 3760 to file.a statement. - I have been a student of the patent system
“for over 25-years, having been an examiner in the Patent Office from 1923 to
1§35 and in private practice as a patent attorney since 1935, representing large
and small corporations.as well as individual inventors. I have thus had an .
opportunity to observe the workings of our patent' system inside the Patent
Office as well as in industry. i s

I should like to state that I am heartily in favor of the enactment of g R.

8760 and urge your committee to give it favorable action and also to take into
.-, sériois consideration the suggestions presented by the coordinating_committee

of the Putent Law Association, I sttended all tlie hearings and have been im-

pressed by the remarkable unanimity ‘of agreement of representatives and in-

dustry from all over the country ik favor of this bill. Lt .

There is jugt one matter I should like to mention which is not in H. R. 3760,
but it has been suggested during the heatings to.insert & provision for permitting

‘the Patent Office to publish patent applications ‘which would merely serve as

bublications or disclosures of. technical information without having the status

of a patent. However, it was proposed to make such published applicatious .

effective as of their filing date. 1 regard thig suggestion as being highly unde-

sirable because tt may be very harmful to invéntors. It would be possible to file
applications in the Patent Office containing a’ great deal of speculative technical
- material which might vaguely refer to possible desired iluproyements or resulrs
without having any technical or factual basis. Such applications could be kept
pending for several years and then finally. published so as to prevent a bona fide
inventor from getting a patent because such publication would be effective not

from its publication date but from its fliing date in the Patent Office. During all .

‘the time the application was pending. it would not be available to the public

since’ the Patent Office processes all applications. in secreey.,  Such hidden dis-

closures secretly slumbering in the Patent Office for years would bring panic
and disaster upon bona fide inventors working qn their own who might spend
all their time and money in developing an invention without any inkling of such
hidden data and then suddenly find themselves cut off from gany. chance of
getting a patent by a published application suddenly issued by the Patent Office
having a date going back perhaps 4 or 5 years. . Accordingly sueh proposal would
be very detrimental to inventors. - . .
Furthermore, suchk proposil would pervert the function of the Patent Office
. which is established to grant patents and not to function as a publicatien agency
- of what may be unreliable ‘or questionable technical information which may be i
vague, unchecked, highly speculative, and never examined rigorously for its tech-
nical competency and relinbility. Under the proposal the Patent Office” would =
publish a‘great mass of technical data which has not been subjected to any
-eritical evaluation and would thus give additional imprimatur to technical infor-
mation which may be incorrect, misleading, and wotthless. Certainly iudhstry-" . K
and the publie welfare will not be promoted by such proposal which at bost would )
. operate as a ¥icious secret technical hboby trap to be spirung upon bona fide honest - TN

inventors by those who would deprive them of their bard-won inventions., - Al

Iam c'onvineed H. R. 3760 as a whole is a much-needed step in the right direc-

ti_on. We are badly in need of codification and clarification of our patent laws T
Since no complete overhauling has been done since 1870. Our patent system'.
operates equally and (ffactively for the little inventor as well as the bié corpora-
tions in offering a powerful incentive to the inventor to make inventions and to
the busxqessman to invest capital in new enterprises. From these joint incentives - %
the public has obtained tremendous benefits which it would otherwise never get. <
As a result, we have achieveq during the past cerftury a remarkable technieal °
advance never made previously in all of human history. Our patent system has

- .thus been the mainspring of our entire industrial development. It has spurred

on the individual inventor and the businessman to apply their brains,. energy, ° 1

and resources to give us our technolo and standa f ¢ J
i the sopirees to it gy ndard o lgving which are foremost

In recent years, however, there has been a serious decline in the number ot\ . ]

i o N Ly L e P ST ey
" been ste'adjl'y‘; growing.. In spite of the grez‘fly increased expenditures by Gov- .
ernment and industry on research work the number of inventions made anndally
.-+ ; a8 measured 'by the patents 'granted each .year hag steadily .declined at an
;"alarming rate. I believe one of the causes of this decline can be attributed
i to the confusion and uncertainty of our patent laws as shown by the decisions ...

8 - —— . _greatly diminished.

" and political’ philosophy "possibly- to the ultimate test of survival against-the

_~them to work for us. :

- adequate legal consideration is given to his patent prqperty. N La

- humay knowledge.” -

" adequitely staffed with highls skilled scientists and technolozists. Completely .-

inventions xp_ade in _our ‘country, although our. population and economy has ™

N N P T cL . . . .
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of the courts.in patent cases. " As a’ result thé incentive to 'l_liven; has. been-

5 TR ; o 2 - *
The number—ef-individual inventors workifg-en—their= as steadily de-
clined so that as a result today most of the research and inventing is done vnly by -
corporations unq large research organizations.’ The businessman today hesxtatgs
very much in backing an inventor because of the state of uncertainty of our .
patents and fhe very unfavorable attitude of the courts, especially the Suprgme E
Court, in enforcing patents. . Today our Federal judges lpok.for every possible
technicality and excuse to invalidate a patent and they seem to overlook the
social benefits which the public deriyes from bewefits so wisely provided for in
our Constitution. I therefore believe that H. R. 3760 is a step in the right direc- .
tion and should help to eliminate some of the existihg confusion and uncertainty.
We are involved today in a world struggle which may subject our economic

ly hostile and destructive philosophy of communism. Today we seem - )
:3mbreﬂgtﬁetr{u' bered by the total pepulation domin,uto_d by Communist philosophy.
Fortunately} our superior technology, I am sure, will mmhkg us to preserve our
social systemn which stands for the dign_ity and .freedom of the in(li\'ltlujll-- )
However, we must make certain that we: maintain our technieal §upq1;iont_y- :
and this can! be done only by encouraging and devéloping new in\'ﬂ}tmhs, Thmr .
can be accomplished effectively as we have done in the past by of}‘erl_ng adequaten_r-
‘indentives and rewards to inventors and business to develop in\"e_-q_uons ;g}ld puti
“ The individual inventor must be encouraged npd rewarded imnore thgm ever
before if we are to win eur fight against communism. I refer you to my book, -
The I'sy'chol'o;zy'of the Inventor, to indi_cnte furtlwx: the \’1!:1[ role of the indi-
vidual inventor in our economy and soine of the pitfalls which he encounters
‘hich we should help remove. , .
“Ifllilel: ‘;x?w[':xtor is (?ur greatest and most vital nationa_l resource. }'Ie. was a
vital agent’in building our present industrial economy in a region void of any -
technical facilities when the colonists settled here. He deserves to be honored .
and duly rewarded for his creative work which enriches the publi¢ welfare.
The inventor should be recognized as a citizen of. great importance because l}e K
is a public benefactor. "He should therefore pe given an opportunity to obtain )
his due reward through his patents by making sure that proper respect and.- .

’resi “ranklin D. Roosevelt said:’ e e
‘Ixx;getz:le(:tal;:al he keys to our technology ; technology is the key to production;.
I production is the key to victory.,” (TNEC hearing:x‘. pt. 1, D 2, 1d2) WA
N The Supreme Court has aptly sumined up lhg“‘:nal f\‘mcl_l:m;ot the m\engor )
by saying in U. S. v. Dubilier Condcnser Co_rp. (...23'9 U: S. l_‘bz,: . . L
“An, inventor deprives the public of nothing \\'_luc!n it enj :.\-?«l l»eforg l{ls dis-
co%'ery. but gives sumelhi’ug‘of value to the community by adding to the aum of

Ini & recent editorial in (‘hemiy(r,\\'lﬁ‘nd\ﬁngineerin:.' .\’cw§. J}fhc 11, 1(};1, the

following very important statement is nmd(\r s . .
"Réso.'?rch palaces and superduper production Iacilities are meaningless unless

: 'red reputaticnwise€ by those behind the iron curtain, our one ('h:l'li(‘e of
(s)llxl:'§¥;?:¥tixs.e‘tlxe l()‘umin’p,‘n gx{ of our superiority in fundamentad and gxpph‘od;re-
search and vast production of literally thousands and thousands of items vital
to both our civilian nomy and modern warfare, The fast-approaching }?'ottle-, .
neck of too. few scientists and technologists can well be the most egﬁcnent‘pecrfg
weapon possessed by Stalin and.the Politburo. 1f the present trond is ",f" :hnrﬁ v
reverspd our h-a}l‘crship‘in sciencé al’fd. technology will disappear and will be ]sux:i-
plu‘nted ivy Rus$ an domination in svience and technology for we can beb “:-e -
sure that Ruséia is straining every effort to overgome our presegt lead. u“_ -
our technicak superjority is lost our political ht:ox'-ty w.m be gone.’ thé ..

Dr. James B. Conant, president of IIarvardUniversity, rocentl.y statet_i at
dedieatiox of the new lahoratories of the du Pont Co. the following:. -

“The fypical inventor was’ essentinlly”an empiricist. 1ndeed, we used sol_m;
times /fo speak ‘of the cut-and-try methods of_ exwruug-ntut_xon as Edisonia

S .
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another,-the inventor was hound to disappear. - Today: the typical -inv -
. of the eighteenth and. nineteenth Centuries. has_all bnt)'disab]fegred. lolr::: !:j': ;’l]ifgg';
- ~in the wmidtwentieth century came the Industrigl research laboratory and de-
RPN purt‘ments of development engineering. = - L . N0 Ay - o
; i*"The second: point is that- the revolutionfiry: advahfes in theoretical science
+ 'were made very largely by ayfateurs. And clearly, almost all the great advances
in industry until this century were made by the_independent inventor. These
.- nien huve passed. They have no intellectual descendanty Will their twentieth
., ventury equivalents—the professiqnal scientist, .the -applied-science laboratory
* the engineering group—be uble to carry’on? ‘ be’ | -to

in applied chemistry. Look at the electrical industry ; the new wa advancing ./
sqience, pure aind applied, is-far better thar the old.. LPerhaps; b’;:"f asdu‘l;luxx‘i(ti ni%
.+ ~18,t00 soon to dfaw defnite conclusions. + There is such a thing as miamentam !
in human affairs ‘as well as in physics.  And I subniit that we of the_mid-/
: twentieth century have been mdving forward to a. considerable degree betguse
L rof the‘momgn‘uum accumplated in the days of the amuteur and the lone invéntor:
At all'events, there is sufficient doubt about the ability of the new. ways'to be
%~ substituted for the old for us to examine the problem with kome cara” | ¢ i
.1 believe thint one of the best ways tq insure the continued and fncreased
. prpductxgn of inventions iz to make sure our patent system is in a Lealthy state
<H. R, 3760 will help toward' that end, but, we need more dction and I'ur'gé
5 ,' , Mr, _prygsop, to ha}'g your committee investigate other phases of our-patent-
JUEROR ith a yiew to possible legislation sa as to make sure inventions will be

Bure our survivdl over eérmimunism., .

s

. I therefore suggest’ that yquv committee hold " hearing
- - following: subjects which I belis ntly ‘née ative av

J : : investifate the
ve urgently -need.legislative action: .-/ -
L5 . it 1. ‘REFORM OF. :

S ATENT OFFICE PROCENURE . T
The Pdtent Office is’on_'e,otfﬂié'xhost ficient and oldest a'dministrati\'e:a enci
Jnour Governmgﬁ‘lrha._s done a remavkably fine job under the presént'sft;amtg:
and with insufficient personnel and facjl: ies. The present Rules of Procedure
were completely revised in 1949 and are 4 ¥reinendops fmprovement over the old
rules, ngevgr, ‘the Patent® Office necessari ‘Tnust, operate. within the confines
of the present patent statutes and accordingly»hag_not been gble to make much
. - needed r_efprms in procedure, -,We have todays highly complex and involved -

>, - Procedure in the Patent Office fnll of hazards and'pitfalis for the inventor.: Our
whole " patent-claim struggﬁre.has Brown “to a gigantic monstrosity, full of
,, Inetaphysical and semantic absurdities.: This is cosﬁ;;g inventors endless grief,
[ expense, and loss qf'm\tent vights. The- prosecution. should be simplified to'
. reduce present-day 'high' cost of prosecuting. patent applic ns.. The Patent
* .. Office al50 needs better facilities for*literature!;}i{ﬁ, nrior,c¥t searches.” e
.~ The present interference procedure’ in the Patent Sfice involving conflicting "~
. “claims fo the same- invention”is extrernely technical, complex, and expensive
. .This procedure should be.thoroughly overhauled, - T

C. ‘ ; S T : ' ST v
ey ) e - - 2. PATENT u-rmi‘rmW . e L
s T ; : M
*. _———Patept litigation has becoiie éxtremely éxpensive and hazardous in § P
i courts. Most Federal judges frankly don’t like to handle mteni"lcr:zg;:eecdaegg
_they lack- thg‘necessary‘tecppjcal background. Justice Frankfurter has said
_ for example, “Judges must ovércome their scientific iconipetence as best” they
can.” elarconi v. U. 8, (320 U. 8..1).)-* Your committee should give consid-
ceration to the establishment.pf special batent courts for adjudicating patents, 't
L - 5 . 2 . SN T e N

N f,.;_—'a.” STIMULATING INVENTIONS |, - %o . PR
- . Ve, <N ST e ’ b
Congress should study the question of stimuiating ’ ) nti
udy the ¢ ] 1 stiy g and fostering new inve
aggigow to best »g(-com’phsh this.through thg ‘patent system or %’eﬂmm thxll-g?:lf
‘3 ait ongl 'means such’ as thrqugh grants—\in-'aih\df inventors to help inventors
- evelop jn\en_tlons,-‘to ngtent. them-and to enforce them so as to, get:thefr due

. reward."’
N . N [ 2 Lo
B - . . e N . . . - ~ T - - .
) - - e / - :-: AR . & . v. ..
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- miethods. Therefore, as'theory developed in physics ‘and ‘chemistry and-' L
‘i +trated into practice, as the degree of empiricism was reduced in on: s g??:;-.

. g Some of you may. bhe inclined -to /
N «langh at_thiq question.”. Why, of (-oursg. you will say.; Look at lg'h.at has hnpren'gl’ 7l
¥, In the past 30 years. ' You yourself have Just spoken of the star ling advances |

N

i
/
|
!

-

o prodgged at an ‘ndequate_,rate to_maintain our technological superjority to in- -
RN . - Fo, R A

¥ .~ “Ushould be given to the tax problems” involvéd in such investments, granting of

- the dignitx of the human fndividual can risé tiits utmost heights.§ - Today the: §

' \ © H. R. 9133 was before it for consideration.

3 ° . B . . - .
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5 .Considerdtion should uI]SO_\ be given to .tl;;é‘ffr.obl;eli{s of ;iilull~lilléiu(5s§ i;!\tésffn'é. o

.\ = in new inventions and how we cnn stimuluate and encourage businesswen to spend”, . *
o ; money on reserrch and developing inventions o as to ensure adequate incentives - - :
s and reasonuble returns from such effpris and investment? - Dne capsiderntion’ .

= "+~ priorities for materinlks and manpower, ete. s¢ as'to further the publi¢ interest,
> 1f weare to prevail over the evil forces copspiring ‘against our free-enterprise*
© . system and individual liberty, we must turn to the inventor to rescue us, The -..
“inventor has liberated us froin physical slavery, from a filthy precarious anim#1 -
* existence to the possibility of living a full and rich life. " He has freed us from: -
. the adverse forces of our-phyxical environmeht so that we ar'e‘m) longer slaves -~ .
to natural forces. - The inventor has given 3¢ our physical environiment in which

3 4

inventor can also save us from loss of our individual liberty and freedom and .
. our .Anierican way of life by giving us thé physical implements mgggh't and -
" overcome oun enemies.- The inventor is our most precious asset and.sgavior ,~—.
dgainst the serfdom of communisin, - We must do everything possible to encourage..

o, M

S .and hélp hiny or we will surely perish. |

““Respectfully, . Lol e
. S n S , . Josepm RoOBSMAN.. .
. o .. T N = EAE T
) * 123 SorTH BRoAD STREET, PHILAVELPHIA, PA., . *. ;
S T T LTF sJune 22, 195%
ReH.R.3760.  : .. -. . e R
Hon. Josepft R. BRYsON, .~ ) - T S
'+ douse Office Building, I R Gy S

) "Washington,D.C. o - AT B
‘Diar Mg BRYsON: T.he; suggestion made. during the hearings on this bill - -
to amend section 122 (confidential status of applications) to include the semndv,"’,‘,,
paragraph’of section 121 of former H, R. 9133. (or its equivalent), if adopted
and eniicted into law, ivould, I beliéve, so emasculate our pateit.systenr as to -
.- virtudally destroy its vitalizing force in our économy. . " - E
" “+My.views in this respect are more fully set forth in the attached counterpart - -
of a létter which. I wrote to a member of the coordinating committee- when -,
: It is my understanding that the - :
. - coordinating committee voted against this provision for the publication of patent- -
applications in large part on the basis of the views expressed in'my letter, and. ;
it is for this reason that I feel certain that you and the other members of your |
subcommittee would prefer to -have these -views before it for conSideration, -
s In addition, 1 should like te point out that, to the best of my knowledge, in - +
all instances where the pros and cons were fully developed hefore a vot& was = .
, taken, the members of all groups considering this provision hav'e/voted it down.
- " Obviously, a vote fuken on a matter. as to which no issue is-presented. or on
which only the pro side is presented, is rather meaningless. The thought here -
" is that®you might :wish to determine rather exactly how. the vote.was taken
*.* - on this matter’in the case of group_representation before ¥Your subcommittee.
' From the nature of the attached yon will no doubt-cenclide tbat. I am-in the .-
employ as patent counsel of a small“conipany, which is. true. I have not em- & -

.

plored company stationery. simply because-I wish to bring out that the views" 'l
expressed are my own. g o ‘ : A : s, \j q

If is my sincere hopé that this letter ax_ul the aftached will receive your most- - *
~~~.. careful consideration: : ST .

-——————1"am enclosing extm-popiéé’_éo that you mav distribute the‘m‘amon'g the mem-
bers of your subeommittee if you wish.~. - - : -

.. © zYours-very truly;—. ce
S - I T T Hreo A. KemMaN. =
"¢ Re H:R.9133—Codification of the patent lawdswy -~ 7. " 1 L oten
ST s L T Y DECEMRER T, 1950, -

\'Dl-:.u; AxpY: I have given the second paragraph of section ]fﬂ\Q\E‘}{.‘r{. 0133 |
some™ further- study, and I believe that it might be- quite properly Inheled !he
. mection’tq prevent competitors from getting patents. In this connectiofi~yxou -
will recall the often-told story about the company t,ha_\t published ma.tter.ml (up?n“ -
which it could-not do a great deal of esearch in view ‘of more pressing 1‘"’5.",‘”?),2 :

o N . - " - J‘,..

; B LN N N e
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in the hill country.
fively hidden, but which’could be used-fo anticipate any patents which a com-

own possible entry at a later dsite~_ -

a As you know, no research programis ever capable of even beginningto exhaust

which’ cannpt. beé’ immediately explored i%-to make all manner of suggestions
therein, whether responsible or irresponsible,. and olntaip-puhucatiog thereof

in the hope that this wil-anticipate the other fellow’s patent. '
= .-~ The ditliculty, of course, is in obtaining publication, partjcularly of material
T _not supported by factual data. One‘method is that referred to above. Another
method which has been resorted to is the taking out of a patent in a féreign
country which employs the registration system, such as France, In both in-
' Stances, however, many. patents have neverthelpss issued because It-was always
- difficult to get such poblication under the nose of the examiner. Then too, both
systems of publication.had a very serious-drawback in that they provided a

it the competifor got~wise to what was going on. So we come along with the
second paragraplt of séetion 121 which is really made to order. - There will no
longer be’anx difficulty in getting the publication under the nose of the examiner
for he” will have been examiitigz the’ very application- being published, .and
- 'the;e" will no longer be any dan®gr of providing one’s.competitor with one’s
urrent thinking, for the whole subfxgt matter may be kept in secret for from
three to five or more years by merel eeping the application pending in the
- Patent Office. No idea that doesn't ¢lick is worth much after this perlod, so
-~ that the public will gain nothing from its p\Wlication. . .
Then too, we must not overlook the fact%hat this provides a very effective

keeping new competitors from entering the field. In warfare it is well recognized
that the greatest morale breaker for the enemy is to let him complete a vast
project before you blow it to pieces for him. He, of course, has been operating
- with the mistaken idea that his activities would not be noticed by the other side,
.the same a§ a compeétitor (or a potential competitor) operates in developing a
Dhew idea. Soaftera ‘competitor spends large sums of money in developing a new’
... process, or in bringing out a new product, with the belief that he has the fleld
“ preempted by way of patents, all'that need be done is to expose the proper card,
‘namely, the proper patent application, to effectively anticipate everything which
he has done. If the timing is right, the application may be published before the
compeétitor’s patents issue, thus pfeventing their grant. The intefference pro-
cedure should help in ascertaining what applications a competiter has pending.
. As you know, any publication is effective as a reference, irrespective of the
amount of irresponsible material it ' may contain,
with recent decisions, 4 mere suggestion is sufficient to anticipate.
everything very nicely set up for those companies who, while paying lip service,
)y in fact find the patent system to be a discuncertingly restrictive nuisance. Many
-/ ~~comranies are so large that they do not need a patent system for purposes of
/_:,;( . doing business. Some have arrangements whereby they exchange new ideas
g - freely among themselves; Their patent departments are maintained largely for
- defensive purposes and for the purposes of attracting competent résearch men
» . . whe somehow. have a preference for seeing their contributions reach the public
in the form of patents, - On the whole, however, such companies would be far
- better off it the whole patent system
number of patents very greatly restricted so ns to make the patent systen ins
. effecti\'_e.v In widespread business operations, the dangers of patent infrinzement
;_u‘et l:pnte -trgulﬂes_ome, particularly when a company wishes to expand even

urther. . 4 . : . . -
~. - It follows that if. the second paragraph of section 121 is enacted into law, it
.*,;wm mark the be;Irin!l\{;lg of the tfnd of our patent system as a vitalizinasforce

D our economy. I will not question its constitutionality, but 1

that which the fathers of the Constitution had in mind " o+ ¢ Corraitly nullifles
As you no doubt know, the present practice in many foreign countries is
such that before a patept issues the specification must be conformed to the
- s, eliminaging 411 excess matter. My foreign assocfates have Just given
me a samplin_g of such countries and they are England, Switzerland, ‘Germany,

e [N
o -

)

‘ina newspa;ie;r 'ln\igl\n&ﬂ .tm\'n in‘the Soutp,which was more or less [solated
I is way it obtained publications which were quite effec- -

petitor. might obtain in ﬂeldB\)@ich the companly wished to hold open for its-

- all of the possibilities'in a field. - The wa¥ to hold open that portion of the field’

competitor wmwnt thinking of the company ‘niaking the publication, .

tool in breaking a competitor’s morale in the development of new ideas, and in .

Furthermore, in accordance -
So we bhave .

were abolished, or in lieu thereof, the

-~

Fotnaans it 4 TIREALHINIITNE L 1 b N b, i it el AT,

121, but I belie

* . Roard, in which the Board concurred at its meeti

““{he-submission of this report to the Con
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\nd, ‘Sweden, Norway, Denmark,- Finland; and possibly Japan, \\:bich is =3
g\%]g(l'md to follow its previous practice in. this respect. *Such practice was -
undoubted]y adopted to do away with the many broad irresponsible statements
that foreign patents used to contain. In fact there was a time whén such.
statements in foreign patents were so lrre§ponsible ghnt this Qecame Fecogr'ﬁzed
by the United States Patent Office in decisions refusing to rely upon such .s!-gxte:‘
ments anticipations, You no donbfwill-recill certain decisjons of this kind.

It seelNs to me that we should try to benefit by the experience of Voth_eﬁrs in
connectiothagith such statements and not insist on learning the hard way. - -
T could say\much more in speaking arainst the second paragraph of section .

1 the above will give you some things-to think about. .

-Yours very\ruly, . *

" HUGO A. KEMMAN,

Y

. DENVER, CoLo., June 20, 1951 - -

~.Sl;}zcouxxi‘r'fsé No. 3, JubicIARY COMMITTEE, ) o
Houge of Representatives, X : h
- Washington, D. C.: . - 1 t._ fect .
: : ) i t applications reflect per-
tent-codification bill. © Proposals to publish paten ) 1
'\'-efsaio; of constitutional intent in and seek return of caveats long tdxscardg(}
as unsujted to Américan economic philnsoplfxy. o(&)rl!;.;mul (}mz'.’?mf&ﬁ:ug?-mcom.
has been repeatedly condidered and defeat 1 "‘i patent coo .
nd indivi -al to individual inventors
mittee and individual groups. Proposals are inimical t al inventors.”.
| sse ¢ large corporations who would neither
and small businesses and ¢an ben.eﬁt only arg T S who Would nelther .
< uire patents to mamminﬁthelr dominance. : el
f\?:i‘;w?:sr sli\eguld itp necedsary be accorded a pe}tsqqal defense- upa\ailable to

general public. - . - e S e
Very respectfully, MavricE W. LEVY.

Gu\'x-:n.\"m:s'r PATENTS BoaRD,

_OFFICE OF THE CHAIRMAN, - =

' Washington, D. C., June 417{15‘,717.‘)}5';./"

"Hon. EMANUEL Cu.u:s,l rives - - S s
Housc of Representatives, . -

f(,‘m‘.l skl A D e f May 24 f r ;xn expression ’
4 R sponse to your request of May o1 ==
[9 vi‘:\:ﬁ‘\g{ the ;;l:)p(}::’({(;:lﬁ(lgll:\etlon. H. R. 3760, 1 \\'otnl(l sahnnt the ftng:;\;!‘;)g

T icati f 3 I irman of the Governmen -
tatement as an indication of my views as Chalr]ix; \n of the €

and this Offive were established by Executive
i 1 23 19730, to provide for a uni-
f ssued by the President on Jan.un_r,v ) 0 prov]

gr:}gr[}:?:?& l;;‘l]icv for the Government _\vnh 'rcspoct- to m\‘gnnm}s made by
Government empl(;vees and for the administration of su?'h.m 1§,v.h. office and
The only provisfon of M. R. 3760 with which (lxel‘?cti;;tlt(;‘s_ osetctlif)n s t(; nd .

oard are likely to be cohcerned is section 212 is s

itrr:gul«slz?lrgug;teﬁntianyy as proposed, it is sugrested that the séction be amended

{1) in lines 3—4 by deleting the words “but neithe.r ‘of the~9w‘;\§’r§;na:}ilt;g‘?; ot
stituting “and any owner”; (2) in line § by deweiing (3¢ S, %6, hefore
accounting” and SnbeIt e T ans :lteri:;l ébnsidorntion therefor.”

-

The Government P:atents Board

i inserting the words “for any m on t -
th%vl;leill.:éogl’lgyatl)?)ave amendments would be preferred if .the. seczml:h? rt:in‘:t!:iitz- )
cluded subst‘antinily as proposed, there would he no otg:;‘cg?nhto.ﬁrst Coné

“ment of the similarly numbered section 2128 B T 31 e na objection to
L am advised o ie report £o Coi zress for its consideration. it Igchﬂnlrl

this matter please call ipon me: »
‘ ARCHIE M. PaLMER, Chairman.

, . .

be of further assistance to you in
Sincerely yours, .



»

N

Y 4 4

in the mlmufn_t't!m\ Pt replacement parta for the mainternneg 6f Atonobilos
' :‘t"\‘l:“l:ﬂ.“lxlm‘:' :r"“lh‘ .-:,,‘ ‘ﬂ"l,l :,“, forth, mnd-1t Ix only n relatively foWbyonrs ngo - (Barber Axphalt o, N, La Fera GreccocContracling Co, (116 1 24 21, N B
V > had to defend gpceesstolly o number of suita hronght bY, Genernl . 19403 ) ¢ that* () (2) was deshgned 16 oversule the Mercold cnnts i nnd that

© cresulted in giving the

i

- Raflroads, emphatieally set

> B98N and ag’'shown on pages §

T .of the Eizhtivth Congresi, (It ix our bellef, - therefore, that® : T
Al e whie . ' ! . e f tthix is n contro- fnfringement, X
! )s\‘;:;;i:;:ﬁl:,‘:‘t‘h: “(‘,":.l:,‘l;'"l\""'\ b‘\ ": previously objected to and we are, Hu-!‘c-f«'»;(:, 2 S A.":{, W048) nnd Harrin v. Nelional Machine Works (171 F. 2d 85 (CoA, 10,
fion of the saﬁw r;mm-;- ?\I'xl;( n‘u-r of the Judielnl Committee for your considern- , 1H8) ), e from disvegatding the” Mervold case ax u'llugmslml !»y ..\lr. Rich, Imlh
“Thanklng yvon for vou ki( § now appearing it the new bill, ’ s ) “rafer (o and follow 1 The ense of Henry vo A, B Dick: (224 U2 S, 1), overruled
Yemain; Son fhe your kin ‘"“""”""';,“!“' yhu mny give this problem, we ) ’ ©in Motibn Picture Co, v, Universal Film- Co, (243 U, 8, 502), wan cited In the
< - Sincerely yours AN L ‘ ; ’ ) ~ Florence-Mayo cise merely for n statement nx to what coustitutes coutributory.
I ) ot o e . ¢ . - : ’ Cinfringement.  The Conet of Appenls of the Fourth Cireudt: stifh regarded this
AU / . DA - R . E. NIcHOFF. ) v statement as good Inw in the absence, of any mixuse of the juitents there ill\;lvl\'e_(l._"
+7 o = - T On puges T8 und T of the hearings on HL I BNGE. ERINL Congly previously re-
- o - ’ Dl-:l‘\u'r:\ly-'q—r oF JUSTICE ferred to, thie Depnrtment of Justice Msted 1HS and 1048 cuses (1o the dute of the
. QFFICE OF “rua»l)r.-‘y-r\-' \".n.‘;,'\: .". H(Iu " . - Tt hearings) showing (Jml—-ﬁwn-“m'mrmlgnrxlun In the lnw ut present with respeect t't‘l_
: e o  Washi INEY (GENERAL, - : © L contributory rringement. This st suppdemented a list of sarller cases set fortt
Hon. Exaxtrn CELLEg, : - e ington, "”'” 3, 1941, st K at pages 77 and 78 of the hearings on 1 similur bill (1L R. :-_‘.iﬁm-—inlrmlm1:d in
(‘Mu‘;‘;hi{h. (';'"Rmil(rc on the .Ih«lipi.,,.” : < - - v N 3 . " the E.ghtieth Congress, A list uf subsequent cuses devided, frum lt}i!’ {v 1_9.;1 l_g_ 7
- Mlouse of Representatives, Wazhingt: S X R e - submitted ax an appendix to-this statement, : R . S
My DEAR MR CHAIRMAN G T eh!(-l . \ "ahm!_‘”o"' b. . ]g‘ N . N L . i . To suniitrize, the Department of Justice ohjeets to section Z1 sinee its l“f(‘l:l: R
Fugate, of thi§ Department, rel; u«'se'tm};xt( nston of (he testimony of Mr., Wilbur : 1 might be to carve out an aren W which the antitrust liws would not operate;
patent laws, - - n ve to il R. 3760, n bill to revise and codify the ‘ : . Acts which are s misuse of i!mu-nh;.lpurl ll'l;hll‘l,\' |:u- t'X[):_l;l;tlnn of thonl'm‘t:lltxtmt:,
Mr. B , beo e . ) ' e . TN « cover unpuitented articlg@might no longer be amisuse, The proponents of 86>
1451, btl;lﬁ?lifet(ﬁtliﬁ::t‘ ::::Tt Subcommittee No. 3 of your committee on June 15, i hill lll(ll(":l(l' that sucke i"g-osull is comtemplated in-the Inuguage of section 231,
man’of Subcommittee No, 3 "' (‘"lillph‘ﬂﬂn of his statement.  Mr., Rryson. chair- : . The, cofirts nre not confusid as to the Mercold doctrive. and the l)(-pnﬂm'ent'-
the recerd would remain ('q;:n“r‘:)‘r(‘:‘ d’(l‘f“;‘l‘!:n(l‘o;:(;ltuslnn 'of the oral hearings that - opposes: muking an exeeption to the misuse doctrine under'the g.ulw of clarify lng’l
The Department as stated in our o e, Lo ) oo T the law., - . Yl - . TR PR
Coacerned as to the possible eff(‘(}:ro]fpg(:;i'(?n’é‘;ll (:ff.lt‘;lgep]r':li!s}?d linfllp;ll:tlifx;::‘tliﬂy : ’ : L AppENDIXT oo AT
o pslon ¢f the patent Misuse doctrine. The rule that a’patentee who 1\?\5 I S : © 77 7 (Prepared by the Department of Justice) . x| R

. misused his patents may 1t recover in a sult for direct or conteibutory infringe-

i et the Cepariment B valiary e waih s impirtant |
: ! : antitrust laws; - - . . DA - P i A N o
) Yours sincerely, . 2T LT . o 1. Cusex discussing the effect of the Mercvid-case on the g-p{rﬂyuto}y‘ mf\l’!“‘e'

N . - . i - PEYTON F(.‘RD . ment dt‘l(’tl‘lﬂ(’. . . e - ) S b‘ LT
. . - ‘ 2 Gen dan v. Hemphill Co. (180 F. 3 467, 461 (C. A. 4,1950) ), Judge Dable: ',
; o ' D‘T puty At lorfwy Gc“m'ral. . 3 .{gr)-dg& are ;r::) fimpressed by the staterient in defendant’s brief that churges of
: . , S . - contributory infringement are obsolete. What Mr. Justice Douglas s?ld‘,:ln#

3

o . -t . . . .f .. ) . o . . . .
| 2()6 ,P.\ﬁavt-LA?V/E{?{?}f'IC-MTlOX ANDREVISION -, PATENT LAW :CODIFICATION AND REVISION -~ 207 -
~ e <0 K, Nien & o, AH rive 1 . S PR PRI en - L.
: o A ,//_ S or '.( ~1¢};m:,l:,)ll;17 'ldujﬂ:l.“'énﬂ'l,,“ ! EXTENSION OF TERTIMONY oF Mit, Wifser b, Fegave, Anaeiness Iavimgon, 7,
L8 ) 00, < o " oy e ¢ O IS0k : T e e DERARYMENT OF JURTICK . e S
> Subjeet bl I R, 3700 ) ) . _ » A ARTMENT OF JUNTIKS. - P
. Ton, Citagneey W, o, ¥ ) . Seciom 2t of HL AR 8700 1% substantially. the sone s BLICR0S of the KighCy- o

B

frst Cinggress, fiesl xemston, and parlicabne refipence v mgde o the stateiment of- -

the Depitetment 8¢ Justjes upon that b Guenrings before Supeommiftei No, 4 -

Lof the Commdttes ob the Judiclury, House of Representatlyves, ikhty-firnt Con- ©

grens, Hest session, on 11, L. N6, May 25 aind June 3, 13, Seriul No, IV, pp. o
Ho-60, - 0, F5-71). . R T

Subrectlon (1) of seetion 231 15 puertlentarly objectionable fn the opinlon of the-

S Depnrtment sinee, plthough conchied in genersd terins, s effect I 1o perit a -
o putentee to sell uspntented parts fort o peiented device or comblnntion and at
e the e thae prohibll Bin competitors, by sult for contributory, Infringement,

 frons setling sucl unpatented materinds in competition with tim. Mr. Glles Rtich,” -

of the New York Patent Bar Aswoclatlon, who aliléd In drfting this section, hus =

textited that subeection (dy (1) wik designed to oyerride the Barbee Asphall casme -

: Howae of Reproscntatives, : B
.. Congreaa of the United Statex Washington, D. O, 2. . :
o Dear S’f’f\'un)ﬂ!l___&l N-Itekn: May 1 divect your attention to the above LI, I, R,
3700, page 22, Bectlgn 281, parts B0, nud D referring to infringement of patents,
S Inomy opinion this brivgs up a controversial matter, which has been previous-
Ay ‘_ghjwu:d h:mul wo are agnin objecting fo aax wodid In the orlglual bill, H. .
{»3\\8. of "“‘lhll.:'h": h (",qlnl‘;:resp.'n;n«l alro In the bHL H, R, 3866, of the Eighty-fiest
opgress ) both ofiwhich” werd dixeussedl - with' your | Al O o
previme onne e w] .-‘u v lmll( ln} Committes In
Actually section 281, parte B, €, and. D, headed *Infringemie
brings upr an e which looms an a very serlous factor o us, ? We

of pajents,”
Hee enggnged

Sy, (3) was destgned (o overmle the Biroco case (Rlroco I‘r'mlm;lu. e v, Muls
Clenbach (67 U801, Qo108 D, 8 DL Celif, 144 ). Phe propimients of this
wecthon of the bl aceordingly, dd pot a0 mieh winh' o clarify the Inw us.to

change it, . . .
< inm the: fiest” Mereold enre L Mereold,

Mnmm which were egrrfed to the court of appenls; In.w
supplying unpatented} parts for replacement to n dist
an{‘?‘lnm’lh\s’nt today, was determined, ™, R
“The Supreme Courg. refused Genersl Motors ing, thim A

LGy . ring, thus sustalning o
suceexsful appeal.  If General Ml;fl‘)l‘ﬂ hal xucceeded $uy llu-lr'xi wal, It may h,;n'«
ur manufacturers n complete monopoly on rephic v
‘ ! 1 . ] ) eement
. parts or such unpatentpd parts, resulting therefore in an unr 'nnmmmlo fh-\-q-l of
prlcys to the motoring pablle. - ¢ . . e

'\h- m'ld( at that timp, that it was (\mmmllculé demons

) m‘,h! \\,n'r 1 period, tIpt these large coneerns were unnblet
l\.“ﬂ“ﬁ for ‘ears, trucks; ussex,” farm hmplements; and so fofth, nnd it was the
smaller mam\ravlurﬂ; that helped to supply - thetr sneeds/- Actually, this bitl
mlz!:t affect our business yery serlousgly for the futufe. ' S .

We believe the comments\made by J. Carter Fort, of the Assoclntlon of Ameriean
fn'_th the serlousuess of this b, secton 241, parts B
-l:f mll:‘f)nq transportation, in objectingto bily H. 'R.

and S8 undere Serial No, 2F, subcommlt tee hearings:

hich the =amd Issue of
wor, such, an psed on

a. LT . A5 ot
orp, v. Mid-Continent Investment’ (o, -
420 U, 8, G061 (144) )othe Bupreme Coutt (unanimoun on this Ixsue) applied the
misune doctrlne too g ense Involving 4-,nnll'llnum,ry,Infrlngq-uwhl,nnib held that
where there was 1 confilet beiween $h8 (wo, the minse doctrine joust prevail, -
he misase docteine, in UM connection, I8 that s pylentee may ot extend the
‘monepoly of hix patent by attempting, by menns thereof, to cantfol cumnpetition
on, . The praetice by o patentee of granting o Heenre 1o thone

~inanpatentid artiel ¢
_who buy unpatented nitleles from: him aud safog for contrilmtory fnfringement
g s Inkd down by the Su-

" those $ho do not buy “tro hlng comen=%Athin this ruke
preme Coprt, The Strice cine Is merely un Hlustration of llu-’g'ulv._ The courts
with few exceptions, have applicd the Muercolg cnses ay holdig thnf there can
he no recovery: for contributory Infribgeinent I the potentee s andsusedd hin
ptents,. buk that*witheut Mich misuke the putentee mny, revover for vomrlbult:_ry .
Thhe cnmen of Plorenee: Mago, Nuwag Co, ¥, Hardy (3087 F, 24 798,

nted througlethe v F
supfily the nesded -

[3

. C,and D in the maintenance

- - 1
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" Mercoid Corporation v. Mid-Continent Investment Co. (320.U. S: 661, 609), was <
.. “The result of this decislon, together with those which bave. preceded it, is to
. limit substantially the doctrine.of contributory y irigéent. What residuum’

may be left we need not stop to consfder.” L ) o
.~-«0ur own views.on that subject were very clearly expressed hy Chief Judge
‘Parker, in Florence Mayo.Nuway Co. v. Hardy (168 F. 2d 788, 785) : “There s
nothing to the contrary in the, decislon in Mercoid Corporation v. Mid-Continent : :
Investment Co. (320 U. S.%661,64 8. Ct.268, 88 L. £d. 876). That case merely i
.. applies the salutary rule that a combination patent may not be used to protect an
" unpatented.part from cofnpetition. " Nothing of that sort is involved here. What
the, defendants: are doing ls'manufacturing and selling machinery with the
knowledge, purpose and intent that it shall be used in a cembination which will, -
~ lufripge. . The case is one where plantiff is using his patent not to monopolize the’
-sale of what {s not patented but to prevent defendants from aidibg others to
.- infringe what is patented. - A’clearer case of contributory infrifigement could not -
<~ well be imagined than that presented by this record.” : c
" = GrayTool Co.v. Humble Oil & Refining Co. (188 F. 2d 365,368 (€. A. 5,1951) ),
- “Judge Hutchison: - | R ) . L
(5) The principle applied in all of these cases is that no patentee can license or.
fuse to license upon a condition that the licensee will, in the use of. the un-
N tented materials, use only such material as it purchased from the patentee, nor
~. can. he-accomplish:or eéndeavor to accomplish this end by a course of business

L

L N

ithout the issuance of Hcendes. =~ . =~ | . FESEIE
‘This principle was'first stated in its simplest form in a contributory infringe-
- ment sult in connection with the granting of a restricted license, and it was for a
"< time supposed to be applicable only to cases of contributory infringeinent. It was
. in Leitch M{g. C9. v.-Barber (302 U. 8. 458), that methods of-obtaining a monapoly
other than by. a license upon condition, were first recognized. Thete, in a suit -
- against a contributory Infringer, the .court held that the patent could be abused -
Just as effectively when, by a deliberate plan or Sche: the patentee withholds
Heenses in.order to bring about the same results, a8 to cffapetition, which he could .
obtain by granting a written license with a condition¥hat the patented method
* may be used only with materlals purchased from the patentee, ~_ °
- As a result of that case and the line of cases following; declaring that
_effort by suit to stop contribytory infringement is evidence of misuse, including
-~ partcularly the Mercoid Corp y. Mid-Continent Intestment Co. (320 U. S. 661 ), the-
- -doctrine of contributory infringement has been greatly narrowed, if not completely
abolished in all cases where the holder of a combination or process patent is also
- a seller of standard or unpatented material. o B
-2. Cases involving misuse of,patents, trade-ma
. T

the

.

L Mirctt)id ca;ses Rx:'re ci&ed. . . . .
-Automatic Radio Co. v, Hazeltine Research, Inc. (339 U. S. I

1950) ), Justice Minton: = .~ S ( ) U B 827' &2 (J}me 5
o - That which. s condemned as against public policy by the “tie-in” cases is the

» - €xtension of the momopely of the patent to create another monopoly or restraint
i, , ,of competition, a restraint not countenanced by the patent grant. See, e. g,
% 77 Mercoid Corp. v. Mid-Continent Investment Co. (320 U. S, 661, 685-668); + + ¢

. * Burtv. Bilofsky (9 F. R. D, 299, 81 U. 8. P. Q. 442 (D. C. N. J., 1949).

i 958611»'@1/ Lighting, Inc. v. Vérsen (10F. R. D.

rks, and ‘copyrights, in which the J

=

507, 87 U."S. P.Q.204 (D.C.N. I,

a. v ) . ’
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- 7'j Hon. JoserH R. BeYson,’ cbingrm, !\’u”?& 195t

Chairman, Subcommittce No. 3, Cm'nmi\tte_e on the Judiciary,
:;:,0}; Representatives, Washington, D.C. ... - E
DExr M Hrvson: This is in reply to your. letter of April 30, 1951, which re- -
quested th¢ comments of this Administration on H. R. 3760, entitled “A biikl to
. revise and codify. the Jaws relating to patents.and {E¥ Patent Office, and to enact
Into law title 35 of the United Stages Codeentitled ‘Patents’.” . = -~
-. This bill has beeh studied carefully to determine whether it might affect the
many special interests of this Administfation. Since it- appears that non& of

the functions of this Administration are directly affect §
Do comments to make at this time, firectly affected by this bill we have -

- .

i
.o

» ) . . ®

PR

4 - time. -

o

N

i

N\

N

' _ We have béen advised by the Bureau of the Budget that there §
toAtl;xe submission of this report to your committee. - : s
Sincerely. yours, : R N

'+ - PATENT LAW 'CODIFICATION AND REVISION ~

T L
8 no objection™

]

. 'Jess Laksox, Administrator.
o

r "~, N [ . i X .
: % - \ - . .
- - MINNEAPOLIS, m:{.\-., May 1§, 1951.
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., .

Hon, JosrpH R. BrYsoN, .

. House Office Building, e
- > Washington, D.C..° ¢ ) oo -

. Dear Mg. BrysgoN: I have read-and studied with great interest the bill to
revise and codify the law relating to patents und the Patent Office. I have been
conhected with patents and; patent procedure since 1905, for some 7 years as an
‘assistant examiner in thd Patent Office, and since that time as a practicing =
lawyer. . I think, therefore, I know something about some of the weaknesses .
‘which all patent lawyers recognize in the patgn\t\ laws as they exist at the present -

- P ~_ . o R
1 am happy to be‘able to advise you that I consider that you have done a
distinctly outstanding job in drawing up and presenting-this measure. It it can
be passed with very-little, if any, imendments, it will, I-believe, do a great deal .
to stem- the tide of oppogition-both judicial, and in industry, to our.patent --
system,. . L S s .o A .
yl don’t believe one has'to be a patent lawyer. to recognize ‘the value to this
country of its patent system. Just to illustrate, back in.1896 a patent was -
secured for a means of regulating hot-afr furpaces, which, through operation
_of-a thermostat, turned on and off the drafts of a coal-burning furnace.  Certain-.
brave souls who owned that patent and-had $1,000 in capital organized and:

. “began doing business as Minneapolis 'Heat Regulator Co. . That organization -

with that small beginning, which unquestionably grew out of the procurement
of the above-named patent,’has grown into the great Minneapolis- Honeywell

" Co., one of the large and very qseful manufaeturing corporations of this coun--

try. In my own expefience I could name quite a few other advances in our
industry. which were made: possible through the procuring .of United Sgateg s

tents. - ; v : - P
Piro me thé patent system has always seemed one of the most. démocratic-

- features of a free society. It amounts to a system in which the liftle-man may'-

‘conceivably think up something upon which he will secure,
refvard.. . : . . R y
"It has been true, by judicial interpretation permitted by the patent law as
it now exists, that the patent system has become so circumscribed that first a
patent lawyer must hesitate to advise a client that anything bas possibility of
being patented, and second that where paténts have Deen obtained there is
extreme. }ikelihood that they will be found invalid and worthless. - So I want-
to express my personal appreciation of the effort being made through your bill
above identified to get an improved-éand more satisfactory patent law which will . -
still hold out to the inventor_ thé possibility of his obtaining a reward through -
securing a patent. P T . - . e
It is to be hoped that'¥our bill, either s it is or with very small amendments, -
may be speedily passed Into law. - I realize that there may he opposition to the - -
" ~bill and there may be delay, but I am firm in.the conviction that if this pl_ll -

very sub_smn;l_al

can become law, it will advance the entire American economy. o )
~~"Yours truly,’ e : PR o SR
ST .- F. A, WHITELEY.

a -

) CLEVELAND, June -12,7 1951:- i '

A
. Re H. R. 3760, [ ) 7 . ‘ o
Mr. JosEPH R. BRYSON, "~ o i
House Office Building, Washington; D.. C. - o R 1 L
Dear Me. Brysox: Thank yon for your letter of May 24 telling me that hear-
ings on H. R. 3706 will be held on Juné 13. 1 should like very much to be there,
~ but this will be impossible and so I will write my impressions, and ask that you
, Include them in the record of the hearings for whatever they may he worth. -
Much of the act makes no substantial changes in existing Jaw, and therefore
requires no comment other tham the rather general proposal that it might cause
less confusior to let the present law stand, in.such respects. so that that.ever,u
judicial interpretation has-already been made of-these sectio\ns w:ll'contmue_,

PEN
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- . include “discovery.”

. : R : R aat T e
- - > 8 T .
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“and substituting another, had meuant: to give a slightly different effect, /
- T think this applies pretty generally to =ections 1 to 42, 104, 111, 113, 114, 117,

- 119, 120,121, 122, 131, 132,133, 141 to 146, 151 to 154,
221, 249-950, 252, 301-to 304, 311 to 314, e T

" Sfarting with section 10@*There is n-definite attempt to
annoying and confusing aspects of patent law, namely :
posts for determining what is patentable-invention. } B . /

. ‘The difficulty in the past seems to have arisen from the fgct that the ConStitu-
tion, as well as subsequent legislation, has always used bropd and vague words
in referring to invention and has left its specific application up to the judgment
of the Patent Office and the courts. These worked out various formplas, some

. of the wilder being the “flash of genius™ proposition- and “Thurmant Arnold’s
attempts to say that what wowld hie an invention if worked out by an individual

Lo provide some guide-

‘working in a garret. would not if worked out in the research laboratory of a

corporation. - PR . e . L
I am afraid that some partx of sections 100 et sequitur, are subject fo the
sawe criticism, for example: Section 100. (a) provides that “invention” shail
Now, discovery is nearly ‘as broad hind vague a word as
fnvention, including as it does, geographical discovery and it would seent likely
that its use in this connection would lead, on the one hand, to claims that use
* of old machines or equipment in' new environments, where it has not theretofore
been recognized that it could bé, used, or changes or material, amount to dis-
covery; and, ou the other hand. to a series of decisions by the'courts that thig,
that, and the.other thing is not a “discovery.” / -

-« Section 100 (b) that “process” includes “method” does not'lhelp alleviate the

- difficulty which now is-experienced with “process”’ and “methml” claims, be-

-+, cause the practical interchangeability of these two words has been Trecognized for

- -apparatus and (2) that they amount merely to selectingsteps. from several old’ '

i - _-patentee.”

Y
L

some time, while the main difficulty arises from two forms of attack on process or *

method of claims: (1) that they amount merely to reciting the function of ‘an

processes, . . T

The reference to a new use of- a known process, ete.. it is helieved, is somewhat -
'ermne‘ously included in this cliuse. Certainly process does not necessarily (or
even properly) include machines or compositions of matter. . Also the words,
“machine manufacture” probably were meant to be separated by, a comina, or
was it meant to imply that a thing made on a machine is “manufactured” by way
of explaining away the etymology of the word “manufacture,” namely ; made-by
hand. Surely there is something wrong in the way this clause is written. . )
© Section 100 (d) : Merel; a grammatieal error, in that no one has “title to the

Section 101: Again merely grammatical.

) The first complete word in the
third line should be “thereon,” not “thereof.” ' R

into six subheads. " » Lo . . .
. Section 103 ‘The last sentente of this sectivn is very good and it was much
' needed as it will ohviate one of the types of wild decisrions above-mentioned.

Section ‘102 seems to be merely restatement of R. 8, 4886, but broken. down‘

- “The- first sentence, however, opens the dooF £6 all the type of rejections in which

the examiner takes an old patent which has some, remote resemblance to an
invention of an application and insists it would have heen obvious to anybody
to make the chanzes which the applicant has made. L N 2

© L After many years of experience with patents, I have reached the conclusion

s that you cannot safely leave it-to any examiner or ‘any judge to determine how
. much chmpge one ean make without getting away from what somebody can
> eall “obvious.” e " [ :

:*You can look at any of the now admittedly important inventions and you

" can 2o back of any. of them and find patents and disclosures of spme parts of the ,

same, and a thing always looks so much easier afterdéyou know how it is ddne
than it does beforé: Hence, any invitation to the examiningt corps to stand
on their own opinion of what is “obvious” is going to perpetuate the uncertainty
whlgh has so long charactetized patent practice. o
Whife I agree that an invention_should not be predicated on something-
wh_ivh i8 really obvious, I feel that any attempt to srite into the law a pro-
vision o_f this kind must somehow, to be effective, exclude the determination of
the obviousness of a change by someone who dlready has the ‘benefit of the
inventor's disclusure. , ~ . 7 :
R . t

“to apply without raising any suggestion that Congress, by repealing a.sectioi ]

s far as 201 to 205, -
7

i H
-léar up one of the most *

» . torney may act as notary on papers to be fi

 such situations, the patentee would have no

e, W

* How effective would. Columbusg’ egy trick have been if he'had fifét’ stood |

Y ske vhether it ¢ 2 done? I would suggest
it pon end and-then asked the people whether it could be done r
so‘l‘:le limitation, such as a provision to the éffect that where 4 putent or other
disclosure has been ih'existence for a substantial period of time without having
made any recorded impression npon the field to which it appliek, l-t_.shnll.-not‘
be available as a reference agailst a new invention: merely by saying t&la; to
changes in it would be'obvious. . . . . L :
m'asl’:zttlun 112: The last paragraph should ‘be very u.j:et‘ul in obviating 1_)urel):
technical aiguments on whether or not a claim 1.s.fun(-t|onul.. - . .
¢Section 115 apparently does not'permit an applicang to affirm’ instead of swear
to facts.. Possibly there is'some general provision, but. it strikes me as lacking.

PATENT LAW. ébmmcuto’x AND REVISION - . 2110

There is one other point which occaxionally arises which migzht. well be included -

i ' i aw ‘mits ! sy preparfng and filing certain
i is section.” In Ohio, the law permits the attorney prepar K cortai
;)ltlut)l:‘rs'in court to take the oath or acknowledgment of the party he represenYs.
This, of course, varies from the general rule that »tf)e-vu‘t_utomey shoth nm.:‘ act

as notary in a case where he appears-as counsel. " .

s rev i is gained i ent applieation by iﬁsisting
It would seem, however, that little fs gained in a paten i Y insistin
‘on another pérson ucting‘né notary. The applicant generally reads bis specifia-

tions, looks at the claims and says, “These are too technical for me and souiul &ke :
st t n this:. |

i Y ai It A\ it.” - and signs it.
he same thing over again. I'll take yomr word for it.” ‘
;ituation.’ the %u’esen(-e of a third person mukes .Il.ttle. (hﬂ‘erem-e.' If the notary
is an outsider, hie’ doesn’t understand the specifications or claims. any better

“than the applicant, and- if he is the attorney’s’secretary, it is practically 1% o

same as if the attorney, hinfSelf, deted as notary, so the net resalt of followg
<

the conventional pmcli(-ol.i \ L evers t ,
to find a notary when and where you want . . o fﬂ \ . .
fw 3 ike a very opportune thne and place to provide that the. at-
o et hos . Db iled in tlie Patent Office, at lens(_m
those States which permit him to act inswearing his clients in Con_]\mctl'un wifth
litigation. . : s
Kections 116 2 forwar < th ha !
'iiwtml(-es in which inventions have been lust.hy arbitrary refusals lir@:;n (fr.lf-‘
xk:i)lde getting out of contact, particularly just at the end. of a ‘pe_nogl w Imf\

raises a statutory bar. . .

i i i secti 3 vould it not be better to specify.
rticularly in the mention of section }U&.» Wou t be hette k .
glaenr]v that neither a parent nor divisional case couhd bé used as a reference’

against the other for any pyrpose?

- ¥
i i ms present ti .appeal to the Doard’ of~
As section 134 it seems at the present time thn‘tv“nppm the Board )
Ap-::’:l‘lg‘ ;l(ﬂ(\ ceased to have any utility, as the Board’of Appeals, apparently, -

( i ‘nev rersi aminer. Thus, appeal to the
as adopted the policy of never reversing thg examiner. I to
?3:1:11':1( 'llllas de;:vmg':'lt'ed merely into an expensive form.ahty before agpi.‘l‘llx%n‘,: t;:
the Court of Customs or the Patent Appedls or to action under R. 8, 491

i «ofulsection, but the reference
fon 121: In general, this seems to be a }\soful seuwrp | f €
tosttl)lc:::se of a pmg-on? 'm-’ divisional case, against Mother is a bit ambiguous,

merely that every once in a while it is a nuisafce .

and 118, T helieve, are a distinet step fnr\\'ﬁr.d as there have been .

is even worse than that, in that it gives the Patent Office Solicitor an opportunity -

to tell the court that there have- been tWo concurring decisions in the Patent

Office against the applicant, and purticularly 3vith some of thg newer judge‘.é,
israpg 'nt seeins to be somewhat impressive: - . - . '
th:;f':‘zg:ﬁ'?if the judge would stop and think, he Woule(:1 ‘;({1':-‘:1/1?' ht(l)xt.;xtslrlllodgz:‘}?

n fore him uniess the Patent Office has concurred (“a otit !
f:; tclizl]::);ig{;i(-ant'a patent ; but quite obviously, some of the Jm_lgt s do not reason
tmlflf?);.iner words rti‘le- Boar-d'.of A[;peals. ;i\‘hile goin;.' ttlerm;;,:'::r x:xteo;l:‘;'tvinf?;p?it
i ing, Is; i i hear, amn us- harms ¥ ¢ -
holdinz a hearing, is; in effect, refusing t.o‘ : 1 s o apol
1 o, q « time and money and by providing
cant whose case goes up on appeal by cesting e and mao 1 0
a plausible-sounding, yet prejudmm-aygﬂmént against hxxn. v {0 5 batentye
}‘)\'s to section 133, the sentence providing tlgnt :\] jmllf__'me;g; ::'(1 t\ :r::r en‘("‘:;' p.mav' pe
all ¢ i a_cancellation of his claims involved 1n ! . may,
giﬁ‘é iﬁﬁ:ﬁ?ﬁﬁ:&. work out to-absolute ixijustxge. particularly where the Patent
“diss < the interference on some technical ¢ 1 fro
e dls;otl;eflle' courts, 'as for instance, on inabil{y to luqu th__e*cou\[ts. )I‘n
A te n basis for an equity suit against the
claims are in his patent. 2
d by this provision for automatic

.

issioner because he'already has what

St(;)xg:l l;nnd. these’ claims would be negative

cagizlt]ifc‘)g%lbc wonld'in‘ a fe\ii instances, be beneficial. )
- | ’ A : .- .

A - . PR

.

1 ground frein which_there is -

On the -:
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i ".“and to the holdings of the courts up to this polsit, .- .

* theory, this senténce should bé fevised so-as not to cast any doubt upon ‘the fact - -
" that they are property.; /.- ~..'* : P A

~of a patent or application declde that they have come to the parting of the’ways.‘f'».
- ter of defense, of course that shonld be allowed ; but it should not be able to drag v

‘ ‘out applications by extending the time for action to 8 ars—that is six ti ’
- what the individual would be allowed on the sa at i solels b

R drawn out for pofsibly 15 or, 20 years under the provision of sectign 222; while, i "3
s }nonths and so will get whatever patents it gets within & matter o% »
S

- 0f the bill would permit?. -

B but I qpe.dﬁon whether_they will be effect{ve for this purpose, Sections 243 to

- make it clear that this would apply” only to a patentee manufacturing and not .
A< it reads now, T belleve it might be applied to a patentee .. 4

-from responsibility for part of his infringement. : .
* - Section 248 does not distinguish between n claim of shich the patentee had oy
* notice as to invalidity and_one to which he did nat. but ‘vhich mhay suhsequmtl.\r\""-ﬁﬂgr

- time on any clilms which may be held invalid, and there certainly are plenty .
* - of doubttul elaims. ’ : N

' “patent

" . tention of boring you té death, but hecause I feel it really has niuch of merit .

that way no

212 PATENT LAW CODIFICATION AND REVISION .-~ = " ' .

Section 211: The first sentence seems to Imply that In some degree, patents .
ar&not personal property. -This ls certainly éontrary to the gencral conception .. .~

-+ Of course, If they dre uot to-be considered property, that tact should Be clearly,

stated as it wonld fugﬂéh a‘basis for the refusal to return them on personal
property.tax returns.2 On the other hand, if we follow the, prexently accepted -

.. -1 think that section 212 would be"a:'dlétlnctvn‘d\'antn;g'e where twd joint owners
—Asto séction 223, this séems calculated to create a new kind of long-pending -
application evil. If the Government wants to’ keep something secret as & mat- «

7 . e identical article—solely be- .
cause the application belongs to the Governments” = - . . & ..
- Tt is noted that this section requires no showing that there Is any need for
keeping an application secrét, but merely that it is;owned by the Government

N, . :

and has something to do with defense or armament. .-

;- As a specific example of what I'mean, I understand that t\l‘t'e present .:m-milber 3
- carbine was designed by Winchester Repeating Arms Co. . Had it been designed It

by the-Ordnance Department of the Army, patent applications on it could be
A8 it ix, the corporation~does not get thig_advintage but must answer every 6
1 te 3'or 4 years.
There 13 nothing secret abiout the carbfne In-that a great meny mer hn)ndled
it, and ‘every good gunsmith, gunner's mate, or anybody else huving t?)\do with
firearms, understands the mechanism theroughly anyway, So, had it béen de-
vised by the Army, why should ity patent protection he drawn out as this seution
- . s ¥ N N . .
.1 like the provizions of section 231, indicating“clearly that contributory ‘lnr' ’
fringement is infringement, and'certainly theré is ‘nothing out of the way about
section 2382 S c N : o . \
Sections, 241 and 242 would seem to cuf down o purely technical defenses, }

| S i ‘

218 scein to be reasonable, .
.As to section 247, I think the second to last sentence shoiild he revised to |

marking his product.
who has been unable to manufucture and thus has fatled to mark any product
with a notice and might be used in such an instance to let an infringer escape \

S
v

be helq invalid." In other words, it penalizes him for bringing sult for the first -

Sect{on 261: 1t is x‘-efrosh[ng to see some attempt to bring any violation of the

law into the criminal. category.  Certainly, one who steals another's f
intellecthal property is as much a thief as one who steals his tangible property, N N
and it becomes somewhat sickening at times, to see how often he gets away with , - ° {
it or gets off with insignificant damages.  While this little fine does not apply to
infringement, it might, at least,’be an entering wedge toward providimg some
real punishment for larceny of ideas. . R o T
* 1 have gone to some lenzth in discussing details’of the bill, not with the’in-

"y
e P B ok

ﬂ .

in it, but needs a little tinkering up in spots and I rather hope-that it will get it

and then be favorably considered. » - R K
+There certalnly is need for Something that will inspire people with confidence

that their inventions are really xiol'ng to be protected, as they surely do not fegl

_The ‘number: of patented inventions is still a long way below what it was 20
ears ago, (53,473 in:1932—only 20,140 so far in 1951) and at least a milllon
tented ideas short of what should be available it we had maintained the

" - constantly increasing rate of development which had exikted for nearly a hun-

dred' years prior to the early thh-tieﬁ.\\.--’

N

——

- .

-

.
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It 18 Impossible, of course, to guess what the missing million inventiong would -
have meant in incgeased wealth and convenience had they been made, but.you - .

o

* can lie sure that it reslly would have been sowething. TR,
& Sincerely yours, P N e
L. : - A - 0007 70 HaRVEY R. HaAwGoop,
- -, : s T L - . - % - AR . e

_ S0ANB, GLAISTER' & ANDERSON,. =
e T s . Chicago, June 23, 1951.
Mr. Ropert C. WATSON, - oy - SN AN
% -Watson, Cole, Grindlc & Walaon, - S,
Y ¢ . Washington, D. C, UL s T
. Dgar Bon: Thanks very much for your letter of June 21, 1951, have not " '
. timeé. to express my-appreciation at this time, the way 1 would like to do so'ns S
am Jjust leaving for New York. However, !l am sending-you with this letter .
" two copies of the material, which will be more convenient for:you than to refer
to my previous correspondence, T L T e e T L
: Sincerely yours, . . o .« . - L
C. A.-Soans. -

(Mr._Scansletter and the following matertal or_wloggd'ﬂ)erewuh l1s-published -

3

at the request of Mr. Watson.)".
: N . * Y

SecrioN 102 (6) (A8 Now. Worbpep or a8 Prorosep To ﬂs AMENDED BY THE °
.7 Laws axp RuLes C(L\(Ml"l‘/l‘f;b oF THE A'LA) . PR
This pnrngrnph\}.‘;ns compared with p:i,"ugmph 102 (c), creates n-differént -
standard of diligence ag bet\veen the applicant and tbe defendant.’ The de-
fendant's prior invention as'a reference to an issued patent is not availablcasa
defense, either 1€ he had abandoned the invention or suppressed it or concealed it.
- Also, he must have exercised diligence in_putting it into use (prqsumnb‘ly».»
public use) .or in otherwise making knowledge thereof available t¢ the public. . °
. This is quite in accord.with iny ldeas on the-subject. In fact).I think that it -
includes some of my original language. However, when we cone to the patentee, .
we. find that an entirely different standafd of conduct is dsed. " AH heé hase to
" do 1s to show thag he has niut abandoned the invention. ,In fact, the burden of
proof is upon th§ defendant to show. that the patentee has abandoned tha
invention, an impossible task in most cases, if'the patentee has been sut_ﬂclently .
shrewd. AN oo . e
Under this section, if the patel.l/tee‘has thé status of first inventor, there is no,
way that he can lose that stutus, unless abandonment is proved. It makes no .
difference whether he has negleeted or delayed to inform the public of the inven-
tion after his reduction to practice.  It.makes no difference if he has concealed ]
- the invention or suppressed it.. He can do either of those things without
abandoning it. Furthermore, it changes:the law in that a defense under the
Metallizing case is no longer available. He can usé thé invention in secret for
profit commercially for years, and under-this section 102, as now written, he .
can get: his patent, provided that there is no public use or snlefmore thnq 12 2.
wmonths prior to his filing date. Do we want this* . - .~ 2o S
Then again, under the Gillman v. Stern, doctrine, there is nothing to prg\(ent
that patentee from suing a.concern which, believing that the invention’ was
unpatentsble, or for any other reason, decided not to apply for a patent, but .
"adopted the invention for commercial use in secret. I wish someone would tell
me how.I am to advise my clients when they ask me whether it 1s safe for them -
to keep the process secret while they'are using it'in commercial production.
Under. this section a8 it stands, a personr could reinvent the secret Coco-Cola |
ess, assuming that they have such a process, obtain a patent on -it and on

.- “the face of it, they could enjoin the Coco-Cola Co. from using the process which .

they have used commercially in secret for 50 years or more. Of course, I agree-

- wlt{'you- that no court in the lan(:)e wot;l(} :g eniolq the _Coeo-Colg Co., bnt
,under the bill as written, they could be enjoined. - ~- o e
In connection with my criticlsm of section 102 (g), as now worded, I would
like to throw into the hopper a proposed- draft which, so far as I can see now,

i in
ntinue the commercial use of a secret proeess which later may be ref
:(x,:d patented by another person. The. APLA amend_meqt tg :102 (g) does
. restore this qommon-law right. . - -1 ;// oL

. P ok

. . . -
. oe . N - > T

. wonld remove my fear about advising my clients that they have the ﬂfggé
n

3 .
e . :
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DAY a,

p, and several other persons have

wiitten,-it merely encourages false
few days before he, files. hiy applica-
country mnqe the inventjon before

ground for’ the l-yearextension of the
} 1 gection, it is not necesmry to show any
! It peems/to arbitrarily extend the 6-month payment
eriod to a' pertod of-18 month. - T
years, if that s what is

'n-téd'. )

> : . .

S
e, UYL L] ; . AT (S
It is my understanding that the old g-yeaq‘llmigation for lroadening a patent:
wag based upancthe 2-year publication rule, and that when the statute was
.. changed from 2 years toI ¥ear, theré was an inferential chanke in the 2:year
- period for broadening by reissue.” "Bhis parigraph of the bill, therefyre, is not-in
xisting law as T understand it, % .7 >~ L

: ¢ unwritten 1-year rule Is changed to.a statitory 2-year
ay be an’ inference’ that diligence in applying for reissue is no
e statute shonld lie made cle:’Lﬂx&; in‘my opinion, that whethep

arrowed or broadened

A : o

DA RN
"7 BECTION 202 “

i K 3 5

- The second.pam?ruph seems {6 me ix entirely too bro:ad in that it says “the
specific thing§ "It seems to me that,the intervening user should have the right
to make such thariges in “the specific thing” as in the normal course of business
.~ would occur to avp_ers‘on‘skilled in the art.: :

[

SECTION 208: "% 7 - y

" In this section thiere is far too much ‘emphasis pliced upon the necessity ot
correctionof the patent by the Commjssioner, ~ - - . :
As bropght out at:the Shorekam ‘meeting, 95 percent of the cases arising - °
- i under this section would_he. cases of’ misjdinder, i. e, where the patent con-
: tained. morg, names than.those: of the actual ihventor or inventors, or where

isome of the claims of the patent. were “joint, inventions and other-claims were
“sole inventions.” - . T T T ( .

. in the patent? What harm-is done to any one so long as alk of the patent ix
;. owned by a single 'ntergst;ﬁvhich is the ciise in 93 percent of onir'practice. Under
» this section, as I fmd others construe ft; 4 court' cannot merely ignore the mis-

: 1ougden but must send it back tn’.-'thé’ Patent Office or, at any rate, some positive
action must: he taken by the Yivner of the pateut in order to enalle him' to
sustain hispatent. But suppose the trial is suspended, the patent gues back to
thg‘ I?ntont'(){ﬁ(‘e to be corrected. und when the trial is resumed the conrt sus-
tains the pate; nt.as' corrected. What happens then if the cdourt of appeals sayvs
that the (li;tr%{court made a mistaKe; because as they construe the claims

_and the evidence) in view of the prior art, it was a joint invention. Where does

that leave the pnt;;meg?,. it séems to me that this procedure of having to B0 back

. to’the Patent Office in :\(f-gme like this is llseléss. cumbersome, and dangerous,
: - 1:have no particular Yeellng on the question of nonjoinder because that, 1
think, is a very different situation”which justifies a much more elaborate and’
formal procedure parlicularly in"view of the fact that an onth is recuired,

e

. SECTION 212 Ve : .

. s - . : . S . . )

B Th_e Iast two [ines of this's 'tion are susceptible of two interprefations. Under
.or:e interpretadion, W license “or _assignment can le made With "an accounting,
rezardless-of the consent of the other coowner. Under the other interpretation,
f’ license or other :runt may vx_mt‘be mude unless the two “co_xf}uiuns, exist, i. e, °

¢ .
v : ' - .

»

pased redraft’ becnuse I Wave spent a )

e i /‘.-_ ; : § " b -
Shoreham, séction 115 does tiot cor-

bat is oie way of lengthening the patent term

by refssue, diligence,should bet

- What is the ,(')bjectloh’__fb perrﬁitl"ing n,?-'d(nrt to ignore the extra :name or nimes—

e

va
.

.. to fecount to the other coowner!

- 1 referso the.notorions practic
- his integest_In the-patent, which ena

. out of thejinvention.

N

\ cpntribution, or possibly to the protit which hé makes out 6L the. purts or other 7

_- consent_should not he requited pro
" the sam@&ag in the caxe of any ot

- the consent of the 1-percent owner, or witho

*'to intensify the helief that a patent is not property, whereas it i§ the cnptentiqm . .

[ USSP SN SR

v CODIFICATION

“uxt-he given, and also the grantor is required: \
Howéver, except for- this am;mﬁxitly of lan- 3
s 2 I vIlling to accept either interpretation, although slieve that - .
ot mat b rided $hat we have an accounting in all cases, -
Ar property owhed by a partpership. © . - :
My _real ‘objection to this parngraph is ghdt it makes no attempt to correct
the ‘tvf?)lé' injustice-twhich may he p_erpe,lrnml'umn,nn Jminformed pntel?‘t‘;_ .

the consent of fhe other coown

- of inducing a patentee to sell sax_1¥ percent of -

¢ s the .owner of the interest~to manu- -
withont acconnting to the pyfentee for the profits made, !
The,proposed hill\doex nothig, togcorrect this situation, 77

but, I believe, makes i€ worse-in that !lie'*{ent_oé. after having suld a tiny frac-.

facture to,uny extent

X 4 patent to the ngnacconnting minufacturd, could not thereafier ‘sell "
:lil‘l):"- :;tfh]e::%[i\rt of hisx patent or license anyone else to use thé patent without
o accounting to the Ig-peru{nt.u;:'nolri

i i woe the slightest reason why=s piatént owned'by two persons ‘should 2

nolt ;):l:::;)tjt:: }to proc'fs'ely the.same r;‘lle's asJuny other property m\'l_lod by tv«gt
spersons jJointly or.in partnership. When one nember o.t..a pur.merslnp dea_ﬂs\i\n N
the partnership property, he has to account to t \e other joint. owner or copartner:
To perpetiinte i different rule in the case of a pjtent right, it see1ls tg me tends-.

of patent lawyers generally that a,patent is Ap:?x')ert_v. 'f;" "

kS

A

5 ; is t says the W iv lj indnwsv infrili'gemeili Lo
Paragraph (b) of this title says that one who a tne. ) nfrii ent
is li:\fyll;a a’ng an infringer; Shereas para rraph _(.,(-)f gf‘ this title specifies un g(..t;.‘:
which reniders the doer liable ais a contributory infringer. s sl
The linbility for contributoery infringenient is not d]o,(nwd in Nu:huu .’3.1, nor
in section 241, nof_dves section. 244 deal With contr butory ,mfrmgvmem._ - ls.\_

ore any distinetion intended? {7 oy A A ST
u"‘l:eita the intention of section 231, as :L\\'hule,’tlmt thg\;:lhlh/:‘,\/.q_f the l'(lllll'l{l“- :
tor;'«infri‘w:or, or shall ii"o‘i;ly the supplier, shall lo_e, lable as Jm_m tort feasor.
and; honé-v. liable for the entire're¢overy which éan be cp!hf(_-u:d by thg 1)_.{1(}'11(1;«_::, .
.nnd;*r sv(*tinn 214, Somne of us who 'lm\’e gi\'en.tlmn;:ht. tn.llns. qm:slmn ‘{lre u(g :
the upinihnf that the damages recoverable from contributery infringer should -

be prorated or limited in some way in ateordance with the character of his

e T
¥ BECTION- 231

\ilities which he Supplies to the direct infringer.” . S o
fm‘\l:it(:ln‘; ‘i‘s lf(elt by vsolulle‘ of us that.there should be no reghvery fl.‘(tnj a s_npph;r,
(xx(-oi)t in reépecf of facilities supplied afl’(:rr. qctu,n! notjce. r?cel\gd {“’nﬂ e
patenteel ’ R - -

“klx:ﬁ:\alff;‘::}g}l él(l‘x)llii't.iie;wtllile(-“?‘:";:; l)se}{‘:l’mr)fd?:v‘l‘u{:eE\Qh«‘*ll l:}'l:-l‘}"?‘ilssg::l% ] nld ;(l;ilig "‘
::::nll\tlf‘:jz;xltll:t‘;hl\g ;lil(:& l': :er ?lt)“tll(:::\:::{ntll;':al‘)‘l?m'l'he‘i:; _ostnin;n«is l\\'li!'l hle;rl l"ll): R
word “Knowlingly” is jutended to appl)j t.o th.g “«)x;('l_s",sl il be ntmtql ,e. or ::: :ra o
adlaptedt for, use in nn.ilgf;}pgeplellig't s;gl{fitent?}\.l - x?l trm‘ e par; cinat
\viil{‘é:—g t'laltz:::::,ﬂ,ll){."t::;:l‘g: a}\e‘thmyily‘“wél!ﬁgtaeldi l:\ﬁ:tsl;‘ll::“thse;tl ::filgr;ﬁng::’:l:{:i -
tnrer who has invested his entire small 1 n 8 su DURIness noufactar. -
zln f-n!':t:nl;'lglilen&:ee?f n ﬁét::‘sc;::‘;‘;;lsﬂ::;ﬁfog e\\;?&?iiﬁ}{%ﬁrzzgﬁieg r:n:gagi
| ;;ln"xexc(zl(.»rta‘.:r,l;@:x?,]\(tlll;l:;ei(l:utftﬁqtlt2:1-::?0; ’tl?!tl-xec;;yjlllts f ?xr;lisile(l; bl ‘1!_" little maunfmf '
(“lift t:;qi:l:ilf,‘:,‘\‘:.(tlﬁlr l:ih"i'.s:ismulll xlli:lun:lt('{l‘?it:il('lei il:::se;\tn'::gfg E{L:;dr::-&t;;e;;iﬁxtio‘g .
of the prigr art, and his counsel has advised i R e gt S
Il e e wer s aing ik 2
f:; rt?\‘e“ui ;ﬂlgzﬁ[:{:i:(:};(:ﬁ‘il;;gf ?ll\];l ‘t!c‘;':)ei?d:ya\s‘i_ll ;'l\\:t ‘I:Etl.;l::)alf):;lfl«‘r:}:lﬁt?; ggsl.-m;l‘;hé‘s’ '. -
if'x(;gzl(:xl;;’;ftvhf{]iuﬁ lﬂlﬁ‘;;}s:x:m: l:ﬁ:'ill;lxﬁ:&-'g: _‘\l\'hi;-h mx}i’ be aswﬁ_st»t}lﬁg;il;lsﬂt"::;':
foundy o o it i ot bogiine f0 bresk
. L?Lf:titi u‘::::lﬁi lt)f%i%al'll:‘igll'gil?e.bu?ti; asa res\ult of vf:hich the tfqundry refases Eo ‘ﬁll

v

is &ﬁltgﬁ. the word

A'Bﬁ!bs%l—»m-’r.ﬂ—_—_l.’) UL .
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A:his' br;iéts' tor the‘ st

e foundry ghich is in-& pesition to make these castings for.th
' The. result is that without the

" was. fringed by h

be has no=so
. the.

béing subjected to heavy
% - ing fop castings? .. -

.
2
H

P

‘- a pateutee; its-inclusion-

: pressed the
. in the la_)%fof‘i‘n;nny Fea
followed ift-ponnection w
Jatiag’ at thg{ [
‘declardtlon, of iwar’
law’as it now stands,
" 18 on ope side of the

] qu
- the question,,

*

e
roe

" as wag reasonable under

-4 tiop/ for United States

ing a claini~for said.
. publc_use or on sale

or his successors in business,

Uni.ted States for

Nore—This last
commercial use of t

B

.. used the invention for
~ Note.—This new

of the patept has, in effect; obtained an injnnetion’ agatnst
_lurer, who is thus put out.of

=source of income to pay his
pendency -of the 1itf

" For the reasons stated, I am against. paragraph, (c),
paragraph-{b)“is all we need. -1 think that it will take
those cases in which there i3 a real.
“* 'plier, and of the. remaining 5 percent
fiedt with his right to sue the direct infringer. Y N N, ]

As to.paragraph- (d), however, desirable it may be from the standpoint ‘of

-+« have the effect of Spanking the Supremé Court of the United
in respect of misuse of pdtents.’
the Supreme Court in deciding these casés has ostensibly reformulated or reex- . .*

principles of equity jurisprudence which-have been well established ™ -

tl}nﬁkﬂ\eems

concerni

] ‘(). Anothér person is, gntmed toa
" cant. The-date-of inventidn upon which-any person.is entitled-to rely shall ba -
the' date’ upon. whith_sueh person, l;ﬁ !

begah work: upon saidinvention in

.untfl.he reduced the invention to pfactice |
patent
"person shall be entitled to th

"«date of invention prior to the date when such ‘steps were taken by him. Such .
N{y of example,. o
invention in said application,

in the United States,
publiGition- in, the United-

~ : -he enforceable in respect of any use of the

profit before-the date of .invention of thewppYicant.” . » .- g
ovisp is to protect anyore who, comiménced an tinpublished
e invention .if he were
* patent_validly ebtained tinder the rule stated. i
Add’the following new paragraph® . - I R : .
(h)  Applicant or anyone with ‘his consent 4t any time, more than 12 months
prior to the filing of the application_for patent in th " :
profit and hot primarily for.

i paragraph recognizes Metaliizing,
.Bearing (153 F. 24 516), I

AND. REVISIQ <t

ings: And the same’ thing happens. with’ ,hg_dplydréther -

expenditure: of- 1 cent for. litigation, the owner. *
the. lttlc manafac. *
business because of the patent which he was mgised
is machine. - Perhaps you willesay -that the little mapw-’

sent suit.ageinst the pidtentee; Thdt may

sfacturer cap file a deélaratory-judgime { itente o
Tbe true;shut remember that he is out of business, he cannot make any, machipesy

. J business running .
'd’n%it_sg\  afong-for 3 or_4 years. "
And.the fact that he hés filed a declaratory-judgment. suit does not require the
foundFies. Yo.supply <him with castings.

awyers and to keep, his
tion which may run'a

Why should they run the chapge’ of

.damages, especially if they havg \q‘tper"custon‘lex‘?'qm'mot_- -

-It.seems ‘to me-that - ﬂf
care. of 95\ percent of:

meed for"a right of action against the sup-
of the cases; the patentee‘\ought to be‘st{tis-

amounts to a request to -Congress for a‘;aw which will,
Stateg'for its attitude

we must not forget that

k3

And, ir this corhection,

rs,‘but, aceording’to the Supreme Court, have not ‘been.
ity patent rights, The wisdom of asking for such legis-

to me. i3 open to grave question.: It is, in fact. a
ng. & very delicate question, It is'a .change in the -

which is.controversial in the sense that the patent bar - e -

estion and thé Supfeme Court is on the other side of -

. ‘and 1 cannot see any reason why Congress would. want to stick'its’
R nec,](' dut on this issue at this.time, : : S C
EREN Sec.'lﬂf.’.';Any 1nvenﬂo\

e ‘,' .».\’.‘ L
L .‘ \:\- s
prior to that of appli- - -

n'sha

*

H be paté_ntable_ unless: .

« . -

date of invention
hawing a.Pull conception of the invention,' .
the United States and; with such ‘diligenice
all the" cireumstances:of his case, continued. such work R
n the United States ‘or filed an applica-.
isclosing " said -Inventjon ; "Provided, That any
nefit of another

2

led to take steps to inform the

.o

may be taken by reasonably presenting and prosecut- -

or putting the invention into

or publishing the same in‘a printed

States: Provided, nevertheless,” That no patent shall
patented invention by another person -

if_such other. person used’sai invention in the -,

to be sued for infringement of a -
n'Gillman v. Stern (114 F.2d 28);
n the United States, had secretly’
éxpemqen-tal,pﬂrposes. .
) ; Engineering Co. v, Kenyon™ .
and {S set up in a new paragraph because paragraph

., (8)"is directed Solely to priority of invention by another person and d o
; apply to applicant’s own use for profi . T pe' on and. ogs‘not *, ‘-
. o -J., . Q ) . ; R ..A L ; ; :

.

. P P
. . )

e little oanufacturer. ~

person’s aétivities-in working - -
“*-uflon an invéntion the conception of which was derived from the former person: -
: That a person who is shown to have lai

v .
-
P

© 2 ‘I have.r ]
T .‘Tbet;e are several points;

2™ tion of employment: I hay

S

o A s I T i ems ill- < he.
‘;;{xgr eqq‘:gsalt?)ng'xfxpfbl\l'gxl::;ts' which would have bect‘n O:;“é%l::sl dﬂ_;o‘t’.‘i,ot‘b’ﬁ'ﬁﬁ of .
- " . ince divisional or parent case. . DIOL coetion
e O s antvent, it conld not he e “for the purposes of section *
oS T would suzzest the section be amended as o aiins subjected- to thie re:
]0:;‘ . 1\:) afternth'e word “acainst,” -inse \ the claims s COERT
- iLine 10, . il . T Ty
. nt, “'-heu p]-esentQ . L " it - .
“"Line 11, chane the word-Cagainst” to “in. 3of thistitfe” - 5.
, 2’ delete “for the purpages of section 103 o " pression “‘any <laim”
Iéinf'ln' "i" subsection ‘Ne 1: I believe thei:\o'xpre-ﬁ A U S
*t1o Ty ¥ N . [T o : A X 1 4y
eh()]e);.d be “the infringed claims.” . se)- §{}ou!d,
9. . 1In the line following subsection S

~-.___werious dou

Ry

. .‘._]-uzzl
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- -+ .. Plandome,N. Y, June 1, 1931. s
AN'Josnz’%cl“;':?;)z‘sgx'bgg;n%ﬂtqc EX Com »u’lity’ nn the Judtqary, ) ;
t -/"Hou‘é 6;{-‘%.prescntarive'c\;Waa'hmglo_n,D. C.. A “ R 30
v Tvex® Sir: Thank'you very much for sending me h copy of B, ‘r fec;Ms;
R ¥ *sm(?'\‘ ed thix bill and find it an iipprovement over its p 94._ corx -~
veral \ owever, to which I ivould like'to direct your.at ion,
{. fghts 'ot employees of the pnte;x\t!(i')ﬂi‘ce utpoﬁx;_ st{(:;‘-gn:; %
ever encountered a case 'o_ abure o sitio R
. tion loyees leavinirthe Office and am nnahle to see a basis jfl.:;g:if‘,:gg‘ .
}'ll‘a(e;l:a(t)i?;eogn:g"eli~ tiaht,_to establish a date of invention in.the year folléwing =
. ¥ deprivation faht,to establs Aremton e TR
‘ermin?nonz(if'_ﬂ,i_el:; ﬁgmﬁf ['lof" this* section, which preyents use ‘?ct' t?v -Ixr))g;:g: -
it S‘f_‘ftw,ﬂ 13.{'&" refeirence’ agninst a «li\-ggionnl_g\_pphf-at'innf, ::Egeqp rs Lo O{ﬁic'e.-"-*
;“mphcanf(:([ll‘l.believe might, hamper propeg_functionim: of he_Patent Office:
ibroad i the language of 1he section; the rent m.)ph(‘-nnon. o Kqug ssuing
-t According to !et bequw:‘l against the:divisional: }:p‘pnl'lcatlpntx"e,,.tu-t e o rtion
\ :’3;?3? (‘;:?g];'gre pré.é%nt@d in each. It(wmz]g(il a‘x(;p:a:e‘tlc‘)l i‘l"le(i nté]l'?t b (li\:isi‘(mbr :
“dl ims ted-10_1 1 or division or.
should apply only axatic: e cglc:::ﬁeg‘tlo‘.jgctiﬁn’ 103 seéms ill-advised. Section:

: AN

o
-

. Section 4y restricting the

“» be_ ‘*or.” M ) N A

R aet . While this section sdqms™{Q orv i T,
.+ Section ‘3%-: -i;",l:liy?mmd that a l:li tn}l?lf T ;‘\gcmery is pmmi'r‘x.'imum' Tability
hero i for ordinary patentN\Dfr 3 ; ¢. Liability
- mri:‘l';tsliuol;:. isspﬁckls et(llle copyright provisiox; ;f ox;giggtb%%t.i hu(‘l):;?gl;'cepnte t case
o ?n a copyright chse depends upon proo cop¥ing would b forced'to pay at,least
bl ~ N ) s EAU

\the word “of” (ﬁrsg curr
\ 1 llb'wy the p;e<e ]nw\,\‘tl;erq,;'i;i
3 recove ' The\(le, is no

3 1% ’

.- inventor entirely jnnocent of ¢ n Jore a; \ :

| kg%cgggnlthough NG, damaggc:e;ggglcltl;ghs 2 '3, 4, and 5 on this page\ ery .

U € o~ q a arance: 9 Oy 2y A on LS i s

Pa$§g28{Kvll;g-z’(listl:eectiggel‘!”/Of what chapter are they .SQN’ S\
ing.. € S on. 15 d ner ® N

. Very triily yours,” \

K
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S Curcago, ILL., June

60, especially section 103. . R

I;e Hfu::-gg o:eﬁa‘rigns‘. COMMITIEE oN THE CI cmctaRy; o 0
; House of chre“scntatir:t‘x,: H_iu’x ington, D. h bill H ‘R 3760 i$ intend

sueN: Thefo is a,tremendous need for the bill H. R 538} 12 HIr0 s

N For the ike of inventive progress and, justice, let us n muff the oppor:
§° b?ylg'o}‘lat:l:::g the bill hefore it is in_thé best condition rease - possible

unity. by passing } est'

( i tem. <
revitalizing the patentf,sys
fm-Most of all, this necessitates for sec

N

{1oh 108, the déﬁnitigx} ‘oft"%x‘tt)eengg:’e.jn, ‘
iberal to patents (lest it.be i
{ * i h is neitber too liberal to’pa t;be ignored)
vention,” & :0(' &"tgi:v;‘;fl ‘to help even if followed): Tlég :ln)l‘:)r:es?riﬂte e
nmoxj b Weawéi:k.' It= intention may he good but the st\\-qrr ¢ o
 -_what ’-l"sv:g:ld ha‘:é‘béen",obvions'. nfti?ire aﬂl(% ‘Rx‘;ic)lf;a;'hddetemmbed_ O he mia,’ﬁngtl:
T side. " Altuost any inventive e indiced into the & the .
Fooa 1 e e ?ent'si tlzxagéther‘suggest to you?"

; carefully. selecting
good mechanic hy ca = wmm.m our”

: ! ing; “What do these two patents tox
- .gggttgsftfhsi{‘i;i?lfld::flgfgéuld the tnvention have o ~-~3','-,_,/_3}3 . e th t the
2. fest- 2 e TR ained. T-urge tha
} directiméi%fg:\;? :? ot‘;z%h-t:h}ace “would hav;\beeﬁﬂ ;'l‘:e'm“;&a‘fa; ucroﬁdd-be". toz
- Accor R i dded. The an e jor art.
: , btless intended be & taposition of the prior art.”
.qualification doub nee by preselection and justaposition of the b .

example, \\itym\b ggidﬂ. ¥y L e e Y ~.

. \{\

s T
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CObViou™ t U the other hand, “obvous® T wo generous
Kely not to b followsd, Hierally,  tn that event, 1§ wil
the xheer necensity of, depacting from 1t atd, (he CONNMg
< deternduntion of where the lne should be denwn,
S generasity, suppdse’ a prioe patent: Indfenton thind ncortaln
Sadded When a Untoh b ng g fompern uee Gt Which rnpid preey
between 30 and 2007, depsnding on digree of ncldity, A
thiR des

. Yot purely there U no Intention to grant o aveotinl piten
- tare which any chisuilst could vaslly. detorming by expueelnent,
ot Nk B e urlt‘: Thin- phrase does not sy wWhat ix menig, ®ff WP
B the printhay Industey conteols_juk upply by a1 photo
butlding the ampliier wonld not by within the skill o

this sbouhd vt Judtify. gennting o patent, - Noewme wKill o
I e available aml siurpassed before nventfon In_present,
Th best wording 1 ean think of at present s g followlig O
oM T the slliect mntter as n whole w :
abont the tinee the ventlon was tade to a gy
A the feld to which sabd sublect matier re
prior avg* (all prioe ATS ety avattable to personN iy tha
barepthesea preferred ) bug bl ho guldanes by [ prese
mattetconhl have bven worked out by suely persi
assdstanes as ho would have been expected (o eall upon,”
Some uther comments are envlosed sepentely wrltten up for
I geaeral, 1 urge that wfore reporting th
alleritictsm that Is or may be sounl, :

Yours veey truly, - v e :
— : ' i LoUts Roukrson,
1 ——— -
, . - - ; (N . S
. Se.o : AL K ! o
. " CONTRIBUTORY INFRINGEMENT— Seerion 03
1 T .

<1t 15 expected that an arficle T have prepared will a

here, especially sinee a vopy has already heen sent to My, 1

h{ the rantime, T wil morely say that subsed

S31 should Wo greatly improved befope passage,
- NXlw ‘ i )

Pedderico,

B i "
PR

_X i Misto1xDER— SECTIONR 116 AN 20
P ) i

+ Ther lmx‘ nas applicant of an extea person, |, €., one In additlon to the
true invmn_‘}\:\\\ms to be entirely harmiess in all Instances except when ho
:‘;"'i'":‘::’ \\‘tu\il,ld Qn'pmp;\rl.\} gain by 4t and in these {nstancés the possible in:
dity o e patent is ofte RS arement : pe 2
real owner \itlm'is“Inllnm\\;.f.“ n noe discouragement ln‘lilm but only penalizes the
It would be far better to provide stmply: “The
as appl cant ur patentee shall te dixregarded,
| to enforve on Bphalf of\uel porson his
“dishonestly permitgs iself ta” he gy
N

- Y

naming of an extra person
=exeept that courts muy. refuse
ipparent rights as copatentee a1t he

i > i HY Tights- by nssignment,  The
g AN strike hix ngme, 1€ satisBod s ng ot
jtmnllz«l.“v i u,?y s no (,h‘llm would bhe
- \/f i ;l e v, .
B X T P

—Spetioy 212

pereent owner <
into the statute an unjist
ates, ‘There_is no excasoe

{or unjustuess, even if it Is 1o be the law
of warning the ig-

The alleged it falacious purpose
ched by an express denial of n change, such as:
ant to the other owners

‘The rule that a Npercen

intueral-lv.. There is vo-ddequate excuse for writing
_rnle. especially “eme npt Necessarily the law in all St
for having the nitent system blmmed
by Siate determinatior

VIRT need not account to q 90-

- amd the dur)
i£ not determined by this ;
. preference wopld
Five power to the courts
account to the other owne

pourx/s/ma,\- Jeem just.”

‘or absefice oA\ duty to ncey
L
to legislate a
> render justicp,
Feon-such-basis agd s

'h‘e old doctrine cbmp&ﬂol,\'. but
or example: “with a duty to
eet_to such exceptions as the

ta pafents that 1t Is
Fhone gil stvengti by~ -
et lack of statutory -
For. exnmple of ulpessive
Kredlent should
Miatlon will tecur,
3 M Bt b s frony
ption that with one partieniar uvhl!lMimnwrnluru.uhnuhl(ln‘ 178,

Hod tothis témpera-

o jmlu_jlj,,.
ol amd an- wipiifler,
of_the ordhiary printer, Iy

Fothes nris must glse -

onglnnl patent, exueelnlly 36 applled £677 i

walil-have vtnraliy Lovcatrred g -
wrson. having only ordinney skin- -
W 1 e had: Knowledgd o sabl
3 tlell) Jvords dy -7
lection, nud salil subj ot
mewlth such ordinaey deehnten).

2 vextended to girotesl .
‘ e ;;‘;::::Ill:::y‘l«:‘r.114-\'vlu|mwnll en without the preparntjon specitied o this
) f\“\l . ! 4 t 1 | hix

, T

ATerebt soctlons,
e DL efforts be e to overcoe

. . ppear In the Jlii,\‘ Issue; -
Nof the an:n of the Patent Otlee Soclety, 118 teo long to Justiry ineclusion.

tlony (1) Yo (1) of seetion ©
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PATENLAAW- CODIFICATION  AND REVISTON

TNV rwer Vel e l“‘l.!"«*f’I“)i("'lla,'f"-'in‘ .

) Y- . ¥ ) - sy ~ 7 :.:~>'. .
“he 2yens\ it on b ondened velisi I amint, © Fhe more: bixde uy inven-
tion xx-a'n leaNEely anl Inventor de fo learn within 2 genes thnt, Dl putont,

.

! ] e B oo, P hoextent-un il
e he profection to which he b entithed, . o s » ‘
:11:."::'17..:;:';; :‘?:nl'llh-c{ on by fatlucions theory of mn‘rulnl»:m;‘hl'lc-tl'h‘m'n'u- :'m:."'l‘;f(\
' 3 . nte Trom bk ™
uver o Dventlobid be nd gt (hought of, the thime Hinlt shonkd o e From hin
::ltl‘):l'lll'l'l"';u'llt'ill.mul shoulB apply 19 originl npptientlons long pending, . The '.'"".

) | ol Ar 230" g4 ’ “.}
ndd it onpdequitfos i inst) pelimtien nre protected nscbitervening right

r :
Nevertheloss, 18- the theary must e applled spelect] A' } :;ull";ul r';:;lr"'r“;.':l
; : = wiry by ensieveiing (he el sl pregriph of xece
cinn e sdone fnn dons unfale, way. by entiveling FEEL the followlngs,

tion 201 nmd vlunln-m!ﬁmlclhm‘lu the list '"m"’\rnl:xvl‘l\::" ‘)g.c,:‘,l“ AR P
S 2 years nfter the grant u!

Tnlig rights st forth In this para. -
REientn?Gf thue or résources In invention,

T the ense of any Feliine pntent eonlar

< .
the orfginal patent, the prisieiplen of

LTI R e ‘ ":\ e .
| ‘ .\';;\\"\'mut. N. Y. June 0, sl
* B .

s

S He LR S700, ’ ‘ 3 ) .

g L Bryson, M, €5, . e Co
o Heause Oglee Building, Washingtow, 1. (0, ) VL
) \'I'IL’\ I nnswer (o your tefter. of some while ngo -usking for A('mulm;llln‘ o

N - cizee Cfoltowing wmendinents: ‘ ) - .
””(Nl ;dgultl?::t‘.;:‘ x::'lltt-rr‘:'h'u\"' utend of section, dukerts “op fnr_:a-r:i.l:,q\uu. g
rt~|l|l;-rc:t| " Ihis .la poartientariy wltned nt the return of o Board of Appse q\

when an exnmbner gets cold feet and does not teghamit an nppent, d

G- Sectlon 1, end of Hert sentenice, insert 1. An applies swis stittement

x application mpy not s . ] k Lt et M
l\:“llillnll.:l'xllvmu.imxlllun or muchine, applieant stafes b um_\’ :‘n:‘-”:::': ::::;:l';rlx:/mn
or B, nmd previously- A hins been wimllarly wnidd, priop 1.|rt rathe A '|, hapilennts
ulnplivnlhm shotsld be retled on to weaeh the equivatene . of A and 13

o ot alrendy know 1. L U ] . ,
lNl(r:;»)ll ;il‘c.:‘-(';u::"”'.! after secotnd ]HII’IIKI'II]I}I. ]ll.'“;l'l.':‘“H:H)ll\:‘;'::l:l'li“ﬁ‘"i:’l“‘“.rl?:-
I , - i * e hrendth et s :
whnre : for ek of distinetness or for i 1 b s .
;‘l‘(:l:xzflil“llll"li\"\::llﬁli‘(l'|(»:il'! thee subject mattes of the clum nl‘n'd e elndm Ix nwm clo_pmw
as v rensonahly posstbie without nebitrary fimitntions, . ".h")r ”,‘M e prtent
.,l-hls is 111 dipe with the recoznition in plant pnu;nls {mee, | _’ that the patent
*NLer I.u‘wl not rest on wers words, Justiees L!lll'll:ll nnid Ane ,;.; ol thi
ﬁ:;l‘l llx:n in n dissent, Funk Bro, v, Kalo 1333 7, 8. ,-.,-'t .l: -x-l"l':n’k'c-q'fr"i»n; -
ll wredd that the brond clantm always expives snd the !-.1 nlu “"rml .h" b
|:‘nhlh- only the use of Independently nmdqj Inter, Inventions ih ) At
rpe diselosure of the Invention, Y TR ST
I "('l;?)“l\’-:.l(.‘;!:::nh;'!" in next (o the last line In;t;-rl the xente m:s.n“l ::‘.‘r "rlc"!l’c'-:'tah')‘l:
I haive e . Nk Ten 08 1w reason: 110
o the right o amed yny elnbin as of ; eanons for
Nh."." .:'l:-'s-‘t:m'ul-:; o l~'I‘hht Jx an attempt - to foreé the .-,,uml‘mvr “f T:‘:txn‘;:::,:‘:y;ﬁa
:::'.!.inllm at the outset, but Iif the Patent Oflleeigkex "“'l':?"r\\".l'ri;.n'.l':t gy appll-
A ‘:"" T it "Ill'f!-r||ll"".\“ ‘"\u Hu{. :s‘ti:l:lt‘cl' "l:lul rules of prnrﬂl"e
) rlow w s expminer,. X v stalute : s i
wrsonal interview with the exn LA o, .
}mw stand, the distang applicant ix -ul x]'.‘:h‘-l,'.:‘g'.‘.';'::;; 'p\x\:n;.'rms e 1 whale, Fach
Broad valid elnfms help pot only the inventor

SR AR " o and thé bronder a claim 1o be—"
patent s challenize Yo subsequent invertor, 2 e

Vol adidy mnst be the line of attack. ) T
ﬂ\Hl(l('d,.‘('I::::(.I‘I-H;:‘:.:.I;(‘.ih diemist one of my Jobs wis to’sce ﬁq.‘} hqn :‘;i't.-ln);;"«‘i:::' .
’ ‘f\:‘ "lrruw vlul{ns dild nlt eause me to Yearn nq:trljl:\“:ls /llllll'lf}.l.? l l|0 'l:" .', clit-;:{
! :{tm resent. especlally” with chemical” fuventions, l’\‘l.l'«-«|tu-x|trl.3‘.::c.\ » m'mn-tiun
0 k'l')) hix invention seer\i ratbey than risk meazey |um-m-.-.".‘ e ':';wlr chelnist -
“; ll:l'( W {mwv« that willipossibly be mostly a su'.:;:(-;llinn Iul .n:m Lo P
whe : Y i for further study. ive lost)fees by sueh
y ve gredter facllities for sudy. 1 hay e o]
::(}:;('zll;:itll have gained tl ‘L‘."“:id(;'w(;h‘(’r(']l'lll"ll‘lll.:(‘"ll]'"ﬂ?'}(ﬂl' where the S hances of
IS y nid to wobk only in J i 1d 1 <
kc-(l 15‘:123(; ;:lt:"I)n\i(“x'n:ll::n secret] are gomd, Qf c_-mu"s«f llwrmhn:e“x.-ilislk:;‘zl‘)‘:k:;::ll:ir::
R ! Qv trying to predict how a conrt wWill tre: ) o
seetns to- be more risky than ¥ to prod AT fator e the
claim under the present smt\uus. Even “b(-ui e deciston s In \ .
’ +

\ e
A

N .

T hitn In miterpreting (#lor ait, He—"
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PATENT
“éfente; ch > ber 1 §
ptolloﬁ “(see*Justice Douglas’ dissent in Graver Tank v. I:inr{\e._Air (636 0: G: 1),
7 decided May 20, 1950) Ce e S
©. - :Yours very truly, --- 7.0 - ; T

o

s

2O w7 TUNITED STATES COURT, EASTERN DISTRICT oF NEW YORK,
P ’ e $ove o Toome s o 7o Brooklym, N, Y., June 20,1951,
Inre H. R.3760° " .~ - / . el T §
-. Hon. EMANUEL CELLER, ' ¢ - = L 47 o R
VU -Old House Office Building,s . ..-» - - .- e
. ae vl e TS Washingten, D. 0. .
. ¥ DEAE MANKIE: Some thioughts concerning this bill have
-1 Bhould like to pass an to Yon if I'may. .~ - = @ S R
- ".I-am concerned mainly with the plight into which patents have: failen when

[

.

S
oceurred
o o~

- ~courts stems frourthe fact that the.term “invention” ig ot defined in the statutgs
.. nor has there-been any-aflirmative legal ‘definition. ; 7. - - : ' i
. by judges in wrestling with' the problem of -inveéntion, let me refer to the opinfon
of-Justice Frankfurter in-Alarconi v. United Stites (320 U:'S. 61), and-to. the-
opinion of Judge Learned Hapd in Pafke-Davis Co, v’ Mulford Co. (189 Fed; 95,
- -118).:" The “difficulty apparently’ was very carefully considered- by the Natignat
; Fatent Planning Commission which was appeinied -by_President Rovsevelt on
--Decdember.12, 1941, In its report tiled in 1943, it is said: . . U
“The -Commission, therefore, recofnmends: the enhctitient 'of a declaration of

4

-~ the process by which the invention may liave been accomplished.”?

.-+ - In a lectute that F-was invited to deliver before the American Cheimlcal So-«

%

“-_ 8n inventor makes to.the art, which 1
" velopment, affords”effective. and “definite evideénce: no satisfactory subjective
~ - measurement can be employed as a rulé of decision. One cannot>take an X-ray -
of the'mind.." =~ 7 I e '
- Now. apother matter: ‘Courts have lightly treated- the sa-called présumption
of valldity whiclr: is supposed. to attach to the grant.of.a patent..-Such a pre-
sumption could. b made real and not merely fgnientary if_in .the proposed
legislation provixion were,made for adversary proceeding8® . Such proceedings
* .« could takegthe form, either before issuance of.the patent but after publication of
. -allowed claifis.in the.Patent Otfice Gazette, of opposition. of Gf ¢ancellation
.. - proceedings after. the patent issued. The effect. of such a provision would be
. that when thé patent rénches the court-for adjudication: it could no longer be

*. regarded as thé result of merely ex parte.consideration. ** - . ;
Anather thought is in ‘reference to the misuse of patents, Under present
__practice the courts, following 8 direction of the-Supreme Court, will refuse to
-~ grant relief to one who has.misused his pateht unless he can show desistance .
;l;;n;_rsiuncl:hmisusetsptrlor it(;) the creattlon; of issues in’ the case. But there is no
; € courts to void a patent for such misuse. ;. That mig  sub-
Jecet for congressional coqsidgl?atlon;i' A ; Th? might vye'll be the sub-

s presently in need. of improvement or de-

B
ol
=

- . . tributory. infringement. ' This provision

£ adopted will meet- the } .
statute’ polnted out by"Mr. Justice Black in Mérsoid Corp. v. AlI-Contrsont oo

e Suﬁremé Court is capable of reasoning in a manner T simply cannot®

T . ¢ PR JENKINg. ¢

to l;fe, which. .

the owners run- the'hazard of litigalion. - Fundamenfally the difficulty In-the

policy that patentability shall dedeterimined objectively by the naturé of the con-
.tribution:to the advancement of the art, and not subjectively by the nature of .

"ciety,(Nev'v' York ;s' Ftion; I took the position’ that the most sutisfactory test of <
-Hnvention is just that.suggested in the foregoing report. " The contributien that .

- Iwas glad to find in section 231; subdigi%igﬂ ‘(d);the.prbvision"relatl;)g to con-,

SRR t in Arércoid | . v. Mlid- i -
-“ vestmént Co. et'al. (320 U. S. 661); .n,v - ¢ Corp. v. Mid C?n,tmtnt In
- With kihd personal regards, Iam - = - -
, - Sincerely yours, ¥ =~ * .. - e -
LT T e R CLARENCE G. GapsToN.  °
R . e r 7 3
T a © T Tistrax ¢ OHJo, 32 1951, =¥
“ReHR:3T0.. . oA Ottt June 13, 1951
Hon. Jos. R. Brysox, - .= = T : e S
- Washington, D. C. v .- Lo e S

" DEAR MR. Brysox
- ldentified bill,  together with various proposed” amendments and su
) : ! ggestions
: aqdycefl by various meetings of patent law associations and the like.* Essen- -
1 e - ) : '

I take this gecasion to express my disapproyal of the apove- "

More generally, in-respect to patent litigation and the d'ifﬁ‘cul’tfcs~ encountci'ed :

e

r

. * - codification of patent laws. . Rl . . o

©

T

.

 tiaily my objection s directed to The attémpt to accomplish,-fncldent to cidificas 3

g the fact that the-apparent approval'of H. R:3760 by various pﬂ\tknt law associa- >
" tions and the like; would appear to indicate the converse of my observation,

' -~ discussion, consideration was given to the question of w‘h:etf)exj’th.

" cinnati Patent Law Association ay that weeting, sy

feels that the bill could be. improyed if thé following chaingés “were

- \
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" tion, the inclusion of controversial aspects into the fumlh'mcnqﬂ; law of ‘patents; .
It-is my pegsonal opinten, that pateng laws should be codified without any change A
" in subktanch, or-subject matter. . Thereafter, any pdditions or deletions that may -
be proposed by dAny person or group-of persons, nuaty be considered seriatim: -Any y
~other handling “of the matter wjll necessarily result in delay invcodmcutiou. E
since it is my personal observation that there is no upnnimlty anongst patept:- -
Iawyers as to the desirability of ‘thé proposed chnnges in-lhe patent laws. -

T Inmaking the foregoing observittion as to the Inck of unanimity, my impression .- -

fs that there are more piatent lnwyers who are opposed to ilm“-,\ind’icalegl changes - -
in patent-law than there are these who approve thereof, 1 am not unmindful of.

servation is predicated ipon the fact that at a meeting of ‘the Cincinhati .
yxlyt:r?: elfz‘lw Aésoci?ltion on, JUIIl: 12, 1951, we considered thg referred- to LR, .
3760, together with the proposed chunges and amendments referrefl-to. - After, <.
2 ' Cincinnatl :

'atent Law Association should pass a resolution éndorsivg H. #60,-together = .-

. 5\'?:1(1‘ thi?iropbsed amendinents. - A motion was made and eafried. that theentire - °
matter be tabled: . The vote was overwhelmingly for tibling the mytter,. Con- ."
'sequentl_v‘,’ I consider” that ‘as indicative of Icllsimpmvu! I)y the: majority of the
‘group of patent lawyers there nssembled, of inclusion of such proposed changes .

of patent-law in the codification of thé current patent laws. . S e

> In volcing my objections to the proposed changes in pitent law as incorporated

tn H. R: 3760, I.do so as an.individual and my rotcrgﬁcg to the action by the .
Cincinnati Patent Law Associntion must be undersltopd n,ls‘ r;'(lloc:h;lg %l:;: bgk- ;
) hich T express m; pgoing impressions.  Incidentally, the Cin-
ground upon whic D [y 10 , -iﬂ(-nlly-,(,}esi}'ed‘fto dvoid
" going on record as an organization opposing H. R. 3}'60, innsmuc 148 by so doing
ft wguld be opposing the more or fess concerted effort on the part of other patent
‘law associations, to further the amendment of putelnt,\la\vg incidentto cog)liticatlt)_n
‘ %:S:-iew of all of the foregoing, 1 sincerely recommend that the effort of. your. .
éommittee umlertake solely, codification of the ¢urrent laws on patents and that °
there be excluded from the product ‘of yqur commiltee any changes’ that any _
. person, group“of persqns or interest_s,'_n_my;fnow wish to incorporate in the
Lo Vew tr‘\.ﬂy U 7y 7 PNk ZueELTER.

. e .o . —

v ! -

~“REPORT OF PATENT- LAW COMMITTEE

. oN Brysox. BiLi, 1. R.3760, CODIFICATION' AND _l{i:\jrslox or }'A?.L”N'l;' L,}*\:s_ -
his o ittee has studied the Bryson bill; II. R. 3760, and believes bat if -
pﬂ’f::i(; IL)‘\tmtll?cl:“gsnzross, the patent laws:-will be mmerinl_!y’i_mprovefl. S
> "Fhis committee Fetognizes the difficulty of getting entire, n'grﬂ:mugit‘.a nong "
Jawyers not only s to the. ¢ontents of such legislition but ﬂlb(?{ﬂ’h. tod ] ;’lrg]e ;
It believes-that if no changes were made ¥ the p;oposed bill i .\l\m_xl -8 e
a substantial improyement over the existing lay. Nevertheless: the commnde:‘ .
3 . 2%t - .

'. ‘2 section 103, page 9: In line 2, sibstitute “as”.for “in the priog art '~
anhhgl}g g;e"th:(:vgrd "Ihx?t?'gwmch is“the third word in-the fourt h"etm .;h:(.,_ . .
The purpose of this is to niake it clear that nli ,pri_or art l_s l;ore “eﬂnﬁ("‘in}ltory i
merely the prior art referred-to in section 102 which is lim tgd o anticip

. A s s t
BAR ASSOCIATION OF TIE CITY 0F NEW YoRr

"

art. © — " " D wo D A ot .

. h lifie substitute “was” for “would ha\'e_peen., AN : >
' .glilh:ehiggon ,ti’or this is to avoid’the subjunctive form andjto elrlnppn:sel:?
that the driterion of obviousness is to be determined as of the time t el \‘ -
m("lh‘s:.;iserrn?:fh;'mion 121. page 13: Tn the third line substituie a period far the

i semicolon, and the-word “If” for “and.” S R S

sexlnl:_c;)h(é fourth line substitute “are” foff “may be”; strike out the period 1:::3

Vinsert “directed solely to subject mafter described a'ml_‘cl‘:fimc"d ‘i‘n the origi ) o

"‘—aﬁplica'tion -as filed”:"in the same,line substitute “they for-,‘ A dyvngu na- o

% " 1n Hne 5 strike ont “application.” = = .- . o \ ; Co -

- In line 6 substitute *“they comply fgr .it compligs: g o
% In line 12 infert a period after “title” and strike out -“if, '

' % Qtrike.out all of lines 13 and 14. . . - . Lo
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S I line ™ strike out “and claimed In) the origianl applieation. ax. flled.”™ In.
the siune lne substitute “The” and “the”| R e
In line 14, after: “exceation’ insert: fof such divistonal applications”
CFhecommtittee tinds the thivteenth IinL- of the section amblignius, - This sees:

“wax required by the Commissloneg-nfid there was copendeney i e npplica- -
Taf forthe feened patting - Phie preticular sttuatton requives ot {
Srthe proposed Inntinge necomplishesr; } L O

S Chaptee, 2, soetion 133, second parvagraph, poage 15 In Hne 1 s
for “Nu.” S . ! : LR .
S Intline -2 insert *not” after “may,t | L N s

S Serike out. Jine 3 and substitute the: following : “appliention nuless o claim

Ccfor substantinlly the snme subject matter was mades I sueld @pplicition’ prior-

. to the issunnce of sald patent or within 1 year from the date on which, sald

i -‘ .
dtitute “Any™

patent was granted.” i D ) )
The purpose of thix provision 1 to mnke sure-that the t-year pertod will not
prevent someone who had previpesly bad elaims’ to- sabstantially the sate
subjoct matter, waking those claims even after such period, | No such Hmitation
was itended by the paragraph ax oviginaly deafted, - U T
Chapter 8, seetion 202, puge 19 Starting in the fifth_ Hne of the second para-
o sraph’ substitute “unless™ for IR e at the emd of “the, e insert would

have fnfringed.” ) R

v I tine 8 strike oiit “does not inCringe iovalid elain of the relssued patonts
which was in% - : R N : s *
= This is for clarifieation and te get vhd of double neg

ntive,
¢

thing:™. . - : :

S T I to make 1 elear thilt the court may allow’ repieas (o be made of the
{Enx-ill.* things referred to {n the second paragraph. ’ e e -
Chapter 3, section 211, page 212 In the fiest and sceond lines steike out “appli-
-, cableTriehits™ and substitute “attributes” - <o c T

Chapter R section 212, page 220 Rtrike dut, entive parageaph and substitute

the following: . .. . i co . .
CWhenever two or niore persons wi-i patent Jolntly, either by the issuing of
the patent to them Jointly or by reason of the assignment: of an undivided
interest fn the patent or by reason of successton In title to such interest, ench
of the foint owners, in the absence of any asreement to the contrary, shall he
entitled to mnke, nxe, or-zell the patented fnvention, or leense others so (o do,
or asstan or ehcmber his interest without aceounting (o the other joint owners.”

The committee belleves that the existing taw should be eodified and not
Cchanged, - - - : : - :

Chapter 3. section. 231, pave 233 In the second line of page 23 strike ont
a contributory™ and snhstitute “an” . o R
In the thivd and’ fourth lines strike out’ “for infringement or coniributory
hllfriu-:"\\m.q-m of p:uvm"‘ and substitute “under pavigeaphs (a), (b)), and ()
above. . s - o ; T .

In Hinex 8 and 10 strikp ont “contributory.” . .

In line J2 strike out “or contributory infringement.” ' . .
© Rinee contribtory firfrincement is a form of-infringement and. the use of
«thiz term does not appear anywhere else in the bill,. it seems preferable to
refer to all of the nets mentioned dn this sectlon as infringement. c

Chapter R, section 252 page.26: "The committoe has not had sufBieient, time to
+ consider the Iaw as to whether jurisdiction could properly be obtained o 3 non-

resident patentee served by publication. It betieves that it would be préferable

fo add at the end of the paragraph the following : .

sAcceptanee of the zrant of a patent hereafter shall constitute an irrevoeable
consent fosbe'sued as providesd in this sectlon and appointment of. the Cognnids-
sloner of Patents as agent of the patentee to receive service of process nnder,;
thix section.” ‘ ] . - ; ' R
) The eizhth line should be changed by striking ont tand swmmons shall be
©-served by publieation’ or dtherwise as the” and. the words “court direats™ should
also be stricken out in the ninth line, ’

Respect fully submitted.: . P .

Agher Blum, ‘Dean 8 Edmonds, Jimes M. Heilman, Giles 8 Rich,
lgnlph M. Watson, John . Blajr, Cyrus 8, apzood, Wilfren D.
Reith, James B, L. Orme, DonaAL Rpymond, Williaq R, Carlisle,
F r:m(‘ls_ X. Fallon, Jr, Walter H. Free, Oscar W, Jeffery, Ernest S.

Meyers; Alexander C, -Neavg, chairman. : a

Mar 18 1951 T '

B

§' - tion way {ntended to previent the eitaton.ofa patent i a referenge whyee division’,

e whieh .

| i the seeond Ihw of the third parageaph substitute “like thiney™ for “_siwln -

v

i pffort to pecognize as conuthor or coiny

~“person ix'the inventop, who in fact is not the inventor.

e - .

PATENT LAW- CODIFICATION AND REVISION 223 -

/\ ITEMENT oF IS Ovie -

CWith partienhit reforenve to sectioh 208 of this b and also with erenes %
to seetions 116 and 118, it ix belleved ghat the present statatory. reguirements
as ta the true Iventor de fnventors beingsstated oo patent applieation when - -
originally fited, shoubd lie Fetatned, awd that. the clagze of g Joint npplieation -
to 3 xole agipteation, orthe removal or sddition of an fnventor to an application
ont i attegaton of inndveriene, shiouid uol e peiializest R o o

IC In faet an nvention has been made, It should he posgible with rensonable -
elYort aml. within o rensonnble length of time to determine who- i the true
Ceinvebtor, at the thae the patent applieation: s oviginally pre e et el
Esperfence s often shown that when w comparntively barg nnber of per-
oo b nllezed tor b Jolnt Inventovs, the: faet b that no- intvention hax really
Cheeir made, < I ench hias shnply made o sioadl’ ndividial xeparate wml,',‘?h;uﬂm": 5
from his knowledgze of the aet, there B nof Joint tnvention, T
T Phereids nothing new in-the proposal of section ‘_'min»f'n},- present hill; §t
o hits heett  submiftted. to Congress on 1 nimber of ocensions” In vllm' |u-:|rln.;:s ’
C L before the House Committes on Patents, May 9 10] 10, on 1R, !Ll\“.(.l..l'h .
Cotgl, Bl sesn, ), ;'ls to plaral m‘ll‘"mm!?.ll |mllnl|m| ont-n huwher of "'»"*?“"'.'{" L
ans which shonld veceiveattention on this problem. : A :
unlnf“»'xn:‘npplli'ntlnh fn which _there ure half a dozen or more Joint :||.v‘|»l‘,lrun‘l:f; o
beeonies hvolved i interference proceedings, in the Patent Oifiee. when 1"1'. L
oppusing party prepares fo vrus.x‘ivx;upilw Ilw_l\nr!‘-_-nsr Joint :1|n|»lh,~nn|s.. he' w .:
Tif thix preoposal beomes L, e frced with the possibility that only one o
the plurality of Juint applicants will eventunily In Iu'ml'rz_h‘l ._l’uﬁh_ n: the i:n(‘- .
< qole inventor, which considerably compheates and “}_'l‘lril.%m the \\vg»r rt:qp 1 .

to propare for the im(_-rl'vrvui-«‘h-_slimnu,\'.

“Similariy. in an cquity suit o court I L
“an ordinary infringement suit, lmvurlnlnly L URY
forth as the-true inventor, umh"ri;:ll_\' fnerofises -t

s {rial, - N o Lo T S T

THI"!:‘: :lrn\;isinin of thix Kind of section 208 s to e cnactédd sitafh iqt,isl.\"n1‘1;‘1':,;‘]')-?:’:_:’
a makimum number of joint inmventors wha wolld be vulhlwl! ) |.~_. renclit, say

dx Jo wliennts o8 o maximoam, - 770 . . I TR
N‘lf‘ Iill:t'- ll‘slrsb::m:(-d"swl fon 206 becotes Inw, it may be :llll_ivl.l\ifli*gl‘._tlmlt xll\‘l“:k"‘"‘
Ldlong fHled on behnlf of large organizations, prg,\'.nu-.nr, _;:u\muim‘g Illx: ,'_r\\ ‘)n.m:{
filed b the naties of 2 muitiplicity of alleged Joint applicants, sonw l"l ‘\\_m;;

have=in fact engaged. in only mlnllinislrmll\‘c; ;:-(n:‘\.\l{'l:«.l‘ i‘:nl:-(llgiti‘:-‘l';il«l::i’ u" Ll‘nﬂ-- :
sidored to bp jofit inventors ‘even by great cluipily e Jmasiss o Hinn
l:w-u only the exaction of llhol t-i\‘t.vumz n“:!"“:";ln".lll‘"u(uEi:\!:.lll::l:"l;?l‘:i:'llf |‘,t:.;”i‘,']. .
wig Sippliention when tled the nawme =37 the » htor, ch Hs 0
.lIrlln“lln::;%’14lil|.~"vu||rn;.'ml-llur addition of the wimes uf_:llli'_lit‘l\ J;:ﬂ;! “lmf'c‘-i;“”:s«\-‘ul;x ‘
were known in fact_not to be douint fuventors, ‘!bll'l,‘\? "A'-'-:ti::-mur« ers LI
Iddatory purpuses to have the l‘!'(‘l)}'l‘ show that they were |. on ‘;l; ol o
Probably the  moest serious practical objection to the present .‘1"‘.:""& o :
, allow the Joining ax applicant of persons who-are lfl !'l'\"}l lul\'! nt:;"m wh'icl‘l'
the discourngement nm: lussl (l.f iinu{lj'g-lslr :“\\"l'l‘;:‘f':':l:l"(l:ﬁl(".i‘n-‘;¢-:sq-|| l..ll'\.'l‘ll(l‘\'l‘.
Wil inevitably beoexperienced by inveniors, With te s in @ research OF-
~eontributions,  Unless ‘o person has had persenal (‘muuf s ina h o
i ot i : coly to have litilé realization of” -
i development organization, or group, he is likely to have T e sy -
the sense of fundinmental injustice \\Itl(l‘.n“\‘l’l:’t,‘{i ‘:‘;:Eli‘n“lx‘\‘; Ii:;‘-.{:u-t ::omribuu«
» « routineeffonés of the timekeeper and shive driver. ] Ry ) ;
l“"l‘l‘nl\“(‘,trm:iﬂ ntion fathorizes the grant of p:m-msv‘ln ln;rmgrsm ;r tnhvpi;t:;
spective discoveries,. There is l:m (‘nll?ljlllﬁ(}l}"lﬁlﬂ[::?'\l (ni:i:lmb:l‘(:;cﬁ"mn X lfe e
which suts forth ag hiventor, the employer. the ’ herent in the p:ll‘“("hﬂ'\'
the true inventar. This coneept of lm‘vnturship_ wig inhe re l'ht e L ive
: wintion of intellectugl and spiritual values, n}ul. lltv -right ¢ [ the © e,
‘\I\-l:»prll‘(‘.-:"i'n hiz creation, \\’hh{h “‘:ls’i?hormlxl ‘i;;‘ 1”',: gvll(m;:?“:;(f‘ (.\lt:'l’:( ::oig':;‘zi::g '

ion Government; and ix part of anr heritaze. . i % E .

- ::l‘;(‘!mr:l\‘\':l}l((l';x:;; the intellectual creative \yn;kﬂ as an originatet for his ere ation - .
- contributed to seclety.

: T \
There is un‘]mwor conferred hy the Constitution on any on

vh\"ﬁc'n i}ﬂl'l‘ﬁ‘r“\“,.:']I:Ih;l}l.‘l. or even in- -
ho will eventudly e bronzht
he ditticulty: of preparing’

. 1

e h‘)_dm‘ldm that a’: L
Ameriean patent system, ’r(-m»':mxl assanits have

f the status of the infentor and the creative
reative worker constitutes numerically a

From the hegluning of the
been attempted on thix concept ©
worker, from every’ appronch,  The enw

- . o . B "-"Za'i

. ;

. ~ . N . C
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and theé'la

"PATENT LAW CODIFICATION 'AND

percefitage In. ﬁmﬂa tion grgup, e

" any oo e T ' s . o R .
‘are continually-casting an a large majority who afe * . . . . ‘ -y e v sectlon chief. unan return f i
iyt R, ppraisin : - o . ' In an extreme tase, a Government section chief, upon return from g
rewards as the creative worker muypobtall;‘. “i‘,ge!‘e"::;l:llderstanmng o =—"f " .. European trip, found that entirely during his absente a_man_in his %
i jentrepreneur has— ‘| - - conceived and completed a merjtorious invention. .The section chi

"}~ ... ~that hisname should appenr in #he patent application as ajuint applicants \Under
et / administrative duress, the trug invéntor felt himself foreed to comply, butipever .
. ~ 7. again during a subsequent long tenure of-office made n single invention. Xfhis'
instance Is not utiusnal, . 70 T i . R P

" The following comments-aré suburifted as to-specific sectfons of the blil: A" - -
Seéctlon S—Library: In ‘the Depwxm-n‘t of  Commerce, appropriation there

. should be a separate item for the puichdse of scientific and legat books undy
“periodicals- for the '-:l‘utentécﬂfce Library,. as there niways was prior to 1932.°

*_sought reboiziition ag the
=_that the-hack
o g:fdted P er. who is<to

wh put up a few=dollar3 to finan

ﬁgg%n% a_!:vt_:, to be considered the Inventar and to be 3. joint &

sbed ol en. told that no valid patent can be so fssued phpicant
¢ character of the Amerlcan patent system pp

h { M
e 8071 e essen- - -
tem is’the recognition :;t. ;

rue: Inventor as such -regardl - - . 1 . :
abill - ess: of hls financlal. ,
A g:t’hgtmfgcffoﬁ g\:ln kind of recognition, . - l;v;pggltlpn. -Ent ¢Preneur . .- -Under the prese Ctice of Jumplng such purchases for the library in with N
to prove to'be simply an letpropoged provision of section 200.1g that it D i1 .+ | many other fitingent -expenses, toe funds actudlly available for the pugchaie
. - cept of Inventorship, and entering"wedge to.entirely destroy the Am i . B /;%boo and periodibals are insyfiicient. 'This and various other points régard-
: . Instance by an allegéd d to permit the filing of patent applications (o 1 ool " - _1fig the Scientific Libtary of the i’atént Office havé bect covered in my statement. -~
.. ., entirely into a syste e!;lploygr, or assignee, thus converting ;heo‘lstin the*first - .. - """  before the House Coininittee on Patents, hearings op-general revision of the patent
<" bave. qdvocated this {:‘ln(:l ptr operty rights-- There have always bp‘;“ e;‘t system 7 f . ~  liws, January 25-28, February 16, 17, 1932, Sevéiity-second Congress, first session, + °
Great Britain, thi ‘ind of a patent,system. In some forelg: n those who- . -7 - pages 262-277, and In statemients In subsequent hearings:— Most of thie connments
. concept of v‘vl’ml ivlew has been approximated,-and they hay &n co untries, as'in " _contained in that statemient ure still applicable, - . "7 0 et L CE e
. acquired title to ,sl °|n' Id be the applicant;:the person or c&$ . “l('llo lly different, - Section 9—Classitication: Referense is nude to my statement before the Ilouse .
\n inventlon or even the, returni : poration wlio has: » : . . Committée on I'siterits; May 23, 1939, on IL R. 3605, slcwmy-s_}xu&gm;;rgs. first .-
r ou Fe¢bruary 17, 1932, before that .~

. who brings h

S ng traveler e : !
. Britaln, may 1 tf,?;? :grei};n lands C ’ ... session;-t @ statement by Richard Spencer o : 3
14, b W in. Great - : A wmu‘?,oé‘i( Seventy-second Cohgress, first session ; and to the report of the Floover . .

Cammilittee on Patent Office Procedure, April 15, 1926, mentioned at page 5 of

* - will show that the Dritish syste : g _
as the Amerf 7 system has been as prolific In v o A - T 5 ‘e
ative Work:rli‘:?'gn:gﬁg{i% 13?%$ﬁ°;‘5 “? such are 'cert;ﬁg;;'hf:x‘;:::)ig?ev%!}t!o"s' L P /t . January-February 1932 hearingsbefore the ll:u,se ‘(lkmtunm(;e on l,t'ntgnts.; 2
T b B . al activity, . S D! cre- . % R d . e ) { fcable.” A . “tion. iRt
T be?éx?dc?gclfgtnt;l:;dau,? 'mts brain children ;:':ayhis own In a ver real ser e ' f"\ : gﬁ?e‘ﬁt tt: e:g(f(;p:;g;xlt;;ges:ggw%xzﬂ xt;:; tl'gllnw.: :t “?11?(‘1] m?fms\":;te ;)(? qnl‘! t‘:'"txhg' =
o law, i tental concept among most peoples, and yrea sense, may * “ attention of examiners by:the preparation of bibliographical reference lists and_. °
ipor every reason the publicis enm.led t .k. ) . And a part of natural R L - otherwise references to books and articles in cur;ent ;)et(;lfqdi!calgs of Interest to¥% -
simply who 13 the p r ¢C to know who s t1 : . i b .- the staff of the Patent Office in the performance of thejr duties.” - b
hel 2 provision i(?:ﬂg:g&% oc'lla"l)gaslthe title to the lmenlt‘;(:;“e Ii.l‘ontor, and hot . " " The calling to the attention of examiners of curren{ litex;;umje fort'lno?;] to
T of applicants i ‘ecomes law, the d i ' ' ,  thelr respective technical fields, is a necessary part of the duty of examining
. using a Ftﬁéc?on:is‘:ﬁ:ean??:}(:xtbg%i l;e expected to becht:;u:'A:g?:gogxg:iﬁ;lm-: L o ,'appllcaugg(s, imposed.-on- the Comm.lss‘éonext' by.se&ti'on I4893. _Rclx;ls;;d "Sl:nmt:s
" s.80me way be cons avor,of putting ln.every o A on, - Y (U. 8. C. title 33, sec.. 36), section 131 o this bill, It is prubable that the
facts as to ho:v ?;Ldfxgntgob::,:s“g‘:gton fnstead ofg tryisl\ge 3) :g:e:‘t::?n':’liim hll - ' T ((.‘Jassmcatlon Division is as a practical matter !hel on;)(;oxomrt Olfgtll‘l’e l'l.;xitg;‘ti _()‘;ﬁci» 5
; e ' o . real - . capable of, duing-this work, From approximately 1 to 1912;.this kind of’

Division. .Particularly at the present time,_

There has heen testi
work was done by the Classification

that in alarge’ mony before committees of Congress ov -
together'in ag ergﬁg,“s'ﬁ“' corporation’it is not unusunﬂossg"% a period of years,. ’ .t gxaminers do mot have available 4 or 5 hours a week to lovk for new literature -
(‘;‘hose products wn'satoolfe“cl(l;;l:r:(;l (} had something to d(g) with r:-‘;;l;:’cel&w Oykez_-sr' ) : * . in their field as it appears, and unless someone else brings it to their attention, -
- Jetermining w Y & patent applic »olle of - they lose tonch with the progressof theart. R
ventor, Itglt }30 should he set forth in the npplicga leatlon, for the -purpose of : dectlon' 11—Publicat1§ns: The following items are suggested for addition to::.
- applicants, the pres decided that all 50 were foint Inventors aad eiaerd - F " {he list of publications of the Patent Office. ~ oL DR
L Pam"“ﬁ""; ll)rln“ %m".mon would be that a true llxvc:;fti;-t)(l):r?1 a; 1 should be joint . ’ ?‘lt st?nlll‘be the duty of the Commissioner to cause to be éompiled nnd printed ; ©
overnment researc nd not been mnde, . . . perlodically. compilations of brief Allustrated abstracts of. all United States. -
erstandable language.”, -

h laboratories ti N :
ot tees of Including as - . patents issued during a’ given period, in readily und
| bstracts or digests would do much to increase the

Joint patent a%pllcpnts the names of |
te the progress of scierice and the use--.

has ha persons .
rmful eXects on the morale of who are not trite jnventors often . ., : . Ahe publication of such a

tion to the fm )] the research
.+ - invengion on A)l(::r:)arngi: > it h~e Government of ge tilils’p:r;glt‘en:(l oubof all propor. . v _usefulness of the patentsystem to promo » -
initiative conceived dn ssued. When an in(§vidual work application ou the - - : " ful.arts, and to make patent literature a much more accessible nnd assimilable ™ .
. 8 lahgritory: often ‘a? completed a meritoriou invention, tl(;rs has on his own part of technical literature in general. The British Patent Office has for many- =
to atl want to bhe 13;;.?' the group chief, the sedtion chief, a de tendency. in such ’ " years prepared and published .volumes of such ‘ahstracts, and they bave been
edunsel may be able t kupp licants with the trfe inventor. no oo divislon chlef ' ' very ‘useful. It is understood that the proted iire in the British I'atent Office.
‘ ¢ alone, ns loo s boss, or rent I'ntent I whs for the assistant-examiner in"charge of an nppli'cati‘;m. lx:t u:; tiime l::_ made
and when the .interference -

only the true invent wn to includ|ng only on
entor alone, as lon nly one boss, or even naming ‘ e his final review of_an application before allowance,

- of law.. If the 8 long as he Is fortifi
be so fortified, nl;;?l;‘;s:d (}:; Henlon of section mﬁ'ﬁiﬁ&i&“ﬁ”"‘ Trauirement ’ search was' made, to ‘dictate the abstract to a stenographer, while he had the
can be expected to beco 2 fmon of a plurality of administrs e will no longer ) L A invention clearly ¥ ‘mind anyway; so that very little additional work has been
. facts as to inventorshi me be usual thing, regardless of wxfa{m 1s dpplicants - RS jnvolved: Compilations of such abstracts over a given period constitute a_good
% . . This is one aspect g} what in . ’ at may be the true " - _ review of the progress of a given art during. that period. In many techniaal
+7 - between the creative mind in research organizations is 1 A ) flelds in recent years, there has been. an increased tendency to publish annual
kept under control, and the admin e , W aed nfi ‘ reviews of the progress.in that field, but in general such, réviews do not-attempt,
to cover the patents in the field. . beint and 6“ C4ls at the 5

- «It shall be the duty of the Commigsioner to keep in :
! "< \regular price for patents, the specifications and drawings of patent applications -

u fact, was made b, atior tent

that this on € by one sole inventor in his Invention which, ~*° = . bed by the Alien Property Custodian.” o
) lnrentlopg, a:dl ‘:}.ehnet‘é"' dbg:‘kﬂ,le absolutely s_ter?f:,“S{'& tl;loet Ptisyult has often been . I w’g%l:'i::v:hgef:s:l %\E:‘;Eo::epzsggdl’fépeny Cl&todl}\)g printed the specifications ' .

coungel,” A € an invention refrained £ to make further .- ' " ahd drawings of some thousands of patent xmplicmlons.vwmchngndt t_);-gn ve;tlgl .
- AN ’ { 16 make them accessible to the public.-

\ Fom o - :
* reporting it to p atent " by him and bag not matured.into patents,-
' . The, procedura _details of printing: a?}q;d

s

{stributing such‘prln,teq APC specm-




<!

4 1950 by a

.. -patenf as it Is issued.

- requirement Is repes ;
* "Tnited States e At

ODIFICATION_AND R RE”S‘Q’L\ B
N . K o —

: AR AR

- RATENT LAW C
» -?‘:‘_ : \’".: e Y
tions were taken care of by the Patesit Offce, Which was refmha by ADC
ll‘llelze m:h%;e(kspfecmcﬁ_ﬂons_aré.now omhﬂ‘:, Which was reimbursed by APCT
hug)!rrtk ei-{)l ;gpatll:;_tﬁvr::;eﬁn@s._ The- £'atent Office should assume responsi- *
Q"nll. or keeping themy uvs -n 'e.: Tpe expense »il_n:olvedeonld be comparatively,” |
" “Pending applica lo'ps'for atents may, | inted and . com |
; icati r patents may be pri
o s may be printed
- Ipnp ﬁ::{;;h ast h::lllf ]x;:egef;ea::mz;t e‘flr]q.f‘anse _nf the applicant or ownet. "Such
section 102 (e) of this title.” rect 88 an lesned patent for the purposes of
. This'provision was the second paragra of section 121 ¢ : 153 .
I for ph of section 121 : 33 (81s
. S?;%)ife?l(}&a[g ﬁ‘ieti:dith considerable approval. It {is und‘:’f‘sg)-m{‘ -fix!:I .t“' (S?-Fb
Sed rom. i : e Jt}gs (&f, thci coordinating committee meeting in [l)ec‘;m‘;)‘;:
Y vote, advan ' > apipa ' ’ '
| be;'r)l lg“ere;t;tore m;:ply Giscusoed b g{zﬁlgre bglieved to be'appa rent, and to have
12 ange o . patent ) - .
- :g tl{e _ifact tgat n:opies of. patents with foreign countries,
e. United States Patent Office : 27
. purchase these Russian pnte-nts?.e ey o
. patents, than to_exchange.

-

Attention is called

' It would probably be ¢h
e swhich are fur less numerous than Un;-te?js(;:‘if':z
N Nangienan to exchange. It i understood that the Rissian Government has
_ er for quite a number of eoples of e\'erv}'ﬁiiew%ta;g:
13.- Copies of patents for pul ibraries. : ested faat e
o ts for public libraries. Tt is sugges - Gonsi
iy !g(iigx'x" toI tl?iiell-)t:l':g i:;l line 2, after “in the.Unitedg%(;:tfgﬂ‘g?ltleconéme“‘l‘ﬁon
‘Targe cits, of Canada‘:ptl that if any library in Toronto- or \iohtr€“;or(ls ey -
P ta . of Canad: Sh(\)xerr than Ottawa, desires to have a set of Ul‘;lit'e((l" tares
-r e t’h ’ ﬁnitedu' gt:tee sext(-qnds;ld 31(; saine privileges- as are exténdsg:il':g
Fonpmery In the Uniteq .- Such United States patents in )
: - ¥ sed by. many United States ¢i orporation s or
A, : ates citizens g :
relatidn;lt:itg:]e’;:égr‘;:d?'iz'll:lo?;ecl?ni:;dilag cities, and tl?e l\!',gx;o(t-.le))oeguiil(:ﬂit‘:}l?
is, of course, a set of Unit nited States will Justify this courtesy, There
e o Stafonte will ) s courtesy. The
0"&“;2' t‘;]thongh it has a gap in ﬁ)t;;{g@nts ip tl}e Canadinn Patent Oﬁiéel ;(:
to’b}a'tﬁé 'li ;:?ﬁ:?:el?l‘fuage of section 13 and related so(-tiin; 41 ‘1 it appen
in 1 yony cgislal ratenoie'n;';z)h:;t a pulf»lic library m:l_s: obtﬂln.the":):l‘tz'llltfs‘qripfarg
ye'-'l’r,oand'that e quﬂnori( year for previons years as well as th Scnrrent
NErmr o pohat the aut ¥ of the Commissioner to so s - patents to mutii
A ey of nm 1 S0 supply patents to public -
_. presumably some provision sh AN permissive,  If the huthority is not di v
missioner-to farnish m should be made for review -of fus  Hietory, '
' tents to bo; f W ol a refusal by the Com-
to the repeal by fhis uadic libraries at this rate. At is called
; : ; " § . Attention is ¢al
chapter 940 ; his present bill of the act of June 15 N’ i o
Sears 13 nil ;esa :: tllligl;":lixes securing-at the speéial ra]t:»" gi’&nf}l?hc o .';.49.
“Intent is thar earsieD 12 ‘g wnort on the present bili s'hr'ml‘;i'hri.\ out thegng
previcus yomre® 3 shall include the furnishing to libmriecn%to;'tlto:?mtlt tfhe
102 (d) It is belie equiremen ' o o
tained. that . vl::;lﬁi;vgg ;:(:llt the requirement of the<present law sh - Ny
g:]lﬂon baséd on a forelmm ey eSnt;u:sp;])iater;t‘ can issue on a United .W‘:)\ltl‘::: ge ‘i?‘
ed outside the conven oot il the. Unit s ap ation i
: : ton tonr. 8 , 1T the United States applicatio
application. 1f theoh tfon, 1S more than 12 months af forelan
United States pate orelgn applcation matures into a for ian patent pfeo e iE
to file in the I&ﬁ%*fﬁm. This has had a salutary eﬂtzrfi?z pa'tt_;nt__lbofore o
Statgs promutly if they are going to e at any Eoers
d long after o (.Of;]r(ji:ners are so dilatory_that t eS’ ‘wll?f'il s
g;e .Lnirhed States Datont ()ﬂicé‘ $2ti;;n period has expired, anq will Im;(:snethe
cee whether {s Laten ice g creased search burd ; reh
{0 see whether the esponding forelgn patent & : en ificluding seareh
without tng:-" eq,“ sufffciently difficult burden on thﬂ$ et qaore el ants
thout n ensing that busden burdel e United States Pxtent Office,
to 1o tor br(ou—ad Invention made abroad: The List se: 3 e
) , and somewhat indefinite o Just whe o

> this Sectionapp -
as to Just what classes of xwrsof:g(,::g -

entitled. to' the bénefi
. limited to citivena e, It Seems probuble that this second «
the Unitoq auzehs of the United States whv are serving (;?udh:eT:;::S .;P(:;-um b:
- ' OTces o

abreoad. ) ¢

whre (:nn (!lt:lsitniu:,;;qttit}i]zvn of any country can claim domicile in
on hehery cdaim that | ]e‘gus been serving in aMoreign cotntry
_ i ( _Qa'tes, anqd a diffieult question is prlz

the United State
ed States
with operations
sented.
Section 115—0at bt . e .
-1he end of the secti(l)‘n °f applicant : The followinz. is suzzested to be added at-
. » - . ‘ = ¢ . a

a8 . .

(RN

and fdot nsually kept in print;: . s

§
£
and published by the Com- { o
' i
i
!
e

printed copies of Russian patents have been received by ///

»

~In Capada,
or governmental

-of authority being o
Experience shows that the

" within.the Uhited States.

T

. that the ofli
. _—ity. The

burden. =%

Section 116—Joint inventors, section 118,
scussed in detail at the beginping of thiy statement. . . -

‘consideratign, probably to be inserted.
P [} e - . S

have been di

The following section is_submitted for
jon clniming the priority of a foreizn application which
b a United States-patent has’ not- issued: o -
application on which priority =~

“galidwing section 119,
_~Any patent applicati

is claimed, sh

- Cownhissioner may be printed :
d was in force in Great Britain for miany years.
laws that the disclosures filed in the Patent Office and: -

_ A provision of this kin
.- ~'is the intent of the patent.

the application in goo

. cation pending in case of
. ably abandoning the app!

.- «public the
and if the
tice of permitting for

* then abandon them wi
payer and coritrary to

Section

~

- complish the degired ‘intent.

. as comimented_under section

: ?-itic_lsms of the

S of-a patent so obtained.. -
A proposed new-section,

covered sny new and useful
ter. or any new and useful

thie ¢ath may be made”
public ‘aufhorized by the laws of the
thereof to adm

* " out with-as great decorum and
Canadian inventors file wany’ applicatior

of ‘United Statex ¢ 3
cativhe—in—CrTada, - 1t - is Delieved
is sufficient attestation. of his antholl
osely- dssimilated te that

v./ The suggested provision
iratious in Culﬁnt\ln from an unnecessary.

United States, and an- appriciable number
_Canada executeé United . States:patent i
licial-sentord Canadian notary
ezal kystem of Canada is much more’ ¢l
. the United States than is true for anyfother countr,

“would relieve applicants’ executing app
b - BT | .

_has become abandoned, or upon whicl
within 4 years from the date of the'earliest foreign

all- bécome open to public inspection;
to the form of a-regular patent.’« " -
It

E . -the benefit of- the ‘official search of t
_better than that of the Patent Office o
a possible interference,
lication if ‘he does not get. just the cliinis

or the interference does not develop, and with no rea

) .~ States patent shall ever issue.
r " States-and execute the applicati

‘ " the Patent Office in their own coun

hope the United States examiner W

_ ingless formality. ~1f a foreign

States Patent Qffice, it.is only ;

benefit of access to his disclosyre

disclosure has particular valuedt

eigner . applicants to

thout making them’ public,

the spirit of the patent system.- . - - e .
in_the United States: The phrase; -

believed fo be vague and likely to

120—Benefit of eatlier filing date
* This 'pl;rasé is probuably ununecessary, to ac-

“termination of proceedings on’
‘cause difficulty in interpretation.-
rovisions of this section make it apparent that,
tent should not extend longer
benefit is claimed.
continuing applications can -
hich bas been one of the -
for years, particulgrly be-- .
Also, the practice of filing -
and references. thereon, ret
examiner do the work of

should be ('liscouragéd; py~_lhnlting the ‘term . -,
] o‘ﬂ,{' to follow section,

n v'i,‘hoi._has invented or dis-’
factyre or composition of mat-

It is believed that the broad p

than 20 years from the eartiest Un
" If this limitation is not impo:
‘be created, carrying effective filing date’
United States patent sys

ore the Temporary National Economic Committee..

_ .a carelessly prepared applicati
filing, and perhaps re-refiling,

L . 0
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tn’ form similar

inder. hix seal: of . office. béfore
Dominiot of Canada or auy Province -
\ divyision the inister oaths as if such, ngtary public.
were acting within the United States, without (Aliplomutic"orvmnsqlar certificate- - .
nzjclvssa ~ SRR L

official ﬁlfi({(iutls of’tﬁhin
1 rigor, and dependabiljty ax those of npotarise” .-

S the > -
S.diving jn’

filing by

N - :;?.

e g h) X

¥ e 2
i I, } N
zt_her than inventor § These -

‘a Dotary:

amaotaries are carried

and in. the discretion: of the -

riners expend much time ‘and energy, shall

Some foreigners

a fair bargain that h

* in line 6 is

1534

sed, an endless ehain of
far back, w
tem heard

on, getting criticis
trying to make ti

' properly preparing the application,
‘a8 to provisional caveats, pr
122, is suggested for consideration. LT N

Section . 122a—Provisiopal cavea
art, machinery, manu

t: Any pefso

improvements-thereo

Office and the American taxpayer,
not. with good faith and .intent to .prosecute & .
d faith in the effort to have a patent issued, but, just to get:
he United States examiner which is much
£ his own country, or just to have an appli- |
and with_the intention of prob-

on oath after they have received an a
try citing ‘a knock-out. referencg, wh
ili-net-Aind, and, consider the’
inventor-imposes his applicationi o

the term of a pa )
ited States filing date whose

the applications upon which exam
become available to the public. Foreign applicants -often” impose upon and- -

- abuse the United States Patent
plications in the United States,

by filing ap: - .

1 intent that-.a United
file applieations in. the United .
ction by
¢ h they - .
6ath a-mean- .
n the United

-

o

.

e shall give the United States —.

m.
he

)

¢, and. desires’ r/nr’:her time

after 4 years, or:after abandonment,.

should be primted. Th
file and prosecute ap
is unfair to, the ‘.-\merifain tax- .

e present prac-’
plications- and

to

-
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'PA‘TEN’I‘.‘ LAW ('ODIFI-CATI N

n’mtnre the ltnme, may; on pm'ment nf (he fhes I‘(‘qﬂll‘(‘( h(l:w, file In the Patent®
.Office R pmvlnlonal cavent setting forth n written ription of the same and ot
f{s dis{inguishing characterixtics and the :mnnndr and procers of maKing, cone:
structing, compoanding and using it, and ving protection:until he shall have
matufed his Invention, Such person_miy ‘within 2 years of the date of filing
such provisional caveat, file in- the Prteént Office n complete application for patent
 asprovided for in aection 111 of ‘this title, and the appliéation so.iled shall have |
. the benefit 6f the «date of fling ruch prmlsh)mg cavent for all xubjoct mintters
! actunlly “disclosed in rucly pm\'lslonnl cavent, = Sich provisional eavent shal
be gxecated under oath i the same. manner’ ns 18 provided for an nppll«;ntlon
. hndor goction 111 by rection 115,
I “There i) ndthing new about caveats, or pro\lulnnnl pntcnt nppllcntlmm w.Thoy
were provided for fu the Unfted States (n the Patent Act of July 4; 1836, sectlon ° S
12, the act of July 8, 1870, rection 40, and.in section 4902 of the Revised \nmtes
{1874), and the act of Mar('h 3, 1903. - They were abollshed by the act of June 25, e =
119810, for reazons which are not clear, but probably involved the difficulty of
Tnnklng interference smrvl;os nmong. cavents. A -provisional caveat 'mw be B
- useful without requiring that-the person filing.the cuveat be-notified! ihy the
" Patent Office if a regular upp],icuﬂ“ml ta conflicting subject matter ls ﬂlod 'l‘he
" - provision above suggested omits such™h erference searches, ) LN
T 7 1€ nppears that ot present there I a welldeéfined demand for o secrot Govérn- r
o ment ‘repository where, for a nominal fee, inventors may simply-provisionally - -
file disclosures of their Inventfong, without havipg any plan that the disclosure -
. in that form -zhould be examined _for patentable. novelty, or ever become a
patent. - Certa}i attortieys have for years beld themselves rendy to receive and
preserve in their files,- tisclosures of inventlons seént in by inventors, and it .
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froin the dafe of the eurllyxt\\'nlml Staleu nppll«-ntion nn'- ben(-ﬂt of whmne -
filjng date iu claime?), whichever ferm Is xhorter’™s 1. S
.~ - ¢ - This has: been di ulnsed nbove “under section 120, Qnme mm]rols tmixt be -
Impaged’ ngnlnnb a_éhain of continuing applieations, earrying the effective fiting
date; way back, ’l‘hli\ practice has’ long been n sorlons eritie lsm “of the pnu-nl .\-'-1
s)awm. fréquently expresped, - . o
A new rection Is* submitted for consldo[nﬂnn a8 to eiting n-fcrcgnrm ini mu R
of Disned patents, probably to follow section 134, as follows: (154-(a)) :.
"\\'hene\(-r nfter the lsm‘;;of a patent, an officer or epiployee of/the Patent ( 1mpe -

shall:find n reference tola patent or publication which he congiders, would have ®
_heen pn pertinent referencé for.the Patent Office to cife diring Ahe prosecution of .
the nppliention. rerulting In such patent, he shalli prepare and place inthe”
patented appllention ﬂl(- sm'h patenf n statement. citing such refe renge nnd T
pointing out hqut is mvpll( such frgued mtvm e
_ “Whenever after the Is of n patent, any person mher thi'n a0 officer nr <
employce of the Pat®nt om 4hall find d reference to a patent or publlcnnon .
" which h(wcnmzldorn would h:ie heen n pertinent referenge for_the Patent Office = . 0
to cite during the prosdeutlo the applieation resulting i such patent, wueh
person may execute nnd.flle fic-the Patent Oflice an afidavit citing such refer-
ence and fmlntlng out how l is nppl]mble to snch ixsuged patent.e The Com-
missioner =hall cause el davit ta be placed in the patenfed- npplieatien” -
- file of such patent, unless he considers’ that the so-(lu-(l\Q»h-rpnlc is wbolly :
N lmm-rllm-nt 1o the subject mattey of the patent.* =
- ~Fhix is-fimuch silnpllﬂ(-d way, of npproaching the pmbh-m%hh “h- lms be«'n o
. view in bills prroposed fin the past to publish p'm-nls for opposition. . Tt i« probh-
Sable that the (mnml%innor nh‘(-:uly has power-to do this without, l(-"islmmn e
hut hie s never. done s g0 and. dtis-doubtfnd if he whikdo  so Without siatutory.

.z hps been uniderstood that a considernble number of such: disclosures lm\o been ~ .

“7e sent In for'such filing. 1t Is believed to be apparent that if m’;ch 1 repository is dirfetion; ~ After n patent lwuos. the publiv, In appraising the position which
to"be-mufntained. it should be under Government contral. The Qovernment in~ ~° . e .- - itocenpiesin theart, Is entitled 14 the beneflt of all pertinent. references, invlod-.
1940 instituted the National Inventors Council, ohe of whose functions was to. N . ing thouse’ prc-\lmul) existing but ut, Lound intil nf;cr the patent issuex,  “Cer-

e pmvld':}\\;opoe[[orv to which inventors conlll el diselosures” of {nventions s 1 tainly the. public should be inforpled of every pertigent reference found by the’ S
"thought to‘be usetul in the natfonnl defense:;” Various bijls relnting to the Offiee .- . staff of the Putent Otfice sifter n-jeltent issues, to keep:from the prblic Mitorm. -~

~ of, Technieal*Services of the. Departinent of Comfiefep have provided for ex- : " tlo {1 the. posression of the Patent Office whieh affects the seapi or validity of .

\'ﬁ:ndlng the scope of such a Government repository for isclosures of inventlons, ~an lsuu(-d patent; I8 contrary to -tlie orderly ‘ndministration of Justice. It not - &

“Ttyvould seem that if any repository for filing such disclosures is to ! DR 3 lnfrwnmmlv happens, not long after an nssistant examiner has aHowed . an
o , . t oM ane prmld(‘d : 4 application and. it has lsxued, that he fitigh a referenee avhich he would, have.’

F in thel)opartmcnt of Comniyee, it should be in the Patent Office, -

! <. The British ‘patent law has for a long time provided for the filing ot‘ prml- T, clteadt pr«-\lnnxlv found, and-he may- note such .r(‘f('rt'nre on his own copy of,
‘sl;m'\l applicationis, the benetit 'of whose filing date could be used in the later .o F - .sach patgnt; but it is not’in the. Pﬂi\m“] e in The record room. This pro-

>, fil&d ‘Comiplete application, as to matter nctually disclosed fn the provisional ap-. . "~ vislon det<Cnot have I view any. spekific xeireh for such.refercnces: to bened
plication.” Caveatshiaye 1,“.“ in effect in Canada for a long time. .~ ) ’ - pntents, by the Patent Office, but slmply the references foygud Incide nmlly in the
Section, 122 ontidential status of applications:.It is believed thnt the Dl‘(‘ﬂ- R + - < course of regular work. ; {! A1 erson autside the 'atent Office finds o’ pertinent” o

] ent impoﬂitim of fecrecy by the Rules of Practice Is ﬂuﬂ‘lclent and that fn his. - . T reference, anil ‘wishes it to npponr ln .the ‘m((-nted ﬂle. lhe pubiic: is. ccrl:,un!,‘ s

f - disctretion it should be pmsible for the Commissioner .in %uitnble eases and with T - . entitled to fhat lnfnrlﬁnmm . i 1 e -

! .- proper procedure, £6 make applications accessible to persans outside the Patept - i Sectlon 206—Misjoindér of '““Q"t"' '1.‘"8 has been di"""“"“'d ip ‘some d““’“ ¥

! + Office. *The phrasd at the end of section 122 as now drafted “or In such special . S veoat “the beginning of this statement. o s :

H circumstances as may be determined by the Conmnisstoner,” begs the whole ques- T 7 Sectlon 249 Notice of “palent. sults: The fullo“lng ‘})"*"-"‘“ ar

] tion, If the Commissioner is to exercise discretion, this provision of Iaw is not .. - Line 5 after “patent” insert “or application.”  * 3 - :

i necessary: and the existing rule is sufficient. One of the proposals to cembat - -« - In line 8. after “Judgment” Insert-*or the aeton or, proceedmg,\s ‘"’Ck"" from )

! long-pending applications, hefore the House Committee on Pntents particularly,. F T the calendar.” . : % RN S

I - 2t the hearings in January, February, March, 1932, has been to open to publie .-+ .~ " At the emd of the sectiow, add:t - g - ;

L inspection all applications which have beeir on. file for 3 years, or other term. N “The clerk shull also include in such notice: a brief ctatvmnm of the namre of .
It was ‘then said by the chairman of-thq Patents CTommittee t'lmt he belleve(i _the action or proceeding: and i€ the pleadings, state one or thore’ specific gro- 7. .
~ that the Comniissioner already had that power without specific legislation, but.  * - 8 - - " visionk of Iaw under which such action or proceeding is bronght, shail igentify ¢ =
it was neverthieless urged that specific authority of law was desirable as to 'ﬂuch E . such provisions. Within cne month nfter not!ce of nn appeal or other appeliate :
3-year cases. . Arguments partjcularly as to, the probability of stirring up inter- 4 precedure is filed in n court of eriginal jurisdictiori or in an arpellate gom e
fewnm‘s were -snbmht(‘d azainkt the propmnl However, if there is to be statu- the clerk of each such court shallgrive notice thereof to the Commissioner.

Also add at the erid: “This section shall apply; to courts ot\appoll.xte juriﬂ-

'-, “tory negation of the poiver of the Commission h - -
ssioper {n this matter, it should.be en - dicsion as well as to courts of original jurisdiction)” -

.-

-acted ouly after con:ldemtioh of these 1932 and later proposals to use o ning . : '
ot opivdins 1o bl oction'as e o bt Wi el © [ Eaporirs ovn w peoid o saes w06 exiins roghien (e lnct S
" 7" " ' SO
that the same is ﬂlclenut“'v;(ee;u‘l‘fa:l?l !ilxggoﬁtlfzg?‘;ll?lgch l:wpea' thle vtvi?rds and R N Office by clerks of United: States ca‘unrtﬂ are often insufficient to give a pem y
slaw (R. S, 4893, ?i’ 5 U. 8. C. 36) and have been‘there for z!\) lonr a’hlle pxilese;lé - .-~ exam'ning the notice in the patent e ctin e pich Wh'e('m commetieed, or
g €, Saou ) = _ ap$ intelligent iden of the naturesdf the action which has been commericed. or -

be retained. Paten ; '
“other flelds of me?’;i‘cqun?t avold a de mlnlmis rule. wholly separnte from all o - fts status, or if there has been jndghment what ;.ho gﬂ'ect of tl;le jgdgm::t is. The-
fetticn 154+-Cyntents §nd-term of patent: It is sugpes - . notice usually does not state, if there.has beeR. judgcment, whether there was an
__be given to adding in hneq 2 after “Sevg:teen years,” t;;i Jggd;h-?&i?::ﬂ?;&"; E : *\ opinion, or whether it wns by con\ent. The person inlere«ted may find it neces-.

., - - . Y
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“of In-.
ity or. for rerice. . The' ariginaésdntent of this
rovigion, . whiclr was drafted by Robert. F;. Whitehead after long experiencé
.- indicated [ts' necessify, 15 not met by. many. of the notices which the; ’gten

* Oftice" recelves from_court clerks, and more specinr;:‘, provis :

. -

| Tl ng, . fa
tifit Commigsioner of Patents, At ‘the héarings before the Holie Committee

) ] d wa -clerks pr e and? L .
I these nafices of: suits, wn‘s’dgmsﬁed:b - Fennlug,, former First" " ' .

tents, May 9-10, 1940, on H. R. 9384 relating to disclaimérs, at pages 2192, -

general, as to the more controversial poirits presented by thiz bill,\ncluding’
.the defliition -of jnvention and pafentability; the definitfon” that a. “provess” in-
cluges & new, use, the provisions as to eontributory infringement, and-the limiting e
f. pleadable defensés any infringement, it is believed that, it would be better 'and
;. make fof. more progress to take theke provigion, ?tut of thie present bill, and\hdve |
* . individual separate bills and henrings on’ €ach of these controvetsial points.'as .
© - Mr. Lunham ha® suggested.  While in their present fofm, I ami not in favoriof
3 J 1" sections of this, bill,. I bavé‘refrained from detailed”

\these present controvers _
“hope ‘that.they would be later taken up in individual

e

*,
b3

' * scomments theréob, in the }
"+ _hearjiigsiand also because I fee]l that.they are sufficiently controversidl so that ' -
- others wili point.out o}).!eétlons theret T e

s,

B






