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- “asked to deal with the subjéet here today. Paragvaph (b), (¢), and

-+ (o) can be comprived with: the old bills in this fashion: Paragtaph

" (b) of H-R. 3760 conies from the first section of the old bills, which

had no number, and provides that.any person who shall actively in- /

uce infringenient of a patent -

» shall be Tinble as an infringer. " f
L In‘the ol bills section 2 was purely: introductory,
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“and then we had
cections 3 and. 4.7 Now, those sections have been very neatly eonibined =
= . by your own committed cotinsel into the single section” (c). of the.
o fpre.:‘ont' bill. " We.preyionsly had a positive statement coupled with™
“‘negtive statement looking at the opposite side of the situation amd'
your counsel felt that that was an unnecessary thinge to doo You
. could just as well say what it was and be done with it ~And it lins &
~tarned ont very nicely. 0o e
. Section (_d? compes from section 3 of the ald bills and deals with'a
_ ("opic which tint come to. be known in the paten dlow as the misuse:
= doctrine, ared. I'will have something to say nbouf't l)g\.t_ inamoment,: -
"1 would like te say why: 1 think this is codification gf the finest kind. "~
~We do huve i ths law the doMrine of contributory. infringement at | |
" the moment. In the Inst case’in the Supreme Court, by \\'Tncl_\“smnu »f‘
" people_think the doctrine was abolished, it was actunlly s eeitically
'/rec( ruized by the Court. Only they said they conldn’t apply- it> - .
=il O the other hand, we have the contlicting doctririe ealled the mis
/use dotrine, and we have to deal with both of them if we are to tackle .
" the problematall. . . - P . PR
In the eases known as the Mercoid ¢nses the doctrine was to n large
extent upset'and rendered obscure. . In the ‘course of testimony on
these previous bills it became unquestionably clear that there was a
~great dedl of disagreenient about the-state of the lawl How much - =
¢ contributory infringement do wo have! Do we hava any? ‘The -
very decisions out of which this confusion arose, the Mercoid -enses,-
show that there is confusion because the Mercoid case was.decided by a:
divided Court in a five to four opinion, and the Court managed to ren--
der five separate opinions. “There was one majority opinion by Mr.~
- Justice Douglas in which Justices Stone and Rutledge con¢urred. ™
- There" was & separate concurring.opinion by Justices Black and. =~ -
Murphy and there wefe three separate dissenting opinions, the first by .
" Justices Roberts and Reed, the second by Justico Frankfurter; and the
third by Justice Jackson. o - o
-t ‘hat opiriion itself left things in a rather confused state. - . R
7 -Nowyit was not an easy, task for even the experieticed members of
- >the patent bar to take this situation and tryto clarify it and codify it -
" becnuse the courts had not lnid down'any clear-cut line, That ix the
preblem with which we wrestled.- What we haye been trying to do all
along is to pick a sensible line in accordance. with public policy asjt
seems to.exist today, and to make it as clear as we possibly can, = And
that I think wediave done within the limits of the English language)
. You cannot deal with situations which are,of necessity, going to vary\ * =
- and make language so clear that it is beyond any interpreting at nll../' o
That is what wehave courts for. . -~ == [ " . Pl
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- lents, it dves not-a \\\.\\\‘lh\ Httlo w :m‘ 7Y ll\h\k th:u w *}d 18N rﬂlu\ lu;. the E\ﬂ}\" ..
-, # 1y an absandity, -
- S0 A, as bosay, the best r\\uvmn umL has lw«u nu.:\-\hxl tomelas ta w h,\‘ tho rule .

’ «lm- not apply is llm( nw water Just muslu\uv\ the cn\lnmm m t’x:n whic h lln-w-- -' '
cheinte Jl\ p:-rrnrm ’ - . e

s

i

it could be removed TWitheut pain. Aud he sucdeeded in dumw a,
add appnhmﬂ\..l hixis now a suctesful business, :
The inventionghis claiimed in two ditferent ways: 1t is dmnm& as
“method and it3€ elaimed as awaterial The mun in itz opinion talks
maostly about the method, but from a brief quetation frony the np\mun i
\m\ will clearly saather the nature'of the invention.
Or., perhaps it wuuld Lo mare clearly =, forth if 1 wml you one

ln llm \h'rvuhl ense, - L

: L Fagically! he cannot et zmmml (lm \lcr \m\l cas, | W lmt he says
SRR SRS i otF\( is: “Let's throw the water out of the vlaim| and ln"u,lho,

. -'v,‘ clain Ao the method, - . T —
e Ok Y" Luf the patent m\'s: — . - . 7 - celaimoastthough it did not_have any water l;l it wnd then woe have o7
. Methnl af forilng & matertal for (aking lnum-«lmm which mmr'ﬂ'«‘* I . 1 ‘\.l.\‘u .n)f l‘hl‘l‘“"'l"'h m-mnmm‘ mul wo dot .fm( 1-?\0 o Wit nhou( the e 7
. ealcium ulpham with an e\qm\xm mlull;m,u{ an al;.hmw tu forth a ~tir clastie ereont rutes, o '\
. pe” S ) \ - That is the same sort of prmn that hits !hmﬂmh n 'nhxf\' every
* Naote the wokds “aqum\N solution™ = .7 7 . _ o e S time they got ac fact situation. of ‘this l\md. and mv\\' they dwnlv nm- .
Mr. Bryxox, hat is very plain? a A B . © 7 way and now they decide another, - S
" Mr. Ricar, In this mmhu\} there i$ \\zm'r m\ulwd. and likewise - . t]\éhrt( M:\.fl;'\t \l‘\‘-:"k-:\mi! !l\ltl‘:"':'l:':n:p‘lc;ljli‘n‘ -)u:-mf\uu: l" w! - fl‘h‘.‘gnxz -
\\'\th the material ‘eliims an agquecus solution is called for.  Other ¢ I f‘ ,‘ N m“”:/ FEIne. \ l”l R *i.“ 'L "; e v l.i lN‘ mh' k
dwnumle aplmwml\' mu]d be mlded to (lu~ un“n&\ which these - -7 L e “““ engines avecovermd by Englis !X patents 4 _dp not thin
LN ) t

. ) N s e . SUDNE AL ser B - 11 R R



S ments have been iyade”

- But. take, for examiple the fucl-metering

“would be aw fully havd to SAN WS not o basice
“heeanse i was one of thvkey thinges that had to

Cand sold that to manufacturers of jetengines..

RREIN

RN

¢
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- .

- : o ; » < ’
any trotible will eon \/u ap over it, inasmuch as assignnents or ygve-
ot ' }ojr the Aise of the patent, Usuppose-if you®:
were asked a quegtion coneerting some mit or bblt’ weed inoa et
“iveri fC ongine, son would say that thatzas not an_essential part or
basie patt, nore i3t key tosthe basie: igvention, so therefore the e
n|mn|}:wn{n‘1‘ of the nut or bolt would noti be uilty, of contiibutory:

“infringement. S

' device which s manu-
Noiwv, that, U wolild judge,

wmrt of the invention, .
Hw developed in avder 7

ALactured by the Bendix Aviation Corp.

- " - U TN

to make a jot aiveraft enging work, RN . »

Now, the Bendix Sviation Corp. may have a license onsome, of the - -
Rritish patents, too, but supposing they developed a jet Tuel-metering '

device that was substantially diffevent l'rm_n.;é;n‘\'%{n'i'\'-l,mnsl_v oxisginf.
Wauld. they possibly

be guilty of contrilnitory infringement ¢

2

. . . . 4
- Beidia chooses (o nuanufacture wi

B S

" - T e

Mr. K. You have posed, stega very eomplicated questioh which =
may bersusSoped cither way, aind L any not- tryinge to dodye theissie, 0
But. i€ the patentee invented. theo very fuelmetering deviceswhich <

‘lhum‘ a levise—s- 0 N et

Me: Cruseackes, That, would be a divect-infringement, of cotuse,

Me R Bat if this fuelmetering device is elanmgd in the patent . %7
i some lanjruage, which says in (‘(\mtim\_(iin_\. a combiustion chamber
Awhich was «ﬁd‘; a tietering device-of a specitic chavacter? nid w0 forth,
then the defotise is, well, woe do not sell combustion chambers, we only ™ T
“soll the iietering devices, and knowing soimechody else is woing to put - -
them in the combustion chamber, T wouldsay perhaps it should be
held to be an infringement., ‘ : :

 But youhave ot 1o go into the factscand the court has to go into - R

the facts,and it s a question of whether it is a case liRethe fiest con-

tributory anfringement vase that ever was decided, the old kerosene-
fampy case, or whetlier it 1% like some of the other varly eases, ‘

©Now, just et nie give you two'examples: You know what a kethsene
lamp looks like, with a globe to hold the dils and the braks works and -
the glass chimney - 5 70 e A
“AundAn the first ease, which is discussed in the previous heavings on
“the contributory infringement bills, the invention was in the brass
works: they were solil, Tbelieve, attachegd to the base, but withont anuy = -
chimney, and thedtaim in the patent included a chimuey as a positive -
element.  The defendant sold lamps without chimneys too, just the =
way the plaintitf did, and thedefense was: = We don’t infringe because, :
yourclaim includes o chimney.™ . : N
‘And the eonrt said never mind this techuieality, this is virtual in-
{ringement bedause when this lmu‘Y i sold there is o eertain inference

that somebody 'is going to put a chimney on it. S :
On the other hand, ond of the next cases that eanie along: which is’
the first -one i which the words “countributory infringenient™ were
ever used, the dovice which fvas sold wis aj
used in alk sorts of places “And there was ho proof connecting the
sale of this relay with any direet infringément, and_for that reason
the plaintiff did not preyail. -But even'if thete had beeiwseme such *
proof, it was still a conunon article of commeérey, let us sy, and many

- #
R 0y

.

ttle relay which could be - 2
i

~

\.

©- M R

T ooents, as set forth here in section
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_ Nonge later dealing witheitticles of (Imt:k‘inil.li(rlding}fhﬂ.‘
- to et A patenie ‘c\t_ip(rul the safe of Ccomnion articles sych n% stove pi f)‘o- -
~and sheet ironyanf wots and bolts would be' too great zm'ililm'f('r\ih‘cor\-
- Wwith teade and Shonld.not be tolefated, IR R
This thought goes back to the veryagrrhiost days, Tt waks lostsieht’
~oofAn the gay mnet i(\s;tl||‘i‘s-.,-1l;:ut;‘_|_fjnﬁm':fﬁ’wt"ri'utI\"ihll'n'h‘cl. it was
- geat]yiabused, the eourts justifiably cracked down on it The whole !
situntion ot a” bad smelly and o due course, this new doctrine of &
‘misgse was evolved which sort ofcountericted ity nmd we are today :
left with a dilenna which wi ul:,\‘éi.t'l‘.)'ing{hi straightenvat, N

e oM Cruseacker, T owags mervelyleiting those exiimples to try agd

 clearw 1_|lv myz own thinking on tlie application of this sectipn, - ™\~
M Rens Welly o eacli éase you would have to 6ok al the detailsy
. angd see what whs invented,and in étfect whether the allegedlinfringer
is appropriating somebody else’sinvention, or whether he is ot~ Al
(ll_(\p%]( hitig? wehuive definitely tried to do is to exclinde the ﬁ(ﬁuplo

“who sl common articlesof comtierce, stapless things tiat had noth-
g Lo th the invention, tuts, bolts, coment, simd, nails, hanler, -
imysespeeinlly adapted, as"Mr. McCabe pointed out ‘this moim-©
i 1o B Chings into other prople’s apparatug, infless they are saomati:
“euind part ofhe invention; . Apd 1 think that Me! McCabe his over-
Jook&d the faxt- that 'we have-added those words to-this stitute, .
- Uwould justlike tosay a werd abont paragraph-(d) of secétion s ¥
ths: Before woing to that: may Fuakg inguivy conceniing
seetion (o) uf:_’:llx T T e o
Do 1 undetambthat that is justoafi attempt to elarify what ‘the
judicial decisions have said constittited-contributory infringement £ -
“Mr, Ricn. 1 eouldinot say, siv, yes or o, beeause the judicial deei -/
stons linve said so maniediffprem {hings at o many different thues ‘

A

Mur, Rocsus. That ix the point 1 ani gettingat, .0
Me. Brvsox. There pre ipnny,ofthen invcontioversy, - © - .
Me. Riwn This tield of patent-law is the onl§ one 1 kiow of in.
whiich thé Supreme Court las specitically overruled. itself. - / _
Mi Rocrrs, That Teads to the vest thing, R
Mr. Ricn. That jneans that-when you ask me a_question-like that
1 haveto say: OF what pericd of time are you speaking¢ 4 73 7
~ MreoRocers, "This éomguittee. was given some informiation to the
effvet thaig this bill was ‘merely a_resfatement. of statutory Tawplus
common aceepted hiterpretations©of the Supreme?Court ot higher .
coiret ilecisions, that in its nature, the_éntire,bill should wot: be acon- -
traversia) e, =And we come to the question of infringement of pat-
_ ] 231 and wé recopnize that the law
before was # That he who does infringe shall be Tiable under the tourt’:
decisions, whigh takes éare of se¢tion (a) as T understand’it of 231,
B \nd then (b) isond whe induces another to infringecwhy., he: s -
linbld as.an infringer. <> ° - _ I
* And under {¢) we haye; as.you have testitied, and many -others,
some decixions of the eourt that veacheil to a contributor. That is,
one who sets about 33 you demonstrated, and in many otlier instances,
to get around —let.us put it point blank—that many people sit around
and try to arrive at some manner and method in which to get around: .
n patent, o : v U TR L
My, Ricar. May 1 say that section (¢) does-not primarily deal with -
- that particular kiind of a situation, it deals ' more with a, situ_ation;
. - . . . e - N -




Lo - - s e .
L . : - . . 3 L

mw\n* (..v“ mmru tmn\' np m.\mo\' R /e

' ely pl‘l]\.\]“ |h'lt tho Illh.‘l :
iy sit-i@chimed in |h\\4).m\m' s
na ﬂhgl\(l\' mmmpJvh, fm m lll\o the lamp witfrogt thie chimney, -
T suthat titere is a !wl\mml defense based on the omission of something
meptioned ip the claiing - ST his <O Donnell " Moulding Matérial.
ccase, the stufl \mswnld in the p.u kifgre as-a dry wowter - whiely, (ho
< deutist mixed upr \mh “gater, bud the ®ter wis m\'lmlml in the claim.
w ROt was hot_aw .\(h‘mpt by dnibody. taay oid. infringement, it.was a
+situation‘jin whichithe p‘\tontve tonind it u'n‘nmll\ impossibly to |
-+ enforee this patent: unliss he. _ednld proceed against somebudy- who
o was not technically & divect infringes, bat Whe was'a pm\u/n \\\m dul
everythimg calenlated to bring abont the infrifngement. -
- . Mr Rosers, In that instanee Tid'would e g aliveet; mfl mzor md
not contribufory. - Is that not the: cas that vou illustrated
’ 1 Mr. Ricn. Not under the-teehpigal - mtmpn\ attond of ther p.\rmnt
aw,
m.lkm;. or using or selling the inv ommn cl'nmml in &ho pulum but
: emm\(hnu_ different, -~ © « T 2 o
-5 MreoRosrks, Some part of it 7 T Tl '
C Mre Riai A nd the minute There iszany, \hm\n‘nu\ lw(\\‘\‘vn ‘what

he is \‘ollm r or making or using and him lan nugn, the it be-
14 8- 4 ”

o COMES ~omothum ‘other-than a dm\'x mfnlmmnom ad you have’to \'

patadiffersnt label on it ad it i calfed umtnlmtm\ infringement.
Aundt the important thing that the canrts all seize wpon and the thing
hat makes all the trouble i< that the thing whicly does nel - meet” the

*tergs of the elaim becomes, tan m\p.\h‘ntml (Iulg o - L
i M Rocers, I am not “sure I follow you Lo R
¢ "Mr. Riene Tt s niot covered by thexlaim, the \l.nm dmwnt ht 1t

is like n pizele, ¥Youeannot put, the onedown on the other, ind make
them i, there is a différence. .
is'no infringement, (hon‘fnn‘ you h-n\\ o go .\ftor (hmn um-lm‘ thls
doctrine of comt nbn(or\‘ mfnnmwnonh s
=X, Rocrrs, Have yon seen theny R fter the one \\'ho. ac unﬂm;~
. to this definifion knowingly, propn\\ the avticle—and this drticle:is
a material part of it—for the special parpose of using it to infrinjre
the patent,. You make all those n'qun\'mcm\ m\co\\ |r\' in unlvr llr‘\t

* he may be gmltv as y contributor. .. < iies
. Now, Wwere you pmwm \e~tonl.\) when tlmJ\N ice Dcpxu‘rmont nmn

te\nhmi! : :

'\{r\l\n‘u.‘l was hot pn«‘vnt but [ l\m\w the’ tmnmm\\' R f '
- -Mr. Rocrrg You kniow the.testimony ¥ RS o
> Mes Rwewy [ have read it - B R I

Mr Rourgs,  You Wuwtlmr(lm%{: i the matter. It xm;ht Iwul
" to further antitrust violations; or unpnlu\ lln\'o you any coms:
ments in that regand? . - .
Mr. Rient. T do™Rave gmnnu‘nf\ on tie s‘('m\uwnt. \\uh w hh.h l do
not agree with respect o its mnvln«mu\. L T
1 do not agree that this section, if chml w mlld Mtuml‘tho law of
contributory infringement. E oyt
+-. There again we have a point of view! If \n\l take |lw
that there is norsuch things as coitribatory mfrmm‘nwnt todai, thén”
- this hill wonld extend the doctrine by lrr\nwmg., it.baick into forve to
o m certain extent. ‘But as I remember the testimony of Qw rolm-\mtm
L tive of tlm Depanment of J u~tm\ on t'bo second u)m rlbmnrv mf rmge-
: "~ N T

The tvason 1% hat The. defendanit who.is dnmg these-agts is fot

.

»

The mivite there is a difference, there -

C e

point of view: ~.

.

Lo ofr Congress that ‘'we teniove this qu\-~(|un of ¢

*__fl Jevers mditsel € as Lmendioned vavlier?

o ireuif: cour't dhlqmt I mpml\ nﬁff‘\"ihu-—\h\n‘

T TN 3 ' . : Z"n":f v - NS !
l’A LNT\L‘\“\?{_)D /AT[C"\"A.\' RE\JﬁOV E - 1_

\ -

mem lnll...u 3 tn (lwcll'm‘( Uiat’ tlw \uplvn (‘nm( h:uhmt nh..h\hm\<

—i

“thed setrinie of run(nbulur\ inf rnwun;rm thit j-wassritthere for
Sap Yll ation i a prupm' WIS uul’llnﬁ\:\ what we :lr\‘ll\“hl" L] (lu.)'n the s
il make” sm\‘ it-is therw for.aj n(mn in'the Proper case. :
© Mr. Roax we Then I take'i it fropn your st ltonwnh. that ﬂn-w i ~anme -

) dn{vu m\\ of v}unmn wynon ﬂva Nw'“ ml i the pl dc)ive of h-nt
‘I-uv ayto “llh' 1wt or not” the \npwmo Lumt !\ui.lh dm‘m«m\ l|.|~ Alom‘
.n\m v\ulmuuiﬁlnnm A mfun,.rlumg A

.\h-; ten; THere is o et difféyuce of npn ot
sy, M RectrS, Thereds a L'l\‘lf dllﬁ-muce L :

y \h“ e, l}su\- is w greatditforene Mphe D }m on thu

Liangl -llm uprr:ﬁ'nd; mu,hp" art ofthe-jadicaary. beyfayse dm\ Vi
L the fu il cncmt. in lho ‘ease of FloreneeMayor \quz{/ Ilegnlu e

S U I’Q 4395 the coubt held the «\{efuul*mt Jiable folr 'nntul\uhh\ s
n\fnm cnwl\t and said the Mercoid.ease; hid: n‘hha}mi

p-mpol rule was! “that wf Ilc AX UR YN LUV S8 which: was 4« \\\ 3

- Supregie Cotdt vverr aledin the \mepJ f !_\j‘ut i

.’lrt‘sn‘f the .' !

lic nwo R

fm- the winning partyiin that easeshe, \-l,d to e Hatfv, “Oby o<k the
ld/m\\‘ : i k)
llmt if ‘we lmd gong’iip we “would have beentroversed,” T A

“Mur Rm.}r\ Thew iy elleet this l'\‘(mll‘?\ aton.: pnm*m'ul\' asdte
,su‘m w2, would? 1:011\1 ont.to the courtoat l(‘l\l that it-was the senge.”
fuston. as to° whather.® 5

NI
“Thal i it they dld there, nfd m wn\wpumlvnnvw h tlu\‘tit/or%ev

\ry

\_wmrﬂvutm\' infringement-existsd. at- I}L nm] state in positice: law

L that thisisa sitiation in which the degisionsof th
. somichgt sea that only Congress ean'solve the problem;

.

K

w2
<

s thaf thore is such a thing. ~1~1~nmnlm(ur\' mflm-wnwnt. o at least %

it Be the yenseof Congiress l»\' tho cnactnivnt Of this lnw {hat if you

“have in th\A Mer mul ense: \lmw away with coutributory:- m{“rm"mm-n(

“thén-we reiustate it asa m-lth‘r of < b~t.mnw taw of lho Uniited: Statés

andd that you shall hereafted iira pryper ease caghiizeor fiold lml le
" oue. who, Bas conttiby teil, tullwmfnn"\\nwlﬁ of gpatent: T i e

..-lh.\t ighe \Ilb\f‘lllil\l‘ lwv that we'wonld Jrite if-we .ldop(od ﬂuq o
‘ <Ntmu 23l asiat nm\' exists. Is that not nlxm gehtl o o

*Mr., Ricty: That i a_very excellentUMafeinent, :md [ dm very }_lml .

lh.\l your made it bee; .ulw the o opinidirof all of us in tlmp-uem-l-vﬂ'—}s\

court |l‘\\‘\‘ W as

M Rovers. Now:, I like Mr, Crumpr acke® have lll\lnlll"](‘ﬂt‘l\ md
\Q\P this quéstion :. They place aginterpretation on this to this effect s
Suppose 1 were the manufacturer either throught & special order or I “
lng itin my régular order of businesscmagtee a staple : arficle, "OF
vmu\v\*if itisa ~t.|plv.m1n e lrey it would not apply? But supppse ™
she Eame it on a specialorder sned told me that he woukil by using it, god =

ln “the use in a certdin nigéhine thew lgwonkd lave an obligagion to

g and ascetfain whether or not it violated this patent ot this machine .

y thiat hiad been patented, And that that. is an- nlxlw.\lum that ieplaced -
up«m me' as the mannfacturer and t)ﬂﬁm or hmi itt the law before:~-
. Xow, could you vulwhta-n us ax ta what ol ion the manufacturer
may havé had to make an inv e~trgatwn of that exmitwn prxo? to the
Mervoid_case of afterw xml! A~

What I mean by that is: Du\ he. prmr to-ﬂn‘t Inm‘. la\' lumeclf .
Jiable-as a contribytory infringer priox; to the. Mercoid ease or had his’

* shatus ch.mgrd any lr\ the \lcrcmd case, or- would tlmt dopend upon -

— . Y el
. ~ . . ! 2 ca
. . - 7. . .
LR B .



- of the thing which was inver .
. Which has to be brought together from the:ordinary sources of those

. & x ] .
160 PATENT LAW copmxcnmx‘m,nnvlsmN- :

" the interpretation that you have illush_-ated,h‘ere, that one set of the

members of the bar-say that it has dong/away ‘with contributory in-
fringement and the other says that it has not. And this is just merely

_for the purpose of trying to clarify it. But in the clarification, does it _

place the marfufacturer of these articles under any greater -handicap
than he had before if this was passed as'a law? | .

- Mr. Ricn. I don’t think it places him under any gtedLer hﬁndi_éa?, o

than he was under for a long time. '

v AsI suggested, in the old_days, back before 1917; éay, there #‘ﬁs a." N

contributorg" infringement doctrine which really flourishéd. Almost
anybody who made any part of a patented invention, especially’ an
element of a combination, might be held liable. And business ived
with this for 25 years without much trouble. I don't think he is under
any preater handicap than every businessman is under in taking the
risk of infringement every time he makes anything,  ~ " ° R

* There are ways of finding ouf, and he is certainly'i]ot.ften»ib]y ‘handi-

capped when he has to go and do this knowingly. He hasto know what
he is doing this for, and then if he is doing it knowingly, he only has.
to consult his counsel as to whether what he is sup'pl'yipg constitutes a
material part of the invention, and so on, complying with the rest of
(¢).} An(Ii) this'is.an ultra conservative type of contributory infringe-
ment., You have tb. balance the equities in this situation.. It puts a
little hardship on some businessmen to find ont what their patent. was.

But on the other hand; remember this: there may be.ttventy or-tiirty -
percent of, all the patents that are granted that eannot practically be .

enforced against direct infringers because of the nature of the inven-
tion and the way it is.claimed in the patent. Lo el

" Like this dental compound, it is simply not feasible to go around the
country suing every dentist who buys a package. of this stuff, and the

practical way to %:ée the patentee some way to enforce this patent
right that he has been given is,to let him go after the brains of the

enterprise, the person who is really responsible and not the innocent .

end user. - .

"~ Mr. Rocers. Well, T take it, then, that this would include the chem-
icals that you are talking about, that are necessary in a dental case, ',

that if I manufactured one of them, and Mr. Crumpacker manufac-
tured another and-the chairman manufactured another, and you man-
ufactured, the fourth ingredient necessary to makﬁ, this up, we are
engaged in a business, probably making that particular chemical which
wecall a staple article. =~ * _ .
Now, by virtue of the fact that the man has the patent on it, the rest
of the world, if they want to, can go down here to|the. Patent Office
and see that combination, and suppose that Mr. X then seés that com-

bination and he then comes to me and the other manufacturers and .

buys in large quantities and proceeds to infringe the man’s patent,.and

we know that when'he buys it, that he is going to use it for that -

purpose. .

Mr. Ricn. You z{ﬁd each of you, it seems to me, dré beyona question, ~
- specifically excluded by the language of paragraph (c). N

Mr. Rocers. Because we have a staple artitle or—— " o
Mr. RicH. Yes; because \{Hat You are selling is not a material part -
ed, which was'a combinatioh of chemicals

“chemicals. - -
L I . \t

I3

3

%

. YWell, then, you féel, when e

* “those things, although we kno nid ) rehased i
o gtl)?lslz.t() itf;'inge a {imtont, that there would not be’any. liability on ..

the manufacturer from it? -

" as a result of. the Mercoid case. ;

" and it would not touch the result of the Carbice decigion. -

. there is a conflict, the misuse doctrine must prevail

" contributory infringement into law you

. , e o,
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e

N . . : . - . ‘. : . ‘:—. -= /',,r N tap]e S
~Mr. Rocers.” But here, T as the manufar:t,u}gx it maybea g
a‘i‘?ilc]e and it may not—’—;but I 4s a manufacturer of. a certain part, D

have'it to ‘sell, and as I have pointed out theﬁthen four would have

it'isa staple or it is just a commodity of commerce, which has some .

. » \
other substantial noninfringing lgse \\ A _
!siell a staple article,or commodity of -

er"; Rocers. Yes. - .

-ce, that .any who hav edsIn : R R
commnierce, { y M the individual wh(& puichased it is

us, although we may have especially prépared that, ‘or knew. that-it
would be especially adapted f

Mr. Ricu. I definitely. do so feel.. lefinit vroté this. |
1-\r:e to take care of the very sifuation which you have-given us as
s e: ‘ who makes chiemicals to_or-

an example : The chemical manufacturer’

" der, knowing what is going to be done with them or not knowing what
b .

is going to be done with them. One of thé worries of the chemical
o b

i i “in\ fact th comes.in and tells'us - -
».certain parts of it to sell, and’in| fact the mag comes.i d tells'us -~

"ffhat- llepis going to, useé i’t_ for - We then wou & knowingly sell him =~

a component part of a thing that we know he 1s’-gm\ng to'use toinfringe .
- g 7 . P Pl . . e .

' a’l;\‘}isli'{lcu. But you,are still excluded because it js a staple. Either

gagedin the business of handling

: f . s
We definitely »wroté this. lan-

or that purpose, that that would relieve ™~_

i P . . ’ « . " -
manufacturer is that his custémers come in and say, “Make us up so-

“and-so, according to this description, and we won't telllyou what we

h $ A .
e going to do with it; it is none of your business? i o
aI'?\I%'O IE%G:RS. Well, t}’iep, changing the subjeét for a 11\0;1‘19n_t3‘(lllol) 03
think that the adoption of section (c) of this section- .1_31 \1 51) i fea
back to the practice that existed as I believe you said, back in .

X ¢ mpare it to
My .. Well, not .that far zﬂcl\. ‘You cannot compare it to
a gefelﬁ.niltzécel:‘a', but ’it would allevigte the confusion which.has arisen . :

“This whole mi‘susg\doc‘trbi.n‘g began
in 1932, believe,’in the Carbice case, where the dry ice was nn’olyed,

Ithe :

There "would be no possibility under, this’section of utilizin

ateht to monopolize the sa ; \ :
’gommerce; or apcommodlty of_.commerce which had: been known 80

le of dry ice which was a staple article of - *

years, - It would still be misuse as in the.Carbice case, even though |

this sectionwere enacted. - -~ . .
Mr. Brysox. Have you finished, Mr. Rich?

-Mr. Ricu. I was about to make one remark 6nl paragraph: (d) -

ume 1 in this last discussion,-and all I want to
when we became involved in this last dist sion ;'ine,‘anqthe.reason

. Do . ith the misuse A
-say about it is th]st.ht{: ?ﬁlss ‘l:;) reme Court has made it Abundantly -

it i8 necessary is . _mad abut tly
::ﬁe:u‘ that theie exist in the law today two doctrines, contributory 1n

use of the

: fringement on the one hand, and misuse on the other, ang-tl %whem

' ic interest inherently involved in patent cases. A
pu(glt‘}()’elrndecisions following Mercoid. have madg it/ quite cl
at least some courts are going to say that any e
force a patent against a contributory infringer is

ear that

“itself misuse. - The

' o have , N
cases are cited in the old hearings. Therefore/we have always felt;?\, )
» N,

we who study this subject particularly-—tha ‘to put: any measure

/ !

whatéver ta en-

must, to that extent and to .
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that extent only, specifically make exceptions to the misuse doctrtine,
" and that is the purpose of paragraph (d). . . ! o
It goes with, supports, and depends upon paragraph (¢).. = % .
" Mr. Bryson. )Y e are very much obliged to you,?!l r.‘xRich, thank you,

" . Mr. Ricu: Thank yeu, Mr. Chairinan.

. ‘mentinto law, and in substantially, the same form as this bi

» Mr. Bryson. We will next hear from Mr. Fugate, of ths'e Depmt-.

 mentofdJ ustice. “Vil‘ffyou_ come forward, please; and idenitify yourself

s i

for the record ¥ { -

|

.A . T : 1 e
- STATEMENT OF WII.BUR L. FUGATE, TRIAL ATTORNEY, ANTITRUST

" . DIVISION, UNITED STATES DEPARTMENT OF.JUSTICE

am ':l‘,trial’att(;xfh y in the Antitrust Division of the Department of

- Justice. ,

Mr. Bryso~. Do you have a prepared statement ? ’
. Mr. Foeate. No,sir; I donot.” -+ E | :

I just wish to amplify some of what Mr. Brown said yesterday.
- Mr. Bryson. Do you contemplate requiring much time? :

© " Mr. Fueare. Np, sir; I do not believe so, particu]arly:in'v%iew’ of

Mr. Rich’s comments.
I will address
just commented Ali on.
Mr. Bryson. All right, you may proceed. L
*Mr. FUGATE. F;irst, I wish to refer to the statement of the Depart-
ment of Justice at the hearings on H. R. 3866 of the Eighty-first
Congress ,a formeér bill to enact this doctrine of contributorfv mfringe-
1. .
The doctrine of contributory infringement arose out of a common- -
law doctrine that one who aids another in committing a tortious act

- may find himself guilty of a tort.

. One case, at least, has defined “contributory infringement” as the
intentional aiding of one person by another in the unlawful making,
using, or selling of a patented invention. '

. It has been settled that there is no contributor infringement with-
out direct infringement. Tt has also been settled, as Mr. Rich stated,
that, the sale of a staple article of commerce to a direct infringer does
not constitute contributory infringement, eveh though the seller of

- astaple article knows that it is to be used in direct infringement.

Se much for contributory infringement on the one hand.

The other doctrine which Mr. Rich mentioned is that of misuse of
R}ntent_s which has a lon history. It was _Perha s given body in the

ercoid deCision. The “misuse of pfifents,” insofar as it has anything

- to do with contributory infringement, is the doctrine that one who

has a patent may not license that iti
] patent upon condition that the pur-
chaser may not deal in goods of another; or, in other words, thatp the
Rurch:}se'r purchase unpatented supplies exclusively from the patentee.
A similar doctrine has been written into law in section 3 of the

. C]ayton Act.

Now, the Mercoid case merely held that the practice i '
. 8 . 1 ¢ y hels g ctice in that cas
was sgx,bstantl.ally similar to this-“misuse” doctrt)-ine, or this “tie?i: '
g}‘ause' doctrine which the court had formerly announced. In the

ercoid case the Patentee and: his exclusive licensee had engaged in

-

- -

. Mr. Fueate. r Chairnian, my name. is Wilbur L. Fu;gaté, and I

rjmy remarks s'peciﬁcally to section 231, which :he has .

i

N,
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the practice of selli}l an unpatented Stoker switch together with a
licénse that the sale_o%th‘e Stoker switch gave the purchasers a license -
to use a patented furnace assembly. - - . cL T
Then, in order to enforce that practice, the patentee sued suppliers
of the unpatented Stoker switch for contributory infringement. ~
Now, the Mercoid case merely held that where there is misuse of a
atent, where there is, in effect, a “tie-in clause”. arrangement, which
1s a misuse of patents, no recovery can be obtained even though con-.
tributory infringement exists.”The.Supreme Court in the Mercoid
case assumed tlxat;‘égntifibutox'{y_infringement did exist. . ] \
Now, at the hearings of H. R. 3866, the Department submitted a-
list of cases subsequent to the Mercoid case in which it seemed—ato+’
us, at least—to be apparent that there was no confusion as to the .
“dactrine of the Mercoid ease; where contributory infringement did *

" exist, and no misuse existed, why then there was no obstacle to re-

covery; but, where the patentee was misusing his patent, he could
not recover even though contributory infringement did exist. :

Mr. Rogers. Pardon me for just a moment. Do I understand that
your inferpretations of the present. decisions are to the effect that’
the Conr% does recognize contributory infringement? ° L
Mr. Foeare. Yes,sir. © - : X s

Mr. RogeRs. As a cause of action? . -

Mr. Foeate. Yes;sir. o o

Mr. Rocers. And that this definition of “contributory infringe-
ment” is any different from that recognized in the decisions? =~ .~ -

Mr. Fucate. Yes. We bblieve that-the definitions are consndex:gbly
different. . . , <

Mr. Rocers. Would you point that out?

4

Mr. Fueate. I will point those differences out. I will divide it

into two phases, if I may. First, the _dgﬁ‘nitionp&’“contribu}ory.
infringement” proper and then the provision relatiiig to the misuse

~ doctrine. ,

You were interested, Mr. Rogers, a while ago as to whéthei" or not

* sqmeone who knowingly sold an article, especially adapted. for use.-

in a patented combination, could be guilty of confributory infringe- -
ment even though he did not know it was to be so used.

Under the present Jaw, I do not believe that he would be guilty of

contributory infringement. Gee oL :
In that gnnectio%, I might cite t]neke\of\Lcatne against Park, 49
Fed. 454, in which it was held that a manufa urer -who _cut metal -
plate according to a pattern and ordered by _
use was not himself guilty of contributor infringement in the absence
of knowledge of the piirpose for which the metal plate was to be used.
I believe that represents the law on that subject. o
Now, as to the fact that the article is especially adapted for mfrn}%;
ing use, I wish to quote from the old case of Hengy v. A. B. Diic
(224 U. S. 1) a case which /was overruled as to the misuse doctru.ls
but not as to this partieular statement. The-Court in this case said

e - on’ i3 pti if an
that such a -“presumPtion”—that i3, the presumption that i
article is espec?ally' adapted for use in"im infringjng manner there *

is 4n intent that it be so used—*arises when’the article so sold is only

adapted to an infringing use.”. e .
You will note that%t is merely a presumption and that, if the intent
doesn’t exist, at least under that case, here can be no contributory in-

fringement; and I believe that is still the present law.

by. & buyer for infringing -

>
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" Mr.) Rocers. Recognizing that the p
dction| against tlie one who has contrib
believe you take that position, although- \me of the members of the
bar say that that is not the lnyv. But, assunn [ggﬂ’mt to be the law from

N- AND REVISION

sent law ‘gi\{gs the eause, of

the iqtérp_n"mtions of the various courtdecisions, how does section 231
i ‘any' manner misstate thus. law or enlarge upon it and, if so, haw?

" Mr. Froate. 1 believe: that it does. Sub-séetion (¢) states that
“whoever knowingly sells a component of a patented machine.”  No-
where in Subsection (¢) is there any reference tT

‘component part.is to be used in an infringing manner.

" Mr, Fuoate. If that means that whoever shall sell n component
- part of a patented machine knowing that'it will be used in a patented
- combinatjon or someéthing of that sort, why, I would think that it docés
“state. the present law. But I understood that Mr. Rich took the op-
posite view. ‘ ' T, ' :

Mr. Rogers. What I am getting at is that this section (c) says
“whoever knowingly sells” and so on “for nse in practicing a patented
process, constituting a material part of the invention.” Now, under
that definition he has got to knowingly sell & component part knowing
~ that it constitutes a material part of the invention, ¢ - '
 Mr. Fuaate. That is why’I am not clear as ¢» the meaning, I am
not sure that it means that. e

that. .
- M. RocErs. As T understood Mr. Rich, he said that theve were
some who just felt that the Mercoid case did away with contributory
Anfringement. - ' }
. Mr. Fuoare. T don’t believe the Mercoid case enters into this par-
~ ticular part.” It may be n matter of language. At any rate, if this
means “whoever knowingly sells a component of a patented machine”
knowing that it is to'be.used in an infringing manuner, why, I believe
it states the present law of contributory infringement. K
Mr. Crudeacker. It is purely’a matter of semantics, as T see it.
. That s, the “knowingly™ refers to the fact that it is to bo used us
_.component rather than to his selling of it. ’ ‘
%{m IE‘UG,\TE. That iis the question that I raise: yes.

r. CRUMPACKER. Your objection is to the phrasing of the thi
rathier than to the substance of it? ’ : P & e T

Mr. Freare. It isto the language. S :

M"r Cko_l\fg';\c’tfr:n. To put it differently, if the langunge means that
the knowltng]'y , r(l'f:ers t'(l) the use of the article as a component part
m some patented thing, then you say. that it correctl 3 the law

Mr. Fraate. 1 believe so. - - ) " y states the law,

Mr. (]‘m_.'.\]nqcl;_r‘.n. Your dbjection is that zvou“don’t think the lan-

uage clearly i S : isw vingly™ is s
tgo rgfor t(; ¥ inc lcme'j that. that is what the “knowingly™ is s’upposed
© . Mr. Freatr. Yes,sir. -~ . | oy
selllfl;t Bnrso.\'. It seems to me that if he sells it at nli he knows he
. Mr. Fuaarme He knows he sells it : but, a8 in this case that I men-
.;1191%9«], thé cutter of the metal plate according to a special pattern

Ps

<

12

" - -
b e .
)

\lod to the infringement,} I -
S

» knowledge that the

~ Mr. Roarrs. You think that thie fact that it says “whoever knowing-
Iy sells a componest of a patented niachine” without also putting—-—

- In fact, as I understood from Mz, Rich, he doesn’t think. it means "

i
okt Mm..mw

3

j

-the law.

‘say exists?
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didn’t know that that was to be used ‘in an infringing manner, that it -

was to be used in a patented combination.. Sl T e e
Mi. Rocers. Inasmuch as you recognize that the law still gives'a

cause of 'action against the contributor “‘who helps infringe, would

‘there be ahy objection on the part of the Justice Departent to clarify -

that law ?n definite words so that there would not be the confusionc -
that'the gentlemen have testified to?  Or is the objection by the Justice .

- Department to the fact that you are fearful that if this is in the law jt

may lend to monopoly and drive out those who may have the incentive-

“to manufactiire soniething new or comparable to the patented article?

Mr. Fraite. T believe we oppose it for both reasons. The Depart-
ment objects to writing the doctrine of contributory infringement into
It is not particularly a patent. doctrine. It arises from a
common-law source. Therefore, it (ll'o"csn't. seem to have’any partigular
place in the codifiention of the law of patents. | ' -

Mr. Roarrs. You think that there is not a great deal of confusion
among patent attorneys as to what constitutes contributory infringe-
ment; that is, more than as to what constitutes -negligence in’ any
ordinary datage suit, recognizing that it is impossible for us to write.
a rule of law for every rule of conduct 6f every individual? -

Mr. Froate. Yes, sir; that is the position. Co

Mr. Rocers. For that reason any attempt to do it would not cover °
the entire feld, and if this particular field were covered in some man- -
ner it wount lead people to violate the so-called antitrust law ¢

Mr. Fuastr. Yes, sir. Our primary objection to section 231'is sub-
section (d) ; that is, the misuse doctrine. Now, at present under the

“Mercoid -cnse, as I have stated, if there.is misuse of patents, the.

patenteé cannot recover either for direct in fringement or contributory
infringement, . ni . Co ) o
Now, this section attemipts to sny that if there is contributory in-
fringement the patentee may. recover even though there is also misuse, *
In other words, as I read the section, it would have the effect of
wiping out 2 good gtéal of the law relating to misuse of patents, par- -
ticularly with reference to tying-in clauses. ' L
Mr. Rocers. As I understood Mr. Rich, it was to the effect that. this

subséction (d) only went so far as to say that it is a misuse of a patent

and that they conldn’t. recover and that it didn’t go ahead and also -
make a contributor liablé; or does it.? . i . -
Mr. Fraate. As I interpret séction (d) it says that if there is con--_
tributory infringement the patentee nfay-recover even though there is
isuse. It says that if he seeks to enforce his patent rights against
?;ln?ﬁer-}m'\nien't or contributory infringement, that is, under 3 of subsec-~

tion (d)] I'('.‘\—tﬁl\l{;.!\fl‘(ml subsection (d), “The patentee shall not be
denied relief or deemed guilty of misuse of illegal extension of patent
rights.” . e - : N

Mr. Roarrs. Do you think thére is-any. possibility that the Justice

-])epm'tmont and the coordinating committee can arrive at a solution

of this problem afall so that you may remove the confusion tl_mtf you

. -

M. Freare. 1 can't speak for the: I)ep:!r!n!om on that. '
that.wherever there is a question of confusion in the law weare always .
willing to cooperate in any attempt to remedy it, -We have taken the - .

;- position that we don’t think there is any. confusion-in the law in this

. 7.
- . - . i
.
- . -

I amsure ..~
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. respect, And even so we Q\'Olll(ﬂ_ be'n’pposéd to doin away with the “;\ . B 7 T L PR S \ o : 4
* migusd doctrine in preference to the contributory infringement doc: - 3N Mr. CruMPaCKER. And it names three things, the third of whichiis = -
. ' ) R 4 N that he-has squght to enférce his patent rights. ' e o

" trine. . 1 .
: L . Mr. Fuoare. Well, now, if that is applied generally, it incjudes

‘ Mr. Rparrs, In other words; you want the misuse doctring to stand : A ) a.-
~under the flecisions as announced - lf ': case where there is n misuse. . . o :
" Mr. FideaTe. Yes, sir. [ S Yo Mr. Crustpacker, Whyt -~ BT [ -
Mr. Roagrs. And you think that section (d) would change those M. Fuaare, Beeause it is all-inclusive. No one shall be guilty of -

oich\ : : . o T - misuse if ho has sought to enforce his patent rights against mfringe-

dg\(',,isionr certuin respects?.
_ Mr. KueaTr. Yes, sitt. e o o
! A o And so f Y oneer ot bt (leink

Ir. f 0GERS. And so far as you arve coneérned, yvou den’t think that

ahy cotifusion, exists as to what'constitutes contributeayl infringement.
under the present law? . | AT T )

- Mr. Fraare, Yes! - Dihight also say thagil think this kection conies
under the heading of a controversial issié.. I don’t’bilieve that'it .
- should be included in a’codification bill, N [PSUU
“Mr. Rogers. You-say *controversinl.” . As T-understapd-the eqn- -
tl:ovol‘éy, it is as to\:\\' iether or not. the Supreme Court \still recog- -
nizes an action for ‘contributory infringement. Now, y(Su take the
ti

Jadd “ev_t%\t.ho‘ugh he hus misused his patent.” G
«%- " In the Mercoid case, for example R Y & SR
- My Cum}%::m:n.’ It ‘\u(ys that he shall not be deemed! guilty aof . -

\ ,

1
Yoo
’\-3 ment or:contributory infringement. As [ read it you mjght a

misuse becnusé he hits don one of these three things. It doesn’t

that he shall be deemed not gruilty of misuse because he hing done this. |

I think you are reading it buckward. That is, he mayfhave done ajl”
" three of these things and still be guilty of misuse, ns/EF ifterpret the
language. N, : . JoE B
xff'r. % raate. That is not the way Mr. Rich inteyprétédiit. As[ -
understoo(l his testimony, he said that \\'here‘t__l\wre/ was; contributor,

-POSIUZ" that they still do recognize that and that there is\no ‘confu- i p unden ! 4 e Lue 4 0
sion ag a result of their lecis‘i(({n;;. : A . . infringendent the doctrine'of misuse w\huld‘ bé Timited, thnt it would
Now, that is your position, is it not { " . an‘exception to the toctrine: ({f misuse. \l hat is also the v\\;ﬂy I inte
My Bryson! Although\a recent. decision was decided by\n 5 to + .\ preted L : oo N !
division of the Court from which came live separate reports, hnd that ~ Mr. Cruseacker.- It seems to me that thie Innguage/is clear, and i
fact does not indicate that there is any confusion?. - : : -says that he shall not.be denied relief or be l_lgemed guilty of misu
Mr. Froare. That was the Mercoid ease, [ believe, which-Mr. Rich - ‘because of having done any of these three things. It doesn’t say th
. had referenice to and in"which the opinions all agreed on the|misuse Feverse of that, that because of having done’these things he shall b
doctrine. » , N H -, ‘deenmied not guilty of misuse. NG ) ; .
V¢ H 3 3 N ey : : . IUGATE Mercold cas an cont i H M
Now, since that time the Supreme Court has afiemed the Mercoid ] Mr. Fraate. In the Mercoid case a suit for contgx@uﬂory infringer
decision ina number of cases.; : T . i . ment was part of the general Ylan of misuse of th(? patent. In othet
Mr. Brysox. Would you list them, please, for the record? ] » words, that was part of the plan of operation, the sale of the stoke

* Mr. Fucate. For one there is the {/nited States v. Line Mate- " switches which were unpait.ented with the licensé to us them in "
rial Co. A ‘ - ! patented assembly.-That license was givew only fo purchasers of the - -~
Mr. Brysox. How was the Court divided in that case?- ) stoker switches from the patentee or his excluslye‘l‘lceusee. Any othe
Mr. Fiaate. T don’t believe there was any dissent from the Mercoid +—- weresued for contributory infringement. i '
© case.- That.was 33 United States 287. : . ’ o Now, the Supreme Court held that that plan of operation wa

‘/Another case is the United States v. Paramowunt Picture (33'4' U S substantially the same as conditioning the licensing of a patent;on
A % e *  the condition that the purchaser purchase unpatented S'l!p[‘)lles f;‘dq;

131). S . . -
/ I believe there are many others in which tlie Court ci » Mercoid: £ the patentee, - . P |
y ¥ ot cited the Me_llc_md‘ ; Mr. Rocers._You are objecting to section (d) "because these th

case with approval, , : ] . ,
T ‘ things indicate that if he should do any one of the three ot all o

i Mr. Brysox. Are there any other questions? : g h :
[ Mr. CruMPACKER. Yes. l."ou s:L\y 1thnt,‘?l?: Dép!(rbnent is op osed them he could still recover, Subsection (1) says “derived revenue
. L P from acts which if performed by another without his consent would

‘to this suhsection (d) ¢ .- . ] A "7 : .
o constitute contfibutory infringement of the patent.” 2 Subsection (2)

PRV

! Mr. Froate. Yes. _ ! ) _ the ect i
[ Mr. Crunpacker. In its‘entirety? : says “licensed or authorized x persomn to perform acts which if per-
i Mr. FreaTe. Yes; I believe so. - . . formed without his consent- would constitute contributory infringe- | -
Mr. CRuMPACKER. You mean to say itoe : i 3 t of the patent.” =~ ., R
g 4 . y that a patentee should b 3 .- ment ot the pt < i T .
sa) apn d be denied - Subsection (3) says “sought to enforce his patent rights against

relief because he has previously sought to enforce his patent rights - .
against an infri : Tt .

’.2{3"' _— : X infringement or contributory infringement.”~
Mr. F veaTE. Not if he has been guilty of misuse of patents previous

Now, in the misuse of rnton(s have they taken ﬂwseiﬂ'r(ég items |

tothat. .~ ,~ , as outlined there and said that that co,Q,ﬂt‘xtu_téil misuse of a patent
Mr. Croxpacker. It doesn’t say that. - and us a-result have denied the patentee the right to recover! Have ¢ .
Mr. Focate. It says— : s ' . they heretofore had decisions to t.l\at‘gt{b(:ti \_’s S hor -i.t -

Do patent K < lnte - P Mr. Fraate. I believe you are reading into that or rather interpret- -

mrri’:gemegfzfra"gfmﬁfﬁtﬁ“geﬁi’ef 'r'e‘]fgf"z'ol“ﬁ:'ﬁf;::ﬁt ‘l‘ll;llc Olllti‘lh\:tory - ing that as meaning that a patentee shall not, be d ned guilty of: -

or illegal extension of the patent. ,  ° Ty of misuse . misuse of patents merely because he brings an infrifiggment swit. -




{ grapht? - S ;
; + Mr. Freate. As we.read the section e .
- Mr.CruMPACKER.. Never mind the preamble: I mean just specif- =

if thg Court shou
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Now, if that is all it means, why, of coursé, the Department doesi’t

-oppose it. . . IR PR R o
.- Mr. CroMpackeg Do you find anything intrinsically wrong in any-

~ of these three acts enumerated there? Is the Department opposed to- -
. 'a patentee doing any of these ‘three things enumerated in this para-

ically those itéms enumerated, the three items. - Does the Department
c0111§1der"any one of those acts as undesirable or contrary to public
Po]ng‘ R o . e S '
"Mr. Fucate. I do not believe you can read them without reading ’
them in conmnection with the preamble. Of course, if you mean ‘does

', the Department oppose a-patentee suing to enforce his rights by éither -
' direcbor contributory infringement action, of coprse, we do not oppose
that. We have'no objection to a patentee enforcing his patents.

However—and this is not only my interpretation—you have heard
Mr. Rich interpret it as meaning: that it makes an exception to the
.law of misuse of patents where contributory infringement exists.  As
Isay, it is ot only my own interpretation of the section. - : .
Mr. Rocers. If under the present law a man should do any one

-of the three things outlined in section: (d), is he denied the right

to recover because he miay have performed one of thosé three acts?
Mr. Fucare. Not in and of themselves. e
Mr. Rocers. What is that? . -.
Mr. Fueate. Not in and of themselves,
Mr. Crumpacker. How about a combination of :_.‘;e three or any

~ two of the three?

Mr. Fueate. Not having had any part in writing the language,
I am not certain what it means. Bat I am convinced that upon Mr.
Rich’s interpretiition’ and upon the interpretation which the epart-
ment of Justice has placed on it, it does seriously impair the doctrine

. of misuse of patents in favor of the doctrine of contributory infringe-
.- ments. e O .

Mr. Rocers. In other words,,the Department’s attitude is that it

"should.be- the duty of the: Court to ascertain whether or not-there

has been a misuse of the patent?
" Mr. Fveare. Yes.. = = | ‘
- Mr: Rocers. Without the Congress saying that if he has misused

{ .

T itin| hese three separate items—well, I wﬁl'put it this way: You
‘do nqt feel that the Congress should ,say that if he has ‘misillsed it’

in these three Wa{s that he should thereafter be permitted to recover .
d decide otherwise? N ’
Mr. Foeate. Don’t misunderstand me, that I think that any of

“these things in and of themselves are & misuse of patents,« All I am

saying is that if misuse exists the Court should be able to deny re-
covery on’the ground of misuse of patents despite the faét that con-

. tributory. infringement may exist, ’

o\

. » denied recovery 'w
i

Mr. Rocers. Do Kou know of ainyhiristances where th\é courts Bave
ere a patentee has performéd; by virtue of the

fact that the patentee has performed any one of the {hree acts?

. Mr. ~Ft_rcA'n:_. Well, the Mercoid case itself was a case where the

patentee was attempting.to enférce his rights in’ an action. of con-

. B - . R . LT ." -

Y I

)
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,1, ; PO -_ . ’\f el ) . :,"w ... 7-.:7 g.__‘ : \‘.,: 1¢V b ’.-:""“
tributory infrihg’emqnt..' Now, as'T read .tﬁ,is,s’e(-;i n, | e,wou_](tljhaj'éf\..‘;}
- recovered in that-case, in-thg Mercoid cage, under:this séction; =%+ ' =]

- - Mr.; Rogers._If this section had. beeni in the Jaw ekpressed by. Con. &%
: force his patent rights agajnst contributory infringement.;:

- .= : o} s T aXw L - A
it misuse because he was requiking the purchase of spmething for the

- . " Mr. Fraate. That was misus, and the misuse was-sufficienit to de- -

is one of the few, points in this bil| where the languageis clear and | |

. ment seems to be placing upon it. kS

"7 it. I would like to ask him if that is I\is interpretation. - . ..

" revive contributory infringement ip paragraph\(c), and this whole:-.

- as defined in (c) and nothing more.

.action against someone who is guilty of,(ltontrif)_p»to_ry, infr_ix}gementﬁis\

“The reason is to be found in a decided case, Stroco Products v. Mullen-. -
; %f.antéd, a motion for summary judgment of dismissal ;béfo‘t*eft'l:iﬁl' ol
: %atenm to maintain an unlawful monopoly of.an unpatented article. - ;
- the method. :

. practicing the method and furnished wiring diagranis;and advertised

"He knew w S USCA A% = e, L]
.evidence in the case whatsoevér, there having been no %a_l, of ahy;;;_

y .,
§{ =

gress at the timg the Mercoid case_was decided, then by virtue-of
either one, twd,.or. three, there would havg beena recovery because -
it may have come within one of those? : - -~ =~ =T\ L Ao

, Mr. Freate. All the patentée was doing there®was\seeking tolen- . -1
IS \ A o TR S %Ie_"‘v‘is.
denjed recovery for infringement because he-was.misusing his.patent. %
But all he was attempting to do was fo bring a’suit.for contri putory” -
infringement, and the Court\assumed that that exister in that case..” ¢
* Mr: Rogers. I'may haye misunderstood tife Mercgid case. Wasnt:. "

furnace? - - -

LA

feat recovery for contributory infringement. . .

one of those three items sét-forth =
Mercoid cgse in any manner? b

". Mr. Rocers. Do you think an
in subsection (d) would f{it into th
Mr. Fueate. I believe.so. -

Mr. Crustpeacker. I would like'fo make the observatjon that this ..

*:

unequivocal, and it seems to me capable of only one interpretation, </
and that interpretation is entirely coyitrary to that;:s;\vl}lc}}é,the Depart- Tt

Mr. Freate. I believe Mr. Rich pladed the.Same?iliterpfefat'}on u.ppti. /=
n, it would maké a}l'excépt.ib
infringement existed? -

W YORK CITY, N.-Y.

Mr. Rich, as you interpreted this sect
.of the misuse doctrine where contributo

| STATEMENT OF GILES S, RICH, 1

Mr: Ricu. I will agree with that to this eéttexlt: That as I testified |
it is necessary to make an exception to misuseé tp the extent that yotr... -

section, (d) is entirely dependent on’' (c). Where (d) refers to'con-' -
tributory infringement,,it only refers to coqt'xll‘t:utory 1nfr1n,geme;)§'f-~

Mr. CrumpackEr. In other words; all it says is that brir gi'ng an "’ _

not a misuse of the patent. . : Y. SR
Mr. Rica. Thit 1s true. And there is a reason for this 1anguage3 o

bach (67 U. S. P. Q. 168), where a district judge out.in California
the ground that the complaint was merely an attempt - to “use the’
he patent claimed a combination of :elze_l_r”xlents_' for are Weldmg ;g;n'd'

The defendant soid control units fdlj ‘use in the combination and for :--

= clTee T O

his product.. I R PN
tlli{l:\S:\gledl l:uid intent on the parf of the defendant ‘were-§t1pu,_lgted. 3
ﬁ: ! iére was no

t his products were going to be used for.

attempt to misuse the patent otherwise than by bringing’the suit. . . - o

Ly
e
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"S_The court dismissect the suit “according to the principles announced ~ -
- in Mercoid and for the reasons therein stated.” - ' o
‘That is a clear case where merely bringing a suit against one alleged
to be a contributory infringer was per se misuse of the patent; Now,
that is about.as far as the logic of the Mercoid decision can be carried,
~ M£. Foeate.The judge in that case hid no trouble deciding that this
was fiot misyse in bringing them to éuit. : : ) .
- M#. Ricir,” He held 51:1(; the bringing of this suit was per se misuse. .
 That was the end of 'it.
- period. T & N _ '
@~ There have been other cases like that. T have them here. 7The
" Lincoln Electric Co. v. The Linde Air Products Co. (80 U. 8. P.' Q.
59) is the same situation. PR
- +- Mr. Bryson. We have been

]

You' can’t sue a contributory infringer—

retting along beautifully all during .
“this hearing. It seems as thougﬁ we have run into a period of confu-
" sion’ here. * It might be like the judge down home of whom it was
said that the more light you turned on him the blinder he got. "That ¢
Lmay be what has happened to the committee here. If you experts
“here in this- particular field seem confused, imagine those of us who ./ ,
sit here and who have had no special training, ‘ i .
Mr. Ricy. Mr. Chairman, you do not in the least surprise me; and 1
if you hate a minute it might help this committee and it might help
.. the Department of Justice, if it i§ in an amiable mood, to know a little
~ bit of‘tﬁle history of this section, which, as I'said, came from those old
contributory infringement bills, ) -
The whole thing started in New York, not in Wall' Street, but in
New York where I come from. - :
i Mr. Bitvsox: Well, coming from the South, T would say
- come into court with unclean hands. . :
Mr. Ricit. Noyv, we have a patent law association up there, as you’
have heard, which decided Lo tackle this problem of contributory
infringement after the Mercoitl decision and propose some legislation.
-~ We worked on it through the Patent Law and Practice Commiittee
- for aboyt a'year and a half,to 2 years before any bill was proposed.
The origin of this contributory infringement seftion was a proposal
made by Mr. Roberf Byerly, as the older hearings show.
. It just happens that contributory infringement has been a hobby of
- Jmine since\the Carbice case was decided about 1932. T wrote an ariicle
on it at that tire, disclosing that'L hadn't the slightest comprehension
of what thie'court had done. Therefore, I shall riot even cite it.
Since thent I have learned quite a lot. . :
. _Mr. Byerly wrote a proposal whith was in subs
“of paragraph ( c) Whicx])x revived cox tributory inf
~"was submitted to me and to other 1
“That is fine, but it won’t work bechuse the reas
-.tributory infringement is that everyftime yon t
" againsta contributory infringef, the court says,i

that you

ance along the lines
ngement and which .
committee. . I said, I I
we don’t have con-
to enforce a patent
is nisuse and throws

embers of th

‘you out.” oL . R : : :
Now, the funny thing about all of these misuse cases s that what..

H . N /
. . HEN

¥ . .
/ - ol
/ 3

_the defendant does has nothing to do with the’ decision; It is never o e
a:question. of whether:or not_there’ was infringement. They don’t [ s
decidé whether the defendant is guilty or not guilty, whethe# he in- / -
fringed or didnit infringe. ‘ R ' /{ S

-, with unclean hanc
- equity.e :

"+ They sued the direct infringer, ani the cour

- make any difference whom- hé sues.” T
¢ Mr. Rocers. Now, let me interrupt you there.

115, that theré is an action, or that a cause of aétion exrﬁg: at all where,-

© ¥ou are in,

1.

T - 2 . v . . '
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" They shy to the Flniiﬁ"’iﬁj “Yi)’-u‘xfré'ii bad bby,'

s. You will not h\;xvg{_; 18

s " AN N T ol
realized that this had happened u\nm -suit was brought

' Nobody
~whereupon the plain-

first agminst. & contributory mfringer and-los

o - LR LAPTAZ o . EIRE N Fowr o t Y .
tifl’s attorney said; *That xs.to_(rib:ul, we will have to sué the direct * -

£

if\fri@g‘er.” | ) e~
suid, “Tao bad, you.
don’t appreciate fhe ground of the eurher'.(]e(-l.\;on.' 1t is‘the plain-

tifl's fault that he ciirt recover, not the defenc

)

I thought T asked
the question. whether or-not the law gave a cansg of ‘action to the
‘patentee against a cvontributor, one. who contributég to the infringe- :
‘ment, and I thought the answer was that in those cayes they did have
a cause of actiony Now, was L wrong in getting that impression, that.

Mr. Ricu. T ean only tell you that they do, even todax. - -
andwer that
s: Would the -

|

Mr. Rocers. All right, that is my Impression as to thy
was given. Now, foHowing that, the next question is thi

Hfact that yow then institute o suit against one who has contribpted .

L e -
nd you came-here - -
aifl of 'this court of + -

imt’s, and it doesn’t .
LR AL

! inthe proper cases, a man can contribute and can be recyvered against? -
i

.

-4

-to the infringement result-in azcourt automatically dism sing it be-  *

cause you have instituted a suit?

- Mi. Rici. T can only say that théy do. It Vdepén_dvs? bji\'hat, court o

M. Rocegs. What 'i%vas that? .
. Mr. Ricu. It depends 6n what court you are in. L _
Mr, Rogers. Well then, do they dismiss it, though, because the

action has been stated? . L , N

Mr. Ricu. Oh, no. I L
Mur. Roaers. Or do they dismiss it because you have filed a lawsuit
Mr. Ricit. 'No.  They dismiss it because in attempting to’utilize\the
patent to cover something which it doesn't literally cover in its claiins,
- you are thereby attempting to extend. the nionopoly which. is

. Mr. Rocers. That woulll apply iy all'cases? SRR A
Mr. Ricyr. It can if the défendant’s attorney raises the point and the,
judge is.sympathétic. - But if it is down in the fourth, eircit where
‘they are not_sympathetic, they may just brush off « defense l).:lsed
on the Mercoid case. -, - oo DR
Mr. Rocers. Can you conceive of a-set of facts whereby one may be

- LIS, Ml .
an bifringer and a patenfee has not by any act of Itis’performed an

act that was contrary-to public polity that would cause .the court -
-not to dismiss the lawsuit £.. Have we ever had a case of that'character -

that you know of? =

: Mr. Ricn.- Not that 1 c;'l/n recall s wciﬁic:my_. -The trouble usually is.- S
“"that the ©laintiff is in basiness, and he s a pat v ks
-~protects éome aspect of his business. -If he isn't in business at all and

atent whicli-he. thinks

1s just sittihg there with a paper patent invention which has never been”

commercialized in any way, then he can hardly be guilty of unclean -

hands, That situation hasn’t come up yet, . : ) -
£ - . . . L . e

B, _ROP88—hil—ser. 9—W2 - ) o~ \
.o ., - - . ]

o

can-

 trary to public policy and constitutes misuse., . R R e




‘ Rooghs. AsI uf)d‘ersténd S0 far', nnj‘-abtion, for con ributory"
~infringement has ,ne_vex/been successful. Is that right or is i wrong !

o Mpr: i

" tributory infringem

Mr. ERs." We

‘Mr. Rign. Oh

as I said, \for 8

t since the Mercoid case...
» at any time before the Mercoid case? o

es, of course. This doctrine has been in the law, -~
years, and many patentees have recoverefl against”

/ P o
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&

- contributory in ringers. R AN , /
" Mr. Roceks/ All right, but since the Mercoid case have there been
any recoverias? : ' ' : - s

Mr. Rictf.\Yes. In Floréence-Mayo Nuway against Ha dy’,/.there

. wasa recs}ﬁ'e ry+ That was in the Circuit Court of Appeals for the
% Fourth Circuit in 1948, I think. :

b L
'

4 In the Tenth Circuit in 1948, the case of National Machiné Works v, 4

“Harrif (19 U.S\P. Q. 350), there was a recovery. E |

My, Focate. May I just read from that case Mr. Rich 1entioned. - 1
_I\It}ybe it will clayify the issue a little bit. Judge Phillipg said: NS &

/t'is urged that G elief under’

the doctring announced in Mercoid Corporation v. Mid-Contincnt ¢ mpany (320

U. 8. 631). ' In the inktant case Gerner and National are using theé patent not

./ to monqp‘u}ize the sale of what is not patented, but to prevent Harkis and Cal-

/ houn from- infringing d aiding others to infringe what is patented, Harris
: / and Calhour-would be ilty of contributory infringement,

+ ‘That is one of the cases that I believe we cited in the.ldst hearing
as_ 1:;((11i¢ating “that: th doctrine of contributory infringement still
existed.” AR ’

Mr. Rocers. It does still exist, and Mr. Rich’s thought is that if
the man is ever engaged \in business, since the Mercoid e , he may
have committed som® act\ that is contrary to public poliry and the
court would'deny him relief because of that act. _

Mr. FugaTe. Now, that ‘comes down to what the court decides is
or is not the misuse of paten

Mr. Rocers. Yes.

Mr. Fugite. Mr. Rich mentioned the Carbice case.
case, I believe, was the case if which contributory infrin
defeated, not from the misuser\mgle, but because the coy
was really a staple article of commerce, gnd therefore i
tributory infringement at all. - :

_In fagt, when the court in the Mercoid case refers back to the Car- /
bice case) they say that the doctrine of misuse hadn’t be enunciated '
atﬂlatlt{im_e. M I . . .

. MI. RIcH. May T participate in'this dialog which I
_ because I teach atenlt): law ?p' g .

~. Mr. Rocers. You probably have sqme apt pupils herp. =
"\, Mr.Ricu. Cirbice was historicall; the first case of m suse, although

“the word is not used in that case. The'reason for the dédcision in favor’ -
of the defendant is stated in these words: b

Relief is denied"because the Dry Ice Corp. is att-empting,

rner andYNationa] should halve been denied

e Carbice
ement was
onent part ,
wasn’t con- 17

eatly enjoy  /

T

law, to employ the patent t limit,

o ’ used in applying the];:lx“gev:m;:l.secure mited fonopoly ot/ “ ;

That is the key to that case: ' It was affirmed an explained ﬁgain

%, "shortly thereafter by the same court, the same judgg, in Lutch versus

. % Barber, where they were selling asphalt emulsion for curing! roads,
: T , and the/ sphalt

ithout sanétion/"ot :
patented material e

here was a patented process for curing the roa
! \ A\
A

icit, The plaintiff has rarely recovered: irr'an action for con- e

E < a ; \\ - . ,
 and been guilty.as a contributpry infringer, lqeyzggt_,l}eless relief was -

. R N

. . T ‘ /. E “" . e g lief ."
. ‘. : . . ote ame reason, reiie
-emulsion was old stuff. They ‘sAu‘u}_{nl‘e_ifed,“ The s ¢ ny
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’ 3
. e . §1 ’i.”_ . ] . — .. ) “‘.’_-_
dez\l}idi{'(‘)zgl::.t 1¥it}:glugl\t Thad a ({l’car understanding of the questibn.
We d'o"recognize that there is a cauge of action-for cq_l}trxbut(!ry P}i )
fringement. Now, that is :,idmitte}(‘l.\ Blﬁ. t_th:l,\[ergo:_(tle :i‘s;,s s Fo
“it,iwas decided on the: theory that the pa ent S. .
321?35%&? (Il)altéim and, therefore, although one may have'contributed

-denied because of the misu‘s"e' quthe patent. . e - \\ _\ : ’
" Mr. Ricu. That is correct. ;- . /? R ARG
Mr. Rocers, That is correct up to that point 3

I R ¢ ‘:,*\ N je

' Mr. Ricu. That is exactly in line with C:}l‘l)lt;g, which, of course, is
e ca “which the Suprcire was relying.., ¥ Ao
T SN v Tt Vi e 1 )tqi\'mv imembers ‘of the
Mr. Reeers. All right.. Now, due t(_)ﬂ\y mhtrii)uﬁ}fy\"‘_)Lfrinfrement

. ar believe, that-it“did away with co utory ufringement
e brivhe 1d: now state as-a positive law ivesuse off
rou-feel that we should: now st: a positive law a:esuse of/

e O ibutory infringement as set ~fm'\{\ in section, (TH~]

1

ion against contrl 7 as set forth in section, (Tr
2?130:]‘1':5; :‘f, he has done one of the three things in section'd, that shall

151 isus is ps , anid, thereby reestablish what

e lered a misuse of his patent, aud, eby. blish w
‘\]'gfllﬁ)(t)zl«lj:i you had before the Mercoid case., Isn t‘ that Ab_out“\\l ‘ t*"_
~ i Rl N ol

. . - - . .2 - ) . ‘ i . . .- L :

: thf\fs mi?ltclzgtn J’f‘l'mt is what we are driving at, I a[?precxateﬁpox:'lt 1::1: ._
1 ne:".er ﬁniq.he(l the statement I intended t)(})n 1:13;& when 1 got'ug ) , ,g
istory behind the reason for paragray . PR Y
the\]"lmm&\:} er:'l(;llg);x:l was made to reenact c_ontnl‘)utoq »11\{3;1{1};92{?':‘1*‘:;
-or‘t'h::ez\(juivz{)lentf of paragraph (e), a simple enactment, “this/shall’.

A . v infr * T pointed out te the uthor
constitute contributory Infrnesiels .)'»ilnfri_hgement. was still with

A 't work because conttibutor 5 ecovery .
\ tll;az:sl t-l“]g«lzg]\(lll:l(t);‘t:ilﬁe. The only reason the plaintiff got no }-eco\ ?ry ‘
H = : ; 1 o 4 ' .
s 1e was held guilty of misuse. 14 t is-.
- was th;lg P%’;:eqtlllee‘ ‘c(a au x{]ice,i“ Wonderland that was tl\le;re1 bl;zg::
5o t'“fi’alll but its smile, to be brought back and lla‘el ?d?(()zn that
}r‘xllzel:)jﬁltel at you had 'to'd(”";-:.i)mﬁethi“g '}blgr:lgterl‘::;\fe l‘&\clkm:hl: act sl(\ill no
. e -want contributory-infrin b o :
insofar ‘;\ﬁ\;‘l;il:ed as misuse, thus throwing the man ou{; e(fdc)o‘:lx;t;{t ‘says ~
]orégert ched to paragraph (c) we have a paragl_'il)Ptorv infringers, -
; %1 ecovery, the enforcement against.contribut fringers, and
that]t ,d_!‘ ot ,(f;ff't},e‘phtent against contributory infr nﬁen;aking
the ;9 13;‘,‘.; m licenses, the use of 1t to protect the bl:SlnteeSeS : 1L of these
1g1,1r§:e‘ gut' of it, and getting y(;ur remt‘r%l?tso:}ypi{;lfe;;“gémeﬁt' which
no , o mi d then contributor ; - extent
thingd shall not be misuse, afl e again to the extent
we have had al} the time, would become eﬂ'ectlle[ £ ' i

hat e it %0. = ald
that they wish fo have it so. . .ou interpret this paragraph (d), would
. < as you interpre parag . .
't';\I elgrR&;‘)"rZCrg:ht‘XeclALn ¥rom holding the monopolistic pmet)ﬂ‘s :
mm Ny £ tS? . .
referred to as being misuse of paten 9 T was distracted.

.o your pardon, sir? v —
3 ; }é;m ;I’I\(E)iggk? As gou int’erpret. this paragraph (d) as it

i no
-eqdds, would it in any way prevent a court fromfh:ld::g]ttl;e r"f‘(l)uit?i:.
;.e (S, ractices referred to as being a mlsu'se,to 2 fto Tt
. :,‘]‘ei‘elfl patentee had actually been engagedl in tryl e paetent.- 4 :
R oly of unpatented articles through the use :i) Pt eraph
m(’)\‘}gp%i‘n If we assume that staples are exclude rag
" (e)? . v .
. Mr/CRUMPACKER. Yes..
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_held,the actsbeing held tabe misuse, ~ -~ L .
' Bf . FéeaTE. ‘I might point out that in the Mercoid case the.stoker
. “switch may not or may have been a staple article of commerce

/it was contributory infringement.. The court recognized that. How-
- ever, as Mr. Rich pointed out, it was the action of the plaintiff which
- made him ineligibte to come into court -and recover for contributory
- infringement. ST E ’

. case where the plaintiff was denied relief because he had accepted
. revenile from aéts which, if performed by another &tithout his consent,
- would constitute contributory infringement ofgfhe patent? That is
.. number one, / . T S T

. " Mr. Ricn. The Barber Asphalt case, I think is typical of that, and
> to some extent the Carbice case. In the Carbice case there was a form
‘of license-on the invoice.- In the Barber Asphalt case they tried to
* distinguish on the ground that they had no agreements with anybody,
=50 that what they were doing was deriving revenue in the form of
- profits from the sale of the unpatented staple commodity for use in the
nvention. - _ ; L
Mr. Rogers. So the court then said that that act constituted some-

thing leading toward monopoly or contrary to ublic policy, and for
that Teason denied relief to the plaintirg © FoC POleYs ‘ .
" Mr. Rici. That is correct. e . L ;
Mr. RogErs. Now, as to No. 2, are there any cases where licensed
: .authorized persons performed acts which, if performed without their
consent, would constitute contributory infringement of the patents?
‘Mr. Rrcrr. Well, that is the Mercoid type of situation, =~ !,
Mr. Rocers. Yes: , | . o «
Mr. Rrc, It must, of '¢ourse, be realized that if we had had a
. statute like this, the Mercoid case might have been tried ditferently,
on a different theory. But,it deals with granting licenses to people
who Would otherwise be contributory infringers, not direct infringers,

- " because they are only smakmg part or less than the whole of the in-
vention. N \ S
: Mr. RoGers: Well now, do you know of any case where they have
-~ denied relief to the plaintiff where he had sought to enforce his patent
_ :'.1gh%seagamst infringement or contributory infringement on this sec-
- tiondg? -7 i . I
- Mr. Ricrr. Do you mean section 2, licensing #* ' .

* Mr, Rocers. No, section 3 of (d).
.~ _Mr. Rici. “That is sought to enforce?

" Mr. ReGers. Yes, * - °)

~ Mr. Ricit. That is the Stroco Products'v. Mullenbach case,

- be to say to the Supréme Court that it is the sense of this Congress
. that where. you have heretofore denied relief to the plaintiff, you

shall henceforth grant him relief if he has only performed one, two,
or three of these acts in (d), and that is why. the Department of
. Justice is objecting to it ? : v :

 Mr. Foeate. Yes, sir. A .

Mr. Rocers. And it would therefore -necessarily follow that by’
taking: (¢) and (d) together we are asking the Supreme Court to not

A : . N

N N Lo A . : Y : - o ‘ :. e :
*Mr. RicH. The answer is that (d) -would not prevent their being

.- especially adapted for use ip a patented combination. In other words,. -

- Mr. Rogers. May I ask this furthér quefstion 7. Do yoﬁ know of any -

Mr. Rocers., Then the effect of (d) with the (3)in there would -

-permitted to recover?

¢ M Bryson. Any further questions? .

PATENT LAW. CODIFICATION AND REVISION - _1”(5 |

_A follow the line 6f_‘i'easonii}g of declaring that & man shall be denied’

his day or damages if he has done any one ¢f these three acts.” Isn't

" that what it amounts to? - . .

Mr. RrcH.-That he shall not be déﬁiéd‘ihis ;i‘ay or ddﬁiag'eé merely .

“because he has done one, two, or three, or all of these acts if the con--
" »tributorﬂ infringement referred to in I,(d)‘ is of a type whiclr falls
: the - 7 .. . .

within the specific termsof (¢).. .- 4 /. - . L
"~ Now, a sggcgestion has come to me'during this discussion which

-~ may bring the views of Justice and of the patent bar together. That

would be to insert in the third line of paragraph (d) before the last
word “by’! the word “solely” so that he shall not be deemed guil
of misuse or illegal extension of patent rights solely by reason of }ns
liaving dorie'one or more of the following. N
If he has gone beyond;those and done other actsrxylu_ch;‘c_oq]‘kd be -
misuse, then the misuse doctrine would be applicable. . o
Mr. Rocers. But then/even with the:word “solely” we would still
say to the Court that 4f he had done one of these, he could 'now:bev

Y - .

Mr. Ric. If he has not misused it 6therwise.l If it _cqrhes within
the terms of (c¢).. If he tries to license somebody, for instance, to

" mannfacture a staple article of commerce, to be sold in a patented

invention and -collect royalties, let us say, for the manufacturing of
;2;: ?:ﬁﬁefs to be used in);t patented vending machine or dry jce to be
" used in a patented 'sh]ipping cor;t?u)mer, that will be misuse bﬁegause it
't ci within the terms of (c). - [
doﬁi}. tl%((;g;:ié. I might ask the further question as to Whé'the,r you
think we have a very good chance of explaining all of tl}lg 6n the
floor of ‘Congréss in trying to recodify the laws of,(p@t_ent!s_f P
Mr. Rica. No comment. - : Cose T

- Mr: Ricu. I'think there are many other sections in the law which
you would have difficulty in explaining on the floor of Conggess,‘goq.l
Mr. BrysoN. Mr. Crumpacker has some questions. *- o .
. Mr. Crumpacker., Referring. again for a moment to p?ragra};d :
(¢), do you think it is possible that the phrasing could be 1mprg\
upon there to remove tﬁe possible misinterpretation ref_erlfed tol.
MriRrica. I don’t know. LT o]
Mr. Crumpacker.’ Particularly "with respect to the word f‘k?ow- -
" ingly” and ad to what the word “knowingly.’refers to. _ ' =
%151,- Ric. I think it is clear to most of us that “knowingly ‘%ils &
component of a patented machine” means j.o,;_us'that’yo.u kx}o lmhat
-_the component, is going into that machine.” You don’t have-to know -

- “Xhat it is paterited. You don’t havé to know the number of the patent,

" machin it is going into
d you don’t have to know that the machine that it is going into
gnst}i’m'tw an iiifrin%ingnt. You just know its ultx%mte, destination.

. Mr. CruMPACKER. But the w’a;;,it is phrased thev ‘:i- {‘k‘nmf'n}'g
* re ‘directly to the word “sells. L e
‘ re:%&l;s Igtl;zATi. As T understand it, Mr. Rich only interds it to refer-

© to the word “sells.” The one who sells it need not khow ‘ﬂia_tr:'iii: is
‘be used in a patented combination. ©_ .. oo oo T ‘
eLlIr. 'CRUMII)'ACKER. As T understand it, the wrong that’ is-supposed

> to be committed is the knowledge that it is going as a cor’npone_‘rit\ln\“
" a patented machine. . - : .

. . N . : c & . \
r. Rier. Or maybe he is ju;t selling tapered pins. , L lE
[ T - - . - ‘}“ . ) ) ( : - i,:;\_:.

/

s, N - * . ) R /
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- Mr. Crumeacker. I'say that he knows that he is selling it. e iy
. not know that it is to be a component in'a patented article. .
- Mr. Rics, 1 think that is a construction which nobody would ever
" put an this section.  Anybody who sells, of course, knows that he is
. selling it.* There is no point in saying “knowingly” if that is all it
Cmeans; Yoo : '

struction on it.” That is why I'raised the question. -
. Mr. Ricu. I can hardly believe that they would. _
‘Mr. Fraate. 1 Would like to know whether Mr. Rich is const ruing

~in an infringing manner. , , :
“.Mr. Roaers.” And constitutes a material part of the patent.
Mr.Fuaare. Yes, that is the point, |

used. He doesn’t have to know about the patent, he doesn’t have to be
~ legally adviged of that infringement, .

~itis not at all clear what elements you nre supposed to know about.
the section. I think
undérstandable. _
Mt Bryson: We will have an’ opportunity to try to rectify those
different things, G\gmlonwn, we have run now——: T

STATEMENT OF I E. McCABE, CHICAGO, ILL.

it could be made much more specific and more

Mr, McCane, May I have a word?

Mr. Brysox. We hate to cut you off. )

Mr. McCank. For this discussion that has gone on, I have an answer..

M’r. Brysox.\ What do youaean by a *word™? Ny

We are going to leave the record opei for 10 days,-and any of you
gentlemen who have not had an o portunity to testify, if you will
identify yourself.now for the record—— . . T s

3

STATEMENT OF A. ARNOLD BRAND, CHAIRMAR, COMMITTEE ‘ON’

©_BAR ASSOCIATION .

- Mr. Braxo. If your Honor please, T would like to identify myself
S8 AL Arnold Brand, chairman of the committee on putmfts. trade
-marks, and trade practices of the Chicago Bar Association. That is
the general bar association in Chicago, h -

mittee beenuse the association itself, through its bonrd of managers,

11;1“1 no; l(\;ul an opp;)trtnnlity to review the entire matter. But as cbair-
han of. the conunittee, I was going g ill with certai
pecified o tpuittce, b zoing to approve the bill \uth certain

I nnderstand that those. have already been presented by the co-

-ordinating committee, so if you avill lenve the récord apen we will

supplement this appearance in support by a written addendum within

the 10 days, ' e

- Mr. Brvsox. That will be fine.” - ~ i Lo

o Mr. Cruseacker. The Department of Justice has put that con-

“knowingly™ as meaning that the supplier knows that it is-to be used - -

‘Mr. Ricar. T have already explained that he knows how it is to be

' Mr, CrUMPACKER. To someone who isn't familiar with this subject..

. and whyt elements you don’t need to know. about, in‘order to violate

PATENTS AND TRADE-MARKS, AND TRADE PRACTICES, CHICAGO ) R

I was going to speak in support of the bill as chairman of the com-

P

- B .
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Mz, Bitaxo, A\th;} does the 10 days expire?” Would they (";;‘-Vpil"t_:v(r).ll{ "

»the 24th?, .

Mr. Buvson. We will observe the usunl legal rule as to 10 days, *

~ Mr.Rogens, Make it thesth. -~ 7 . - P 1
- Mr. Braxo, That will not include Sundnys, holidays, and high-feast) -

days, I hope, and, if so, ~l”\\'i]l‘bc.g|ml to-have it 4n by Mongay a week! -
Mr. Brysox. We will certainly appreciate your doing that, and we ™ -

. . - . . . ™ ,
are’sorry we couldn’t have all of you gentlemen testify at length., | .

T think there was, another geritleman here. ~ I wonldlike: to have - 3
<.« him identify himself.  Will you come around and “wive your hame

press.) O B : -

anqrtr o

STATEMENT OF R. S. OULD, PATENT AT&:ORNEY,"WAsHIN_G;dN, p.c. ~
. . / . . - 7 .

1 7 -

» -

i g

_mnd the capacity in which you appear ™ ( T L e
< S{Addendum referred to was not fui:}ll7 e by ‘time of going to g~

i Mi. Outo, My name is R. S, Oulid, and I am a ph(ont :Il.;i")l'.l‘l(‘:\"

here in Washington, D, C.© :
‘Mr. Biyso~n. De you wish to file n Statement ¢ T
Mr. Quip. Yes, I would like to file a statement, Mr. Chairman.

o What Thad intended doing. if, I had been able t

very briefly about sections 116, 118, and 206, '

Mr.-Bryson.. We appreciate that and we hope this will serve your

B v

‘purpose.  Members of Congress{ you know, constantly have-to revise
-und extend their-remarks, So yourhave a precedent for that.

- Now,-there is-another gentleman here.

s, o l el

'~" STATEMENT OF JOSEPH ROSSMAN,.PATENT ATTORNEY,
' . PHILADELPHIA, PA. -

. Mr. Rossman. 1 s]\i:):,il'ld like to hive the privilege of filing a brief

© statement. ‘
and formerly examiner in the United States Patent’ Office.:
sent several corporations and individual inventors. - :
Mr. Bryson. Where are you locateil 4 , N .
Mr. Rosssan. I am loeated in Philadelphia, Pa,, and also-heresin
Washington, D. C. ‘ : : o .
Mr. Bryson. You are one of those Philadelphia Tnvyers. )
We will be very glad to have you file your stafement. "L
- Are there any other gentlemen appearing pro or con; in favor or
otherwise ! ‘ T Co

My name is Joseph Rossman. T am a patent attorney;

-

-erous with him Will you just. proceed. L
Mr. McCane. 1 believe Mr. Rich stated in his téstimony a few
minutes ago that inventors are not able to license patents similar to
those involved in the Mercoid-Mid-Continent case, involving stokers

I repre- °

—

[C S

o, was to taltk -

1

o e
=

Now, in view of this gentleman’s sickness, e want to be over gen- "

without violating the antitrust laws. 1 have a letter here from-onecof - -- .

our salesmen dated May 11, 1951, and I want to state something here -

which 1 think wil} help you a lot:

In the-Mércoid case‘on the stoker, the man licensed his patent (‘mt\
_— 1o a‘maker of one of the parts (a control).

- has a patent on a similar thing. He says:

e erit.- eonee ; f Vlnm-mlc cleaning ‘of.
The above owns the right to a patent, concerning the au .
industrial filters by some method of air jets, 1 believe, and_quite a number of

Now, liere-is & man who -

N\
N,

ri
|
i
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: leadlné ménufacturers of. indu's'trial,‘stokers have taken’ out license on this’
N Btem. : i - . _
».fo differential pressure!coutrol is required to regulate the operation of the
-+ cle in%:apparatus. . He wishes us.to propose descriptive specifications and a
ll%ﬂ on a unit for tis application, and if that seems satisfactory to him,
e will purchase two of thq' units immediately for use in his own test laboratory.
‘these units that he.would use perform satisfactorily, he will write a speciti--
cation and ‘recommend it to.each licensee who, In turn, would each purchase

\ 'their requirements directl; from Mercoid. - »
. 'Now this patent owner, he didn’t go’out and try to make. money
on tie controls. Now, |suppose ie had: approached him and taken a
. license and said, “The bnly way you can get this thing is by buying
- this control from us.” | That is the im}l))roper method which the Su-
preme Court in the Mercoid decisions objected to. "Thatis what you
.. are repealing or changing in section 231 (d). = T, )
.- The letter I have justi quoted from.shows you that there are mpt‘hods
+ . for these owners of patents fo license their patents. He is licensing his
-~ properly. - He is reconfnriehdihg{a control. He:is not saying where -
. they must buy it. We will sell it in a perfectly safe way and even with *
his cooperation. He needs that control for his purpose and we have
to design some specifications for it.” - SRS
Now, there Is an appfoach, I think, that these people are forgetting—
that is, that the patentee can go out and operate in.a legal manner and
. not g9 out and make his money on the unpatented articles. -The Su-
© preme' Court: decision| was very definite on that—that you éannot go
- out—and we have not/operated that way” .o T :

Rather than take u > more of your time, I would suggest you again -.
read the Mercoid decision. S - L

I believe 'there was an error made by. Mr. Rich as to the Supreme
Court decision on the Mercoid Midcontinent case being a 5-to-4 decision
on the question of contributory infringement. . : -

The 3isagreementj’of the Court was with respect to the subject of res
adjudicata, relating' to misuse as a defense, on the grounds that the
defense could have been raised in an earlier suit but wasn’t. As to the
misuse principle, the Court was also unanimous in the Mercoid Minne-
apolis-Honeywell case. I believe that you will.find. that there are

... ways for these invéntors to license their patents without conditioning
' thesame to obtaina monopoly on unpatent%% (by them) material. We
" are working with inventors right along. We are not trying to obtain
a monopoly. This man foung a way to meet a stoker invention and
he is doing it nicely and he isn’t infringing and isn’t practicing the
Ppatent improperly ; nor are we infringing his patent. . R
Mr. BRYsoN,,Vge will certainly reread the Mercoid case. Lo
~ Gentlemen, we'are very much obliged to you, you highly technically -
trained attorneys of patent law. =~ . . - © .0 o lreld

-

those who have not appeared in person, who have pertinent suggestions -
to make may submit them within this period. . . - -

.. Under those conditions the oral hearing has been concluded.’
{Whereupon, at 4: 20 p. m., the hearing was concluded.)

» LRSI . r

As declared, we will leave the record open and those of you,even . .






