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is based; a -transjation if not in the-English.language; and such
other information as. the Director considers: necessary. Any such
certification shall be made by the foreign intellectual property
authority in which 'theforeign app1ii::ati~_n. was filed and show_the
date of the application and of the filing of the specification and'
other papers.

*****
The failure to perfect a claim .to foreign priority

benefit priorto issuance of the patent may be cured by
filing a reissue application. Brennerv. State of Israel,
400 F.2d 789, 158 USPQ 584 (D.C. Cir. 1968).

However, under certain conditions, this failure may
also be cured by filing a certificate of correction
request under 35 U.S.C. 255 and 37 .CFR 1.323. For
example, in the case of In re Van Esdonk, 187 USPQ
671 (Comm'r Pat. 1975), the Commissioner granted a
request to issue a certificate of correction in order to
perfect a claim to foreign priority benefits. In that
case, a claim to foreign priority benefits had not been
filed in the application prior to issuance of the patent.
However, the application was a continuation of an
earlier application in which the requirements of
35 U.S.C. 119(a)-(d)or(t) had been satisfied. Accord
ingly, the Commissioner held that the "applicants'
perfection of a priority claim under 35 U.s,C. 119 in
the parent application will satisfy the statute with
respect to their continuation application."

Although In re Van Esdonk involved the patent of a
continuation application filed under former 37 CFR
1.60, it is proper to apply the holding of that case in
similar factual circumstances to any patented applica
tion having benefits under 35 U.S.c. 120. This is pri
marily because aclaim.to foreign priority benefits in a
continuing application, where the claim has been per
fected in the parent application, constitutes in essence
a mere affirmation of the applicant's .previously
expressed desire to .receive benefits under 35 U.S.C.
119(a)-(d) or (f) for subject matter common to the for
eign, parent, and continuing applications.

In summary., a certificate of correction under 35
U.S.c. 255 and 37 CFR 1.323 maybe requested and
issued in order to perfect a claim for foreign priority
benefit in a patented continuing application if the
requirements of 35 U.S.C. 119(a)-(d)or (t) had been
satisfied in the parent application prior to issuance of
the patent and the requirements of37 CFR 1.55(a) are
met. Furthermore, if the continuing application (other
than a design application), which issued as a.patent,
was filed on or after November 29, 2000 or was filed

prior to November 29, 2000 and was voluntarily pub
lished, in addition to the filing of a certificate of cor
rection request, patentee must. also file a petition for
an unintentionally delayed foreign priority. claim
under 37 CPR, 1.55(c).

However, a claim to foreign priority benefits cannot
be perfected via. a certificate of correction if the
reqnirements of 35 U.S.C 119(a)-(d) or (t) had not
been satisfied in the patented application, or its par
ent, prior to issuance and the requirements of 31 CFR
1.55(a) arenofmet. In this latter circumstance, the
claim to foreign priority benefits can be perfected
only by way of a reissue application in accordance
with the rationale set. forth. in Brenner v.. State of
Israel, 158USPQ 584.

A claim for priority under 35 U.S.C. 119(a)-(d) or
(f) for the benefit of.a prior for"ign application may
be added (or corrected) in an issued patent by reissue
or certificate of correction (assuming the conditions
for reissue or certificate of correction are otherwise
met) provided the Original application, which issued
as the patent, was filed nnder 35 U.S.c, ll1(a) (other
thana design application) on or after November 29,
2000, or was filed prior to November 29, .2000 and
was voluntarily published. In addition to the filing of
a reissue application or a reqnest for a certificate of
correction.a petition to accept a delayedclaim for pri
ority under 35 Tj.S.C. 119(aHd) or (t) along with the
surcharge as set forth in 37 CFR 1.17(t) and.a state
ment that the entire delay between the date the claim
was due under 37 CFR1.55(a)(I) and the date the
claim was filed was unintentional must be subll1itted.
See 37 CFR1.55(c).

202 Cross-Noting

202.01 In Specification

37 CFR 1.78. Claiming benefit of earlier filing date and
cross reference~to other applications.

(a){l) Anonprovislonal applicationl!l~yclaim all.mvention
disclosed in one or more prior filed copending nonprovisional
applications or copending international applications' designating
the,UnitedStates of America.In order for a nonprovisional appli
cation tcclaim rhebenefir of aprior filed copendmgnonprovi-.
sional. applicaticn...or copending international application
designatingthe UnitedStates of America each prior application
must;n8Itle as an.inventor atleastone inventornamedin thelater
filed nonprovisional application ~d disclose the named ·inven;;
tor's invention claimed in at Jeasr one claim of the later filed non
provisional .application in the: manner ,provided by the first
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202.02 MANUAL OF PATENT EXAMINING PROCEDURE

The heading of a printed patent includesall.identi
fying parent data of continuation-in-part, continua
tion, divisional, snbstitute, and reissue applications, as
well as any provisional application from which prior
ity is claimed. Therefore, the identifying data of all
parent or prior applications, when given in the specifi
cation must be inserted by the examiner in black ink
on the file wrapper (for applications with the 091
series, on the PALM bib-data sheet) in the case of a
DIVISION, a CONTINUATION, a CONTINUA
TION_IN-PART and, whether given in the specifica
tion or not, in the case of a SUBSTITUTE
application. Similarly, the application number of any
provisional application from which priority is claimed

cation data sheet (37 CFR1.76), the specification must
contain or be amended to contain such reference in
the first sentence of the specification. 37 CFR
1.78(a)(2) also provides that "[tjhe identification of an
application by application number under this section
is the specific reference required by 35 U.S.c. 120 to
every application assigned that application number."
Thus, where a referenced CPA is in a chain of CPAs,
this reference will constitute a reference under
35 U,S.c. 120 and 37 CFR 1.78(a)(2) to every CPA in
the chain as well as the noncontinued prosecution
application originally assigned such application num
ber. Applicants are not permitted to delete such a
claim for benefit under 35 U.S.C. 120 as to certain
applications assigned that application number (e.g.,
for patent term purposes).

If a nonprovisional application that is filed on or
after November 29, 2000 claims benefit to an interna
tional application, the first sentence of the specifica
tion mnst be amended to indicate whether the
international application was published under PCT
Article 21(2) in English. See 37 CFR 1.78(a)(2).

There is seldom a reason for one application to
refer to another application with no common appli
cant where the applications are not assigned to a com
mon assignee. Such reference ordinarily should not be
permitted.

See also 37 CFR 1.78 and MPEP § 201.11.

paragraph of 35 U.S.c. 112. In addition, each prior application
must-be:

(i) An international application entitled to a filing
date in accordance with. reT Article 11 and designating the
UnitedStatesof America; or

(ii) Complete assetforth in § 1.51(b); or
(iii) Entitled to a filing date asset forth in § 1.53(b)

or§ 1.53(d) and inclnde thebasic filing fee setforth in § 1.16; or
(iv) Entitled to a filing date as setforth in § 1.53(b)

and have paid therein the processing and. retention fee set forth in
§ 1.21(1) within the time period setforth in § 1.53(f).

(2) Except for a continued prosecution application filed
under §, 1.53(d), anynonprovisional application claiming the ben
efit of one or more prior filed copending nonprovisional applica
tions or international applications designating the United States of
America must contain a reference to each such prior application,
identifying it by application number (consisting of the 'series code
and. serial number) or international application number and inter
national filing date and indicating the relationship of the applica
tions. This reference must be submitted during the pendency of
the application, and within the later of four months from the actual
filing date of the application or sixteen months from the filing date
of the prior application. This time period. is not extendable. Unless
the reference required by this paragraph is included in an applica
tion data sheet (§ 1.76), the specification must contain or be

ameridedto contain such reference in the first sentence following
the title. If the application claims the benefit of an international
application, the first Sentence of the specification must include an
indication of whether the international application' was. published
underPCT Article 21(2) inEnglish (regardless ofwhether benefit
for such applicationis claimed in the application data sheet). The
request for a continued prosecution application under § 1.53(d) is
the specific reference required by 35 U.S.C. 120 to the prior appli
cation. The identification of an application by application number
under this Section is the specific reference requiredby35 U.S.c.
120 to every application assigned that application number. Cross

references to other related applications may be made when appro
priate (see § 1.14). Except asprovided in paragraph (a)(3)ofthis
section, the failure to timely submit the reference required by 35
U.S.C. 120 and this paragraph is considered a waiver of any bene
fit under 35U.S.C. 120, 121, or 365(c) to such prior application.
The time period set forth in this paragraph does not apply to an
application for a design patent.

*****

Where an applicant in a nonprovisional application
filed under 37 CFR 1.53(b) prior to November 29,
2000 seeks to claim the benefit nnder 35 U.S.C. 120
or 121 of a continued prosecution application (CPA)
filed under 37 CFR 1.53(d), 37 CFR 1.78(a)(2)
requires a reference to the CPA by application number
in the first sentence of the specification of such appli
cation. For a nonprovisional application filed on or
after November 29, 2000, unless the reference
required by 37 CFR1.78(a)(2) is included in an appli-

202.02 Notation on File Wrapper
Regarding Prior U.S.
Applications, Including
Provisional Applications
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TYPES, CROSS-NOTING, AND STATUS OF APPLICATION 202.03

prior application information is present on the file
wrappers containing such boxes. This should be done
no later than the first action.

The inclusion of parent or prior application infor
mation in the heading does not necessarily indicate
that the claims are entitled to the benefit of the earlier
filing date.

See MPEP § 306 for work done by the Assignment
Division pertaining to these particular types of appli
cations.

In the situation in which there has been no refer
ence to a parent application because the benefit of its
filing date is not desired, no notation as to the parent
application is made on the face of the file wrapper or
on the PALM bib-data sheet for 09/ series applica
tions.

In accordance with MPEP§201.14(c), .the exam
iner will fill in the spaces concerning foreign applica
tions on the face of the older file wrappers.

The information to be written on the face of the file
wrapper consists of the country, application date (file
ing date), and if available, the application and patent
numbers. In some instances, the particular nature of
the foreign application such as "utility model" (Ger
many (Gebrauchsmuster) and Japan) must be written
in parentheses before the application number. For
example: Application Number (utility model)
B62854.

At the present time the computer printed file wrap
per labels (for 08/ or earlier series applications) or
PALM bib-data sheet (for 09/ series applications)
include the prior foreign application information. The
examiner should check this information for accuracy.
Should there be error, the examiner should make the
appropriate corrections directly on the file wrapper or
on the PALM bib-data sheet in black ink. The exam
iner should initial the file wrapper or the PALM bib
data sheet in the "VERIFIED" space provided when
the information is correct or has been amended to be
correct. However, the examiner must still indicate on
the Office action and on the file wrapper or on the
PALM bib-data sheet whether the conditions of 35
U.S.C. 119(a)-(d) or (1) have been met.

should be printed on the file wrapper or on the PALM
bib-data sheet for 09/ series applications.

The heading of a printed patent issuing on a contin
ued prosecution application (CPA) filed. under
37 CPR 1.53(d) will identify the application number
and filing date of the most recent noncontinued prose
cution application (but not the filing date ofthe CPA)
as well as all parent application data from which pri
ority was claimed in the most recent noncontinued
prosecution application.

Where parent or prior application data, including
provisional application data, is preprinted on the file
wrapper or on the PALM bib-data sheet for 09/ series
applications, the examiner should check that data for
accnracy, including whether the application is, in fact,
copending with the parent nonprovisional application
or applications of which priority is claimed. If appli
cant claims benefit under 35 U.S.C.119(e)to a prior
provisional application, and states that the provisional
application claims priority to earlier domestic or for
eign application(s), the earlier application(s) should
not be reflected on the file wrapper or PALM bib-data
sheet because a provisional application is not entitled
to the right of priority of any other application. See 35
U.S.C. 111(b)(7). Where the data is correct, the
examiner should initial the file wrapper or the PALM
bib-data sheet for 09/ series applications in the pro
vided space. Should there be error in the preprinted
parent application data, the application should be for
warded to the Office of Initial Patent Examination
(OIPE) Customer Corrections for correction or entry
of the data in the PALM data base, accompanied by a
completed OIPE Data Base Routing Slip. For 09/
series applications, it will not be nece~sary to forward
the application to OIPE for correction of the parent
application data in PALM. The correction or entry of
the data in the PALM data base can be made by tech
nical support staff of the Technology Center. Upon
entry of the data, a new PALM bib-data sheet should
be printed and placed in the file wrapper. Only these
terms should be used to specify the relationship
between applications because of clarity and ease of
printing. The status of the parent application, but not a
provisional application, should also be indicated if it
has been patented, abandoned, or published under
either the Defensive Publication Program or the Trial
Voluntary Protest Program. Note MPEP § 1302.04(1).
The "None" boxes must be marked when no parent or

202.03 Notation on File Wrapper When
Priority Is Claimed for Foreign
Application
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202.04 MANUAL OF PATENT EXAMINING PROCEDURE

As will be noted by reference to MPEP § 201.14,
37 CFR 1.63 requires that the oath or declaration
iuclude certain information concerning applications
filed in any foreign country.

If the filing dates of several foreign applications are
claimed (see MPEP § 201.15, last paragraph) and sat
isfactory papers have been received for each, informa
tion respecting each of the foreign applications is to
be entered on the face of the file wrapper or on the
PALM bib-data sheet.

The front page of the patent when it is issued, and
the listiug in the Official Gazette, will refer to the
claim of priority, giving the country, the filiug date,
and the number of the foreign applicatiou in those
applications in which the face of the file or the PALM
bib-data sheet has been endorsed.

An abandoned application is, inter alia, one which
is removed from the Office docket of pending applica
tions:

fined to an election, a traverse of the action taken by
the examiner or may include an amendment of the
application.

Abandoned

Allowed or in Issue

203.05

203.04

An "allowed" nonprovisional application or an
application "in issue" is one which, having been
examined; is passed to issue as a patent, subject to
payment of the issue fee. Its status as an "allowed"
application continues from the date of the notice of
allowance until it is withdrawn from issue or until it
issues as a patent or becomes abandoned, as provided
in 37 CFR 1.316.

The files of allowed applications are kept in the
Publishing Division.

In Case of Reissues

In Oath or Declaration

202.05

202.04

A "new" application is a uonprovisional one that
has not yet received an actiou by the examiner. An
ameudment filed prior to the first Office Action does
not alter the status of a "new" application.

An "amended" or "old" nonprovisional application
is one that having been acted on by the examiner, has
in turn been acted on by the applicant in reply to the
examiner's action. The applicant's reply may be con-

37 CFR 1.179 requires that a notice be placed in the
file of an original patent for which an applicatiou for
reissue has been filed. See MPEP § 1431.

203 Status of Applications

203.01 New

A nonprovisional application which, during its
prosecution in the examining group and before allow
ance, contains an unanswered examiner's action is
designated as a "rejected" application. Its status as a
"rejected" applicatiou continues as such until acted
upon by the applicant in reply to the examiner's action
(within the allotted reply period), or until it becomes
abandoned.

An allowed application in which the Issue Fee is
not paid within 3 months after the Notice of Allow
ance in accordance with 35 V.S.C. 151 is abandoned
for that reason (37 CFR 1.316). The issue fee
may, however, be accepted by the Commissioner if on

An application lacking some of the-essential parts
and not accepted for filing is termed an incomplete
application. (MPEP § 506, § 506.01 and § 601.01(d)
(gj),

203.07 Abandonment for Failure to
Pay Issue Fee

(A) through formal abandomnent by the applicant
(acquiesced in by the assignee if there is one) or by
the attorney or agent of record;

(B) through failure of applicant to take appropri
ate action at some stage in the prosecution of a non
provisional application;

(C) for failure to pay the issue fee (MPEP
§ 203.07, § 711 to § 711.05); or

(D) in the case of a provisional application, no
later than 12 months after the filing date of the provi
sional application (see MPEP § 7lI.03(c) and
35 V.S.c. III (b) (5».

203.06 Incomplete

Amended

Rejected

203.03

203,02
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petition it is shown that the delay in payment was
unavoidable and payment of the fee for delayed pay"
ment of the issue fee under 37 CPR 1.17(1), in which
case the patent will issue as though no abandonment
had occurred (MPEP § 711.03(c)). (37 CFR 1.137(a)).
The issue fee may also be accepted if on petition it is
shown that the delay in payment was unintentional
and upon payment of the fee for delayed payment of
the issue fee under 37 CPR 1.17(m) (37 CPR
1.137(b)).

203.08 Status Inquiries

NEW APPLICATION

Current examining procedures now provide for the
routine mailing from the Technology Centers (TCs) of
Form PTOL-37 in every case of allowance of an appli
cation. Thus, the mailing of a form PTOL-37 in addi
tion toa formal Notice of Allowance (PTOL-85) in all
allowed applications would seem to obviate the need
for statns inquiries even as a precautionary measure
where the applicant may believe his or her new appli
cation may have been passed to issue on the first
examination. However, as an exception, a status
inquiry would be appropriate where a Notice of
Allowance is not received within three months from
receipt of form PTOL"37.

Current examining procedures also aim to mini
mize the spread in dates among the various examiner
dockets of each art unit and TC with respect to actions
on new applications. Accordingly, the dates of the
"oldest new applications" appearing in the Official
Gazette are fairly reliable guides as to the expected
time frames of when the examiners reach the applica
tions or action.

Therefore, it should be rarely necessary to query
the status of a new application.

AMENDED APPLICATIONS

Amended applications are expected to be taken up
by the examiner and an action completed within two
months of the date the examiner receives the applica
tion. Accordingly, a status inquiry is not in order after
reply by the attorney until 5 or 6 months have elapsed
with no response from the Office. A postcard receipt
for replies to Office actions, adequately and specifi
cally identifying the papers filed, will be considered
prima facie proof of receipt of such papers. Where
such proof indicates the timely filing of a reply, the

submission of a copy of the postcard with a copy of
the reply will ordinarily obviate the need for a petition
to revive. Proof of receipt of a timely reply to a final
action will obviate the need for a petition to revive
only if the reply was in compliance with 37 CFR
1.113.

IN GENERAL

Inquiries as to the status of applications, by persons
entitled to the information, should be answered
promptly. Simple letters of inquiry regarding the sta
tus of applications will be transmitted from the Office
of Initial Patent Examination, to the TCs for direct
action. Such letters will be stamped "Status Letters;"

If the correspondent is not entitled to the inforrna
tion, in view of 37 CPR 1.14, he or she should be so
informed. For Congressional and other official inquir-
ies, see MPEP § 203.08(a). .

Telephone inquiries regarding the status of applica
tions', by persons entitled to the information, should
be directed to the TC technical support personnel and
not to the examiners. In as much as the official
records and applications are located in the technical
support section of theT'Cs, the technical support per
sonnel can readily provide status information withont
contacting the examiners.

See also MPEP § 102 regarding status information.

Processing Status Letters by the Tes

(A) All status letters sent to a TC will be deliv
ered to a designated location (e.g., Customer Service
Office) within the TC for action. Status requests with
respect to PCT applications are to be processed by the
PCT Legal Division and should be forwarded to that
office for reply. Status information regarding an appli
cation identified in a pnblished patent document
should be forwarded to the File Information Unit for
reply. See MPEP § 102.

(B) A designated representative of the TC will
review the status letter to determine the nature of the
request and whether the requester is entitled to receive
the requested information. PALM Intranet should be
used to determine whether the requester is entitled to
the information. If after reviewing the information in
PALM it is not clear whether the requester is entitled
to receive the information requested, the TC represen
tative should review the application file to resolve the
issue.

200-101 August 2001
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(C) The TC representative will determine the
appropriate reply to the status letter by

(1) using PALM Intranet to determine the sta
tus of the application,

(2) reviewing the new application dates within
the TC,

(3) reviewing any tracking system for the par
ticular item or action at issue,

(4) discussing the matter with the supervisory
patent examiner or the examiner in charge of the
application, or

(5) wheu necessary, reviewing the application
file.

The TC representative should discuss the matter
with an appropriate resource person in the TC if it is
not clear what the reply should be.

(D) The TC representative may reply to a status
letter, other than an inquiry directed to an abandoned
application, by placing a telephone call to the attorney
or agent of record. If the status letter requests a date of
expected action, the reply should make clear that the
date provided is only an "expected" date of when the
examiner will take action on the application. If the
requester requests that the Office provide a written
reply to the status letter, the reply may be faxed (pref
erable) or mailed (only if requested) to the correspon
dence address.

(E) The TC representative will note the reply to
the status inquiry on the status letter with the initials
of the TC representative and the date that the reply
was completed.

(F) All TCs will employ the Status Letter Data
base to track the progress of the status letters. The TC
will retain a record of the reply to the status letter. The
record includes the entry of the information concern-

ing the status letter and the reply into the Status Letter
Database.

(G) After the information has been entered into
the Status Letter Database, the status letter along with
the reply must be matched with the application file
(including abandoned applications), entered as a for
mal paper and assigned a paper number.

203.08(a) Congressional and
Other Official Inquiries

Correspondence and inquiries from the Wltite
House, Members of Congress, embassies, and heads
of Executive departments and agencies normally are
cleared through the Office of the Administrator for
Legislative and International Affairs.

When persons from the designated official sources
request services from the Office, or information
regarding the business of the Office, they should,
under long-standing instructions, be referred, at least
initially, to the Congressional liaison in the Office of
Legislative and International Affairs.

Tltis procedure is used so that there will be unifor
mity in the handling of contacts from the indicated
sources, and also so that compliance with directives of
the Department of Commerce is attained.

Inquiries referred to in this section, particularly cor
respondence from Congress or the White House,
should immediately be transmitted to the Administra
tor for Legislative and International Affairs by mes
senger, and the Congressional liaison in the Office of
Legislative and International Affairs should be noti
fied by phone that such correspondence has been
received.

•••••••••••••••••••••••••••••••
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Chapter 300 .Ownership and Assignment

OWNERSHIP

Ownership of a patent gives the patent owner the
right to exclude others from making, using, offering

35 U.S.C. 262. Joint owners.
In the absence of any agreement to the contrary" each of the

joint owners of apatent may make, use, offer-to sell.tor sell the
patentedinvention within the United States; or import the patented
inventioninto the United States, without the consent of and with
out accounting to. the other owners.

37 CFR 3.1. Definitions.
For purposes of this part, the following definitions shall apply;
Application means a national application for patent, an interna

tional application that designates theUnited States of Americaor
an 'application to registera trademark unless otherwise indicated.

Assignment means a transferby a party of aU or.partof its right,
title,~nd Interest in a patent or patent application, ora transfer of
its entire right, title and interest in aregistered mark or a mark for
which' an application to register has been filed.

Document means a document which a party requests' to' be
recorded in the Office pursuant to § 3.11 and which affects some
interest in an application, patent, or registration.

Office means the Patent and Trademark Office.
Recorded document means a document which has been

recoided in the Office pursuant to § 3.11.

Registration means a trademark registration, issued by, the
Office.

Ownership/Assignability of
Patents and Applications

35 US.c. 261. Ownership; assignment.
Subject to the provisions of this title,patents shall have; the

attributes ofpersonal property~
Applications fo~ patent; p~tel}ts, or any interest therein, shall be

assignable in law by an ins~ent in.writiIlg~ The applicaIlt, pat
entee, or his assigns. or legal representatives may in like manner
grant and convey an- exclusive right under his application for
patent, or patents, to the whole or any specified part of the United
States.

A certificateof acknowledgment under the hand ~d official
seal of a person' autho~zed,to administer oaths within the United
States, or, in a foreign country, of a diplomatic or consular officer
of the United States or an offlcerauthorized to administer oaths
whose authority is proved by a certificate of a' diplomatic or con
sularofficer of the United States, or apostille of an:official desig
nated by a foreign country which, by treaty or convention, accords
like effect to apostilles of designated officials in the United States,
shall be prima facie evidence of the execution of-en assignmerit,
grant, or conveyance 'of a patent or application for-patent.

Anassignment, grant, or conveyance shall be void as -against
any subsequent purchaser or mortgagee for valuable' consider
ation, without notice, unless it is recorded in the Patent and Trade
mark Office within three months from its dateor priorto.the date
of such subsequent purchase or mortgage.

301
Ownership!Assignability of Patents and
Applications
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Recording of Assignment Documents

Assignment Document Must Be Original or
True Copy for Recording
Translation of Assignment Document

Identifying Patent or Application
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by a Cover Sheet
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Documents
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Documents
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for sale, selling, or importing into the United States
the invention claimed in the patent. 35 U.S.C.
154(a)(I). Ownership ofthe patent does not furnish
the owner with the right to make, use, offer for sale,
sell, or import the claimed invention because there
may be other legal considerations precluding same
(e.g., existence of another patent owner with a domi
nant patent, failure to obtain FDA approval of the pat
ented invention, an injunction by a court against
making the product of the invention, or a national
security related issue).

The ownership of the patent (or the application for
the patent) initially vests in the named inventors of the
invention ofthe patent. See Beech Aircraft Corp. v.
EVO Corp., 990 F.2d 1237, 1248, 26 USPQ2d 1572,
1582 (Fed. Cir.1993): The patent (or patentapplica
tion) is then assignable by an instrument in writing,
and the assignment of the patent, or patent applica
tion, transfers to the assignee(s) an alienable (transfer
able) ownership interest in the patent or application.
35 U.S.C. 261.

ASSIGNMENT

"Assignment," in general, is the act of transferring
to another the ownership of one's property, i.e., the
interest and rights to the property. In 37 CFR 3.1,
assignment of patent rights is defined as "atransferby
a party of all or part of its right, title and interest in a
patent or patent application..,:" An assignment of a
patent, or patent application, is the transfer to another
of a party's entire ownership interest or a percentage
of that party's ownership interest in the patent or
application. In order for an assignment to take place,
the transfer toanother must include the entirety.of the
bundle of rights that is associated with the ownership
interest, i.e., all of the bundle of rights. thatare illherc
ent in the right, titleand interest in the patent or patent
application.

LICENSING

As compared to assignment of patent rights, the
licensing of a patent transfers a bundle of rights which
is less than the entire ownership interest, e.g., rights
that may be limited as to time, geographical area, or
field ofuse. A patent license is, in effect, a contractual
agreement that the patent owner will not sue the lic
ensee for patent infringement if the licensee makes,
nses, offers for sale, sells, or imports the claimed

invention, as long as the licensee fulfills its obliga
tions and operates within the bounds delineated by the
license agreement.

An exclusive license may be granted by the patent
owner to a licensee. The exclusive license prevents
the patent owner (or any other party to whom the
patent owner might wish to sell a license) from com
peting with the exclusive licensee, as to thegeo
graphic region, the length of time, and/or the field of
use, set forth in the license agreement.

A license is not an assignment of the patent. Even if
the license is an exclusive license, it is not an assign
ment of patent rights in the patent or application.

INDIVIDUAL AND JOINT OWNERSHIP

Individual ownership - An individual entity may
own the entire right, title and interest of the patent
property. This occurs where there is only one inven
tor, and the inventor has not assigned the patent prop
erty. Alternatively, it occurs where all parties having
ownership interest (all inventors and assignees) assign
the patent property to one party.

Joint ownership - Multiple parties may together
own the entire right, title and interest of the patent
property. This occurs when any of the following cases
exist:

(A) Multiple partial assignees of the patent prop
erty;

(B) Multiple inventors who have not assigned
their right, title and interest; or

(C) A combination of partial assignee(s), and
inventor(s) who have not assigned their right, title and
interest.

Each individual inventor may only assign the inter
est he or she holds; thus, assignment by one joint
inventor renders the assignee a partial assignee. A
partial assignee likewise may only assign the interest
it holds; thus, assignment by a partial assignee renders
a subsequent assignee a partial assignee. All parties
having any portion of the ownership in the patent
property must act together as a composite entity in
patent matters before the Office.

MAkING THE ASSIGNMENT OF RECORD

An assignment can be made of record in the United
States Patent and Trademark Office (Office) in two
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different ways, for two different purposes. The differ
ences are important to note:

(A) An assignment can be made of record in the
assignment records of the Office. Recordation of the
assignment provides legal notice to the public of the
assignment. It should be noted that recording of the
assignment is merely a ministerial act; it is not an
Office determination of the validity of the assignment
document nor the effect of the assignment document
on the ownership of the patent property. See 37 CFR
3.54 and MPEP § 317.03; and

(B) An assignment can be made of record in the
file of a patent application, patent, or other patent pro
ceeding (e.g., reexamination proceeding). This step is
necessary to permit the assignee to "take action" in
the application, patent, or other patent proceeding
under the conditions set forth in 37 CFR 3.73 and
MPEP § 324. Recordation of an assignment in the
assignment records of the Office does not, by itself,
permit the assignee to take action in the application;
patent, or other patent proceeding.

37 CFR 1.12. Assignment records open to public
inspection.

(a)(l) Separate assignment records .are maintained in the
United States Patent and Trademark Office for patents and trade
marks. The assignment records, relating to original or reissue pat
ents, including digests and indexes (for assignments recorded on
or after May 1, ·1957). published patent applications, .and assign
ment records relating to pending or abandoned trademark applica
tions and to trademark registrations (for assignments recorded on
or after January 1, 1955), are open to public inspection at the
United States Patent and Trademark Office, arid copies of those
assignment records may be obtained upon request and payment of

the fee set forth in § 1.19 and § 2.6 of this chapter.

(2) All records of assignments of patents recorded before
May 1, 1957, and all records of trademark assignments recorded
before January.L, 1955, are maintained by the National Archives
and Records Administration '(NARA). The records' are open to
public inspection, Certified and uncertified copies ofthose assign
ment records are provided by NARA upon request and payment of
the fees required by NARA.

(b) Assignment records,digests, and indexes relating to

any pending or abandoned patent application,which has not been
published under 35 U.S.C. 122(b) are not available to the public.
Copies of any such assignment records and related information
shall be obtainable only upon written authority of the, applicant or
applicant's assignee or attorney or agent or upon a showing that
the person seeking such information is a.bona fide prospective or

301.01 Accessibility of Assignment
Records

actual purchaser,. mortgagee, or licensee of, such application,
unless it shall be necessary to the proper conduct of business

before t~e Office or as provided in this part.

(c) Any request by a member of the public seeking copies
of any assignment records .of any pending. or abandoned patent
application preserved in confidence under § 1.14, or any informa

tion with respect thereto, must:

(1) Be in the form of a petition including the fee set

forth in § 1.17(h); or

(2) Include written authority granting access to the mem
ber of' the' public to the particular assignment records from the
applicant or applicant's assignee or attorney or agent of record.

(d) An' order for a copy of an assignment or other docu-
merit should 'identify the reel and frame 'number where the assign
ment or document is recorded. If a document is identified without
specifying its correct reel and frame, an extra charge as set forth in
§ 1.21(j) will be made for the time consumed In making a search
for such assignment.

Assignment documents relating to patents, pub
lished patent applications, registrations of trademarks,
and applications for registration of trademarks are
open to public inspection.

The Office will not open only certain parts of an
assignment document to public inspection. If such a
document contains two or more items, anyone of
which, if alone, would be open to such inspection,
then the entire document will be open. Thus, if a doc
ument covers either a trademark or a patent in addi
tion to one or more patent applications, it will be
available to the public ab initio; and if it covers a
number of patent applications, it will be so available
as soon as anyone of them is published or patented.
Documents relating only to one or more pending
applicationsfor patent which have not been published
under 35 U.S.C. l22(b) will not be open to public
inspection.

Copies of assignment records relating to pending or
abandoned. patent. applications not published under
35 U.S.C. l22(b) and information related thereto are
obtainable upon a showing of written authority from
the applicant or applicant's assignee or from the attor
ney or agent of either, or upon a showing that the per
son seeking such information is a bona fide
prospective or actual purchaser, mortgagee, or lic-
ensee ofsuch application. .

If the application on which a patentwas granted is a
division or continuation of an earlier application, the
assignment records of that earlier application will be
open to public inspection; similar situations involving
continuation-in-part applications will be considered
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Effective September 4, 1992, Part 3 has been added
to 37 CFR to set forth Office rules on recording
assignments and other documents and the rights of an
assignee.

37 CFR 3.24. Requirements for documents and cover
sheets relating to patents and patent applications.

The documentandcover sheetmustbe legible. Either theorig
inal document or a true copy of the original document, may be
submitted for recording. Only one side of each page shallbe used.
The paper used should be flexible, strong, white, non-shiny, dura
ble, and preferably no larger than 21.6 x 33.1 em. (8 1/2 x 14
inches)with a 2.5 ern. (one-inch) margin on all sides.

The United States Patent and Trademark Office will
accept and record only an original. or a true copy of
an original assignment or other document. See MPEP
§ 317.

Certification shall be made by the person submit
ting a copy of an original document that the document
submitted is a true copy of the original. The certifica
tion is not required to be in oath or declaration form.

public inspection but will .be available for examination and
inspectionby duly authorized representatives of the Government.
Governmental interests recorded on the Departmental Register
will be availablefor public inspectionasprovided in § 1.12.

(b) The Office will maintain a SecretRegisterto recordgov
ernmental interests required to.be recorded by Executive Order
9424. Any instrument to be recorded will be placed on this Secret
Registeratthe request of thedepartment or agency submitting the
same. No information will be. given concerning any instrument in
such recordorregister, and no examination or inspectionthereof
or of the index thereto willbe permitted, except on the written
authority of thehead of the department oragency which submitted
the instrument and requested secrecy, and the approval of such
authority by the Commissioner of Patents andTrademarks. No
instrument or record .other than the one specified may be exam
ined, and the examination must take place in the presence of a
designated official ofthe Patent and Trademark Office. When the
department or agency which submitted an instrument no longer
requires secrecy' with respect to that instrument, it must be
recorded anew in the Departmental Register.

Translation of Assignment
Document

Assignment Document
Must Be Original or
True Copy for Recording

302.02

302.01

37 CFR 3.11. Documents which will be recorded.
(a). Assignments of applications, patents, and registrations,

accompanied by completed cover sheets as specified in §§ 3.28
and3.31, will be recorded in theOffice.Other documents, accom
panied by completed cover sheets as specified in §§ 3.28 and 3.31,
affecting title to applications, .patents, 'or registrations, will be
recorded as provided in this partor at the discretion of the Com
missioner.

(b) Executive Order 9424 of February 18. 1944 (9 FR 1959,
3 CPR 1943-1948 Camp., p. 303) requires the several depart
ments and otherexecutive agencies of the Government, including
Government-owned or 'Government-controlled corporations, to
forward promptly to the Commissioner of Patents andTrademarks
for recording a1l1icenses,assignrnents, or other interests of the
Government in or under patents or patent applications. Assign
ments and other documents affecting title to patents or patent
applications and documents riot affectingtitle to patentsor patent
applications required by Executive Order 9424 to be' filed will be
recorded as provided in this part.

on their individual merits upon petition to the Office
of Petitions.

Assignment records relating to reissue applications
are open to public inspection.

Requests for abstracts of title for assigmnents of
patents recorded after May 1, 1957, are provided by
the Certification Division upon request and payment
of fee required in 37 CFR 1.19. Requests for copies of
pre-1957 records for patents should be directed to the
National Archives and Records Administration
(NARA). Since these records are maintained by
NARA, it is more expeditious to request copies
directly from NARA,. rather than from the Office,
which would then have to route the requests to
NARA. Payment of the fees required by NARA
should accompany all requests for copies.

All assignment records from 1837 to April 30, 1957
for patents are now maintained and are open for pub
lic inspection in the National Archives Research
Room located at the Washington National Records
Center Building, 4205 Suitland Road, Suitland, Mary
land 20746. Assigmnent documents recorded before
1837 are maintained at the National Archives and
Records Administration, 841 South Pickett Street,
Alexandria, Virginia 22304.

302 Recording of Assignment
Documents

37 CFR 3.58. Governmental registers.
(a) The Office will maintain a Departmental Register to

record governmental interests required to be recorded by Execu
tive Order 9424. This Departmental Register will not be ,open to

37 CFR 3.26. English language requirement.
The Office will accept andrecordnon-Englishlanguagedocu

mentsonly if accompanied by anEnglish·translation signedby the
individual-making the translation.
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The assignment document, if not in the English lan
guage, will not be recorded unless accompanied by an
English translation signed by the translator.

37 CFR 3.21. Identification of patents and patent
applications.

An assignment relating to a patent-must identify the patent by
the. patent number, An assignment relating to a national patent
application must identify .. the national patent application by. the
application number (consisting of the series cede and the serial
number, e.g., 07/123,456). Anassignment relating to an interna
tional patent application which designates the United States of
Americamustidentify the intemationalapplication by the interna
tional application number (e.g., PCTIUS90/01234). If an assign'
ment of a patent application' filed-under § L53(b) is-executed
concurrently with, or subsequent to, the execution of .the patent
application, butbefore, the patentapplication is filed,it must.iden
tify the patentapplication by its, dateof execution, name of each
inventor, and title of the inventionso thattherecanbe no mistake
as to the patent applicationintended. If an assignmentof a provi
sional application under § 1.53(c) is executed before the provi
sional application is filed" it must identify the provisional
application by name of each inventor and title of the invention so
that there can be no mistake as to the provisional'application
intended.

The patent or patentapplication to which an assign
ment relates must be identified by patent number or
application number unless the assignment is executed
concurrently with or subsequent to the execution of
the application but before the application is filed.
Then, the application must be identified by the date of
execution, the name(s) of the inventors, and the title
of the invention. If an assignment of a provisional
application is executed before the provisional applica
tion is filed, it must identify the provisional applica
tion by name(s) of the inventors and the title of the
invention.

The Office makes every effort to provide applicants
with the application numbers for newly filed patent
applications as soon as possible. It is suggested, how
ever, that an assignment be written to allow entry of
the identifying number after the execution of the
assignment. An example of acceptable wording is:

"I hereby authorize and request my attorney, (Insert
name), of (Insert address), to insert here in parenthe
ses (Application number , filed ) the filing
date and application number of said application When
known."

The address of the assignee may be recited in the
assignment document and must be given in the
required cover sheet. See MPEP § 302.07.

Foreign Assignee May Designate
Domestic Representative

Address of Assignee

Fee for Recording

302.04

35 u.s.c. 293. Nonresident patentee; service and notice.
Every patentee not residingin the United States .may file in the

Patent and Trademark Office .a written designation stating the
name andaddress of a Berson residingwithintile United Stateson
whom may be served process or notice of proceedings affecting
the patent or rightsthereunder. If the persondesignatedcannotbe
found at the address given in the last designation, or if no person
has been designated, the United States DistrictCourtfor theDis~
trictof Columbia shall have jurisdiction and summons shall be
served by publication or otherwise as the courtdirects. The court
shall have the same jurisdiction to take any action respecting the
patent or rights thereunder thatit would have if the patentee were
personallywithin thejurisdiction of thecourt. "

37 CFR 3.61. Domestic representative.
If the assignee of a trademark application or registration is not

domiciled in the United States, the assignee must designate, in
writing to the Office. a domestic representative. An assignee ofa
patent application or.patent may designate .a domesticrepresenta
tiveif the assignee-is. not residingin theUnited States. The desig
nationshall statethe name andaddress of-a person-residing within
the United 'States on-whom may be served process or notice of
proceedings affecting the application" patent'or registration or
rights, thereunder.

An assignee not domiciled in the United States
may, by written document signed by such assignee,
designate a domestic representative. The designation
of domestic representative should always be a paper
separate from any assignment document, in order that
the paper of designation can be retained in the appro
priate application or patent file. Also, there should be
a separate paper of designation of representative for
each patent or application, so that a deSignation paper
can be placed in each file; The designation of a
domestic representative should be directed to the
Office of Public Records forprocessing.

302.05

302.06

37 CFR3.41, Recordingfees.
(a) All requests to recorddocuments mustbe accompanied

by the appropriate fee. Except as provided in paragraph (b) of this
section, a fee is required for each application; 'patentand registra
tion against which the document is recorded as identified in the

Identifying Patent or
Application

302.03
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est;

The recording fee set forth in 37 CFR 1.21(h) is
charged for each patent application and patent identi
fied in the reqnired cover sheet except as provided in
37 CFR 3.4I(b).

37 CFR 3.31. Cover sheet content.
(a) Each patent or trademark cover sheet required by § 3:28

must contain:

(1) The name of the party conveying the interest;

(2) The name and address of the party receiving the inter-

cover sheet. The recording fee is set in § 1.21(h) ofthis chapterfor
patents and in § 2.6(b)(6) of this chapter for trademarks.

(b) No fee is required for each patent application and patent
against which a document required by Executive Order 9424 is to
be filed if:

(l) The document does not affect title and is so identified
inthe cover sheet (see § 3.31(c)(2)); and

(2) The document and cover sheet are mailed 'to the
Office in compliance with § 3.27(b).

Each assignment document submitted to the Office
for recording mnst be accompanied by a cover sheet
as required by 37 CFR 3.28. The cover sheet for pat
ents or patent applications mnst contain:

(A) The name of the party conveying the interest;
(B) The name and address of the party receiving

the interest;
(C) A description of the interest conveyed or

transaction to be recorded;
(D) Each patent application number or patent

number against which the document is to be recorded,
or an indication that the document is filed together
with a patent application;

(E) The name and address of the party to whom
correspondence concerning the request to record the
document should be mailed;

(F) The date the docnment was executed; and

(G) The signature of the party snbmitting the doc
ument.

(5) The name and address of the party to whom corre
spondence concerning the request to record the document should
be mailed;

(6) The date the document was executed;

(7) An indication that the assignee of a trademark appli
cation or registration who is not domiciled in the United States has
designated a domestic representative (see § 3'.61); and

(8) The signature of the party submitting the document.

(b) A cover sheet should not refer to both patents and trade
marks, since any information, including information about pend
ing patent applications, submitted with a request for recordation
of a document against a trademark application or trademark regis
tration will become public record upon recordation.

(c) Each patent cover sheet required by § 3.28 seeking to
record a governmental interest as provided by § 3.11(b) must:

(1) Indicate that the document is to be recorded on the
Governmental Register, and, if applicable,that the document is to

be recorded on the Secret Register (see § 3.58); and

(2) Indicate, if applicable, that the document to -be

recorded is not a document affecting title (see § 3Al(b)).

(d) Each trademark cover sheet required by § 3.28 seeking to
record a document against a trademarkapplication or registration
should include, in addition to the serial number or registration
number of the trademark, identification of the trademark or a
description of the trademark, against which the Office is to record
the document.

(e) Each patent or trademark cover sheet required by § 3.28
should contain the number of applications, patents or registrations
identified in the cover sheet and the total fee.

Assignment Document
Must Be Accompanied
by a Cover Sheet

37 CFR 3.28. Requests for recording.
Each document, submitted to the Office for recording must

include at least one cover sheet as specified in§ 3.31 referring
either to those patent applications and patents, or to those trade
mark applications and registrations; against which the document is
to be recorded. If a document to be recorded. includes interests in,
or transactions involving, both patents and trademarks; separate
patent and trademark cover sheets should be submitted. Only one
set of documents and cover sheets to be recorded should be filed.
Ifa document to be recorded is not accompanied by a completed
cover sheet, the document and the incomplete coyer sheet will be
returned pursuant to§ 3.51 for proper completion. The document
and a completed cover sheet should be resubmitted.

(3) A description of the interest conveyed or transaction
to be recorded; .

(4) Identification of the interests involved:

(i) For trademark assignments and trademark name
changes: Each trademark registration number and each trademark
application number, if known.vagainst which the'· Office is to
record the document. If the trademark application number is not
known, a copy of the' application or a reproduction of the trade
mark must be submitted, along with an estimate of the date that
the Office received the application; or

(ii) For any other document affecting title to a
trademark or patent application, registration or patent: Each trade
mark or patent application number or each trademark registration
number or patent against which the document is to be recorded, or
an indication that the document is. filed together. with a patent

application;

302.07
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Each patent cover sheet should contain the number
of patent applications or patents identified. in the
cover sheet and the total fee.

Examples of the type of descriptions of the interest
conveyed or transaction to be recorded that can be
identified are:

(A) assignment;
(B) security agreement;
(C) merger;
(D) change of name;
(E) license;
(F) foreclosure;
(G) lien; and
(H) contract.

Cover sheets required by 37 CFR 3.28 seeking to
record II governmental interest must also. (I )indicate
that the document is to be recorded on the Govern
mental Register, and, if applicable, that the document
is to be recorded on the Secret Register (see 37 CPR
3.58); and (2) indicate, if applicable, that the docu
ment to be recorded is not a document affecting title.

A patent cover sheet may not refer to trademark
applications or registrations.

Form PfO-1595, Recordation Form Cover Sheet,
may be used as the cover sheet for recording docu
ments relating to patent(s) and/Orpatent application(s)
in the Office.
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.

Form,PT()"1595 RECORDATION FORM COVER SHEET u.s, DEPARTMENT OFCOMMERCE
(Rev.03/01)

•PATENTS ONLY
u.s. Patentand TrademarkOffice

OMB No. 0651-0027 (ellP. 51~112002)

Tabsetlinas c:) c:) C) , , . , ,. , , ,
To theHonorable Commissioner Of Patents and,Trademarks: Please record the attached original documentsor copythereof.

1. Name of conveying party(ies): 2, Name and address of receiving party( ies)
Name: ____________________________________

Internal Address: ------------,....------
Additl.onal name(s) of con~eylng party(le8) attached?Q Yes,[JI No

3. Natureof conveyance: ------------------------------------
Id Assignment IdMerger

.

Q Security Agreement Id Change of Name
Street Address: _____________________

Id Other_____________________________ ----------------------------------------
City:____________State:________Zlp:_____

Execution Oate:____________________
Additional name(s) & address(es) attached? Id Yes Id No

4. Application number(s) or patent number(s):

If this document is being filed together with a new application, the execution date of the application Is:_______

A. Patent Application No.Is) B. Patent No.(s)

Additional numbels attached? Id Yes Id No

5. Name and address of party to whom correspondence 6. Total number of applications and patents involved: U
concernIng document should be mailed:

Name:___________________________________ 7. Total fee (37 CFR 3.41} ..............$_____________

Internal Address:__________________________
Id Enclosed

Id Authorized to be charged to deposit account
--------------------------------

---------------------------------------- 8. Deposit account number:

Street Address: ______~______________

----------------------------------
City:____________State:_______Zip:_________

(Attachduplicatecopy of this page if payingby deposit account)

DO NOT USE THIS SPACE

9. Statement and signature.

To the best of my knowledge and belief, the foregoing Information is true and corract and any atteched copy
is a true copy of the original document.

Name of Person Signing Signature Date

Totalnumberof DaQBS IncludinQ coversheet.attachments. and documents: 0
Malldocuments to be !'eC1)rded with required cover sheet Information to:

Commissioner of Patents & Trademarks, Box Assignments
Washington, D.C. 20231
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Guidelines for Completing Patents Cover Sheets

302.67

Cover Sheet information must,bc,submitted with each document tobe recorded..Ifthe document to be recorded: concerns
both patents and trademarks separate patent and trademark cover sheets, including any attached pages: for continuing
information, must accompany the document. All pages of the cover sheet should be-numbered consecutively, for
example, ifboth a patent and trademark cover sheet is used, and informationis continued on one additional page for both.
patents and trademarks, the pages 'of the cover sheet would be numbered form 1 to 4.

Item 1. Name of Conveying Parly(le.).

Enter the full name ofthe partyfies) conveying the interest. If there is insufficient space, enter a check mark in the "Yes"
box to indicate that additional information is attached. The name of the additional conveying party(ies) should be placed
on an attached. page clearly identified as a continuation of the information Iteml.Enter a check mark.in the "No" box" if
no information is contained on an attached page.

Item 2. Name and Address oCReceiving Party(ies).

Enter the name and full' address of the lust party receiving the interest. If there. is more 'than one party 'receiving the
interest, enter a check mark in the "Yes"box to indicate that additional information is attached. Enter acheck mark in
the "No" box." if no information is contained on an attached page.

Item 3. Nature oC,Conveyance.

Place a check mark in the appropriate .box 'describing the nature of the conveying document.. If' the.e'Other" box is
checked. specify the nature of the conveyance. Enter the execution date of the document. It is .preferable to use, the name .
of the month, or an abbreviation of that name, in order that confusion over dates is minimized.

Item 4. Application Number(s) or Patent Number(s).

Indicate the application numberfs), and/or patent nwnber(s) against. which.the document is to be'recorded. National
application numbers must include :both the series code 'and a six-digit number; and intemationalapplicationnumbers
must be complete, e.g., 07/1'23,456 for national application numbers. and P<;TUS91112345.for ~tern~tiona1 application
numbers. Enter a check mark in the appropriate box; "yes" or "No" if additional numbers appear on attached pages. Be
sure to identify numbers included on attached pages as the continuation of Item 4.

Hem S. Name and AddressoC,Party to whom ecreespendenee concerning the document should be mailed.

Enter the name and full address, of the party to whom correspondence is to be mailed.

Item,6. Total AppJicationsand Patents involved;

Enter the total number of applications and patents identified for recordation. Be sure to .include all applications and
patents identified on the cover sheet and on additional.pages.

Block 7. Total'Fee Enclosed.

Enter the total fee enclosed or authorized to be charged. A fee is required for each application and patent against which
the document is recorded;

Item 8. Deposit Account Number.

Enter the deposit account number to authorize charges. Attach a duplicate copy of cover sheet to be used-for the deposit
charge account transaction.

Item 9. Statement and Signature.

Enter the name of the person submitting the document. The submitter must sign and date the cover sheet, confirming that
to the best of the persons knowledge and belief, the information' contained on the cover sheet is correct and that any copy
of the document is a true copy of the 'original document, Enter the total number of pages including, the coyer. sheet.
attachments, and document.
This collelltion of infoimation ia requited by 35 USC'2611nd'262 and 15 USC 1057 and 1060. The infDmUlrion ia uaed by the public to submit (and by the USPTO to
proceas) palent and b:ademarklUsi,gnmerlt requcsta. After the UsPTO recorda the information. the feCordS for patent and trademarks. assigntrienta; and other associated
documents can be inspeet~ by the public. To view doeumenlll recorded under secrecy orden Of documents recorded due to the interest of th.cfederal govemment, a written
authori~tion must be submitted. This collection is elltimatcd'10 take 30 minutes to complete, including gathering. plCparing. and submilling the (onn to the USPTO. Any
comments on the amount of time you require to complete this fonn andror sugpadons for reducing this burden, should be sent to the Manager of the As-signmenlDivbion.
Cristal Gateway 4,Room 310. 1213 Jefferson Davis Highway. Arlington, Va. 22202. DO NOT SEND FEES OR COMPLIIT,EDFORMS TO TH1S ADDRESS. SEND TO:
Commissioner of Patents and Ttadcmarka, Box Aasignmcnlll, Waahington, D.C.. 20231.

--
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37 CFR 3.27. Mailing address for submitting documents to
be recorded.

Documents and COver sheets to be recorded should be
addressed. to the Commissioner, .United States Patent and Trade
mark Office, Box Assignment; Washington, D.C. 20231, unless
they are filed together with hew applications or with a request
under § 3.81.

37 CFR 3.27 sets out how documents submitted for
recording should be addressed to the Office. In order
to ensure prompt and proper processing, documents
and their cover sheets should be addressed to the
Commissioner, United States Patent and Trademark
Office, Box Assignment, Washington, D.C. 20231,
unless they are filed together with new applications or
with a request under 37 CPR 3.81. Requests for
recording documents which accompany new applica
tions should be addressed to the Assistant Commis
sioner for Patents, Washington, D.C. 20231. Requests
under 37 CFR 3.81 will be processed by the Office of
Patent Publications. Therefore, such requests should
be marked to the attention of the Office ofPatent Pub
lications and. addressed to the Assistant Commis
sionerfor Patents, Washington, D.C. 20231.

Assignments and other documents affecting title
may be submitted to the Office via facsimile (fax).
See MPEP § 1730 for the facsimile number. This pro
cess allows customers to submit their documents
directly into the automated Patent and Trademark
Assignment System and receive the resulting recorda
tion notice at their fax machine. The customer's fax
machine must .be connected toa dedicated line
because recordation notices will be returned automati
cally to the sending fax number through the Patent
and Trademark Assignment System. If the Office sys
tem is unable to complete transmission of the recorda
tion notice, the notice will be printed and mailed to
the sender by U.S. Postal Service first class mail.
Recorded documents will not be returned with the
"Notice of Recordation."

Any assignment-related document submitted by
facsimile must include:

Certified copies of patent applications as filed do
not include an indication of assignment documents.

303 Assignment Documents Not
Endorsed onPending Applications

(A) an identified application or patent number;
(B) one cover sheet to record a single transaction;

and
(C) payment of the recordation fee by a USPTO

Deposit Account.

The following documents cannot be submitted via
facsimile:

(A) Assignments submitted concurrently with
newly filed patent applications;

(B) Documents with two or more cover sheets
(e.g., a single document with one cover sheet to
record an assignment, and a separate cover sheet to
record separately a license relating to the same prop
erty);

(C) Requests for corrections to documents
recorded previously;

(D) Requests for "at cost" recordation services;
(E) Documents with payment of the recordation

fee by credit card; and
(F) Resubmission of a non-recorded assignment.

The date of receipt accorded to an assignment doc
ument sent to the Office by facsimile transmission is
the date the complete transmission is received in the
Office. See MPEP § 502.01. The benefits of a certifi
cate of transmission under 37 CFR 1.8 are available.

If a document submitted by fax is determined not
to be recordable, the entire document, with its associ
atedcover sheet, and the Office "Notice of Non
Recordation" will be transmitted via fax back to the
sender. Once corrections are made, the initial submis
sion, amended, may then be resubmitted by mailing
the corrected submission to the address set forth in
37 CFR 3.27. Timely resubmission will provide the
sender with the benefit of the initial receipt date as the
recordation date in accordance with 37 CFR 3.51.

The Patent and Trademark Assignment System
assigns reel and frame numbers and superimposes
recordation stampings on the processed and stored
electronic images. Accordingly, copies of all recorded
documents will have the reel and frame numbers and
recordation stampings.

Facsimile Submission of
Assignment Documents

Mailing Address for Submitting
Assignment Documents

302.09

302.08
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Applicants desiring an indication of assignment docu
ments of record should request separately certified
copies of assignment documents and submit the fees
required by 37 CFRI.I9.

When the assigmrient condition of an application is
significant, such as when applications of different
inventors contain conflicting claims or there is a ques
tion as to who should direct prosecution, it is neces
sary for the examiner to obtain assignment
information from PALM. See MPEP § 320.

respect to continuations and divisions filed under
35 U.S.c. 120. See MPEP § 306. If an application
claiming the earlier filing date of a provisional appli
cation includes subject matter that is not COmmon
with subject matter of the provisional application,
new assignment papers must be submitted in the later
application, similar to the practice with respect to con
tinuations-in-part filed under 35 U.S.c. 140. See
MPEP § 306.

307 Issue to Assignee

Ifan application which claims the earlier filing date
of a provisional application under 35 U.S.C. 119(e)
includes only subject matter which formed a part of
the provisional application, an assignment recorded
against the provisional application will be effective in
the later application, similar to the practice with

In the case of a division or continuation application,
a prior assignment recorded against the original appli
cation is applied to the division or continuation appli
cation because the assignment recorded against the
original application gives the assignee rights to the
subject matter Common to both applications.

111 the case of a substitute or continuation-in-part
application, a prior assignment of the original applica
tion is not applied to the substitute or continuation-in
part application because the assignment recorded
against the original application gives the assignee
rights to only the subject matter common to both
applications. Substitute or continuation-in-part appli
cations require a new assignment if they are to be
issued to an assignee.

The front page of the printed patent includes all
identifying parent data of continuation-in-part, contin
uation, divisional, and reissue applications. It should
be noted, however, that inclusion of this information
does not necessarily indicate that the claims are enti
tled to the benefit of the earlier filing date.

306

306.01

Assignment of Division,
Continuatlon, Substitute, and
Continuation-in-Part in Relation
to Parent Application

Assignment of an Application
Claiming the Benefits of a
Provisional Application

35 U.S.c. 152. Issue ofpatent to assignee.
Patents may be granted to the assignee of the inventor of record

in the Patent and Trademark Office, upon the application made
and the specification, sworn to by the inventor,except as otherwise
provided in this title.

37 CFR 3.81. Issue afpatent to assignee.
(a) With payment of the issue fee: An application may issue

in thename(s) of the assignee(s)consistent with .the application's
assignment where a requestfor such .issuance is submitted with
payment of the issue fee, provided the assignment has been previ
ously recorded in the Office. If the assignment has not been previ
ously recorded. the request should .be 'accompanied by the:
assignment and either a direction to record the assignment in the
Office pursuant to § 3.28, or a statement under § 3.73(b).

(b) After payment afthe issue fee: An application may issue
in the namersj.of the asslgncets) consistent with the application's
assignment where a.request for such issuance' along with the pro..
cessing fee set forth in-§.1.17(i)-of this chapter is submitted after
the date of payment of the issue fee. but prior to issuance of 'the
patent, provided the assignment has been previously recorded in
the Office. If the assignment h~s Ilot been previously recorded, the
request should -be accompanied by the assignment and either a
direction to record the assignment in the Office pursuant to §.3.28,
ora statement under §3.73(b).

(c) Partial assignees.
(1) If one or more assigneets) together with one. or;more

Inventons) hold the entire right, title, and interest in the applica
tion, the patent may issuein the names of the assignee(s) and the
inventorfs).

(2) If multiple assignees hold the entire right; title, and
interest to the exclusion of all the .inventors, the 'patent .may issue
in the names of the multiple assignees.

Normally, for a patent to issue to an assignee, a
request for issuance of the application in the name(s)
of the assignee(s) mustbe filed in the United States
Patent and Trademark Office (Office) at a date not
later than the day on which the issue fee is paid. If the
requestfor such issuance is submitted after the day on
which the issue fee is paid, the patent may issue to an
assignee upon submission of a request under 37 CFR
3.81(b) along with the processing fee set forth in
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37 CFR 1.17(i). The extent to which the Office can
comply with such a request will depend upon when
the request is filed, the time it takes to match the
request with the file, and whether there is sufficient
time for the appropriate Office official to act on the
request before the date of issue.

37 CFR 3.81 permits proof of the application's
assignment to be submitted so that a patent may issue
in the name(s) of the assignee(s) consistent with the
application's assignment. The prior requirement for
submitting a copy of an actual assignment for record
ing (in the assignment records of the Office) has been
replaced with a requirement that proof of the assign
ment be submitted pursuant to 37 CFR 3.73(b) (which
may include a copy of the assignment, or alterna
tively, may make reference to a reel and frame num
ber if the assignment is recorded in the Office
assignment records). Recording of the assignment is
not required; only proof of its existence is required.
Reliance may be had on a 37 CFR 3.73(b) statement
already of record in the application, if the statement is
still accurate at the time the request for issue of the
application in the name(s) of the assignee(s) is sub
mitted.

Only the first appearing name of an assignee will be
printed on the patent where multiple names for the
same party are identified on the Issue Fee Transmittal
form, PTOL-85B. Such multiple names may occur
when both a legal name and an "also known as" or
"doing business as" name is also included. This print
ing practice will not, however, affect the existing
practice of recording assignments with the Office in
the Assignment Division. The assignee entry on form
PTOL-85B should still be completed to indicate the
assignment data as recorded in the Office. For exam
ple, the assignment filed in the Office and, therefore,
the PTOL-85B assignee entry might read "Smith
Company doing business as (d.b.a.) Jones Company."
The assignee entry on the printed patent will read
"Smith Company."

Irrespective of whether the assignee participates in
the prosecution of the application, the patent issues to
the assignee if so indicated on the Issue Fee Transmit
tal form PTOL-85B. Unless an assignee's name and
address are identified in item 3 of the Issue Fee Trans
mittal form PTOL-85B, the patent will issue to the
applicant. Assignment data printed on the patent will
be based solely on the information so supplied.

A request for a certificate of correction under
37 CFR 1.323 (see MPEP § 1481 and § 1485) arising
from incomplete or erroneous assignee's name fur
nished in item 3 of PTOL-85B will not be granted
unless a petition under 37 CFR 1.183 has been
granted. Any such petition under 37 CPR 1.183
should be directed to the Office of Petitions and
should include:

(A) the petition fee required by 37 CFR 1.17(h);
(B) a request that 37 CFR 3.81(a) be waived to

permit the correct name of the assignee to be provided
after issuance of the patent;

(C) a statement that the failure to include the cor
rect assignee name on the PTOL-85B was inadvertent;
and

(D) a copy of the Notice of Recordation of
Assignment Document.

309 Restrictions Upon Employees of
Patent and Trademark Office

35 V.S.c. 4. Restrictions on officers and employees as to
interests in patents.

Officers and employees of the Patent and Trademark Office
shallbe incapable, during theperiod of their appointments and for
one year thereafter, of applying for a patent and of acquiring,
directly or indirectly, except by inheritance or bequest, any patent
or any right or interestin any patent, issued or tobe issued by the
Office. In patents.appliedfor thereafter they shall not be entitled
to any priority date earlier than one year after the termination of
their appointment.

310 Government License Rights to
Contractor-Owned Inventions
Made Under Federally Sponsored
Research and Development

Where a Government contractor retains U.S.
domestic patent rights, the contractor is under an obli
gation by virtue of 35 U.S.c. 202(c)(6) to include the
following statement at the beginning of the applica
tion and any patents issued thereon:

"The U.S. Government has a paid-up license in this
invention and the right in limited circumstances to
require the patent owner to license others on reason
able terms as provided for by the terms of (contract
No. or Grant No.) awarded by (Agency)."

If reference is made in the first sentence of the
application to prior copending applications of the
applicant, such prior applications must be referred to
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in the first sentence of the specification (37 CFR
1.78(a) and MPEP § 201.11), and in this case the
above "Government License Rights" statement should
follow immediately as the second paragraph of the
specification.

If there is no reference to an earlier application, the
"Government License Rights" statement should
appear as the first paragraph of the specification. See
37 CPR 1.77.

311 Filing of Notice of
Arbitration Awards

35 U.S.c. 294. Voluntary arbitration.

(a) A contract involving ap~tentorany right under a patent
may contain a provision requiring' arbitration of any dispute relat
ing to patent validity orinfringement arising under the contract; In
the absence of such a provision, the parties to an existing patent
validity or. infringement, dispute may ·agree in writing to. settle
such dispute by arbitration. Any such provision oragreement shall
be valid, irrevocable, and enforceable, except forany grounds that
exist at law or in equity for revocation.of a contract.

(b) Arbitration of such disputes, awards by arbitrators, and
confirmation of awards shall be governed by title 9, United States
Code,' to the extent such.title is not inconsistent with this section.
In any such arbitration proceeding, the defenses. provided for
under section 282 of this title shall be considered by the arbitrator
if raised by any party to the proceeding.

(c) An award by an arbitrator sball be final and binding
between the parties to the arbitration but shall have no force' or
effect on any eitherperson. The parties to an arbitration may agree
that in the event a patent which is the subjectmatter of an award is
subsequently determined to be invalid or unenforceable in a judg
ment rendered by a court to competent jurisdiction from which no
appeal can or has been taken, such award may be modified by any
court of competent jurisdiction upon application by any party to
the arbitration. Any such modification shall govern the rights and
obligations between such parties from the date of such modifica
tion.

(d). When an award is made by 'an arbitrator, the patentee, his
assignee or licensee shall give notice thereof ill writing. to .. the
Director. There shall be a separate notice prepared for each patent
involved in such proceeding. Such notice shall set forth thenames
and addresses of the parties, .. the name ofthc jnvenron andthc
name of the patent owner, shall designate the. number of the
patent, and shall contain a copy of the award, Ifan award is modi
fiedby a court, the.party requesting such modification shall give
notice of such modification to the Director. The Director shall,
upon receipt of either notice, enter the same in the record. of the
prosecution of such patent..If the required notice is not filed with
the Director, any party tothe proceeding may provide such notice
to.the Director.

(e) The ·award shall .be unenforceable until the,notice
required by subsection (d) is received by the Director.

37 CFRl.335. Filing ofnotice ofarbitration awards.
(a) Written notice of any award by an arbitrator pursuant to

35 U,S.C. 294 must be filed in the Patent and Trademark Office
bythe patentee, or tile patentee's assig~~e or licensee. If the award
inv~lves more than one patent. a separate notic,emust ~e,fJled for
placement in the file of-each patent. The notice-must set forth the
patent number;' the names of the inventor and patent Owner; and
the names and .addresses of the parties to the arbitration. The
notice must also include a copy of the award.

(b) If an award by an arbitrator pursnant to 35 U.S.C. 294 is
modified by a court, the party requesting. the modification must
file in the Patent andTrademark Offlce. a notice of.the modifica
tion for placement in the file of each patent to which the modifica
tion applies. The notice must set forth the patent number, the
names of the inventor and patent owner, and the names and
addresses ofthe parties to the arbitration. The notice must also
include a copy ofthe'court's order modifying the award:

(c) Any award by an arbitrator pursuanttuSd U.S.C. 294
shall be unenforceable until any notices required by paragraph' (a)
or (b),ofthis section are filed in the Patent and Trademark Dffice.
If<UlY requirednptice is not filed by thep~y desi¥TIatedinpara
grapb (a) or (b) of this section, any party to the arbitration pro
ceeding may file such a notice.

The written notices required by this section should
be directed to the attentiotl of the Office of the Solici
tor. The Office of the Solicitor will beresponsible for
processing such notices.

313 Recording of Llcenses.Securlty
Interests, and Other Documents
Other Than Assignments

In addition to assignments and documents required
to be recorded by Executive Order 9424, documents
affecting title to a patent Of application will be
recorded in the •ASSignment Division of the United
States Patent and Trademark Office (Office). Other
documents not affectin& title may be recorded at the
discretion of the Commissioner. 37 CFR 3.11(a).

Thus, some documents which relate to patents or
applications will be recorded, although they do not
constitute a transfer or change of title. Typical of these
documents which are accepted for recording are
license agreements and agreements which convey a
security interest. Such documents are recorded in the
public interest in order to give third parties notifica
tion of equitable interests or other matters relevant to
the ownership of a patent or application..

Any document returned unrecorded, which the
sender nevertheless believes represents an unusual
case which justifies recordation, may be submittedto
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the Office of Petitions with a petition under 37 CFR
1.181 requesting recordation of the document.

The recordation of a document is not a determina
tion of the effect of the document on the chain of title.
The. determination of what, if any, effect a document
has on title will be made by the Office at such times as
ownership must be established to permit action to be
taken by the Office in connection with a-patent or an
application. See MPEP § 324.

(B) a completed cover sheet (see 37 CPR 3.31
and MPEP § 302.07); and

(C) the appropriate recording fee (see 37 CFR
1.21(h) and 3.41).

The Office will assign a new recording date to that
submission, update the assignment database, and
microfilm the cover sheet and document, which shall
become part of the official record.

314 Certificates of Change of
Name or of Merger

317 Handling of Documents in
the Assignment Division

37 CPR 3.51. Recording date.
The date of recording of a document is the date the document

meeting the requirements for recording set forth in this part is
filed in the Office. A document which does not comply with the
identification requirements of § 3.21 will not be recorded. Docu
ments notmeeting the otherrequirements forrecording, for exam
ple, a document submitted without a completed cover sheet or
without the required fee, will be returned for correction to the
sender where a correspondence address is available. The returned
papers, stamped with the original date of receipt by the Office,
will be-accompanied -by a letter which will indicate that if the
returned papers are corrected and resubmitted to the Office within
the time specified in the letter, the Office will consider the original
date of filing of the papers-- as the date -of recording of the docu
ment. The procedure set forth in§ 1.8 or § 1.10 of this chapter
may be-used for resubmissions of retunied papers to have the ben
efit of the date of deposit in the United States Postal Service. Ifthe
returned papers are not corrected and resubmitted within the spec
ified period, the date of filing of the corrected papers will be con-

All documents and cover sheets submitted for
recording are examined for formal requirements in the
Assignment Division in order to separate documents
which are recordable from those which are not record
able.

Documents and cover sheets that are considered not
to be recordable are returned to the sender by the
Assignment Division with an explanation. If the
sender disagrees or believes that the document repre
sents an unusual case which justifies recordation, the
sender may present the question to the Commissioner
by way of petition under 37 CFR 1.181, filed with the
Office of Petitions.

After an assignment and cover sheet have been
recorded, they will be returned to the name and
address indicated on the cover sheet to receive corre
spondence, showing the reel and frame number.

Certificates issued by appropriate authorities show
ing a change of name of a business ora merger of
businesses are recordable. Although a mere change of
name does not constitute a change in legal entity, it is
properly a link in the chain of title. Documents of
merger are also proper links in the chain of title. They
may represent a change of entity as well as a change
of name.

315 Indexing Against a
Recorded Certificate

Prior to amendment of the Rules of Practice to add
Part 3 to 37. CFR, it had been the practice of the
United States Patent and Trademark Office (Office) to
process requests for "indexing" or "cross-referencing"
additional patent numbers or application nnmbers
against a document, other than an assignment, previ
ously recorded in the Assignment Division, upon sub
mission of a transmittal letter and recording fee. The
Office no longer processes such indexing requests.
Such requests do not comply with 37 CPR 3.11, 3.28,
and 3.31, which require that each request for recorda
tion include the document to be recorded and a cover
sheet.

Therefore, even where a document has. already
been recorded in the Assignment Division in connec
tion with a patent or patent application, a party that
wisbes recordation of that document with respect to
additional patents and/or patent applications must
submit the following to the Assignment Division:

(A) the original document, or a true copy of the
original document (which may consist of the previ
ously recorded papers on which the Assignment Divi
sion has stamped the reel and frame numbers at which
they are recorded, or a copy of such papers);

317.01 Recording Date
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sidered to be thedate of recordingof thedocument. Thespecified
periodto resubmit thereturned papers will not be extended.

tent jurisdiction, TheOfficedoesnotdetermine whether such con
ditions havebeenfulfilled.

37 CFR 3.56. Conditional assignments.

Assignments which are made conditional on the performance
of certain acts or events, such, as the payment of moneyor other
condition subsequent,' if,recorded in the Office, are regarded as
absolute assignments forOffice purposes until canceled .with the
written consent of allparties orby thedecree of a court of compe-

37 CFR 3.54. Effect. of recording.

The recording of a document pursuant to § 3.11 is not a deter
mination by the Office of the; validity, of' the document or the
effect that documenthas on the title to anapplication,a patent, or
a registration. When necessary, ·the Office will 'determine what
effect a document has, includingwhethera party has the authority
to takean actionin a matter pendingbefore theOffice.

The date of recording of a document is the date the
document meeting the requirements for recording set
forth in the regulations is filed in the Office. A docu
ment which does not comply with the identification
requirements of 37 CPR 3.21,.will not be recorded.
Documents not meeting the other requirements for
recording, for example, a document submittedwithout
a completed cover sheet or without the required fee,
will be returned for correction to the sender when a
correspondence address is available.

Assignment documents and cover sheets which are
returned by Assignment Division will be stamped
with the original date ofreceipt by the Office and will
be accompanied by a letter which will indicate that if
the returned papers are corrected and resubmitted to
the Office within the time specified in the letter, the
Office will consider the original date of receipt of the
papers as the date of recording of the document.
See 37 CPR 3.51.The certification procedure under
37 CPR 1.8 or the "Express Mail" procedure under
37 CPR 1.10 may be used for resubmissions of
returned papers to obtain the benefit of the date of
deposit in the United States Postal Service. If the
returned papers are not corrected and resubmitted
within the specified period, the date of receipt of the
corrected papers will be considered to be the date of
recording of the document. Thespecified period to
resubmit the returned papers will not be extended.

Documents Not to be Placedin Files318

The "title report" is a form which can be used under
certain circumstances by the Assignment Division to
report to someone within the Office the name of the
owner of an application or patent. as shown by the
Assignment Division records on the date the title
report is made. For example, a title report is requested
by the Reexamination Preprocessing Staff when a
request for reexamination is filed. Title reports may
not be ordered by applicants or attorneys.

Information as to the title is not normally required
by the examiner to examine an application. It is only
in limited circumstances when the ownership
becomes an issue and an examiner needs a title report.
See MPEP § 303, Examiners may obtain a title report
using the PALM Intranet, Patent Assignment Informa
tion (either link to the Assignments home page from
the OASIS home page or go to HTTP://A16/ASGN/
OBJECT/ASNINPO). The screen resulting from the

320 Title Reports

The recording of a document is nota determination
by the Office of the validity of the document or the
effect that document has on the title to an application
or patent. When necessary, the Office will determine
what effect a document has, including whether a party
has the authority to take an action in a matter pending
before the Office, See MPEP § 324.

37 CPR 3.56 provides that an assignment, which at
the time of its execution is conditional on a given act
or event, will be tre~ted by the Office as an absolute
assignment, This rule serves as notification as to how
a conditional assignment will be treated by the Office
in any proceeding requiring a determination of the
owner of an application, patent, or registration. Since
the Office will not determine whether a condition has
bee.nfulfilled, the Office will treat the submission of
such an assignment for recordation as siguifying that
the act or event has occurred. A security agreement
that does not convey the right, title, and interest of a
patent property is not a conditional assignment.

Assignment documents submitted for recording
should not be placed directly inapplication or patent
files, but should be forwarded to Assignment Division
for recording.

Effect of Recording

Correction of Returned
Documents and Cover Sheets

317.03

317.02
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324 Establishing Right of
Assignee To Take Action

Any alleged error in a recorded cover sheet will
only be corrected if the.error is apparent from a com
parison with the recorded assignment document. The
corrected cover sheet should be directed to Assign
ment Division.

37 CFR 3.34. Correction ofcover sheet errors.
(a) An error in a cover sheet recorded pursuant to § 3.11 will

be corrected only if:

(1) The error is apparent when the cover sheet is com
pared withthe recorded document to which it pertains and

(2) A corrected cover sheet is filed for recordation.
(b) The corrected cover sheet musf.be accompanied by the

originally recorded document -or a copy of the originally recorded

document and by the recording fee as set forth-in §.3.41.

search may be printed to yield the copy of the title
report.

NOTE: The public can request a certified abstract
of title. The feefor this service is set forth at 37 CFR
1.19(b)(5). See MPEP § 301.01 for a discussion of
which assignment records are publicly available.

323 Procedures for Correcting Errors
in Recorded Assignment Document

An error in a recorded assignment document will be
corrected by Assignment Division provided a "correc
tive document" is submitted. The "corrective docu
ment" must include the following:

(A) The original assignment document with the
corrections made therein. The corrections must be ini
tialed and dated by the party conveying the interest;
and

323.01 Correction of Error in
Recorded Cover Sheet

(B) A new Recordation Form Cover Sheet (form
PTO-1619) (See MPEP § 302.07).

The new recordation form cover sheet must identify
the submission as a "corrective document" submis
sion and indicate the reel and frame number where the
incorrectly recorded assignment document appears.
The person signing the new recordation form cover
sheet must state that the information provided on the
new cover sheet is true and correct and that any copy
submitted is a true copy of the original document. The
original cover sheet should be submitted with the cor
rective document. The corrective document will be
recorded and given a new reel and frame number and
recording date. The recording fee set forth in 37 CPR
1.21(h) is required for each patent application and
patent against which the corrective document is being
recorded. See MPEP § 302.06.

Corrections may be made on the. original assign
ment document, for example, by lining out an incor
rect patent or application number in a merger or
change of name (see MPEP § 314).

Office policy regarding recordation of assignment
documents is directed toward maintaining a complete
history of claimed interests in property and, therefore,
recorded assignment documents will not be expunged
even if subsequently found to be invalid. See In re
Ratny, 24 USPQ2d 1713 (Comm'r Pat. 1992).

37 CFR 3.71. Prosecution by assignee.
(a) Patents -..:.. conducting -of prosecution. One or more

assignees as defined in paragraph (b) of this section may.. after
becoming ofrecord pursuant to paragraph (cj of this section, con
duct prosecution of a national patent application or a reexamina
tion proceeding to the exclusion.of either the inventive entity, or
the assignee(s) previously entitled to conduct prosecution.

(b) Patents ~ assigneets) who can prosecute. The
assignee(s) who may conduct either' the prosecution of a national
application for patentor a reexamination proceeding are:

(1) A single assignee. An assignee of the entire right; title
and interest.in the application or patent being reexamined who is
of record, or

(2) Partial assignee(s) together or with inventor(s). All
partial assignees, or all partial assignees and inventors who have
not assignedtheir right, title and interest in the application or
patent being reexamined, who together own the.entire right, title
and interest in the application or patent being reexamined. A par
tial assignee is any assignee of record having less than the entire
right, title and interest in the application or patent being reexam
ined.

(c) Patents - Becoming of record. An assignee becomes of
record either in a national patent application or a reexamination
proceeding by filing a statement.in compliance with § 3.73(b) that
is signed by a party who is authorized to act on behalf of the
assignee.

(d) Trademarks. The assignee of a trademark application or
registration may prosecute a trademark application, submit docu
ments to maintain a trademark registration, or file papers against a
third party in-reliance on the assignee's trademark application or
registration, to the exclusion of the original applicant or previous
assignee. The assignee must establish ownership in compliance
with § 3.73(b).
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37 CFR 3.73. Establishing right ofassignee to take action.
(a) The inventor is presumed to be the owner of a patent

application, and any patentthat may issue therefrom, unless there
is an assignment. The original.. applicant. is presumed to be the
owner of a trademark application orregistration, unlessthere is an
assignment.

(b)(l) In ordertorequestor take actionin a patentor trade
mark matter, the assignee must establish its ownership of the
patentor trademark property of paragraph (a) of this section to the
satisfaction of the Commissioner. The establishment'ofownership
by the assignee may be combined with the paper that requests or
takes the action. Ownership is establishedby. submitting.to the
Office a signed statement identifying the assignee, accompanied
by either:

(i) Documentaryevidence. of a.chain of title from the
original owner to *e,assignee (e.g., copy of <L1l executed assign
ment). The documents submitted to establish ownership may be
required to' be recorded pursuant' to § 3.11 in the" assignment
records of the Office as a condition to permitting the assignee to
take actionin a matter pendingbefore the Office; or

(ii) A statement- specifying where documentary evi
dence ofa chain of title from the original owner to the assignee is
recorded in the assignment records of the Office (e.g., reel and
frame number).

(2) The submission establishing ownership'must show
that the person signing the submission isa person authorized to
act on behalf of the assignee by:

(i) Including a statement that the person signing the
submission is authorized, to act on behalf of the assignee; or

(ii) Being signed by a person having apparent author
ity to sign on behalf of the assignee, e.g., an officer of the
assignee.

(c) For patentmatters only:
(1) Establishment of ownership by the assignee must be

submittedpriorto, or at the same time as, the ,paper requestingor
takingaction is submitted.

(2) If the submission underthis section is by an assignee
of less than the entire right, title and interest, such assignee must
indicate the extent (by percentage)of its ownership interest, or the
Office may refuse to accept the submission as an establishmentof
ownership.

The owner or assignee of a patent property can
take action in a patent application or patent proceed
ing in numerous instances. The owner or assignee can
sign a reply to an Office action (37 CFR I.33(b)(3)
and (4», a request for a continued prosecution appli
cation under 37 CFR 1.53(d) (MPEP § 201.06(d», a
terminal disclaimer (MPEP § 1490), an Issue Fee
Transmittal (PTOL-85B) (MPEP § 1306), or a request
for status of an application (MPEP § 102). The owner
or assignee can file an application under 37 CFR
1.47(b) (MPEP § 409.03(b» or 37 CPR 1.425,
appoint its own registered attorney or agent to prose
cute an application (37 CFR 3.71 and MPEP

§ 402.07), .grant a power to inspect an application
(MPEP § 104), and acquiesce to express abandonment
of an application (MPEP § 711.01). The owner or
assignee consents to thefiling of a reissue application
(MPEP § 1410.01), and to the correction of inventor
ship (MPEP § 201.03 or § 1481).

I. THE ASSIGNEE/OWNER THAT CAN TAKE
ACTION IN PATENT MATTERS

The provisions of 37 CFR 3.71(b){I) and (2) iden
tify the owner or assignee that can take action in
patent matters, e.g., the assignee which may conduct
the prosecution of a U.S. national application for a
patent (35 U.S.C. Ll lfaj), or any other patent pro
ceeding (e.g., a reexamination proceeding, an interfer
ence proceeding). A national patent application is
owned by one of the following.individual or compos
ite entities:

(A) the inventor(s);

(B) an assignee or multiple assignees of the
inventor(s); or

(C) some combination of the assignee(s), and
inventor(s) who have not assigned away their right,
title and interest in the application.

Pursuant to 37 CFR 3.73(b), a party must be estab
lished as the assignee by satisfying the requirements
of that subsection, in order to be recognized as an
owner or part owner, for purposes of taking action in
patent matters before the Office.

As discussed in subsection II below, all parties hav
ingany portion of the ownership must join in "taking
action" (i.e., act together as a composite entity) in
order to be entitled to conduct the prosecution .in
patent matters.

Individual and Partial Assignees

If there is a single assignee of the entire right, title
and interest in the patent application, 37 CFR
3.71(b)(I) provides that the single assignee (i.e., indi
vidual assignee) may act alone to conduct the prose
cution of an application or other patent proceeding
(upon complying with 37 CFR 3.73(b».

If there is no assignee of the entire right, title and
interest of the patent application, then two possibili
ties exist:
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(A) The application has not been assigned, and
ownership resides solely in the inventoris) (i.e., the
applicant(s)). In this situation, 37 CFR 3.71 does not
apply, since there is no assignee, and the combination
of all inventors is needed to conduct the prosecution
of an application.

(B) The application has been assigned by at least
one of the inventors, and there is thus at least one
"partial assignee." As defined in 37 CFR 3.7l(b)(2), a
partial assignee is any assignee of record who has less
than the entire right, title and interest in the applica
tion. The application is owned by the combination of
all partial assignees and all inventors who have not
assigned away their right, title and interest in the
application.

Where at least one inventor retains an ownership
interest together with the partial assignee(s), the com
bination of all partial assignees and inventors retain
ing ownership interest is needed to conduct the
prosecution of an application. Where no inventor
retains an ownership interest, the combination of all
partial assignees is needed to conduct the prosecution
ofan application.

Example

Inventors A and B invent a process and file their
application. Inventors A and B together may conduct
prosecution. Inventor A then assigns all his/her rights
in the application to Corporation X. As soon as Cor
poration X (now a partial assignee) is made of record
in the application as a partial assignee (by filing a
statement pursuant to 37 CFR 3.73(b) stating fifty
percent ownership), Corporation X and Inventor B
together may conduct prosecution. Corporation X and
Inventor B then both assign their rights in the applica
tion to Corporation Y. As soon as Corporation Y (now
an assignee of the entire right, title and interest) is
made of record in the application as the assignee (by
filing a statement pursuant to 37 CFR 3.73(b) stating
one-hundred percent ownership), Corporation Y may,
by itself, conduct prosecution.

n. ESTABLISHING OWNERSHIP

When an assignee first seeks to take action in a
matter before the Office with respect to a patent appli
cation, patent, or reexamination proceeding,· the
assignee must establish its ownership of the property

to the satisfaction of the Commissioner. 37 CFR
3.73(b). The assignee's ownership may be established
under 37 CFR 3.73(b) by submitting to the Office, in
the Office file related to the matter in which action is
sought to be taken:

(A) documentary evidence of a chain of title from
the original owner to the assignee (e.g., copy of an
executed assignment submitted for recording); or

(B) a statement specifying, by reel and frame
number, where such evidence is recorded in the
Office.

Documents submitted to establish ownership may
be required to be recorded as a condition to permitting
the assignee to take action in a matter pending before
the Office.

The action taken by the assignee, and the 37 CFR
3.73(b) submission establishing that the assignee is
the appropriate assignee to take such action, can be
combined in one paper.

The establishment of ownership by the assignee
must be submitted prior to, or at the same time as, the
paper requesting or taking action is submitted.
37 CFR 3.73(c). If the submission establishing owner
ship is not present, the action sought to be taken will
not be given effect If the submission establishing
ownership is submitted at a later date, that date will be
the date of the request for action or the date of the
assignee's action taken.

The submission establishing ownership by the
assignee must be signed by a party who is authorized
to act on behalf of the assignee. See discussion below.
Once 37 CFR 3.73(b) is complied with by an
assignee, that assignee may continue to take action in
that application, patent, or reexamination proceeding
without filing a 37 CFR 3.73(b) submission each
time, provided that ownership has not changed.

The submission establishing ownership by the
assignee pursuant to 37 CFR 3.73(b) is generally
referred to as the "statement under 37 CFR 3.73(b)"
or the "37 CFR 3.73(b) statement." A duplicate copy
of the 37 CFR 3.73(b) statement is not required and
should not be submitted. See 37 CFR 1.4(b) and
MPEP § 502.04.

CONTINUING APPLICATIONS

When an assignee files a continuation or divisional
application under 37 CFR 1.53, otber than a continued
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prosecution application (CPA) under 37 CFR L53(d),
the application papers must:

(A) refer to a statement filed under 37 CFR
3.73(b) in the parent application;

(B) contain a copy of a statement filed under
37 CFR 3.73(b) in the parent application; or

(C) contain a newly executed statement under
37 CFR 3.73(b).

When a continuation-in-part application is filed by
an assignee, a newly executed statement under
37 CFR 3.73(b) must be filed. When a CPA under
37 CFR 1.53(d) Is filed.. the statement filed under
37 CFR 3.73(b) in the parent application will serve as
the statement for the CPA.

REQUESTS FOR CONTINUED EXAMINATION

Where a Request for Continued Examination of an
application is filed under 37 CFR 1.114 (which can be
filed on or after May 29, 2000 for an application filed
on or after June 8, 1995), the application is not con
sidered to be abandoned; rather the finality of the
Office action is withdrawn and the prosecution con
tinues. Thus, the statement under 37 CFR 3.73(b) in
the application will continue to serve as the statement
establishing ownership.

PARTY WHO MUST SIGN

The submission establishing ownership must be
signed by a party authorized to act on behalf of the
assignee. The submission under 37 CFR 3.73(b) may
be signed on behalf of the assignee in the following
manner if the assignee is an organization (e.g., corpo
ration, partnership, university, government agency,
etc.):

(A) The submission may be signed by a person in
the organization having apparent authority to sign on
behalf of the organization. 37 CFR 3.73(b)(2)(ii). An
officer (chief executive officer, president, vice-presi
dent, secretary, or treasurer) is presumed to have
authority to sign on behalf of the organization. The
signature of the chairman of the board of directors is
acceptable, but not the signature of an individual
director. Modifications of these basic titles are accept
able, such as vice-president for sales, executive vice
president, assistant treasurer, vice-chairman of the

board of directors. A person having a title (manager,
director, administrator, general counsel) that does not
clearly set forth that person as an officer of the
assignee is not presumed to have authority to sign the
submission on behalf of the assignee. A power of
attorney (37 CFR l.34(b» from the inventors or the
assignee to a patent practitioner to prosecute a patent
application does not make the practitioner an official
of an assigneeor empower the practitioner to sign the
submission on behalf of the assignee.

(B) The submission may be signed by any person,
if the submission sets forth that the person signingis
authorized (or empowered) to act on behalf of the
assignee, i.e., to sign the submission on behalf of the
assignee. 37 CFR 3.73(b)(2)(i).

(C) The submission may be signed by a person
empowered by an organizational resolution (e.g., cor"
porate resolution, partnership resolution) to sign the
submission on behalf of the assignee, if a copy of the
resolution is, or was previously, submitted in the
record.

Where a submission does not comply with (A), (B),
or (C) above, evidence of the person's authority. to
sign will be required.

WHEN OWNERSHIP MUST BE ESTABLISHED

Examples of sitnations where ownership must be
established under 37 CFR 3.73(b) are when the
assignee: signs a request for a continued prosecution
application under 37 CFR L53(d), unless papers
establishing ownership under 37 CFR 3.73(b) were
filed in the prior application and ownership has not
changed (MPEP § 20L06(d»; signs a request for sta
tus of an application or gives a power to inspect an
application (MPEP § 102 and § 104); acquiesces to
express abandonment of an application (MPEP
§ 7ILOI); appoints its own registered attorney or
agent to prosecute an application (37 CFR 3.71 and
MPEP § 402.07); signs a terminal disclaimer (MPEP
§ 1490); consents to the filing of a reissue application
(MPEP § 1410.01); consents to the correction of
inventorship (MPEP § 20L03 or § 1481); files an
application under 37 CFR L47(b) (MPEP
§ 409.03(b» or 37 CFR L425; signs an Issue Fee
Transmittal (PTOL-85B) (MPEP § 1306); or signs a
reply to an Office action.
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WHEN OWNERSHIP NEED NOT BE ESTAB·
LISHED

Examples of situations where ownership need not
be established under 37 CPR 3.73(b) are when the
assignee: signs a request for a continued prosecution
application under 37 CPR 1.53(d), where papers
establishing ownership. under 37. CFR 3.73(b) were
filed in the prior application and ownership has not
changed (MPEP § 201.06(d»; signs a small entity
statement (MPEP § 509.03); signs a statement of
common ownership of two inventions (MPEP §
706.02(1)(2»; signs a NASA or DOE property rights
statement (MPEP § 151); signs an affidavit under 37
CPR 1.131 where the inventor isunavailable (MPEP
§ 715.04); signs a certificate under 37 CFR 1.8
(MPEP § 512); or files a request for reexamination of
a patent under 37 CPR 1.510 (MPEP§ 2210).

MULTIPLE ASSIGNEES

When an assignee seeks to take action in a matter
before the Office with respect to a patent application,
patent, or reexamination proceeding and the right,
title, and interest therein is held by more than one
assignee, each partial assignee must provide a submis
sion under 37 CFR 3.73(b). In each submission, the
extent of each assignee's interest must be set forth so

that the Office can determine whether it has obtained
action by the entirety of the right, title and interest
holders (owners). 37 CPR 3.73(c)(2). If the extent of
the partial assignee'S ownership interest is not set
forth in the submission under 37 CFR 3.73(b), the
Office may refuse to accept the submission as an
establishment of ownership interest.

CONFLICTING 37 CFR 3.73(b) STATEMENTS

Where there are two or more conflicting 37 CFR
3.73(b) statements in an application or other Office
proceeding, the statement with the latest date of sub
mission to the Office will nornially control as to
establishment of the assignee. If,however, the owner
ship established as controlling is contested on the
record by another party who has submitted a conflict
ing 37 CPR 3.73(b) statement, then the application or
other proceeding .shall. be forwarded. by .the. Office
official in charge of the application or other proceed
ing to the Office of Patent Legal Adtllinistration for
resolution of the ownership question.

FORMS

Form PTO/SB/96 maybeused to establish owner
ship under 37 CFR 3.73(b).
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PTO/S8/SB (Oa-OO)
Approved for use through 10/31/2002. OMS 0651·0031

U.S.Patent and Trademark Office; U.S. OEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to rasDond to a collection of information unless it displavs a valid OMS control number.

STATEMENT UNDER 3T CFR 3,T31bl

ApplicanUPatent Owner: _

Application No./Patent No.: Filed/lssue Date: _

Entitled: ~

____________________________. a .

(Name of Assignee) (Type of Assignee. e.g•• corporation. partnership. university, government agency, etc.)

states that it Is:

1. 0 the assignee of the entire right, title, and Interest; or

2. D an assignee of less than the entire right. title and interest.
The extent (by, percentage) of its ownership Interest is %

in the patent application/patent Identified above by virtue of either:

A. [ ] An assignment from the inventor(s) of the patent application/patent identified above. The assignment
was recorded In the United States Patent and Trademark Office at Reel • Frame , or for
Which a copy thereof is attached.

OR

B. [ ] A chain of title from the inventor(s), of the patent application/patent identified above, to the current
assignee as shown below:

1. From: To: _

The document was recorded In the United States Patent and Trademark Office at
Reel • Frame • or for which a copy thereof Is attached.

2. From: To~ _

The document was recorded in the United States Patent and Trademark Office at
Reel • Frame • or for which a copy thereof is attached.

3. Frorn: To~ _

The document was recorded In the United States Patent and Trademark OffIce at
Reel • Frame • or for which a copy thereof Is attached.

] Additional documents in the chain of title are listed on a supplemental sheet.

] Copies of assignments or other documents in the chain of title are attached.
[NOTE: A separate copy (t.e., the original assignment document or a true copy of the original document)
must be submitted to Assignment Division In accordance with 37 CFR Part 3. if the assignment is to be
recorded In the records of the USPTO. See MPEP 302.08J

The undersigned (whose title is supplied below) Is authorized to act on behalf of the assignee.

Date Typed or printed name

Signature

Title
Burden Hour Slatemeni: ffiis--'ormfs estimated to take 0.2 hours toeomplete. Time willvary depending upon the needsofiha individual caSEI. Any comments on
the amount of time you are required to complete this form ShQuld be sent to the Chief Information Officer. U.S. Patent and Trademark Office. Washington, DC
20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents. Weshington. DC 20231.
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Chapter 400 Representative of Inventor or Owner

410

401

409.03(i)
409.030)

402.05
402.06
402.07

U.S. Patent and Trademark Office
Cannot Aid in Selection of Attorney

Examiner Note:
The examiner should not suggest that applicant employ an

attorney or agent if the application appears to contain no patent
able subject matter.

37 CFR 1.31. Applicants may be represented by a
registered attorney or agent.

An applicant for patent may file and prosecute his or her own
case, or he Drshe may be represented by a registered.attomey, reg
istered agent, or other individual authorized to practice before the
Patent andTrademark Office in patent cases. See §§ 10.6 and 10.9
of this subchapter. The'Patent and Trademark Office cannot aid in
the' selection of it registered attorney or agent.

An applicant for patent may file and prosecute his
or her own application, and thus act as his or her.own
representative (pro se) before the Office. See 37 CPR
1.31. In presenting (whether by signing, filing, sub
mitting, or later advocating) papers to the Office, a
pro se applicant is making the certifications under
37 CPR 1O.18(b), and may be subject to sanctions
under 37 CFR 1O.18(c) for violations of 37 CPR
IO.18(b)(2). See 37 CPR 1.4(d)(2). See also MPEP
§ 410.

If patentable subject matter appears to be disclosed
in a pro se application and it is apparent that the appli
cant is unfamiliar with the proper preparation and
prosecution of patent applications, the examiner may
suggest to the applicant that it may be desirable to
employ a registered patent attorney or agent. It is sug
gested that form paragraph 4.10 be incorporated in an
Office action if the use of an attorney or agent is con
sidered desirable and if patentable subject matter
exists in the application.

'/{ 4.10 Employ Services ofAttorney or Agent
An examination of this application reveals that applicant is

unfamiliar with patent prosecution procedure. While an inventor
may prosecute the application, lack of skill in this field usually
acts as a liability in affording the maximum protection for the
invention disclosed. Applicant is advised to secure the services of
a registered patent attorney or agent to prosecute the application,
since the value of a patent is largely dependent upon skilled prep
aration and prosecution. The Office cannot aid in selecting an
attorney or agent.

Applicant is advised of the availability of the publication
"Attorneys and Agents Registered to Practice Before the U.S.
Patent and Trademark Office." This publication is fro sale by the
Superintendent of Documents, U.S. Government Printing Office,
Washington, D.C. 20402.

401

409.03(d)
409.03(e)
409.03(f)
409.03(g)
409.03(h)

U.S. Patent and Trademark Office Cannot
Aid in Selection of Attorney
Power of Attorney

Exceptions as to Registration
Appointment of Associate Attorney
or Agent
Revocation
Attorney or Agent Withdraws
Assignee Can Revoke Power of Attorney
of Applicant
Application in Interference
International Application
AppointmentlRevocationby Less Than
All Applicants or Owners

Correspondence - With Whom Held
CorrespondenceHeldWith Associate Attorney
Two Attorneys for Same Application

Conflicting Parties Having Same Attorney
Attorney Not of Record
Death of Attorney
Suspended or Excluded Practitioner
Telephoning Attorney
Death, Legal Incapacity, or
Unavailability ofInventor

Death of Inventor
Prosecntion by Administtator or Executor
Proof of Authority of Administrator
or Executor

409.01(c) After Administrator or Executor Has
Been Discharged
Exception in Some Foreign Countries
If Applicant of Assigned Application Dies
Intervention of Executor Not Compulsory
Insanity or Other Legal Incapacity
Unavailability of Inventor
At Least One Joint Inventor Available
No Inventor Available
Legal Representatives of Deceased
Inventor Not Available
Proof of Unavailability or Refusal
Statement of Last Known Address
Proof of Proprietary Interest
Proof of Irreparable Damage
Processing and Acceptance of a 37 CFR 1.47
Application
Rights of the Nonsigning Inventor
Action Following Acceptance of a
37 CFR 1.47 Application

Representations to the U.S. Patent and
Trademark Office

409.01(d)
409.01(e)
409.01(f)
409.02
409.03
409.03(a)
409.03(b)
409.03(c)

409.01
409.01(a)
409.01(b)

402.08
402.09
402.10

403
403.01
403.02
404
405
406
407
408
409

402
402.01
402.02
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37 CFR 1.34. Recognition for representation.

(a)-When a registered -attomey.or agent acting.in a represen
tative capacity appears in person otsigns a-paper in -practice
before the Patent and Trademark Office .ina patent case, his or.her
personal.appearance Of: signature shall.constitute ,arepresentation
to the. Patent and Trademark: Office. thatunderthe provisions of
this-Subchapter-and the law, he or .she is -authcrized.to represent
theparticular partyin whose behalf he orsheacts.In filing such a
paper, the registeredattorney or agent.should specify, his .or her
registration number with his or her signature. Further proof of
authority to act ina representative capacitymay be-required.

(b)-When an attorney-or agentshallhave filedhis or-her
power of attorney, Of' authorization, 'dulyexecuted- by the person
or-persons entitled,to prosecute I.l.l1 application ora patent involved
in areexamination proc.~eding, he,or she is,a principal attorney of
record in the case..,A ,prillcipal' att?rney or a,gent." so appointed,
mayappoint an associate attorney or agent who'shall also thenbe
of-record.

402 Power ofAttorney Powers of attorney or authorizations of agent nam
ing firms of attorneys or agents filed in patent applica
tions will not be recognized. However, the U.S. Patent
and Trademark Office will construe any such powers
or authorizations as a direction to consider the address
of the firm as the correspondence address for the
application.

Powers of attorney and authorizations of agent
under 37 CPR l.34(b) naming one or more registered
individuals, or all registered practitioners associated
with a Customer Number, may be made. See MPEP
§ 403 for Customer Number practice,

For a power of attorney or authorization of agent to
be valid, the attorney .or ag~nt appointed must be reg
istered to practipe before the U.S. Patent .and Trade
mark Office ill accordance with 37CFR 10.6. Form
PfO/SB/81 maybe used to appoint a registered prac
titioner.
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Please type a plus sign (+) inside this box ~D
PTO/SB/81 (02-01)

Appr,oved for use through 10131f2002. OMS 0651-0035
U,S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons.are requtrad 10respond to a collection of information unless It alsplay a vaua UMt:I comrcr numoer

Application Number
...

Filing Date

First Named Inventor

POWER OF ATTORNEY OR Title

AUTHORIZATiON OF AGENT .. GroUD Art Unit
.

Examiner Name
. Attorney DceketNumber

I hereby appoint:
Place Customer

0 Practitioners at Customer Number I I ~ Number Bar Code

OR Label here

o Practitioner(s) named below:

Name Reolatration. Number

.

as my/our attorney(s) or agent(s) to prosecute the application identified above, and to transact all
business in the United States Patent and Trademark Office connected therewith.

Please change the correspondence address forthe above-identified application to:o The above-mentioned Customer Number.
OR I Place Customer ·1o Practitioners at Customer Number I I • . Number Bar Code

Labe/here
ORo Firmar .

Individual Name

Address

Address . .

City . I State I I Zip I
Country

Teleehone I Fax I

I am the:
.

0 ApplicanUlnventor.

0 Assiqnee of record. of the entire interest. See 37 CFR 3.71.
Statement under 3~ cFR 3.73(b) is enclosed. (Form PTO/S8/9B).

SIGNATURE of ADDlicant or AssiClnee of Record

Name

Signature

Date .
..

NOTE: Signatures of all the inventors or assignees ofrecord 'ofthe entire interest or theirrepresentative(s) are required. Submit mUltiple
formsif more thanonealnnature is required, seebelow*.
o "Total of __.. _forms are submitted.

Burden Hour Statement: This form is estimated to take 3 minutes to complete. Time will vary depending upon the needs of the Individual case. Any comments on
the amount of ume you are required to complete this form should be sent to-the Chief Informatlon Officer, U.S. Patent and Trademark Office, WashIngton, OC
20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Asststara ccmenssroner for Patents, Washington. DC 20231.
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In accordance with 37 CFR 1.34(a), a paper filed by
a registered patent attorney or agent in an application
in which he or she is not of record should include both
his or her signature and registrationnumber, Accep
tance of papers filed in patent applications and reex
amination proceedings by registered attorneys and
agents upon a representation that the attorney or agent
is authorized to act in a representative capacity is for
the purpose of facilitating replies on behalf of appli- .
cants in patent applications and, further, to obviate th~ .
need for filing powers of attorney or authorizations of
agent in individual applications Orpatents when there
has been a change in composition of law firms or cor
porate patent staffs. Interviews with a registered attor
ney or agent not of record will, in view of 35 U.S.C.
122, be conducted only on .thebasis of information
and files supplied by the attorney or agent. A person
acting in a representative capacity may not sign a
power of attorney or a document granting access to an
application.

A power of attorney or authorization given to a reg"
istered Canadian patent agent, to be valid, must be
given by the applicants, all of whom are located in
Canada. See 37 CFR 1O.6(c).

When an application for patent is filed accompa
nied by a power of attorney or authorization of agent
to a person not registered to practice before the United
States Patent and Trademark Office, the Office of Ini
tial Patent Examination will send the official filing
receipt directly to the applicant, together with an
explanatory letter. A copy of the letter will be sent to
the person named in the power or authorization and a
copy placed in the file without being given a paper
number. The name of the unregistered person will not
be placed on either the face of the file or the PALM
bib-data sheet and the examiner will communicate
only with the applicant directly at the correspondence
address specified by the applicant unless and until the
applicant appoints a recognized practitioner. All asso
ciate power of attorney or authorizationfrom the
nnregistered person will not be recognized or
accepted.

Form paragraph 4.09 may be used to notify appli
cant that the attorneyor agent is not registered.

'J! 4.09 Unregistered Attorney or Agent
An' examination of-this application reveals' that, applicant has

attempted to appoint an attorney or agent who is: not'registered to
practice beforethe U.S. Patent and Trademark Office, contrary to
the Code of Federal Regulations, 37 CFR 1.31. Therefore, the

appointment is void, ab initio. We will not recognize the appoint
mentand' all'correspondence concerning this application mustbe
sigued by: 1) all named applicants (inventors). 2) all the owners of
therightsto theInvention, or3) a registered attorney oragent duly
appointed by the inventor(s) or the owner(s). Furthermore, all
communications from the Office will be addressed to the first
named inventor, unless specific instructions to the contrary are
supplied bythe.named jnventorfs) or owner(s).

Whilean:applicant may prosecute the al.'plication, lack of skill
in this field usually acts as a liability in affording 'the maximum
'protection for the invention disclosed. Applicant is, therefore,
encouraged to securetheservicesofa registered patent attorney or
agent(i.e., registered to practice beforetheU.S. Patent andTrade
mark 'Office) to 'prosecute the application" since the value of'a
patent is largelydependent uponskillful preparation andprosecu
tion.

The Office cannotaid you in selecting a registered attorney or
agent, however, we do have a publication which lists all thepatent
attorneys 'and" agents who are' registered to practice before the
Office; The publication,' "Attomeya und Agents Registered to
Practice Before the U.S. Patent and Trademark Office," may be
purchased from the Superintendent of Documents, U.S. Govern
mentPrinting Office, Washington, D.C. 20402~ In addition, appli
cantmay obtain this.information: from theUSPTO Internet web
Site [http://www.uspt()~go~/]; by writing to the Commissioner of
Patents. and Trademarks, Box OED, Washington, DC 20231; by
calling the Office of Enrollment and Discipline at (703) 306-4097:
or, through "the Patent Assistance' Center' toll free'.number,

1(800)786-9199.

Examiner Note:
Thisformparagraph rsto be used ONLY afterensuring thatthe

named representative is not registered with the Office. A PALM
inquiry shouldbe first made andif no listing-is given, the Office
of Enrollment andDiscipline shouldbe contacted to determine the
current "recognition" status of the individual named by the appli
cant in a "power of attorney." If the named individual is NOT
registered or otherwise recognized by the Office, the correspon
denceaddress on the face of the file shouldbe'promptly changed
to 'that'of thefirst named inventor Unless' applicant specifically
provides a different "correspondence address." A copy of the
Office communicationincorporating this', form paragraph should
also be mailed to the unregistered individualnamed by the appli
~ant in tile "power o(attorney.",If desired, you may include with
yourcommunication,a .list of the .registeredpractltioners from
applic~t'.s ,Zip'Code,copied" from the above ni)ted publication
which shouldbe available in the TC Director's Office.

See MPEP § 601.03 for change of correspondence
address. See MPEP § 201.06(c) for change in the
power of attorney in continuation or divisional appli
cations filedunder $7CFR 1.53(b). See MPEP § 403
for the addition and/or deletion of a practitioner from
the list of practitioners associated. with a Customer
Number. For a representative of a requester of reex
amination, see MPEP § 2213.
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REPRESENTATIVE OF INVENTOR OR OWNER 402.01

See also MPEP § 1702.

37 CPR·] 0.9. .Limited recognition in patent cases.
(a) Any-individual not registered under § 10.6 may, upon a

showing of circumstances which render it necessary or-justifiable,

(4)··Imposing a monetary sanction;
(5) Requiring a terminal disclaimer for the period of the

delay; or
(6) Terminating the proceedings. in the Patent and Trade

mark Office.

(d) AAy. practitioner violating the provisions of this section

may also be subject to disciplinary action. See § 1O.23(c)(l5).

37 CFR 1O.18(a) emphasizes that every paper filed
by a practitioner must be personally signed by the
practitioner, except those required to be signed by the
applicant or party. 37 CFR 1O.18(b) provides that, by
presenting any paper to the Office, the party present
ing such paper (whether a practitioner or nonpractitio
ner) is: (I) certifying that the statements made therein
are subject to the declaration clause of 37 CPR 1.68;
and (2)nialdng the certifications required for papers
filed in a federal court under Rule ll(b) of the Federal
Rules of Civil Procedure. See MPEP § 410. 37 CPR
1O.18(d) provides that any practitioner violating the
provisions of 37 CFR 10.18 may also be subject to
disciplinary.action (see 37 CFR 10.23(c)(15)), thus
clarifying that a practitioner may be .subject to disci
plinary action in lieu of, or in addition to, the sanc
tions set forth in 37 CFR 1O.18(c) for violations of
37 CFR 10.18. See also 37 CPR 1.4(d)(2).

The certifications in. 37 CPR 10.18(b) apply to all
papers filed in the Office, including allegations of
improper conduct made by a registered practitioner in
any Office proceeding.

37 CFR 10.11. Removing names from registers.
(a) Registered attorneys and agents shall notify the Director

of any change 9{ address. Any notification to the Director of any
change of address shall be separate from any notice of change of
address filed in individual applications.

(b) A letter maybe addressed to any individual on the regis
ter, at the .address ·of which separate notice was -last received by
the Director, for the purpose of ascertainingwhether such individ
ual .deslres to remain,on the register. The name of any individual
failing-to reply and give any information requested bythe Director
within a time limit specified will be removed from the register and
the names of individuals.so removed will be published in the Offi
cial Gazette. The name of any individual so removed may be rein
stated on the register as may be appropriate and upon payment of
the fee set forth in § 1.21(a)(3) of this snbcbapter.

Exceptions as to Registration402.01

37 CFR 10.18. Signature and certificate for
correspondence filed in the Patent and Trademark Office,

(a) For all documents filed in the Office in patent, trade
mark, and other non-patent matters, except for correspondence
that is required to be signed by the applicant or party, each piece
of correspondence filed by a practitioner in the Patent and 'Trade
mark Office. must bear a signature, personally signed by such
practitioner, in compliance with § 1.4(d)(I) of this chapter.

(b) By presenting to the Office (whether by signing, filing,
submitting, or later advocating) any paper, the party presenting
such paper, whether a practitioner or non-practitioner, is certifying
that~

(1) All statementsmade therein of the party's own knowl
edge are true, all statements made therein on information and
belief are believed to be true, and all statements made therein are
made with the knowledge that whoever, in any matter within the
jurisdiction.of the Patent and Trademark Office, knowingly and
willfully falsifies, conceals, or covers up by any trick, scheme, or
device a material fact, or makes any false; fictitious or fraudulent
statements or representations, or makes or uses any false writing
or document knowing the same to contain any false, fictitious or
fraudulent statement or entry, shall be subject to the penalties. set
forth under 18 U.S.C. 1001, and that violations of this paragraph
may jeopardize the validity of the application or document, or the
validity or enforceability of any patent, trademark registration, or
certificate resulting therefrom; and

(2) To the best of the party's knowledge, information and
belief, formed after an inquiry reasonable under the circum
stances, that-

(i) The paper is not being presented for any improper
purpose, such as to harass someone or to cause unnecessary delay
or needless increase in the cost of prosecution before the Office;

(ii) The claims and other legal contentions therein are
warranted by existing law or by a nonfrivolous argument for the
extension, modification, or reversal of existing law or the estab
lishment of new law;

(iii) The allegations and other factual contentions have
evidentiary support or, if specifically so identified, are likely to
have evidentiary support after a reasonable opportunity for further
investigation or discovery; and

(iv) The denials of factual contentions are warranted
on the evidence, or if specifically so identified, are reasonably
based on a lack of information or belief.

(c) Violations of paragraph (b)(l) of this section by a practi
tioner or non-practitioner may jeopardize the validity of the: appli
cation or document, or the validity or enforceability of any patent,
trademark registration, or certificate resulting therefrom, Viola
tions of any of paragraphs (b)(2)(i) throngh (iv) of this section are,
after notice and reasonable opportunity to respond, subject to such
sanctions as deemed appropriate by the Commissioner, or the
Commissioner's designee, which may include, but are not limited
to, any combination of -

(1) Holding certain facts to have been established;

(2) Retnming papers;

(3) Precluding a party from filing a paper, or presenting
or contesting an issue;
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402.02 MANUAL OF PATENT EXAMINING PROCEDURE

be given limited recognition by-the Director to prosecute as attor
ney or agent a specified application or specified applications, but
limited recognition under this paragraph shall not extend further
than the application or applications specified.

(b) When registration of a resident alien under paragraphs
(a) or (b) of § 10.6 is not appropriate, the resident alien may be
given limited recognition as may be appropriate under paragraph
(a) of this section.

Revocation of the power of the principal attorney
revokes powers granted by him or her to other attor
neys.

Revocation of the power of attorney becomes effec
tive on the date that the revocation is RECEIVED in
the Office (not on the date of ACCEPTANCE).

*****
402.06 Attorney or Agent Withdraws

Upon revocation of the power of attorney, appropri
ate notification is sent by the technical support staff of
the Technology Center.

The principal attorney or agent may appoint an
associate attorney or agent as provided in 37 CFR
1.34. The associate attorney may not appoint another
attorney. See also MPEP § 406.

Sometimes in a joint application one of the coin
ventors gives to the otherthe powerof attorney inthe
application. Such power will be recognized even
though the one to whom it is given is not registered.

Ifarequest.for special recognition.accompanies the
application, the Office. of Initial Patent Examination
will forward the file to the Director of the Office of
Enrollment and Discipline.

37' CFR 1.36. Revocation of power of attorney or
authorization; withdrawal ofattorney or agent.

A power of attorney or authorization of agent, pursuant to §
1.31,:may be revoked atany stage in the proceedings of a case,
and a registered attorney or agent may withdraw, upon application
to and approval. by the, Commissioner. A registered attorney or
agent, 'except an associate registered attorney or agent, whose
address is, the same as that of theprincipal registered attorney or
agent; will be notified of the revocation of the power of attorney
or authorization, and the applicant or patent owner will be notified
of the withdrawal of the registered attorney or agerit. An assign
ment willnot of itself operate 'as a revocation of a: power or autho
rization previously given-but the assignee of the entire interest
may revoke previous powers and be represented by a registered
attorney or agent of the assignee's own selection. See§1.613(d)
for withdrawal in an interference.

In the event that a notice of withdrawal is filed by
the attorney or agent of record, the file will be for
warded to the Technology Center Director where the
application is assigned where appropriate procedure
will be. followed pertaining to the withdrawal. The
withdrawal is effective when approved rather than
when received.

To expedite the handling of requests for permission
to withdraw as attorney or agent, under 37CFR 1.36,
Form PTO/SB/83 .may be used. Because the Office
does not recognize law firms, each attorney of record
must sign the notice of withdrawal, or the notice of
withdrawal must contain a clear indication of one
attorney signing on behalf of another.

The Commissioner of Patents and Trademarks usu
ally requires that there be at least 30 days between
approval of withdrawal and the later of the expiration
date of a time period for reply or the expiration date of
the period which can be obtained by a petition and fee
for extension of time under 37 CFR 1.136(a). This is
so that the applicant will have sufficient time to obtain
other representation or take other action. If a period
has been set for reply and the period may be extended
without a showing of cause pursuant to 37 CFR
1.136(a) by filing a petition for extension of time and
fee, the practitioner will not be required to seek such
extension of time for withdrawal to be approved. In
such a situation, however, withdrawal will not be
approved unless at least}O days would remain
between the date of approval and the last date on
which such a petition for extension of time and fee
could properly be filed.

For withdrawal during reexamination proceedings,
see MPEP § 2223.

See 37 CPR 1.36 in MPEP § 402.05. See also
37 CFR 10.40.

Revocation

Appointment of Associate
Attorney or Agent

402.05

402.02
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REPRESENTATIVE OF INVENTOR OR OWNER 402.06

Please type a plussign (+) insidethis box .-. 0
PTO/SB/83 (08-00)

Approved for use through 10131/2002. OMS 0651·0035
U.S.,Patent andTrademark Offlce;.U.S.DEPARTMENT OF COMMERCE

Under the Paoerwork ReductionAct of '1995. no cersoneare reouirad to resoono tc a collection ofinfomiatiori unless il disolavs a valid OMB control number.

ADDlicationNumber'
.

FIII';gDale .

REQUEST FORWITHDRAWAL FlrStN~,"ed Inv~~tor
., . .

AS ATTORNEY ORAGENT Grouo ArtUnit
Examiner Name

Attorney Docke.t Number

.

To: Assistant Commissioner for Patents
Washington,DC 20231

I hereby apply to withdraw as attorney or agent for the above identified patent application.

The reasons for this request are:

1. o The correspondence address is NOT affected by thiswithdrawal.

2. 0 Change the correspondence address and direct all future correspondence to:

. . . CORRESPONDENCE ADDRESSo CustomerNumber
.

I I ~ .. Place. cuuome: Number
Bar .Code Labelhere

OR

o Firmor
.IndividualName. .

Address .' ..
. .

Address .'

Cltv I Slalel I ZIP I
Countrv

Teleohone I Fax I . .

This request is enclosed in triplicate. -. .. .'
...

•
.

Name
... .

Signature . .

Date '.'
. , . .

NOTE: Withdrawal iseffective when approved rather than when received.
Unless thereare at least 30 days betweenapprovalof w(thdraW8land Jheexpiration dateof a time
period for response orpossibleextension period, therequestto withdraWis normally disapproved. .

Burden Hour Statement This form is estimated to take 0.2 hours to complete. Time w'll vary dep,.endingupon the needs d the individual case. Any col11mentson
the amount of lime you are required to complete this formshcutd be sent to the Chief rnrcrmenoecrncer. U.S. Patent and Trademark Office, Washington, DC
20231. DO NOT SEND FEES OR COMPLETED FORMS,TQ THIS ADD.RESS. SEND TO:. Assista~tCo,mmiss.j.oner for Patents, Washington, DC 20231.
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402.07 MANUALOF PATENT EXAMININGPROCEDURE

The .assigneeof record of the entireinterest can
revoke the power of attorney ofthe app4clll1tuniess
an "irrevocable" right to prosecute the application.had
been given as in some government .own€7d applica
tions.

37 CFR 3.71. Prosecution by assignee.
(al Patents _~.sondllcting~f p~q~ec-u~i(jll.,· Oil~, qf., 'more

assigneesasdeflned m paragraph, (b) of this section may, after
becoming of record pursuant to paragraph (c) of this section, con
duct prosecution of a national patent application or a reexamina
tion proceeding to the exclusion of either the inventive entity, or
the assignee(s) previously entitled to conduct prosecution.

(b) Patents - assignee(s) who can prosecute. The
essigneers) who may conduct either the prosecution of a national
application for patent or a reexamination proceeding are:

(1) A single assignee. An assignee of the entire right, title
and interest in the application or patent being reexamined who is
of record, or

(2) Partial assignee(s) together or with inventor(s). All
partial assignees, or all partial assignees and inventors who have
not assigned their right, title and interest in the application or
patent being reexamined, who together own the entire right, title
and interest in the application or patent being reexamined. A par
tial assignee is any assignee of record having less than the entire
right, title and interest in the application or patentbeing reexam
ined.

(c) Patents- Becoming of record."An 'assignee becomes of
record either in a, ~atio~al' p~tent,a~plication or a reexernination,
proceeding by filing a statement in compliance with § 3.73(b) that
is signed by a party who' is 'authorized to. act on behalf of the
assignee,

(d) Trademarks. The assignee of a trademark application or
registration may prosecute a trademark application; 'submit docu
ments to maintain a trademark registration, or file papers against a
third party in reliance on the 'assignee's trademark application or
registration, to the exclusion of the original, applicant or previous
assignee. The assignee must establish ownership ill compliance
with § 3.73(b). .

See 37 CFR 1.36 in MPEP § 402.05.
A power of attorney by the assignee of the entire

interest revokes all powers given by the applicant and
prior assignees if the-assignee establishes their right t.o
takeaction as provided in 37 CPR 3.73(b).See MPEP
§ 324. Ordinarily, the applicant will still have access
t.o the application (MPEP § 106).

In an application that has been accorded status
under 37 CPR J.47(a), or for which .status under 37
CPR 1.47(a) has been requested, a power ofattorney
given by the inventors who have signed the declara-

For representation in international applications, see
MPEP § 1807.

tion (available inventors) may be revoked by an
assigneeof the entire interest of the available inven
tors. Rights of the assignee t.o take action may be
established as providedin 37 CFR 3.73(b) and MPEP
§ 324.

International Application

Appliclltion in Interference402.08

402.09

37 CFR 1.455. Representation in international
applications.

(a) Applicants of international applications may berepre
sented by attorneys or agents registered to practice before the
Patent and Trademark Office or by an applicant appointed as a
common representative (PCT Art. 49. Rules 4, 8 and 90 and
,§, 10~10). If-applicants have not appointed.an attorney or agent or
one of the applicants to represent them, and there is more than one
~PlJlic'an~,'t1ieapplicant first named inthe'T~uest andv,rh? is enti
t1e<l,t~,fii~:in the U.'S. Receiving Office shall be considered to be
the' common representative of all the applicants. .An attorney or
agent. having, the right to, practice before' a national office with
which an international application is filed and for which the
United States is an International Searching Authority or, Iriterna
tional Preliminary Examining Authority may be appointed to rep
resentthe applicants in the international application before that
authority. An attorney or agent may appoint an associate attorney
or agent who shall also then be of record (peT Rnle 90.I(d». The
appointment of an.attorney or agent; or of a commonrepresenta
tive, revokes any earlier appointment unless otherwise indicated
(pcT Rule 90.6(b) and (c)).

(b) Appointment of anagent, attorney Orcommon represen
tative(PCT-Rule 4.8) must be effected either in the Request form,
signed byall applicants, or ill a .separate'power of attorney submit
ted either to the United States Receiving Office or to the Interna
tional Bureau.

(c) Powers of attorney and revocations thereofshould be
submitted to the United States Receiving Office until.the issuance

oftheillternati?tlals~archtepo~:

' (d) Th~"ad;kessee. for correspondence will beas indicated in
section 108 of.the Administrative Instructions.

Whilean.application is involved.in an interference,
no power of attorney of any kind should be entered in
such applicationby the technical support staff of the
'Iechnology Center.

If a power.of attorney or revocation is received for
an application which is in interference, it should be
forwarded to the Service Branch of the Board of
Patent Appeals and Interferences because all parties t.o
the interference must be notified,

Assignee Can Revoke Power
of Attorney of Applicant

402.07
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REPRESENTATNE OF INVENTOR OR OWNER 403

Papers giving or revoking a power of attorney in an
application generally require signature by all the
applicants or owners of the application. Papers revok
ing a power of attorney in an application (or giving a
power of attorney) will not be accepted by the Office
when signed by less than all of the applicants or own
ers of the application unless they are accompanied by
a petition and fee under 37 CFR 1.182 giving good
and sufficient reasons as to why such papers should be
accepted. The petition should be directed to the Office
of Petitions. The acceptance of such papers by peti
tion under 37 CFR 1.182 will result in more than one
attorney, agent, applicant, or owner prosecuting the
application at the same time. Therefore, each of these
parties must sign all subsequent replies submitted to
the Office. See In re Goldstein, 16 USPQ2d 1963
(Dep. Assist. Comm'r Pat. 1988). In an application
filed under 37 CFR 1.47(a), an assignee of the entire
interest of the available inventors who have signed the
declaration may appoint or revoke a power of attorney
without a petition under 37 CFR 1.182. See MPEP
§ 402.07. However, in applications accepted under
37 CPR 1.47, such a petition under 37 CFR 1.182
submitted by a previously nonsigning inventor who
has now joined in the application will not be granted.
See MPEP § 409.03(i). Upon accepting papers
appointing and/or revoking a power of attorney that
are signed by less than all of the applicants or owners,
the Office will indicate to applicants who must sign
subsequent replies. An indication will be placed ou
the file wrapper as to the number of signatures neces
sary for accepting subsequent replies and the. paper
number(s) where the split powers of attorney appear.
Dual correspondence will still not be permitted.
Accordingly, when the acceptance of such papers
results in an attorney or agent and at least one appli
cant or owner prosecuting the application, correspon
dence will be mailed to the attorney or agent. When
the acceptance of such papers results in more than One
attorney or agent prosecuting the application, the cor
respondence addtess will continue to be that of the
attorney or agent first named in the application, unless
all parties agree. Each attorney or agent signing sub-

402.10 AppointmentlRevocation by
Less Than AU Applicants
or Owners

sequent papers must indicate whom he or she repre
sents.

The following are examples of who must sign
replies when there is more than one person responsi
ble for prosecuting the application:

(A) If coinventor A has given a power of attorney
and coinventor B has not, replies must be signed by
the attorney of A and by coinventor B.

(B)If coinventors A and B have each appointed
their own attorney, replies must be signed by both
attorneys.

403 Correspondence-With Whom
Held

37 CFR 1.33. Correspondence respecting patent
applications, reexamination proceedings. and other
proceedings.

(a) Correspondence address and daytime telephonenumber.
When filing an application, a correspondence address mustbe set
forth ineither anapplication datasheet(§ 1.76), or elsewhere,in a
clearlyidentifiable manner, in any paper submitted with an appli
cationfiling. If nocorrespondence address is specified, the Office
may treat themailingaddress of the first namedinventor (if pro':'
vided, see §§ l.76(b)(I) and 1.63(c)(2» as the correspondence
address. The Office will direct all notices, official letters, and
other communications relating to the application to thecorrespon
dence,address. The Office will not engage in double correspon
dencewithall applicant and a registered attorney oragent, orwith
morethan one registered attorney oragentexceptas deemed nee
essarybY the Commissioner. If more than one correspondence
address is specified, theOffi~e will establish one as thecorrespon~
dence address. For the party to whom correspondence, is to be
addressed, a daytime telephone number should be supplied in a
clearly identifiable manner and may be changed by any party who
may change" the correspondence address. The.correspondence
address maybe changed as follows: '

(1) Prior to flling of § 1.63 ooth or declaration by any of
the inventors; Ifa § 1.63 oath ordeclaration hasnot beenfiled by
anyof the inventors, thecorrespondence address maybe changed
by the party who filed the application. If the application was filed
by a registered attorney oragent, anyother registered practitioner
named in the transmittal papers may_also change thecorrespon
dence address. Thus, the inventor(s), any registered practitioner
named in the transmittal papers accompanying the original appli
cation, or a party thatwill be the assignee who filed the applica
tion, may change the correspondence address in that application
under thisparagraph.

(2) Where a § 1.63 oath or declaration has beenflled by
any ofthe inventors. If a § 1.63 oath ordeclaration hasbeenfiled,
or is filed concurrent with the filing of an application, by any of
the inventors, thecorrespondence address may be changed by the
parties set forth in paragraph (b) of this section, except for para
graph (b)(2).
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403 MANUAL OF PATENT EXAMINING PROCEDURE

(b) Ainendments'and other papers.·Amendments and, other
papers, except for written assertions pursuant to § 1.27(c)(2)(ii) of
this part, filed in the application must be signed by:

(1) A registered attorney or' agent of record' appointed in
compliance with § l.34(b);

(2) A registeredattomey or agent not' of record who acts
in a representative capacity under the provisions of § 1.34(a);

(3) An assignee as provided for under § 3.71(b) of this
chapter; or

(4) All of the applicants (§ 1.41(b)) for patent, unless
there is an, assignee of, the entire interest and, such assignee has
taken action in the application in accordance with § 3~71 of this
chapter.

(c) All notices, official letters, and other communications for
the patent owner or owners in a reexamination proceeding will be
directed to the attorney or agentofrecord (see §1.34(b)) inthe
patent file at the address listed on the register ofpatent attorneys
and agents maintained pursuant to §§ 10.5 and 10.11 or, if no
attorney or agent is of record, to the patent owner or owners at the
address or addresses of record. Amendmenta and other papers
filed in a reexamination proceeding on behalf of the patent,owner
must be signed by the patent owner, or if there is more than one
owner by all the owners" or by an attorney or agent of record in
the patent file, or by a 'registered attorney or agent not of record
who acts in, a representative capacity under the provisions: of
§ 1.34(a). Double correspondence with the pateIl~ owner:or:owll
ers and the patent owIler'sattorney or agent:orwith,more than
one attorney or agent, ~il1 riot, be undertaken. Ifmore than one
attorney or agent is of recordand a correspondence address has
not been specified, correspondence will be held with the last attor
ney oragent made of record.

(d) A "correspon1el1ce address", or change thereto inafbe
filed witilthe Patent and Trademark Office during the enfo,rceable
life of the ,patent. The "correspondence, a~dress" will, be used in
any correspondence relating t() maintenance fees unless a separate
"fee address" has been specified. See § 1.363 for "fee address"
used solely for maintenance fee purposes;

37 CFR 1.33(a) provides for an applicant to supply
an address to receive correspondencefrom the U.S.
Patent and Trademark Office so that the Office may
direct mail to any address of applicant's selection,
such as a corporate patent department, a firm of attor-

. neys or agents, or an individual attorney, agent, or
other person.

37 CFR 1.33(a) provides that in a patent application
the applicant must specify a correspondence address
to which the Office will send notices, letters and other
communications relating to the application. The cor
respondence address must appear either in an applica
tion data sheet (37 CFR 1.76) or in a clearly
idcnfifiable manner elsewhere in any papers submit
ted with an application filing. Where more than one
correspondence address is specified, the Office will
determine whicb one to establish as the correspon-

dence address. This is intended to cover the situation
where an application is submitted with multiple
addresses, such as one correspondence address being
given in the application transmittal letter, and a differ
ent one in an accompanying 37 CFR 1.63 oath or dec
laration, or other similar situations. The determination
of whichof the correspondence addresses to use will
be made onacase-by-case basis, considering such
factors as the earliest correspondence address submit
ted, and the first listed correspondence address if con
flicting addresses appear in the same declaration.

37 CFR 1.33(a) requests the submission of a day
time. telephone number of the party to whom corre
spondence is to be, addressed. While business is to be
conducted on the written record (37 CFR 1.2), a day
time telephone number would be useful in initiating
contact that could later be reduced to writing. The
telephone number would be changeable by any party
who could change the correspondence address.

37 CFR l.33(a)(I) provides that any party filing the
application and setting forth a correspondence address
could later change the correspondence address pro
vided that a 37 CFR 1.63 oath/declaration by any of
the inventors has not been submitted. If one joint
inventor filed an application, the person who may
change the correspondence address would include
only the one inventor who filed the application, even
if another inventor was identified on the application
transmittal letter. If two of three inventors filed the
application, the two inventors filing the application
would be needed to change the ~orrespondence

address. Additionally, any registered practitioner
named in the application transmittal letter, or a person
who has the authority to act on behalf of the party that
will be the assignee (if the application was filed by the
partythat will be the assignee), could change the cor
respondence address, A registered practitioner named
in a letterhead would not be sufficient, but rather a
clear identification of the individual as being a repre
sentative would be required. A company (to whom the
invention has been assigned, or to whom there is an
obligation to assign the invention) who files an appli
cation, is permitted to designate the correspondence
address, and to change the correspondence address,
until such time as a (first) 37 CFR 1.63 oath/declara
tion is filed. The mere filing of a 37 CFR 1.63 oath/
declaration that does not include a correspondence
address does not affect any correspondence address
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previously established on the filing of the application,
or changed per 37 CFR 1.63(a)(I), even if the applica
tion was filed by a company that is only a partial
assignee. The expression "party that will be the
assignee," rather than assignee, is used in that until a
declaration is submitted, inventors have only been
identified, and any attempted assignment, or partial
assignment; cannot operate for Office purposes until
the declaration is supplied. Hence, if the application
transmittal letter indicates that the application is being
filed on behalf of XYZ company, with an assignment
to be filed later, XYZ company would be allowed to
change the correspondence address without resort. to
37 CFR 3.73(b) until an executed oath or declaration
is filed, and with resort to 37 CFR 3.73(b) after the
oath or declaration is filed.

Where a correspondence address was set forth or
changed pursuant to 37 CFR l.33(a)(I) (prior to the
filing of a 37 CPR 1.63 oath or declaration), that cor
respondence address remains in effect upon filing of a
37 CPR 1.63 declaration and can then only be
changed pursuant to 37 CPR 1.33(a)(2).

37 CPR 1.33 states that when an attorney has been
duly appointed to prosecute an application correspon
dence will be held with the attorney unless some other
correspondence address has been given. Double cor
respondence with an applicant and his or her attorney,
or with two representatives, will not be undertaken.
See MPEP § 403.01, § 403.02, and § 714.01(d).

If double correspondence is attempted, form para
graph 4.01 should be included in the next Office
action.

'I 4.01 Dual Correspondence
Applicant has appointed an attorney or agent to conduct. all

business before the Patent and Trademark Office. Double corre
spondence with an-applicant and applicant's attorney or agent will
not be undertaken. Accordingly, applicant is required to conduct
all future correspondence with this Office through the attorney or
agent of record. See 37 CPR 1.33.

Examiner Note:
1. The first timea reply is received directly from applicant,
include this paragraph in the Office action and send a copy at" the
action to the applicant. See MPEP §§ 403 and 714.01.

2. Should applicant file additional replies, do not send copies of
subsequent Officeactionsto theapplicant.
3. Status letters from the applicant may be acknowledged in
isolated instances.

In a joint application with no attorney or agent, the
applicant Whose name first appears in the papers

receives the correspondence, unless other instructions
are given. All applicants must sign the replies. See
MPEP § 714.01(a). If the assignee of the entire inter
est is prosecuting the application (MPEP § 402.07),
the assignee may specify a correspondence address.

37 CFR J.33(c) relates to which address communi
cations for the patent owner will be sent in reexamina
tion proceedings. See also MPEP § 2224.

Powers of attorney to firms are not recognized by
the U.S. Patent and Trademark Office. See MPEP
§ 204. However, the firm's address will be considered
to be the correspondence address. The address should
appear as follows:

John Doe (inventor)
In care of Able, Baker, and Charlie (firm)
1234 Jefferson Davis Highway.
Arlington, Virginia 22202

See MPEP § 601.03 for change of correspondence
address.

See MPEP § 201.06(c) regarding change of corre
spondence address in continuation or divisional appli
cations filed under 37 CFR 1.53(b).

CUSTOMER NUMBER PRACTICE

A Customer Number (previously a "Payor Num
ber") may be used to:

(A) designate the correspondence address of a
patent application by a Customer Number such that
the correspondence address for the patent application
would be the address associated with the Customer
Number;

(B) designate the fee address (37 CPR 1.363) of a
patent by a Customer Number such that the fee
address for the patent would be the address associated
with the Customer Number; and

(C) submit a list of practitioners by Customer
Number such that an applicant may in a Power of
Attorney appoint those practitioners associated with
the Customer Number.

Thus, a Customer Number may be used to desig
nate the address associated with the Customer Num
ber as the correspondence address of an application
(or patent) or the fee address of a patent, and may also
be used to submit a power of attorney in the applica
tion (or patent) to the registered practitioners associ
ated with the Customer Number.
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Applicant may use either the same or different cus
tomer numberis) for the correspondence address, the
fee address and/or a list of practitioners. The customer
number associated with the correspondence address is
the customer number used to obtain access to the
Patent Application Information Retrieval (PAIR) sys
tem at http://pair.uspto.gov. See MPEP§ 1730 for
additional information regarding PAIR.

The following forms are suggested for use with the
Customer Number practice:

(A) the "Request for Customer Number" (PTO/
SB/125) to request a Customer Number;

(B) the "Request for Customer Number Data
Change" (PTO/SB/124) to request a change in the
data (address or list of practitioners) associatedwith
an existing Customer Number;

(C) the "Change of Correspondence Address,
Application" (PTO/SB/122) to change the correspon
dence address of an individual application to the
address associated with a Customer Number;

(D) the "Change of Correspondence Address,
Patent" (PTO/SB/123) to change the correspondence
address of an individual patent to the address associ
ated with a Customer Number; and

(E) the "Correspondence Address Indication
Form" (PTO/SB/121) to change the correspondence
address of a list of applications or patents to the
address associated with a Customer Number.

The Office will also accept requests submitted elec
tronically via a computer-readable diskette to:

(A) change the correspondence address of a list of
applications or patents or the fee address for a list of
patents to the address associated with a Customer
Number; and

.(B) submit a power of attorney in a list of applica
tions or patents to the registered practitioners associ"
ated with the Customer Number.

Such electronic requests must be submitted in the
manner set forth in the Notice entitled "Extension
of the Payor Number Practice (through "Customer
Numbers") to Matters Involving Pending Patent
Applications," published in the Federal Register at 61
FR 54622, 54623-24 (October 21, 1996), and in the
Official Gazette at 1191 O. G. 187, 188-89 (October
29, 1996).

The Customer Number practice does not affect the
current practice of permitting a patentee to provide a
"fee address" for the receipt of maintenance fee corre
spondence. A patentee will be able to designate a ''fee
address" for the receipt of maintenance fee correspon
dence, and a different address for the receipt of all
other correspondence. The designation of a "fee
address" by reference to a Customer Number will not
affect or be affected by the designation of a corre
spondence address by reference to another Customer
Number, in that the Office will send maintenance fee
correspondence to the address associated with the
Customer Number designated as the "fee address" and
will send all other correspondence to the address asso
ciated with the Customer Number designated as the
correspondence address.

The association of a list of practitioners with a Cus
tomer Number. will permit an applicant to appoint all
of the practitioners associated with the Customer
Number merely by reference to the Customer Number
in the Power of Attorney (i.e., without individually
listing the practitioners in the Power of Attorney). The
addition and/or deletion of a practitioner from the list
of practitioners associated with a Customer Number
will result in the addition or deletionofsuch practitio
ner from the list of persons authorized to represent
any applicant who appointed all of the practitioners
associated with such Customer Number. This will
avoid the necessity for the filing of additional papers
in each patent application affected by a change in the
practitioners of the law firm prosecuting the applica
tion. The appointment of practitioners associated with
a Customer Number will be optional, ill that any
applicant may continue to individually name those
practitioners to represent the applicant in a patent
application.

The Customer Number practice does not affect the
prohibition against, and does not amount to, an
appointment of a law firm (rather than specified prac
titioners). The Office prohibits an appointment of a
specified law firm because the Office cannot ascertain
from its records whether a particular practitioner sub
mitting a paper to the Office is associated with the law
firm specified in an appointment. The Office will per
mit an appointment of all of the practitioners associ
ated .with a specified Customer Number because the
Office can ascertain from its records for the specified
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Customer Number whether a particular practitioner is
associated with that Customer Number.

As the Office will not recognize more than one cor
respondence address (37 CPR 1.33(a)), any inconsis
tencies between the correspondence address resulting
from a Customer Number being provided in an appli
cation for the correspondence address and any other
correspondence address provided in that application
would be resolved in favor of the address of the Cus
tomer Number. Due to the prohibition against dual
correspondence in an application (37 CPR 1.33(a)), an
applicant will be permitted to provide only. a single
number at a time as the Customer Number for the cor
respondence address.

Where an applicant appoints all of the practitioners
associated with a Customer Number as well as a list
of individually named practitioners, such action
would be treated as only an appointment of all of the
practitioners associated with a Customer Number due
to the potential for confusion and data entry errors in
entering registration numbers from plural sources.

Although Customer Numbers are designed to des
ignate both a correspondence address and to associate
one or more patent attorneys or agents with an appli
cation, one Customer Number may be used for the
correspondence address, and another Customer Num
ber may be used for the power of attorney.

Applicants are strongly cautionednot to attempt to
appoint more than one Customer Number for a partic
ular purpose (e.g., correspondence address) in a single
communication, as such action will not have a cumu-
lative effect. . ..

The Office has created a box designation for corre
spondence related to a Customer Number ("Box
CN"), and all correspondence related to a Customer
Number (e.g., requests for a Customer Number)
should be addressed to this box designation.

The following persons are authorized to change the
information associated with an established Customer
Number: (I) a registered practitioner associated with
the Customer Number; and (2) the .person who
requested the Customer Number (signed the Request
for Customer Number, Form PI'O/SB/125).
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PTO/SB/121 (10-00)
Approved for use through 10/31/2002, OMS 0651-0035

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
d to a collection ct.tnrc _." ...Id«

o..Please type a plus sign (+)insida this box

Under tile Paperwork ReduclionAct of 1995''', "u 1-''''''''''''''""'" ,"" ...... ,,"'... 'u ''''"'1''''' •...._ .. _ .• ~ ... ___ .•. _._"._~_ ~ ._"~._"'~ ~~.... ~, "~".u.....

CORRESPONDENCE
Address to:

ADDRESS
..

I Assistant Commissioner for Patents

INDICATION FORM . Box CN •
Washington, DC 20231

. .. ..
Please recognize the follo\\ling;addr,ess asthe correspondenceaddress:

..
0 Customer Number I I • Place Customer Number

Bar Code Label here

OR Typ.e Customer Number here .

.P .Request for· 9u~~()~er Number (PTO/SB/125)· submittedherewith. .
..

.

.. . .. ..•... .. .

in the following Ilsteda~pUC?~tlon(s)or patent(s) : .

. Patent Number Patent Date u.s,:,::~ng
lif aDDrDDriatel Application Number lif annrDnrlate\

Typed or (check one)

Pr1nted Name o Applicant or Patenteeo Assignee of record of the entire

Signature Interest. Statement under
37 CFR 3.73(b) Is enclosed.

Date
(Form PTOfSBJ96)o Attorney or Agent of record

Address of signer: ------------~----

(Rog. No.)

NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) ere required. Submit multiple
forms if more that one signature is reoulred, see below".

o "Totalof - forms ere submitted.

Burden Hour Statement: This form is estimated 10 take 0.2 hours to complete. Time will vary depending upon the needs of the individual case. Any comments on
the amount of time you are required to complete this form should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, Washington, DC
20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents, Box en. Washington, DC
20231.
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D...~,~~ ..n_~_" rPlease type a plus sign (+~ ;~~;n1~ fh,,,, l-u-.v ...

PTOtSB/122 (10·00)
Approved for use through 1013112002. OMS 0651·0035

U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE
Under the paparwork Reduction Act of 1995, no persons are required to respond 10 a collection of information unless it displays a valid OMS control number.

ii'

CHANGE OF
CORRESPONDENCE ADDRESS

Application
Address to:
Assistant Commissioner for Patents
Washington, D.C. 20231

I ApplicatlonNumber

Filing Date

First Named Inventor

Group Art Unit

Examiner Name

Attorney Docket Number

-

I Io Customer Number
Type Customer Number here

• Place Customer
Number Bar Code
Label here

OR

-
O Finn or

Individual Name

Address

Address

City -I State 1- l;;;T
Country

Telephone I Fax I
- - ----_.------

This form cannot be used to change the data associated with a Customer Number. To change the
data associated with an existing Customer Number use "Request for Customer Number Data
Change" (PTO/SB/124).

I am the:

o ApplicanUlnventor.

o
o
o

Assignee of record of the entire interest.
Statement under 37 CFR 3.73(b) is enclosed. (Form PTO/SB/96).

Attorney or Agent of record.

Registered practitioner named in the application transmittal letter in an application without an
executed oath or declaration. See 37 CFR 1.33(a)(1). Registration Number _

Typed or Printed
Name

Signature

Date

NOTE: Signatures of all the inventors or assignees of record of the entire interest or their representative(s) are required. Submitmultiple
forms if more than one slanature Is required, see below",

I 0 *Total of forms are submitted. -I
Burden Hour Statement: This form is estimated to lake 3 mmctes tc complete. Time will vary depending upon the needs of the individual case. Any comments on
the amount of time you are required to complete this form should be, sent 10 the Chief Information Officer. U.S. Patent and Trademark Office, Washington. DC
20231. DO NOT SEND FEES OR,COMPLETED FORMS TO THIS ADDRESS. SEND TO:, Assistant Commissioner for Patents, Washington, DC 20231.
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Ptease type a plvs sign (+) insidethis box~ D
PTOISBf123 (10-00)

Approved for use through 10f3112002. OMS 0651-0035
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

... "u.... 'I",' ,. '" "-'"'''''' ""uu....""',, " .... u, ''''''-', ,.v "',""".'0 ..... '''' .",,,... '''.''''0 V" ...."' .. """"""..."u" v, ""U""""'''''' vIII ...""" 1.1.<> ,.. "' .. Vim... VMC <,NmrUI "umu''' .

CHANGE OF
.

Patent Number

CORRESPONDENCE ADDRESS
Issue Date

..
.

Patent
Application Number

Address to:
Assistant Commissioner for Patents . Filing Date
Washington, D.C. 20231

First Named Inventor
. .

Please change the Correspondence Address for the above-identified patent to:

o Customer Number I I II PJaceCustomer
Number Bar Code

Type Customer Number here Label here
OR

0 . .

Firm or .

Individual Name .

Address .

Address .

City . I State I I ZIP I
Country

Telephone . . ... .. . IFax I . ..

. ... ..
This form cannot 'be used to change the data associated with a Customer Number. To change the
data associated with an existing Customer Number use "Request for Customer Number Data
Change" (PTOISBI124).

This form will not affect any "fee address" provided for the above-identified patent. To change a "fee
address" use the "Fee Address Indication Form" (PTO/SB/47).

I am the:

0 Patentee.

0 Assignee of record of the entire interest. See 37 CFR 3.71.
Statement under 37 CFR 3.73(b) is enclosed. (Form PTOI8BI96).

0 Attorney or agent of record.

Typed or
Printed Name

Signature

Date

NOTE:Signatures of anthe inventorsor assignees of recordof the entire interestor their representatlve(s) are required. Submitmultiple
_forms if more than one signature,iSi required, see below·, " ,'.',

~ 0 ·Totalof forms are submitted. I
Burden Hour Statement: This term ts eeumateo tc teke 3 minutes to complete. Time will,vary depending upon-the needs of the individual case, Any comments on
the amount of time you are ,required to complete this form should be sent to the ctuertntcrmeuon Officer, U,S,'Patent and Trademark Office, Washington, DC
20231, DO NOT SEND FEES OR COMPLETED FORMS TO ,THIS ADDRESS. SEND TO: Assistant Commissioner for Patents, Washington, DC 20231.
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PTOISBJ124A (De-aD)
Approved for use through 10131/2002. OMS 0651-0035

U.S. Patent and Trademark Office; u.s. DEPARTMENT OF COMMERCE
Id to a collection of information unless it olsoteve a valid OMS control numb

Please type a plus sign (+) inside this box .... D
Jnder the Paperwork Reduction Act ot.tsso. no persons are requsec 10respor IU"",' •

. .. .

Address to:
Request for

Customer Number Assistant Commissioner for Patents
Box CN

Data Change. Washington, DC 20231

To the Commissioner of Patents and Trademarks:
Please record the following data changes to Customer Number:

Place·CustomerNumber

Type Customer Number here I I ~ Bar Code Label here

o Please change Correspondence Address to:

Firm or
Individual
Name

Address

Address

City I State I IZIPI
Country

Telephone IFaxl

D Please delete the following practitioner registration numbens) from the Customer Number indicated above:

I I I I I I I I I I
I I I I I I I I I I
I I I I I I I I I I
o Please add the following practitioner registration number(s) to the Customer Number indicated above:

I I I I I I I I I I
I I I I I I I I I I

0 Additional practitioner registration numbers are listed on supplementalsheet(s)aUached hereto

Request Submitted by:

Firm Name (if applicable) .

Name of Person
submitting request

Signature
. IDatelTelephone Number

Burden Hour Statement: This form is estimated to take 0.2 hours to complete. Time will vary depending upon the needs of the individual case: Any
comments on the amount of time you are required to complete this form should be sent to the Chief Information Officer, U.S. Patent and Trademark Office,
Washington, DC 20231. 00 NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents, BoxCN.
Washington, DC 20231.
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PTO/SB/124B (OeoDO)
Approved for use through 10/3112002. OMS 0651-0035

U.S. Patent and Trademark Office: U.S: DEPARTMENT OF COMMERCE
Under the Pa erwork Reduction Actof 1995,00 ei"s'onsare re uiredlores ondto a collection of information unless it-dis lasavalid OMS control number.

Practitioner Registration Number
Supplemental Sheet

Request for
Customer Number

Data Change
To the Commissioner of Patents and Trademarks:

Page of Pages

Please-record the following data
change's to Customer Number: I I I

Place Customer Number
______......"'" Bar Code Label here_____-.,.-_-J

o Please delete the following practitioner registration number(s) from the Customer Number indicated above:

I II II I I
I I I I I I I
I I I. I I I I
I I I I I I I I
I \I I I I I I I I
I I I I I I I I I I
I I I ., II I I I I
o Please add the following practitioner registration number(s) to the Customer Number indicated above:

I I I II I .I I I I
__" IIII II I

I I I I I I I I I
;::=:====;, I , I , I I I ,
L..-_--'II II II II I
L..-_--'l I I I I I II I
'-_--'II II II II I

Firm Name

Date I I 0 Additional supplemental sheet(s) attached. hereto

Burden Hour Statem~nt: ThiS tormla estlmated to take O.2,hours.lo._.COrnplete. Time will vary depending upon tha needs of the individual case. Any
comments on the amount ot tlrne you are required to complete this form should be sent to the Chief Information Officer, U.S. Patent and Trademark Office,
Washington, DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents, Box cw,
Washington, DC 20231.
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PTO/SBf125A (Oa.OO)
Approved for use through 10/31/2002. OMS 0651-0035

U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE
d 10 a collection of Information unless itdisplavs e vene OMS control numb

Please. type a plus sign (+) inside this box ~ D
,dar the Paperwork raecucuon Act or 1\::II:I~. no persons are requtrec to reaper "

.. ...
Address to:

Request for Assistant cornmtsstorier for Patents

Customer Number I Box CN
Washington, DC 20231

To the Commissioner of Patents and Trademarks:
Please assign a Customer Number to the Correspondence Address indicated below.

Firm or
Individual
Name

Address

Address

City
. I State I IZIPI.

Country

Telephone IFax!

Please associate the following practitioner registration number(s)with the Custom.er Number assigned to the
Correspondence Address cited above.

I I I I I I I I
I I I I I I I
I I I I I I I
I I I I I I I
I I I I I I I
I I I 1 I I I

0 Additional practitioner registration numbers are llsted cn supplemental sheet(s) attached hereto

Request Submitted b :

Firm Name (if applicable) .

.

Name of person
submitting request

Sianature

Teleohone Number . \ Date I

u

Burden.Hour Statement: This form is estimated 10. take 0.2 hours to complete. Time wiUvary depending upon the needs of the individual case. Any
comments on Ihe amount of lime you are required to complete this form should be sent 10 the. Chief Information Officer, U.S. Patent and 'rredemerk Office,
Washington. DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO.THIS ADDRESS. SEND: TO: .Assistant C,ommissioner rcr peterae. Box
CN, Washington, DC 20231.
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Under- the Paperwork 'Reduction Act 011995

PTO/SBf125B'"(Oa·OOj
Approved for use through 10/3112002. OMS 0651·0035

u~~. Patent and Trademark Office; U.S. OE,PARTMENT O~ COMMERCE
rio persons are'required tc respcnc tee-conecncn of information unless it displays a" valid OMB control number

Practitioner Registration Number
' '

Request for Supplemental Sheet
Customer,Number '," < /,'

Page of Pages
, < " ,'" , '

, , , , ,

Please associate the following practitioner registration number(s) with the Customer Number assigned to the
Correspondence Address cited on Request for Customer Number form attached.

I I I I I 'I I I I I
I I I II I I I I '.
I I I I I I I I I

I I I I I I I I I '
I I I I I I I I I

I 'I I 1 I I I I I I
,

I I I I I I I I I I
I I I I I I I I I I '

I I I I I I I I I I
I I I I I I I I I I '
I I I I I I 1 I I
I I I , I I I I I
I I I I I I I I I

'.,
1 II II II I I

", .", , ,

, '" , "

I I I II I I I I I

"
I I I I I I I I I I

, , , ' ,

I I I I I I I I I I
Firm Name \ " , ,

Date I " , I 0 Mditional supplernentalsheet(s) attached h"reto
Burden Hour Statement: This form 'is','estirnatedto:takll 0.2 hours.: to complete. _ Time '.....iII::vary:depending upon the needs' of the dndivldual case: Any
comments on the amount of time youare:requlred to complete this form should be sent to, the Chief InformalionOfficer, U.S. Patent and Trademark Offlce.
Washington, DC 20231." DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents, BOlt CN,
Washington. DC 20231.
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PATENT APPLICATION FILED WITHOUT
CORRESPONDENCE ADDRESS

403.01 Correspondence Held With
Associate Attorney

In accordarice with the provisions of 35 U.S.C.
l1l(a) and 37 CPR 1.53, a filing date is granted to a
nonprovisional application for patent filed in the U.S.
Patent and Trademark Office, if it includes at least a
specification containing a description pursuant to 37
CFR 1.71 and at least one claim pursuant to 37 CFR
1.75, and any drawing referred toin the specification
or required by 37 CFR 1.8l(a). If a nonprovisional
application which has been accorded a filing date
does not include the appropriate filing fee, or oath or
declaration, the applicant will be so notified and given
a period of time within which to file the missing parts
to complete the application and to pay the surcharge
as set forth in 37 CPR 1.16(e) in order to prevent
abandonment of the application. If a provisional
application which has been accorded a filing date
does not include the appropriate filing fee, or the
cover sheet, the applicant will be so notifiedandgiven
a period of time within which to file the missing parts
to complete the application and to pay the surcharge
as set forth in 37 CFR 1.16(1) in order to prevent aban
donment of the application.

In order for the Office to so notify the applicant, a
correspondence address must also be provided by the
applicant. The address may be different from the post
office address of the applicant. For example, the
address of the applicant's registered attorney or agent
may be used as the correspondence address. If the
applicant fails to provide the Office with a correspon
dence address, the Office will be unable to provide the
applicant with notification to complete the application
and to pay the surcharge as set forth in 37 CFR
1.16(e) for nonprovisional applications and 37 CFR
1.16(1) for provisional applications. In such a case, the
applicant will be considered to have constructive
notice as of the filing date that the application must be
completed and the applicant will have 2 months from
the filing date in which to do so before abandonment
occurs.

The periods of time within which the applicant
must complete the application may be extended under
theprovisions of 37 CPR 1.136. Applications which
are not completed in a timely manner will be aban
doned.

Where the attorneys bear relation of principal attor
ney and associate attorney, the correspondence will be
had with the associate attorney unless the principal
attorney directs otherwise. Exparte Eggan, 1911 C.D.
213, 172 O.G. 1091 (Comm'r Pat. 1911). The associ
ate attorney .may specify or change the correspon
dence address to which communications about the
application are to be directed.

403.02 . Two Attorneys for Same
Application

If the applicant simultaneously appoints two princi
pal attorneys, he or she should indicate with whom
correspondence is to be conducted. If one is a local
Washington metropolitan area attorney and the appli
cant fails to indicate either attorney, correspondence
will be conducted with the local attorney.

If, after one attorney is appointed, a second attorney
is later appointed without revocation of the powe~ of
the first attorney, the name of the second attorney is
entered on either the face of the file or the PALM bib
data sheet (Ex parte Eggan, 1911 C.D. 213, 172 O.G.
1091 (Comm'r Pat. 1911», with notation that the
Office letters are to be sent to him or her. This applies
also.to associate attorneys.

404 Conflicting Parties Having
Same Attorney

See 37 CPR 10.66.

405 Attorney Not of Record

Papers may be filed in patent applications by regis
tered attorneys or agents not of record under 37 CFR
1.34(a). Filing of such papers is considered to be a
representation that the attorney or agent-is authorized
to act in a representative capacity on behalf of appli
cant. However, interviews with a registered attorney
or agent not of record will be conducted-basedonly on
the information and files supplied by the attorney or
agent in view of 35 U.S.C. 122. Powers of attorney
may not. be signed by an attorney or agent not of
record.
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406 MANUAL OF PATENT EXAMINING PROCEDURE

A change of correspondence address or a docu
ment granting access (i.e., a power to inspect) may
only be signed by an attorney or agent who is not of
record if an executed oath or declaration has not been
filed in the application. See 37 CFR 1.33(a) (corre
spondence address) and 1.14(d)(4)

406 Death of Attorney

The power of a principal attorney will be revoked
or terminated by his or her death. Such a revocation or
termination of the power of the principal attorney will
also terminate the power of those appointed by him or
her. Thus, a principal attorney may appoint an associ
ate attorney but such a power terminates with that of
the principal. The principal attorney may not appoint
a "substitute" and any attempt by the principal to
appoint a "substitute" attorney whose power is
intended to survive his or her own will not be recog
nized by the Office.

If notification is received from the applicant or
assignee of the death of the sole principal attorney and
the application is up for action by the examiner, corre
spondence is held with the applicant or assignee who
originally appointed the deceased attorney.

If notification is received from the office of the
deceased attorney and the application is up for action,
the examiner when preparing the Office action should
add form paragraph 4.02.

'If 4.02 Death ofAttorney, Notice Receivedfrom Attorney's
Office

In view of the notification of the death of the attorney or agent
of record, the power of attorney is terminated. A new registered
attorney or agent may be appointed.

Examiner Note:
As the power of attorney has been terminated, Office corre

spondence is sent to the applicant or the assignee who originally
appointed the deceased attorney or agent.

If notification of the death of the sole principal
attorney is received from the Office of Enrollment and
Discipline or some other source, there will be no
paper of record in the file wrapper to indicate that the
attorney is deceased. Correspondence therefore con
tinues to be held with the office of the deceased attor
ney but a copy of the Office action is also mailed to
the person who originally appointed the attorney. In
such an Office action where the application is not
ready for allowance, the examiner should add form
paragraph 4.03.

'If 4.03 Death ofAttorney, Noticefrom Other Source
Notice of the death of the attorney or agent of record has come

to the attention of this Office. Since the power of attorney is
therefore terminated, a copy of this action is being mailed to the
[11.

Examiner Note:
In bracket 1, insert -capplicant-. or -essignee-. if the assignee

originally appointed the deceased attorney or agent.

If notification of the death of the sole principal
attorney is received from the Office of Enrollment and
Discipline or some other source and the application is
ready for allowance, the examiner prepares the appli
cation for allowance and writes a letter to the office of
the deceased attorney with a copy to the person who
originally appointed the deceased attorney including
the wording of form paragraph 4,04.

'If 4.04 Death of Attorney, Application Is Ready for
Allowance

Notice of the death of the attorney or agent of record has come
to the attention of this Office. Since the power of attorney is thus
terminated, and this application is now ready for allowance, the
Notice of Allowance will be mailed to the office of the deceased
attorney or agent in the absence of a new power of attorney.

Examiner Note:
A copy should also be mailed to the applicant or the assignee

who originally appointed the attorney or agent.

Note MPEP § 405.

407 Suspended or Excluded
Practitioner

See MPEP § 105.
Form paragraphs 4.06, 4.07, and 4.08 should be

used where power of attorney is given to an attorney
or agent who has been suspended from practice before
the Office.

'If 4.06 Attorney/Agent Suspended (Sole Practitioner, Sole
Inventor)

The instant application contains a power of attorney to [1] who
has been [2] from practice before the Patent and Trademark Office
(Office). The Office does not communicate with attorneys or
agents who have been suspended or excluded from practice.
Accordingly, the Office action is being mailed to you as the inven
tor.

Applicant may, of course, file a new power of attorney in the
application to have a registered attorney or agent represent you
before the Office. In the absence of an attorney or agent of record,
all amendments and other papers filed in the application must be
signed: (1) by you; or (2) if there is an assignee of record of an
undivided part interest, by you and such assignee; or (3) if there is
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an assigneeofthe entire interest,by such assignee;or (4) by a reg
istered patent attorney or agent; not of record, who ~cts in a repre
sentative capacity under the provisions of 37 CFR.l.34(a). The
Office will not hold telephone interviews with or send communi
cations to a registered patent attorney or agent, acting ina repre
sentative capacity under 37 CPR 1.34, i.e., who is not of record in
the application.

Applicant may obtain a list of registered patent attorneys and
agents located in your area by writing to the Commissioner of Pat
ents and Trademarks, Box OED; Washington; DC20231, or by
calling the Office of Enrollment and Discipline at (703).306-4097.

Examiner Note:
1. In bracket 1, insert name of suspended or excluded practitio
nero
2. In bracket 2, insert either -euspended-, or --excluded--;

3. This form: paragraph should be usedwhenasuspended or
excluded practitioner is the only practitioner of record and there is
onlya single inventor. Use form paragraph 4.0T if there are joint
inventors.
4. The Office action is to be mailed only to the inventor at his/
her current address of record.

'JI 4.07 Attorney/Agent Suspended (Sole Practitioner, Joint
Inventors)

The instant application contains a power ofattorney to [1] who
has been [2] from practice before the Patent and Trademark Office
(Office). The Office does not communicate with attorneys or
agents who, have been suspended" or excluded from practice.
Accordingly" the Office action is being mailed, to the .address of
the inventor first named in the application.

Applicants may, of course, file a new power of attorney in the
application to have a registered attorney or agent represent them
before the Office. In the absence of an attorney or agent of record,
all amendments and other papers filed.in the application must be
signed: (l) by all named applicants unless one named applicant
has been given a power of attorney to sign on behalf of the
remaining applicants, and the power of attorney is of record in the
application; or (2)if there isan assignee ofrecord of an undivided
part interest, by all named applicants retaining an interest and
such assignee; or (3) if there is an assignee of the entire interest,
by such assignee; or (4) by a registered patent attorney or agent
not of record who acts in a representative capacity under the pro
visionsof 37 CPR 1.34(a). The Office will not hold telephone
interviews with or send communications to, a registered patent
attorney or agent" acting in a representative capacity under 37
CFR 1.34, i.e., who is not of record in the application.

Applicants may obtain a list of registered patent attorneys and
agents located in their area by writing to the Commissioner of Pat
ents and Trademarks; Box OED, Washington, DC 20231, or by
calling the Office of Enrollment and Discipline at (703) 306-4097.

Examiner Note:
1. In bracket 1, inse.rt the name of. the suspended or excluded
practitioner.
2. In bracket 2, insert either --suspended-- or --excluded--.

3. This form paragraph should be used when the suspended or
excluded practitioner is, the only practitioner of record and there

are joint, inventors. Use form paragraph 4.06 if there.is a single
inventor.

4. The Office action is to be mailed only. to .the inventor first
named in the declaration at his or her current post office address
of record.

'JI 4.08 Attorney/Agent Suspended (Plural Practitioners)
The present application was filed containing a power of attor

ney to [I] and [2]. A correspondence address was supplied for
[3]. No address was supplied for [4].

[5] was [6] from practice before the Patent and Trademark
Office: (Office). The Office does not communicate with attorneys
or agents who have been suspended or excluded from practice.

As a-correspondence address; other than to [7], is not of record,
this Office action is being mailed to [8] at his/her Iast known
address as listed on the register of patent-attorneys and agents. To
ensure that a copy of this Office action is received in a timely
manner to allow for a timely reply, a copy of the Office action is
being mailed directly to the address of the inventor first named in
the declaration or oath. Any reply by applicant(s) should be by
way of the remaining practitionerrs) of record and' should include
a newcorrespondence.address.

Examiner Note:
1. In brackets 1,'3, 5 and 7 insert the name of the suspended or
excluded practitioner.

2: In brackets 2, 4 and 8, insert the name of the first named
unsuspended (unexcluded) registered practitioner of record.

3. In bracket 6, insert either -euspcnded-c or -icxcluded-;

4. This form paragraph should be used when there is at least
one registered practitioner still of record who has not been sus
pended or excluded from practice. Use one of form paragraphs
4.06, or 4.07 if there are no remaining registered attorneys or
agents of record.

5. The Office -action is to be mailed both to the first named reg
istered attorney or agent of record (who is not suspended or
excluded)at the address currently listed in the Attorney's Roster,
and to the inventor first named in the declaration at his or her cur
rent post office address of record.

408 Telephoning Attorney

Present Office policy places great emphasis on tele
phone interviews initiated by the examiner. For this
reason, it is not necessary for an attorney to request a
telephone interview. Examiners are not required to
note or acknowledge requests for telephone calls or
state reasons why such proposed telephone interviews
would not be considered effective to advance prosecu
tion. However, it is desirable for an attorney to call the
examiner if the attorney feels the call will be benefi
cial to advance prosecution of the application. See
MPEP § 713.01 and § 713.05.
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ument that he or she is signing); a legal representative
is not required to execute an oath or declaration on the
minor's behalf. See 37 CFR 1.63(a)(1).

35 U.S.c. 117. Death or incapacity of inventor
Legal representative» of deceased inventors andof those under

legal incapacity maymakeapplication forpatent uponcompliance
withtherequirements and on the same terms andconditions appli
cable to theinventor.

37 CFRl.42. When the inventor is dead.
In case of the death-of. the inventor, the legal representative

(executor, administraton etc.) of the deceased inventor may make
the necessary oath-or declaration, andapply for and obtain the
patent. Where the inventor "dies during the -time intervening
between the-filing of the-application- andthe granting of-a patent
thereon, theletters patentmay be issuedto the legal representative
uponproper intervention.

Unless a power of attorney is coupled with an inter
est (i.e., an attorney is assignee or part-assignee), the
death of the inventor (or one of the joint inventors)
terminates the power of attorney given by the
deceased inventor. A new power from the heirs,
administrators, executors, or assignees is necessary if
the deceased inventor is the sole inventor or all pow
ers of attorney inthe application have been terminated
(but see MPEP § 409.0l(f». See also 37 CFR 1.422.

409.01(a) Prosecution by Administrator
or Executor

Death of Inventor409.01

Manyattorneys have offices or representatives in
the Washington area and it sometimes expedites busi
ness to interview them concerning an application.
When the examiner believes the progress of the appli
cation would be advanced by an interview, he or she
may call the attorney in the application by telephone
and ask the attorney to come to the Office.

Registered attorneys or agents not of record in a
patent application and acting in a representative
capacity under 37 CFR 1.34(a) should not be tele
phoned for restriction requirements, approval of
examiner's amendments, or given any information rel
ative to such patent application by telephone unless
the telephone number of such attorney or agent
appears in a paper signed by the applicant or an attor
ney or agent of record.

Examiners should place all long distance telephone
calls through the FTS (Federal Telecommunications
System), even though collect calls may have been
authorized by the attorney.

To facilitate any telephone calls that may become
necessary, it is strongly recommended that amend
ments, letters of transmittal, and powers of attorney
include. the complete telephone number, with area
code and extension, of the person with whom the
interview should be held, preferably near the signa
ture.

In new applications, the telephone number may
appear on the letter of transmittal or in the power of
attorney, oath, or declaration, next to the attorney's
name and address.

SPECIFIC TELEPHONE INTERVIEW SITUA
TIONS

For restriction of invention, see MPEP § 812.01.
For multiplicity, see MPEP § 2173.05(n).

409 Death, Legal Incapacity, or
Unavailability of Inventor

If the inventor is dead, insane, or otherwise legally
incapacitated, refuses to execute an application, or
cannot be found, an application may be made by
someone other than the inventor, as specified in 37
CFR 1.42-1.47, and 37 CFR 1.423, MPEP§ 409.01 
§ 409.03(j).

A minor (under age 18) inventor may execute an
oath or declaration under 37 CFR 1.63 as long as the
person is competent to sign (i.e., understands the doc-

One who has reason to believe that he or she will be
appointed legal representative of a deceased inventor
may apply for a patent as legal representative in
accordance with 37 CFR 1.42.

Application may be made by the heirs of the inven
tor, as such, if there is no will or the will did not
appoint an executor and the estate was under the sum
required by state law for the appointment of an
administrator. The heirs should identify themselves as
the legal representative of the deceased inventor in the
oath or declaration submitted pursuant to 37 CFR 1.63
and 1.64.

409.01(b) Proof of Authority of
Administrator or Executor

The Office no longer requires proof of authority of
the legal representative of a deceased or incapacitated
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inventor. Although the Office does not require proof
of authority to be filed, any person acting as a legal
representative of a deceased or incapacitated inventor
should ensure that he or she is properly acting in such
a capacity.

409.01(c) After Administrator or
Executor Has Been Discharged

When an administrator or executor has performed
his or her functions and has been discharged and it is
desired tomake an application for an invention of the
deceased, it is necessary for the administrator or exec
utor to take out new letters of administrationin order
that he or she may file a new application for an inven
tion of the deceased inventor.

409.01(d) Exception in Some Foreign
Countries

to issue prior to notification of the death of the inven
tor. See MPEP § 409.01.

When a joint inventor of a pro se application dies
after filing the application, the living joint inventor(s)
must submit proof that the other joint inventoris dead.
Upon submission of such proof, only the signatures of
the living joint inventors are required on the papers
filed with the USPTO if the legal representative of the
deceased inventor does not intervene. If the legal rep
resentative of the deceased inventor wishes to inter
vene, the legal representative must submit an oath or
declaration incompliance with 37 CFRI.63 and 1.64
(e.g., stating that he or she is the legal representative
of the deceased inventor and his or her residence, citi
zenship and post office address). Once the legal repre
sentative of the deceased inventor intervenes in the
pro se application, the signatures of the living joint
inventors and the legal representative are required on
the papers filed with the USPTO.

37 CFR i.43. When the inventor is insane or legally
incapacitated.

In case an inventor, is insane or otherwise. legally incapacitated,
the legal representative (guardian, conservator, etc.) of such
inventor may make the necessary oathor declaration, and apply
for andobtainthe patent.

When an inventor dies prior to the filing of an
application and prior to excuting the oath or declara
tion required by 37 CFR 1.63 and no legal representa
tive has been appointed, one must be appointed by a
court of competent jurisdiction for the purpose of exe
cution of the oath or declaration of the application.

35 U.S.c. 116. inventors
When an invention is made by two. or more persons jointly,

they shall apply for patent jointly and each make the required
oath,except as'otherwise provided in this title. Inventors may
apply for a patent jointly even though (I) they did not physically
worktogether orat thesametime, (2) eachdidnot makethesame
type or amount of contribution, or (3) each didnot makea contri
bution to the subject matter of everyclaim of the patent.

If ajoint inventor refusesto join in an application for patent or
cannotbe found or reached after diligent effort; the application
may be madeby the other inventor on behalf of himself andthe
omitted inventor. TheDirector, on proofof thepertinentfacts and
after such notice to the omitted inventor as he prescribes, may
grant a patent to the inventor making the application, subject to

The terms "Executor" and "Administrator" do nor
have exact counterparts in all foreign countries, and
therefore, those terms must be construed to fit the cir
cumstances of the case. Hence, the person or persons
having authority corresponding to that of executor or
administrator are permitted to make application as, for
example, the heirs in the Federal Republic of Ger
many where no existing executor or administrator has
been or will be appointed.

409.01(e) H Applicant of Assigned
Application Dies

When an applicant who has prosecuted an applica
tion after assignment, dies, the administrator of the
deceased applicant's estate may carry on the prosecu
tion upon filing letters of administration unless and
until the assignee intervenes (MPEP § 402.07).

409.01(f) Intervention of Executor Not
Compulsory

When an inventor dies after filing an application
and executing the oath or declaration required by 37
CPR 1.63, the executor or administrator should inter
vene, but the allowance of the application will not be
withheld nor the application withdrawn from issue if
the executor or administrator does not intervene.

This practice is applicable to an application which
has been placed in condition for allowance or passed

409.02

409.03

Insanity or Other Legal
Incapacity

Unavailability of Inventor
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the same rights which. the omitted inventor would have had if he
had been joined. The omitted inventor may subsequently join in
theapplication.

Wheneverthrough error aperson is namedin anapplication for
patent as the inventor, or through an error ail inventor is not
named in an application, andsuch error arose without. any decep
tive intention on his part, the Director maypermit the application
to be amended accordingly, undersuchtermsas he prescribes.

35 U.S.C. 118. Filing by other than inventor
Whenever an inventor refuses to execute an application for

patent, or cannot be foundorreached afterdiligenteffort; a person
to whom the inventor has assigned or agreed in writingto assign
the invention or who otherwise shows sufficient proprietary-inter
est in the matter justifying such action, may make application for
patent on behalf of and as agent for the inventor on proof of the
pertinentfacts and a showing thatsuch actionis necessaryto pre
serve the rights of the parties or to prevent irreparable damage;
and the" Director may grant a patent to such inventor upon such
notice to him as the Director deems sufficient, and on compliance
with such regulations, as heprescribes.

37 CFR 1.47. Filing when an inventor refuses to sign or
cannot be reached.

(a) If a joint'inventor refuses to join in an application for
patent or cannot be found or reached after-diligent effort, the
application may be made by the other inventor on behalf of him
self or herself andthenonsigninginventor.The oathor declaration
in such an application mustbe accompanied by a petition includ
ing proof of the pertinent facts; the fee setforth in § 1J 7(h), and
the lastknownaddress of thenonsigninginventor. The nonsigning
inventor may subsequently join in the application by filingan oath
or declaration complying with § 1.63.

(b) Wheneverall of the inventors refuse to ,execute an appli
cation for patent, or cannot be found or reached after diligent
effort, a person to whom art inventor has assigned or agreed in
writing to assign the inventioD;or who otherwise shows sufficient
proprietary interest in the matter justifying such action; may make
application for patenton behalfofand as agent for all theinven
tors. The oath, or' declaration in such an application must be
accompanied by a petitionincludingproof of thepertinent facts,' a
showing thatsuchaction is necessaryto preservethe rights, of the
parties or to prevent irreparable damage,' the fee set forth in
§ 1.l7(h), and the last known address of all of the inventors. An
inventor may subsequently join in the application by filing anoath
or declaration complying with § 1.63.

(c) The Office will send notice of the filing of the applica
tion to all inventorswho havenot joined in the application at the
address(es) providedin thepetitionunder this section, andpublish
notice of the filing of the application in the Official Gazette. The
Office may dispense with this notice provision in a continuation
or divisional application, if notice regarding the filing of the prior
application was given to the nonsigning inventor(s).

Application papers submitted pursuant to 37 CFR
1.47 are forwarded by the Office of Initial Patent
Examination (OIPE) to the Office of Petitions for a

determination of whether the papers are proper, com
plete, and acceptable under 37 CFR 1.47 and for a
decision on the petition under 37 CFR 1.47 before the
application is sent to the Technology Center. Since an
application without an oath or declaration executed by
all of the inventors may be an incomplete application,
an examiner should not mail an Office action in an
application without a fully executed oath or declara
tion under 37 CFR 1.63 unless the application has
been accorded status under 37 CFR 1.47 in a written
decision on the petition.

A bona fide attempt must be made to comply with
the provisions of 37 CFR 1.47 at the time the oath or
declaration is first submitted. If the oath or declara
tion, and evidence submitted with the oath or declara
tion, are not acceptable, the 37 CFR 1.47 applicant
will be notified of the reasons why the papers are not
acceptable. The 37 CFR 1.47 applicant may request
reconsideration and file supplemental evidence in a
case where a bona fide attempt was made to comply
with 37 CFR 1.47 from the outset.

A decision granting a petition under 37 CFR 1.47
does not alter the ownership interest or title of the
application. If the nonsigning inventor has not signed
an assignment document which has been recorded in
the USPTO, then the 37 CFR 1.47 applicant (the com
pany that files the petition under 37 CFR 1.47(b) and
establishes proprietary interest in the application) is
NOT the assignee of the entire interest of the applica
tion.

409.03(a) At Least One Joint
Inventor Available

37 CFR 1.47(a) and 35 U.S.c. 116, second para
graph, requires all available joint inventors to file an
application "on behalf of' themselves and on behalf
of a joint inventor who "cannot be found or reached
after diligent effort" or who refuses to 'join in an
application."

In addition to other requirements of law (35 U.S.c.
l1l(a) and 115), an application deposited in the U.S.
Patent and Trademark Office pursuant to 37 CFR
1.47(a) must meet the following requirements:

(A) All the available joint inventors must (I)
make oath or declaration on their own behalf as
required by 37 CFR 1.63 or 1.175 (see MPEP § 602,
§ 605.01, and § 1414) and (2) make oath or declara-

August2001 400-26



REPRESENTATIVE OF INVENTOR OR OWNER 409.03(c)

tion on behalf of the nonsigning joint inventor as
reqnired by37 CFR 1.64. An oath or declaration
signed by all the available joint inventors with the sig
nature block of the nonsigning inventor(s) left blank
may be treated as having been signed by all the avail
able joint inventors on behalf of the nonsigning inven
tor(s), unless otherwise indicated.

(B) The application must be accompanied by
proof that the nonsigning inventor (1) cannot be found
or reached after diligent effort or. (2) refuses to exe
cute the application papers. See MPEP § 409.03(d).

(C) The last known address of the nonsigning
joint inventor must be stated. See MPEP § 409.03(e).

409.03(b) No Inventor Available

Filing under 37 CFR 1.47(b) and 35 U.S.C. 118 is
permitted only when no inventor is available to make
application. These provisions allow a "person" with a
demonstrated proprietary interest to make application
"on behalf of and as agent for" an inventor who "cane
not be found or reached after diligent effort" or who
refuses to sign the application oath or declaration. The
word "person" has been construed by the U.S. Patent
and Trademark Office to include juristic entities, such
as a corporation. Where 37 CPR 1.47(a) is available,
application cannot be made under 37 CFR 1.47(b).

In addition to other requirements of law (35 U.S.c.
111(a) and 115), an application deposited pursuant to
37 CFR 1.47(b) must meet the following require
ments:

(A) The 37 CFR 1.47(b) applicant must make the
oath required by 37 CFR 1.63 and 1.64 or 1.175,
Where a corporation is the 37 CPR 1.47(b) applicant,
an officer (President, Vice-President, Secretary,Trea
surer, or Chief Executive Officer) thereof should nor
mally sign the necessary oath or declaration. A
corporation may authorize any person, including an
attorney or agent registered to practice before the U.S.
Patent and Trademark Office, to sign the application
oath or declaration on its behalf. Where an oath or
declaration is signed by a registered attorney or agent
on behalf of a corporation, either proof of the attor
ney's or agent's authority in the form of a statement
signed by an appropriate corporate officer must be
submitted, or the attorney or agent may simply state
that he or she is authorized to sign on behalf of the
corporation. Where the oath or declaration is being
signed on behalf of an assignee, see MPEP § 324. An

inventor may not authorize another individual to act
as his or her agent to sign the application oath or dec
laration on his or her behalf. Staeger v. Commissioner,
189 USPQ 272 (D.D.C. 1976), In re Striker, 18?
USPQ 507 (Comm'r Pat. 1973). Where an application
is executed by one other than the inventor, the decla
ration required by 37 CPR 1.63 must .state the full
name, residence,. post office address, and citizenship
of the nonsigning inventor. Also,.the title or position
of the person signing must be stated if signing on
behalf of a corporation under 37 CFR 1.47(b).

(B) The 37 CFR 1.47(b) applicant must state his
or her relationship to the inventor as required by
37 CFR 1.64.

(C) The application must be accompanied by
proof that the inventor (1) cannot be found or reached
after a diligent effort or (2) refuses. to execute the
application papers. See MPEP § 409.03(d).

(D) The last known address of the inventor must
be stated. SeeMPEP § 409.03(e).

(E) The 37 CFR 1.47(b) applicant must make out
a Prima facie. case el) that the invention has been
assigned to him or her or (2) that the inventor has
agreedin writing to assign the invention to him or her
or (3) otherwise demonstrate a proprietary interest in
the subject matter of the application. See MPEP
§ 409.03(f).

(F) The 37CFR 1.47(b) applicant must prove that
the filing of the .application is necessary (1) to pre,
serve the rights of the parties or.(2) to prevent irrepa
rable damage. See MPEP § 409.03(g).

409.03(c) Legal Representatives of
Deceased Inventor Not
Available

37 CFR 1.47 should not be considered an alterna
tive to 37 CFR 1.42 or 35 U.S.C. 117 since the Ian"
guage "cannot be found or reached after diligent
effort" has no reasonable application to a deceased
inventor. In re Application Papers Filed September
10, 1954, 108 USPQ340 (Comm'r Pat. 1955). See
37 CFR 1.42 and MPEP § 409.01. However, 37 CPR
1.47 does apply where a known legal representative of
a deceased inventor.cannot be found or reached after
diligent effort, or refuses to make application. In such
cases, the. last known address of the legal representa
tive mustbe given (see MPEP § 409.03(e)).
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409.03(d) Proof of Unavailability or
Refusal

lNVENTOR CANNOT BE REACHED

Where inability to find or reach a nonsigning inven
tor "after diligent effort" is the reason for filing nnder
37 CFR 1.47, a statement of facts should be submitted
thatfully describes the exact facts which are relied on
to establish that a diligent effortwas made.

The fact that a nonsigning inventor is on vacation
or out of town and is therefore temporarily unavail
able to sign the declaration is not an acceptable reason
for filing under 37 CFR 1.47.

Furthermore, the fact that an inventor is hospital
ized and/or is not conscious is not an acceptable rea
son for filing under 37 CFR 1.47. 37 CFR 1.43 may
be available under these circumstances. See MPEP
§ 409.02. Such a petition under 37 CFR 1.47 will be
dismissed as inappropriate.

The statement of facts must be signed, where at all
possible, by a person having firsthand knowledge of
the facts recited therein. Statements based on hearsay
will not normally be accepted. Copies of documentary
evidence such as internet searches, certified mail
return receipts, cover letters of instructions, tele
grams, that support a finding that the nonsigning
inventor could not be found Or reached should be
made part of the statement. The steps taken to locate
the whereabouts of the nonsigning inventor should be
included statement of facts. It is important that the
statement contain facts asopposed to conclusions.

REFUSAL TO JOIN

A refusal by an inventor to sign an oath or declara
tion when the inventor has not been presented with
the application papers does not itself suggest that the
inventor is refusing to join the application unless it is
clear that the inventor understands exactly what he or
she is being asked to sign and refuses to accept the
application papers. A copy of the application papers
should be sent to the last known address of the non
signing inventor, or, if the nonsigning inventor is rep
resented by counsel, to the address of the nonsigning
inventor's attorney. The fact that an application may
contain proprietary information does not relieve the

37 CFR 1.47 applicant of the responsibility to present
the application papers to the inventor if the inventor is
willing to receive the papers in order to sign the oath
or declaration. It is noted that the inventor may obtain
a complete copy of the application, unless the inven
tor has assigned his or her interest in the application,
and the assignee has requested that the inventor not be
permitted access. See MPEP § 106. It is reasonable to
require that the inventor be presented with the appli
cation papers before a petition under 37 CFR 1.47 is
granted since such a procedure ensures that the inven
tor is apprised of the application to which the oath or
declaration is directed. In re Gray, 115 USPQ 80
(Comm'r Pat. 1956).

Where a refusal of the inventor to sign the applica
tion papers is alleged, the circumstances of the pre
sentation of the application papers and of the refusal
must be specified in a statement of facts by the person
who presented the inventor with the application
papers and/or to whom the refusal was made. State
ments by a party not present when an oral refusal is
made will not be accepted.

Proof that a bona fide attempt was made to present
a copy of the application papers (specification, includ
ing claims, drawings, and oath or declaration) to the
nonsigning inventor for signature, but the inventor
refused to accept delivery of the papers or expressly
stated that the application papers should not be sent,
may be sufficient. When there is an express oral
refusal, that fact along with the time and place of the
refusal mnst be stated in the statement of facts. When
there is an express written refusal, a copy of the docu
ment evidencing that refusal must be made part of the
statement of facts. The document may be redacted to
remove material not related to the inventor's reasons
for refusal.

When it is concluded by the 37 CFR 1.47 applicant
that anonsigning inventor's conduct constitutes a
refusal, all facts upon which that conclusion is based
should be stated in the statement of facts in support of
the petition or directly in the petition. If there is docu
mentary evidence to support facts alleged in the peti
tion or in any statement of facts, such evidence should
be SUbmitted. Whenever a nonsigning inventor gives a
reason for refusing to sign the application oath or dec
laration, that reason should be stated in the petition.
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409.03(e) Statement of Last
Known Address

An application filed pursuant to 37 CPR 1.47 must
state the last known address of the nonsigning inven
tor.

That address should be the last known address at
which the inventor customarily receives mail. See
MPEP '§ 605.03. Ordinarily, the last known address
will be the last known residence of the nonsigning
inventor.

Inasmuch as a nonsigning inventor is notified that
an application pursuant to 37CFR 1.47 has been filed
on his or her behalf, other addresses at which the non
signing inventor may be reached should also be given.

409.03(f) Proof of Proprietary Interest

When an application is deposited pursuant to 37
CPR 1.47(b), the 37 CFR 1.47(b) applicant must
prove that

(A) the invention has been assigned to the appli
.cant, or

(B) the inventor has agreed in writing to assign
the invention to the applicant, or

(C) the applicant otherwise has sufficient propri
etary interest in the subject matter to justify ,the filing
of the application.

If the application has been assigned, a copy of the
assignment (in the English language) must be submit
ted. The assignment must clearly indicate that the
invention described in the 37 CPR 1.47(b) application
was assigned to the 37 CPR1.47(b) applicant. A
statement under 37 CPR 3.73(b) by the assignee must
also be submitted (see MPEP § 324). An assignment
ofan application and any "reissue, division, or contin
uation of said application" does not itself establish an
assignment of a continuation-in-part application: In re
Gray, 115 USPQ 80 (Comm'r Pat. 1956). An assign
ment to a 37CFR 1.47(b) applicant for the sole pur
pose of obtaining a filing date for a 37 CFR 1.47(b)
application is not considered an assignment within the
meaning of 35 U.S.c. 118 and 37 CFR 1.47(b).

When an inventor has agreed in writing to assign an
invention described in an application deposited pursu
ant to 37 CFR 1.47(b), a copy of that agreement
should be submitted. If an agreement to assign is
dependent on certain specified conditions being met,

it must be established by a statement of facts by some
one with first hand knowledge ofthe circumstances in
which those' conditions have been met. A typical
agreement to assign is an employment agreement
where an employee (nonsigning inventor) agrees to
assign to his or her employer (37 CFR 1.47(b) appli
cant) all inventions made during employment. When
such an agreement is relied on, it must be established
by a statement of a person having firsthand knowl
edge of the facts that the invention was made by the
employee while employed by the 37 CFR 1.47(b)
applicant.

Ifthe invention has not been assigned, or if there is
no written agreement to assign, the 37 CFR 1.47(b)
applicant must demonstrate that he or she otherwise
has a sufficient proprietary interest in the matter.

A proprietary interest obtained .other than by
assignment or agreement to assign may be demon
strated by an appropriate legal memorandum to the
effect that a court of competent jurisdiction (federal,
state, or foreign) would by the weight of authority in
that jurisdiction award title of the invention to the
37 CPR 1.47(b) applicant. The facts in support of any
conclusion that a court would' award title to the
37 CFR 1.47(b) applicant should be made of record
by way of an affidavit or declaration of the person
having firsthand knowledge of same. The legal mem
orandum should be prepared and signed by an attor
neyat law familiar with the law of the jurisdiction
involved. A copy (in the English language) of a stat
ute (if other than the United States statute) or a court
decision (if other than a reported decision of a federal
court or a decision reported in the United States Pat
ents Quarterly) relied on to demonstrate a proprietary
interest should be made of record.

409.03(g) Proof of Irreparable Damage

Irreparable damage may be established by a show
ing (a statement) that a filing date is necessaryto pre
serve the rights of the party or to prevent irreparable
damage.

409.03(h) Processing and Acceptance
of a 37 CFR 1.47 Application

A filing date is assigned to an application deposited
pursuant to 37 CFR 1.47 provided the requirements of
37 CFR 1.53(b) are met. A filing receipt will be sent
to the applicant and the application will be forwarded
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to the Office of Petitions, for consideration of the peti
tion filed under 37 CFR 1.47.

When papers deposited pursuant to 37 CFR 1.47
are found acceptable, the Office of Petitions enters a
decision to that effectin the file. A notice will be pub
lished in the Official Gazette identifying the applica
tion number, filing date, the title of the invention and
the name(s) of the nonsigning inventor(s). The U.S.
Patent and Trademark Office will notify the nonsign
ing inventor(s) or, if the inventor is deceased, the legal
representative(s), of the filing of an application under
37 CFR 1.47 by sending a letter to the last known
address of the nonsigning inventor(s)or legal repre
sentative(s). In a continuation or divisional applica
tion filed under 37 CPR 1.53(b) of an application
accorded status under 37 CFR 1.47, if a copy of a dec
laration from a prior application and a copy of a deci
sion according status under 37 CFR 1.47 are filed as
permitted by 37 CPR 1.63(d)(3)(i), the notice will not
be repeated. See 37 CFR 1.47(c). In addition, the
notice is not repeated in continued prosecution appli
cations filed under 37 CPR 1.53(d).

409.03(i) Rights of the Nonsigning
Inventor

The nonsigning inventor (also referred to as an
"inventor designee") may protest his or her designa
tion as an inventor. The nonsigning inventor is enti
tled to inspect any paper in the application, order
copies thereof at the price set forth in 37 CPR 1.19,
and make his or her position of record in the file
wrapper of the application. Alternatively, the nonsign
ing inventor may arrange to do any of the preceding
through a registered patent attorney or agent.

While the U.S. Patent and Trademark Office will
grant the nonsigning inventor access to theapplica
tion, inter partes proceedings will not be instituted in
37 CPR 1.47 case. In re Hough, 108 USPQ89
(Comm'r Pat. 1955). A nonsigning inventor is not
entitled to a hearing (Cogar v. Schuyler, 464 F.2d 747,
173 USPQ 389 (D.C. Cit. 1972», and is not entitled to
prosecute the application if status under 37 CPR 1047
has been accorded, or if proprietary interest of the 37
CFR 1.47(b) applicant has been shown to the satisfac
tion of the U.S. Patent and Trademark Office.

A nonsigning inventor may join in a 37 CPR 1.47
application. To join in the application, the nonsigning
inventor must file an appropriate 37 CFR 1.63 oath or

declaration. Even if the nonsigning inventor joins in
the application, he or she cannot revoke or give a
power of attorney without agreement of the 37 CPR
1.47 applicant.

The rights ofa nonsigning inventor are protected by
the fact that the patent resulting from an application
filed under 37 CFR 1.47(b) and 35 U.S.c. 118 must
issue to the inventor, and in an application filed under
37 CPR 1.47(a) and 35 U.S.c. 116, the inventor has
the same rights that he or she would have if he or she
had joined in the application. In re Hough, 108 USPQ
89 (Comm'r Pat. 1955).

If a nonsigning inventor feels that he or she is the
sole inventor of an invention claimed in a 37 CPR
1.47 application naming him or her as a joint inventor,
the nonsigning inventor may file his or her own appli
cation and request that his or her application be placed
in interference with the 37 CFR 1.47 application. If
the claims in both the nonsigning inventor's applica
tion and the 37 CFR 1.47 application are otherwise
found allowable, an interference may be declared.

409.03(j) Action Following Acceptance
of a 37 CFR 1.47 Application

After an application deposited pursnant to 37 CPR
1.47 is found acceptable by the Office, the examiner
will act on the application in the usual manner. Papers
filed by an inventor who did not originally join in the
application, and papers relating to its 37 CPR 1.47
status, will be placed in the file wrapper.

In the event the previously nonsigning inventor
decides to join in the application by filing an executed
oath or declaration complying with 37 CFR 1.63, the
oath or declaration will be placed in the application
file.

When the examiner determines that an application
in which a petition under 37 CFR 1.47 has been
granted, or either a continued prosecution application
(CPA) filed under 37 CPR 1.53(d) or a file wrapper
continuing application filed under former 37 CPR
1.62 thereof is allowable, he or she must check the file
wrapper or the PALM bib-data sheet to make sure that
the phrase "Rule 47" appears under the filing date. If
the phrase "Rule 47" does not appear under the filing
date, the examiner should write in black ink the
phrase "Rule 47" under the filing date. The examiner
will then prepare the application for allowance in
accordance with MPEP Chapter 1300. It will not be
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necessary to forward the application to the Office of
Petitions.

A patent granted on an application accepted under
37 CPR 1.47 will have an indication on the face of the
patent that the application was filed under 37 CPR
1.47, regardless of whether proper joinder of the pre
viously nonsigning inventor has heen made.

An application filed under 37 CPR 1.47 can be pub
lished as a Statutory Invention Registration.

410 Representations to the U.S. Patent
and Trademark Office

37 CFR 1.4. Nature of correspondence and signature
requirements.

*****

(2) The presentation to the Office (whether by signing, fil
ing, submitting, or later advocating),'of any' paper by a party,
whether a practitioner or non-practitioner; constitutes a certifica
tion under § 1O.18(b) of this chapter. Violations of § 1O.l8(b)(2)
of this chapter by a party, whether a practitioner or non-practitio
ner, may result.in the imposition of sanctions under § 10.18(c) of
this chapter. Any practitioner violating § 1O.18(b) may also be
subject to disciplinary action. See §§ 10.l8(d) and 1O.23(c)(15).

*****

37 CFR 10.18. Signature and certificate for
correspondencefiled if! the Patent and TrademarkOffice.

(a) For all documents filed in the Office.in patent, trade
mark, and other non-patent matters, except for: correspondence
that is required to be signed by, the applicant or party, each piece
of correspondence filed by a practitioner in the Patent and Trade
mark Office mustbear .a signature, personally signed by such
practitioner, in compliance with.§ 1.4(d)(1)of this chapter.

(b) By presenting to the Office (whether by signing, filing,
submitting, or later advocating) any paper, the party presenting
such paper, whether a practitioner or non-practitioner; is certifying
that-

(1) All statements made therein of the party's own knowl
edge are true, all statements made therein on- information and
belief are believed to be true, and all statements made-therein are
made with the knowledge that whoever, in any matter within the
jurisdiction of the Patent and Trademark Office, knowingly and
willfully falsifies, conceals, or covers up by any trick, scheme, or
device a material fact, or makes any false, fictitious or fraudulent
statements or representations, or makes or uses any false writing
or document knowing the same to contain any false, fictitious or
fraudulent statement or entry, shall be subject to the penalties set
forth under 18 U.S.C. 1001, and that violations of this paragraph
may jeopardize. the validity of the application or document, or the
validity or enforceability of any patent, trademark registration, or
certificate resulting therefrom; and

(2) To the best of the party's knowledge, information and
belief, formed after. an, inquiry reasonable. under. the circum
stances, that-

(i). The paper is not being presented for any Improper
purpose, such as to harass someone or to cause unnecessary delay
or needless increase in the cost of prosecution before the Office;

(ii)' The clainis and other legal contentions therein are
warranted by existing law or by a nonfrivolous argument for the
extension, modification, or reversal of existing law or the.estab
lishment ofnew law;

(iii) The .allegationsand other factual contentions have
evidentiary support or, if specifically so identifled.care Iikely to
have evidentiary support after a reasonable opportunity for further
investigation or discovery; and

(iv) The denials of factual' contentions are' warranted
on the evidence, or if specifically so identified, are reasonably
based on a lack.of information or belief.

(c) Violations of paragraph (b)(l) of this section by a practi
tioner or non-practitioner may jeopardize the.validity ofthe appli
cation or document, or the validity or enforceability of any patent,
trademark registration, or certificate resulting therefrom. Viola
tions of any of paragraphs (b)(2)(i) through (iv) of this section are,
after notice and reasonable opportunity to respond, subject to such
sanctions as .deemed' appropriate by the Commissioner, or the
Commissioner's designee, which may include,but are not limited
to, any combination of -

(1) Holding certain facts to .havebeen established;

(2) Returning papers;

(3) Precluding a party from filing a paper, or presenting
or contestinganissue;

(4) Imposing a monetary sanction;

(5) Requiring a terminal. disclaimer for .. the period of the
delay; or

(6) Terminating the proceedings in the Patent and Trade'
mark Office.

(d) Any practitioner violating the provisions of this section

may also be subject to disciplinary action. See § 1O.23(c)(15).

37 CFR 1.4(d)(2) provides that the presentation to
the Office (whether by signing, filing, submitting, or
later advocating) of any paper by a party, whether a
practitioner or nonpractitioner, constitutes a certifica
tion under 37 CFR 1O.l8(b), and that violations of
37 CPR 1O.l8(b)(2) may subject the party to sanc
tions under.37 CPR 1O.18(c). Thus, by presenting a
paper to the Office, the party is making the certifica
tions set forth in 37 CPR 1O.18(b), and is subject to
sanctions under 37 CPR 1O,18(c) for violations of
37 CPR 10.18(b)(2), regardless of whether the party is
a practitioner or nonpractitioner. A practitioner violat
ing 37 CPR 1O.18(b) may also be subject to disciplin
ary action in lieu of or in addition to sanctions under
37 CPR 10.18(c) for violations of 37 CPR 10.18(b).
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37 CPR 1O.18(b) provides that, by presenting any
paper to the USPTO, the party presenting such paper
is making two certifications: (1) the first certification
is that the statements made therein are subject to the
declaration clause of 37 CFR 1.68; (2) the second cer
tification is the certification required for papers filed
in a federal court under Rule l1(b) of the Federal
Rules of Civil Procedure.

The first certification has permitted the USPTO to
eliminate the separate verification requirement previ
ously contained in 37 CFR 1.6, 1.8, 1.10, 1.27, 1.28,
1.47, 1.48, 1.52, 1.55, 1.69, 1.102, 1.125, 1.137,
1.377, 1.378, 1.740, 1.804, 1.805, 3.26, and 5.4 for
statements of facts by persons who are not registered
to practice before the USPTO. As statements submit
ted to the USPTO by any person are now, by operation
of 37 CFR 1O.18(b)(1), verified statements, a separate
verification requirement is no longer necessary. The
USPTO, however, has retained the verification
requirement for a statement to be submitted under
oath or declaration (37 CFR 1.68) in a number of sec
tions (e.g., 37 CPR 1.63, 1.130, 1.131, 1.132,
1.494(e), 1.495(f), and 5.25).

The second certification is based upon Rule 11(b)
of the Federal Rules of Civil Procedure (1993). This
provision is promulgated pursuant to the Commis
sioner's authority under 35 U.S.c. 6(a) to establish
regulations for the conduct of proceedings in the
USPTO, and is intended to discourage the filing of
frivolous papers by practitioners or non-practitioners
in the USPTO. Rule 11(b) of the Federal Rules of
Civil Procedure provides:

Representations to Court. By presenting to the court
(whether by signing, filing, submitting, or later advo
cating) a pleading, written motion, or other paper, an
attorney Of unrepresented party is certifying that to the
best of the person's knowledge, information 'and belief,
formed after an inquiry reasonable under the circum
stances, --

(1) it is'not being presentedfor any improper purpose,
such as to harass or to cause unnecessary delay or need
less increase in the cost of litigation;

(2) the claims, .defenses, and other legal contentions
therein are warranted by existing law or bya nonfrivolous
argument for, the extension, modification, .Or .reversal of
existing law or the establishment of new law;

(3) the allegations and other factual contentionshave
evidentiary support or, if specifically so identified, are

likely to have evidentiary support after a reasonable
opportunity for further investigation or discovery; and

(4) the denials of factual contentions are warranted on
the evidence or, if specifically so identified, are reason
ably based on a lack of information or-belief.

Fed. R. Civ. P. 11(b)(1993).
37 CPR 1O.18(b)(2) tracks the language of Fed. R.

Civ, P. 11(b). The advisory committee notes to Fed.
R. Civ. P. 11(b) provide, in part, that:

[Fed. R. Civ. P. 11(b) and (e)] restate the provisions
requiring attorneys ,and pro se litigants to conduct a rea
sonable inquiry into the law and facts before signing
pleadings, written motions, and other documents, and pre
scribing sanctions for violations of these obligations. The
[1993) revision in part expands the responsibilities of liti
gants to the court, while providing greater constraints and
flexibility in dealing with infractions of the rule. The rule
continues to require litigants. to "stop-and-think" before
initially making legal or factual contentions. It also, how
ever, emphasizes the duty of candor by subjecting litigants
to potential sanctions for insisting upon a position after it
is no longer tenable and by generally providing protection
against sanctions if they withdraw or correct contentions
after a potential viola tion is called to their attention.

The rule applies only to assertions contained in papers
filed with or submitted to the court. It does not cover mat
ters arising for the first time during oral presentations to
the court, when counsel may make statements that would
not have been made if there had been more time for study
and reflection..However, a litigant's obligations with
respect to' the Contents of these papers are not measured
solely-as of the time they are filed with or submitted to the
court, but include reaffirming to the court and advocating
positions contained in those' pleadings and motions after
learning that they cease to have any merit. For example;
an attorney who during a pretrial conference insists on a
claim or defense should be viewed as "presenting to the

. court" that contention and would be subject to the obliga
tions of [Rule l1(h)] measured at that time. Similarly, if
after a notice of removal is filed, a party urges in federal
court the allegations of a pleading filed in state court
(whether as claims, defenses, or in disputes regarding
removal or remand), it would be viewed as "presenting"-
and hence certifying to the district court under Rule 11-
those allegations.

The certification with respect to allegations and other fac
tual contentions is revised in recognition that sometimes a
litigant may have good reason to believe that a fact is true
or false but may need discovery, formal or informal.from
opposing parties or third persons to, gather and confirm
the evidentiary basis for the allegation. Tolerance of fac
tual contentions in initial pleadings by.plaintiffs or defen-
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dants when: specifically identified as made on information
and belief does ~ot relieve litigants from the obligation to
conduct an appropriate investigation Into the .. facts ~at.is

reasonable under the circumstances; it is not alicense to
join parties, make claims, or present defenses without any
factual basis or justification; Moreover, if evidentiary sup
port is notobtained after a reasonable opportunity for fur
ther investigation or discovery, the party has a duty under
the rule not to persist with that contention. [Rille l1(b)]
does not require a formal amendment to pleadings for
which evidentiary support is .not obtained, but rather calls
upon a litigant not thereafter to advocate such claims or
defenses.

The certification is that there is (or likely will be) "eviden
tiary. support" .for the allegation; not that the .party will
prevail with respe?t to its contention. regarding the fact.
That summary judgment is rendered against a party does
not necessarily mean, for purposes of this certification,
that it had no evidentiary support for its position. On the
other hand, if a party has evidence with respect to a con
tention that would be sufficient to defeat a motion for
summary judgment based thereon, it would havesuffi
cient "evidentiary support" for purposes.of Rule-11.

Denials of factual contentions involve somewhat different
considerations. Often, of course, .a denial is premised
upon the existence of evidence. contradicting the alleged
fact. At other times a denial .ispermissible because, after
an appropriate investigation, a party has no information
concerning the matter or, indeed, has a reasonable' basis
for doubting the' credibility of the only evidence relevant
to the .matter. A party should not deny-an .allegation it
knows to be true; b~t it is not required, simply because it
lacks contradictory evidence, to admit an allegation that it
believes is not true.

The changes in [Rule 11(b)(3) and (4)] will serve to equal
ize the burden of the rule upon plaintiffs.anddefendants,
who under Rule 8(b) are in effect allowed to deny allega
tions by stating that from their initial investigation' they
lack sufficient information to form a belief as to the truth
of the allegation. If, after fur ther investigation or discov
ery, a denial is no longer warranted, the defendant should
not continue to insist on that denial. While sometimes
helpful, formal amendment of the pleadings to withdraw
an allegation or denial is not required by [Rule l1(b)l.

Arguments for extensions, modifications, or reversals of
existing law or for creation of new law do not violate
[Rule 11(b)(2)] provided they are "nonfrivolous." This
establishes an objective standard, intended to eliminate
any "empty-head pure-heart" justification for patently
frivolous arguments. However, to the extentto which a
litigant has researched the issues and found some' support
for its theories even in minority oinions, in law review
articles, .or through consultation with other attorneys

should certainly be taken into account in determining
whether [Rule 11(b)(2)] has beeu violated. Although
argUI11eht~for a change in law are not required to:be spe
cifically so identified, a contention that is so identified
should be viewed with greater tolerance under [RuleLl].

Amendments to the Federal Rules of Civil Procedure
at 50-53 (1993), reprinted in 146 ER.D. 401, 584-87.
An "inquiry reasonable under the circumstances"
requirement of 37 CFR 1O.18(b)(2) is identical to that
in Fed. R. Civ, P. 11(b). The Federal courts have
stated in regard to the "reasonable inquiry" require
ment·ofFed. R. Civ. P. 11:

In requiring reasonable inquiry before the filing of any
pleading in a civil case in federal district court, Rule 11
demands "an objective determination of whether a sane
tioned party's conduct was reasonable under the circum
stances." In effect it imposes a negligence standard, for
negligence is a failure to use reasonable care. The equa
tion between negligence and failure to con duct a reason
able 'precomplaintinquiry is ... that "the amount of
investigation 'required 'by' Rule 11 .depends' on both the
time available to investigate and on the proba bility that
more investigation will turn up important evidence; the
Rule does not require steps that are not cost-justified."

Hays v. Sony Corp. of Am., 847 E2d 412, 418,
7 USPQ2d 1043, 1048 (7th. Cir. 1988) (citations
omitted) (decided prior to the 1993 amendment to
Fed. R. Civ. P. 11, but discussing a "reasonable under
the circumstances" standard).

37 CFR 1.4(d)(2) and 10.18 do not require a practi
tioner to advise the client (or third party) providing
information of this certification effect (or the sanc
tions applicable to noncompliance), or question the
client (or third party) when such information or
instructions are provided. When a practitioner is sub
mitting information (e.g., a statement of fact) from the
applicant or a third party, or relying upon information
from the applicant or a third party in his/her argu
ments, the Office will consider a practitioner's
"inquiry reasonable under the circumstances" duty
under 37 CFR 10.18 metso long as the practitioner
has no knowledge of information that is contrary to
the information provided by the applicant or third
party or would otherwise indicate that the information
provided by the applicant or third party was so pro
vided for the purpose of a violation of 37 CFR 10.18
(e.g., was submitted to cause unnecessary delay).

Nevertheless, it is highly advisable for a practitio
ner to advise a client or third party that any informa-
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tion so provided must be reliable and not misleading.
The submission by an applicant of misleading or inac
curate statements of facts during the prosecution
of applications for patent has resulted in the patents
issuing on such applications being held unenforce
able. See, .e.g, , Refac lnt'l Ltd. v. Lotus Development
Corp., 81 F.3d 1576, 38 USPQ2d 1665 (Fed. Cir.
1996); Paragon Podiatry Laboratory, Inc. v, KLM
Laboratories, Inc., 984 F.2d 1182, 25 USPQ2d 1561
(Fed. Cir 1993); Rohm & Haas Co. v. Crystal Chem.
Co:, 722 F.2d 1556, 200 USPQ 289 (Fed. Cir. 1983),
cert. denied, 469 U.S. 851 (1984); Ottv. Goodpasture,
40 USPQ2d 1831 (D.N. Tex. 1996); Herman v. Will
iam Brooks Shoe Co., 39 USPQ2d 1713 (S.D.N.Y.
1996); Golden Valley Microwave Food Inc. v. Weaver
Popcorn Co., 837 F. Supp. 1444, 24 USPQ2d 1801
(N.D. Ind. 1992), aff'd, 11 F.3d 1072 (Fed. Cir.
1993)(table), cert. denied, 511 U.S. 1128 (1994).
Likewise, false statements by a practitioner in a paper
submitted to the Office during the prosecution of an
application for patent have resulted in the patent issu
ing on such application also being held unenforceable.
See General Electro Music Corp. v. Samick Music
Corp., 19 F.3d 1405, 30 USPQ2d 1149 (Fed.Cir.
1994)(fa1se statement in a petition to make an applica
tion special. constitutes inequitable conduct, and ren
ders the patent issuing on such application
unenforceable).

An applicant has no duty to conduct a prior att
search as a prerequisite to filing an application for
patent. See Nordberg, Inc. v. Telsmith, Inc., 82 F.3d
394,397,38 USPQ2d 1593, 1595-96 (Fed. Cir. 1996);
FMC Corp. v. Hennessy Indus., Inc., 836 F.2d 521,
526 n,6, 5 USPQ2d 1272, 1275-76 n.6 (Fed. Cir.
1987); FMC Corp. v. Manitowoc Co., 835 F.2d 1411,
1415,5 USPQ2d 1112, 1115 (Fed. Cir. 1987); Ameri
can Hoist & Derrick Co. v. Sowa & Sons, Inc., 725
F.2d 1350, 1362,220 USPQ 763, 772 (Fed. Cir.), cert.
denied, 469 U.S~ 821, 224 USPQ 520 (1984). Thus,
the "inquiry reasonable under the circumstances"
requirement of 37 CFR 10.18 does not create any new
duty on the part of an applicant for patent to conduct a
prior art search. See MPEP § 609; cf. Judin v. United
States, 110 F.3d 780, 42 USPQ2d 1300 (Fed. Cir
1997)(the failure to obtain and examiue the accused
infringing device prior to bringing a civil action for
infringement violates the 1983 version of Fed. R. Civ.
P. 11). The "inquiry reasonable under the circum-

stances" requirement of 37 CFR 10.18, however, will
require an inquiry into the underlying facts and cir
cumstances when a practitioner provides conclusive
statements to the Office (e.g., a. statement that the
entire delay in filing the required reply from the due
date for the reply until the filing of a grantable peti
tion pursuant to 37 CFR 1.l37(b) wasunintentional),

37 CFR 10.18(c) specifically provides that viola
tions of 37 CPR 10.18(b)(1) may jeopardize the valid
ity of the application or document, or the validity or
enforceability of any patent, trademark registration, or
certificate resulting therefrom, and that violations of
any of 37 CFR 10.18(b)(2)(i) through (iv) are, after
notice and reasonable opportunity to respond, subject
to such sanctions as deemed appropriate by the Com
missioner, or the Commissioner's designee, which
may include, but are not limited to, any combination
of:

(A) holding certain facts to have been established;
(B) returning papers;
(C) precluding a patty from filing a paper, or pre

senting or contesting an issue;
(D) imposing a monetary sanction;
(E) requiring a terminal disclaimer for the period

of the delay; or
(F) terminating the proceedings in the U.S. Patent

and Trademark Office.

The Office has amended 37 CFR 1.4(d)(2) and
10.18 with the objective of discouraging the filing of
frivolous or clearly unwarranted correspondence in
the Office, not to routinely review correspondence for
compliarice with 37 CPR 1O.18(b)(2) and impose
sanctions under 37 CFR 1O.18(c).

Where the circumstances of an application or other
proceeding warrant a determination of whether there
has been a violation of 37 CFR 10.18(b), the file or
the application or other proceeding will be forwarded
to the Office of Enrollment and Discipline (OED) for
a determination of whether there has been a violation
of 37 CFR 1O.18(b). In the event that OED determines
that a provision of 37 CFR 10.18(b) has been violated,
the Commissioner, or the Commissioner's designee,
will determine what (if any) sanctionis) under 37 CFR
10.18(c)is to be imposed in the application or other
proceeding. In addition, if OED determines that a pro
vision of 37 CPR 10.l8(b) has been violated by a
practitioner, OED will determine whether such practi-
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tioner is to be snbject to disciplinary action (see 37
CFR 1.4(d)(2) and lO.l8(d)). That is, OED will pro
vide a determination of whether there has been a vio
lation of 37 CFR lO.l8(b), and if such violation is by
a practitioner, whether such practitioner is to be sub
ject to disciplinary action; however, OED will not be
responsible for imposing sanctions under 37 CPR
lO.l8(c) in an application or other proceeding.

37 CPR 10.18(d) provides that any practitioner vio
lating the provisions of this section may also be sub
ject to disciplinary action. 37 CPR lO.l8(d) (and the
corresponding provision of 37 CPR 1.4(d)(2)) clari
fies that a practitioner may be subject to disciplinary
action in lieu of, or in addition to, the sanctions set
forth in 37 CFR lO.l8(c) for violations of 37 CPR
10.18.

•••••••••••••••••••••••••••••••

==,-

400-35 August 2001





Chapter 500 Receipt and Handling of Mail and Papers

37 CFR 1.1. Addresses for correspondence with the Patent
and Trademark Office.

(a) Except for § 1.1(a)(3) (i) and (ii), all correspondence
intended for the Patent and Trademark Office must be addressed
to either "Commissioner of Patents and Trademarks, Washington,
D.C. 20231" or to specific areas within the Office as setout in
paragraphs (a) (1), (2) and (3)(ili) of this section. When appropri
ate, .correspondence should also be marked for the attention of a
particular office or individuaL

(1) Patent correspondence. All correspondence concern
ing. patent. matters processed-by organizations reporting to ,the

501

502
502.01
502.02

502.03
502.04
503
504
505
506

506.01

506.02
507

508
508.01

508.02

508.03
508.04
509
509.01
509.02
509.03
510

511
512

513

501

Papers Received by Office of Initial Patent
Examination
Depositing Correspondence

Correspondence Transmitted by Facsimile
Correspondence Signature
Requirements
Communications via the Internet
Duplicate Copies of Correspondence

Application Number and FlIing Receipt
Assignment of Application for Examination
"Office Date" Stamp of Receipt
Completeness of Original
Application

Retnrn of Incomplete
Application
Review of Refusal To Accord Filing Date

Drawing Review in the Office of Initial Patent
Examination
Distribution

Papers Sent to Wrong
Technology Center (TC)
Papers Received After
Patenting or Abandonment
Unmatched Papers
Unlocatable Patent or Application Files

Payment of Fees
Deposit Accounts
Small Entity .Status - Definitions
Claiming Small Entity Status

U.s. Patent. and TrademarkOffice Business
Hours
Postal Service Emergency Contingency Plan
Certificate of Mailing or
Transmission
Deposit as Express Mail with U.s. Postal
Service

Papers Received by Office
of Initial Patent Examination

Assistant Commissioner for Patents should be addressed to
"Assistant Commissioner for Patents, Washington, D.C. 20231."

(2) Trademark correspondence.
(i) Send all trademark fillngs and correspondence,

except as specified below or unless submitting electronically, to:
Assistant Commissioner for Trademarks, 2900 Crystal Drive,
Arlington, Virginia 22202-3513.

(ii) Send trademark-related documents ,for the
Assignment Division to record to: Commissioner of Patents and
Trademarks, Box Assignment, Washington, DC 20231.

(iii) Send requests for certified or uncertified copies
of trademark applications and registrations, other than coupon
orders for uncertified copies of registrations, to: Commissioner of
Patentsand Trademarks, Box 10, Washington, DC 20231.

(iv) Send requests for coupon orders for uncertified
copies of registrations to: Commissioner of Patents and Trade
marks,Box 9, Washington, DC 20231.

(v) An applicant may transmit an application for
trademark registration electronically, but only if the applicant uses
the Patent and Trademark Office's electronic form.

(3) Office ofSolicitor correspondence.
(i) Correspondence relating to pending litigation'

required by court rule or order to be served on the Solicitor shall
be hand-delivered to the Office of the Solicitor or shall be mailed
to: Office of the Solicitor, P.O. Box 15667, Arlington, Virginia
22215; or such other address as may be designated in writing in
the litigation. See §§ 1.302(c) and 2.145(b)(3) for filing a notice
of appeal to the U.S. Court of Appeals for the Federal Circuit.

(ii) 'Correspondence relating to disciplinary 'proceed
ings pending before an Administrative Law Judge or the Commis
sioner shall be mailed to: Office of the Solicitor, P.O. Box161l6,
Arlington, Virginia 22215.

(iii) All other correspondence to the Office of the
Solicitor shall be addressed to: Box 8, Commissioner of Patents
and Trademarks, Washington, D.C. 20231.

(iv) Correspondence improperly addressed to a Post
Office Box specified in paragraphs (a)(3) (i) and (ii) of this sec
tion ,will not be filed elsewhere in the Patent and Trademark
Office, and may be returned.

(b) Letters and other communications relating to interna
tional applications during the international stage and prior to the
assignment of a national serial number should be additionally
marked "BoxPCT."

(c), Requests' for reexamination should 'be additionally
marked "Box Reexam."

(d) 'Payments ofmaintenance fees 'in patents and other com
munications relating thereto should be additionally marked "Box
M.Pee."

(e) Communications relating to interferences and applica
tions or patents involved in aninterference should be additionally
marked"BOXINTERFERENCE."

(f)"'AU'applications' for extension of patent term and any
conununications relating thereto intended for the Patent and
Trademark' Office should be additionally marked "Box Patent
Ext." When appropriate, the communication should also be
marked to the attention of a particular individual, as where a deci
sion has been rendered.
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(g) [Reserved]

(h) In applications under section I(b) of the TrademarkAct,
15 U,S.C. 1051(b), all statements of nse filed under section I(d)
of the Act, and requests for extensions of time therefor, should be
additionally marked "Box ITU."

(i) The filing of all provisional applications and any com
munications relating thereto should be additionally marked "Box
Provisional Patent Application."

NOTE. - Sections 1.1 to 1.26 are applicable to trademark
cases as well as to national and international patent cases except
for provisions specifically directed to patent cases. See § 1.9 for
defmitions of ''national application" and "international applica
tion."

37 CFR 1.4. Nature of correspondence and signature
requirements.

(a) Correspondence with the Patent and Trademark Office
comprises:

(1) Correspondence relating to services and facilities of
the Office, such as general inquiries, requests for publications
supplied by the Office, orders for printed copies of patents or
trademark registrations, orders for copies of records, transmission
of assignments for recording, and the like, and

(2) Correspondence in and relating to a particular applica
tion or other proceeding in the Office. See particularly the rules
relating to the filing, processing, or other proceedings of national
applications in SUbpartB, §§ 1.31 to 1.378; of international appli
cations in subpart C, §§ 1.401 to 1.499; of ex parte reexamina
tions of patents in subpartD, §§ 1.501 to 1.570; of interferences in
subpart E, §§ 1.601 to 1.690; of extension of patent term in sub
part F,§§ 1.710 to 1.785;.of inter partes reexaminations ofpatents
iu subpart H, §§ 1.902 to 1.997; and of trademark applications §§
2.11 to 2.189.

(b) Since each file must be complete in itself, a separate
copy of every paper to be filed in a patent or trademark applica
tion, patent file. trademark. registration file, or other proceeding
must be-furnished for each file to which-the paper pertains, even
though the contents of the papers filed in two or more files may be
identical. The filing of duplicate copies of. correspondence in the
file of an application, patent, trademark registration file, or other
proceeding should be avoided, except in situations in. which the
Office requires the filing of duplicate copies. The Office may dis
pose of duplicate copies of correspondence in the file of an appli
cation, patent, trademark registration file, or other proceeding.

(c) Since different matters may be considered by different
branches or sections of the United States Patent and Trademark
Office, each distinct subject, inquiry or order mustbe contained in
a separate paper to avoid confusion and delay in answering papers
dealing with different SUbjects.

(d)(l) Each piece of correspondence, except as provided in
paragraphs (e) and (I) of this section, filed in an application,
patent file, trademark registration file, or other proceeding in the
Office which requires a person's signature, must:

(i) Be an original, that is, have an original signature per
sonally signed in permanent ink by that person; or

(ii) Bea direct or indirect copy, such as a photocopy or
facsimile transmission (§ 1.6(d)), of an original. In the event that a

copy of the original is filed, the original should be retained as evi
dence of authenticity. If a question of authenticity arises, the
Office may require submission of the original; or

(iii) Where an electronically transmitted trademark filing
is permitted, the person who signs the filing must either

(A) Place a symbol comprised of numbers andlor let
ters between two forward slash marks in the signature block on
the electronic submission; and print, sign and date in permanent
ink, and maintain a paper copy of the electronic submission; or

(B) Sign the verified statement using some other form
of electronic signature specified by the Commissioner.

(2) The presentation to the Office (whether by signing,
filing, submitting, or later advocating) of any paper by a party,
whether a practitioner or non-practitioner, constitutes a certifica
tion under § 1O.18(b) of this chapter. Violations of § 1O.18(b)(2)
of this chapter by a party, whether a practitioner or non-practitio
ner, may result in the imposition of sanctions under § 10.18(c) of
this chapter. Any practitioner violating § 1O.18(b) may also be
subject to disciplinary action. See §§ 1O.18(d) and 1O.23(c)(15).

(e) Correspondence requiring person's signature and relating
to registration practice before the Patent and Trademark Office in
patent cases, enrollment and disciplinary investigations, or disci
plinary proceedings must be submitted with an original signature
personally signed in permanent ink by that person.

(f) When a document that is 'required by statute to be certi
fied must be filed, a copy, including a photocopy or facsimile
transmission, of the certification is not.acceptable.

(g) An applicant who has. not made of record a registered
attorney or agent may be required to state whether assistance was
received in the preparation or prosecution of the patent applica
tion, for which any compensation or consideration was given Or
charged, and if SO, to disclose the name or names of the person or
persons providing such assistance. Assistance includes the prepa
ration for the applicant of the specification -and amendments or
other papers to be filed in the Patent and Trademark Office, as
well as other assistance in such matters, but does not include
merely making drawings by draftsmen or stenographic services in
typing papers.

In addition to the Office of the Solicitor, as speci
fied in 37 CFR 1.1(a)(3), the Office will now have
three separate addresses. The addresses are as follows.

I. FOR PATENT APPLICATIONS AND
PATENT-RELATED PAPERS

Correspondence in patent-related matters under the
direction of the Assistant Commissioner for Patents
should be addressed to;

Assistant Commissioner for Patents
Washington, DC 20231

Such correspondence includes: patent applications,
replies to notices of informality, requests for exten
sion of time, notices of appeal to the Board of Patent
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Appeals and Interferences (the Board), briefs in sup
port of an appeal to the Board, requests for oral hear
ing before the Board, extensions of term of patent,
requests for publication of Statutory Invention Regis,
tration (SIR), requests for reexamination, statutory
disclaimers; certificates of correction, petitions to the
Assistant Commissioner for Patents, submission 'of
information disclosure statements, petitions to insti
tute a public use proceeding, petitions to revive aban
doned, patent applications, and other correspondence
related to patent applications and patents which is
processed by organizations reporting to the Assistant
Commissioner for Patents.

II. FOR TRADEMARK APPLICATIONS AND
TRADEMARK-RElATED PAPERS

Correspondence in trademark-related matters under
the direction of the Assistant Commissioner for
Trademarks should be addressed to:

Assistant Commissioner for Trademarks

2900 Crystal Drive

Arlington, VA 22202-3513

Such correspondence includes all trademark appli
cations and other trademark-related mail, except for
trademark documents sent to the Assignment Division
for recordation, requests for certified and uncertified
copies of trademark documents, and filings subtnitted
electronically. See 37 CPR 1.1(a)(2).

m. FORALL OTHER CORRESPONDENCE

Unless otherwise specified, correspondence that
does not fall into one of the categories designated
above should be addressed to:

Commissioner of Patents and Trademarks

Washington, DC 20231

Such correspondence includes: communications
with the Board of Patent Appeals and Interferences
after jurisdiction of the application has been trans
ferred to the Board, patent services including patent
copy sales, assignments, library services, requests for
lists of patents and SIRs in a subclass, requests for the
status of maintenance fee payments, as well as patent
practitioner enrollment matters including admissionto
examination, registration to practice, certificates of

good standing, and financial service matters including
establishing a deposit account.

All correspondence with the USPTO, except for
communications relating to pending litigation and cer
tain disciplinary proceedings as specified in 37 CFR
1.1(a)(3), may continue to be filed directly at the Cus
tomer Service Window located in Room IB03 of
Crystal Plaza 2,2011 South Clark Place, Arlington,
VA.

Trademark-related papers may also be filed at the
"walk-up" window located on the third floor of the
South Tower Building, 2900 Crystal Drive, Arlington,
VA.' Hand delivery of trademark papers and fees
directly to the' South' TOwer Building will .expedite
processing.

As provided in 37 CPR 1.4(c), matters that are to
be considered by different branches or sections of the
USPTO must be contained in separate papers. The fol
lowing form paragraph may be used to notify the
applicant of this requirement when the applicant has
filed a single paper containing distinct subjects,
inquiries, or orders.

'f{ 5.01.OlSeparate Paper Required

The [Ijsubmitted [2] should have been submitted as a separate
paper as required by 37 CFR 1.4(c). The paper has been entered.
However, all future correspondence must comply with 37. CFR
104.

Examiner Note:
l. _In bracket 1, indicate the item required to be separately sub
mitted, su~h as an affidavit, petition, or other appropriate docu
ment.

2. . If the applicant is a pro se inventor, include. a copy of the
rille.

Those who corre~pond with the USPTO are
strongly encouraged not to include correspondence
which will have to be directed to different areas (e.g.,
Patents and Trademarks) of the Office in a single
envelope. Including multiple papers in a single enve
lope increases the likelihood that OI~e or more of the
papers will be delayed before reaching the appropriate
area. Placing the papers in separately addressed enve
lopes will reduce the number of actions being per
formed by the USPTO unnecessarily or
inappropriately. At the present time, use of the wrong
mailing address will not affect the filing date assigned
to any application or correspondence received in the
USPTO, except as specified in 37 CPR 1.1(a)(3)(iv).
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Except for certain mail addressed incorrectly to the
Office of the Solicitor, there will be no penalty for
addressing a document to the wrong area within the
Office, as long as one of the approved addresses
is used. Use. of the specific addresses listed within
37 CFR 1.1 is strongly encouraged becanse it will
facilitate the process both for the Office and the filer.
Accordingly, a new application incorrectly addressed
to the Commissioner will be treated the same as if the
application was addressed to the specific Assistant
Commissioner.

All mailed communications are. received by. the
Incoming-Mail Section of the Office of Initial.Patent
Examination (OIPE), which opens and distributes all
official mail.

Special boxes have been established to allow the
forwarding of particular types of mail to appropriate
areas of the Office as quickly as possible. A list of
these boxes is published weekly in the Official
Gazette. Only the specified type of document for a
particular box should be placed in an envelope
addressed to that box.

If any documents other than the specified type iden
tified for each department are addressed to that
department, they will be significantly delayed in
reaching the appropriate area for which they were
intended.

502 Depositing Correspondence

37 CFR i.5. identification of application. patent or
registration.

(a) No correspondence relating to an application should be
filed prior to receipt of the application number from the Patent and
Trademark Office. When a letter directed to the Patent and Trade
mark Office concerns a previously filed application for a patent, it
must identify on the top page in a conspicuous location, the appli
cation number (consisting of the series code and the serial Dum

ber; e.g., 071123,456); or the serial number and filing date
assigned to that application by the Patent and Trademark Office,
or the international application number .of the international appli
cation. Any correspondence not containing such identification
will be returned to the sender where a return address is available.
The returned correspondence will be accompanied with a cover
letter which will indicate-to the sender that if the returned corre
spondence is resubmitted to the Patent and Trademark Office
within two weeks of the mail date on the cover letter, the original
date, of receipt of the correspondence will be considered,by the
Patent and Trademark, Office as the date, of receipt of the, corre
spondence. Applicants may use either the Certificate of Mailing
or Transmission procedure under § 1.8 or the Express Mail proce
dure under § 1.10 for resubmissioris of returned correspondence if

they desire to have the benefit of the date of deposit in the United
States Postal Service.Jf the returned correspondence is not resub
mitted within, the two-week period, the date of receipt of the
resubmission will be considered to be the date of receipt of the
correspondence. The two-week period to resubmit the returned
correspondence will not be extended. In addition to the applica
tion number, all letters directed to the Patent and, Trademark
Office concerning applications for patent should also state the
name of the applicant, the title of the invention, the date of filing
the same, ,and, ifknown, the group art unit or other unit within the
Patent and Trademark Office responsible for considering the letter
and the name of the examiner or other personto which it has been
assigned.

(b) When the letter concerns a-patent. other than for purposes
of paying a maintenance fee, it should state, the number and, date
of issue of the patent, the name of the patentee, and the title of the
invention. For letters concerning payment of a maintenance fee in
a patent, seethe provisions of§ 1.366(c).

(c)( I)A letter about a trademark application should identify
the serial number, the name of the applicant, and the mark.

(2) A letter about a registered trademark should identify
the registration number, the name of the registrant, and the mark.

(d) A letter relating to a reexamination proceeding' should
identify it as such by the number of the patent undergoing reexam
ination, the reexamination request control number assigned to
such proceeding, and, if known, the group art unit and name of the
examiner to which it been assigned.

(e) When a paper concerns an interference, it should state
the names of the parties and the number of the interference. The
name" 'of the examiner-in-chief assigned to the interference
(§ 1.610) and the name of the party filing the paper shonld appear
conspicuously on the first page of the paper:

(f) When, a paper,' concerns a provisional application, it
should identify the application as such and include the application
number.

37 CFR 1.6. Receipt ofcorrespondence.
(a) Date oj receipt and Express Mail date of deposit. Corre

spondence received in the Patent and Trademark Office is
stamped with the date of receipt except as follows:

(1) The Patent and Trademark Office is not open for the
filing of correspondence on any day that is a Saturday, Sunday, or
Federal holiday within the District of Columbia. Except for corre
spondence transmitted by facsimile under paragraph (a)(3) .of this
section, or filed electronically under paragraph (a)(4) of this sec
tion, no correspondence is received in the Office on Saturdays,
Sundays, or Federal holidays within the District of Columbia.

(2) Correspondence filed in accordance with § 1.10 will
be stamped with the date' of deposit as "Express Mail" with the
United States Postal Service.

(3) Correspondence transmitted by facsimile to the Patent
and Trademark Office will be stamped with the date on which the
complete transmission is received in the Patent and Trademark
Office unless that date is a Saturday, Sunday, or Federal holiday
within the District of Columbia, in which case the date stamped
will be-the: next succeeding day which is not a Saturday, Sunday,
or Federal holiday within the District of Columbia.
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(4) Trademark-related- correspondence -transmitted elec
tronically will be stamped with the date. on. which the. Office
receives the transmission.

(b) Patent and Trademark Office Post Office pouch. Mail
placed -in the Patent and Trademark Office pouch up to midnight
on any day, except Saturdays, Sundays, and Federal holidays
within the-District of Columbia, by the post office at Washington,
DC, serving the Patent and Trademark Office, is considered as
having been received in the Patent: and Trademark Office on the
day it was.so placed in the pouch by the u.s. Postal Service.

(c) Correspondence delivered by hand. In addition to being
mailed, correspondence may be delivered by hand during hours
the Office is open to receive correspondence.

(d) Facsimile transmission. Except in the cases enumerated
below, correspondence~, including. authorizations ,to charge a
deposit account, may be transmitted by facsimile. The receipt date
accorded to the correspondence will be' the date on which the
complete transmission is received in the Patent and Trademark
Office, unless that date is a Saturday.Sunday, orFederal holiday
within tbe District of Columbia. See §1.6(a)(3). To facilitate
proper processing, each transmission session should be limited to
correspondence to be filed in a single application or other pro
ceeding before the Patent and Trademark Office."The application
number of a patent or trademark application, the control number
of a reexamination proceeding, the interference number' of an
interference proceeding, the patent number ofa patent, or the reg
istration number of a trademark should be entered as a part ofthe
sender's identification on a facsimile cover sheet Facsimile trans':'
missions are not permitted and, if submitted, will not be accorded
a date of receipt in the following situations:

(1) Correspondence as specified in § l.4(e), requiring an
original signature;

(2) Certified documents as specified in § 1.4(1');

(3) Correspondence which cannot receive the benefit of
the certificate of mailing or transmission as specified in
§ 1.8(a)(2)(i)(A) througb (D) and (F), § 1.8(a)(2)(ii)(A), and
§ 1.8(a)(2)(iii)(A), except that a continued prosecution application
under § 1.53(d) may be transmitted to the Office by facsimile;

(4) Drawings submitted under §§ 1.81, 1.83 througb 1.85,
1.152,1.165,1.174, 1.437, 2.51, 2.52, or 2.72;

(5) A request for reexamination under § 1.510 or § 1.913;

(6) Correspondence to be filed in a patent. application
subject toa secrecy order under §§ 5.1 through S.S of this chapter
and directly related to the secrecy order content of the,a~plica~ion;

(7) Requests for cancellation or,amendment of a registra
tiouunder section 7(e) of the Trademark Act, 15 U.S.C.1057(e);
and certificates of registration surrendered for cancellation or
amendment under 'section 7(e) 'of the Trademark Act, 15 U.S.c.
1057(e);

(8) Correspondence to be filed with the Trademark Trial
and Appeal Board, except the.notice of ,exparte appeal;

(9) Correspondence to be filed inan interference proceed
ing which consists of a preliminary statement, under § 1.621; a
transcript of a deposition under § 1.676 or of interrogatories, or
cross-interrogatories; or an evidentiary record and exhibits under
§ 1.653.

All applications (provisional and nonprovisional)
may be sent to the U.S. Patent and Trademark Office
by mail (see MPEP § 501), or they may be deposited
in the Office of Initial Patent Examination (OIPE). A
continued prosecution application (CPA) filed under
37 CFR I.53(d), amendments, and other papers may
be sent to the U.S. Patent and Trademark Office by
mail (see MPEP § 501), by facsimile (see MPEP
§ 502.01) or deposited in OIPE. Any correspondence
sent to the U.S. Patent and Trademark Office should
include the sender's return address and ZIP Code des"
ignation.

All correspondence with the Office, except
for communications relating to pending litigation and
certain disciplinary proceedings as specified in 37
CFR 1.l(a)(3), may be filed directly at the Customer
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Service Window at the following address, or delivered
by private courier to:

Assistant COmmissioner for Patents
[or Commissioner of Patents and Trademarks
or Assistant Commissioner for Trademarks]
USPTO Office of Initial Patent Examination
Crystal Plaza Building 2, Room lB03
2011 South Clark Place
Arlington, VA 22202

Trademark-related papers may also be filed or
delivered by private courier to the "walk-up" window
located on the third floor of the South Tower Build
ing,2900 Crystal Drive, Arlington, VA. Hand deliv
ery of trademark papers and fees directly to the South
Tower Building is recommended, to expedite process
ing.

All correspondence related to a national patent
application already filed with the U.S. Patent and
Trademark Office must include the identification of
the application number or the serial. number and the
filing date assigned to the application by the Office.
Any correspondence not containing the proper identi
fication set forth in 37 CFR 1.5(a) must be sent by the
Technology Center (TC) with a signed note to OIPE
for return to the sender. Each paper should be
inspected to assure that the papers being returned con
tain either an "Office Date" stamp or a TC date stamp.
A minor error in the identification of the application
can be corrected by the group provided the correct
identification can be quickly discovered. Examples of
minor errors are transposed numbers, typographical
errors, and listing the parent application number. The
failure to give any application number is not a minor
error. The Office often experiences difficulty in
matching incoming papers with the application file to
which they pertain because insufficient or erroneous
information is given. This applies especially to
amendments, powers of attorney, changes of address,
status letters, petitions for extension of time, and other
petitions.

Frequently, there are errors in the application num
ber or in the art unit number, or the incoming paper
uses the old art unit number where an application has
been transferred and acted on by a different art unit.

Where the art unit number is entirely omitted, the
routine operations of OIPE must be interrupted solely
for the purpose of determining the location of the

application so that the communication can be properly
routed. Under these circumstances, the efficiency of
OIPE is impaired and the incoming paper is delayed
in reaching its proper destination. Where such papers
are not essential to compliance with a statutory period
or time limit for reply, they may be returned for com
pletion to identify the location of the files.

It would be of great assistance to the Office ifall
incoming papers pertaining to a filed application car
ried the following items:

(A) Application number (checked for accuracy,
including series code and serial no.).

(B) Art Unit number (copied from most recent
Office communication).

(C) Filing date.
(D) Name of the examiner who prepared the most

recent Office action.
(E) Title of invention.
(F) Confirmation number (see MPEP § 503).

Applicants may be reminded of this provision by
including form paragraph 5.01.

'If 5.01 Proper Heading for Incoming Papers
It would, be of great assistance to the Office if all incoming

papers pertaining to a filed application eanied the following
items:

1. Application number(checked for accuracy, including series
code and serialno.).

2, Art Unit number(copied from most recent Office communi
cation).

3. Filing date.
4. Name of the examiner who prepared the most recent Office

action.
5. Titleof invention.
6. Confirmation number(seeMPEP § 503).

The Office prefers identifying indicia to be pro
vided on the drawings. If such identifying indicia is
provided, it must be placed on the front of each sheet
of drawings and centered within the top margin. See
37 CFR 1.84(c). The identifying indicia should
include the title of the invention, inventor's name,
application number, and confirmation number (see
MPEP § 503). If the Office has not yet assigned an
application number and confirmation number to the
application, the docket number (if any) used by the
applicant to track the application should be provided.

When the Office receives formal or substitute
drawings for patent applications after the application
has been filed, a cover letter identifying the drawings
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by application number should accompany them. The
application number and other identifying indicia
should be placed on each sheet of drawings in accor
dance with 37 CFR 1.84(c).

It is requested that the submission of additional or
supplemental papers on a newly filed application be
deferred until an application number has been
received. It also would be appreciated if the filing of
additional papers relating to an allowed application
were deferred until a Notice of Allowance (PTOL-85)
is received.

Documents which have no particular time or
sequence requirements should be filed in the Office
with materials submitted in reply to the statutory or
regulatory requirements. Examples are certified cop
ies of foreign documents to support priority in patent
applications, changes of power of attorney, or changes
in mailing address following first action.

All letters relating to a reexamination proceeding
should identify the proceeding involved. by patent
number and reexamination request control number.

POST ALLOWANCE CORRESPONDENCE

All post allowance correspondence, except for
petitions under 37 CFR L313(c), should be submitted
with the mailing address label provided with the
PTOL-85, "Notice of Allowance and Issue Fee Due",
or be addressed "Box Issue Fee." Any petition filed
under 37 CFR l.313(c) to withdraw an application
from issue after payment of the issue fee should be
clearly marked "Petition under 37 CFR 1.313(c)" and
be either hand-carried or submitted by facsimile to the
Office of Petitions, See MPEP § 1730 for the phone
and facsimile numbers for the Office of Petitions.

Any paper filed after receiving the Issue Notifica
ton should include the indicated patent number.

Since an allowed application will be issued as a
patent within about twelve weeks of payment of the
issue fee, all post allowance correspondence should
be filed prior to the date of issue fee payment to
ensure the papers reach theappropriate USPTO offi
cial for consideration before the date the application
issues as a patent.

If the above suggestions are adopted, the process
ing of both new and allowed applications could pro
ceed more efficiently and promptly through the US,
Patent and Trademark Office.

HAND·DELIVERY OF PAPERS

Any paper which relates to a pendiug application
may be personally delivered to a TC: However, the
TC will accept the paper only if: (I) the paper is
accompanied by some form of receipt which can be
handed back to the person delivering the paper; and
(2) the TC being asked to receive the paper is respon
sible for acting on the paper. Only CPAs filed under
37 CFR 1.53(d) may be delivered in person to the
TCs. All other patent applications may be delivered
in person addressed to the Assistant Commissioner
for Patents, USPTO Office of Initial Patent Examina
tion, Crystal Plaza Building 2, Room lE03, 2011
South Clark Place, Arlington, VA 22202, but not to
the TCs.

The receipt accompanying a hand-delivered paper
may take the form of a card identifying the paper. The
identifying data on the card should be so complete as
to leave no uncertainty as to the paper filed. For
example, the card should contain the applicant's
name(s), application number, the filing date, and a
description of the paper being filed. If more than one
paper is being filed for the same application, the card
should contain a description of each paper or item.

Under this procedure, the paper and receipt will be
date stamped with the TC date stamp. TC personnel
receiving a paper will check it against the receipt to
make sure that the paper is accurately described on
the receipt and that the receipt does not list papers
which are not being filed. The receipt will be handed
back to the person handdelivering the paper. Thy
paper will be correlated with the application and made
an official paper in the file, thereby avoiding the
necessity of processing and forwarding the paper to
the TC via the Mail Center.

The TC will accept and date stamp a paper, other
than an application which is not a CPA, even though
the paper is accompanied by a checkor the paper con"
tains an authorization to charge a deposit account or a
credit card. However, in such instances, the paper
will be hand-carried by TC personnel to the Office of
Finance for processing and then made an official
paper in the file, with the exception of a Credit Card
Payment Form (PTO-2038), which is not made of
record in the file: See MPEP § 509.

All such papers, together with the cash, checks,
Credit Card Payment Forms (PTO-2038) or money
orders, shall be hand-carried to the Customer Service
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*****

"EXPRESS MAIL" SERVICE

37 CFR 1.6. Receipt ofcorrespondence.

Window, Crystal Plaza Building 2, RoomlB03, 2011
South Clark Dr., Arlington, VA 22202.

The date of receipt accorded to any correspondence
permitted to be sent by facsimile transmission, includ
ing a continued prosecution application (CPA) filed
under 37 CFR 1.53(d), is the date the complete trans
mission is received by an Office facsimile unit, unless
the transmission is completed on a Saturday, Sunday,
or Federal holiday within the District of Columbia.
Correspondence for. which transmission was com
pleted on a Saturday, Sunday, or Federal holiday
within the District of Columbia, will be accorded a
receipt date of the next succeeding day which is not a
Saturday, Sunday, or Federal holiday within the Dis
trict of Columbia. For example, a facsimile transmis
sion to the Office from California starting on a Friday
at 8:45 p.m. Pacific time and taking 20 minutes,
would be completed at 9:05 p.m. Pacific time. The
complete transmission would be received in the
Office around 12:05 a.m. Eastern time on Saturday.
The receipt date accorded to the correspondence is the
date of the following business day, which in this case,
would be Monday (assuming that Monday was not a
Federal holiday within the District of Columbia).

*****

sender's identification on a facsimile cover sheet. Facsimile trans
missions are notpermitted and, if submitted, will not be accorded
a date of receipt in the following situations:

(1) Correspondence as specified in § 1.4(e), requiring an
original signature;

(2) Certified documents as specified in § 1.4(f);

(3)· Correspondence. which cannot receive the benefit of
the certificate .. of mailing or .. transmission as specified in
§ 1.8(a)(2)(i)(A) through (D) and (F), § 1.8(a)(2)(ii)(A). and
§ 1.8(a)(2)(iii)(A), except that a continued prosecution application
under § 1.53(d) maybe transmitted to the Office by facsimile;

(4) Drawings submitted under §§ 1.81,1.83 through 1.85,
1.152, 1.165. 1.174, 1.437.2.51,2.52, or 2.72;

(5) A request for reexamination under § 1.510 or § 1.913;

(6) Correspondence to be filed. in a patent application
SUbjectto a secrecy order under §§5.1 through 5.5 of this chapter
and directly related to the secrecy order content of the application;

(7) Requests for cancellation or amendment of a registra
tion under section 7(e) of the Trademark Act; 15 U.S.C. 1057(e);
and certificates of registration surrendered for cancellation or
amendment under section 7(e) of the Trademark Act, 15 U.S.C.
1057(e);

(8) Correspondence to be filed with the Trademark Trial
and Appeal Board, except the notice of ex parte appeal;

(9) Correspondenceto be filed man interference proceed
ing which consists of a preliminary statement under § 1.621; a
transcript of a deposition under § 1.676 or of interrogatories, or
cross-interrogatories; or an evidentiary record and exhibits under
§ 1.653.

Correspondence Transmitted
by Facsimile

502.01

(d) Facsimile transmission. Except in the cases: enumerated
below, correspondence, .including authorizations .to charge a
deposit account, may be transmitted by facsimile. The receipt date
accorded to the correspondence will be the date on which the
complete. transmission is received in the Patent and Trademark
Office; unless that date is a Saturday, Sunday, or Federal holiday
within the District of Columbia. See § 1.6(a)(3). To facilitate
proper processing; each transmission session should be limited. to
correspondence to be filed in a single application or other pro
ceeding before the Patent and Trademark Office. The application
number of a patent or trademark application, the control number
of .a reexamination proceeding, the interference number of an
interference proceeding, the patent number of a patent, or the reg
istration number of a trademark should be entered as a part ofthe

There are two types of "Express Mail" delivery
offered by the U.S. Postal Service - "Post Office to
Addressee" and "Post Office to Post Office." The only
type of service which can be used for "Express Mail"
directed to the U.S. Patent and Trademark Office is
the "Post Office to Addressee" service of the U.S.
Postal Service. 37 CFR 1.10. This service providesfor
the use of a mailing label which clearly indicates the
date on which a particular paper or fee was deposited.

The addresses that should be used for "Express
Mail" sent to the U.S. Patent and Trademark Office
are setforth in 37 CPR 1.1 (see MPEP § 501).

"Post Office to Post Office" Express Mail does not
provide for delivery but instead is retained at the
postal facility of the addressee for pickup. The Postal
Service does not notify the addressee that this type of
Express Mail has been received and is awaiting
pickup. If not picked up, this mail is held.for 15 days
and then returned to the sender.

Therefore, since the U.S. Patent and Trademark
Office does not have resources for picking up any
mail, including Express Mail, the "Post Office to Post
Office" Express Mail will not reach the u.s. Patent
and Trademark Office.

See MPEP § 513 for the use of the Express Mail
Mailing procedure of37 CFR 1.10.
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Note however, that if the Certificate of Transmission
is available (for documents not proscribed by 37 CFR
1.8(a)(2)), then the above facsimile may be consid
ered timely filed on Friday if it contains a Certificate
of Transmission and is in compliance with 37 CPR
1.8(a)(I)(i)(B) and (ii).

37 CFR 1.6(d) specifies the types of correspon
dence which may be transmitted by facsimile. These
wonld inclnde CPAs filed nnder 37 CFR 1.53(d),
amendments, declarations, petitions, issue fee trans
mittals and authorizations to charge deposit acconnts.
The situations where transmissions by facsimile are
prohibited are identified in 37 CPR 1.6(d)(I)-(9). Pro
hibitions cover situations where originals are required
as specified in 37 CPR 1.4(e) and (f), and situations
where accepting a facsimile transmission would be
unduly burdensome on the Office. As a courtesy, the
Office will attempt to notify senders whenever corre
spondence is sent to the Office by facsimile transmis
sion that falls within one of these prohibitions.
Senders are cautioned against submitting correspon
dence by facsimile transmission which is not permit
ted under 37 CFR 1.6(d) since such correspondence
will not be accorded a receipt date.

An applicant filing a CPA by facsimile transmis
sion must include an authorization to charge the basic
filing fee to a deposit account or to a credit card, or
the application will be treated under 37 CPR 1.53(f)
as having been filed without the basic filing fee (as
fees cannot otherwise be transmitted by facsimile).

There is a special receipt procedure for filing a CPA
by fax, whereby the Office will fax back a receipt of
the CPA filing if applicant submits the Office receipt
form along with the CPA filing.

37 CFR 1.6. Receipt ofcorrespondence.

*****
(f) Facsimile transmission of a patent application under

§ 1.53(d). In the event that the Office has no evidence of receipt of
an application under § 1.53(d) (a continued prosecution applica
tion) transmitted to the Office by facsimile transmission, the party
who transmitted the application under § 1.53(d) may petition the
Commissioner to accord the application under § 1.53(d) a filing
date as of the date the application under § 1.53(d) is shown to
have been transmitted to and received in the Office',

(1) Provided that the party who transmitted such applica
tion nnder § 1.53(d):

(i) Informs the Office of the previous transmission of
the application under § 1.53(d) promptly after becoming aware

that the Office has no evidence of receipt of the application under
§ 1.53(d):

(ii) Suppliesan additional copy of the previously
transmitted application under § 1.53(d); and

(iii) Includes a statement which attests on a personal
knowledge basis or to the satisfaction of the Commissioner to the
previous transmission of the application under § 1.53(d) and is
accompanied by. a copy of the sending unit's report confirming
transmission of the application under § 1.53(d) or evidence that,
came into being after the complete transmission and. within one
business day of the complete transmission of the application under
§ 1.53(d).

(2) The Office may require additional evidence to deter
mine if the application under § 1.53(d) was transmitted to and
received in the Office on the date in question..

37 CFR 1.6(f) provides for the situation in which
the Office has no evidence of receipt of a CPA trans
mitted to the Office by facsimile transmission. 37
CFR 1.6(f) requires a petition be filed requesting that
the CPA be accorded a filing. date as of the date the
CPA is shown to have been transmitted to and
received in the Office. The showing must include,
inter alia, a copy of the sending unit's report confirm
ing transmission of the application or evidence that
came into being after the complete transmission of the
application and within one business day of the com
plete transmission of the application.

The following list itemizes types of correspondence
which may not be filed by facsimile transmission,
and, if submitted by facsimile, will not be accorded a
date of receipt:

CORRESPONDENCE RELATIVE TO PATENTS
AND PATENT APPLICATIONS WHERE FIL
ING BY FACSIMILE TRANSMISSION IS NOT
PERMITTED

(A) A document that is required by statute to be
certified;

(B) A national patent application specification
and drawing (provisional or nonprovisional) or other
correspondence for the purpose of obtaining an appli
cation filing date, other than a continued prosecution
application filed under 37 CFR 1.53(d);

(C) Drawings submitted under 37 CPR 1.81,
1.83-1.85, 1.152, 1.165, 1.174, or 1.437;

(D) Correspondence in an interference which an
Administrative Patent Judge orders to be filed by
hand or "Express Mail";

(E) Agreements between parties to an interfer
ence under 35 U.S.C. 135(c);

500-9 August 20111



502.02 MANUAL OF PATENT EXAMINING PROCEDURE

(F) Correspondence to be filed in an interference
proceeding which consists of a preliminary statement
under 37 CPR 1.621; a transcript of' a deposition
under 37 CFR 1.676; or of interrogatories, or cross
interrogatories, or an evidentiary record and exhibits
under 37 CFR 1.653;

(0) Correspondence to be filed in a patent appli
cation subject to a secrecy order under 37 CFR 5.1
5.5 and directly related to the secrecy order content of
the application;

(H) Aninternational application for patent;
(I) A copy of the international application and

the basic national fee necessary to enter the national
stage, as specified in 37 CPR 1.494(b) or 37 CPR
1.495(b);

(1) A request for reexamination under ~7 CFR
1.510 or 37 CFR 1.913.

Under 37 CPR 1.6(d)(4), drawings submitted under
37 CPR 1.81, 37 CPR 1.81, 1.83-1.85, 1.152, 1.165,
1.174, or 1.437 may not be filed by facsimile trans
mission in patent applications. However, applicants
may submit by facsimile transmission proposed draw
ing corrections for approvalby the Office.

See MPEP § 1834m for a discussion concerning
facsimile transmissions in PCTapplications.

502.02 Correspondence Signature
Requirements

37 CFR 1.4. Nature of correspondence and signature
requirements.

*****
(d)(l) Each piece of correspondence, except as provided in

paragraphs (e) and (f) of this section, filed in an application,
patent file, trademark registration file, or other proceeding in the
Office which requires a person's signature, must:

(i) Be an original, thatis, have an original signature per
sonallysignedin permanent inkby that person; or

(ii) Be a direct or indirect copy, such as a photocopy or
facsimile transmission (§ 1.6(d)), ofan original. In the eventthata
copy of the original is filed, the originalshould be retainedas evi
dence of authenticity. If a question of authenticity arises, the
Office may require submission of the original; or

(iii) Where an electronically trartsmittedtrademark filing
is permitted, the person who signs the filing must either

(A) Place a symbol comprised of numbers and/or let
ters between.two forward slash marks in the signature .. block on
the electronic submission; and print, sign and date in permanent
ink, and maintaina papercopy of the electronic submission; or

(B) Sign the-verified statement using some other form
of electronic signature specified by the Commissioner.

(2) The presentation to the Office (whether by signing,
filing; submitting, or .later advocating) of any paper by a party,
whether a practitioner Dr non-practitioner, constitutes a certifica
tion nnder § 1O.18(b) of this cbapter. Violations of § 1O.l8(b)(2)
of this chapter by a party, whethera practitioner or non-practitio
ner, may result in the imposition of sanctions under §-lO.18(c) of
this chapter. Any practitioner violating § 1O.18(b) may also be
subject to disciplinary action. See §§ 10.18(d) and 1O.23(c)(15).

(e) Correspondence requiring person's signatureandrelating
to registration practicebefore the Patentand Trademark Office in
patent cases, enrollment and disciplinary investigations, or disci
pliriary proceedings must be submittedwith an original signature
personally signed in permanentink by thatperson.

(f) .~hetl a document that is required by statuteto be certi
fied must be filed, a copy, including a photocopy or facsimile
transmission, of the certification is not acceptable.

*****

Correspondence filed in the Office, which requires
a person's signature, may be an original, or a copy
thereof. The word original, as used herein, is defined
as correspondence which is personally signed in per
manent ink by the person whose signature appears
thereon. Where copies of correspondence are accept
able, photocopies or facsimile transmissions may be
filed. For example, a photocopy or facsimile transmis
sionof an original of an amendment, declaration (e.g.,
under 37 CPR 1.63 or 1.67), petition, issue fee trans
mittalform, authorization to charge a deposit account
or a credit card, maybe submitted in a patent applica
tion. Where copies are permitted, second and further
generation copies (i.e., copy of a copy) ate acceptable.
For example, a client may fax a paper to an attorney
and the attorney may then fax the paper to the Office,
provided the paper is eligible to be faxed (see MPEP §
502.01). The original, if not submitted to the Office,
should be retained as evidence of proper execution in
the event that questions arise as to the authenticity of
the signature reproduced on the photocopy or facsim
ile-transmitted correspondence. If a question of
authenticity atises, the Office may require submission
of the original.

When a document that is reqnired by statute to be
Certified must be filed (such as a certified copy of a
foreign patent application pursuant to 35 U.S.C. 119
or a certified copy of an international application pur
suant to 35 U.S.C. 365) a copy of the certification,
including a photocopy or facsimile transmission, will
not be acceptable. The requirement for au original
certification does not apply to certifications such as
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CONFIDENTIALITY OF PROPRIETARY IN
FORMATION (ARTICLE 4)

required under 37 CPR 1.8 since these certifications
are uot required by statute.

See Internet Usage Policy, 64 P.R. 33056 (June 21,
1999). The Articles of the Patent Internet Usage Pol
icy pertinent to communications via electronic mail
are summarized below. See MPEP § 904.02(c) for
information pertinent to Internet searching, and
MPEP § 707.05(e) for information pertaining to the
citation of electronic documents. See also MPEP
§ 713.04 for recordation of e-mail interviews.

If security and coufidentiality cannot be attained
for a specific use, transaction, or activity, then that
specific use, transaction, or activity shall NOT be
undertaken/conducted.

All use of the Internet by Patent Organization
employees, contractors, and consultants shall be con
ducted in a manner that ensures compliance with con
fidentiality requirements in statutes, including 35
U.S.C. 122, and regulations. Where a written authori
zation is given by the applicant for the USPTO to

COMMUNICATIONS VIA THE INTERNET
AND AUTHORIZATION (ARTICLE 5)

Communications via Internet e-mail are at the dis
cretion of the applicant.

Without a written authorization by applicant in
place, the USPTO will not respond via Internet e-mail
to any Internet correspondence which contains infor
mation subject to the confidentiality requirement as
set forth in 35 U.S.C. 122. A paper copy of such cor
respondence will be placed in the appropriate patent
application.

The following is a sample authorization form which
may be used by applicant:

"Recognizing that Internet communications are not
secure, I hereby authorize the USPTO to communi
cate with me concerning any subject matter of this
application by electronic mail. I understand that a
copy of these communications will be made of record
in the application file."

A written authorization may be withdrawn by fil
ing a signed paper clearly identifying the original
authorization. The following is a sample form which
may be used by applicant to withdraw the authoriza
tion:

"The authorization given on , to the USPTO
to communicate with me via the Internet is hereby
withdrawn. I understand that the withdrawal is effec
tive when approved rather than when received."

Where a written authorization is given by the
applicant, communications via Internet e-mail, other
than those under 35 U.S.C. 132 or which otherwise
require a signature, may be used. In such case, a
printed copy of the Internet e-mail communications
MUST be given a paper number, entered into the
Patent Application Locating and Monitoring System
(PALM) and entered in the patent application file. A
reply to an Office action may NOT be communicated
by applicant to the USPTO via Internet e-mail. If such
a reply is submitted by applicant via Internet e-mail, a

communicate with the applicant via Internet e-mail,
communications via Internet e-mail may be used.

Backup, archiving, and recovery of information
sent or received via the Internet is the responsibility of
individual users. The OCIO does not, and will not, as
a normal practice, provide backup and recovery ser
vices for information produced, retrieved, stored, or
transmitted to/from the Internet.

Communications via the
Internet

The Office published a Patent Internet Usage Pol
icy to

(A) establish a policy for use of the Internet by
the Patent Examining Corps and other organizations
within the USPTO,

(B) address use of the Internet to conduct inter
view-like communications and other forms of formal
and informal communications,

(C) publish guidelines for locating, retrieving, cit
ing, and properly documenting scientific and techni
cal information sources on the Internet,

(D) inform the public how the USPTO intends to
use the Internet, and

(E) establish a flexible Internet policy framework
which can be modified, enhanced, and corrected as
the USPTO, the public, and customers learn to use,
and subsequently integrate, new and emerging Inter
net technology into existing business infrastructures
and everyday activities to improve the patent applica
tion, examining, and granting functions.

502.03
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*****

POLICY GUIDANCE AND CLARIFICATIONS
(ARTICLE 13)

Within the Patent Organization, any questions
regarding Internet usage policy should be directed to
the user's inunediate supervisor. Non-USPTO person
nel should direct their questions to the Office of the
Deputy Commissioner for Patent Examination Policy.

unless a written authorization has been given under
Patent Internet Usage Policy Article 5 to use Internet
e-mail. In such cases, a paper copy of the Internet e
mail contents MUST be made and placed in the patent
application file, as required by the Federal Records
Act, in the same manner as an Examiner Interview
Summary Form is entered.

Duplicate copies of
Correspondence

502.04

37 CFR 1.4. Nature of correspondence and signature
requirements.

(b) Since each file must be complete in itself, a separate
copy of every papertobe filed in a patentor trademark applica
tion,patent file, trademark registration file, or other proceeding
must be furnished for each file to which the paper pertains, even
though the contents of-the papers filed in two or more files may be
identicaL The filing .of duplicate copies of correspondence in the
file of an application, patent; trademark registration file,or other
proceeding 'should be avoided, except in situations in which the
Office requires the-filing ofduplicate copies. The Office may dis
pose of duplicate copies of correspondence in the file of an appli..
cation, patent, trademark registration file, or other proceeding.

When the Office does not require duplicate copies
of a paper, the filing of multiple copies may cause a
delay in processing by the Office. Accordingly, the
Office may discard duplicate copies of correspon
dence filed in an application or patent file.

503 Application Number and Filing
Receipt

37 CFR 1.54. Parts of application to be filed together;
filing receipt.

(a) It is desirable that all parts of the complete application be
deposited in -the Office together; otherwise, a letter must accom
pany each part, accurately and clearly connecting it with the other
parts of the application. See § 1.53(f) and (g) with regard to com
pletion of an application.

(b) Applicant will be informed of the application number
and filing date: by a filing receipt, unless the 'application is an
application filed under § 1.53(d).

INTERVIEWS (ARTICLE 8)

Once e-mail correspondence has been received
from the applicant, as set forth in Patent Internet
Usage Policy Article 4, such correspondence must be
responded to appropriately.The Patent Examiner may
respond to an applicant's e-mail correspondence by
telephone, fax, or other appropriate means.

USE OF ELECTRONIC MAIL SERVICES
(ARTICLE 7)

paper copy will be placed in the appropriate patent
application file with an indication that the reply is
NOT ENTERED.

USPTO employees are NOT permitted to initiate
communications with applicants via Internet e-mail
unless there is a written authorization of record in the
patent application by the applicant.

All reissue applications are open to public inspec
tion under 37 CFR UI(a) and all papers relating to a
reexamination proceeding which have been entered
ofrecord in the patent or reexamination file are
open to public inspection under 37 CFR UI(d).
DSPTO employees are NOT permitted to initiate
communications with applicant in a reissue applica
tion or a patentee of a reexamination proceeding via
Internet e-mail unless written authorization is given
by the applicant or patentee.

AUTHENTICATION OF SENDER BY A
PATENT ORGANIZATION RECIPIENT (ARTI
CLE 6)

Internet e-mail shall NOT be used to conduct an
exchange of communications similar to those
exchanged during telephone or personal interviews

The misrepresentation of a sender's identity (i.e.,
spoofing) is a known risk when using electronic com
munications. Therefore, Patent Organization users
have an obligation to be aware of this risk and con
duct their Internetactivities in compliance with estab
lished procedures.

Internet e-mail must be initiated by .a registered
practitioner, or an applicant in a pro se application,
and sufficient information must be provided to show
representative capacity. in compliance with 37 CFR
1.34.E)(amples of such informati0llinclude the attor
ney registration number, attorney docket number, and
patent application number.
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Application numbers consisting of a series code
and a serial number are assigned by the Office of Ini
tial Patent Examination (OIPE) immediately after
mail has been opened.

The following series codes are assigned to the
applications identified below:

(A) 011 - 091 - for nonprovisional applications
(utility, plant, and reissue),

- The 01 series code was used from year 1925 to
1934,

02 - 1935 to 1947,
03 - 1948 to 1959,
04 - 1960 to 1969,
05 - 1970 to 1978,
06 - 1979 to 1986,
07 - 1987 to 1992,
08 - 1993 to 1997, and
09 - 1998 to present;

(B) 291 - for design applications;
(C) 601 - for provisional applications; and
(D) 901 - for reexamination proceedings.

If a self-addressed postcard is submitted with a
patent application, that postcard will be provided with
both the receipt date and application number prior to
returning it to the addressee. The application number
identified on such a postcard receipt is merely the pre
liminary assignment of an application number to the
application, and should not be relied upon (e.g., with
respect to foreign filings) as necessarily representing
the application number assigned to such application.
See 37 CPR 1.53(b).

The identifying data on the postcard should
include:

(A) applicant's name(s);
(B) title of invention;
(C) number of pages of specification, claims (for

nonprovisional applications), and sheets of drawing;
(D) whether oath or declaration is included;
(E) a list of any additional forms included with

the application (e.g., application transmittal form,
application data sheet, fee transmittal form, and/or
provisional application cover sheet); and

(F) amount and manner of paying the fee.

A return postcard should be attached to each patent
application for which a receipt is desired.

It is important that the return postcard itemize all of
the components of the application. If the postcard
does not itemize each of the components of the appli
cation, it will not serve as evidence that any compo
nent which was not itemized was received by the
United States Patent and Trademark Office (USPTO).

It Should be recognized that the identification of an
application by application number does not necessar
ily signify that the USPTO has accepted the applica-
tion as complete (37 CFR 1.53(a». .

OIPEmaiis a filing receipt to the attorney or agent,
if any, otherwise to the applicant, for each application
filed which meets the minimum requirements to
receive a filing date. The filing receipt includes the
application number, filing date, a confirmation num
ber, a suggested class in the U.S. Patent Classification
System (see MPEP § 902.01), and the number of an
art unit where the application is likely to be examined.
The filing receipt also includes other information
about the application as applicable, such as continuing
data, national stage data, foreign priority data, foreign
filing license data, entity status information, and the
date the Office anticipates publishing the application
under 35 U.S.c. 122(b). The filing receipt represents
the official assignment by the USPTO of a specific
application number and confirmation number to a par"
ticular application. See 37 CPR 1.54(b). The applica
tion number officially assigned to an application on
the filing receipt may differ from the application num
ber identified on a postcard receipt submitted with
such application, and, as between inconsistent filing
receipts and postcard receipts, the application number
on the filing receipt is controlling,

The confirmation number is a four-digit number
that is assigned to each newly filed application. The
confirmation number, in combination with the appli
cation number, is used to verify the accuracy of the
application number placed on correspondence filed
with the Office to avoid misidentification of an appli
cation due to a transposition error in the application
number. The confirmation number may be found in
the upper left-hand comer of the filing receipt.
The confirmation number will also be
available through the Patent Application Information
Retrieval (PAIR) system (http://pair.uspto.gov). The
Office eventually plans to include the application's
confirmation number (in addition to the application
number) on all Office actions and notices concerning
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the application. The confirmation number must be
used when submitting an electronic filing system
(EFS) copy of the application for publication to verify
that the application number correctly identifies the
application for which a copy is being submitted for
publication.. The' Office also recommends that appli
cants include the application's confirmation number
(in addition to the application number) on all corre
spondence submitted to the .Office concerning the
application.

A continued prosecution application (CPA) filed
under 37 CFR 1.53(d) will be assigned the application
number of the prior application for identification pur
poses.

A nonprovisional application, other than a CPA
filed under 37 CFR 1.53(d), is entitled to a filing date
as of the date of receipt of the specification, including
claims, and any required drawing. See 37 CFR
1.53(b). The filing receipt will be mailed at the time a
determination is made that the application meets .the
minimum requirements to receive a filing date. The
oath or declaration and filing fee may be filed later
than the remaining application papers, but if so, they
must be accompanied by the required surcharge. S~
37CFR 1.53(t). If the oath or declaration, and/or fil
ing fee, and appropriate surcharge are not timely filed,
the application will be abandoned.

Aprovisional application is entitled to a.filing date
as .of the date of receipt .of the specification and any
requireddrawing(s). See 37 CFR 1.53(c). A cover
sheet (37 CFR 1.51(c)(I», which may be an applica
tion data sheet (37 CFR 1.76) or a cover letter, identi
fying the application as a provisional application is
required to prevent the provisional application from
beingtreated as a nonprovisional application, 37 CFR
1.53(c)(l).

Each application which meets the minimum
requirements to receive a filing date is given a filing
date. It is important, when referring to application
files, to identify them by their filing dates andconfir
mation numbers as well as by application numbers.

Attorney docket numbers must be limited to a max
imum of 12 characters to prevent truncation. The
Patent Application Locating and Monitoring (PALM)
system data base allows a maximum of 12 characters
for the attorney docket numbers. Spaces, slashes, and
hyphens will 'no longer be included in the entered
docket number on the official filing receipt. In an

application where CASE or NAVY-CASE appears
before the first character in the docket number, only
the characters after CASE or NAVY-CASE will be
entered on the official filing receipt.

The application papers are placed in a file wrapper
and certain data placed thereon by OIPE.

.Applications which are entitled to a filing date and
are filed, whether by regular mail or "Express Mail"
under 37 CFR 1.10, by hand-delivery or otherwise,
will not be returned to applicatit even if requested. See
37 CFR 1.59. Accordingly, applicants must be careful
not to file applications which are not intended to be
filed, e.g., duplicates of applications already filed.
Since 37 CFR 1.26(a) precludes refund of an applica
tion filing fee when applicant desires to withdraw an
application, any request by applicant not to process or
charge an application filing fee because the applica
tion was not intended to be filed must be in the form
of a petition under 37 CFR 1.183 requesting suspen
sion of the rules to the extent that the filing fee not be
processed or charged. Any such petition must include
the fee set forth in 37 CFR 1.17(h) and must be
accompanied by an express abandonment of the appli
cation in accordance with 37 CFR 1.138. In order for
such a petition to be granted, it must ordinarily be
filed and acted upon prior to the date on which the
application filing fee is processed or charged by the
Office with regard to the application.

RETURN POSTCARD

If a receipt of any item (e.g., paper or fee) filed in
the USPTO is desired, it may be obtained by enclos
ing with the paper a self-addressed postcard specifi
cally identifying the item. The USPTO will stamp the
receipt date on the postcard and place it in the outgo
ing mail. A postcard receipt which itemizes and prop
erly identifies the items which are being filed serves
as prima facie evidence of receipt in the USPTO of all

. the items listed thereon on the date stamped thereon
by the USPTO.

The identifying data on the postcard should be so
complete as. to clearly identify the item for which
receipt is requested. For example, the postcard should
identify the applicant's name, application number (if
known), confirmation number (if known), filing date,
interference number, title of the invention, etc. The
postcard should also identify the type of paper being
filed, e.g., new application, affidavit, amendment,
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notice of appeal, appeal brief, drawings, fees,
motions, supplemental oath or declaration, petition,
etc., and the number of pages being submitted. If a
new application is being filed, all parts of the applica
tion being submitted should be separately listed on the
postcard, e.g., the number 9f pages of specification
(including written description, claims and abstract),
number of claims, number of sheets of drawings,
number of pages of oath/declaration, number of pages
of cover sheet (provisional application).

The postcard receipt will not serve as prima facie
evidence of receipt of any item which is not ade
quately itemized on the postcard. For example,
merely listing on the postcard "a complete applica
tion" or "patent application" will not serve as a proper
receipt for each of the required components of an
application (e.g., specification (including claims),
drawings (if necessary), oath or declaration and the

application filing fee) or missing portions (e.g., pages,
sheets of drawings) of an application if one of the
components or portion of a component is found to be
missing by the USPTO. Each separate component
should be specifically and properly itemized on the
postcard. Furthermore, merely incorporating by refer"
ence in the postcard receipt, the items listed in a trans
mittal letter will not serve as prima facie evidence of
receipt of those items.

The person receiving the item(s) in the USPTOwill
check the listing on the postcard against the item(s)
being filed to be sure they are properly identified and

that all the items listed on the postcard are presently
being submitted to the USPTO. If any of the items
listed on the postcard are not being submitted to the
USPrO, those items will be crossed off and the post
card initialed by the person receiving the items.

Upon return of a postcard receipt from the USPTO,
the postcard receipt should be promptly reviewed by
the person who filed the items to ensure that every
item specifically denoted on the postcard was
received by the USPTO. If the postcard receipt has
been annotated to indicate that a particular item
denoted on the postcard was not received by the
USPrO, the postcard receipt will not serve as prima
facie evidence of receipt of that item in the.USPrO.

504 Assignment of Application
for Examination

The Office of Initial Patent Examination assigns a
nonprovisional application to the art unit to which it
appears to belong. Provisional applications will not be
examined.

505 "Office Date" Stamp of Receipt

37 CFR 1.6. Receipt of correspondence.
(a) Date ·of receipt and Express Mail date of deposit. Corre

spondence -received in. the Patent and Trademark Office is
stamped with the date of receipt exceptas follows:

(1) The Patent and Trademark Office is not open for the
filing of corespondence on any day that is a Saturday. Sunday, or
Federal holidaywithin the Distarict of Columbia. Exceptfor COf

respondence transmitted by facsimile under paragraph (a)(3) of
this section, or filed etectronically under paragraph (a)(4) of this
section, no correspondence is received in theOfficeon Saturdays;
Sundays, orFederal holidays within the District of Columbia.

(2) Correspondence filedin accordance with § 1.10 will
be stamped with the date of deposit as "Express Mail" with the
United States PostalService.

(3) Correspondence transmitted by facsimileto thePatent
andTrademark Office will be stamped with the date on which the
complete transmission is received in the Patent and Trademark
Office unless that date is a Saturday, Sunday, or Federal holiday
within 'the District of Columbia, in which case the date stamped
will be the next succeeding day which is not a Saturday, Sunday,
orFederal holidaywithin theDistrict of Columbia.

(4) Trademark-related correspondence transmitted elec
tronically will be stamped with the date on which the Office
receivesthetransmission. .

*****

The United States Patent and Trademark Office
(Office).stamps papers and fees with the date of their
receipt in the Office. The stamp is referred to as the
"Office Date" stamp.

When the last day for taking any action or paying
any fee in the Office falls on a Saturday, Sunday, or a
Federal holiday within the District of Columbia, the
action or the fee is considered timely if the action is
taken or the fee is paid on the next succeeding busi
ness day.

Effective November 29,1999, Public Law 106-113
amended 35 U.S.C. 119(e)(3) to extend the period of
pendency of a provisional application to the next suc
ceeding business day if the day that is 12 months after
the filing date of a provisional application falls on a
Saturday, Sunday, or Federal holiday within the Dis
trict of Columbia. See also 37 CFR 1.7(b). 35 U.S.C.
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119(e)(3) as amended by Public Law 106-113 applies
to any provisional application filed on or after June 8,
1995 but has no effect on any patent which is the sub
ject of litigation in an action commenced before
November 29,1999.

New patent applicationsfiled in accordance with 37
CFR 1.10 will be stamped by the Office with the date
of deposit as "Express Mail" with the United States
Postal Service. For example, if a new patent applica
tion is deposited in "Express Mail" in accordance
with 37CPR 1.10 on a Saturday and the United States
Postal Service gives it a date of deposit of Saturday;
the Office will accord and stamp the correspondence
with the Saturday date. 37 CFR 1.6(a)(2).

If an application includes the necessary compo
nents for a filing date (see 37 CFR 1.53(b)-(d) and
MPEP § 506), the "Office Date" stamp establishes the
"filing date." Applications will not be accepted and
stamped in the Technology Centers. They must be
date stamped in the Mail Room.

506 Completeness of
Original Application

37 CFR 1.53. Application number, filing date, and
completion ofapplication.

(a) Application number. Any papers receivedin the Patent
and Trademark. Office which. purport to be an application for a
patent will be assigned an application number for identification
purposes.

(b) Application filing requirements - Nonprovisional appli
cation. The filing date of an application for patent filed under this
section, except .for a provisional application under paragraph. (c)
of this section or a continued prosecution applicati?~under pare
graph (d) of this section, is the date on which a specification as
prescribed by 35U.S.C. 112 containing a description pursuantto
§ 1.71 and at least one claim pursuant to§1.75, arid any drawing
required by § l.a1(a) are filed in the Patent and Trademark-Office.
No,new matter.maybe introduced into' an,application after its fil
ing date, A,continuing applica~on, which may,be a continuation,
divisional, or continuation-in-part application" may be filed under
the conditions specified in 35 V.S.C. 120, 121 or365(c) and
§ l.7a(a).

(1) A continuation or divisional application that names 'as
inventors the same or fewerthan all of the inventors named 'in the
prior application may, be filed under this paragraph or paragreph
(d) of this section.

(2) Accontinuation-in-part application (which may, dis
close and claim subject matternot disclosed in the._priorapplica~

tion) or a continuation or divisional application naming an
inventor not named -ill "the 'prior 'application must be filed- under
this paragraph.

(c) Application filing requirements - Provisional applica
lion. ',The filing date of a provisional application, is the date on
which a specification as prescribed by the first paragraph of
35 V.S.C. 112, and any drawing required by § !.al(a) are filed in
the Patent and Trademark Office. No amendment, 'other than to
make the provisional application comply with the patent statute
and •all, applicable regulations, may be made to the provisional
application after the filing date of the provisional application.

(1) A provisional application must also include the cover
sheet reqnired by § 1.51(c)(1), which may be an application data
sheet (§ 1.76),,'or a cover letter identifying the application as' a
provisional application. Otherwise, the application will be treated
as an application filed under paragraph (b) of this section.

(2) An application for patent filed under paragraph (b) of
this section may be converted to a provisional application and be
accorded the original 'filing date of the application filed under
paragraph (b) of this section. The grant of such a request for con
version will not entitle applicant to a refund of the fees that were
properly paidin the application filed under paragraph (b) of this
section. Such a request for conversion must be accompanied by
the processing fee set forth in§ 1.17(q) and be filed prior to the
earliest of:

(i) Abandonment of the application filed under para
graph (b) of this section;

(ii) Payment of the issue fee on the, application filed
under paragraph (b) of this section;

(iii) Expiration of twelvemonths after the filing date' of
the application filed under paragraph (b) of this section; or

(iv) The filing of a :request for a statutory invention
registration nnder § 1.293 in the application filed under paragraph
(b) of this section.

(3) :A provisional application filedunder paragraph: (c) of
this section may be converted to a nonprovisional application filed
under paragraph (b) of this section and accorded the original filing
date of the provisional application. The conversion of a provi
sional application to a nonprovlsional application will not result in
either the refund of any fee properly paid in -theprovisional appli
cation or the a:ppli<:ation of any such fee to the filing fee, or any
other fee, for the nonprovisional application. Conversion of a pro
visional application to a nonprovisional application under this
paragraph will result in, the term of any. patent to issue from the
application being measured. from at least the filing date of the pro
visional application for which conversion is requested. Thus,
applicants ' should ,consider-avoiding this adverse patent term
impact by filing a nonprovisional application Claiming the benefit
of the provisional application under 35 V.S.c. 119(e) (rather than
converting the previsional application into a nonprovisional appli
cation pursuant to this paragraph). A request to convert a provi
sional_ application ,to a nonprovisional application must -be
accompanied by the fee set forth in. § 1.17(i)andan amendment
including at least one claim as prescribed by the second paragraph
of 35 U.S.c. 112, unless the provisional application-under para~

graph (c) of this' section -otherwise contains at least one claim as
prescribed by the second paragraph of 35 V.S.C,112. The uonpro
visional application resulting from ponversion of a provisional
application must also include the filing 'fee for a nonprovisional
application, an',oath or declaration by the applicant pursuant to
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§§ 1.63, 1.162, or 1.175, and the surcharge required by § 1.16(e) if
either the basic filing fee for a nonprovisional application or the
oath or declaration was not present on the filing date accorded the
resulting nonprovisional application (i.e., the filing date of the
original provisional application). A request to convert a provi
sional application to a nonprovisional application must also be
filed prior to the earliest of:

(i) Abandonment of the provisional application flled
under paragraph (c) of this section; or

(ii) Expiration of twelve months after the filing date of
the provisional application filed under this paragraph (c).

(4) A provisional application is not entitled to the right of
priority uuder 35 U.S.C. 119 or 365(a) or § 1.55, or to the benefit
of an earlier filing date under 35 U.S.C. 120, 121 or 365(c) or
§ 1.78 of any other application. No claim for priority under
35 U.S.c. 119(e) or § 1.78(a)(4) may be made in a design applica
tion based on a provisional application. No request under § 1.293
for a statutory invention registration may be filed in a provisional
application. The requirements of §§ 1.821 through 1.825 regard
ing application disclosures containing nucleotide andlor amino
acid sequences are not mandatory for provisional applications.

(d) Application filing requirements - Continued prosecution
(nonprovisional) application.

(1) A continuation or divisional application (but nota
continuation-in-part) of a prior nonprovisional application may be
filed.as a continued prosecution application under this paragraph,
provided that:

(i) The prior nonprovisional application is either:
(A) A utility or plant application that was filed

under 35 U.S ,C. I l1(a) before May 29, 2000, and is complete as
defined by § 1.51(b); or

(B) A design application that is complete as defined
by § 1.51(b); or

(C) The national stage of an international applica
tion that was filed under 35 U.S.c. 363 before May 29, 2000, and
is in compliance with 35 V.S.c. 371; and

(ii) The application under this paragraph is filed
before the earliest of:

(A) Payment of the issue fee on the prior applica
tion, unless a petition under § 1.313(c) is granted in the prior
application;

(B) Abandonment of the prior application; or

(C) Termination of proceedings on the prior appli-
cation.

(2) The filing date of a continued prosecution application
is the date on which a request on a separate paper for an applica
tion under this paragraph is filed. An application filed under this
paragraph:

(i) Must identify the prior application;
(ii) Discloses and claims only subject matter disclosed

in the prior application;

(iii) Names as inventors the same inventors named in
the prior application on the date the application under this para
graph was filed, except as provided in paragraph (d)(4) of this sec
tion;

(iv) Includes the request for an application under this
paragraph, will utilize the file jacket and contents of the prior

application, including the specification, drawings and oath or dec
laration from the prior application, to constitute the new applica
tion, and will be assigned the application number of the prior
application for identification purposes; and

(v) Is a request to expressly abandon the prior applica
tion as of the filing date of the request for an application under this
paragraph.

(3) The.filing fee for a continued prosecution application
flled under this paragraph is:

(i) The basic filing fee as set forth in § 1.16; and

(ii) Any additional § 1.16 fee due based on the number
of claims remaining in the application after entry of any amend
ment accompanying the request for an application under this para
graph and entry of any amendments under § 1.116 unentered in
the prior application which applicant has requested to be entered
in the continued prosecution application.

(4) An application filed under this paragraph may be filed
by fewer than all the inventors named in the prior application, pro
vided that the request for an application under this paragraph
when filed is accompanied by a statement requesting deletion of
the name or names of the person or persons who are not inventors
of the invention being claimed in the new application. No person
may be named as an inventor in an application. filed under this
paragraph who was not named as an inventor in the prior applica
tion on the date the application under this paragraph was filed,
exceptby way of correction of inventorship under § 1.48.

(5) Any new change must be made in the form of. an
amendment-to the prior application as it existed prior to the filing
of an application under this paragraph. No amendment in an appli
cationunder this paragraph (a continued prosecution application)
may introduce new matter or matter that would .have been new
matter in the prior application. Any. new specification filed with
the request for an,application under this paragraph will not be con
sidered part of the original application papers, but will be treated
as a substitute specification in accordance with § 1.125.

(6) The filing of a continued prosecution application
under this paragraph will be construed to include a waiver of con
fidentiality by the applicant under 35 V.S.C. 122 to the extent that
any member of the public, who is entitled under the provisions of
§ 1.14 to access to, copies of, or information concerning either the
prior application or any continuing application filed under the pro
visions of this paragraph, may be given similar access to, copies
of, or similar information concerning the other application or
applications in the file jacket.

(7) A request for an application under this paragraph. is
the specific reference required by 35,V.S.C. 120 to every applica
tion assigned the application number identified in such request.
No amendment in an application under this paragraph may delete
this specific reference to any prior application.

(8) In addition to identifying the application number of
the prior application, applicant should furnish in the request for an
application under this paragraph the following information relat
ing to the prior application to the best of his or her ability:

(i) Title of invention;

(ii) Name of applicant(s); and

(iii) Correspondence address.
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(9) Envelopes containing only requests and fees for filing
an application under this paragraph should be marked "Box CPA"
Requests for an application under this paragraph filed by facsimile
transmission should be clearly marked "Box CPA;"

(IO)See § 1.103(b) for requesting a limited suspension of
action in an applicationfiled under this paragraph.

(e) Failure to meet filing date requirements.

(I) If an application deposited under paragraph (b), (c), or
(d) of this section does not meet the requirements of such para
graph to be entitled to a filing date, applicantwill be so notified, if
a correspondence. address has been provided,and given a time
period within which to correct the filing error.

(2) Any request for review of a notification pursuant to
paragraph (e)(l) of this section, or a notification that the original
application papers lack a portion of the specification or draw
ing(s), must be by way ofa petition pursuant to this paragraph
accompanied by the fee set forth.in.f 1.I7(h). In the absence of a
timely (§ 1.181(1)) petition pursuant to this paragraph, the filing
date of an application in which the applicant was notified of a fil
ing error pursuant .to paragraph (e)(1) of this section will be the
date the filing error is corrected;

(3) If an applicant is notified of a filing error pursuant to
paragraph (e)( I) of this section, but fails to correct the filing error
within, the given time period or otherwise timely'(§ I.18l(t)) take
action pursuant to this paragraph, proceedings in the application
will be considered temiinated. Where proceedings in an applica
tion are terminated pursuant to this paragraph, the application may
be .disposed of, and any filing fees, less the handling fee set forth
in § L21(n), will be refunded.

(f) Completion-ofapplication subsequent to filing-e-nonpto
visional (including continued prosecution or reissue) application.

(1) If an application which has been accorded 11 filing date
pursuant'to paragraph (b) or fd) of this section does 'not include
the basic filing fee, or if an application which has been accorded a
filing date pursuant to paragraph -(b)" of -this section does not
include an oath or declaration by the applicant pursuant to §§
L63; 1.162 or § 1.175, and applicant has provided a correspon
dence address(§ 1.33(a), applicant will be notified and given a
period of time within which to' pay the filing fee; file an oath or
declaration.in an application underparagraph (b) of this section,
and pay the surcharge required by §1.I6(e) to avoid abandon
ment.

(2) Ifanapplication whichhas been accorded a filing date
pursuant to paragraph (b) of this section does notinclude the basic
filing fee or an oath or declaration by the-applicant pursuant to §§
L63, 1.162 or § 1.175, and applicant has not provided a corre
spondence address (§ 1.33(a), applicant has two months from the
filing date of the application within which' to pay the basic filing
fee, file an oath or declaration; and paythe surcharge required by
§ LI6(e) to avoid abandonment.

(3) This paragraph applies to continuation or divisional
applications under paragraphs (b) or (d) of this section and to con
tinuation-in-part applications under paragraph (b) of this section.

(4) See § L63(d) concerning the submission of a copy of
the oath or declaration from the prior application for a continua
tion or divisional application under.paragraph(b) of this section.

(5) If applicant does not pay one of the basic filing or the
processing and retention fees (§ 1.21(1)) during the, pendency of
the application,the Office may dispose of the application.

(g) .Completion of application subsequent to filing-provi
sional application.

(1) If a provisional application' which has been accorded a
filing date pursuant to paragraph (c) of this section does not
include the cover sheet reqniredby § L51(c)(I) Or the basic filing
fee (§ 1.16(k), and applicant has provided a correspondence
address (§ 1.33(a»), applicant will be notified and given a period
of time within which to pay the basic filing fee, file a cover sheet
(§ L51(c)(I)), and pay the surcharge required by § 1.16(1) to avoid
abandonment.

(2) If a provisional applicationwhich has been accorded a
filing date pursuant to paragraph (c) of this section does not
include the cover sheet required by § I.5I(c)(I) or the basic filing
fee (§ 1.16(k)), and applicant has not provided a correspondence
address (§ 1.33(a)), applicant has two months from the filing date
of the application within which to pay the basic filing fee, file a
cover sheet (§ L51(c)(I)), and pay the surcharge required by§
1.16(1) to avoid abandonment.

(3) If applicant does not pay the basic filing fee during
the pendency of the application, the Office' may dispose of the
application.

(h) Subsequent treatment of application ~ Nonprovisional
(including continued prosecution) application. An application for
a patent filed under paragraphs (b) or (d) of this section will not be
placed on the files for examination until all its required parts,
complying with the rules relating thereto; are received, except that
certain minor informalities may be waived subject to subsequent
correction whenever required.

(i) Subsequent treatment of application - Provisional appli-.
cation. A provisional application for a patent filed under para
graph (c) of this section will not be placed on the files for
examination and will become abandoned no·'later than twelve
months after its filing date pursuant to 35 U.S.C. 11I(b)(I).

(j) Filing- date of international application: The filing date
of an international application designating the United States of
America is treated as the filing date in the United States of Amer
ica under PCT Article 11(3), except as provided in 35 U.S.C.
102(e).

INCOMPLETE NONPROVISIONAL APPLICA
TIONS FILED UNDER 37 CFR 1.53(b)

If the nonprovisional application papers filed under
37 CPR 1.53(b) do not include at least a specification
containing a description and at least one claim and a
drawing, if necessary under 35 U.S.C. 113 (first sen
tence), or if the submitted application papers are too
informal to be given a filing date, the case is held in
the Office of Initial Patent Examination (Olf'E) as an
incomplete application and the applicant is informed
of the shortcomings of the papers. No filing date is
granted until the incompleteness is corrected.
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A Notice of Incomplete Application is prepared and
mailed by OIPE when nonprovisional application
papers filed under 37 CFR I.53(b) are deemed incom
plete under 35 U.S.c. I 11(a).

Such incompleteness may consist of the omission
of anyone of the following parts of an application.
The component parts of a nonprovisional application
filed under 37 CPR I.53(b) necessary to obtain a fil
ing date are:

A specification as prescribed by 35 U.S.c. 112 and
37 CFR 1.71.
A claim as prescribed by 35 U.S.C. 112 and 37
CFR 1.75.
A drawing, if necessary under 35 U.S.C. 113 (first
sentence) and 37 CFR 1.81(a).

See 37 CFR 1.53(b).
Even though an application purports to include the

component parts necessary to obtain a filing date, the
application will still be held to be incomplete and a
filing date will be refused if the component parts fail
to satisfy the requirements set forth above.

For example, if the documents purporting to be a
specification are so obviously informal and incoherent
that they clearly do not constitute a specification as
required by 35 U.S.c. 112 and 37 CFR 1.71, the
application is not acceptable for examination and it
will not be accorded a filing date until corrections are
made. The filing date of the application will be the
date the corrections are made.

Filing dates are accorded to nonprovisional applica
tions filed under 37 CFR 1.53(b) submitted without
the names of all the inventors, the basic filing fee and!
or the oath or declaration. In such cases, a notice is
mailed by OIPE requiring that at least the basic filing
fee and the oath or declaration (which must include
the names of all the inventors) be filed, accompanied
by a surcharge (37 CFR 1.16(e)). In addition to the
basic filing fee required under 37 CPR 1.16(a), the
prescribed filing fee (37 CPR 1.51(b)(4)) may include
additional fees for filing more than 3 independent
claims (37 CFR 1.16(b)), for filing a total of more
than 20 claims (37 CFR 1.16(c)), or for filing a multi
ple dependent claim (37 CPR 1.16(d)). In those cases
where the basic filing fee is paid, but additional fees
are required, under 37 CFR 1.16, a notice is mailed by
the Technology Center (TC), requiring that the bal
ance of the prescribed fee be paid.

Occasionally, nonprovisional applications filed
under 37 CPR 1.53(b) which have already been
signed by the inventors contain informal claims that
the attorney or agent feels should not be present in the
application upon filing. However, since alteration
after execution by the inventor and before filing is
prohibited, such applications must be filed by the
attorney or agent in the form in which they were exe
cuted by the inventors. A nonprovisional application
filed under 37 CPR 1.53(b) may be filed with a pre
liminary amendment which is limited to the cancella
tion of claims. This will diminish the number of
claims to be considered for calculation of the filing
fee. Any other. changes to the application should be
the subject ofa separate amendment which may be
entered after the filing fee has been calculated and the
filing date granted. If a preliminary amendment which
cancels claims does not accompany the application at
the time the application is filed, the notification of
insufficient fee will inform the inventor, attorney, or
agent of the possibility. of correcting the insufficient
payment by either (1) paying the additional required
fee amount, or (2) filing an amendment which cancels
claims so that the remaining claims are covered by the
fee submitted upon filing. However, no refund will be
made once the fee for claims is properly paid, even
though claims are later canceled.

In the past, OIPE has reviewed the claimed subject
matter of newly filednonprovisional applications to
determine whether a filing date should be granted.
Such applications included those drawn to perpetual
motion devices. and methods of doing business and
applications. for reissue signed by assignees or filed
more than 2 years after the grant of the patent which
appear to contain broadened reissue claims.

Under.the current practice, a filing date is normally
granted in such cases if the nonprovisional application
filed under 37 CFR 1.53(b) is otherwise sufficient and
then forwarded to the examiner for consideration and
decision during the regular course of examination.

INCOMPLETE PROVISIONAL APPLICA-
TIONS

If the provisional application papers do not include
at least a specification containing a description and a
drawing, if necessary under 35 U.S.C. 113 (first sen
tence) or if the submitted application papers are too
informal to be given a filing date, the case is held in

500-19 August2001



506.01 MANUAL OF PATENT EXAMlNING PROCEDURE

If a request is made, the parts of an incomplete
application which has not been assigned a filing date
may be returned by OIPE. They may be used by the
applicant as part of a later complete application if the
missing parts are later supplied.

containing a description and at least one claim (non
provisional applications filed under 37 CFR 1.53(b»,
and a drawing.jfnecessary under 35 U.S.C. 113 (first
sentence) but are informal because they do not com
ply with the rules or notices. In such applications,
OIPE prepares a Notice of Informal Application indi
cating the informality and places it in the file wrapper.
The TC mails the letter to applicant. Failure to correct
the informality within the specified time .results in
abandonment of the application.

The letter of transmittal accompanying the filing of
continuing applications should include such addi
tionalinformation as the identification by application
number of a provisional or parent application, its sta
tus, and location (if known) in the U.S. Patent and
Trademark Office. The supplying of this information
will simplify the processing of these applications.

The filing date of the provisional or nonprovisional
application is the date of receipt in the Office of the
application which includes a specification containing
description pursuant to 37 CFR 1.71 and at least one
claim (required for nonprovisional applications only)
pursuant.to 37 CPR 1.75, and any drawings required
by 37 CFR 1.81(a). See 37 CPR 1.53(b) and (c).

If any of these items are missing, applicant will be
notified to file them and the filing date will be the date
of receipt of the missing partes). Ifthe oath or declara
tion for a. nonprovisional application was executed
and filed with the application,a supplemental.oath or
declaration by the inventor is required in some cir
cumstances, e.g., where the missing item is the claim,
specification, or a drawing. The supplemental declara
tion must identify the missing item and indicate,
as appropriate, that it accurately claims, describes,
or illustrates applicant's invention. See MPEP
§ 601.01(d)-(g) where the application is filed without

OIPE as an incomplete application and the applicant
is informed of the shortcomings of the papers. No fil
ing date is granted until the incompleteness is cor
rected.

Such incompleteness may consist of the omission
of any one of the following parts of an application.
The component parts of a provisional application nee
essary to obtain a filing date are:

A specification as pres~ribed by 35 D.S.C. 112,
firstparagraph, and 37 CPR 1.71.
A drawing, if necessary under 35 U.S.C. 113 (first
sentence) and 37 CFR 1.81(a).

Eventhough an application purports to include the
component parts necessary to obtain a filing date, the
application will still be held to he incomplete and a
filitig date will be refused if the component parts fail
to satisfy the requirements set forth above. For exam
ple, if the documents purporting to be a specification
are so obviously informal and incoherent that they
would clearly not constitute a specification as
required by 35 U.S.C. 112, first paragraph,and
37 CPR 1.71, the application would not be acceptable
and would not be accorded a filing date until correc
tions are made. The filing date of the application
would be the date the corrections were made. A provi
sional application will not he examined. However, a
provisional application which does not include a
cover sheet (37 CPR 1.51(c)(l», which may be an
application data sheet (37 CPR 1.76) or a cover letter,
identifying the application as a provisional applica
tion, will be treated as anonprovisional application
filed under 37 CFR 1.53(b). See 37 CPR1.53(c)(I).

NOTE: No amendment, other than to make the
provisional application comply with the patent statute
and all applicable regulations, maybe made to the
provisional application after the filing date ofthe pro"
visional application. See 37 CFR 1.53(c).

INFORMAL APPLICATIONS

An application is informal if it is typed on both
sides of the paper, or is not permanent, legible, or
reproducible. If such informalities are timely cor
rected, the application is given the filing date on
which the original informal papers were filed.

OIPE accords a filing date, as of the date indicated
by the "Office Date" stamp (see. MPEP § 505),
to application papers which include a specification

506.01

506.02

Return of Incomplete
Application

Review of Refusal To Accord
Filing Date
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all the pages of the specification, without at least one
claim (nonprovisional application), without drawings,
or without all the figures of the drawings. An error in
or failure to identify inventorship does not raise a fil
ing date issue.

Any review of the refusal to grant a filing date as of
the date of deposit of the application wonld be by way
of petition, accompanied by the petition fee (37 CFR
1.17(h)). Petitioner should provide any arguments that
he or she has that the items noted were not missing or
that a filing date should be assigned in the absence of
such items if they are believed to be unnecessary. If
petitioner alleges that no defect exists, a request for
refund of the petition fee may be included in the peti
tion.

For applications properly filed under 37 CFR 1.10,
the filing date is the date that the application was
deposited as "Express Mail" in the U.S. Postal Ser
vice. For example, if a new patent application is
deposited in "Express Mail" in accordance with
37 CPR 1.10 on a Saturday and the United States
Postal Service gives it a date of deposit of Saturday,
the Office will accord and stamp the correspondence
with the Saturday date. 37 CPR 1.6(a)(2). If the
proper procedures were not followed, the application
will receive a filing date as of the date it was received
in the Office. Any review of these matters would be
by way of petition, accompanied by the petition fee
(37 CFR 1.17(h», providing whatever arguments and
evidence petitioner has that the application is entitled
to a filing date as of the date it was deposited as
"Express Mail."

Petitions relating to the filing date accorded to
patent applications under 37 CPR 1.53 are decided in
the Office of the Deputy Commissioner for Patent
Examination Policy (See MPEP § 1002.02(b», with
the exception of petitions relating to the filing date
accorded to a design application, which are decided
by the Director of Technology' Center 2900. See
MPEP § 1002.02(c)(3).

Any petition under this section should be marked to
the attention of the Office of Patent Legal Administra
tion.

507 Drawing Review in the Office
of Initial Patent Examination

The Office has revised the drawing review process
to implement the eighteen-month publication of

patent applications. Under the revised drawing review
process, the Office of Initial Patent Examination
(OIPE) will perform an initial review of drawings in
new utility and plant patent applications filed on or
after November 29, 2000 to see if the drawings can be
effectively scanned for publication purposes. Design
applications are not published. Therefore, drawings
filed in design patent applications (whether filed
before, on or after November 29, 2000) will be
reviewed but not for publication purposes. The stan
dard of review employed by OIPE is such that most
drawings, including those that have been indicated by
applicant to be informal drawings, will be accepted.

OIPE inspects the drawings to see if they can be
effectively scanned and adequately reproduced. If the
drawings are not acceptable, OIPE will object to the
drawings and notify applicant that a timely submis
sion of acceptable drawings (e.g., drawings which can
be scanned) is required. This initial review process in
OIPE is necessary in order to ensure that applications
can be timely published.

Under the OIPE review process, OIPE may object
to and require corrected drawings within a set time
period, ifthe drawings:

(A) have a line quality that is too light to be repro
duced (weight of all lines and letters must be heavy
enough to permit adequate reproduction) or text that
is illegible (reference characters, sheet numbers, and
view numbers mnst be plain and legible). See 37 CFR
1.84(1) and (p)(l);

(B) have missing lead lines. See 37 CFR 1.84(q).
Lead lines are those lines between the reference char
acters and the details referred to;

(C) contain excessive text or text that is not in
English (including, for example, a flow chart that was
originally not in English that has been marked up to
include the English text). See 37 CFR.1.84(0) and
(p)(2) and 37 CPR 1.52(d)(I);

(D) do not have the appropriate margin or are not
on the correct size paper. See 37 CPR 1.84(f) and (g),
Each sheet must include a top margin of at least 2.5
cm. (1 inch), a left size margin of at least 2.5 em. (1
inch), aright size margin of at least 1.5 cm. (5/8 inch),
and a bottom margin of at least 1.0 em. (3/8 inch). The
size of the sheets on which drawings are made must
be either 21.0 ern. by 29.7 em. (DIN size A4) or 21.6
em. by 27.9 em. (8-112 by 11 inches);
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(E) have more than one figure and each figure is
not labeled "Fig." With a consecutive Arabic numeral
(1, 2, etc.) or an Arabic numeral and capital letter in
the English alphabet (A, B, etc.). See 37 CFR
1.84(u)(I);

(F) include photographs of the claimed invention
which are capable. of illustration by other medium
such as ink drawings, and which are illegible after
scanning. See 37 CPR 1.84(b); and

(G) contain color drawings or color photographs,
but not a petition to. accept color drawings/photo
graphs. Note that the requirement under. 37 CFR
1.84(a)(2)(iii) and 37 CPR 1.165(b) for a black and
white photocopy of any color drawings/photographs
has been waived. See 12460.0. 106 (May 22, 2001).

If OIPE objects to the drawings and sends appli
cant a Notice requiring submission of corrected draw
ings within a set time period (usually two months),
corrected drawings must be filed, in paper, to the
mailing address set forth in the Notice, along with any
other items required by OIPE, to avoid abandonment
of the application. No fee will be necessary for filing
corrected drawings which are required byOIPE. Oth
erwise, in most situations, patent application pubJica
tions and patents will reflect the quality of the
drawings that are included with a patent application
on filing unless applicant voluntarily subtnits better
qualitydrawings as set forth below.

VOLUNTARY SUBMISSION OF REPLACE
MENT DRAWINGS FOR PURPOSES OF
PATENT APPLICATION PUBLICATION

As noted above, for the vast majority of applica
tions, corrected or new drawings will not be required,
and the application will be published with the origi
nally filed drawings. Although the initial submission
of high quality drawings is certainly encouraged, the
USPfO will not require applicant to submit "formal
drawings" for purposes of publication of the applica
tion.

REPLACEMENT DRAWINGS SUBMITTED ON
PAPER

Applicant may subtnit replacement drawings
within the later of one month from the filing date of

the application, or fourteen months from the earliest
filing date for which a benefit is sought under Title
35, United States Code. The replacement paper draw
ings must be filed in an envelope addressed to Box
PGPUB DRAWINGS, Comtnissioner for Patents,
Washington, DC 20231, with a petition under 37 CFR
1.182 requesting entry of the drawings, and the peti
tion fee setforth in 37 CPR 1.17(h). If such replace
ment drawings are properly and timely subtnitted, the
patent application publication shall include the
replacement drawings, Replacement drawings that are
received later than this date may still be included in
the patent application publication, where practicable,
if the USPTO has not started the patent application
publication process when the paper drawings and the
appropriate fee are received.

Box PGPDB DRAWINGS should only be used for
filing replacement drawings for inclusion in a patent
application publication. The replacement drawings
should be accompanied by a transmittal letter identi
fying the application to which the replacement draw
ings are directed and either an authorization to charge
the petition fee or other payment of the petition fee.
Replacement drawings received in this special box
will be scanned and included in the electronic docu
ment which will be used for the patent application
publication, After the replacement drawings are
scanned for the patent application publication, they
will be made of record in the application file.
Replacement drawings that are not mailed to the spe
cial box, or are filed without the appropriate petition
fee, or are untimely subtnitted, will be routed to, and
made of record in the application file without scan
ning and will not be.included in the patent application
publication. Other papers, such as amendments to the
application, amended titles or statos inquiries should
not be included with the replacement drawings
addressed to Box PGPUB DRAWINGS. By including
any such other items with the replacement drawings
may result in the replacement drawings not being
scanned for purposes of the patent application publi
cation. Replacement drawings for unrelated applica
tions must be submitted in separate envelopes to
ensure that the replacement drawings are associated
with the proper application file prior to publication.
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I. UNMATCHED PAPERS IN THE "APPLI·
CATION NUMBER TOO HIGH" CATE
GORY

After an application is patented or abandoned, any
incoming communication which is not to become part
of the record will be returned to the sender by the
Technology Center.

OIPE, a drawing print is not made by the Scanning
Division.

As to the procedure to be followed when a model is
filed, see MPEP § 608.03 and §608.03(a).

If drawings, amendments, or other papers are deliv
ered to the wrong TC,the TC to which this applica
tion is assigned should be obtained from PALM and
be placed on the paper and then forwarded to the
appropriate TC. The TC to which the application is
assigned as indicated by PALM may be verified by
calling the TC as indicated before forwarding the
paper.

Unmatched Papers

Papers ReceivedAfter
Patenting or Abandonment

Papers Sent to Wrong
Technology Center (TC)

508.03

508.02

This collection of papers being held by the TC
should be reviewed at least once a week. Any paper
having an application number which clearly should
have already been received by the TC should be
removed from this collection. Where the TC does not
have a corresponding application for any of these
papers, inquiry should be made of the Office of Initial
Patent Examination (OIPE) to determine the TC of
record. If another TC number is indicated, the paper
should be forwarded to that 'I'C, If OIPE does not

Unmatched papers for nonprovisional applications
within a Technology Center (TC) should be frequently
reviewed to determine which should be sent to the
Paper Correlating Office (PCO).

Item I below treats the papers in the "Application
number too high" category. Items II-VI below are
directed to all other unmatched papers not in the
"Application number too high" category.

508.01

The Scanning Division of the Office of Initial
Patent Examination (OIPE) prepares permanent prints
made of the drawings of all complete applications and
secures the prints in the file wrappers. The nonprovi
sional applications are then forwarded to the. appropri
ate Technology Center (T'C),

When a new or substitute drawing is received in
reply to a notice from OIPE, a print is made and
placed in the file if the application is still located in
OIPE. If a new or substitute drawing is submitted in
reply to another type of notice, or after the file has left

Applicant may also submit replacement drawings
in electronic form by submitting the drawings with a
copy of the application, as amended during prosecu
tion, for publication via the Electronic Filing System
(EFS). Pursuant to 37 CFR 1.215(c), the EFS submis
sion must be filed within the later of one month from
the filing date of the application, or fourteen months
from the earliest filing date for which a benefit is
sought under Title 35, United Stated Code. A paper
copy of the replacement drawings must also be filed
in the application within the time period noted above.
The paper replacement drawings must be placed in an
envelope addressed to Box PGPUB DRAWINGS,
Commissioner for Patents, Washington DC 20231.
Since the replacement drawings was also submitted
via EFS,a petition under 37 CFR 1.182 requesting
entry of the drawings, and the petition fee set forth in
37 CFR 1.17(h) will not be required with the submis
sion of the paper copy of the replacement drawings.
The replacement drawings submitted via EFS should
be submitted in accordance with the instructions for
EFS submissions. Information on EFS submissions
can be obtained at http://www.uspto.gov/ebc/efs/. If
such paper or EFS replacement drawings are properly
and timely submitted, the patent application publica
tion shall include the replacement drawings. Replace
ment drawings that are received later than this date
may be included in the patent application publication,
where practicable, if the USPTO has not started the
patent application publication process when the EFS
replacement drawings are received. See 37 CFR
1.215(c).

508 Distribution

REPLACEMENT DRAWINGS. SUBMITTED
WITH· A SPECIFICATION THROUGH THE
ELECTRONIC FILING SYSTEM
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VI. UNMATCHED PAPERS FOR· APPLICA'
TIONS WHICH ARE KNOWN TO BE
PENDING IN THE TCBUT CANNOT BE
LOCATED

Generally, these are applications which PALM indi
cates are present in the TC, but the file is not avail"
able. These papers should be retained in the TC for
processing.

Each paper sent to the pca must have a pca
Transmittal Form stapled thereto. Each form attached
to a paper should be filled out as completely as possi
ble. Transmittal Forms attached to papers of the type
described in paragraph I and paragraph II above must
have an indication of the information obtained from
bothOIPE and PALM. The PALM information should
be inserted in the large space at the bottom of the
form. This will help eliminate duplication of effort by
pca personnel. Papers received without transmittal
forms or with incompletely filled out transmittal
forms may be returned to the originating TC.

37 CFR 1.251. Unlocatablefile.
(a) In the event that the Office cannot locate the file of an

application, patent, or other patent-related proceeding 'after a rea
sonable search; the Office will notify the applicant or patentee and
set a time period within which the applicant or patentee must com
ply.with the notice in accordance with one of paragraphs (a)(l),
(a)(2), or (a)(3) of this section.

e '. ,(1) Applicant or patentee may comply with a notice under
this section by providing:

(i) A copy of the applicant's or patentee's record (if
any), of .all of the' correspondence between the Office and .the
applicant or patentee for such application, patent, or other pro
ceeding (except for U.S. patent documents);

(ii) A list of such correspondence; and
(iii) A statement that the copy is a complete and accu

rate copy of the applicant's or patentee's record of all of the corre
spondence between the Office and the applicant or patentee for
such application, patent, or other .proceeding (except for Ij.S.
pate?t documents), and whether applicant or patentee is.aware of
any correspondence between the Office and the applicant or pat
entee forsuch application, patent, or other proceeding that is not
among applicant's or patentee's records.

(2) Applicant or patentee may comply with a notice under
this section by:

(i) ,Producing the applicant's or patentee's record (if
any) of all of the correspondence between the Office and the
applicant or patentee for such application, patent, orother pro
ceeding for the Office to copy (except forU.S. patent documents);
and

yield a new TCnumber for the indicated application
number, the paper should be sent to the pca.

II. UNMATCHED PAPERS HAVING AN AP
PLICATION NUMBER

It can be assumed that either the TC number or the
application number on these papers is incorrect.
Inquiry should be.made oftheOIPE and PALM to
determine the TC of record and the procedure set out
in paragraph I above followed. An exception to this
practice should'be made where the paper has thereon
the name of an examiner in the TC. I1l these situa
tions, a careful check of the TC records and files as
well as consultation with the indicatedexarniner
should be made to determine the correct application
number. If this does not yield a new application num
ber, the paper should be sentto the pca.

III. UNMATCHED PAPERS RELATING TO
APPLICATIONS ABANDONEDFROM TC

The application file should be ordered from Files
Repository. If the file is not received therefrom, the
paper should be forwarded to thePCf).

IV. PAPERS FOR APPLICATIONS WHICH
HAVE BEEN SENT TO PUBLISHINGDI
VISION

Allpapers for applications which PALM indicates
to be located in any of the locations 7400 through
7650 shouldbe forwarded to the Publishing Division:

The instructions of this paragraph (IV) apply to all
files in issue including those which have been
assigned a patent number and issue date. Papers
requiring examiner review and action will be returned
to the TC after Publishing Division personnel have
matched the paper to the appropriate file.

V. PAPERS FOR APPLICATIONS WHICH
HAVE BEEN SENT TO THE FILE INFOR
MATION UNIT (RECORD ROOM)

If PALM indicates that the application to which a
paper relates is in the File I1lformation Unit (Record
Room) (location code 9210), the paper Should be for
warded to the pca for response.

508.04 Unlocatable Patent or
Application Files
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(ii) Providing a statementthat the papers produced by
applicantor patentee are applicant'sor patentee's completerecord
of all of the correspondencebetween the Office and the applicant
or patentee for such application, patent, or other -proceeding
(except for U.S. patent documents), and whether applicantor pat
entee is aware of any correspondence between the Office and the
applicant or patentee for such application, patent, or other pro
ceeding thatis not among applicant'sor patentee's records.

(3) If applicantorpatentee does not possess any record of
thecorrespondence betweentheOfficeandthe applicantor paten
tee for such application, patent, or other proceeding, applicant or
patentee must comply with a notice under-this section by provid
ing a statement that applicant or patentee.does not possess any
recordof the correspondencebetween. the Office.andthe applicant
or patentee for such application, patent,or otherproceeding.

(b) With regard to a pending application,_failure to comply
with one of paragraphs (a)(1), (a)(2), or (a)(3) of thls section
within the time period set in the notice will result in abandonment
of the application.

37 CFR 1.251 sets forth a procedure for the recon
struction of the file of a patent application, patent, or
any other patent-related proceeding that cannot be
located after a reasonable search. The phrase "an
application" in 37 CFR 1.25I applies to any type of
application (national or international), and regardless
of the status (pending or abandoned) of the applica
tion

37 CFR 1.251(a) provides that in the event the
Office cannot locate the file of an application, patent,
or any other patent-related proceeding after a reason
able search, the Office will notify the applicant or pat,
entee and set a time period within which the applicant
or patentee must comply with the notice. The appli
cant or patentee may comply with a notice under
37 CPR 1.251 by providing: (1) a copy of his or her
record (if any) of all of the correspondence between
the Office and the applicant or patentee for such appli
cation, patent, or other proceeding (except for U.S,
patent documents); (2) a list of such correspondence;
and (3) a statement that the copy is a complete and
accurate copy of the applicant's or patentee's record
of all of the correspondence between the Office and
the applicant or patentee for such application, patent,
or other proceeding (except for U.S.. patent docu
ments), and whether applicant or patentee is aware of
any correspondence between the Office and the appli
cant or patentee for such application, patent, or other
proceeding that is not among applicant's or patent's
records (37 CFR 1.251(a)(1)). The applicant or paten
tee may also comply with a notice under 37 CFR
1.251 by: (I) producing his or her record (if any).of

all of the correspondence between the Office and the
applicant or patentee for such application, patent, or
other proceeding for the Office to copy (except for
U.S. patent documents); and (2) providing a statement
that the papers produced by applicant or patentee are
applicant's or patentee's complete record of all of the
correspondence between the Office and the applicant
or patentee for such application, patent, or other pro
ceeding (except for U.S. patent documents), and
whether applicant or patentee is aware of any corre
spondence between the Office and the applicant or
patentee .for such application, patent, or other pro
ceedingthat is not among applicant's or patentee's
records (37 CPR 1.251(a)(2)). If applicant or patentee
does not possess any record of the correspondence
between the Office and the applicant or.patentee for
such application, patent, or other proceeding, the
applicant or patentee must comply .with a notice under
37 CFR 1.25I by providing a statement that applicant
or patentee does not possess any record of the corre
spondence between the Office and the applicant or
patentee for such application, patent, or other pro
ceeding (37 CPR 1.251(a)(3)).

According to 37 CFR l.251(a), if the applicant or
patentee possesses all or just some of the correspon
dence between the Office and the applicant or paten
tee for such application, patent, or other proceeding,
the applicant or patentee is to reply by providing a
copy of (or producing) his or her record of allof the
correspondence between the Office and the applicant
or patentee for such application, patent, or other pro
ceeding (37 CFR 1.251(a)(I) or (a)(2)). If applicantor
patentee does not possess any record of the correspon
dence between the Office and the applicant or paten
tee for such application, patent, or other proceeding,
the applicant or patentee is to reply with a statement
to that effect (37 CPR 1.251(a)(3)).

If an applicant or patentee decides to produce his or
her record of the correspondence between the Office
and the applicant or patentee for the application,
patent, or other proceeding for copying by the Office
under 37 CPR 1.251(a)(2) (rather than provide a copy
under 37 CFR 1.251(a)(I)), the record should be
brought to the Customer Service Center in the Office
of Initial Patent Examination (Crystal Plaza 2, 2011
South Clark Place, Arlington, VA22202).

The Office will set a time period of three months
for reply in a notice under 37 CFR 1.251 in an appli-
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cation. The time period will be extendable under
37 CFR 1.136(a) (unless the notice indicates other
wise) by three months up to a maximum period for
reply.of six months in an application. See 35 U.S.C.
133. If, however, an applicantfails to reply to a notice
under 37 CFR1.251 within three months of its mail
ing date, any patent term adjustment under 35 U.S.c.
154(b)will be reduced by a period equal to the num
berof days (if any) beginning on the day after the date
that is three months after the mailing date of the
notice under 37 CFR 1.251 and ending on the date the
reply to the notice under 37 CFR 1.251 was filed. See
35U.S.C. 154(b)(2)(C)(ii)and 37CFRL704(b). The
Officewill set a time period of six months for reply in
a notice under 37 CFR 1.251 in a patent. The time
period will not be 'extendable under31CFR 1.136(a)
in a patent because 35 UOS.C.41(a)(8)omy authorizes
tile Office to charge fees for extensions of time in pro
ceedings involving an application.

37 CFR 1.251 generally applies only to situations
in which the file of an application or patent (not just
certain documents) is unlocatable. When a document
is n;issing fr0In an application, Office practice is. to
call the applicant's representative and request submis
sion (generally by facsintile) of a copy of the ntissing
document. While the Office will generally treat miss
ing documents in this relatively informal Inanner
(ratherthan issuing a notice under 37 CFR 1.2?1), the
Office may issue a notice under 37 CFR 1.251 to
obtain a, copy of a ntissing document if'the Office's
informal attempts to obtain a copy of the document
are unsuccessful. The notice under 37 CFR 1.251 will
include a printout of the contents entries from the
Office's PALM system.

Any appendix or informationdisclosure statement
submitted with an application is not contained in the
Office's PACR database. Therefore, the applicant or
patentee must also provide a copy of any appendix or
information disclosure statement (except in the lim
ited circumstance discussed below) subntitted with
the application. Since the Office can obtain copies of
U.S. patent documents (U.S. patent application public
Cations and patents) from its internal databases, the
Office is not requiring applicants 01' patentees to pro
vide copies of U.S. patent application publications
and patents that are among the applicant's or paten
tee'srecord of the correspondence between the Office

and the applicant or patentee for the application,
patent, or other proceeding.

37 CFR L251(b) provides that with regard to a
pending application, the failure to provide a reply to
such a notice within the time period set in the notice
will result in abandonment ofthe application. While
abandonment (or expiration or lapse) of a patent isnot
an issue if a patentee fails to timely comply with. a
notice under 37 CFR 1.251, in such a situation the
only certified copy of the patent file that the Office
will be able to produce will be. a copy of the patent
and a copy of theapplicatiilllcas-filed (which may
have anadverse impact during attempts to enforce the
patent), Inaddition, if tile patent is involved in a pro
ceeding before the Office, the Office may take action
under 37 CFR 1.616 or 37 CFR 10.18.

509 Payment of Fees

The latest fee schedule is available by contacting
the USPTO at 1-800-PTO(786)-9199 or (703) 308
HELP(4357), or on the USPTO webpage at http://
www.uspto.gov.

37 CFR 1.22. Fees payable in advance.

(a). Patent and trademark fees and charges .payable to the
Patent and _Trademark Office. are required to be paid ip advance,
that~s. at the time of requesting any action by the Office for which
a fee -or charge is payable with the exception that under § 1.53
applications for patent may be' assigned a filing date without pay
ment ofthe basic filing fee.

(b) All fees paid to the United States Patent and Trademark
Office must be itemized in each -individual application, patent,
trademarkregistration file, or other proceeding in such amanner
that it is clear for which purpose the feesare paid~ The Office ma~
return fees that are not itemized as required by this paragraph. The
provisions of § 1.5(a) do' not apply to the resubmission of fees
returned pursuant to 'this paragraph.

37 CFR 1.23. Method ofpayment.

(a) All payments of money.required for' United States Patent
and Trademark Office fees, including fees for the processing of
in~~mationalapplications(§ 1.445),shall be made in U.S: dollars
and in the form ofa cashier'sor certified check, Treasury note,
national banknotes; or United States Postal Service money order.
If sent in any other form, the Office may delay or cancel the credit
until collection is made. Checks and-money orders-must be made
payable to the Director of the United States Patent and Trademark
Office. (Checks made payable tothe Commissioner of Patents and
Tradelllarlcs will continue to be accepted.) Payments. from foreign
countries must be payable and immediately negotiable in the
United States for the full amouut of the fee required. Money sent
to-the Office by mail will be at the risk ofthe sender, and letters
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contauung money should be registered with the United States
Postal Service.

(b) Payments of moneyrequired forUnited States Patent and
Trademark Office fees may also be made by credit card. Payment
of a fee by credit card must specify the amount to be charged to
the credit card and such other information as is necessary to pro
cess the charge, andis subject to collection of the fee. The Office
will not accept a general authorization to charge fees to a credit
card; If creditcardinformationis provided on-a-form or document
other than a form provided by the Office for the payment of fees
by credit card, theOffice will not be liable if the creditcard Dum

berbecomespublicknowledge.

37 CFR 1.26. Refunds.

(a) The Commissioner may refund any fee paidby mistake
or in excess of that required. A change of purpose after the pay
mentof afee, suchas whena party desires to withdraw a patent or
trademark filing for whichthe fee was paid, including an applica
tion, an appeal, or a request for an oralhearing, will not entitle a
party to a refund of such fee. The Office will not refund amounts
of twenty-five dollars or less unless a refund is specifically
requested, andwill notnotifythepayor of suchamounts. If.a party
paying a fee orrequesting a refund does not provide the banking
information necessary for making refunds by electronic funds
transfer (31 U.S.C. 3332 and 31 CPR part 208), or instruct the
Office that refunds are to be credited to a deposit account, the
Commissioner may require such information, or use the banking
information on the payment instrument to make a refund. Any
refund of a fee paidby credit card will be by a credit to the credit
card account to whichthe fee wascharged

(b) Any request for refund must be filed within two years
from the date the fee was paid, except as otherwise provided in
this paragraph or in § 1.28(a). If the Office charges a deposit
account by an amount other than an amount specificallyindicated
in an authorization (§ 1.25(b)),anyrequest forrefund basedupon
such charge must be filed within two years from the date of the
deposit account statement indicating such charge, and include a
copy of that depositaccount statement. The time periods set forth
in thisparagraph arenotextendable.

(c) If theCommissioner decidesnotto institute a reexamina
tionproceeding, forex parte reexaminations filed under § 1.510,a
refund of $1,690 will be madeto the reexamination requester. For
inter partes reexaminations filed under § 1.913, a refund of
$7,970 will be madeto thereexamination requester. Thereexami
nation requester should indicate the form in which any refund
should be made(e.g.,by check,electronic funds transfer, credit to
a depositaccount, etc.). Generally, reexamination refunds will be
issued in theform that theoriginal payment was provided.

Where the Office has notified an applicant, in writ
ing, that a fee is due and has specified a particular dol
lar amount for that fee, if the applicant timely submits
the specified fee amount in response to the notice, the
applicant should be considered to have complied with
the notice so as to avoid abandonment of the applica
tion. If the fee paid by the applicant is insufficient,

either because the notice specified an incorrect dollar
amount for the fee or because of a fee increase effec
tive after the mailing of the notice and before payment
of the fee by the applicant, the applicant should be
notified in writing by the Office of the fee insuffi
ciency and given a new time period in which to sub
mit the remaining balance. The written notification of
the fee insufficiency should set forth the reason (i.e.,
the fee amount indicated by the Office in the earlier
notice was incorrect or the fees have increased since
the earlier notice was mailed) why applicant is being
required to submit an additional fee.

37 CPR 1.22(b) sets forth that fees must be item
ized in such a manner that it is clear for which pur
pose fees are paid. The Office may return fees that are
not itemized. The intent of the fee itemization require
ment is to encourage a better explanation by appli
cants of how fees being paid are to be applied by the
Office. This will allow Office employees to properly
account for the fees being paid by applicants. It
should be noted that the language of 37 CFR 1.22 is
not intended to create a problem when it is clear what
fee is needed. A reference to "filing fee(s)" would be
sufficient to cover filing fees of all different types of
applications and all types of claims. Further, in a
paper submitted on a date later than the actual filing
date, the reference to "filing fee(s)" would also be suf
ficient to cover the surcharge under 37 CFR 1.16, as
the surcharge is also required to make the application
complete. A reference to "any corresponding fee
under 37 CPR 1.16" would be sufficient to cover any
fee (e.g., surcharge, excess claims fees) under 37 CFR
1.16. In a petition for an extension of time filed with
out a specifically itemized fee, but with a general
authorization to charge a deposit account, it is clear
that a fee for an extension of time is needed and the
deposit account should be charged the appropriate
extension of time fee.

PAYMENT BY CREDIT CARD

Effective June 5, 2000, 37 CFR 1.23 was amended
to permit payment of any patent process fee, trade
mark process fee, or information product fee by credit
card, subject to actual collection of the fee. The Office
currently accepts charges to the following credit
cards: AMERICAN EXPRESS®, DISCOVER®,
MASTER CARD®, and VISA®.
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Credit Card Payment Form (PfO-2038) shonld be
used when paying a patent process or trademark pro
cess fee (or the fee for an information product) by
credit card. The Office will not include the Credit
Card Payment Form (PfO-2038) among the records
open to public inspection in the file of a patent, trade
mark registration, or other proceeding. The Office
does not require customers to use this form when pay
ing a patent process or trademark process fee by credit
card. If a customer provides a credit card charge
authorization in another form or document (e.g., a
communication relating to the patent or trademark),
the credit card information may become Part: of the
record of an Office file that is open to public inspec
tion. Thus, failure to use the Credit Card Payment
Form (PfO-2038) when submitting a credit card pay
ment may result in your credit card information
becoming part of the record of an Office file that is
open to public inspection.

Credit card payments by facsimile are permitted,
except in situations in which facsimile submission of
correspondence is not permitted in 37 CFR 1.6(d).

35U.S.C. 42(d) and 37 CFR 1.26 (which concern
refund of patent and trademark fees) also apply to
requests for refund of fees paid by credit card. Any
refund of a fee paid by credit card will be by a credit
to the credit card account to which the fee was
charged. See 37 CFR 1.26(a).

Any payment ofa patent processor trademark pro
cess fee by credit card must be in writing (see 37 CFR
1.2), preferably on the Credit Card Payment Form
(PfO-2038). If a Credit Card Payment Form or other
document authorizing the Office to charge a patent
process or trademark process fee to a credit card does
not contain the information necessary to charge the
fee to the credit card, the customer must submit a
revised Credit Card Payment Form or document con
taining the necessary information. Office employees
will not accept oral (telephonic) instructions to com
plete the Credit Card Payment Form or otherwise
charge a patent process or trademark process fee (as
opposed to information product or service fees) to a
credit card.

August2001 500-28



RECEIPT AND HANDLING OF MAIL AND PAPERS

PTO"2038 (02-2000)
Approvedfor use through 01/3112003. OMB 0651.,0043

United States Patent and Trademark Office; U.S~ DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no personsare required to respond to a collection ofinfonnation unless it displays a valid
OMB control number.

509

Credit Card Type:

Credit Card Account #:

Credit Card Expiration Date:

Visa MasterCard American Express Discover

Name as it Appears on Credit Card:

Payment Amount: $(US Dollars):

Signature: Date:

Refund Polley: The Office may refund a tee-j:iaidby
niTiist8ke

or in excess of that required. A change of purpose after the payment of a fee
will not entitle a party to a refund of such fee. The Office win not refund amounts of twenty-five dollars or less unless a refund is specifically
requested, and will not notify the payor of such amounts (37 CFR 1.26). Refund of a fee paid by credit card will be via credit to the credit
card account.
Service Charge: There is a 50.00 service charge for proceSsing each paymentrefused (including a check returned "uripaid~) or charged
back bv a financial institution {37 CFR 1.21{m

Street Address 1:

Street Address 2:

City:

State:

Country:

Description of Request and Paymenflnformation:

Zip/Postal Code:

Patent Fee

Application No.

Patent Maintenance Fee II Trademark Fee

Appflcatlon No. II Serial No.

Other Fee

lOON Customer No.

Patent No.

.ttomey Docket No.

Patent No. Registration No.

Identify or Describe Mark

If the cardholder includes a credit card number on anyform or document other thlm the Credit Card Payment Form,
the United States Patent & Trademark Office will not be lUlblein the event that the credit card number becomes public knowledge.
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An overdrawn acconnt will be immediately sus
pended and no charges will be accepted against it until
a proper balance is restored, together with a payment
of $10 (37 CPR 1.21(b)(I» to cover the work done by
the U.S. Patent and Trademark Office incident to sus
pending and reinstating the account and dealing with
charges which may have been made in the meantime.

If there is an authorization tocharge the filing fee to
a deposit account which is overdrawn or has insuffi
cient funds, a surcharge (37 CPR 1.16(e» is required

37 CFR 1.25. Deposit accounts.

(a) For the convenience of attorneys, and the generalpublic
in paying any fees due, in ordering services offered by the Office,
copies of records, etc. deposit accounts may be established in the
Patent and Trademark Office upon payment of tlle/ee forestab
lisbing a deposit acconnt § 1.21(b)(I». A minimum deposit of
$1,000 is required for paying any fee due or in ordering any ser
vices offered by the ~ffice. How~ver, a mirtinlu~-deposit.of $300
may be paid to establish a restricted subscription deposit account
used exclusively for-subscription order ofpatent copies as issued.
At the end of each month, a deposit account statement will be ren
dered. A remittance must be made promptly upon receipt of the
statement to cover the value of items or services charged to the
account and thus restore the account to its established normal
deposit value. An amount sufficient to cover all fees, services,
copies, etc., requested must always be on deposit. Charges to
accounts with insufficient funds will not be accepted. A service
charge (§ 1.21(b)(2» will be assessed for each month that the bal
ance at the end of the month is below $1,000. For restricted sub
scription deposit acconnts, a service charge (§ 1.21(b)(3)) will be
assessed for each month that the balance at the end of the month is
below $300.

(b) Filing, issue, appeal, international-type search report,
international application .processing,petition, and post-issllanc.e
fees may be charged against these accounts if sufficient funds are
on deposit to cover such fees. A general authorization to charge all
fees, or only certain fees, set forth in §§ 1.16 to 1.18 to a deposit
account containing sufficient funds may be filed in an individual
application, either for the entire pendency of the application or
with a particular paper filed. An authorization to charge a fee to a
deposit account will not be considered payment of the fee on the
date the.authorization to charge the fee is effective as to the partic
ular fee to be charged unless sufficient funds are present in the
account' to cover the fee. An authorization to charge fees under §
1.16 in an application submitted under § 1.494 or § 1.495 will be
treated as an allth?rizationto chargefees under § 1.49~. Anautho
rization to. charge fees set forth in § 1.18 to a deposit account is
subject to the provisions of § 1,3ll(b). An authorization to charge
to a deposit account the fee for a request for reexamination pursu
ant to § 1.510 or § 1.913 and any other fees required in a reexami
nation proceeding ina> patent may.also be filed with the request
for reexainination.

509.01
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Deposit Accounts in addition to payment of the filing fee. Pailure to
timely pay the filing fee and surcharge will result in
abandonment of the application.

It is expected, however, that reasonable precautions
will be taken in all cases to avoid overdrafts, and if an
account is suspended repeatedly it will be closed.

Similarly, because of the burden placed on the U.S.
Patent and Trademark Office incident to the operation
of deposit accounts, a charge of $10 (37 CPR
1.2l(b)(1» will be made for opening each new
account.

DEPOSIT ACCOUNT AUTHORIZATIONS

The rules of practice were amended effective Oct.
1, 1982, at 37 CPR 1.25(b) to state that:

A general authorization to charge. all fees, or only certain
fees,set forth in §§ 1.16 to 1.18 to a deposit account con
taining sufficient funds may be filed in an' individual
application, either for. the entire pendency of the. applica
tion or with respect toaparticular paper filed.

As provided in 37 CPR l.311(b), an authorization
to charge-the issue fee (37 CPR 1.18) to a deposit
account may be filed in an individual application only
after the mailing of the notice of allowance. 37 CPR
1.25(b) also makes clear that a general authorization
made prior to the mailing of a notice of allowance
does not apply to issue fees under 37 CPR 1.18.

In addition, a general authorization does not apply
to document supply fees under 37 CPR 1.19, such as
those required for certified copies, to post issuance
fees under 37 CPR 1.20, such as those required for
maintenance fees, to miscellaneous fees and charges
under 37 CPR 1.21, such as assignment recording
fees, or as a basis for a petition, such as a petition for
an extension of time (see MPEP § 7l0.02(e), Exten
sion of Time).

Many applications contain broad language autho
rizing any additional fees which might have been due
to be charged to a deposit account. The U.S. Patent
and Trademark Office will interpret such broad autho
rizations to include authorization to charge to a
deposit account fees set forth in 37 CPR 1.16, and
1.17. Pees under 37 CPR 1.19,1.20, and 1.21 will not
be charged as a result of a general authorization under
37 CPR 1.25. Effective November 7,2000, fees under
37 CPR 1.18 will not be charged as a result of a preau
thorization of issue fee payment.
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Public Law 97-247, enacted August 27, 1982, pro
vides that effective Oct. I, 1982, funds available
under the Act to the Patent and Trademark Office

Authorizations to charge fees relating only to a spe
cific paper, the authorization could read 'The Com
missioner is hereby authorized to charge any fees
under 37 CFR 1.16 and 1.17 which may be required
by this paper to Del'0sit Account No.. ." Such
authorizations would cover situations in which a
check to cover a filing and/or a processing fee under
37 CFR 1.16 and 1.17 was omitted or was for an
amount less than the amount required.

It is extremely important that the authorization be
clear and unambiguous. If applicants. file authoriza
tions which are ambiguous and deviate from the usual
forms of authorizations, the Office may not interpret
the authorizations in the manner applicants intend and
may return the fees. As a result, applicants could be
subject to further expenses, petitions, etc. in order to
have a particular fee charged to a deposit account
(which was not charged as intended) or to resubmit a
fee(s) due to an ambiguous authorization.

When statutory fees are to be charged to a deposit
account, the processing of the application can befacil
itated by submitting the applicant's transmittal letter
or other correspondence specifying the account to be
charged in duplicate. Submission of these documents
in duplicate will eliminate the need for the Mail Cen
ter to photocopy the document and will thereby
reduce the processing time of incoming mail.

37 CFR 1.25(b) further provides that an authoriza
tion to charge fees under 37 CPR 1.16 (which relates
to national application filing fees)in an application
filed under 35 U.S.C. 371 will be treated as an autho
rization to charge fees under 37 CPR 1.492 (which
relates to national stage fees). Papers filed for the pur
pose of entering the national stage under 35 U.S.C.
371 and 37 CPR 1.494 or 1.495 that include an autho
rization to charge fees under 37 CPR 1.16 are treated
by the Office as an authorization to charge fees under
37 CPR 1.492 since: (I) tiIUelYl'ayment of the appro
priate national fee under 37 CFR 1.492 is necessary to
avoid abandonment of the application as to the United
States; and (2) the basic filing fee under 37 CPR 1.16
is not applicable to such papers or applications.

509.02 Small Entity Status 
Definitions

shall be used to.reduce by 50 per centum the payment of
fees under section 41(a) and (b) of title 35, United Slates
Code, by independent inventors and nonprofitorgani
zations.as defined in regulations established by the Com
missioner: of Patents' and .Trademarks, and by -small
business concerns as defined in Section 3 -of the Small
Business Act andby regulations established by the Small
BusinessAdministration.

The fees which are reduced include patent application
filing fees (37 CFR 1.16), extension of time, revival,
and appeal fees (37 CPR 1.17), patent issue fees
(37 CPR 1.18), statutory disclaimer fee (37 CFR
1.20(d)), and maintenance fees on patents (37 CPR
1.20). Otherfees, established under section 41 (c) or
(d) of Title 35, United States Code, are not reduced
for small entities since such a reduction is not permit
ted or authorized by Public Law 97-247.

Fees which are not reduced include petition and
processing fees (otherthan revival), 37CPR 1.I7(h)_
(k), document supply fees, 37 CPR 1.19, certificate of
correction fees, 37 CPR 1.20(a), request for reexami
nation fees, 37 CPR 1.20(c), miscellaneous fees and
charges, 37 CFR 1.21, and international application
fees, 37 CPR 1.445.

Public Law 97-247 gave the Commissioner author
ity to establish regulations defining independent
inventors and nonprofit organizations. The Small
BusinessAdministration was given authority to estab
lish the definition of a small business concern. A
small entity for purposes of paying reduced fees is
defined in 37 CFR 1.27(a) asa person, a small busi
ness concern, or a nonprofit organization. The term
"person" rather than "independent inventor'i is used
since individuals who are not inventors but who have
received some rights in the invention are intended to
be covered by 37 CFR 1.27.

37 CFR 1.27. Definition of small entities and establishing
status as a small entity to permit payment of small entity
fees; when a determination of entitlement to small entity
status and notification of loss ofentitlement to small entity
status are required; fraud on the Office.

(a) Definition ofsmall entities. A small entityas used in this
chapter means any party (person, small business concern, or non
profit organization) nnder paragraphs (a)(I) tbrongh (a)(3) of Ibis.
section.

(1) Person. A person, as nsed in paragraph (c) of this sec"
tion,meansanyinventor or other individual (e.g., anindividual to
whom an inventor has transferred some rights in the invention),
who has' not assigned" granted, conveyed, or licensed.and is under
no obligation under contract or law to assign; grant, convey. or
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PERSON

37 CFR 1.27(a)(1) defines a person as any inventor
or otherindividual (e.g., an individual to whoman
inventor has transferred some rights in the invention),
who has not assigned, granted, conveyed, or licensed,
and is under no obligation under contract or law to
assign, grant, convey, or license, any rights in .thc
invention. An inventor or other individual who has
transferred sOme rights, or is under an obligation to
transfer some rights in the invention to one or more
parties, can also qualify for small entity status if all
the parties who have had rights in the invention trans
ferred to. them .also qualify for small entity status
either as a person, small business concern, or non
profit organization.

SMALL BUSINESS CONCERN

In order to be eligible for reduced patent fees as a
"small business concern" under37 CFR 1.27(a)(2), a
business.concern must meet the standards set forth in
13 CFRPart 121. Questions relating to standards for
a small business concern may be directed to:

Small Business Administration
Size Standards Staff
409 Third Street, S.w.
Washington,DC 20416
(202)205-6618

NONPROFIT ORGANIZATIONS

37 CFR 1.27(a)(3) defines a nonprofitorganization
by utilizing and interpreting the definition contained
in 35 U.S.C. 201(i). The term "university or other
institution of higher education" as used in 37 CFR
1.27(a)(3)(ii)(A) means an educational institution
which

(A) admits as regular students only persons hav
ing a certificate of graduation from a school providing
secondary education, or the recognized equivalent of
such a certificate,. ..

(B) is legally authorized within the jurisdiction in
which it operates to provide a.program of education
beyond secondary education, ..

(C) provides an educational program for which it
awards a bachelor's degree or provides not less than a
2cyear program which is acceptable for full credit
toward such a degree,
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(D) is a public or other nonprofit institution, and

(E) is accredited by a nationally recognized
accrediting agen~yor association.

The definition of "university or other instituti()U of
higher education" as set forth herein essentially fol
lows the definition of "institution of higher educa
tion" contained in 20 U.S.C. 1141(a).lnstitutions
which are strictly research facilities, manufacturing
facilities, service organizations, etc., are not intended
to be included within the.term "other institution of
higher education" even though such institutions may
perform an educational function or publish the results
of their work.

Nonprofit organizations also include organizations
of the type described in .section 501(G)(3) of the Inter
nalRevenueCode of 1986(26U.S.C. 501(c)(3)) and
which are exempt from taxation under 26 U.S.C.
501(a). Organizations described in 26 U.S.C.
501(c)(3) include corporations, and any community
chest, fund, or foundation, organized and operated
exclusively for religious, charitable, scientific, testing
for public safety, literary, or educational purposes, or
to foster national or international amateur sportscom
petition (but only if no part of its activities involye the
provision of athletic facilities or equipm~llt), or for
the prevention of cruelty to children or animals, no
part of the net earnings of which inures to the benefit
of any privateshareholderor individual, no substan
tial part of the activities of which iscarrying On pro
paganda, or otherwise attempting to influence
legislation and which does not participate in, or inter
vene in (inclnding the publishing or distributing of
statements), any political campaign on behalf of any
candidate for public office.

LOCATION OF SMALL ENTITY

Small entities may claim reduced fees regardless of
the country in which they are located. There is no
restriction requiring that the person, small business
concern, or nonprofit organization be located in the
United States. The same definitions apply to all appli
cants equally in accordance with the Paris Convention
for the Protection of Industrial Property.

RIGHTSIN THE INVENTION AND TRANSFER
OF RIGHTS

The "rights .in . the invention" under 37CFR
1.27(a)(I), (a)(2)(i), and (a)(3)(i) are the rights in the
United States. Ri.ghts in thoe inve.ntio.n. include the right

, '.. . .... . '.' ..' .. :.:.'

to exclude. others. from making, using, offering for
sale, or selling .the invention thronghont the United
States' or importing the invention into the United
States. Therefore, for example, status as a small entity
is lost by an inventor who has transferred or has an
obligation to transfer a shop right to an employer who
could notqualify as a small entity.

Individual inventors (37 CFR 1.27(a)(l)), small
business concerns (37 CPR 1.27(a)(2)), and nonprofit
organizations (37 CFR 1.27(a)(3)) cari make an
assignment, grant, conveyance, or license of partial
rights in the invention to another .individualts); small
business concern, or nonprofit organization who
could qualify as a person (37 CPR 1.27(a)(I)), small
business concern, or nonprofit organization. Under
the circumstances described, the individual inventor,
small business concern, or nonprofit organization
could still qnalify for small entity status. However, if
the individual inventor, small business concern, or
nonprofit organization assigned, granted, conveyed,
or licensed, or came under an obligation to assign,
grant, convey, or license, any rights to the invention to
any individual, small business concern, or nonprofit
organization-which would not qualify as a small entity
(37 CFR 1.27(a)), then the inventor, small business
concern, or. nonprofit organization would no .longer
qualify for small entity status;

With regard to transfer of rights in the invention,
the rights in question are those in the United States to
be covered by an application or patent. Transfer of
rights to a Japanese patent, for example, would not
affect small entity status if no rights in the United
States to a corresponding patent were likewise trans
ferred.

The payment of reduced fees under 35 U.S.c. 41 is
limited to those situations in which all of the rights iri
the invention are owned by small entities, i.e., per
sons, small business concerns, or nonprofit organiza
tions. To do otherwise would be clearly contrary to
the intended purpose of the legislation which contains
no indication that fees are to ·be reduced in circum
stances where rights are owned by non-small entities.
For example; anon-small entity is.not perrnittedto
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*****

37 CFR 1.27. Definition of small entities and establishing
status as a small entity to permit payment of small entity
fees;' when a determination of entitlement to small entity
status and notification of loss ofentitlement to small entity
status are required;fraud on the Office.

(b) Establishment of small entity status permits payment of
reduced fees. A small entity, as defined in paragraph (a) of this
section, who has properly asserted entitlement to small entity sta
tuspursuant to paragraph (c) of this.sectionwill be accorded small
entitystatusby the Office in the particular application or patent in
which entitlement to small entity status was asserted. Establish
mentof smallentity status allows the' payment of certain reduced
patent fees pursuant to 35 U.S.c. 41(h).

(c) Assertion. ofsmall entity status. Any party (person, small
businessconcern ornonprofit organization) shouldmakea deter
mination, pursuant to paragraph (f) of this' section, of entitlement
to be accorded smallentity status basedon thedefinitions set forth

trate the intent of Public Law 97-247 and Public Law
96-517 when taken together.

Government organizations as such, whether domes
tic or foreign, cannot qualify as nonprofit organiza
tions as defined in 37 CFR 1.27(a)(3). Thus, for
example, a government research facility or other gov
ernment-owned corporation could not qualify.
37 CFR 1.27(a)(3) was based upon 35 U.S.C. 201(i),
as established by Public Law 96-517. The limitation
to "an organization of the type described in section
501(c)(3) of the Internal Revenue Code of 1986 (26
U.S.C. 501(c)(3» and exempt from taxation under
section 501(a) of the Internal Revenue Code (26
U.S.c. 501(a»" would by its, nature exclude the U.S.
government and its agencies and facilities, including
research facilities and government corporations. State
and foreign governments and governmental agencies
and facilities would be similarly excluded, 37 CFR
1.27(a)(3) is not intended to include within the defini
tionof a nonprofit organization government organiza
tions of any kind located in any country. A university
or other institution of higher education located in any
country would qualify, however, as a "nonprofit orga
nization" under 37 CFR 1.27(a)(3) even though it has
some government affiliation since such institutions
are specifically included.

A wholly owned subsidiary of a nonprofit organiza
tion or of a university is considered a part of the non
profit organization oruniversity and is not precluded
from qualifying for small entity status.

Claiming Small Entity Status509.03

transfer patent rights to a small business concern
which would pay the reduced fees and grant a license
to the entity.

If rights transferred to a non-small entity are later
returned to a small entity so that allrights are held by
small entities, reduced fees may be claimed,

The term "license" in the definitions includes non
exclusive as well as exclusive licenses and royalty
free as well as royalty generating licenses. Implied
licenses to use and resell patented articles purchased
from a small entity, however, will not preclude the
proper claiming of small entity status. Likewise, an
order by an applicant to a firm to build a prototype
machine or product for the applicant's own use is not
considered to constitute a license for purposes of the
definitions.

Also, although the Federal government agencies do
not qualify as nonprofit organizations for paying
reduced fees under the rules, a license to a Federal
agency resulting from a funding agreement with the
agency pursuant to 35 U.S.C. 202(c)(4) will not pre
clude the proper claiming of small entity status.Fur
thermore, a license to the Government resulting from
a rights determination under Executive Order 10096
does,not constitute a license so as to prohibit claiming
small entity status by a person under 37 CFR
1.27(a)(I).

Public Law 96-517 added a new chapter 18 of Title
35 of the United States Code entitled "Patent Rights in
Inventions Made With Federal Assistance." Under the
provisions of the statute, each funding agreement
between a Federal agency and an individual, small
business firm, or nonprofit organization must pro
vide, inter alia, that ". . . the Federal agency shall
have a nonexclusive, nontransferable, irrevocable,
paid-up license to practice or have practiced for or on
behalf of the United States any subject invention .. ."
See 35 U.S.C. 202(c)(4). The Federal agencies do not
qualify as nonprofit organizations for paying reduced
patent fees under the rules. Applying this construction
to the licensing of an invention to a Federal agency by
a person, small business concern, or nonprofit organi
zation pursuant to a funding agreement under
35 U.S.c. 202(c)(4) would preclude their qualifying
for paying reduced fees. This, however, would frus-

RIGIITS HELD BY GOVERNMENT ORGANI
ZATIONS
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in paragraph (a) of this section, and must, in order to establish
small entity status for the purpose.of paying small entity fees,
actually make an assertion of entitlement to small entity status, in
the manner set forth in paragraphs (c)(I) or (c)(3) of this section,
in the application or patent in which such small entity fees are to
be paid.

(1) Assertion by writing -.S:m~l entity status may be estab
lished by a written assertion of entitlement to small entity status.
A written assertion must:"

(i) Be clearly identifiable;

(ii) Be signed (see paragraph (c)(2) of this section);
and

(iii) Convey the concept of entitlement to small entity
status, such as hystating that applicant is a small entity, Of that
small entity status is entitled to, be asserted for the application or
patent. While no specific words or, wording are required to assert
small entity status, the intent to assert small entity status must. be
clearly indicated in order to comply with the assertion require
ment.

(2) Parties who can sign' and file the written assertion.
The written assertion can be signed by:

(i) One of the parties identified in § U3(b) (e.g., an
attorney or agent registered with. the, Office), § 3,73(b) of this
chapter notwithstanding, who can also file the written assertion;

(ii) At least' one of. the individuals .identified .as an
inventor (even though a § 1.63 executed oath or declaration has
not been snbmitted), notwithstanding § 1.33(b)(4), who can also
file the written. assertion pursuant to the exception under § 1.33(b)
of this part; or

(iii) An assignee of an undivided part interest, notwith
standing §§1.33(b)(3) and 3.73(b) of thischapter, but the partial
assignee cannot file the assertion 'without resort to a party identi
fied under § 1.33(b) of this part.

(3) Assertion by payment of the small entity basic filing
or basic national fee. The payment, by any party, of the exact
amount of one of the' small. entity basic filing fees set forth in §§
1.16(a), (f), (g), (h), or (k),or one of the small entity basic national
fees set forth in §§ 1.492(a)(I), (a)(2), (a)(3), (a)(4), or (a)(5), will
be treated as a written assertion of entitlement to small entity sta
ttiseven if the type of basic filing or basic national fee is inadvert
ently selected in error.

(i) .If the Office accords small entity status. based on
paymentof a small entity basic filing or basic national fee under
paragraph(c)(3) of this section that is notapplicable to that appli
cati0I1,.anybalance of the small entity fee. that is applicable to that
application will be due along with the appropriate surcharge set
forth in § 1.16(e), or § 1.16(1).

(ii): The' payment of any small entity-fee other than
those set forth in paragraph (c)(3) of this section (whether in the
exact fee amount or not) will not be treated as a,written assertion
of entitlementto small entity status and willnot be .sufficient to
establishsmall entitystatusin an application ora patent,

(4), Assertion. required in related,..contin~ing: and reissue
applications. Status as a small entity 'must be specifically estab
lished by an' assertion in each related, contiriuing arid reissue
application in which status is.appropriate and desired.' Status as a

small entity. in .one. application or patent does not affect. the status
of any other application or patent, regardless of the relationship of
the applications. or. patents. The refiling of.an application under
§ 1.53 as a continuation, divisional, or continuation-in-part appli
cation (including a continued prosecution application under
§ 1.53(d)), or the filing of a reissue application, requires a new
assertion as to continued entitlement to small entity status for the
continuing or reissue application.

(d) Whefl small ;entityfees can be paid. Any fee, other than
the~mall entitybasic filing _fee~ and the small. en~~y national fees
of paragraph (c)(3) of this section, can bepaidin the small entity
amo~ntonly if it is submitted with, or subsequent to, the. submis
sionof a ""ritten assertion of entitlement t(). small entity status,'
except when refuuds are permitted by § 1.28(a).

(e) Only one assertion required.

(l)An assertion of small entity status need only be filed
once in an application or patent. Small entity status, once estab
lished, remains in effect until changed pursuant to paragraph
(g)(l) of this section. Where an assignment of rights or an obliga
tion to assign rights to other parties' who are small entities occurs
subsequent to an assertion of small entity sratus..a second asser
tion is not required.

(2) Once small entity status is withdrawn pursuant to

paragraph (g)(2) .'. of. "this section, a. new written assertion is
required to again obtain small entity status.

(f) Assertion requires a determination of enutlemensto pay
small entity fees. Prior to submitting an assertion of entitlement to
small entity. status .. in an .application, including a related, continu
ing, or reissue' application, a determination of such entitlement
should be made 'pursuant to the requirements of paragraph (a) of
this section. It:Sh?uld be determined that all parties h~ldingrights
in the invention qualify for small. entity status. The Office will
generally not question any assertion of small entity status that is'
madein accordance with the requirements of this section, but note
paragraph (h) of this section.

(g)(l)1!ew determination ofentitlement 'to small entity statuf
is neede4 whenissue and maintenanceJees are due. Once: status
as. a small entity lias, ~~en,established in an application or patent,
fees as a small entity may thereafter be paid in that application o~

patent. without regard. to a change in status until the issue fee is
due or any maintenance fee is due,

(2) Notification of loss of entitlement to small entity sta
tus is required when issue and maintenance fees.are due~~otifica

tion of a loss of entitlement to small entity status must .~e filed in
the application or patent prior to paying, or at the time of paying,
theearliest of the issue fee Of any maintenance fee due after the
date on which status as a small entity as deflIled in paragraph (a)
of this section is no' longer appropriate. The notification that small
entity status is no.Ionger.appropriate must be signed.by a party
identified in § 1.33(b). Payment of a fee in other than the small
entity amount Is not sufficient notification that small entity status
is no longer appropriate.

(h) Fraud attempted or-practiced on the Office.

(1) Any attempt to fraudulently establish, status as a small
entity, or pay fees as. a small entity, shall be considered as a fraud
practiced or attempted on the Office.
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(2) Improperly, and with intent to deceive, establishing
status as a small entity, or paying fees as a small entity, shall be
considered as a fraud practiced or attempted on the Office.

37 CFR 1.4. Nature of correspondence and signature
requirements.

*****

(d)(2) The presentation to the Office (whether by signing,
filing, submitting, or later advocating) of any paper by a party,
whether a practitioner or non-practitioner, constitutes a certifica
tion under § 1O.18(b) of this chapter. Violations of § 1O.18(b)(2)
of this chapter by a party, whether a practitioner or non-practitio
ner, may result in the imposition of sanctions under § 1O.18(c) of
this chapter. Any practitioner violating § 1O.18(b) may also be
subject to disciplinary action. See §§ 10.18(d) and 1O.23(c)(l5).

*****

37 CFR 10.18. Signature and certificate for
correspondencefiled in the Patent and Trademark Office.

*****

(b) By presenting to the Office (whether by signing, filing,
submitting, or later advocating) any paper, the party presenting
such paper, whether a practitioner or non-practitioner, is certifying
that-

(1) All statements made therein of the party's own knowl
edge are true, all statements made therein on information and
belief are believed to be true, and all statements made therein are
made with the knowledge that whoever, in any matter within the
jurisdiction of the Patent and Trademark Office, knowingly and
willfully falsifies, conceals, or covers up by any trick, scheme, or
device a material fact, or makes any false, fictitious or fraudulent
statements or representations, or makes or uses any false writing
or document knowing the same to contain any false, fictitious or
fraudulent statement or entry, shall be SUbject to the penalties set
forth under 18 U.S.c. 1001, and that violations of this paragraph
may jeopardize the validity of the application or document, or the
validity or enforceability of any patent, trademark registration, or
certificate resulting therefrom; and

(2) To the best of the party's knowledge, information and
belief, formed after an inquiry reasonable under the circum
stances, that-

(i) The paper is not being presented for any improper
purpose, such as to harass someone or to cause unnecessary delay
or needless increase in the cost of prosecution before the Office;

(ii) The claims and other legal contentions therein are
warranted by existing law or by a nonfrivolous argument for the
extension, modification, or reversal of existing law or the estab
lishment of new law;

(iii) The allegations and other factual contentions have
evidentiary support or, if specifically so identified, are likely to
have evidentiary support after a reasonable opportunity for further
investigation or discovery; and

(iv) The denials of factual contentions are warranted
on the evidence, or if specifically so identified, are reasonably
based on a lack of information or belief.

*****
In order to establish small entity status for the pur

pose of paying small entity fees, any party (person,
small business concern or nonprofit organization)
must make an assertion of entitlement to small entity
status in the manner set forth in 37 CFR 1.27(c)(I) or
(c)(3), in the application or patent in which such small
entity fees are to be paid. Under 37 CPR 1.27, as long
as all of the rights remain in small entities, the fees
established for a small entity can be paid. This
includes circumstances where the rights were divided
between a person, a small business concern, and a
nonprofit organization, or any combination thereof.

Under 37 CFR 1.4(d)(2), an assertion of entitlement
to small entity status, including the mere payment of
an exact small entity basic filing fee, inherently con
tains a certification under 37 CPR 1O.18(b). It is not
required that an assertion of entitlement to small
entity status be filed with each fee paid. Rather, once
status as a small entity has been established in an
application or patent, fees as a small entity may there
after be paid in that application or patent without
regard to a change in status until the issue fee is due or
any maintenance fee is due. 37 CPR 1.27(g)(l). Noti
fication of a loss of entitlement to small entity status
must be filed in the application or patent prior to pay
ing, or at the time of paying, the earliest of the issue
fee or any maintenance fee due after the date on
which status asa small entity is no longer appropriate.
37 CPR 1.27(g)(2).

Status as a small entity may be established in a pro
visional application by complying with 37 CFR 1.27.

Status as a small entity must be specifically estab
lished in each application or patent in which the status
is available and desired. Status as a small entity in one
application or patent does not affect any other applica
tion or patent, including applications or patents which
are directly or indirectly dependent upon the applica
tion or patent in which the status has been established.
The filing of an application under 37 CFR 1.53 as a
continuation-in-part, continuation or division (includ
ing a continued prosecution application under 37 CPR
1.53(d», or the filing of a reissue application requires
a new assertion as to continued entitlement to small
entity status for the continuing or reissue application.
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Submission of a request for continued examination
(RCE) under 37 CFR 1.114 does not require a new
determination or assertion of entitlement to small
entity status since it is not a new application.

I. ASSERTION BY WRITING

Small entity status may be established by the sub
mission of a simple written assertion of entitlement to
small entity status. The assertion must be signed,
clearly identifiable, and convey the concept of entitle
ment to small entity status. 37 CFR 1.27(c)(I). The
written assertion is not required to be presented in any
particular form. Written assertions of small entity sta
tus or references to small entity fees will be liberally
interpreted to represent the required assertion. The
written assertion carr be made in any paper filed in or
with the application and need be no more than a sim
ple sentence or a box checked on an application trans
mittalletter.

Practitioners may continue to use former USPTO
forms or similar forms if they believe such small
entity forms serve an educational purpose for their cli
ents.

II. PARTIES WHO CAN ASSERT AND SIGN
AN ENTITLEMENT TO SMALL ENTITY
STATUS BY WRITING

The parties who can assert entitlement to small
entity status by writing include all parties permitted
by 37 CFR 1.33(b) to file a paper in an application,
including a registered practitioner. 37 CFR
1.27(c)(2)(i). Additionally, one of the. individuals
identified as an inventor, or a partial assignee, can
also sign the written assertion. 37 CFR 1.27(c)(2)(ii)
and (iii). By way of example, in the case of three pro
se inventors for a particular application, one of the
three inventors upon filing the application can submit
a written assertion of entitlement to small entity status
and thereby establish small entity status for the appli
cation, (but see paragraph VI. below). Where rights
are divided between a person, small business concern,
and nonprofit organization, or any combination
thereof, only one party is required to assert small
entity status. For example, where one of two inventors
has assigned his or her rights in the invention, it is suf
ficient if either ofthe two inventors or the assignee
asserts entitlement to small entity status.

Any inventor is permitted to submit a written asser
tion of small entity status, including individuals iden
tified as inventors but who are not officially named of
record as an executed oath or declaration under 37
CFR 1.63 has not yet been submitted. See 37
CFR 1.41(a)(I). Where an application is filed without
an executed oath or declaration pursuant to 37
CFR 1.53(f), the Office will accept the written asser
tion of an individual who has merely been identified
as an inventor on filing of the application (e.g., appli
cation transmittal letter) as opposed to having to be
named as an inventor by the filing of an executed oath
or declaration under 37 CFR 1.63 (37 CFR
1.41(a)(I)). 37 CFR 1.4(d)(2) and 37 CFR 1O.18(b)
are seen as sufficient basis to permit any individual to
provide a written assertion so long as the individual
identifies himselfor herself asan inventor. An actual
inventor who has not been identified as an inventor
(e.g., by way of application transmittal letter) or
named as an inventor (i.e., executed 37 CFR 1.63 oath
or declaration) in the file record may not file a written
assertion as to small entity entitlement.

Where an oath or declaration under 37 CPR 1.63 is
later filed, any original written assertion as to small
entity status (which has been previously appropriately
submitted to the Office) will remain unless changed
by an appropriate party under 37 CFR l.27(g)(2).
Where a later-filed oath or declaration under
37 CFR 1.63 sets forth an inventive entity that does
not include the person who initially was identified as
an inventor and who asserted small entity status, small
entity status will also remain.

An assignee asserting small entity status is not
required to submit a 37 CFR 3.73(b) certification
whether the assignee is a partial assignee or an
assignee of the entire right, title, and interest, (but see
paragraph III. below).

III. PARTIES WHO CAN FILE THE WRIT
TEN ASSERTION ONCE SIGNED

A distinction exists as to who can file a written
assertion of entitlement to small entity status once the
writterrassertion is signed. 37 CFR 1.27(c)(2)(ii) and
37 CFR 1.33(b) permitone of several inventors to file
as well as to sign a written assertion. The same is not
true for a partial assignee. 37 CFR 1.27(c)(2)(iii).
While a partial assignee may sign a written assertion,
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the written assertion must be filed by an appropriate
party under 37 CFR 1.33(b).

IV. ASSERTION BY PAYMENT OF SMALL
ENTITY BASIC FILING OR BASIC NA
TIONALFEE

The payment of an exact small entity basic filing
(37 CPR U6(a), (f), (g), (h), or (k)) or basic national
fee (37 CFR 1.492(a)(I), (a)(2), (a)(3), (a)(4), or
(a)(S)) is also considered to be a sufficient assertion of
entitlement to small entity status. 37 CPR 1.27(c)(3).
An applicant filing a patent application and paying an
exact small entity basic filing or basic national fee
automatically establishes small entity status for the
application even without any other assertion of small
entity status. This is so even if an applicant inadvert
ently selects the wrong type of small entity basic fil
ing or basic national fee for the application being filed
(e.g., the exact small entity basic filing fee for a
design application is selected but the application is a
utility application). If small entity status was not
established when the basic filing or basic national fee
was paid, such as by payment of a large entity basic
filing or basic national fee, a later claim to small
entity status requires a written assertion under 37 CFR
1.27(c)(I). Payment of a small entity fee other than a
small entity basic filing or basic national fee (e.g.,
extension of time fee, or issue fee) without inclusion
of a written assertion is not sufficient.

Even though applicants can assert small entity sta
tus only by payment of an exact small entity basic fil
ing or basic national fee, the Office encourages
applicants to also file a written assertion of small
entity status as well as to pay the exact amount of the
small entity basic filing or basic national fee. The
Office's application transmittal forms include a check
box that can be used to submit a written assertion of
small entity status. A written assertion will provide
small entity status should applicant fail to pay the
exact small entity basic filing or basic national fee.
The provision providing for small entity status by
payment of an exact small entity basic filing or basic
national fee is intended to act as a safety net to avoid
possible financial loss to inventors or small busi
nesses that qualify for small entity status.

Even thongh small entity statns is accorded where
the wrong type of small entity basic filing fee or basic

national fee is selected but the exact amount of the fee
is paid, applicant still needs to pay the correct small
entity amount for the basic filing or basic national fee
where selection of the wrong type of fee results in a
deficiency. While an accompanying general authori
zation to charge any additional fees suffices to pay the
balance due of the proper small entity basic filing or
basic national fee, specific authorizations to charge
fees under 37 CPR 1.17 or extension of time fees do
not suffice to pay any balance due of the proper small
entity basic filing or basic national fee because they
do not. actually authorize payment of small entity
amounts. If payment is attempted of the proper type of
basic filing or basic national fee (applicant correctly
identifies the type of fee for the type of application
being filed), but the amount of the fee paid is not the
exact small entity fee required (an incorrect fee
amount is supplied) and a written assertion of small
entity status is not present, small entity status will not
be accorded. The Office will mail a notice of insuffi
cient basic filing or basic national fee with a surcharge
due if an authorization to charge the basic filing or
basic national fee is not present. The Office does not
consider a basic filing or basic national fee submitted
in an amount above the correct fee amount, but below
the non-small entity fee amount, as a request to estab
lish small entity status unless an additional written
assertion is also present. The submission of a basic fil
ing or basic national fee below the correct fee amount
also does not serve to establish small entity status.

Where an application is originally filed by a party,
who is in fact a small entity, with an authorization to
charge fees (including basic filing or national fees)
and there is no indication (assertion) of entitlement to
small entity status present, that authorization is not
sufficient to establish small entity status unless the
authorization is specifically directed to small entity
basic filing or basic national fees. The general autho
rization to charge fees will continue to be acted upon
immediately and the full (not small entity) basic filing
or basic national fees will be charged. Applicant will
have three months under 37 CPR 1.28 to request a
refund by asserting entitlement to small entity status.
This is so even if the application is a.continuing appli
cation where small entity status had been established
in the prior application.

August2001 500-38



RECEIPT AND HANDLING OF MAIL AND PAPERS 509.03

V. PARTIES WHO CAN ASSERT AND FILE
SMALL ENTITY STATUS BY PAYMENT

Where small entity status is sought by way Of pay
ment of the basic filing or basic national fee, any party
(including a third party), may submit payment, such
as by check, and small entity status will be accorded.

VI. CONTINUED OBLIGATIONS FOR
THOROUGH Il'IVESTIGATION OF
SMALL ENTITY STATUS

While smallentity status is not difficult to obtain, .it
should be clearly understood that applicants need to
do a complete and thorough investigation of all facts
and circumstances before making a determination of
actual entitlement to small entity status. 37 CFR
1.27(f). Where entitlement to small entity status is
uncertain, it should not be claimed.

The assertion of small entity status (even by mere
payment of the exact small entity basic filing fee) is
not appropriate until such an investigation has been
completed. For example, where there are three pro se
inventors, before one of the iuventors pays the small
entity basic filing or basic national fee to establish
small entity status, the single .inventor assertiug enti
tlement to sma:ll entity status should check with the
other two inventors to determine whether small entity
statusis appropriate.

If small entity status is desired on the basis that the
entity is a. small business concern, the investigation
should include a review of whether the business is a
small business concern as defined by section 3 of the
Small Business Act (Public Law 85-536 as amended
by Public Law 106~50). Review of whether the busi
ness concern meets the standards set forth in 13CFR
part 121 to be eligible for reduced patent fees is also
appropriate. Additionally, if the business has
assigned; granted, conveyed or licensed (or is under
an obligation to do so) any rights in the invention to
others directly or inditectly, the samereview for each
other entity would also be appropriate.

Fnrthermore, once status as a small entity has been
established in an application, a new determination of
entitlement to small entity status is needed (1) when
the issue fee is due and (2) when any maintenance fee
is due. It should be appreciated that the costs incurred
in appropriately conducting the initial and subsequent
investigations may outweigh the benefit of claiming
small entity status. For some applicants it may be

desirable to file as a large entity (by not filing a writ
ten assertion of small entity status and by submitting
large entity fees) rather than undertaking the appropri
ate investigations which may be both difficult and
time-consuming and which may be cost effective only
where several applications are involved.

The intent of 37 CFR 127 is that the person making
the assertion of entitlement to small entity status is the
person in a position to know the facts about whether
or not status as a small entity can be properly estab
lished. That person, thus, has a duty to .investigate the
circumstances surrounding entitlement to small entity
status to the fullest extent. It is important to note that
small entity status must not be claimed unless the per
son or persons can unequivocally make the required
self-certification.

The U.S. Patent and Trademark Office does not
give advisory opinions as to whether or not a specific
individual or organization qualifies as a small entity.
In establishing reduced fees for persons, small busi
ness concerns, and nonprofit organizations, the Con
gressional consideration Of the legislation which
became Public Law 97-147 indicated an iutent that
the U.SrPatent and Trademark Office rely exclusively
on a self-certification that a patent applicant qualifies
as an independent inventor (now person), small busi
ness concern; or nonprofit organization. In addition, it
was also stated during Congressional consideration of
the legislation that no additional resources would be
required to administer the system whereby fees would
be reduced for sma:ll entities.

In view of the intent expressed during Congres
sional consideration of the legislation, it would be
inappropriate for the U.S. Patent and Trademark
Office to give advisory opinions as to entitlement to
small entity status. Accordingly, any individual seek
ing to establish status as a small entity for purposes of
paying the fee in an application or patent must file the
assertion required by 37 CFR 1.27 and in so doing is
self-certifying entitlement to small entity status.

Consistent with 37 CFR IA(d)(2), the payment ofa
small entity basic filing or national fee constitutes a
certification under 37 CFR IO.I8(b). Thus, a simple
payment of the small entity basic filing or basic
national fee, without a specific written assertion, acti
vates the provisions of 37 CFR 1.4(d)(2) and, by that,
invokes the self-certification requirement set forth
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in 37 CPR 10.18(b),Tegardless of whether the party is
a practitioner or non-practitioner.

VII REMOVAL OF STATUS

Once small entity status is established in an appli
cation or patent, fees as a small entity maythereafter
be paid in that application or patent without regard to
a change in status untilthe issue fee is due or any
maintenance fee is due. 37 CFR 1.27(g)(1). 37 CFR
1.27(g)(2) requires that notification of any change in
status resulting in Ioss of entitlement to small entity
status be filed in the application or patent prior to pay
ing, or at the time of paying, the earliest of the issue
fee or any maintenance fee due after the date on
which status as a small entity is no longer appropriate.
37 CPR 1.27(g)(2) also. requires that the notification
of loss of entitlement to small entity status be in the
form of a specific written assertion to that extent,
rather than only payment. of a large entity fee. For
example, when paying the issue fee in an application
that has previously been accorded small entity status
and the required new determination of continued enti
tlement to small entity status reveals that status has
been lost, applicant should not just simply pay the
large issue fee or cross out the recitation of small
entity status on the. returned copy of the notice of
allowance (PTOL-85(b)), but should submit a sepa
rate paper requesting removal of small entity status
pursuant to 37 CFR 1.27(g)(2).

For correcting errors in small entity status, see
paragraph X below.

VIII. IMPROPERLY ESTABLISHING SMALL
ENTITY STATUS

37 CPR 1.27(h) indicates that any attempt to fraud
ulently establish status as a small entity or pay fees as
a small entity will be considered as a fraud practiced
or attempted on the Office. Applicants should not rely
on any oraladvice inadvertently given by an Office
employee as to entitlement to small entity status. In
addition, improperly and with intent to deceive estab
lishing status as a small entity or paying fees as a
small entity will be considered as a fraud practiced or
attempted on the Office. Normally, the Office will not
question a claim to status as a small entity.

IX. REFUNDS BASED ON LATER ESTAB
LISHMENT OF SMALL ENTITY STATUS

37 CFR 1.28(a). Refunds when small entity status is later
establishedt.how errors in small entity status are excused..

(a) .Refunds based on later establishment of small entity sta
tus: A refund pursuant to § 1.26, based on establishment of small
entity status, of a portion of fees timely paid in full priorto estab
lishing status as asmall entity may onlybe obtained-if anassertion
under § 1.27 (c) and a request for a refund of the excess amount
ate filed within three months of the date of the timely payment
of the full fee. The three-month time-period is not extendable
under § 1.136. Status as a small entity is waived for any fee by the
failureto establishthe status priorto'paying, atthe time of paying,
or withinWee months of the dateof payment'of, the full fee.

(b) Date of payment.
(1) .The three-month period for requesting a refund, pur

suantto,paragraph (a) of this section, starts on the date that a full
fee has been paid;

(2) The date when a deficiency paYIll~nt is paid in full
determines the amount of deficiency thatis due, pursuant to para
graph (c) of this section.

*****
37 CFRI.28(a) provides a three-month time period

for requesting a refund of a portion of a large entity
fee based on later establishment of small entity status.
The start date of the three-month refund period of 37
CPR 1.28(a) is the date the full fee has been paid. See
37 CFR 1.28(b)(I). Payment by authorization to
charge a deposit account is treated for refund purposes
the same as payments by other means (e.g., check or
credit card authorizations), with each being treated as
paid (for refund purposes) on the date of receipt in the
Office as defined by 37 CPR 1.6. Thus, the date of
receipt of an authorization to charge fees starts the
three-month period for refunds under 37 CFR 1.28(a),
not the date of debit of the fee to a deposit account. If
a payment is mailed with a Certificate of Mailing
under 37 CPR 1.8, the three month period for request
ing a refund will start on the actual date of receipt of
the payment in the Office, and not the Certificate of
Mailing date. If a payment is filed by Express Mail
under 37 CPR 1.10, the date of deposit with the
United States Postal Service (shown by the "date-in"
on the Express Mail mailing label or other official
USPS notation) is the date of receipt of the payment
by the Office under 37 CPR UO(a) and the three
month period for requesting a refund starts on the date
shown by the "date-in" on the Express Mail mailing
label rather than the date when the payment actually
reaches the Office.
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Request for refunds, along with the assertions
under 37 CPR 1.27(c), should be addressed to the
Assistant Commissioner for Patents, Washington, DC
20231, and directed to the attention of the Refund
Section, Financial Accounting Division, Office of
Finance.

X. CORRECTING ERRORS IN SMALL
ENTITY STATUS

37 CFR 1.28(c). Refunds when small entity status is later
established;' how errors in small entity status are excused

*****
(c) How errors in small entity status are excused. If status as

a small entity is established in good faith, and fees as a small
entity are paid in good faith, in any application or patent; and it is
later discovered t1l~t such status as a s~al1 entity. was established
in error, or that through error the Office-was not notified ofa loss
of entitlement to small entity statns as required by § 1.27(g)(2),
the error will be excused upon: compliance with the separate sub
mission and itemization requirements of paragraphs (c)(l) ..and
(c)(2) of this section, .and the deficiency payment requirement of
paragraph (c)(2) of this section: .

(1) Separate submission required for each application or
patent. Any paper submitted under this paragraph must be limited
to the deficiency payment (all fees paid in error), required by
paragraph (c)(2) of this .section.for one application- or one patent.
Where more than one application or patent is involved, separate
submissions of deficiency payments (e.g., checks) and itemiza
tions are required for each application or patent.See § 1.4(b).

(2) Payment of deficiency owed. The -deficiency owed,
resulting "from' the previous erroneous payment of small' -entity
fees, must be paid.

(i) Calculation ofthe deficiency owed: The deficiency
owed for each previous fee. erroneously paid as a srnallentity is
the difference between the, current fee amount (for other thana
small entity) on the date the deficiency is paid in full and the
amount of the previous, erroneous (small entity) fee paymentThe
total deficiency payment owed is the sum of the' individual defi
ciency owed amounts for each fee amount previously erroneously
paid as a small entity. Where a fee paid in error as' a small entity
was subject to a fee decrease between the time the fee was paid in
error and- the time 'the' deficiencyis paid 'i~ full, the deficiency
owed is equal to the amount (previously} paid in error;

(ii) Itemization of thedeficiency payment. An itemiza
tion of the total deficiency payment is required. The itemization
must .includethefcllowing information:

(A) Each particular type of fee, that was erron~ously

paid as a small entity, (e.g., basic statutory filing fee, two-month
extension of time fee) along with the current fee amount for a non
small eutity;

(B) The small eutity fee actually paid, and wheu.
This will permit the Office to differentiate, for example, between
two one-month extension of time fees erroneously paid as a small
entity but on different dates;

(C) The, deficiency owed amount (for each fee erro
neously paid); and

(D) The total deficiency: payment owed, which is
the, sum or total of the .individual deficiency owed amounts set
forth iu paragraph (c)(2)(ii)(C) of this sectiou.

(3) Failure to comply with requirements. If the require:"
meutsof paragraphs (c)(l) and (c)(2) of tltis sectiou are uot com
plied with, such failure will either: be treated as an authorization
for the Office to -process the deficiency payment and charge the
processing fee set forth in § 1.17(i),or result in a requirement for
compliance within a one-month non-extendable time period under
§ 1.1.36(a) to avoid the return of the fee deficiency-paper, at the
option of the Office.

(d) 'Payment of deficiency operate's as notification ofloss of
status. Any deficiency 'payment (based on aprevious erroneous
payment of a small eutity fee) submitted under paragraph (c) of
tltis sectiou will he treated under § I.27(g)(2) as a uotificatiou of a
loss of entitlement to small entity status.

*****

37 CFR 1.28(c) provides that if small entity status
is estab-lished in good faith and the small entity fees
are paid in good faith, and it is later discovered that
such status as a small entity was established in error
or through error the Office was not notified of a
change of status, the error will be excused upon com
pli~nce with the separate submission and itemization
requirements of 37 CFR 1.28(c)(l) and (c)(2), and
the deficiency. payment requirement of 37 CFR
1.28(c)(2). The deficiency amount owed under
37 CFR 1.28(c) is calculated using the date on which
the deficiency was paid in full. See 37 CFR
1.28(b)(2).

37 CFR 1.28(c)(1) requires that a deficiency paper
be limited to one application or patent file. Where, for
example, the same set of facts has caused errors in
payment in more than one application and/or patent
file, a separate paper must be submitted in each file
for which an error is to be excused.

37 CFR 1.28(c)(2) requires that for each fee that
was erroneously paid as a small entity, the deficien
cies owed must be paid, and the payment of the defi
ciencies must be itemized. The deficiency owed for
each previous fee erroneously paid as a small entity is
the difference between the current fee amount (for
other than a sniall entity) on the date the deficiency is
paid in full and the amount of the previous erroneous
(small entity) fee payment. Where there has been a fee
decrease, the deficiency owed is equal to the amount
(previously) paid in error, not the difference between
the amount (previously) paid in error and the new
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lower large entity fee. 37 CPR 1.28(c)(2)(ii) requires
the following itemizations: (A) the particular fee
involved (e.g., basic filing fee, extension of time fee);
(Ii) the small entity fee amount actually paid and
when (for example, distinguishing between two one
month extension of time fees erroneously paid on two
different dates); (C) the actual deficiency owed for
each fee previously paid in error; and (D) the total
deficiency owed (i.e., the sum of the individual defi
ciencies owed).

Under 37 CFR 1.28(c)(3), the failure to comply
with the requirements of 37 CPR 1.28(c)(l) and (c)(2)
permits the Office at its option to either charge a pro
cessing fee (37CFR 1.17(i» to process the paper or
require compliance within a one-month non-extend
able time period to avoid return of the paper.

Any paper submitted under 37 CFR 1.28(c) is
treated as a notification of loss of small entity status
under 37 CFR 1.27(g)(2). See 37 CFR 1.28(d).

A maintenance fee improperly paid as a small
entity where small entity status has been established
but is no.longer appropriate will be treated as a matter
under 37 CPR 1.28(c) and will not be considered to
involve expiration of the patent under 37 CFR 1.378.
On the other hand, payment of a maintenance fee in
the small entity amount where small entity status has
not been established would result in the expiration of
the patent under 37 CFR 1.378 unless the full mainte
nance fee due or a written assertion of small entity
status is timely filed.

510 U.S. Patent and Trademark
Office BusinessHours

The U.S. Patent and Trademark Office working
hours are 8:30 a.m. to 5:00 p.m., Monday through Fri
day, excluding Federal holidays in the District of
Columbia. Outside these hours, only U.S. Patent and
Trademark Office employees are authorized to be in
areas of the U.S. Patent and Trademark Office other
than the Public Search Rooms.

The hours for the Patent Search Room are 8:00 a.m.
to 8:00 p.m., and the hours for the Trademark Search
Room are 8:00 a.m. to 6:00 p.m., Monday through
Friday, excluding Federal holidays in the District of
Columbia.

During working hours, all applicants, attorneys,
and other members of the public should announce
their presence to the Office personnel in the area of

their visit. In the Technology Centers (TCs), visitors
should inform the TC receptionist of their presence
before visiting other areas of the TC.

FILING OF PAPERS DURING UNSCHEDULED
CLOSINGS OF THE U.S. PATENT AND
TRADEMARK OFFICE

37 CFR 1.9(h) provides that the definition of "Fed
eral holiday within the District of Columbia" includes
an official closing of the Office. When the entire U.S.
Patent and Trademark Office is officially closed for
business for an entire day, for reasons due to adverse
weather or other causes, the Office will consider each
such day a "Federal holiday within the District of
Columbia" under 35 U.S.c. 21. Any action or fee due
on such a day may be taken, or fee paid, on the next
succeeding business day the Office is open. In addi
tion, 37 CFR 1.6(a)(I) provides "[tjhe Patent and
Trademark Office is not open for the filing of corre
spondence on any day that is a Saturday, Sunday or
Federal holiday within the District of Columbia" to
clarify that any day that is a Saturday, Sunday or Fed
eral holiday within the District of Columbia is a day
that the U.S. Patent and Trademark Office is not open
for the filing of applications within the meaning of
Article 4(C)(3) of the Paris Convention. Note further
that in accordance with 37 CFR 1.6(a)(2), even when
the Office is not open for the filing of correspondence
on any day that is a Saturday, Sunday or Federal holi
day within the District of Columbia, correspondence
deposited as Express Mail with the United States
Postal Service in accordance with 37 CPR 1.10 will
be considered filed on the date of its deposit, regard
less of whether that date is a Saturday, Sunday or Fed
eral holiday within the District of Columbia (under
35 U.S.C. 21(b) or 37 CFR 1.7).

When the U.S. Patent and Trademark Office is open
for business during any part of a business day
between 8:30 a.m. and 5:00 p.m., papers are due on
that day even though the Office may be officially
closed for some period of time during the business
day because of an unscheduled event. Theprocedures
of 37 CPR 1.10 may be used for filing applications.

Information regarding whether or not the Office is
officially closed on any particular day may be
obtained by calling (703) 308-4357 which transposes
to (703) 308-HELP.
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Effective November 29, 1999, Public Law 106-113
amended 35 U.S.C. 119(e)(3) to extend the period of
pendency of a provisional application to the next suc
ceeding business day if the day that is 12 months after
the filing date of a provisional application falls on a
Saturday, Sunday, or Federal holiday within the Dis
trict of Columbia. 35 U.S.C. 119(e)(3) as amended by
Public Law 106-113 applies to any provisional appli
cations filed on or after June 8, 1995 but has no effect
on any patent which is the subject of litigation in an
action commenced before November 29, 1999. See
also 37 CFR l.7(b).

New patent applications filed in accordance with
37 CFR 1.10 will be stamped by the Office withthe
date of deposit as "Express Mail" with the United
States Postal Service.. For example, if anew patent
application is deposited in "Express Mail" in accor
dance with 37 CPR 1.10 on a Saturday and the United
States Postal Service gives it a date of deposit of Sat
urday, the Office will accord and stamp the correspon
dence with the Saturday date. 37 CF'R 1.6(a)(2).

REGULATIONS FOR THEPUBUC USE OF
RECORDS IN THE PATENT SEARCH ROOM
OF THE U.S. PATENT AND TRADEMARK
OFFICE

The U.S. Patent and Trademark Office has estab
lished procedures and regulations for using the facili
ties of the Patent Search Room. The procedures for
the Search Room include the requirement that users
obtain and show, prior to entering the Search Room
facilities, a User Pass. This pass can be obtained at the
receptionist's desk in the lobby of Crystal Plaza
Building 3, 2021 South Clark Place, Arlington, VA.
User Passes will be.issued to persons not under prohi
bition from using the search facilities who sign an
application form and acknowledge receipt of a copy
of the noted regulations. User Passes are nontransfera
ble and are valid until reissue or revocation for cause.
Office employees must show their building pass in
order to enter the Patent Search Room.

Persons exiting the Search Room will automatically
pass electronic sensing eqnipment designed to detect
any marked documents or tnaterials being removed
from the Search Room. The sensing eqnipment is
capable of detecting marked documents and materials
in briefcases and parcels and under clothing. The
equipment does not use X-ray or other high energy

radiation and is, therefore, completely safe and harm
less to persons, photographic film, magnetic tape, and
electronic or mechanical' devices such as wrist
watches.

Whenever a marked document is transported past
the sensing equipment, U.S. Patent and Trademark
Office officials and the security guards will be alerted
to the removal of the document. Persons triggering the
alarm will be asked to cooperate in identifying the
source for the alarm, Failure to cooperate when the
alarm is triggered could result in detention of the per
son, seizure of any briefcase or the like, or other legal
measures deemed necessary and appropriate in the
specific case.

The regulations for the Search Room are reprinted
in a regulation brochnre. It is available in the Search
Room. Inorder to maintain an environment conducive
to search, the regnlations will be strictly enforced.

Although these procedures and regulations may
cause some inconvenience, it is hoped that with
understanding and cooperation they will result in
improvement in search facilities which will benefit all
participants in the U.S. patent system.

Persons violating the regulations may be denied the
use of the facilities in the Patent Search Room, and
may further be subjected to prosecution under the
Criminal Code. Additionally, the name of any person
violating these regnlations who is registered to prac
tice before the U.S: Patent and Trademark Office may
be forwarded to the Office of Enrolltnent and Disci
pline for appropriate action under 37 CPR Part 10.

USE OF TECHNOLOGY CENTER FACILITffiS

The primary function of the U.S. Patent and Trade
mark Office is the examination of nonprovisional
applications for patents and the issuance of valid pat
ents based upon a search and consideration of the best
available prior art. This can be accomplished only
through maintaining strict search file integrity within
the Technology Center (TC) facilities.

Therefore, the regulations appearing below were
established for those authorized members of the pub'
lie using the facilities of the TCs.

Although these regulations may cause some incon
. 'lenience, it is believed that with the cooperation and
understanding of the public, a more efficient and reli
able examination system within the patent examining
groups will result.
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A copy of the following "Regulations for Users of
the Technology Center Search Facilities;" is posted in
each of the TCs and the Patent Search Room:

REGULATIONS FOR USERS OF THE TECH·
NOLOGY CENTER SEARCH FACILITIES

(A) TC .facilities are defined as those areas in
Crystal City (Arlington, VA) where the TCs are
located.

(B) The use of the TC facilities for search pur
poses by members of the public is strictly limited to
the search of materials not available in the Patent
Search Room or the Scientific and Technical Informa
tion Center (STIC) and when it does not conflict with
the regular business of U.S. Patent and Trademark
personnel and only between the hours of 8:45 a.m.
and 4:45 p.m. on regular business days.

(e) Authorized Officials, under these regulations,
include Supervisory Patent Examiners and TC Direc
tors.

(D) Under applicable statutes and regulations,
including 40 U.S.C. 486(c); 41 CFR Subpart 101
20.3; and appropriate Sections of Department Organi
zation Orders 30-3A and 30-3B of the Department of
Commerce, the regulations appearing below are
established for those members of the public using the
TC Facilities.

(I) All persons using these facilities are sub
ject to the Regulations Governing Conduct on Federal
Property, as specified in 41 CFR Subpart 101-20.3.

(2) All posted Official Notices are to be com
plied with.

(3) A valid User Pass must be prominently dis
played when searching .in the TC Facilities. User
Passes are nontransferable and must be surrendered
upon request to authorized officials.

(4) All persons holding User Passes must reg
ister with the TC Receptionist, unless otherwise
directed, in each TC where they search and must sign
a log (e.g., indicating time-in, time-out, name, User
Pass number, class(es) and subclass(es) searched).

(5) No patents, records, or other documents of
the U.S. Patent and Trademark Office shall be
removed from the TC Facilities except by express.
written authorization by ari authorized official in the
TC where the material resides. Such authorization
will not be given for U.S. patents and other material

readily available through the Scientific and Technical
Information Center.

(6) Smoking is not permitted except in desig
nated areas.

(7) No food or beverages in any form are to be
consumed except in designated areas.

(8) Loud talking, use of radios, and any other
form of activity which may disturb other members of
the public or U.S. Patent and Trademark Office per
sonnel are forbidden.

(9) Children brought into the TC Facilities
must not be allowed to disturb others.

(10) The presence or use of equipment such as
dictation equipment, reproducing machines, typewrit
ers, and photographic equipment is prohibited without
prior permission from an authorized official in the TC
where the use is intended and then is permitted where
its use does not conflict with regulation (8) above.

(II) Patents and other documents must not be
removed from their shoes for any reason other than
for cursory study thereof while kept in close proxi
mate association with the shoe and must not be moved
out of their normal sequence.

(12) All patent shoes must be promptly
replaced in their proper location in the shoe case.

(13) All textbooks, journals, and the like must
be returned to their proper location.

(14) The reserving of seats and/or working
areas is prohibited.

(15) All packages, briefcases, or other personal
effects brought into the TC Facilities are subject to
search by authorized officials upon request and must
be removed when leaving the TC Facilities.

(16) All verbal requests for compliance with
these regulations or other posted U.S. Patent and
Trademark Office Notices pertaining to activity in the
TC Facilities, when made by. authorized officials,
must be promptly complied with.

(E) Persons violating these regulations may be
denied the use of the facilities in the TC and Patent
Search Room, and may further be subject to prosecu
tion under the Criminal Code. Additionally, the name
of any person violating these regulations who is regis
tered to practice before the U.S. Patent and Trademark
Office may be forwarded to the Office of Enrollment
and Discipline for appropriate action under 37 CFR
Part 10.
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If any individual is observed in violation of any of
the regulations, immediate compliance .should be
courteously requested. If a verbal request is not com
plied with, a note should be made of the individual's
name and User's Pass number, if possible (the User's
Pass is required to be prominently displayed) and a
report of the incident should be made to the Supervi
sory Patent Examiner, Supervisory Applications
Examiner, or other appropriate supervisor who will
take further action.

In addition, if any individual in .a. search area
appears to be a stranger and is not wearing a User's
Pass, some identification, such as a Building or User's
Pass, should be requested. If the individual refuses,
notify a supervisor. Consequently, all Office employ
ees are expected to carry their Building Pass with
them at all times, especially when searching outside
of their assigned TCs.

Supervisors, when aware of violations of the posted
regulations, should prepare a memorandum detailing
the facts of the incident and forward thismemoran
dum to the Deputy Commissioner for Patent Opera
tions via their TC Director. Supervisory Patent
Examiners and TC Directors are authorized to
demand surrender of User Passes on-the-spot. If the
Supervisory Patent Examiner exercises this function,
the TC Director should be immediately notified,' fol
lowed up by a memorandum as previously set forth.

511 Postal Service Emergency
Contingency Plan

35 U.S.c. 21. Filing date and dayfortaking action.
(a) The Director may by rule prescribe that any paper or fee

required to be filed in the Patent and Tradeniark Office will be
considered filed in the Office on the date on which it was depos
ited with the United states Postal Service or would have been
deposited with the United States Postal Service but for postal ser
vice interruptions or emergencies designated by the Director.

*****
37 CFR 1.6. Receipt of letters and papers.

*****
(e) Interruptions in U.S. PostalService,

If interruptions or emergencies in the"United States
Postal Service which have been so designated. by the Commis
sioner occur, the Patent and Trademark Office. will consider as
filed on a particular date in the Office any correspondence which
is:

(1) Promptly filed after the ending of the designated inter
ruption or emergency; and

(2). Accompanied by a statement indicating that, such cor
respondence would have been filed on that particular date if it
were not for the designated interruption or emergency in the
Ul1ited States Postal Service.

*****

37 CFRl.6(e) provides a procedure under which
correspondence (papers and fees)which could not be
filed on a particular date because 0fan interruption or
emergency inthe United States Postal Service .\Vhich
is so designated by the Commissione~, may be
promptly filed after the ending of such a designated
interruption or emergency and be considered as hav
ing been filed on that particular date. Authorityfor
such a practice is found in 35 U.S.C. 21(a), as
amended by Public Law 97-247.

The U.S. Patent and Trademark Office is establish
ing the following contingency plan for filing corre
spondence in the Office in the event of a designated
interruption or emergency in the mail service in the
United States. Upon determination by the Commis
sioner of Patents and Trademarks that such an emer
gency exists, a notice activating the plan will be

. issued by the Commissioner. The activating notice
willbe published in the Wall Street Journal and made
available by telephone at area code (703) 308-HELP
or toll free l'800-PTO'9199.<Also, certain publica
tions, patent bar groups, and other organizations
closely associated with the patent system, will be noti
fied. Termination of the program will be similarly
announced. Where the postal emergency is not nation"
wide, the Commissioner will designate the areas of
the United States in which the. procedures outlined
below will be in effect.

U.S. Department of Commerce District Offices will
be designated, on an emergency basis, as receiving
stations for filing correspondence in the U.S. Patent
and Trademark Office.

Upon determination that an emergency exists; the
following procedures may be followed: All corre
spondence should be enclosed in a sealed envelope
addressed to the U.S. Patent and Trademark Office
and deposited in one of the District Offices. Such
papers will be considered as received in the U.S.
Patent and Trademark Office on the day of deposit.
The District Office will date stamp each envelope and
the accompanying receipt card which completely
identifies the deposited papers. The receipt card
will be returned to the depositor. Applicants or their
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representatives should assure the legibility of the date
stamp.

District Office deposits should be limited to checks
in payment of issue fees, new application papers
wherein priority dates or statutory bars may be
involved, amendments where the 6-month statutory
period for reply is about to expire, trademark opposi
tions, Section 8 affidavits, trademark renewals, and to
other papers for which the patent and trademark stat
utes do notprovide a remedy for failure to obtain a
particular date.

Where papers originate from overseas, it is sug
gested that the papers be mailed to a registered agent
in.Canada, with a request that the papers be forwarded
by courier to the nearest District Office in the United
States.

In regard to pending applications, if the time for
taking any action or paying any fee expires during the
period that the Commissioner declares to be an emer
gency, the time will be extended until l-month after
the end of the emergency period, provided that such
extension does not exceed the maximum period for
reply provided for in the statutes.

Since this extension of time will be automatic, there
will be no record in the individual files to indicate that
a reply filed during the extended period is in fact
timely. In order to provide a complete record, appli
cants or their representatives should file a paper refer
ring to this notice in each case in which a reply is filed
during the extended period.

The addresses of the Department of Commerce
District Offices, subject to subsequent changes, are as
follows:

ALABAMA

Birmingham

- 950 22nd Street North, Room 707,35203

- Tel. 205-731-1331.

ALASKA

Anchorage
-3601C Street, Suite 700, 99503

- Tel. 907-271-6237.

-222 West 7th Ave., #23, 99513-7575

- Tel. 907"271'5136

Fairbanks
- I Eisele Rd., 99712
- Tel. 907-451-1271.

Juneau
- P.O. Box 21668, 99802-1668
- Tel. 907-586-7221

ARIZONA

Phoenix
- 2901 N. Central Ave., Suite 970,85012
- Tel. 602-640-2513
Tucson
- 6363 S. Country Club Rd., Suite 151, 85706-5906
- Tel. 520-889-6056

ARKANSAS

Little Rock
- Snite 700,425 W. Capitol Ave., 72201
- Tel. 501-324-5794

CALIFORNIA

EIMonte
- 9660 Flair Drive, Suite 455, 91731
- Tel. 818-435-8636
Fresno
- 390-B Fir Ave., Clovis, 93611, Tel. 209-325-1619
Inland Empire
- 2940 Inland Empire Blvd., Suite 121, Ontario,
91764
- Tel. 909-466-4134
Irvine
- Suite 310, 2601 Main Street, 92714
- Tel. 714-251-9001
La Jolla
- 8604 La Jolla Shores Dr., 92038
- Tel. 619-546-7081
Long Beach
- One World Trade Center, Suite 1670, 90831
- Tel. 562-980-4551.
- 501 W. Ocean Blvd., Suite 4200, 90802-4213
- Tel. 310-980-4001
Los Angeles (Downtown)
- 350 S. Figueroa St., Suite 172, 90071
- Tel. 213-894-8784
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Los Angeles (West)
- 11000 Wilshire Blvd., Room 9200, 90024
- Tel. 310-235-7104
Monterey
- Airport Road, Bldg. 4, Room 148, 93943
- Tel. 408-647-4206
- 411 Pacific St., Suite 200, 93940
- Tel. 408-641-9850.
Newport Beach
- Suite 345, 3300Irvine Ave., 92660
- Tel. 714-660-0144
Novato
- 330 Ignacio Blvd., Suite 102, 94949
- Tel. 415-883-1966
Oakland
- 530 Water St., Suite 740, 94607
- Tel. 510-273-7350
Orange County

- 3300 Irvine Ave., Suite 305, Newport Beach, 92660
- Tel. 714-660-1688
Oxnard

- 300 Esplanade Drive, Suite 2090, 93030
- Tel. 805-981-8150
Sacramento

- 917 i h St., 2nd Floor, 95814
- Tel. 916-498-5155
San Francisco

- 250 Montgomery St., 14th Floor, 94104
- Tel. 415-705-2300.

- 221 Main St., Room 1280, 94105
- Tel. 415-744-3001
Santa Clara

- 5201 Great American Pkwy., # 456,95054
- Tel. 408-970-4610
San Jose

- Suite 250, 96 N. Third Street, 95112-5119
- Tel. 408~291-4204

- 101 Park Center Plaza, Suite 1001, 95113
- Tel. 408-998-7402
San Diego

- 6363 Greenwich Dr., Suite 230, 92122
- Tel. 619-557-5395
Van Nuys

- 15350 Sherman Way, Suite 300, 91406-4224
- Tel. 818-904-6393

COLORADO

Boulder
- 325 Broadway, 80303
- Tel. 303-497-6431
- Radio Building, Room 5001,80303
- Tel. 303-497-3237
- 1050 Walnut Street, Suite 220, 80302
- Tel. 303-939-0210
Denver
- 6900 W. Jefferson Ave., 80235-2032
- Tel. 1-303-969-6750
- 1244 Speer Blvd., Room 670, 80204
- Tel. 303-844-4715
- 1625 Broadway, Suite 680, 80202
- Tel. 303-844-6622

- 900 19th Street, Suite 765,80202
- Tel. 303-312-7650

- 999 18th Street, Suite 735,80202
- Tel. 303-312-7680

CONNECTICUT

Middletown
- Suite 903, 213 Court St., 06457-3346
- Tel. 860-638-6950
Milford
- 212 Rogers Ave., 06460-6435
- Tel. 203-783-4200

DELAWARE

615 Chestnut St., Suite 1501, Philadelphia, PA 19106
- Tel. 215-597-6101

DISTRICT OF COLUMBIA

14th St. & Constitution Ave., NW, Room 7620,20230
- Tel. 202-482-0907

FLORIDA

Clearwater
- 1130 Cleveland St., 34615, Tel. 813-461-0011
Coral Gables
- 1320 S. Dixie Hwy. Room 631, IRE Bldg., 33146
2911
- Tel. 305-666-4612
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Fort Lauderdale

- 200 E. Las Olas Blvd., Suite 1260, 33301
- Tel. 305-356-7540
Miami

- P.O. Box 590570, 33159, 5600 Northwest 36th St.,
Suite 617, 33166
- Tel. 305-526-7425
- 51 S.w. First Ave., Room 1314, Federal Office
Bldg., 33130
- Tel. 305-536-5054
-75 Virginia Beach Dr., 33149-1603
- Tel. 305-361-4284
- 4301 Rickenbacker Causeway, Virginia Key

- Tel. 305-361-4300

- 3401 Northwest 59th St., P.O. Box 020197, 33102-
0197
- Tel. 305-526-7100

Orlando
- 200 E. Robinson St., Suite 1270, 32801
- Tel. 407-648-6235

Tallahassee
- The Capitol, Suite 2001,32399-0001
- Tel. 904-488-6469
St. Petersburg
- 9450 Koger Blvd., 33702
- Tel. 813-893-3141

GEORGIA

Atlanta
- 101 Marietta St. N.W., Suite 3200, 30303-2700
- Tel. 1-404-730-3832
- 401 W. Peachtree St., N.W., Suite 1820, 30308-3510
- Tel. 404-730-3002
- 285 Peachtree Center Ave., NE, Suite 200, 30303-
1229
- Tel. 404-657-1900
- 401 West Peachtree St., N.W.,
- Room 1715, The Summit Bldg., 30308
- Tel. 404-730-3300
- 401 West Peachtree St., N.W., Suite 2342, 30308

- Tel. 404-730"2780
Savannah
- 6001 Chatham Center Dr., Suite 100, 31405,

- Tel. 912-652-4204.

HAWAII

Honolulu
- 300 Ala Moana Blvd., Room 4106, P.O. Box 50026,
96850
- Tel. 808-541-1782.
- 300 Ala Moana Blvd. (mail to: NOAA, P.O. Box,
Room 4110, Prince Kuhio Federal Bldg., 50027,
Honolulu, HI 96850-4493),
- Tel. 808-541-1641
- 2570 Dole St., 96822-2396
- Tel. 808-943-1221

IDAHO

.Boise

- 2nd Fl., 700 West State St., 83720
- Tel. 208-334-3857

ILLINOIS

Chicago
- 111 North Canal St., Suite 855, 60606-7204
- Tel. 312-353-7706
- 55 West Monroe St., Suite 2440, 60603
- Tel. 312-353-8045
- 2400 Devon Street, Suite 300,60018
- Tel. 312-353-6640
- 55 E. Monroe St., Suite 1406, 60603
- Tel. 312-353-0182
Highland Park
- 610 Central Ave., Suite 150, 60035
- Tel. 847-681-8010
Rockford
- 515 North Court St., P.O. Box 1747, 61103
- Tel. 815-987-8123
Westchester
- 2255 Enterprise Dr., Suite 5501, 60154-5800
- Tel. 708-562-1350
Wheaton
- 201 E. Loop Road, 60187, clo Illinois Institute of
Technology, Rice Campus
- Tel. 312-353-4332
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INDIANA

Indianapolis
- 11405 N. Pennsylvania St., Suite 106,46032,
- Tel. 317-582-2300,
Jeffersonville

- 1201 E. 10th St., Room 247,47132,
- Tel. 1-812-218-3344.
- Personal Census Search Unit, P.O. Box 1545, Jeffer-
sonville, 47131,
- Tel. 812-285-5314.

IOWA

Des Moines
- 210 Walnut St., Room 817, 50309
- Tel. 515-284-4222

KANSAS

Kansas City

- 400 State Ave., Gateway Tower II, Suite 1500,
66101-2410
- Tel. 913-551-6728
Wichita
- 151 North Volutsia, 67214
- Tel. 316-269-6160

KENTUCKY

Louisville

- 601 W. Broadway, Room 634B, 40202,
- Tel. 502-582-5066
Somerset

- 2292 S. Highway 27, Suite 320, 42501
- Tel. 606-677-6160

LOUISIANA

Delta

- 365 Canal St., Suite 2150, New Orleans, 70130
- Tel. 504-589-6546
Shreveport

- 5210 Hollywood Ave., Annex, 71109
- Tel. 318-676-3064

MAINE

Portland
- c/o Maine International Trade Center
- 511 Congress St., 04101
- Tel. 207-541-7400.

MARYLAND

Baltimore
- 401 East Pratt St., World Trade Center, Suite 2432
21202
- Tel. 410-962-4539
Hagerstown
- 319 East Antietam, Hagerstown Telephone Center,
St.,FfS
- 301-416-7090
Oxford
- 904 South Morris Ave., Oxford Cooperative Labora
tory, 21654
- Tel. 410-226-5193
Silver Spring
- 1315 East West Hwy., 20910
- Tel. 301-713-2259
- 1325 D East West Hwy., 20910
- Tel. 301-713-0684
- NIST Gaithersburg Bldg., 413 Room 114,20899
- Tel. 301-975-4609

MASSACHUSETTS

Boston
- 2 Copley Place, Suite 301, P.O. Box 9108, 02117~

9108,
- Tel. 617-424-0500
- 10 Causeway St., Room 350, 02222
- Tel. 617-565-6030
- 164 Northern Ave., Suite 307, World Trade Center,
02210
- Tel. 617-424-5990
- 10 Causeway St., Room 418,02222-1041
- Tel. 617-565-6850
Gloucester
- One Blackburn Drive, 01930
- Tel. 508-281-9250
Marlborough
- 100 Granger Blvd., Unit 102, 01752
- Tel. 508-624-6000
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Woods Hole
- Northeast Fisheries Center, 02543
- Tel. 617-548-5123

MICHIGAN

Ann Arbor
- 2205 Commonwealth Blvd., 48105-1593
- Tel. 313-668-2244
- 425 S. Main Street, Suite 103,48104
- Tel. 313-741-2430
Detroit
- 1395 Brewery Park Blvd., P.O. Box 33405 48232
5405
- Tel. 313-259-1158
- 211 W. Fort St., Suite 2220, 48226
- Tel. 313-226-3650
Grand Rapids
- 301 W. Fulton St., Suite 718-S, 49504
- Tel. 616-458-3564
Pontiac
- 250 Elizabeth Lake Road, 48341
- Tel. 248-975-9600

MINNESOTA

Minneapolis

- 110 South 4th St., Room 108, 55401
- Tel. 612-348-1638.

MISSISSIPPI

Mississippi
- 704 East Main St., Raymond, 39154
- Tel. 601-857-0128.
Pascageula
- Mississippi Laboratory, P.O. Box 1207, 39568-1207
- Tel. 601-762-4591.
Stennis Space Center
- Stennis Space Center, SSC, 39529-6000,
- Tel. 610-688-2800.

MISSOURI

Kansas City

- 601 E. 12th St., Room 1736, Federal Bldg., 64106,
- Tel. 816-426-2050

- 601 E. 12th St., Room 635, 64106

- Tel. 816-426-3141

- 601 E. 12th St., Room 1728, Federal Bldg., 64106-
2897
- Tel. 816-426-5922
- Bldg. 9, 617 Hardesty St., 65124-3097
- Tel. 816-374-6263
St. Louis
- 8182 Maryland Ave., Suite 303, 63105
- Tel. 314-425-3302

MONTANA

See Boise, Idaho

NEBRASKA

Omaha
- 11135 0 St., 68137
- Tel. 402-221-3664

NEVADA

Reno
- 1755 East Plumb Lane, Suite 152, 89502
- Tel. 702-784-5203

NEW HAMPSHIRE

Portsmouth
- 17 New Hampshire Ave., 03801-2838
- Tel. 603-334-6074

NEW JERSEY

Highlands
- James J. Howard Marine Science Center, Bldg. 74
- McGumder Rd., 07732
- Tel. 908-872-3000.
Newark

- One Gateway Center, qth Fl., 07102
- Tel. 201-645-4682
Princeton
- Forrestal Campus, Princeton University, P.O. Box
30808540
- Tel. 609-452-6502
Trenton
- 3131 Princeton Pike, Bldg. #6, Suite 100, 08648
- Tel. 609-989-2100
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NEW MEXICO

Sante Fe
- c/o New Mexico Dept. of Economic Development,
P.O. Box 20003, 87504-5003
- Tel. 505-827-0350.

NEW YORK

Bohemia
- 630 Johnson Ave., Airport Corp. Center, 11716
- Tel. 516-244-0100.
Buffalo
- 111 West Huron St., Room 1304, 14202
- Tel. 716-846-5290.
Harlem

- 163 West 125th St., Suite 904, New York, 10027
- Tel. 212-860-6200 .
Long Island
- 1550 Franklin Ave., Room 207, Mineola, 11501
- Tel. 516-739-1765
New York
- Room 37-130, Jacob J. Javits Federal Office Bldg.,
26 Federal Plaza, 10278-0044
- Tel. 1-212-264-3860
- Room 635, 6 World Trade Center, 10048
- Tel. 212-466-5222
- Room 3720, Jacob J. Javits Federal Office Bldg., 26
Federal Plaza, 10278
- Tel. 212-264-3262
Rochester
- 111 West Huron St., Room 1304, 14604
- Tel. 716-263-6480
Staten Island
- Teleport II, 2 Teleport Drive, 10311
- Tel. 718-370-0070.
Westchester
- 707 West Chester Ave., White Plains, J0604
- Tel. 914-682-6218

NORTH CAROLINA

Asheville
- 151 Patton Ave., 28801-5001, Tel. 704-271-4476
Beaufort
- 101 Pivers Island Rd., 28516-9722,
- Tel. 919-728-8724

Carolinas
- 521 E. Morehead St., Suite 435, Charlotte, 28202
- Tel. 704-333-4886
Charlotte
- 901 Center Park Drive, Suite 106, 28217-2935
- Tel. 704-344-6142
Greensboro
- 400 West Market St., Suite 400,27401
- Tel. 910-333-5345

NORTH DAKOTA

See Minneapolis, Minnesota

OHIO

Cincinnati

- 36 East 7 th St., Suite 2650, 45202
- Tel. 513-684-2944
Cleveland
- 600 Superior Ave., East, Suite 700, 44114
- Tel. 216-522-4750.
Columbus

- 4th Fl., 37 NorthHigh St., 43215
- Tel. 614-365-9510.
Toledo
- 300 Madison Ave., 43604, Tel. 419-241-0683

OKLAHOMA

Norman
- 1313 Halley Circle, 73069, Tel. 405-366-0427
Oklahoma City

- 301 Nortbwest 63rd St., Suite 330; 73116
- Tel. 405-231-5302
Tulsa
-700 N. Greenwood Ave., Suite 1400,74106
- Tel. 918-581-7650.

OREGON

Eugene
- 1445 Williamette St., Suite 13
- Tel. 541-465-6575
Portland
- 121 S.w. Salmon St., Suite 242, 97204
- Tel. 503-326-3001.
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PENNSYLVANIA

Harrisburg

- 3rd Fl., 417 Walnut St., 17101, Tel. 717-232-0051
Philadelphia

- 1st Fl., 105 South 7th St., 19106-3395
- Tel. 1-215-597-4920
- Independence Square West, Suite 140 South, 191D6
- Tel. 215-597-4603
- Suite 1501, 615 Chestnut St., 19106
- Tel. 215-597-6101
- 600 Arch St., Room 10128, Federal Bldg., 19106
- Tel. 215-597-9236
Pittsburgh
- 1000 Liberty Ave., 2002 Federal Bldg., 15222
- Tel. 412-395-5050
Scranton
- 1 Montage Mountain Road, Suite B, Moosic, 18507
- Tel. 717-969-2530.

PUERTO RICO

San Juan
- 525 ED. Roosevelt Ave., Suite 905, 00918
- Tel. 787-766-5555

RHODE ISLAND

Narragansett
- Narragansett Laboratory
- 28 Tarzwell Dr., 02882
- Tel. 401-782-3210
Providence
- One West Exchange St., 02903
- Tel. 401-528-5104

SOUTH CAROLINA

Charleston
- 81 Mary St., 29403, P.O. Box 975, 29402
- Tel. 803-727-4051
- Charleston Laboratory
- P.O. Box 12607, 29412-9110
- Tel. 803-762-8500
Columbia
- 1835 Assembly St., Suite 172, 29201
- Tel. 803-765-5345
Upstate

- Park Central Office Park, Bldg. 1, Suite 109
- 555 N. Pleasantburg Dr., Greenville, 29607
- Tel. 864-271-1976

SOUTH DAKOTA

Siouxland
- Augustana College,
- 2001 S. Summit Ave., Room SS-29A, Sioux Falls,
57197
- Tel. 605-330-4264

TENNESSEE

Knoxville
- 301 East Church Ave., 37915
- Tel. 423-545-4637
Memphis
- 22 North Front St., Suite 200, 38103
- Tel. 901-544-4137
Nashville
- 404 James Robertson Pkwy., Suite 114, 37219
- Tel. 615-736-5161

TEXAS

Austin
- 903 San Jacinto Blvd., Suite 121,78701-2450
- Tel. 512-916-5595.

- 1700 Congress, 2nd Fl., 78701
- P.O. Box 12728, 78711
- Tel. 512-916-5939.
Dallas
- 6303 Harry Hines Blvd., Suite 210, 75235-5269
- Tel. 214-640-4400.
- 2050 N. Stemmons Fwy., Suite 170,75207
- P.O. Box 420069, 75342-0069
- Tel. 214-767-0542.
- 525 Griffin St., Room 622, 75202
- Tel. 214-767-9294
- 1100 Commerce St., Room 7B23, 75242
- Tel. 214-767-8001
Fort Worth
- 819 Taylor St., Room lOA26, 76102-6171
- Tel. 817-334-2668.
- 711 Houston St., 76102
- Tel. 817-212-2673
Galveston
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- Galveston Laboratory
- 4700 Ave. G, 77551-5997
- Tel. 409-766-851l.
Houston
- 500 Dallas, Suite 1160, 77002
- Tel. 713-718-3062
San Antonio
- 1222 N. Main, Suite 450, 78212 .
- Tel. 210-228-9878

UTAH

Salt Lake City
- 324 South State St., Suite 221, 84111
- Tel. 801-524-5116
- 125 S. State St., Room 1210, NOAA Federal Bldg.
84147-1102
- Tel. 801-524-5122

VERMONT

Montpelier
- National Life Bldg., Drawer 20,05620-0501
- Tel. 802-828-4508

VIRGINIA

Arlington
- 2001 Jefferson Davis Hwy., Room 509, 20231
- Tel. 703-306-3315
- 1213 Jefferson Davis Hwy., Suite 805, 22202
- Tel. 703-603-030l.
Norfolk
- 200 World Trade Center, 23510
- Tel. 804-441-6864.
- 439 W. York St., 23510-1114
- Tel. 804-441-6776.
Northern Virginia
- 1616 N. Fort Meyer Dr., Suite 1300, Arlington,
22209
- Tel. 703-524-2885.
Richmond
- 704 East Franklin St., Suite 550, 23219
- Tel. 804-771-2246.
Springfield
- 381 Elden St., Herndon, 22070
- Tel. 703-487-9300.
Wallops Island

- P.O. Box 39,23337
- Tel. 804-824-7311

WASHINGTON

Seattle

- 7600 Sand Point Way, N.£., 98115,
- Tel. 206-526-6026.
- 101 Stewart St., Suite 500, 98101-1098,
- Tel. 206-728-5300.
- Jackson Federal Bldg.
- 915 Second Ave., Room 1856, 98174
- Tel. 206-220-7660.

- 2001 6th Ave., Suite 650,98121
- Tel. 206-5.53-5615.
- 2725 Montlake Blvd., East, 98112,
- Tel. 206-860-3200.
- 1801 Fairview Ave., East 98102
- Tel. 206-442-7656.

- 915 Second Ave., Room.3292, Federal Bldg., 98174
- Tel. 206-220"7970.
Spokane
- 1020 West Riverside, 9920 I
- Tel. 509-3?3-2625.

WEST VIRGINIA

Charleston
- 405 Capitol St., Suite 807, 25301
- Tel. 304-347-5123.
Wheeling

- 1310 Market St., 2nd FI.,26003
- Tel. 304-233-7492.

WISCONSIN

Milwaukee

- 517 East Wisconsin Ave., Room 596, 53202
- Tel. 414-297-3473.

WYOMING

Served by:
- 1625 Broadway, Suite 680,
- Denver, Colorado 80202
- Tel. 303-844-6622.
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512 Certificate of Mailing or
Transmission

37 CFR 1.8. Certificate ofmailing or transmission.
(a) Except in the cases enumerated in paragraph (a)(2) of

this section, correspondence required to be filed in the Patent and
Trademark Office within a set period of time will be considered as
being timely filed if the procedure described in this sectionis fol
lowed. The actual date of receipt will be used for all other pur
poses.

(1) Correspondence will be considered as being timely
filed if:

(i) The correspondence is mailed or transmitted prior
to expiration of the set period of time by being:

(A) Addressed as set out in § 1.1(a) and deposited
with the U.S. Postal Service with sufficient postage as first class
mail; or

(B) Transmitted by facsimile to the Patent and
Trademark Office in accordance with § 1.6(d); and

(ii) The correspondence includes a certificate for each
piece of correspondence stating the date of deposit or transmis
sion. The person signing the certificate should have reasonable
basis to expect that the correspondence would be mailed or trans
mitted on or before the date indicated.

(2) The procednre described in paragraph (a)(I) of this
section does not apply to, and no benefit will be given to a Certifi
cate of Mailing or Transmission on, the following:

(i) Relative to Patents and Patent Applications-
(A) The filing of a national patent application spec

ification and drawing or other correspondence for the purpose of
obtaining an application filing date, including a request for a con
tinued prosecution application under § 1.53(d);

(B) The filing of correspondence in an interference
which an examiner-in-chief orders to be filed by hand or "Express
Mail";

(C) The filing of agreements between parties to an
interference under 35 U.S.C. 135(c);

(D) The filing of an international application for
patent;

(E) The filing of correspondence in an international
application before the U.S. Receiving Office, the U.S. Interna
tional Searching Authority, or the U.S. International Preliminary
Examining Authority;

(F) The filing of a copy of the international appli
cation and the basic national fee necessary to enter the national
stage, as specified in§ 1.494(b) or § 1,495(b).

(ii) Relative to Trademark Registrations and Trade-
mark Applications-

(A) The filing of a trademark application.

(B) [Reserved]

(C) [Reserved]

(D) [Reserved]

(E) [Reserved]

(F) [Reserved]

(iii) Relative to Disciplinary Proceedings-

(A) Correspondence filed in connection with a dis
ciplinary proceeding under part 10 of this chapter.

(B) [Reserved]

(b) In the event that correspondence is considered timely
filed by being mailed or transmitted in accordance with paragraph
(a) of this section, but not received in the Patent and Trademark
Office, and the application is held to be abandoned or the proceed
ing is dismissed, terminated, or decided with prejudice, the corre
spondence will be considered timely if the party who forwarded
such correspondence:

(1) Informs the Office of the previous mailing or trans
mission of the correspondence promptly after becoming aware
that the Office has no evidence of receipt of the correspondence;

(2) Supplies an additional copy of the previously mailed
or transmitted correspondence and certificate; and

(3) Includes a. statement which attests on a personal
knowledge basis or to the satisfaction of the Commissioner to the
previous timely mailing or transmission. If the correspondence
was sent 'by facsimile transmission, a copy of the sending unit's
report confirming transmission may be used to support this state
ment

(c) The Office may require additional evidence to determine
if the correspondence was timely filed.

A suggested format for a Certificate of Mailing and
a Certificate of Transmission under 37 CFR 1.8 to be
included with the correspondence is reproduced
below.

Certificate of Mailing

I hereby certify that this correspondence is being deposited with
the United States .Postal Service with sufficient. postage as first
class mail in an envelope addressed to:

Assistant Commissioner for Patents

Washington, DC. 20231

on _

(Date)

Typed or printed name of person signing this certificate

Signature' _

Certificate of Transmission

I hereby certify that this correspondence is being facsimile trans
mitted to the U.S. Patent and Trademark Office (Fax No.
(703)_-_)

on .

(Date)

August 2001 500~54



RECEIPT AND HANDLING OFMAIL AND PAPERS 512

Typed or printed name of person signing this certificate

'Signature ~

'f{ 5.02 Format of Certificate ofMailing or Transmission
The following are suggested formats for either a Certificate of

Mailing or Certificate of Transmission under 37 CFR 1.8(a). The
certification may be included with all correspondence concerning
this application or proceeding to establish a date of mailing or
transmission under 37 CFR 1.8(a). Proper use of this procedure
will result in such communication being considered as timely if
the established date is within the required period for reply. The
Certificate should be signed by the individual actually depositing
or transmitting the correspondence or by an individual who, upon
information and belief, expects the correspondence tobe mailed or
transmitted in the normal course of business by another no later
than the date indicated.

Certificate of Mailing

I hereby certify that this correspondence is being deposited
with the United States Postal Service with sufficient postage
as first class mail in an envelope addressed to:
Assistant Commissioner for Patents
Washington, D.C. 20231

on .

(Date)

Typed or printed name of person signing this certificate:

Signature: --,--_

Certificate of Transmission

I hereby certify that this correspondence is being facsimile
transmitted to the United States Patent and Trademark Office,
Pax No. (703)__ - on . (Date)

Typed or printed name of person signing this certificate:

Signature:

Please refer to 37 CPR 1.6(d) and 1.8(a)(2) for filing limita
tions concerning facsimile transmissions and mailing, respec
tively.

Under 37 CFR 1.8, a person may state on certain
papers directed to the Office (exceptions are stated in

37 CFR 1.8), the date on which the paper will be
deposited in the United States Postal Service or trans
mitted by facsimile. If the date stated is within the
period for reply, the reply in most instances will be
considered to be timely. This is true even if the paper
does not actually reach the Office until after the end of
the period for reply. The Certificate of Mailing proce
dure does not apply to papers mailed in a foreign
country.

The Certificate of Transmission procedure, how
ever, also applies to papers transmitted to the Office
from a foreign country provided that the correspon
dence being transmitted is not prohibited from being
transmitted by facsimile and is not otherwise pre
cluded from receiving the benefits under 37 CFR 1.8.

I! should be noted, however, that the Office will
continue its normal practice of stamping the date of
receipt ("Office Date" Stamp) on all papers received
through the mail or by facsimile except those filed
under 37 CFR 1.10 (See MPEP § 513). The date
stamped will also be the date which is entered on
Office records and from which any subsequent peri
ods are calculated. For example, 37 CFR 1.192 gives
an appellant 2 months from the date of the appeal to
file an appeal brief. For example, if the last day to
reply to a final rejection was November 10, 1997, and
applicant deposited a Notice of Appeal with fee in the
U.S. mail on November 10, 1997, and so certified,
that appeal is timely even if it was not received in the
U.S. Patent and Trademark Office until November 16,
1997. Since the date of receipt will be used to calcu
late the time at which the brief is due, the brief was
due on January 16, 1998. This is 2 months after the
Mail Center date.

37 CFR 1.8(a)(2)(i)(A) specifically refers to a
request for a continued prosecution application (CPA)
filed under 37 CFR 1.53(d) as a correspondence filed
for the purposes of obtaining an application filing date
and the procedures and benefit set forth in 37 CFR
1.8(a)(1) are not applicable to a request for a CPA.
The date on a certificate of mailing or transmission
(37 CFR 1.8(a» of a CPA is not controlling or even
relevant. A CPA filed by facsimile transmission will
not be accorded a filing date as of the date on the cer
tificate of transmission unless Office records indicate,
or applicant otherwise establishes pursuant to 37 CFR
1.6(f), receipt in the Office of the complete CPA on
the date on the certificate of transmission and that
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date is not a Saturday, Sunday, or Federal holiday
within the District of Columbia.

PROCEDURE BY APPLICANT

(A) The certification requires a signature. Specifi
cally, if the certification appears on a paper that
requires a signature, two signatures are required, one
for the paper and one for the certification. Although
not specifically required by 37 CFR 1.8, it is preferred
that the certificate be signed by the applicant,
assignee, or registered practitioner.

(B) When possible, the certification should
appear on a portion of the paper being submitted.
However, if there is insufficient space to make the
certification on the same paper, the certification
Should be on a separate sheet securely attached to the
paper.

(C) When the certification is presented on a sepa
rate sheet, that sheet must (l) be signed and (2) fully
identify and be securely attached to the paper it
accompanies. The required identification should
include the application number and filing date of the
application as well as the type of paper being filed,
e.g., reply to rejection or refusal, Notice of Appeal,
etc. An unsigned certification will not be considered
acceptable.

Moreover, without the proper identifying data, a
certification presented on a separate sheet will not be
considered acceptable if there is any question ordoubt
concerning the connection between the sheet and the
paper filed.

If the sheet should become detached from the
paper and thereafter not associated with the appropri
ate file, evidence that this sheet was received in the
Office can be supported by submitting a copy of a
postcard receipt specifically identifying this sheet and
the paper and by submitting a copy of the sheet as
originally mailed. Attention is directed to MPEP §
503 relative to the use of postcards as receipts.

(D) In situations wherein the correspondence
includes papers for more than one application (e.g., a
single envelope containing separate papers respond
ing to Office actions in different applications) or
papers for various parts of the Office (e.g., a patent
issue fee transmittal form PTOL-85B and an assign
ment), each paper must have its own certification as a
part thereof or attached thereto.

Although Form PTOL-85B, Issue Fee Transmittal
Form, may contain a Certificate of Mailing thereon, a
separate Certificate of Mailing is required for all
papers included with this form, including formal
drawings, since papers are separated aud flow to dif
ferent areas of the Office. Checks submitted with the
papers do not require a separate certification.

(E) In situations wherein the correspondence
includes several papers directed to the same area of
the Office for the same application (for example, a
proposed reply under 37 CFR 1.116 and a Notice of
Appeal), each paper should have its own certification
as a part thereof or attached thereto.

(F) For the purposes of 37 CFR 1.8(a)(1)(i)(A),
first class mail is interpreted as including "Express
Mail" and "Priority Mail" deposited with the U.S.
Postal Service.

Alternatively, the correspondence may be submit
ted with a cover or transmittal letter which itemizes
the papers and on which is placed the certificate under
37 CFR 1.8.

USE OF STAMPED CERTIFICATION

Some practitioners place the certification language
on the first page of a paper with an inked stamp. Such
a practice is encouraged because the certification is
not only readily visible but also forms an integral part
of the paper.

OFFICE PROCEDURE

A. Mail Center of the Office of Initial Patent
Examination

The Mail Center of the Office of Initial Patent
Examination will continue to date stamp the actual
date of receipt of all papers received by mail in the
Office. No attempt will be made to retain the enve
lopes in which the papers are received (;r to indicate
on the papers the postal cancellation date (postmark).

However, the benefits of 37 CFR 1.8 or 37 CFR
1.10 apply only to documents delivered to the Office
by the U.S. Postal Service. A number of instances
have been uncovered where individuals are certifying
that documents were deposited with the U.S. Postal
Service when, in fact, the documents were hand-car
ried or delivered to the Office via commercial couri
ers, e.g., "Federal Express," "DHL," "Purolator," "Air
Borne," "UPS." In those instances where documents
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include a Certificate of Mailing under 37 CFR 1.8 or
"Express Mail" mailing label (commonly used to
comply witb 37 CFR 1.10) but were delivered to the
Office by other tban the U.S. Postal Service, Mail
Center personnel are placing a notice indicating tbat
fact on the correspondence involved to alert Office
personnel tbat tbe benefits of 37 CPR 1.8 or 37 CFR
1.10 do not apply.

B. Processing Areas

When papers are received in a Technology Center
(TC), tbe date of receipt in tbe TC is stamped on tbe
papers in accordance with 37 CPR 1.6(a).

The date indicated on the Certificate of Mailing or
of Transmission will be used by tbe Office only to
determine if the paper was deposited in the United
States Postal Service or transmitted by facsimile
within tbe period for reply. If the paper was actually
received in tbe Office within tbe period for reply,
tbere is no need to refer to the Certificate. Note how
ever, tbat 37 CPR 1.6(a)(3) provides tbat "[c]orre
spondence transmitted by facsimile to tbe Patent and
Trademark Office will be stamped with tbe date on
which the complete transmission is received in tbe
Patent and Trademark Office unless tbat date is a Sat
urday, Sunday, or Federal holiday witbin the District
of Columbia, in which case tbe date stamped will be
tbe next succeeding day which is not a Saturday, Sun
day, or Federal holiday within the District of Colum
bia."

If, however, the paper was received in tbe U.S.
Patent and Trademark Office after tbe end of tbe
period for reply, tbe paper should be inspected to
determine if a Certificate of Mailing or of Transmis
sion has been included. Where no such Certificate is
found, tbe paper is untimely since applicant did not
reply within the period for reply. This may result in
abandonment of the application or other loss of rights.

In tbose instances where a Certificate of Mailing or
of Transmission does appear in the paper or a cover
letter tbereto, a check should be made to determine
whetber tbe indicated date of deposit or transmission
is within the period for reply. If tbe date indicated in
theCertificate is after tbe end of tbe period for reply,
the paper is untimely and no notation of tbe date need
be made. Where tbe date indicated on tbe Certificate
is within tbe period for reply, tbe paper should be con
sidered to be timely filed. A notation should be made

adjacent to tbe Office stamp indicating the date of
receipt ("Office Date" Stamp) which notes tbe dille
stated on tbe Certificate. This notation should be "C
of Mail" or "Cof Fax" followed by the date. A paper
with a certificate dated November 10, 1997, would be
noted next to the "Office Date" Stamp "(C of Mail.
11/10/97)." This notation should also appear on the
"Contents" portion of the file wrapper.

If tbe period set for taking an action in tbe U.S;
Patent and Trademark Office ends on a Saturday, Sun
day, or Federal holiday within the District of Colum
bia (37 CFR 1.7), the action will be considered to be
timely if deposited in tbe United States mail or trans
mitted by facsimile and certified under 37 CFR 1.8(a)
on the next succeeding day which is not a Saturday,
Sunday, or a Federal holiday.

It should be noted that the filing of a paper for the
purpose of obtaining a continuation or division appli
cation under 37 CFR 1.53(d) and former 37 CFR 1.60
or 1.62 is excluded from tbe Certificate practice under
37 CFR 1.8(a)(2)(i)(A) since it is considered to be tbe
filing of a national patent application.

Effective November 29, 1999, Public Law 106-113
amended 35 U.S.C. 119(e)(3) to extend the period of
pendency of a provisional application to tbe next suc
ceeding business day if tbe day tbat is 12 montbs after
the filing date of a provisional application falls on a
Saturday, Sunday, or Federal holiday within the Dis
trict of Columbia. See also 37 CFR 1.7(b). 35 U.S.C.
119(e)(3) as amended by Public Law 106-113 applies
to any provisional applications filed on or after June
8, 1995 but has no effect on any patent which is the
subject of litigation in an action commenced before
November 29, 1999.

No benefit will be given to a Certificate of Mailing
or Transmission relative to tbe filing of a national
patent application specification and drawing or other
correspondence for tbe purpose of obtaining an appli
cation filing date. However, note that new patent
applications filed in accordance witb 37 CFR 1.10
will be stamped by the Office with tbe date of deposit
as "Express Mail" witb tbe United States Postal Ser
vice. For example, if a new patent application is
deposited as "Express Mail" in accordance witb
37 CFR 1.10 on a Saturday and the United States
Postal Service gives it a date of deposit of Saturday,
the Office willaccord and stamp the correspondence
witb tbe Saturday date. 37 CPR 1.6(a)(2).
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All Certificates of Mailing or Transmission filed in
applications should be placed in the file wrappers
directly below the papers to which they refer.

TC personnel receiving a hand-delivered paper
from other than U.S. Postal Service personnel
should inspect the paper to ensure that the benefits of
37 CFR 1.8 or "Express Mail" benefits under 37 CFR
1.10 are not accorded in error. If the paper contains a
certificate of mailing under 37 CFR 1.8 or "Express
Mail" mailing label (commonly used to comply with
37 CFR. 1.10), the words "HAND DELIVERED"
should be written adjacent to the TC date stamp.

Applicant should be notified in the next Office
action when a paper containing a Certificate of Mail
ing has been denied the benefits under 37 CFR 1.8 or
a paper containing an "Express Mail" mailing label
(commonly used to comply with 37 CFR 1.10) is
denied benefits under 37 CFR 1.10 by including, for
example, form paragraph 5.04.

'f{ 5.04 Benefit of Certificate ofMailing Denied
The [11 filed [2] is not entitled to the benefits of 37 CPR 1. [31

since it was not deposited with the U.' S. Postal Service for deliv
ery to the U.S. Patent and Trademark Office. Therefore, the date
of receipt in the U.S. Patent and Trademark Office has been used
to determine the timeliness of the paper.

Examiner Note:
1. This form paragraph is to be used in those situations .where
correspondence contains, a Certificate of Mailing. under 37 CFR
1.8 or requests the benefit of "Express Mail" under 37 CPR 1.10,
but the correspondence was not actually deposited with the D, S.
Postal Service.
2. In bracket'S, insert -':8-- or --10--"as appropriate.

Misuse of a Certificate of Mailing under 37CFR
1.8 or improperly claiming the benefit of 37 CFR.l.10
which appears to be more than a one-time, inadvertent
error should be brought to the attention of the Office
of Enrollment and Discipline.

ORIGINAL MAILED PAPER NOT DELIVERED

Paragraphs (b) and (c) of 37 CFR 1.8 concern the
situation where a paper containing a Certificate was
timely deposited in the U.S. mail or transmitted by
facsimile, but never received by the U.S. Patent and
Trademark Office. In the TCs, all submissions under
these paragraphs should be considered and the suffi
ciency thereof determined by the TC Director. The
statement required by 37 CFR 1.8(b)(3) is no longer
required to be verified.

513 Deposit as Express Mail with
U.S. Postal Service

35 U.S.c. 21. Filing date and day for taking action.
(a), The Director :may by rule prescribe that any paper or fee

required to be filed in the Patent and Trademark Office will be
considered filed in the Office on the date on which it was depos
ited with the Uriited States Postal Service or would have been
deposited with the United States Postal Service but for postal ser
vice interruptions or emergencies designated by the Director.

*****
37 CFR 1.6. Receipt ofcorrespondence.

(a) Date oj receiptand Express Mail date of deposit. Corre
spondence received in the Patent and Trademark Office is
stamped with the date of receipt except as follows:

(1) .The Patent and Trademark Office is not open for the
filing of corespondence on any day that is a Saturday, Sunday, or
Federal holiday within the Distarict of Columbia. Except for cor
respondence transmitted by facsimile under paragraph (a)(3) of
this section, or filed electronically under paragraph (a)(4) of this
section, no correspondence is received in the Office on Saturdays,
Sundays, or Federal holidays within the District of Columbia.

(2) Correspondence filed in accordance with § 1.10 will
be stamped With the date of deposit as "Express Mail" with the
United States Postal Service.

(3) Correspondence transmitted by facsimile to the Patent
and Trademark Office will be stamped with the date on which the
complete transmission is received in the' Patent and Trademark
Office unless that date is a Saturday, Sunday, or Federal holiday
within the, District of Columbia, in which case the date stamped
will be the next succeeding day which is not a Saturday, Sunday,
or Federal holiday within 'the District of Columbia.

(4) Trademark-related correspondence transmitted elec
tronically will be stamped -with the date on which the Office
receives the transmission.

*****
37 CFR 1.10. Filing of correspondence by "Express
Mail".

(a) Any correspondence received by the Patent and Trade
mark Office (Office) that was delivered by the "Express Mail Post
Office to-Addressee" service of the United States Postal Service
(USPS) _will be considered filed in the Office on the date of
deposit with the USPS. The date of deposit with the USPS is
shown by the "date-in" on the "Express Mail" mailing label or
other official USPS notation. If the USPS deposit date cannot be
determined, the- correspondence- .will be accorded the Office
receipt date as the filing date. See § 1.6(a).

(b) Correspondence should be deposited directly with an
employee. of the USPS to ensure that the person depositing the
correspondence receives a legible copy _of the _"Express Mail"
mailing label with the "date-in" clearly marked. -Persons dealing
indirectly with the employees of the USPS (such as by deposit in
an "Express Mail" drop box) do so at the risk of not receiving a

August 2001 500-58



RECEIPT AND HANDLING OF MAIL AND PAPERS 513

copy of the "Express Mail" mailing label with the desired "date
in" clearly marked. The paper(s) or fee(s) that constitute the corre
spondence should also include the "Express Mail" mailing .label
number thereon. See paragraphs (c), (d) and (e) of this section.

(c) Any person filing correspondence under this section that
was received by the Office and delivered by the "Express Mail
Post Office to Addressee" service of the USPS, who can show that
there is a discrepancy between the filing date accorded by the
Office to the correspondence and the date of deposit as shown by
the "date-in" on the "Express Mail" mailing label or other official
USPS notation, may petition the Commissioner to accord the cor
respondence a filing date as of the "date-in" on the "Express
Mail" mailing label or other official.USPS notation, provided that:

(1) The petition is filed promptly after the person
becomes aware that the Office has accorded, or will accord, a fil
ing date other than the USPS deposit date;

(2) The number of the "Express Mail" mailing label was
placed on the paper(s) or fee(s) that constitute the correspondence
prior to the original mailing by "Express Mail;" and

(3) The petition includes a true copy of the "Express
Mail" mailing label showing the "date-in," and of any other offi
cial notation by the USPS relied upon to show the date of deposit.

(d) Any person filing correspondence under this section that
was received by the Office and delivered by the "Express Mail
Post Office to Addressee" service of the USPS, who can show that
the "date-in" on the "Express Mail" mailing label or other official
notation entered by the USPS was incorrectly entered or omitted
by the USPS, may petition the Commissioner to accord the corrc
spondence a filing date as of the date the correspondence is shown
to have been deposited with the USPS, provided that:

(1) The petition is filed promptly after the person
becomes aware that the Office has accorded, or will accord, a fil
ing date based upon an incorrect entry by the USPS;

(2) The number of the "Express Mail" mailing label was
placed on the paper(s) or fee(s) that constitute the correspondence
prior to the original mailing by "Express Mail"; and

(3) The petition includes a showing which establishes, to
the satisfaction of the Commissioner, that the requested filing date
was the date the correspondence was deposited in the "Express
Mail Post Office to Addressee" service prior to the last scheduled
pickup for that day. Any showing pursuant to this paragraph must
be corroborated by evidence from the USPS or that came into
being after deposit and within one business day of the deposit of
th~ Correspondence in the "Express Mail Post Office to
Addressee" service of the USPS.

(e) Any person mailing correspondence addressed as set out
in § 1.1(a) to the Office with sufficient postage utilizing the
"Express Mail Post Office to Addressee" service of the USPS but
not received by the Office, may petition the Commissioner to con
sider such correspondence filed in the Office on the USPS deposit
date, provided that:

(1) The petition is filed promptly after the person
becomes aware that the Office has no evidence of receipt of the
correspondence;

(2) The number of the "Express Mail" mailing label was
placed on the paper(s) or fee(s) that constitute the correspondence
prior to the original mailing by "Express Mail";

(3) The petition includes a copy of the originally depos
ited paper(s) or fee(s) that constitute the correspondence showing
the number of the "Express Mail" mailing label thereon, a copy of
any returned postcard receipt, a copy of the "Express Mail" mail
ing label showing the "date-in," a copy of arty other official nota
tion by the USPS relied upon to show the date of deposit, and, if
the requested filing date is a date other than the "date-in" on the
"Express Mail" mailing label or other official notation entered by
the USPS, a showing pursuant to paragraph (d)(3) of this section
that the requested filing date was the date the correspondence was
deposited in the "Express Mail Post Office to Addressee" service
prior to the last scheduled pickup for that day; and

(4) The petition includes a statement which establishes, to
the satisfaction of the Commissioner, .the original deposit of the
correspondence and that. the copies of the: correspondence, the
copy of the "Express Mail" mailing label, the copy of any
returned postcard receipt, and any official notation entered by the
USPS are true copies of the originally mailed correspondence,
original "Express Mail" mailing label, returned postcard receipt,
and official notation entered by the USPS.

(f) The Office may require additional evidence to determine
if the correspondence was deposited as "Express Mail" with the
USPS on the date in question.

The statutory authority for the granting of a filing
date based on the date of deposit for correspondence
sent by "Express Mail" and received by the Office is
found in section 21(a) of Title 35 of the United States
Code,

The specific rule for obtaining a filing date as of the
date of deposit in "Express Mail" (rather than the date
of receipt at the Office) is 37 CFR 1.10, as revised,
effective December 2, 1996.

EFFECTIVE DATE, WEEKENDS & HOLIDAYS

Effective December 2, 1996,37 CPR 1.6(a)(2) pro
vides that correspondence deposited as "Express
Mail"in accordance with 37 CPR 1.10 will be
stamped, and, therefore, considered as filed on the
date of its deposit, regardless of whether that date is a
Saturday, Sunday or Federal holiday within the Dis
trict of Columbia. 37 CFR 1.10 provides a procedure
for assigning the date on which any paper or fee is
deposited as "Express Mail" with the United States
Postal Service (USPS) as the filing date of the paper
or fee in the U.S. Patent and Trademark Office
(Office). The date of deposit with the USPS is shown
by the "date-in" on the "Express Mail" mailing label
or other official USPS notation. This holds true for
any day that the correspondence may be accepted as
"Express Mail" by the USPS, even when the paper or
fee is deposited and accepted on a Saturday, Sunday
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or Federal holiday within the District of Columbia.
For example, if a person files a patent application by
"Express Mail" with the USPS on a Saturday inCom
pliance with 37 CFR 1.10, he or she will receive the
benefit of the Saturday date, even though the Office is
closed on Saturdays and, therefore, the person could
not have filed the application by depositing it directly
at the Office on that Saturday, See 37 CFR 1.6(a)(1).
In those cases where the procedure of37 CFR 1.10(a)
has not been properly followed, e.g., the "date-in" is
illegible, the filing date of the correspondence will be
the date of actual receipt in the Office. An applicant
may file a petition under the conditions specified in
37 CFR 1.10(c), (d) or (e) (discussed below) present
ing whatever arguments and evidence that the paper
or fee is entitled to a filing date other than the filing
date accorded by the Office.

DATE-IN, DIRECT DEPOSIT, "EXPRESS
MAIL" BOX RECEPTACLES & LOG BOOKS

The procedure in 37 CFR 1.1O(a) requires the use
of the "Express Mail Post Office to Addressee" ser
vice of the USPS. This service provides for the use of
a mailing label on which the USPS clearly indicates
the date on which it was deposited. Correspondence
sent by the "Express Mail Post Office to Addressee"
service is considered filed in the Office on the "date
in" entered by the USPS. The "date-in" on the
"Express Mail" mailing label must be completed by
the USPS, not by the applicant. For correspondence
filed in accordance with 37 CFR 1.10, Office person
nel will routinely look to the "Express Mail" mailing
label, and stamp the "date-in" or.other official USPS
notation as the filing date of the correspondence.
Accordingly, if the USPS enters the deposit date asits
"date-in," the correspondence will receive the deposit
date as its filing date. If the USPS deposit date cannot
be determined, the correspondence will be accorded
the date of receipt in the Office as the filing date. An
applicant may file a petition under the. conditions
specified in 37 CFR 1.10(c), (d), or (e) (discussed
below) presenting whatever arguments and evidence
that the paper or fee is entitled to a filing date other
than the filing date accorded by the Office.

37 CFR 1.1O(b) further provides that correspon
dence should be deposited directly with an employee
of the USPS to ensure that the person depositing the
correspondence receives a legible copy of the

"Express Mail" mailing label with the "date-in"
clearly marked, and that persons dealing indirectly
with the employees of the USPS (such as by deposit
ing correspondence in an "Express Mail" drop box)
do so at the risk of not receiving a copy of the
"Express Mail" mailing label with the·desired "date"
in" clearly marked. On petition, the failure to obtain
an "Express Mail" receipt with the "date-in" clearly
marked may be considered an omission that could
have been avoided by the exercise of due care, as dis
cussed below. While the Office strongly urges direct
deposit of "Express Mail" correspondence in order to
obtain a legible copy of the "Express Mail" mailing
label, parties are not precluded from using "Express
Mail" drop boxes, but do so at their own risk.

A paper or fee placed in an "Express Mail" box
receptacle after the box has been cleared for the last
time on a given day will be considered to be deposited
as of the date of receipt ("date-in") indicated on the
"Express Mail" mailing label by the Postal Service
"Express Mail" acceptance clerk. 37 CFR 1.10(d) per
mits the Office to correct a USPS "date-in" error
when the correspondence is deposited in an "Express
Mail" drop box prior to last scheduled pick up of the
day, that is, the time clearly matked on the "Express
Mail" drop box indicating when the box will be
cleared for the last time on the date of deposit.
37 CFR 1.1O(d) sets forth the procedures to be fol
lowed to be entitled to such a correction.

Parties who do use drop boxes can protect them
selves from uncertainty due to illegible mailing labels
by routinely maintaining a log of "Express Mail"
deposits in which notations are entered by the person
who deposited the correspondence as "Express Mail"
within one business day after deposit with the USPS.
Such evidence could be useful to later support a peti
tion filed under 37 CFR 1.10(c), (d) or (e). Evidence
that came into being after deposit and within one day
after the deposit of the correspondence as "Express
Mail" may be in the form of a log book which con
tains information such as the "Express Mail" number;
the application number, attorney docket number or
other such file identification number; the place, date
and time of deposit; the time of the last scheduled
pick-up for that date and place of deposit; the deposi
tor's. initials or signature; and the date and time of
entry in the log.
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"EXPRESS MAIL" MAILING LABEL NUMBER

Effective December 2, 1996, 37 CFR l.lR(b) no
longer requires a certificate of mailing by "Express
Mail" or that the "Express Mail" mailing label num
ber be placed on the correspondence prior to mailing.
Correspondence deposited With, the USPS on or after
December 2, 1996, and which is actually received by
the Office will not be denied a filing date as of the
"date-in" appearing on the "Express Mail" mailing
label because the number,of the "Express Mail" mail
ing label was not placed on the correspondence prior
to the original mailing. However, if the number ofthe
mailing label did not appear on the correspondence as
originally filed, relief will not be granted on petition
under 37 CFR 1.10(c) through (e), even if the party
who filed the correspondence satisfies the other
requirements of 37 CFR 1.10(c), 1.10(d) or 1.10(e).
To be effective, the number must beplaced on each
separate paper and each fee transmittal either directly
on the document or by a separate paper firmly and
securely attached thereto. In sitnations wherein the
correspondence includes several papers directedto the
same application (for example, the specification,
drawings, and declaration for a new application), the
correspondence may be snbmitted with a cover or
transmittal letter which should itemize the papers. It is
not necessary that the number be placed on each page
of a particular paper or fee transmittal. Merely placing
the number in one prominent location on each sepa
rate paper or fee transmittal (or cover sheet or trans
mittal letter which should itemize the separate papers
and fees) will be sufficient.

Since the filing of correspondence under 37 CFR
1.10 without the number of the "Express Mail" mail
ing label thereon is an oversight that can be avoided
by the exercise of reasonable care, requests for waiver
of this requirement will not be granted on petition. A
party's inadvertent failure to comply with the require
ments of a rule is not deemed to be an extraordinary
situation that would warrant waiver of a rule under 37
CFR 1.183, 2.146(a)(5) or 2.148, nor is such an inad
vertent omission considered "unavoidable," within
the meaning of 15 U.S.C. 1062(b), 35 U.S.C. 133, 37
CFR 1.137(a) or 37 CFR 2.66(a). See Honigsbaum v.
Lehman, 903 F. Supp. 8, 37 USPQ2d 1799 (D.D.C.
1995) (Commissioner did not abuse his discretion in
refusing to waive requirements of 37 CFR 1.1O(c) in
order to grant filing date to patent application, where

applicant failed to produce "Express Mail" customer
receipt or any other evidence that application was
actually deposited with USPS as "Express Mail."),
aff'd without opinion, 95 F.3d 1166 (Fed. Cir, 1996);
Nitto Chemical Industry. Co., Ltd. y. Comer, 39
USPQ2d 1778,1782 (D.D.C. 1994) (Commissioner's
refusal to waive requirements of 37 CFR 1.10 in order
to grant priority filingdate to patent application not
arbitrary and capricious, because failure to comply
with the requirements of 37 CFR 1.10 is an "avoid
able" oversight that could have been prevented by the
exercise of ordinary care or diligence, and thus not an
extraordinary situation under 37 CFR 1.183.); Vincent
v. Mossinghoff, 230 USPQ 621 (D.D.C. 1985) (misun
derstanding of 37 CFR 1.8 not unavoidable delay in
responding to Office Action); Gustafson v. Strange,
227 USPQ 174 (Comm'r Pat. 1985) (counsel's
unawareness of 37 CFR 1.8 not extraordinary situa
tion warranting waiver of a ru1e); In re Chicago His
torical Antique Automobile Museum, Inc., 197 USPQ
289 (Comm'r Pat. 1978) (since certificate of mailing
procedure under 37 CFR 1.8 was available to peti
tioner, lateness' due to mail delay not deemed to be
extraordinary situation).

PETITIONS

37 CFR 1.10(c) through 1.10(e) set forth proce
dures for petitioning the Commissioner to accord a
filing date as of the date of deposit as "Express Mail."
Briefly, 37 CFR 1.10(c) applies where there is a dis
crepancy between the filing date accorded by the
Office and the "date-in" entered by the USPS on the
"Express Mail" mailing label or other official USPS
notation; 37 CFR 1.10(d) applies where the "date-in"
is incorrectly entered by the USPS; and 37 CFR
1.10(e) applies where correspondence deposited with
the USPS as "Express Mail" is not received by the
Office.

PETITION TO CORRECT FILING DATE AND
DATE-IN DISCREPANCY

37 CFR 1.1O(c) sets forth procedures for filing a
petition to the Commissioner for a filing date as of the
date of deposit with the USPS, where there is a dis
crepancy between the filing date initially accorded by
the Office and the "date-in" entered by the USPS or
other official USPS notation. Such a petition should:
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PETITION TO CORRECT INCORRECTLY EN
TERED DATE-IN

37 CPR 1.10(d) sets forth procedures for filing a
petition to the Commissioner to accord a filing.date as
of the actual date of deposit with the USPS, where the
"date-in" or other official notation is. incorrectly
entered by the USPS. Such a petition should:

(A) be filed promptly after the person becomes
aware thatthe Office has accorded, or Will accord, a
filing date based upon an incorrect entry by the USPS;

(B) include a showing that the number of the
"Express Mail" mailing label was placed on each
piece of correspondence prior to the original mailing;
and

(C) include a showing that the correspondence
was deposited. as "Express Mail" prior to the last
scheduled pickup on the requested filing date.

The showing under 37 CPR 1.10(d) must be corrobo
rated by (1) evidence from the USPS, or (2) evidence
that came into being after deposit and within one busi
ness day of the deposit of the correspondence as
"Express Mail." Evidence from the.USPS may be the
"Express Mail" Corporate Account Mailing State
ment. Evidence that came into beiug within one day
after the deposit of the correspondence as "Express
Mail" may be in the form of a log book which con
tains information such as the "Express Mail" number;
the application number, attorney docket number or
other such file identification number; the place, date
and time of deposit; the time of the last scheduled
pick-up for. that date and place ofdeposit; the deposi
tor's iuitials or signature; and the date and time of
entry in the log.

The reason the Office considers correspondence to
have been filed as of the date. of deposit as "Express

Mail" is that this date has been verified by a disinter
ested USPS employee, through the insertion of a
"date-in," or other official USPS notation, on the
"Express Mail" mailing label. Due to the questionable
reliability of evidence from a party other th""; the
USPS that did not come into being contemporane
ously with the deposit of the correspondence with the
USPS, 37 CFR 1.10(d) specifically requires that any
petition under 37 CPR 1.l0(d) be corroborated either
by evidence from the USPS, or by evidence that came
into being after deposit and within one business day
after the deposit Of the correspondence as "Express
Mail."

A petition alleging that the USPS erred in entering
th~ "date-in" will be denied if it is supported only by
evidence (other than from the USPS) which was:

(A) created prior to the deposit of the correspon
denceas "Express Mail" with the USPS (e.g., an
application transmittal cover letter, Or a clientletter
prepared prior to the deposit of the correspondence);
or

(B) created more than one business day after the
deposit ofthecorrespondence as "Express Mail" (e.g.,
an .affidavit or declaration prepared more thau one
business day after the correspondence was deposited
with the USPS as "Express'Mail").

On the other hand, a notation in a log book, entered
after deposit by the person who deposited the corre
spondence as "Express Mail" within one business day
of such deposit, setting forth the items indicated
above, would be deemed on petition to be an adequate
showing of the date -of deposit under 37 CPR
1.10(d)(3).

37 CPR1.10(d)(3) further provides that a party
must show that correspondence was deposited as
"Express Mail" before the last scheduled pickup on
the requested filing date in order to obtain a filing date
as ofthat date.

PETITION FOR CORRESPONDENCE NEVER
RECEIVED

37 CPR 1.10(1') sets forth procedures for filing a
petition to the Commissioner to accord a filing date as
of the date of deposit with the USPS, where corre
spondencedeposited as "Express Mail" is never
received by the Office. Such a petition should:
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(A) be filed promptly after tbe person becomes
aware that tbe Office has no evidence of receipt of tbe
correspondence;

(B) include a showing that the number of tbe
"Express Mail" mailing label was placed on each
piece of correspondence prior to tbe original mailing;

(C) include a true copy of tbe originally deposited
correspondence showing the number of tbe "Express
Mail" mailing label thereon, a copy of any returned
postcard receipt, a copy of the "Express Mail" mailing
label showing the "date-in" or otber official notation
entered by tbe USPS; and

(D) include a statement, signed by tbe person who
deposited tbe documents as "Express Mail" witb tbe
USPS, setting fortb the date and time of deposit, and
declaring tbat the copies of the correspondence,
"Express Mail" mailing label, and returned postcard
receipt accompanying tbe petition are true copies of
tbe correspondence, mailing label and returned post
card receipt originally mailed or received.

37 CPR 1.l0(e) provides for the filing of a petition
to accord correspondence a filing date as of tbe date
of deposit witb tbe USPS as "Express Mail" only
where tbe correspondence was mailed with sufficient
postage and addressed as set out in 37 CFR 1.l(a).
There is no corresponding provision tbat correspon
dence be properly addressed and mailed witb suffi
cient postage in 37 CFR 1.l0(a), (c) and (d), because
tbese sections apply only to correspondence tbat is
actually received by the Office. Correspondence
mailed by "Express Mail" tbat is actually received by
tbe Office will not be denied a filing date as of tbe
date of deposit as "Express Mail" simply because tbe
correspondence was not mailed with sufficient post
age or not addressed as set out in 37 CPR l.l(a).
37 CFR 1.l0(e)(3) provides that iftbe requested filing
date is a date other than tbe "date-in" on tbe "Express

Mail" mailing label, the petition should include a
showing under 37 CFR 1.l0(d)(3), as discussed
above, that the correspondence was deposited as
"Express Mail" before the last scheduled pickup on
tbe requested filing date in order to obtain a filing date
as of tbat date. 37 CFR 1.l0(e) applies only in those
situations in which the correspondence at issue was
lost in toto (i.e., tbe entire correspondence was not
delivered to tbe Office). Where there is a dispute as to
tbe contents of correspondence submitted to the
Office (e.g., an applicant asserts that three sheets of
drawings were submitted under 37 CPR 1.10 witb an
application, but tbe Office records indicate receipt of
only two sheets of drawings with tbe application), an
applicant may not rely upon the provisions of 37 CPR
1.l0(e) to establish what document(s) and/or fee(s)
were filed in the Office witb such correspondence.
Ratber, where the records of the Office (e.g., tbe file
of the application) contain any document(s) or fee(s)
corresponding to tbe contents of tbe correspondence
at issue, the Office will rely upon its official record of
tbe contents of such correspondence in absence of
convincing evidence (e.g., a postcard receipt under
MPEP § 503 containing specific itemization of tbe
document(s) or fee(s) purported to have been filed
witb the correspondence at issue) that the Office
received and misplaced any document(s) or fee(s) that
is not among the official records of tbe Office.

ADDITIONAL EVIDENCE MAY BE RE
QUIRED

37 CFR 1.10(f) provides tbat tbe Office may
require additional evidence to determine whetber tbe
correspondence was deposited as "Express Mail" with
the USPS on tbe date in question.

•••••••••••••••••••••••••••••
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and

title;
(B) a drawing as prescribed by section 113 of this title;

(C) an oath by the applicant as prescribed by section
115ofthis title.

(3) FEE AND OATIL-The application must be accom
panied by the' fee required bylaw. The fee and oath maybe sub
mitted after' the specification and any required drawing are
submitted, within such period and under such coriditiona. includ-

ing the payment of a surcharge, as may be prescribed by the
Director.

(4) FAIUJRE TO SUBM1T.~Upon failureto submit the
fee and oath within such prescribed period, the application shall
be regarded as abandoned, unless it is Shown to the satisfaction of
the Director that the delay in submitting the fee and oath was
unavoidable or unintentional. The filing date of an application
shall be the date on which the:specification and any required
drawing are received in the Patent and Trademark Office.

(b) PROVISIONAL APPLICATION.~

(1) AUTHORIZATION.-A provisional application for
patent shall be made or authorized to be made by the .inventor,
except as otherwise provided in this title, in writing to the Direc
tor. Such application shall include-

(A) a specification as prescribed by the first paragraph
of section 112 of this title; and

(B) a drawing as prescribed by section 113 of this title.
(2) CLAlM.~A claim, as requiredby the secondthrongh

fifth paragraphs of section 112, shall not be required in a provi
sional application.

(3) FEE.-
(A) The-application must be accompanied by the fee'

required by law.

(B) The fee may be submitted after the specification
and any required drawing are submitted, within 'such period and
under such conditions, including the payment ofa surcharge, as
may be prescribed by the.Director.

(C) Upon failure, to, submit .the fee within such pre
scribed period, the application shall be regarded as abandoned,
unless it is shown to the satisfaction of the Director that the delay
in SUbmittingthe fee was unavoidable or unintentional.

(4) FILING DATE.-The filing date of a provisional
application shall be the date on which the specification' arid any
required drawing are received in the Patent and Trademark Office.

(5) ABANDONMENT.~Notwithstanding the absenceof
a claim, upon timely request and as prescribed by the Dlrector..a
provisional application may be treated as an application filed
under subsection (a). Subject to section 119(e)(3) ofthis title.df no
such request is made, the provisional application shall be regarded
as abandoned 12 months after the.filing date of such application
and shall not be subject to revival after such ~2~monthperiod.

(6) OTHER BASIS FOR PROVISIONAL APPLICA
TION.-Subject to' all the co-nditions in this subsection and sec
tion 119(e) of this title" and as prescribed by the Director, an
application for patent filed under subsection (a) may be treated' as
a provisional application for patent.

(7) NO RIGHT OF PRIORITY OR BENEFIT OF EAR
LIESTFILING DATE.---,-A provisional application shall not be
entitled to the right of priority of any other application under sec..
tion 119 or 365(a) of this title or to the benefit of an earlier filing
date in the United States under section 120, 121, or 365(c) of this
title.

(8) APPLICABLE PROVISIONS.~ The provisions of
this title relating to applications for patent shall apply to provi
sional applications for patent, except as otherwise 'provided, and
except that provisional applications for patent shall not be subject
to sections 115, 131, 135.and 157of this title.

and
[R-l]

Content of Provisional
Nonprovisional Applications

35 U.S.c. 111. Application
(a) IN GENERAL.-

(1) WRITTEN APPLICATION.~An application for
patent shall be made, or authorized to be made, by the inventor,
except as otherwise provided in this title,' in writing to the Direc
tor.

(2) CONTENTS.-Such application shall include-
(A) a specification as prescribed by section 112 of this
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608.02(r)
608.02(t)
608.02(v)
608.02(w)
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Drawing
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Drawing Changes Which May Be Made
Withont Applicant's Sketch

608.02(x) Disposition of Applications with Proposed
Drawing Corrections
Return of Drawing
Allowable Applications Needing.Drawing
Corrections or Corrected Drawings
Models, Exhibits, Specimens
Handling of Models, Exhibits, and Specimens
New Matter
Matter Not in Original Specification, Claims,
or Drawings
New Matter by Preliminary Amendment
Reyiew ofExaminer's Holding of New Matter
Sequence Listing Table, or Computer Program
Listing Appendix Submitted on a Compact
Disc
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37 CFR 1.51. General requisites ofan application.
(a) Applications for patents must be made to the Commis

sioner of Patents and Trademarks.
(b) A complete application filed under § 1.53(b) or § 1.53(d)

comprises:
(1) A specification as prescribed by 35 U.S.C. 112,

including a claim or claims, see §§ 1.71 to 1.77;
(2) An oath or declaration, see §§ 1.63 and 1.68;
(3) Drawings, when necessary, see §§ 1.81 to 1.85; and
(4) The prescribed filing fee, see § 1.16.

(c) A complete provisional application filed, under § 1.53(c)

comprises:
(I) A cover sheet identifying:

(i) The application as a pro~isional application,
(ii) The name or names of the inventor or inventors,

(see § 1.41(a)(2)),
(iii) The residence of each named inventor,
(iv) The title of the invention,
(v) The name' and registration number of the attorney

or agent (if applicable),
(vi) The docket number used by the person filing the

application to identify the application (if applicable),
(vii)The correspondence address,and
(viii)The name of the U.S. Government agency and

Government contract number (if the invention Was made by an

agency of the U.S. Government or under a contract with ari
agency of the U.s. Government);

(2) A·specification as prescribed by the first paragraph of
35 U.S.C. 112, see § 1.71;

(3) Drawings, when necessary, see §§ 1.81 to 1.85; and
(4) The.prescribed filing fee, see § 1.16.

(d) Applicants are encouraged to file: an information disclo
sure statement in nonprovisional applications. See § 1.97 and
§ 1.98. No information disclosure statement may be filed in a pro
visional application.

GUIDELINES FOR DRAFTING A
NONPROVISIONAL PATENT APPLICATION
UNDER 35 U.S.C. 111(a)

The following guidelines illustrate the preferred
layout and content of patent applications filed under
35 U.S.C. IH(a). These guidelines are suggested for
the applicant's use. See also 37 CFR 1.77 and MPEP
§ 608.01(a). If an application data sheet (37 CFR
1.76) is used, data supplied in the application data
sheet need not be provided elsewhere in the applica
tion except that the citizenship of each inventor must
be provided in the oath or declaration under 37 CFR
1.63 even if this information is provided in the appli
cation data sheet (see 37 CFR 1.76(b». If there is a
discrepancy between the information submitted in an
application data sheet and the information submitted
elsewhere in the application, the application data

sheet will control except for the naming of the inven
tors and the citizenship'of the inventors. See MPEP §
601.05.

Arrangement and Contents ofthe Specification

The following order of arrangement is preferable in
framing the specification. See also MPEI' § 608.01(a).
Each of the lettered items should appear in upper case,
without underlining or bold type, as section headings.

(A) Title of the invention. (See MPEP § 606).
(B) Cross-reference to related applications. (See

MPEP § 20Dl).
(C) Statement regarding federally sponsored

research or development. (See MPEP § 310).
(D) Reference to a "Sequence Listing," a table, or

a computer program listing appendix submitted on
compact disc and an incorporation-by-reference of the
material on the compact disc. For computer Iistings
filed on or prior to March I, 200I, reference to a
"Microfiche appendix" (see former 37 CFR1.96(c) for
Microfiche appendix).

(E) Background of the invention. (See MPEP §
608.01(c».

(1) Field of the invention.
(2) Description of related art including infor

mation disclosed under 37 CFR 1.97 and 37 CPR
1.98.

(F) Brief summary of the invention. (See MPEP §
608.01(d».

(0) Brief description of the several views of the
drawing. (See MPEP § 608.01(f».

(H) Detailed description of the invention. (See
MPEP§ 608.01(g».

(I) Claimfs) (commencing on a separate sheet).
(See MPEP § 608.01(i)-(p».

(J) Abstract of the Disclosure (commencing on a
separate sheet). (See MPEP § 608.01(b)).

(K) Drawings. (See MPEP§ 608.02).
(L) Sequence Listing, if on paper (See 37 CFR

1.821.through 1.825).

GUIDELINES FOR DRAFTING A PROVI
SIONAL APPLICATION UNDER 35 U.S.C.
111(b)

A provisional application should preferably con
form to the arrangement guidelines for nonprovisional
applications. The specification must, however, com-
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37 CFR 1.53. Application number, filing date. and
completion ofapplication.

(a)- Application number. .Any papers received in the Patent
and Trademark Office which purport to be an application -for a
patent will be assigned an application number for identification
purposes.

(b), Application filing requiremen,ts,,- Nonprovi~ional~ppli~
cation. The filing date of an application for patent filed under this
section, except for a provisional applicationurider paragraph'(c)
of this section or a- continued prosecution application under para':'
graph (d) of this section, is the date on which a specification:as
prescribed by 35 U.S.C. 112 containing adescription pursuant to §
L7i and at leastone c1aimpursuant to § 1.75, and anY drawing
required by § 1.81(a) are filed in the Patent and Tradernark Office.
No' new matter maybe inrroduced into an applicatiori after its fil
ing' date. A continuing -application, which may be -a continuation;

The elements of the application are secured
together in a file wrapper, bearing appropriate identi
fyingdata including the application number and filing
date (MPEP § 719).

Note
Provisional applications, MPEP § 201.04(b).
Divisional applications, MPEP § 201.06.
Continuation applications, MPEP § 201.07.
Continued prosecution applications,
MPEP § 201.06(d).
Reissue applications, MPEP § 1401.
j)esign applications, MPEPChapter 1500.
Plant applications, MPEP Chapter 1600.
Reexamination, MPEP Chapter 2200.

A model, exhibit, or specimen is normally not
admitted as part of the application, although it may be
required in the prosecution of the application(37 CPR
1.91 and 1.93, MPEP § 608.03).

Copies of an application will be provided by the
USPTO upon request and paYI1l~IJ,t of the fee set forth
in 37 CPR 1.19(b) unless the application has been dis
posed of (see 37 CFR 1.53(e),(f) and (g)).

All applicants are requested to include a prelimi
nary classification on newly filed patent applications.
The preliminary classification, preferably class and
subclass designations, should be identified in, the
upper right-hand comer of the letter of transmittal
accompanying the application papers, or in the appli
cation data sheet after the title of the invention (see 37
CFR 1.76(b)(3)), for example "Proposed Class2, sub
class 129."

ply with the first paragraph of 35 U.S.C. 112 and refer
to drawings, where necessary for an understanding of
the invention. Unlike an application filed under 35
U.S.C. 1I1(a), a provisional application does not need
claims. Furthermore; no oath or declaration is
required. See MPEP § 201.04(b).

A cover sheet providing identifying information is
requiredfor a complete, provisional application..In
accordance with 37 CFRI.51(c)(I) the cover, sheet
must state that it is for a provisional application, it
must identify and give the residence ofthe inventor or
inventors, anditmust give a title of the invention. The
cover sheet must also give the name and registration
number of the attorney or agent (if applicable), the
docket number used by the person filing the applica
tion (if applicable) and the correspondence address. If
there is a governmental interest,the cover sheet must
include a statement as to rights to inventions made
under Federally sponsored research and development
(See MPEP§ 310). 37 CPR 1.51(c)(I)(viii) requires
the name of the Government agency and the contract
number, if the invention was developed by or while
under .contract with an agency of the U.SvGovern
ment.

Unlike applications filed under 35 U.S.C. 1I1(a),
provisional applications should not include an infor
mation disclosure statement. See 37. CPR 1.51(d),
Since no substantive examination is made, such state
ments are unnecessary. The Office will not accept an
information disclosure statement in a provisional
application. Any such statement received, will be
returned or disposed of at the convenience of the
Office.

This cover sheet information enables the Office to
prepare a proper filingreceipt and provides the Office
of Initial Patent Examining (OIPE) With most of the
information.needed to process the provisional applica
tion. See MPEP § 201.04(b}for a sample cover sheet.

THE APPLICATION

The parts of the application may be included in a
single document.

The paper standard requirements for papers submit
ted as part of the record of a patent application is cov
ered in MPEP § 608.01 under the heading "Paper
Requirement."

Determination of completeness of an application is
covered in MPEP §506 and§ 601.01 - § 601.01(g).

601.01 Complete Application
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divisional, or continuation-in-part application, may be filed under
the conditions specified in 35 U.S.C. 120, 121 or 365(c) and
§ 1.78(a).

(1) A continuation or divisional application that names as
inventors the same or fewer than all of the inventors named in the
prior application may be filed under this paragraph or paragraph
(d) ofthis section.

(2) A continuation-in-part application (which may dis
close and claim subject matter not disclosed in the prior applica
tion) or a continuation or divisional application naming an
inventor not named in the prior application must be filed under
this paragraph.

(c) Application filing requirements - Provisional applica
tion. The filing date of a provisional application is the date on
which a specification as prescribed by the first paragraph of
35 U.S.c. 112, and any drawing required by § 1.81(a) are filed in
the. Patent and Trademark Office. No amendment.. other than to
make the provisional application comply with the patent statute
and all applicable regulations, may be made to the provisional
application after the filing date of the provisional application.

(1)· A provisional application must also include the cover
sheet required by § 1.51(c)(I), which may be an application data
sheet (§ 1.76), or a cover letter identifying the application as a
provisional application. Otherwise, the application will be treated
as an application filed under paragraph (b) of this section.

(2) An application for patent filed under paragraph (b) of
this section may be converted to a provisional application and be
accorded the original filing date of the application filed under
paragraph (b) of this section. The grant of such a request for con
version will not entitle applicant to a refund of the fees that were
properly paid in the application filed under paragraph (b) of this
section. Such a request for conversion must be accompanied by
the processing fee set forth in § 1.17(q)and be filed prior to the
earliest of:

(i) Abandonment of the application filed under para
graph (b) of this section;

(ii) Payment of the issue fee on the application filed
under paragraph (b) of this section;

(iii) Expiration of twelve months after the filing date of
the application filed under paragraph (b) of this section; or

(iv) The filing of a request for a statutory invention
registration under § 1.293 in the application filed under paragraph
(b) of this section.

(3) A provisional application filed under paragraph (c) of
this section may be converted to a nonprovisional application filed
under paragraph (b) of this section and accorded the original filing
date of the provisional application. The conversion of a provi
sional application to a nonprovisional application will not result in
either the refund of any fee properly paid in the provisional appli
cation or the application of any such fee to the filing fee, or any
other fee, for the nonprovisional application. Conversion of a pro
visional application to a nonprovisional application. under this
paragraph will result in the term of any patent to issue from the
application being measured from at least the filing date of the pro
visional application for which conversion is requested. Thus,
applicants should consider avoiding this adverse patent term
impact by filing a nonprovisional application claiming the benefit

of the provisional application under 35 U.S.c. 119(e) (rather than
converting the provisional application into a nonprovisional appli
cation pursuant to this paragraph). A request to convert a provi
sional application to a nonprovisional application must .be
accompanied by the fee set forth in § 1.17(i) and an amendment
including at least one claim as prescribed by the second paragraph
of 35 U.S.c. 112, unless the provisional application under para
graph (c) of this section otherwise contains at least one claim as
prescribed by the second paragraph of 35 U.S,C.112. The nonpro
visional application resulting from conversion of a provisional
application must also include the filing fee for a nonprovisional
application, an oath or declaration by the applicant pursuant to §§
1.63, 1.162, or 1.175, and the surcharge required by § 1.16(e) if
either the basic filing fee for a nonprovisional application or the
oath or declaration was not present on the filing date accorded the
resulting nonprovisional application (i.e., the filing date of the
original provisional application). A request to convert a provi
sional application to a nonprovisional application must also be
filed prior to the earliest of:

(i) Abandonment of the provisional application filed
under paragraph Ic) of this section; or

(ii) Expiration of twelve months after the filing date of
the provisional application filed under this paragraph (c).

(4) A provisional application is not entitled to the right of
priority under 35 U.S.c. 119 or 365(a) or § 1.55, or to the benefit
of an earlier filing date under 35 U.S.C. 120, 121 or 365(c) or
§ 1.78 of any other application. No claim for priority under
35 U.S.c. 119(e) or § 1.78(a)(4) may be made in a design applica
tion based on a provisional application. No request under § 1.293
for a statutory invention registration may be filed in a provisional
application. The requirements of §§ 1.821 through 1.825 regard
ing application,disclosures containing nucleotide and/or amino
acid sequences are not mandatory for provisional applications.

(d) Application filing requirements- Continued prosecution
(nonprovisional) application.

(1) A continuation or divisional application (hut not a
continuation-in-part) of a prior nonprovisionalapplication may be
filed as a continued prosecution application under this paragraph,
provided that:

(i) The prior nonprovisionalapplication is either:

(A) A utility or plant application that was filed
under 35 U.S.c. 111(a) before May 29, 2000, and is complete as
defined by § 1.51(b); or

(B) A design application that is complete as defined
by § 1.51(b); or

(C) The national stage of an international applica
tion that was filed under 35 U.S.C. 363 before May 29, 2000, and
is in compliance with 35 U.S.C. 371; and

(ii) The application under this paragraph is filed
before the earliest of:

(A) Payment of the issue fee on the prior applica
tion, unless a petition under § 1.313(c) is granted in the prior
application;

(B) Abandonment of the prior application; or

(C) Termination of proceedings on the prior appli-
cation.
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(2) The filing date of a continued prosecution application
is the date on which.a.request on a separate paper for an applica
tionunder this paragraph is, filed. An application filed under this
paragraph:

(i) Must identify the prior application;

(ii) Discloses' and claims only subject matter disclosed
in theprior application;

(iii) Names as inventors the same inventors named in
the prior application on the date the application under this para
graph was filed, except as provided in paragraph (d)(4) of this sec
tion;

(iv) Includes the request for anapplication under this
paragraph, will' utilize' the file' jacket and contents of 'the prior
application, inducting the 'specification, drawings and oath or dec
laration from the prior application, to constitute the new applica
tion, 'and will be assigned the' application number of the:'prior
application for identification purposes; and

(v) 'Is arequest to expressly abandon the prior applica
tion as of the filing date of the request for an application Under this
paragraph.

(3) The filing fee for a continued prosecution application
filed under this paragraph is:

(i) The hasic filing fee as set forth in § 1.16; and
(ii) Any additional § 1.16 fee due based on the number

of claims' remaining in the application after entry of any amend':'
ment accompanying-the request for an applicationunderthis para
graph and entry of ariy amendments utider §1.1l6 unentered in
the prior application 'which applicant has requested to be entered
in the continued prosecution application.

(4) An application filed nnder this paragraph may be filed
by fewer than all the inventors named in the prior application, pro
vided that the request' for an application under this paragraph
when filed is 'accompanied by a statement requesting deletion of
the name or names of the person or persons Who are not inventors
of the invention being claimed in the new application. No person
may be' named as' an inventor in an application filed under this
paragraph who was not named as an.inventor in the prior applica
tion on the date the application under this paragraph was filed,
except by way of correction of inventorship under § 1048;

(5) Any new change must be made in .the form of an
amendment.to the prior application as it 'existed prior to the filing
of an application-under this paragraph. No amendment in an appli
cation under this paragraph (a continued prosecution application)
may introduce new matter or matter that would have been new
matter in the prior application. Any new specification filed with
the requestfor an application under this paragraph will not be con
sidered part of the original application papers" but will be treated
as a substitute specification in accordance with § 1.125.

(6) The filing; of a" continued "prosecution ,application
under this paragraph will be construed to iriclude 'a waiver of con
fidentiality hy the applicant under 35 U.S.C. 122 to the extent that
any member of the public, who' is entitled under the provisions of
§ 1.14 to access to, copies of, or information concerning either the
prior application or any continuing application filed under the pro
visions of this paragraph, may be given' similar access to, copies
of, or, similar information concerning the other-application or
applications in the file jacket.

(7) A request for an application under this paragraph is
the specific reference required by 35 U$.C.: 120 to every applica
tion assigned the application number identified in such request.
No amendment in an application under this paragraph may delete
this, specific 'reference to any prior application.

- (8) In addition to identifying the 'application number of
the prior application, applicant should furnish in the request for an
application under this paragraph the following information relat
ing to the prior application to the best of-his or her ability:

(i) -Title of invention;
(ii) Name of applicantts); and

(iii) Correspondence address.

(9) Envelopes containing only requests and fees for filing
an application under this paragraph should be markedt'Box CPA."
Requests for an application under this paragraph filed by facsimile
transmission shouldbe clearly marked "BoX: CPA."

(10) See § 1.103(b) for requesting a limited suspension of
action in an application filed under this paragraph.

(e) "Failure to meet filing date requirements.

(I) If an application deposited under paragraph (h), (c), or
(d) of this section does not meet the requirements of such para
graph to be entitled to a filing date, applicant will be 'so notified, if
a correspondence address has been provided, and given a time
period within which to correct the filing error.

(2) Any request for review of a notification pursuant to
paragraph (e)(1) of this section, or a notification that the original
applicationpapers lack a portion of the .specification -or draw
ing(s), must be by way of a petition pursuant to this paragraph
accompanied hy the fee set forth in § 1.17(h). In theahsence of a
timely (§ 1.181(f)) petition pursuant to this paragraph, the filing
date of an application in which the applicant was notified of a fil
ing error pursuant to paragraph (e)(1) of this section will be the
date the filing error is corrected.

(3) If an applicant is notified of a filing error pursuant to
paragraph (e)(I) of this section, but fails to correct the filing error
within the given time period or otherwise timely (§1.181(f)) take
action pursuant to this paragraph, proceedings in the application
will be considered terminated. Where proceedings in an applica
tion are terminated pursuant to this paragraph, the application may
be disposed of, and any filing fees, less the handling fee set forth
in § \.21(n); will he refunded.

(f) Completion ofapplication subsequent to filing-s-nonpro
visional (including continued prosecution or reissue) application.

(1) If an application which has been accorded a filing date
pursuant.to paragraph (b) or (d) of this section does not include
the basic filing-fee, or if an application which has been accorded a
filing date pursuant to paragraph (b) of this section does not
include an oath or declaration by the. applicant pursuant to §§
1.63; 1.162 or§ 1.175, and applicant has provided a correspon
dence address (§ 1.33(a)), applicant will be notified and given a
period. of time within which to pay the filing fee, file an oath.or
declaration in. an application under. paragraph (b) of this section,
and pay the surcharge required by § 1.16(e) to avoid abandon
ment.

(2) Ifan application which has been accorded a filing date
pursuant to paragraph (b) of this section does not include the basic
filing fee or an oath or declaration by the applicant pursuant to §§
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1.63, 1.162 or § 1.175, and applicant has not provided a corre
spondence address (§ 1.33(a), applicant has two months from the
filing date of the application within which to pay the basic filing
fee, file an oath or declaration, and pay the surcharge required by
§ 1.16(e) to avoid abandonment.

(3) This paragraph applies to continuation or divisional
applicationsunderparagraphs (b) or (d) of this section andto con
tinuation-in-part applicationsunderparagraph (b) of this section.

(4) See § 1.63(d) concerning the submission of a copy of
the oath or declaration from the prior application for a continua
tion or divisional applicationunderparagraph (b) of this section.

(5) If applicantdoes not pay one of the basic filing or the
processing and retention fees (§ 1.21(1» during the pendency of
the application, the Office may dispose of the application.

(g) Completion of application subsequent to filing-e-provi
sional application.

(1) If a provisional application which has been accorded a
filing date pursuant to paragraph (c) of this section does not
include the cover sbeet required by § 1.51(c)(1) or the basic filing
fee (§ 1.16(k), and applicant has provided a correspondence
address (§ 1.33(a)), applicant will be notified and given a period
of time within which to pay the basic filing fee, file a cover sheet
(§ 1.51(c)(I», and pay the surcharge required by § 1.16(1)to avoid
abandonment.

(2) If a provisional application which has been accorded a
filing date pursuant to paragraph (c)of this section does not
include the cover sheet required by § 1.51(c)(1) or the basic filing
fee (§ 1.16(k)), and applicant has not provided a correspondence
address (§ 1.33(a», applicant has two months from the filing date
of the application within which to pay the basic filing fee, file a
cover sheet (§ 1.51(c)(I»), and pay the surcharge required by §
1.16(1)to avoid abandonment.

(3) If applicant does not pay the basic filing fee during
the pendency of the application, the Office may dispose of the
application.

(h) Subsequent treatment of application - Nonprovisional
(including continued prosecution) application. An application for
a patent f1ledunder paragraphs (b) or (d) of this section will not be
placed on the files for examination until all its required parts,
complying with the rules relating thereto, are received, except that
certain minor informalities may be waived subject to subsequent
correction whenever required.

(i) Subsequent treatment of application - Provisional appli
cation. A provisional application for a patent filed under para
graph (c) of this section will not be placed on. the files for
examination and will become abandoned no later than twelve
months after its filing date pursuant to 35 U.S.c. 11I(b)(I).

G) Filing date of international application. The filing date
of an international application designating the United States of
America is treated.as the flling date in the United States of Amer
ica under PCT Article 11(3), except as provided in 35 U.S.C.
102(e).

37 CFR 1.53 relates to application numbers, filing
dates, and completion of applications. 37 CPR 1.53(a)
indicates that an application number is assigned for
identification purposes to any paper which purports to

be an application for a patent, even if the application
is incomplete or informal. The remaining sections of
37 CFR 1.53 treat nonprovisional applications filed
under 35 U.S.C. 111(a) separately from provisional
applications filed under 35 U.S.c. 111(b).

37 CFR 1.53(d) sets forth the filing date require
ments for a continued prosecution application (CPA).
A CPA is a nonprovisional application which must be
filed on or after December I, 1997. Only a continua
tion or divisional application (but not a continuation
in-part) may be filed as a CPA. See MPEP §
201.06(d). The CPA practice under 37 CFR 1.53(d)
does not apply to applications (other than design) if
the prior application has a filing date on or after May
29,2000.

601.01(a) Nonprovisional Applications
Filed Under 35 U.s.C. 111(a)

The procedure for filing a nonprovisional applica
tion under 35 U.S.C. 111(a) is set forth in 37 CFR
1.53(b) and 37 CFR l.53(d). 37 CFR 1.53(b) may be
used to file any original, reissue, or substitute nonpro
visional application and any continuing application,
i.e., continuation, divisional, or continuation-in-part.
Under 37 CPR 1.53(b), a filing date is assigned to a
nonprovisional application as of the date a specific a"
tion containing a description and claim and any neces
sary drawings are filed in the U.S. Patent and
Trademark Office (USPTO), Failure to meet any of
the requirements in 37 CFR 1.53(b) will result in the
application being denied a filing date. The filing date
to be accorded such an application is the date on
which all of the requirements of 37 CPR 1.53(b) are
met.

37 CFR 1.53(d) may be used to file either a contin
uation or a divisional application (but not a continua
tion-in-part) of a prior utility or plant nonprovisional
application filed before May 29, 2000, or any design
application. The prior nonprovisional application
must be (A) a utility or plant application filed before
May 29, 2000 and is complete as defined by 37 CPR
1.51(b), (B) a design application that is complete as
defined by 37 CFR 1.51(b), or (C) the national stage
of an international application filed under 35 U.S.C
363 before May 29, 2000 and is in compliance with
35 U.S.C. 371. Any application filed under 37 CFR
1.53(d) must disclose and claim only subject matter
disclosed in the prior nonprovisional application and
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must name as inventors the same or less than all of the
inventors named in the prior nonprovisional applica
tion. Under 37 CFR 1.53(d), the filing date assigned
is the date on which a request, on a separate paper, for
an application under 37 CFR 1.53(d) is filed. An
application filed under 37 CFR 1.53(d) must be filed
before the earliest of:

(A) payment of the issue fee on the prior applica
tion, unless a petition under 37 CFR 1.313(b)(5) is
granted in the prior application;

(B) abandonment of the prior application; or

(C) termination ofproceedings on the prior appli
cation.

The filing fee for an application filed under 37 CFR
1.53(b) or 37 CFR 1.53(d) and.the oath or declaration
for an application filed under 37 CFR 1.53(b) can be
sublllitted after the filing date. However, no amend
ment may introduce new matter into the disclosure of
an application afterits filing date.

37 CFR. 1.53(e) provides for notifying applicant of
any application which is incomplete under 37 CFR
1.53(b)or 37 CFR 1.53(d) and giving the applicant a
time period to correct any omission. If the olllission is
not corrected within the time period given, the appli
cation will be returned or otherwise disposed of and a
handling fee .set forth in 37 CFR 1.21(n) will be
retained from any refund of a filing fee.

37 CFR 1.53(f) provides that, where a filing date
has been assigned to an application filed under 37
CFR 1.53(b) Or 37 CFR 1.53(d), the applicant will be
notified if a correspondence address has been pro
vided and be given a period of time in which to file
the lllissing fee, oath or declaration, and to pay the
surcharge due in order to prevent abandonment of the
application. The time period usually set is 2 months
fromthe date of notification by the Patent and Trade
mark Office. This time period may be extended under
37 CFR 1.136(a).

If the required basic filing fee is not timely paid, or
the processing and retention fee set forth in 37 CFR
1.21(1)is not paid during the pendency of the applica
tion, the application will be disposed of. The notifica
tion under 37 CFR 1.53(f) may be made
simultaneously with any notification pursuant to 37
CFR 1.53(e). If no correspondence address is
included in the application, applicant has 2 months
from the filing date to file the fee, oath or declaration

and to pay the surcharge asset forth in 37 CFR
1.16(e) in order to prevent abandonment of the appli
cation.

Copies of an application will be provided by the
USPTO upon request and payment of the fee set forth
in 37 CFR 1.l9(b) unless the application has been dis
posed of (see 37 CFR 1.53(e) and (f). The basic fil
ing fee or the processing and retention fee must be
paid in a nonprovisional application, if any claim for
benefits under 35 U.S.c. 120, 121, or 365(c) based on
that application is made in a subsequently filed
copending nonprovisional application. 37 CFR
1.78(a)(1).

37 CFR 1.53(h) indicates that a patent application
will not be forwarded for exalllination on the merits
until all required parts have been received. 37 CFR
1.53G) indicates that international applications filed
under the Patent Cooperation Treaty Which designate
the United States of America are considered to have a
United States filing date under PCT Article 11(3),
except as provided in 35 U.S.C. 102(e), on the date
the requirements of PCTArticle 11(1) (i) to (iii) are
met.

In accordance with the provisions of 35 U.S.C.
111(a) and 37 CFR 1.53(b), a filing date is granted to
a nonprovisional application for patent, which
includes at least a specification containing a descrip
tion pursuant to 37 CFR 1.71 and at least one claim
pursuant to 37 CFR 1.75, and any drawing referred to
in the specification or required by 37 CFR 1.81(a),
which is filed in the U.S. Patent and Trademark
Office. If an application which has been accorded a
filing date does not include the appropriate filing fee
or oath or declaration, applicant will be so notified
and given a period of time within which to file the
lllissing parts to complete the application and to pay
the surcharge as set forth in 37 CFR 1.16(e) in order
to prevent abandonment of the application.

Applicants should submit a copy of the notice(s) to
file lllissing parts and the noticeis) of incomplete
applications with the reply submitted to the U.S.
Patent and Trademark Office. Applicants should also
include the application number on all correspondence
to the Office. These measures will aid the Office in
matching papers to applications, thereby expediting
the processing of applications.

In order for the Office to so notify the applicant, a
correspondence address must also be provided in the
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application. The corespondence address may be dif
ferent from the mailing (post office) address of the
applicant. For example, the address of applicant's reg
istered attorney or agent may be nsed as the corre
spondence address. If applicant fails to provide the
Office with a correspondence address, the Office will
be unable to provide applicant with notification to
complete the application and to pay the surcharge as
set forth in 37 CPR 1.16(e). In such a case, applicant
will be considered to have constructive notice as of
the filing date that the application must be completed
within 2 months from the filing date before abandon
ment occurs per 37 CPR 1.53(f). This time period
may be extended pursuantto 37 CPR 1.136.

The oath or declaration filed in reply to such a
notice under 37 CPR 1.53(f) must be executed by the
inventors and must identify the specification and any
amendment filed with the specification which is
intended to be part of the original disclosure. See
MPEP § 602. If an amendment is filed with the oath
or declaration filed after the filing date of the applica
tion, it may be identified in the oath or declaration but
may not include new matter. No new matter may be
included after the filing date of the application. See
MPEP § 608.04(b). If the oath or declaration improp
erly refers to an amendment containing new matter, a
supplemental oath or declaration will be required pur
suant to 37 CPR 1.67(b), deleting the reference to the
amendment containing new matter. If an amendment
is filed on the same day that the application filed
under 37 CPR 1.53(b) is filed and is referred to in the
original oath or declaration filed with or after the
application, it constitutes a part of the original appli
cation papers and the question of new matter is not
considered. Similarly, if the application papers are
altered prior to execution of the oath or declaration
and the filing of the application, new matter is not a
consideration since the alteration is considered as part
of the original disclosure.

An amendment which adds additional disclosure
submitted with a request for a continuation-in-part
application filed prior to December I, 1997 under
former 37 CFR 1.62 is automatically considered a part
of the original disclosure of the application by virtue
of the rule. Therefore, the oath or declaration filed in
such an application must identify the amendment add
ing additional disclosure as one of the papers which
the inventor(s) has "reviewed and understands" in

order to comply with 37 CPR 1.63. If the original oath
or declaration submitted in a continuation-in-part
application filed prior to December I, 1997 under
former 37 CPR 1.62 does not contain a reference to
the amendment filed with the request for an applica
tion under former 37 CPR 1.62, the examiner must
require a supplemental oath or declaration referring to
the amendment.

601.01(b) Provislonal Applications Filed
Under 35 U.S.C. l11(b)

A provisional application will be given a filing date
in accordance with 37 CPR 1.53(c) as of the date the
written description and any necessary drawings are
filed in the Office. The filing date requirements for a
provisional application set forth in 37 CPR 1.53(c)
parallel the requirements for a nonprovisional applica
tion set forth in 37 CPR 1.53(b), except that no claim
is required. Amendments, other than those required to
make the provisional application comply With appli
cable regulations, are not permitted after the filing
date of the provisional application.

When the specification or drawing are omitted, 37
CPR 1.53(e) requires that the applicant be
notified and given a time period in which to submit
the missing ele-ment to complete the filing. See
MPEP §601.01(f) and § 601.01(g) for treatment of
applications filed without drawings, or filed without
all figures of drawings, respectively.

37 CPR 1.53(c)(I) requires all provisional applica
tions .be filed with a cover sheet, which may be an
application data sheet (37 CPR 1.76) or.a cover letter
identifying the application as a provisional applica
tion. The Office will treat an application as having
been filed under paragraph (b), unless the application
is clearly identified as a provisional application. A
provisional application, which is identified as such,
but which does not have a complete cover sheet as
required by 37 CPR 1.51(c)(I) will be treated as a
provisional application. However, the complete cover
sheet and a surcharge will be required to be submitted
at a later date in conformance with 37 CPR 1.53(g).

When the provisional application does not have a
complete cover sheetor the appropriate fee, the appli
cant will be notified pursuant to 37 CPR 1.53(g) and
given a time period in which to provide the necessary
fee or cover sheet and to pay the surcharge as set forth
in 37 CPR 1.16(1) in order to avoid abandonment of
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*****

*****

37 CFR 1.53. Application number, filing date, and
completion ofapplication.

(iii) Expiration of twelve months -after"the-filing date of
the,application filed under paragraph (b) of this section; or

(iv) :The filing of a request for a statutory inventionreg
istration under § 1.293 in the application filed under paragraph (b)
of this section. '

A PROVISIONAL
NONPROVISIONAL

FROM
TO A

CONVERSION
APPLICATION
APPLICATION

(c)(3) A provisional application filed under paragraph (c) of
this section may be converted-to a nonprovisional application filed
under paragraph (b) of this section and accorded the original filing
d.ate oftheprovisi~nai application. 'TIle conversion _of a provi
sional application to a nonprovisional application will not result in
either the refund of-any-fee:properly paid in the provisional appli
cation or the application of any such fee to the filing fee, or any
other fee, for the nonprovisional application. Conversion of .apro
visional _application _to _a __ nonprovisi~:nalapplication uncl~r _this
p~agraphwil1result in theterm of anypatent to issuefrofi1 the
application being measured from at least the filing date of the pro
visional application for which conversion is requested.' 'Thus,
applicants should consider avoiding. this adverse _patent term
impact by filing anonprovisi:onalapplication claiming the _benefit
of the provisional application under 35 U.S.C. 119(e) (rather than
converting the provisional'application into a nonprovisional appli
cation pursuant to this' paragraph). A request to convert aprovi
sional application to a _nonprovisional application must be
accompanied by the fee set forthin§ 1.17(i) and an amendment
inciudiJ1g~t least one claim as prescribed by tile second P?fagraph
of 35 U.S.C. 112, unless the provisional application under para
'graph (c) of this section otherwise contains:' atleast one claim as
prescribed by the second paragraph of 35 U'S.C.112. The nonpro-

An application filed under 37 CPR 1.53(b) maybe
converted to a provisional applicationi~ accordance
with the procedure described in 37 CPR 1.53(c)(2).
The procedure requires the filing of arequest for con
version and the processing fee setforth in 37 CPR
1.17(gJFiling of the request in the nonprovisional
application is required prior to the abandonment of
the 37 CFR 1.53(b) application, the payment of the
issue fee, the expiration of 12 months after the filing
date of the 37 CFR 1.53(b) application, or the filing of
a request for a statutory invention registration under
37 CPR 1.293, whichever event is earlier. The grant of
any such request does not entitle applicant to a refund
of the fees properly paid in the application filed under
37 CPR 1.53(b).

(c)(2)An application for patent filed under paragraph (b) of
this.sectionmay ?e converted to.a provisional.application.and be
'accor~ed th~. original filing' da~ of the .aPl?li~~tion filed' under
paragraph' (b) of this s.ectioR The grant of such-a request for ~on

version will not entitle applicant to a-refund .of the fees that were
properly paid in the application filed underparagraph (b) of this
section. Such a request for _conversion must _be. accompanied by
the processing fee set forth in§ 1.l7(q)and be filed prior to the
earliest of:

(i) Abandonment of tile application filed under para
graph (b) of this section;

(H) Payment of the issue fee on the ,application filed
under-paragraph (b) of this section;

*****

37 CFR 1.53, Application number, filing date, and
completion ofapplication.

the.application. The timeperiod will usually be set at
2 months from the date of notification. This .time
period may be extended under 37 CFR 1.136(a). If
the filing fee is not timely paid, the Office may dis'
pose .of the provisional application. If no. correspon
dence address has .been provided; applicant has 2
months from the filing date to file the basic filing fee,
cover sheet, and to pay the surcharge as set forth in
37 CFR 1.16(1) in order to avoid abandonment of the
provisionalapplication. Copiesof II provisional appli
cation will be provided by the USPTO upon request
and payment of the fee set forth in 37 CPR 1.19(b)
unlesstheprovisionalapplicati()nhas been disposed
offsee 37 CPR L53(e) and (g)).

The basic filing fee must be paid inaprovisio~al

application on. filing or within the. time .p~riod set
forth in 37 CFR 1.53(g), and the provisional applica
tio~ must be entitled to a filing .date under 37 CPR
1.53(c), if any claim for benefits 1l~der35 U.S.C.
119(e) based on that application i~ .ma~ein a subse
quently filed nonprovisional application. 37 CFR
1.78(a)(4).

37 CPR 153(e)(2) requiresthat anY request for
review of a refusal to accord an application a filing
date be made by way of a petitionaccompanied by the
fee set forth in 37 CFR 1.17(h) (see MPEP § 506.02).

601.01(c) Conversion to Or' from a
PrOvisional.Application

CONVERSioN FROM A NONPROVISIONAL
APPLICATION TO A PROVISIONAL
APPLICATION
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visional application resulting from conversion of a provisional
application must also include the filing fee for a nonprovisional
application, an oath or declaration by the applicant pursuant to §§
1.63, 1.162, or 1.175, and the surcharge required by § 1.I6(e) if
either the basic filing fee for a nonprovisional application or the
oathor declaration was not present on thefiling dateaccorded the
resulting nonprovisional application (i.e., the filing dateof the
original provisional application). A request to convert a provi
sional application to a nonprovisional application must also be
filed prior to the earliest of:

(i) Abandonment of the provisional application filed

under paragraph (c)_of this section;or
(ii) Expiration of twelve months after the filing date of

theprovisional application filed under this paragraph (c).

*****
An application filed under 37 CFR 1.53(c) may be

converted to a nonprovisional application in accor
dance with the procedure described in 37 CPR
1.53(c)(3). Applicants should carefully consider the
patent term consequences of requesting conversion
rather than simply filing a nonprovisional application
claiming the benefit of the filing date of the provi
sional application under 35 U.S.C. 119(e). Claiming
priority is less expensive and will result in a longer
patent term. The procedure requires the filing of a
request for the conversion of the provisional applica
tion to a nonprovisional application and the fee set
forth in 37 CFR 1.17(i) as well as the basic filing fee
for the nonprovisional application. In addition, if the
provisional application was not filed with an executed
oath or declaration and the filing fee for a non-provi
sional application, the surcharge set forth in 37 CFR
1.16(e) is required. Filing of the request for conver
sion in the provisional application is required prior to
the abandonment of the provisional application or the
expiration of 12 months after the filing date of the 37
CFR 1.53(c) application, whichever event is earlier.
The grant of any such request does not entitle appli
cant to a refund of the fees properly paid in the appli
cation filed under 37 CFR 1.53(c).

601.01(d) Application Filed Without All
Pages of Specification

The Office of Initial Patent Examination (OIPE)
reviews application papers to determine whether all of
the pages of specification are present in the applica
tion. If the application is filed without all of the
page(s) of the specification, but containing something
that can be construed as a written description, at least

one drawing figure, if necessary under 35 U.S.C. 113
(first sentence), and, in a nonprovisional application,
at least one claim, OIPE will mail a "Notice of Omit
ted Items" indicating that the application papers so
deposited have been accorded a filing date, but are
lacking some page(s) of the specification.

The mailing of a "Notice of Omitted Items" will
permit the applicant to either: (I) promptly establish
prior receipt in the USPTO of the page(s) at issue
(generally by way of a date-stamped postcard receipt
(MPEP § 503)); or (2) promptly submit the omitted
page(s) in a nonprovisional application and accept the
date of such submission as the application filing date.
An applicant asserting that the page( s) was in fact
deposited in the USPTO.with the application papers
must, within 2 months from the date of the "Notice of
Omitted Item(s)", file a petition under 37 CFR 1.53(e)
with the petition fee set forth in 37 CFR 1.17(h),
along with evidence of such deposit (37 CPR
1.18I (f)). The petition fee will be refunded if it is
determined that the page(s) was in fact received by
the USPTO with the application papers deposited on
filing. An applicant desiring to submit the omitted
page(s) ina nonprovisional application and accept the
date of such submission as the application filing date
must, within 2 months from the date of the "Notice of
Omitted Item(s)," file any omitted page(s) with an
oath or declaration in compliance with 37 CFR 1.63
and 37 CFR 1.64 referring to such page(s) and a peti
tion under 37 CFR 1.182 with the petition fee set forth
in 37 CFR 1.17(h), requesting the later filing date (37
CFR 1.181(f).

An applicant willing to accept the application as
deposited in the USPTO need not respond to the
"Notice of Omitted Items," and the failure to file a
petition under 37 CFR 1.53(e) or 37 CFR 1.182 (and
the required petition fee) as discussed above within 2
months of the date of the "Notice of OmittedIterrus)"
(37 CFR 1.181(f)) will be treated as constructive
acceptance by applicant of the application as depos
ited in the USPTO. Amendment of the specification
is required in a nonprovisional application to renum
ber thepal.;es consecutively and cancel any incom
plete sentences caused by the absence of the omitted
page(s). Such amendment should be by way of pre
liminary amendment submitted prior to the first
Office action to avoid delays in the prosecution of the
application,
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If the application doesnot contain anything that can
be construed as a written description, OIPE will mail
a Notice of Incomplete Application (PTO-1123)indi
eating that the application lacks the specification
required by 35U.S.C. 112. Applicant may file a peti
tion under 37 CPR 1.53(e) with the petition fee set
forth in 37 CFR 1.17(h), asserting that: (I) the miss
ing specificationwas submitted; or (2) the application
papers as deposited contain an adeqnate written
description under 35 U.S.C. 112. The petition under
37 CFR 1.53(e) must be accompanied by sufficient
evidence (37CFR 1.181(b)) to establish applicant's
entitlement to the requested filing date (e.g., a date
stamped postcard receipt(MPEP§ 503) to establish
prior receipt in the USPTO of the missing specifica
tion). Alternatively, applicant may submit the omitted
specification, including at least one claim in a nonpro
visional application, accompanied by an oath or dec
laration in compliance with 37 CPR 1.63 and 37
CPR 1.64referring to the specification being submit
ted and accept the date of such submission as the
application filing date.

Original claims form part of the original disclosure
and provide their own written description. SeeJn re
Anderson, 471 F.2d 1237, 176USPQ 331 (CCPA
1973). As such, an application that contains at least
one claim, but does not contain anything which can be
construed as a written description of such claim(s),
would be unusual.

In instances in which a "Notice of Incomplete
Application" has been mailed, further action by appli
cant is necessary for the application to be accorded a
filing date. As such, the application will be retained
in OIPE to await such action. Unless applicant either
completes the application or files a petition under 37
CFR 1.53(e) with the petition fee set forth in 37 CFR
1.17(h),within the period set in the "Notice of Incom
plete Application," the application will be processed
as an incomplete application under 37 CFR 1.53(e).

In instances in which a "Notice of Omitted Items"
has been mailed, the application will be retained in
OIPE for a period of 2 months from the mailing date
of '.'Notice of Omitted Items" to permit applicant to
either: (1) establish prior receipt in the USPTO of the
page(~) or drawing(s)at issue; or (2) promptly submit
the omitted page(s) or drawing(s) in a nonprovisional
application and accept the date of such submission as
the application filing date. As an applicant may, but is

not required to, reply to such a "Notice of Omitted
Items," extensions of time under 37 CFR 1.136 will
not be applicable to this 2-month time period.

Unless applicant timelyfiles a petition nuder 37
CFRI.53(e) or 37 CPR 1.182 with the required peti
tion fee, the application will maintain the filing date
as of the date of deposit of the application papers in
the USPTO, and the original application papers (i.e.,
the original disclosure of the invention) will include
only those application papers present in the USPTO
on the date of deposit. Nonprovisional applications
that are complete under 37 CFR 1.51(b) will then be
forwarded to the appropriate Technology Center for
examination of the application. Provisional applica
tions that are complete under 37 CFR 1.51(c) will
then be forwarded to Files Repository, The current
practice for treating applications that are not complete
under 37 CFR 1.51(b) and (c) will remain unchanged
(37 CPR 1.53(t) and (g)).

Any petition under 37 CPR 1.53(e) or 37 CFR
1.182 not filed within the 2-month period set in the
"Notice of Omitted Item(s)" may be dismissed as
untimely. 37 CFR 1.181(t). Under the.adopted proce
dure, the USPTO may strictly adhere to the 2-month
period set forth in 37 CFR 1.181(t), and dismiss as
untimely any petition not filed within the 2-month
period. This strict adherence to the 2-month period set
forth in 37CFR 1.181(t) is justified as such applica
tions will now be forwarded for examination at the
end. of the 2-monthperiod. It is further justified in
instances in which applicant seeks to submit the omit
ted page(s)ordrawing(s) in a nonprovisional applica
tion and request the date of such submission as the
application filing date as: (I) according the applica
tion a filing date later than the date of deposit may
affect the date of expiration of any patent issuing on
the application due to the changes to 35 U.S.c. 154
contained in Public Law 103-465, § 532, 108 Stat.
4809 (1994); and (2) the filing of a continuation-in
part application is .a sufficiently equivalent mecha
nism for adding additional subject matter to avoid the
loss of patent rights.

The submission of omitted page(s) or drawing(s) in
a nonprovisional application and acceptance of the
date of such submission as the application filing date
is tantamount to simply filing a new application.
Thus, applicants should consider filing a new applica
tion as an alternative to submitting a petition under
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Application NOT Entitled to a Filing Date

If upon review of the application, the examiner
determines that the application is NOT entitled to a
filing date, the examiner should forward the applica
tion to OIPEfor mailing of a "Notice of Incomplete
Application."

it is determined that the page(s) was in fact received
by the USPfO with the application papers deposited
on filing.

If applicant is willing to accept the application, as
filed, without all of the page(s) of the application
(item A above), an amendment of the specification is
required to renumber the pages of the application con
secutively and to cancel any incomplete sentences
caused by the absence of the omitted page(s). The
amendment should be submitted in response to the
Office action:

Any petition filed in accordance with item B or C
above should be filed with the TC. The TC will match
the petition with the application file and forward the
application file with the petition to the Office of Peti
tions, along with a brief explanation as to the page(s)
of the specification that has been omitted on filing, for
consideration of the petition in due course.

37 CPR 1.182 (with the petition fee under 37 CFR
1.17(h» with any omitted page(s) or drawing(s),
which is a cost effective alternative in instances in
which a nonprovisional application is deposited with
out filing fees. Likewise, in view of the relatively low
filing fee for provisional applications, and the
USPfO's desire to minimize the processing of provi
sional applications, the USPfO will not grant peti
tions under 37 CFR 1.182 to accept omitted page(s) or
drawing(s) and accord an application filing date as of
the date of such submission in provisional applica
tions. The applicant should simply file a new com
pleted provisional application.

APPLICATION LOCATED IN A TECHNOL·
OGYCENTER

If it is discovered that an application, located in a
Technology Center (TC), was filed without all of the
page(s) of the specification, and a Notice of Omitted
Items has not been mailed by OIPE, the examiner
should review the application to determine whether
the application is entitled to a filing date. An applica
tion is entitled to a filing date if the application con
tains something that can be construed as a written
description, at least one drawing figure (if necessary
under 35 U.S.C. 113, first sentence), and at least one
claim.

Application Entitled to a Filing Date

601.01(e) Nonprovisional
Filed Without At
Clahn

Application
Least One

If the application is entitled to a filing date, the
examiner should notify applicant of the omission in
the next Office action and require applicant to do one
of the following:

(A) accept the application, as filed, without all of
the page(s) of the specification;

(B) file any omitted page(s) with an oath or decla
ration in compliance with 37 CPR 1.63 and 37 CFR
1.64 referring to the omitted page(s) and a petition
under 37 CPR 1.182 with the petition fee set forth in
37 CFR 1.17(h), requesting the date of submission of
the omitted page(s) as the application filing date; or

(C) file a petition under 37CFR 1.53(e) with the
petition fee set forth in 37 CFR 1.17(h) alleging that
the page(s) indicated as omitted was in fact deposited
with the USPfO with the application papers, includ
ing any and all evidence supporting the allegation.
See MPEP § 503. The petition fee will be refunded if

35 U.S.C. 111(a)(2) requires that an.application for
patent include, inter alia, "a specification as pre
scribed by section 112 of this title," and 35 U.s.C.
111(a)(4) provides that the "filing date of an applica
tion shall be the date on which the specification and
any required drawing are received in the Patent and
Trademark Office." 35 U.S.C. 112, first paragraph,
provides, in part, that "[t]he specification shall con
tain a written description of the invention," and 35
U.S.c. 112, second paragraph, provides that "[t]he
specification shall conclude with one or more claims
particularly pointing out and distinctly claiming the
subject matter which the applicant regards as his
invention." Also, the Court of Appeals for the Federal
Circuit stated in Litton Systems, Inc. v. Whirlpool
Corp.:

Both statute, 35 U.S.c. III [(a)], and federal regulations,
37 CPR 1.51 [(b)], make clear the requirement that an
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application for-a' patent must include '... a specification
and claims.... The omission, of anyone ofthesecompo
nent parts makes a patent application incomplete and thus
not entitledto a filingdate.

ns F.2d 1423, 1437, 221 USPQ 97, 105 (Fed. Cir,
1984)(citing Gearon v. United States, .121 F. Supp
652, 654, 101 USPQ 460, 461 (Cl. Cl. 1954), cert.
denied, 348 U.S. 942, 104 USPQ 409 (1955»(empha
sis in the. original)..

Therefore, in an application filed under 35 U.S.C.
11l(a), a claim is a statutory requirement.for accord
ing a filing date to the application. 35 U.S.C J62 and
35 U.S.C. 171 make 35 U.S.C. 112 applicable to
plant and design applications, and 35 U.S.C. 162 spe
cifically requires the .specification in a .plant Patent
application to contain a claim. 35 U.S.C. l11(b)(2),
however,provides that "[aJ claim, as required by the
second through fifth.paragraphs of section 112, shall
not be required in a provisional application." Thus,
with the exception of provisional applications filed
under 35 U.S.C. 111(b), any application filed, without
at least one claim is incomplete and not entitled to a
filing date.

Ifa nonprovisional application does not contain at
least one claim, or is accompanied by a preliminary
amendment which cancels all claims and fails to
simultaneously submit any new claimis), a "Notice of
Incomplete Application" will be mailed to the appli
cant(s) indicating that no filing date has been granted
and setting a period for submitting a claim. The filing
date will be the .date of receipt of at least one claim.
SeeBaxterInt'l.Jnc. v. McGaw, Inc., 149 F.3d 1321,
1333, 47 USPQ2d 1225, 1234 (Fed;Cir. 1998); In re
Mattson, 208 USPQ 168 (Comm'r Pat. 1980). An
oath or declaration in compliance with 37 CFR 1.63
and 37 CFR 1.64 referring to the claim being submit
ted is also required.

As 37 CFR 1.53(c)(2) permits the conversion of an
application filed under 35 U.S.C 111(a) to an applica
tion under 35 U.S.C. 11l(b), an applicant in an appli
cation, other than for a design patent, filed under 35
U.S.C. 11l(a) on or after June 8, 1995,without at least
one claim has the alternative of filing a petition under
37 CFR 1.53(c)(2) to convert such application into an
application under 35 U.S.C. 111(b), which does not
require a claim to be entitled to its date of deposit as a
filing date. Such a petition, however, must he filed
prior to the expiration of 12 months after the date of

deposit ofthe application under 35 U.S.C.11l(a), and
comply with the other requirements of 37 CFR
1.53(c)(2). See MPEP § 601.01(c).

The treatment of an application subsequent to the
mailing of a "Notice of Incomplete Application" is
discussed in MPEP§ 601.01(d).

601.01(f) Applications Filed Without
Drawings

35 U.S.C.. 111(a)(2)(B) and 35 U.S.C 111(h)(1)(B)
each provide, .in part, that an "application shall
include ... a drawing as prescribed by section 113 of
this title" and 35 U.S.C. 11l(a)(4) and 35 U.S.C.
l11(b)(4) each provide, in part, that the "filing date ..
. shall be the date on which ... any required drawing
are received in the Patent and Trademark Office." 35
U.S.C. 113 (first sentence) in tum provides that an
"applicant shall furnish a drawing where necessary for
the understanding of the subject matter sought to be
patented."

Applications filed without drawings are initially
inspected to determine whether a drawing' is referred
to inthespecification, and if not, whether a drawing is
necessary for the understanding of the invention. 35
U.S.C. 113 (first sentence).

It has been lJSPTO practice to treat an application
that contains at least one process or method claim as
an application for which a drawing is not necessary
for an understanding of the invention under 35 U.S.C.
113 (first sentence). The same practice has been fol
lowed in composition applications. Other situations in
which drawings are usually not considered necessary
for the understanding of the invention under 35
U.S.C 113 (first sentence) are:

(A) Coated articles or products: where the inven
tion resides solely in coating or impregnating a con
ventional sheet (e.g., paper or cloth, or an article of
known and conventional character with a particular
composition), unless significant details of structure or
arrangement are involved in the article claims;

(B) Articles made from a particular material or
composition: where the invention consists in making
an article of a particular material or composition,
uuless significant details of structure or arrangement
are involved in the article claims;

(C) Laminated structures: where the claimed
invention involves only laminations of 'sheets (and
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coatings) of specified material unless significant
details of structure or arrangement (other than the
mere order of the layers) are involved in the article
claims; or

(D) Articles, apparatus, or systems where sole
distinguishing feature is presence of a particular
material: where the invention resides solely in the
use of a particular material in an otherwise old article,
apparatus or system recited broadly in the claims, for
example:

(I) A hydraulic system distinguished solely by
the use therein of a particular hydraulic fluid;

(2) Packaged sntures wherein the structure and
arrangement of the package are conventional and the
only distinguishing feature is the use of a particular
material.

A nonprovisional application having at least one
claim, or a provisional application having' at least
some disclosure, directed to the subject matter dis
cussed above for which a drawing is usually not con
sidered essential for a filing date, not describing
drawing figures in the specification, and filed without
drawings will simply be processed for examination,
so long as the application contains something that can
be construed as a written description. A nonprovi
sional application having at least one claim, or a pro
visional application having at least some disclosure,
directed to the subject matter discussed above for
which a drawing is usually not considered essential
for a filing date, describing drawing figure(s) in the
specification, but filed without drawings will be
treated as an application filed withont all of the draw'
ing fignres referred to in the specification as discussed
in MPEP § 601.01(g), so long as the application con
tains something that can be construed as a written
description. In a situation in which the appropriate
Technology Center (TC) determines that drawings are
necessary under 35 U.S.C. 113 (first sentence) the fil
ing date issue will be reconsidered by the USPTO.
The application will be returned to the Office of Initial
Patent Examination (OIPE) for mailing of a "Notice
of Incomplete Application."

If a nonprovisional application does not have at
least one claim directed to the subject matter dis
cussed above for which a drawing is usually not con
sidered essential for a filing date, or a provisional
application does not have at least some disclosure
directed to the subject matter discussed above for

which a drawing is usually not considered essential
for a filing date, and is filed without drawings, OIPE
will mail a "Notice of Incomplete Application" indi
cating that the application lacks drawings and that
35 U.S.C. 113 (first sentence) requires a drawing
where necessary for the understanding of the subject
matter sought to be patented.

Applicant may file a petition under 37 CPR 1.53(e)
with the petition fee set forth in 37 CPR 1.17(h),
asserting that (I) the drawing(s) at issue was submit
ted, or (2) the drawing(s) is not necessary under 35
U.S.C. 113 (first sentence) for a filing date. The peti
tion must be accompanied by sufficient evidence to
establish applicant's entitlement to the requested fil
ing date (e.g., a date-stamped postcard receipt (MPEP
§ 503) to establish prior receipt in the USPTO of the
drawing(s) at issue). Alternatively, applicant may
submit drawing(s) accompanied by an oath or declara
tion in compliance with 37 CFR 1.63 and 1.64 refer
ring to the drawingts) being submitted and accept the
date of such submission as the application filing date.

In design applications, OIPE will mail a "Notice of
Incomplete Application" indicating thatthe applica
tion lacks the drawings required under 35 U.S.C. 113
(first sentence); The applicant may: (1) promptly file
a petition under 37 CFR 1.53(e) with the petition fee
set forth in 37 CPR 1.17(h), asserting that the missing
drawing(s) was submitted; or (2) promptly submit
drawing(s) accompanied by an oath or declaration in
compliance with 37 CPR 1.63 and 37 CFR 1.64 and
accept the date of such submission as the application
filing date. 37 CPR 1.153(a) provides that the claim in
a design application "shall be in formal terms to the
ornamental design for the article (specifying name) as
shown, or as shown and described." As such, peti
tions under 37 CFR 1.53(e) asserting that drawings
are unnecessary under 35 U.S.C. 113 (first sentence)
for a filing .date in a design application will not be
fonnd persuasive.

The' treatment of an application subsequent to the
mailing of a "Notice of Incomplete Application" is
discussed in MPEP § 601.01(d).

601.01(g) Applications Filed Without All
Figures of Drawings

The Office of Initial Patent Examination (OIPE)
reviews application papers to determine whether all of
the figures of the drawings that are mentioned in the
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specification are present in the application. If the
application is filed without all of the drawing figurers)
referred to in the specification.vand the application
contains something that can be construed asa written
description, at least one drawing, if necessary under
35 U.S.c. 113 (first sentence), and, ina nonprovi
sional application, at least one claim, OIPEwill mail a
"Notice ofOmitted Itemrs)" indicating that the appli
cation papers so deposited have been accorded afiling
date, but are lacking some of the figures of drawings
described in the specification.

The mailing of a "Notice of Omitted Itemts)" will
permit the applicant to either: (I) promptly establish
prior receipt i1\ the USPTO of the drawing(s) at.issue
(generally by way of a date-stamped postcard receipt
(¥PEP § 503)); or (2) promptly submit the omitted
drawing(s) in anonprovisional application and accept
the. date of such submission as tile application .filing
date. An applicant asserting that thedrawing(s) was in
fact deposited in the USPfO with the application
papers must, within 2 months from the date .of.the
"Notice of Omitted Itemis)," file a petition under 37
CFR 1.53(e) with the petition fee set forth in 37CFR
1.17(h), along with evidence of such deposit (37 CPR
1.181(f)). The petition fee will be refunded .if'itis
deterrninedthat thedrawing(s) was in fact received by
the.USPTO with the application papers deposited on
filing .• An applicant desiring to submit the omitted
drawings ina nonprovisional application and accept
the date of such submission as the application.filing
date must; within 2 months from the date of the
"Notice.of Omitted Itemrs)," file any omitted-draw
ing(s) with an oath or declaration incompliance with
37 CFR 1.63 and 37 CFR1.64 referring to such
drawing(s)and apetition under 37 CFR 1.182 with
the petition fee set forth in 37 CFR1.17(h), request
ing the later filing date (37 CFR1.181(f)).

An applicantwilling toaccept theapplication as
deposited in the USPTO. need not respond to the
"Notice of Omitted Iterrus)," and the failure to file Ii
petition under 37 CFR 1.53(e) or 37 CPR 1.182 with
the required petition fee as discussedabove within 2
months ofthe date of the "Noticeof Omitted Itenus)"
(37 CFR 1.181(f)) will be treated as constructive
acceptance by applicant of the application as depos
ited in the USPTO. Amendment of the specification is
required in a nonprovisional application to cancel all

references to the omitted drawing, both in the brief
and detailed descriptions of the drawings and includ
ing any reference numerals shown only in the omitted
drawings. In addition, a separate letter is required iu a
nonprovisional application to renumber the drawing
figures consecutively (showing the proposed changes
in red ink), if necessary, and amendment of the speci
fication is required- to correct the references to the
drawing figures to correspond with' any relabeled
drawing figures, both in the brief and detailed descrip
tions of the drawings. Such amendment and correc
tion to the drawiug figures, if necessary, should be by
way of preliminary amendment submitted prior to the
first Office action to avoid delays in the prosecution
of the application.

The treatment of an application subsequent to the
mailing of a "Notice of Omitted Item(s)" is discussed
in MPEP§601.01(d).

Applications. are often filed with drawiugs With
several views of the invention where the views are
labeled using a number-lettercombination, e.g., Fig.
1.A, Fig. lB,and Fig, lC. OIPE will not mail a
"Notice of Omitted Itemrs)" if a figure which is
referred to in the specification by aparticular number
cannot be located among the dra'Nings, if th~ draw
ings include at least one figure labeled with that par
ticular number in combination with a letter. For
example, if the drawings show Figures l A, lB, and
Ie and the brief description of the drawings refers
only to Figure 1, this is an. error in the specification
which must be corrected, rather than an application
filed without all figures of drawings.

APPLICATION LOCATED IN A TECHNOL
OGYCENTER

Ifit is discovered that an application, located ina
Technology Center (TC), was filed without all of the
drawing figure(s) referred to in the specification, and
a Notice of Omitted Items has not been mailed by
the OIPE, the examiner should review the application
to determine whether the application .is entitled to a
filing date. An application is entitled to a filing
date iftheapplication contains something that can be
construed as a written description, at least one draw
ing figure (if necessary under 35 U.S.C. 113,first sen
tence), and at least one claim.
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601.01(h) Forms

The Office of Initial Patent Examination (OIPE) is
no longer using pre-printed forms and is instead using
individualized. notices generated by a computer to
.notify applicants of defects. .

Application NOT Entitled to a Filing Date

Ifupon review of the application, the examiner
determines that the application is NOT entitled to a
filing date because the application does not contain
any drawing figure, and at least one drawing figure is
necessary under 35 U.S.C 113, first sentence, the
examiner should forward the application to OWE for
mailing of a "Notice of Incomplete Application."

ment and the separate letter should be submitted in
response to the Office action.

Any petition filed in accordance with item B or C
above should be filed with the TC. The TC will match
the petition with th~ application file and forward the
application file with the petition to the Office of Peti
tions, along with a brief explanation as to the drawing
figure(s) that has been omitted on filing, for consider
ation of the petitionin due course.

orPower of Attorney
Authorization .ofAgent

The attorney's or agent's full mailing (postoffice)
address (including ZIP Code) must be given in every
power of attorney or authority of agent. The telephone
and fax nnmbers of the attorney or agent should alsc
be included in the power. The prompt delivery c
communications will thereby be facilitated.

A power of attorney or authorization of agent ill

be incorporated in the oath or declaration form wI
the power of attorney or authorization of agen
given by inventors. Otherwise, a separate powr
attorney of authorization of agent (e.g., PTQ/SJ
should be used. (See MPEP § 402.)

601.02

(A) accept the application, as filed, without all of
the drawing figure(s) referred to in the specification;

(B) file any omitted drawing figure(s) with an
oath or declaration in compliance with 37 CFR 1,63
and 37 CFR 1.64 referring to the omitted drawing fig
ure(s) and a petition under 37 CFR 1.182 with the
petition fee set forth in 37 CFR 1.17(h), requesting the
date of submission of the omitted drawing figure(s) as
the application filing date; or

(C) file a petition under 37 CFR 1.53(e) with the
petition fee set forth in 37 CFR 1.17(h) alleging that
the drawing figure(s) indicated as omitted was in fact
deposited with the USPTO with the application
papers, including any and all evidence supporting the
allegation. See MPEP § 503..The petition fee will be
refunded if it is determined that the drawing figure(s)
was in fact received by the USPTO with the applica-.
tion papers deposited on filing.

If applicant is willing to accept the application, as
filed, without all of the drawing figure(s) referred to
in the application (item A above), applicant is
required to submit (I) an amendment to the specifica
tion canceling all references to the omitted drawing
figurers) including any reference numerals shown
only in the. omitted drawing figure(s), (2) a separate
letter renumbering the drawing figure(s) submitted on
filing consecutively, accompanied by a copy of draw
ing figure(s) showing the proposed changes in red ink,
and (3) a further amendment to the specification cor
rectingreferences to drawing figure(s) to correspond
with the relabeled drawing figure(s), both in the brief
and detailed descriptions of the drawings. The.amend-

If the application is entitled to a filing date, the
examiner should notify applicant of the omission in
the next Office action and require applicant to do one
of the following:

Applicadon Entitled to a Filing Date
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.
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Please change the correspondence address for the above-identified application to:

o The above-mentioned Customer Number.
OR I Place customer.. ID Practitioners at Customer Number I I .. Number Bar Code

OR
Labe/here

D Firm or
Individual Name

Address .

Address

City I State I I Zip I
Country

Teleohone I Fax I
I am the:

D Applicant/Inventor.

0 Assignee of record of the entire interest. See 37 CFR 3.71.
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*****

*****

37 CFR 1.33. Correspondence respecting patent
applications, reexamination proceedings, and other
proceedings.

37 CFR l.33(a) provides that the application must
specify a correspondence address to which the Office
will send notice, letters, and other communications
relating to an application. The correspondence
address must either be in an application data sheet (37
CFR 1.76) or in a clearly identifiable manner else
where in any papers submitted with the application
filing. Where more than one correspondence address
is specified, the Office will determine which one to

establish as the correspondence address. This is
intended to cover the situation where an unexecuted
application is submitted with multiple addresses, such
as one correspondence address being given in the
application transmitta1letter, and a different one in an
accompanying unexecuted 37 CFR1.63 declaration,
or other similar situations. The Office will determine
which of the different addresses to use as the corre
spondence address on a case-by-case basis.

The submission of a daytime telephone number of
the party to whom correspondence is to be addressed
is requested pursuant to 37 CPR 1.33(a). While busi
ness is to be conducted on the written record (37 CFR
1.2), a daytime telephone numher would be useful in
initiating contact that could later be reduced to a writ
ing. Any party who could.change the correspondence
address could also change the telephone number.

37 CPR l.33(a)(1) provides that the party filing the
application and setting forth a correspondence address
may later change the correspondence address pro
vided that an executed oath or declaration under 37
CFR 1.63 by any of the inventors has not been filed. If
a registered attorney or agent filed the application,
any other registered practitioners named in the trans
mittalletter may change the correspondence address.
A registered practitioner named in a letterhead would
not be considered as being named in the transmittal
letter for purposes of changing the correspondence
address. A clear identification of the individual as a
representative would be required. If an application is
filed by a company to whom the invention has been
assigned or to whom there is an obligation to assign
the invention,a person who has-the authority to act on
behalf of the company may change the correspon
dence address. Thus, the inventor(s), any registere
practitioner named in the transmittal papers accomp
nying the original application, or a party that will
the assignee who filed the application,may chill
the correspondence address pursuant to 37 (
l.33(a)(1). The filing of an executed oath .or dec;'
tion that does not include a correspondence aq
does not affect any correspondence address ]
ously established on filing of the applicatir
changed pursuant to 37 CPR l.33(a)(1).

Where a correspondence address has beer
lished on filing of the application or changed ,
to 37 CFR l.33(a)(1) (prior to the filing of
cuted oath or declaration under 37 CPR 1.63

CorrespondenceofChange
Address

(a) Correspondence address and daytime telephone number.
When filing an application, acorrespondence address mustbe set
forth in either an applicationdata sheet (§ 1.76),or elsewhere,in a
clearly identifiable manner, in anypaper submitted with anappli
cationfiling. If no correspondence address is specified,the Office
may treat the mailing address of the first named inventor (if pro
vided, see §§ 1.76(b)(1) and 1.63(c)(2» as the correspondence
address. The Office will direct all notices, official letters, and
othercommunications relating to the application to thecorrespon
deuce address. The Office will not engage in double correspon
dencewithanapplicant and a registered attorney oragent, orwith
morethan one registered attorney oragentexceptas deemed nec
essary by the Commissioner; If. more than one correspondence
address is specified, theOffice will establishoneaathe correspon
dence address. For the party to whom correspondence is tobe
addressed, a daytime telephone number should be supplied in a
clearly identifiablemanner and may be changedby any party who
may change the correspondence address..The correspondence
addressmay be changed as follows:

(I) Prior to filing of § 1.63 oath or declaration by any of
the inventors.If a § 1.63 oath or declarationhas not been filed by
anyof the inventors, the correspondence address maybe 'changed
by the party who filed the application. If the applicationwas filed
by a registered attorney or agent, anyother registeredpractitioner
named in the transmittal papers may also change the correspon
dence address. Thus, the inventor(s), any registered practitioner
namedj.-Q thetransnIittal papers accompanying.the original appli
cation, or a party that willbe the assignee who tiled the applica
tion, may change the correspondence address in that application
under this paragraph.

(2) Where a § 1.63 oath or declaration has been filed by
anyof the inventors, If a § 1.63oathordeclaration hasbeen filed;
oris filed concurrent with the filing of an application, byany of
theinventers, thecorrespondence address may be changed by. the
parties set forth in paragraph (b) of this section, except for para
graph (b)(2).

601.03
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Bibliographic Information
Application Data Sheet (ADS)

601.05

National Stage Requirements of
the United States as a Designated
Office

See MPEP Chapter 1800, especially MPEP §
1893.01 for requirements for entry into the national
stage before the Designated Office or Elected Office
under the Patent Cooperation Treaty (PCT).

601.04

37 CFR 1.76. Application Data Sheet
(a) Application data sheet. An application data sheet is a

sheet or sheets thatmay be voluntarily submitted in eitherprovi
sional or nonprovisional appllcatlons.. which contains biblio
graphic data, arranged in a format specified.by the Office. If an
application data sheet is provided, the application data sheet is
partof the provisional or nonprovisioual application for which it
has been submitted.

(b) Bibliographic data. Bibliographic data as used in para
graph (a) of this section includes:

the continuation or divisional application, the change
of correspondence address made during the prosecu
tion of the prior application. Applicant is required to
identify the change of correspondence address in the
continuation or divisional application to ensure that
communications from the Office are mailed to the
current correspondence address. 37 CFR 1.63(d)(4).

See MPEP § 7l1.03(c) for treatment of petitions to
revive applications abandoned as a consequence of
failure to timely receive an Office action addressed to
the old correspondence address.

The required notification of change of correspon
dence address need take no particular form. However,
it should be provided in a manner calling attention to
the fact that a change of address is being made. Thus,
the mere inclusion, in a paper being filed for another
purpose, of an address which is different from the pre
viously provided correspondence address, without
mention of the fact that an address change is being
made would not ordinarily be recognized or deemed
as instructions to change the correspondence address
on the file record.

The obligation (see 37 CFR 10.11) of a registered
attorney or agent to notify the Attorney's Roster by
letter of any change of his or her address for entry on
the register is separate from the obligation to file a
notice of change of address filed in individual appli
cations. See MPEP § 402.

the inventors), that correspondence address remains in
effect upon filing of an executed oath or declaration
under 37 CFR 1.63 and can only be subsequently
changed pursuant to 37 CFR l.33(a)(2). Under 37
CFR 1.33(a)(2), where an executed oath or declara
tion under 37 CFR 1.63 has been filed by any of the
inventors, the correspondence address may be
changed by (A) a registered attorney or agent of
record appointed in compliance with 37 CFR 1.34(b),
(B) an assignee as provided for under 37 CFR 3.73(b),
or (C) all of the applicants (37 CFR 1.4l(b» for
patent, unless there is an assignee of the entire interest
and such assignee has taken action in the application
in accordance with 37 CFR 3.71. See 37
CFR1.33(a)(2).

Where an attorney or agent of record (or applicant,
if he or she is prosecuting the application pro se)
changes his or her correspoudence address, he or she
is responsible for promptly uotifying the U.S. Patent
and Trademark Office of the new correspondence
address (including ZIP Code). The notification should
also include his or her telephone number. A change of
correspondence address may not be signed by an
attorney or agent not of record (see MPEP § 405).

Unless the correspondence address is designated as
the address associated with a Customer Number, a
separate notification must be filed in each application
for which a person is intended to receive communica
tions from the Office. See MPEP § 403 for Customer
Number Practice. In those instances where a change
in the correspondence address of a registered attorney
or agent is necessary in a plurality of applications, the
notification filed in each application may be a repro
duction of a properly executed, original notification.
The original notice may either be sent to the Office of
Enrollment and Discipline as notification to the Attor
ney's Roster of the change of address, or may be
retained by applicant. See MPEP § 502.02.

Special care should be taken in continuation or
divisional applications to ensure that any change of
correspondence address in a prior application is
reflected in the continuation or divisional applica
tion. For example, where a copy of the oath or decla
ration from the prior application is subtnitted for a
continuation or divisional application filed under 37
CFR 1.53(b) and the copy of the oath or declaration
from the prior. application designates an old corre
spondence address, the Office may not recognize, in
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(1) Applicant information. This information includes the
name, residence, mailing address, and citizenship of eachappli
cant (§ 1.41(b)). The name of each applicant must iuclude the
family name, and at least one given name without abbreviation
together with any other given name or initial. If the applicant is
not an inventor, this information also includes the applicant's
authority (§§ 1.42, 1.43. and 1.47) to apply for the patent on
behalf of the inventor.

(2) Correspondence information. TIlls information
includes the correspondence address, which may be indicated by
reference to a customer number, to which correspondence is to be
directed (see § 1.33(a)).

(3) Application information. This information includes
the title of the invention, a suggested classification, by class and
subclass, the Technology Center to which the subject matter of the
invention is assigned, the total number of drawing sheets, a sug
gested drawing figure for publication (in a nonprovisional appli
cation), any docket number assigned to the application, the type of
application (e.g., utility, plant, design, reissue, provisional),
whether the application discloses any significant part of the sub
ject matter of an application under a secrecy order pursuant to §
5.2 of this chapter (see § 5.2(c)), and, for plant applications, the
Latin name of the genus and species of the plant claimed, as well
as the variety denomination. The suggested classification and
Technology Center information should be supplied for provisional
applications whether or not claims are present. If claims are not
present in a provisional application, the suggested classification
and Technology Center should be based upon the disclosure.

(4) Representative infonnation. This information includes
the registration number of each practitioner having a power of
attorney or authorization of agent in the application (preferably by
reference to a customer number). Providing this information in the
application data sheet does not constitute' a power of attorney or
authorization of agent in the application (see § 1.34(b)).

(5) Domestic priority, information. This information
includes the application number, the filing date, the status (includ
ing patent number if available), and relationship of each applica
tion for which a benefit is claimed under 35 U.S.C. 119(e), 120,
121, or 365(c). Providing this information in the application data
sheet constitutes the specific reference required by 35 U.S.C.
1I9(e) or 120, and § 1.78(a)(2) or § 1.78(a)(4). and need not other
wise be made part of the specification.

(6) Foreign priority information. This information
includes the application number, country, and filing date of each
foreign application for which priority. is claimed, as well as any
foreign application having a filing date before that of the applica
tion for which priority is claimed. Providing this information in
the application data sheet constitutes the claim for priority as
required by 35 U.S.C. 1I9(b) and § 1.55(a).

(7) Assignee information This information _includes the
name (either person or juristic entity) and address of the assignee
of the entire right, title, and interest in an application. Providing
this information in the application data sheet does not substitute
for compliance with any requirement of part 3 of this chapter to
have an assignment recorded by the Office.

(c) Supplemental application data sheets Supplemental
application data sheets:

(1) May be subsequently supplied prior to payment of the
issue fee either to correct or update information in a previously
submitted application data sheet, or an oath or declaration under §
1.63 o~ § 1.67, except that inventorship changes are governed by ,
§ 1.48, correspondence changes are governed by § 1.33(a). and
citizenship changes are governed by § 1.63 or § 1.67; and

(2) Shonld identify the information that is being changed·
(added, deleted, or modified) and therefore need not contain all
the previously submitted information that has not changed.

(d) Inconsistencies between application data sheet and oath
or declaration. For inconsistencies between information that is
supplied by both an application data sheet under this section and
by an oath or declaration under §§ 1.63 and 1.67:

(1), The latest submitted information will govern notwith
standing whether supplied by an application data sheet, or by a §
1.63 or § 1.67 oath or declaration, except as provided by para
graph (d)(3) of this section;

(2) The information in the application data sheet will
govern when the inconsistent information is supplied at the same
time by a § 1.63 or § 1.67 oath or declaration, except as provided
by paragraph (d)(3) of this section;

(3) The oath or declaration under § 1.63 or § 1.67 gov
erns inconsistencies with the application data sheet in the naming
of inventors (§ 1.41(a)(I)) and setting forth their citizenship (35
U.S.C. 115);

(4) The-Office will initially capture bibliographic infor
mation from the application data sheet (notwithstanding whether
an oath or.declaration governs the information). Thus, the Office
shall generally not look to an oath or declaration under § 1.63 to
see ifthe bibliographic information contained therein is consistent
with the bibliographic information captured from an application
data sheet (whether the oath or declaration is submitted prior to or
subsequent to the application data Sheet). Captured bibliographic
information derived from an application data sheet containing
errors maybe recaptured by a request therefor and the submission
of a supplemental application data sheet, an oath or declaration
under § 1.63 or § 1.67, or a letter pursuant to § 1.33(b).

37 CFR 1.76 provides for the voluntary inclusion of
an application data sheet in provisional and nonprovi
sional applications. A guide to preparing an applica
tion data sheet (Patent Application Bibliographic DaJ
Entry Format) can be found on the U.S. Patent aJ

Trademark Office (Office) Web ~

"http:\\www.uspto.gov" by clicking on "Patents" V
in the "Applications" column, click on "PrintEFS,
addition to an authorizing guide in two formats, f
are also instructions for downloading the ne
PrintEFS software, and frequently asked que
about this software.

An application data sheet is a sheet or set of
containing bibliographic data, which is arran]
format specified by the Office. When an apr
data sheet is provided in a provisional or r
sional application, the application data sheet
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part of the provisional or nonprovisional application.
While the use of an application data sheet is optional,
the Office prefers its use to help facilitate the elec
tronic capturing of this important data. The data that is
suggested to be supplied by way of an application
data sheet can also be provided elsewhere in the appli
cation papers, but it is to applicant's advantage to sub
mit the data via an application data sheet. To help
ensure that the Office can, in fact, electronically cap
ture the data, the Office specifies a particular format
to be used. The Office does not, however, provide an
application data sheet paper form. Electronic capture
of the information from the application data sheet
coupled with automated entry into Office records is
quicker and more accurate than the current practice of
manually extracting the information from numerous
documentsin the application file.

Applicants benefit from their use of application
data sheets as the Office will electronically capture
the data provided by application data sheets and, in
return, provide applicants with more accurate filing
receipts and published applications. Electronic cap
ture of the application data sheet information by scan
ning occurs at the same time that the application
papers are scanned during initial processing. Accord
ingly, for applicant to obtain the maximum benefit
from use of an application data sheet, it should be sub
mitted with the application when it is filed. Applica
tion data sheets or supplemental application data
sheets submitted after the application is filed will
have their information captured by operators manu
ally keying in the information from the application
data sheets or supplemental application data sheets.

Bibliographic data under 37 CFR 1.76(a) includes:
(1) applicant information; (2) correspondence infor
mation; (3) application information; (4) representative
information; (5) domestic priority information;
(6) foreign priority information; and (7) assignee
information. The naming of the inventors and the set
ting forth of the citizenship of each inventor must be
provided in the oath or declaration under 37 CPR 1.63
(as is required by 35 V.S.C 115) even if this informa
tion is provided in the application data sheet.

Applicant information includes the name, resi
dence, mailing address, and citizenship ofeach appli
cant (37 CPR 1.41(b». The name of each applicant
must include the family name, and at least one given
name without abbreviation together with any other

given name or initial. If the applicant is not an inven
tor, this information also includes the applicant' s
authority (37 CFR 1.42, 1.43, and 1.47) to apply for
the patent on behalf of the inventor. The "mailing
address" is the address where applicant customarily
receives mail.

Correspondence information includes the corre
spondence address, which may be indicated by refer
ence to a customer number, to which correspondence
is to be directed (see 37 CFR 1.33(a».

Application information includes the title of the
invention, a suggested classification by class and sub
class, the Technology Center (TC) to which the sub
ject matter of the invention is assigned, the total
number of drawing sheets, a suggested drawing figure
for publication (in a nonprovisional application), any
docket number assigned to the application, and the
type of application (e.g., utility, plant, design, reissue,
provisional). Application information also includes
whether the application discloses any significant part
of the subject matter of an application under a secrecy
order pursuant to 37 CPR 5.2(c). For plant applica
tions, application information also includes the Latin
name of the genus and the species of the plant
claimed, as well as the variety denomination.

Although the submission of the information related
to a suggested classification and TC is desired for
both provisional and nonprovisional applications, the
Office will not be bound to follow such information if
submitted, as the Office will continue to follow its
present procedures for classifying and assigning new
applications. Similarly for the suggested drawing fig
ure, the Office may decide to print another figure on
the front page of any patent issuing from the applica
tion.

Application information also includes information
about provisional applications, particularly their class
and subclass, and the TC. Provisional applications are
not examined or even processed (e.g., having a class
and subclass assigned or being forwarded to a TC).
Even though provisional applications are not exam
ined, the TC and the class and subclass, if known to
applicants, would be of benefit to the Office in giving
an indication of where nonprovisional applications
may be eventually received in the Office and their
technologies so that the Office will be better able to
plan for future workloads.
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Examiner Note:

'f[ 6.03 Oath, Declaration Cannot Be Amended

A new oath or declaration is required because [1]. The wording
of an oath or declaratiori cannotbe amended. If the wording is not
correct or if all of the required affirmations have not been made or
if it has not been properly subscribed to, a new oath or declaration
is required. The new oath or declaration must properly identify the
application of which it is to form a part, preferably by application
number and filing date in the body of the oath-or declaration. See
MPEP §§ 602.01 and 602.02.

1. This form paragraph is intended primarily for use in pro se
applications.

2. Use form .paragraph 6.05 and one or more of form para
graphs 6.05.01 to 6.05.20 for a defective oath or declaration ina
case where there is a power of attorney.

3. Some corrections may be made by an application data sheet.
If the error is correctable by an application data sheet, applicant
should be informed of the requirements of an application data
sheet. See 37 CPR 1.76 and MPEP § 601.05.

For example, if the oath does not set forth evidence
that the notary was acting witbin his or her jurisdic
tion at the time he or she administered the oath, a cere
tificate of the notary that the oath was taken within his
or her jurisdiction will correct the deficiency. See
MPEP § 602 and § 604.02.

Applicant may be so advised by using form para
graph 6.03.

Defective Oath or Declaration

New Oath or Substitute for
Original

602.03

602.02

In the first Office action the examiner must point
out every deficiency in a declaration or oath and
require that the same be remedied. Applicant may be
informed of deficiencies in the declaration or oath by
form paragraphs 6.05 and 6.05.01 - 6.05.20.

The following form paragraph 6.05 must be used to
introduce one or more of Form Paragraphs 6.05.01 
6.05.20, which explain errors in the oath or declara
tion. One or more of the following form paragraphs
may be used to notify applicant of the objections to
the oath or declaration due to a missing "reviewed and
understands" statement, "original and first" statement,
duty to disclose statement, or if the oath or declaration
is not in permanent ink. See MPEP § 602 for defects
in the execution of the oath or declaration, failure to
properly reference to an earlier foreign application, a
missing sole or joint designation, or a failure to prop'
erly identify the application papers. See MPEP §
602.04 for a defective foreign executed oath and
MPEP § 602.04(a) for an oath with an improperly
attached ribbon.

In requiring a new oath or declaration, the examiner
should always give the reason for the requirement and
call attention to the fact that the application of which
it is to form a part must be properly identified in the
body of the new oath or declaration, preferably by
giving the application number and the date of filing.
Anyone of the combinations of information identified
in MPEP § 601.01(a) as acceptable for an oath or
declaration filed after the filing date may be used.

Where neither the original oath or declaration, nor
the substitute oath or declaration is complete in itself,
but each oath or declaration names all of the inventors
and the twotaken together give all the required data,
no further oath or declaration is needed.

Oath Cannot Be Amended

The wording of an oath or declaration cannot be
amended, altered or changed in any manner after it
has been signed. If the wording is not correct or if all
of the required affirmations have not been made, or if
it has not been properly subscribed to, a new oath or
declaration must be required. However, in some
cases, a deficiency in the oath or declaration can be
corrected by a supplemental paper such as an applica
tion data sheet (see 37 CFR 1.76 and MPEP § 601.05)
and a new oath or declaration is not necessary. See 37
CFR 1.63(c)(I) and (c)(2).

602.01

'f[ 6.05.16 Non-lnitialedINon-Dated Alterations

Non-initialed andlor non - dated alterations have been made. to
the oath or declaration. See 37 CFR 1.52(c).

Examiner Note:

This paragraph must be preceded by form paragraph 6.05.

'f[ 6.05 Oath or Declaration Defective, Heading
The oath or declaration is defective. A new oath or declaration

in-compliance with 37 CPR 1.67(a) identifying this application
by applicationnumber and filing date is required. See MPEP §§
602.01 and 602.02.

The oath or declaration is defective because:

Examiner Note:
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CFR 1.63 or 37 CPR 1.67). Supplemental application
data sheets should indicate the information that is
being supplemented, and therefore they need not con
tain information previously supplied that has not
changed. See 37 CPR 1.76(c)(2). Submission of a
supplemental application data sheet containing all the
information previously supplied as well as new or
updated information without identifying the changes
would be harder for the Office to process as the sup
plemental application data sheets will not be scanned
but captured manually.

Resolution of inconsistent information supplied by
both an application data sheet and the oath or declara
tion under 37 CFR 1.63, or 37 CFR 1.67 are
addressed in 37 CPR 1.76(d). 37 CFR l.76(d)(I) pro
vides that the latest submitted information will govern
notwithstanding whether supplied by an application
data sheet or by an oath or declaration under 37
CPR 1.63, or 37 CFR1.67. 37 CFR 1.76(d)(2) pro
vides that the information in the application data sheet
will govern when the inconsistent information is sup
plied at the same time by a 37 CFR 1.63 or 37
CFR 1.67 oath or declaration. This is because the
application data sheet (and not the oath or declaration)
is intended as the means by which applicants will pro
vide most information to the Office that will be cap
tured by scanning to avoid manual input of data. It is
inefficient for the Office to check two documents, the
application data sheet and the oath/declaration, for the
same piece of information, or to automatically correct
the data when the information in the oath or declara
tion is inconsistent with the application data sheet. In
the small number of instances where an oath or decla
ration under 37 CFR 1.63 or 37 CFR 1.67 has more
accurate information than a concurrently supplied
application data sheet (37 CFR 1.76(d)(2)), a supple
mental application data sheet should be submitted to
conform the information presented by the application
data sheets with the correct information in the oath or
declaration (37 CPR 1.76(d)(I)).

If an application is filed with an application data
sheet improperly identifying the residence of one of
the inventors, inventor B, and an executed 37 CPR
1.63 declaration setting forth the correct but different
residence of inventor B, the Office will capture the
residence of inventor B found in the application data
sheet as the residence of B, and include that informa
tion in the filing receipt. If applicant desires correc-

tion of the residence, applicant should submit a
supplemental application data sheet under 37CFR
1.76(c), with the name of inventor B and the corrected
residence for inventor B.

Pursuant to 37 CPR 1.76(d)(3), the oath or declara
tion under 37 CFR 1.63 or 37 CFR 1.67 governs
inconsistencies with the application data sheet in the
naming of inventors and setting forth their citizenship.
If different inventors are listed in the application data
sheet than are named in the oath or declaration for the
application, the inventors named in the oath or decla
ration are considered to be the inventors named in the
patent application. See 37 CPR 1.76(d)(3). Any
change in the inventorship set forth in the oath or dec
laration under 37 CFR 1.63 must be by way of peti
tion under 37 CFR 1.48(a) notwithstanding
identification of the correct inventive entity in an
application data sheet or supplemental application
data sheet. Similarly, if the oath or declaration under
37 CFR 1.63 incorrectly sets forth the citizenship of
one of the inventors, that inventor must submit a sup
plemental oath or declaration under 37 CFR 1.67 with
the correct citizenship notwithstanding the correct
identification of the citizenship in an application data
sheet or supplemental application data sheet.

The Office will rely upon information supplied in
the application data sheet over an oath or declaration
to electronically capture the data even where the type
of information supplied (citizenship, inventorship) is
governed by the oath or declaration according to stat
ute (35 U.S.C. 115) or other rule (37 CFR 1.41(a)(I)).
Where the oath or declaration under 37 CPR 1.63 or
37 CFR 1.67 contains the correct information regard
ing inventors or their citizenship and the application
data sheet does not, even though the oath or declara
tion governs pursuant to 37 CPR 1.76(d)(3), the infor
mation in the application data sheet must be corrected
by submission of a request that the Office recapture
the information and a supplemental application data
sheet or a letter pursuant to 37 CPR1.33(b) showing
the correct information.

If an application is filed with an application data
sheet correctly setting forth the citizenship of inventor
B, and an executed 37 CFR 1.63 declaration
setting forth a different incorrect citizenship of inven
tor B, the Office will capture the citizenship of inven
tor B found in the application data sheet. Applicant,
however, must submit a supplemental oath or declara-
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602.04(a) Foreign Executed Oath Is
Ribboned to Other Application
Papers

37 CFR 1.66. Officers authorized to administer oaths.

*****
(b) When the oath is taken before.an.officer ill.a country for

eign to the United States, any accompanying application papers,
except the drawings, must be attached together with the oath anda
ribbon passed one or more times through all the sheets of the
application, except the drawings, and the -ends of said -ribbon
brought together under the seal before the latter is _affixed and
impressed, or each sheet must be impressed with the official seal
of the officer before whom the oath is taken. lithe papers as filed
are not properly ribboned oreach sheet impressed with the seal,
the case will be accepted for examination,but before it is allowed,
duplicate papers. prepared in compliance with the foregoing sen
tence'must be filed.

Where the papers are not properly ribboned, use
form paragraphs 6.05 (reproduced in MPEP §
602.03) and 6.05.14.

'f[ 6.05.14 No Ribbon Properly Attached
It does not have a ribbon properly attached.

Examiner Note:
This paragraph applies only to foreign executed oaths and must

be preceded by form paragraph 6.05.

U.S, ACCESSION TO HAGUE CONVENTION
ABOLISHING THE REQUIREMENT OF
LEGALIZATION FOR FOREIGN PUBLIC
DOCUMENTS

On Oct. 15, 1981, the Hague "Convention Abolish
ing the Requirement of Legalization for Foreign Pub
lic Documents" entered into force between the United
States and 28 foreign countries as parties to the Con
vention. SUbsequently, additional countries have
become parties to the Convention. The Convention
applies to any document submitted to the United
States Patent and Trademark Office for filing or
recording, which is sworn to or acknowledged by a
notary public in anyone of the member countries. The
Convention abolishes the certification of the authority
of the notary public in a member country by a diplo
matic or consular officer of the United States and sub
stitutes certification by a special certificate, or

apostille, executed by an officer ofthe member coun
try. Accordingly, the Office will accept for filing or
recording a document sworn. to or acknowledged
before a notary public in a member country if the doc
ument bears, or has appended to it, anapostille certi
fying the notary's authority. The requirement for a
diplomatic or consular certificate, specified in 37 CFR
1.66, will not apply to a document sworn to or
acknowledged before a notary public in a member
country if an apostille is used.

The member countries that are parties to the Con
vention are:

Andorra, Angola', Anguilla, Antigua and Barbuda,

Argentina, Armenia/, Aruba, Australia, Austria,

Bahamas, Barbados, Belaruse, Belgium, Belize, Ber

muda, Bosnia-Herzegovina.', Botswana, British Ant
arctic Territory, British Virgin Islands, Brunei,
Cayman Islands, Comoros Islands (formerly

Moroni)", Croatia'', Cyprus, Djibouti (formerly Affars

and Issas)", Dominica.', El Salvador, Falkland Islands,
Fiji, Finland, France, French Guiana, French Polyne
sia, Guadeloupe, Germany, Gibraltar, Greece,

Grenada', Guernsey (Bailiwick of), Hong Kong, Hun
gary, Isle of Man, Israel, Italy, Japan, Jersey (Baili

wick of), Kiribati (formerly Gilbert Islands)", Latvia,

Lesotho, Liechtenstein, Luxembourg, .Macedonia'',
Malawi, Malta, Marshall Islands, Martinique, Mauri

tius, Mexico, Montserrat, Mozambique", Netherlands,
Netherlands Antilles (Curacao, Bonaire, St. Martin,
St. Eustatius and Saba), New Caledonia, Norw,ay,

Panama, Portugal, Reunion, Russian Pederatiorr', St.
Christopher (Kitts) and Nevis, St. Georgia and South
Sandwich.Islands, St. Helena, St. Lucia, St. Pierre and
Miquelon, St. Vincent. and the Grenadines, San

Marino, Seychelles, Slovenia.', Solomon Islands (for

merly British Solomon Islands)", South Africa, Spain,
Suriname, Swaziland, Switzerland, Tonga, Turkey,

Turks and Caicos, Tuvalu (formerly Ellice Islands) ',
United Kingdom, United States, Vanuatu (formerly

New Hebrides)!, Wallis and Futuna.!23

The Convention prescribes the following form for
the apostille:

IThis country achieved independence. No declaration has been made on the continuation in force of the Convention;
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Secrecy Order in Parent Appl.?

If plantpatent app.,
Latin name of genus and species of plant claimed:

Representative Information
Registration Number One:
Registration Number Two:
[Repeat for extra registration numbers]

Domestic Priority Information
This application is a: [Continuation of]
Application One:
Filing Date:

which is a:
Application Two:
Filing Date:
[repeat as necessary]

Foreign Application Information
Foreign Application One:
Filing Date:
Country:
Priority Claimed: [Yes or No]

Assignee Information
Name of assignee:
Address Line One:
Address Line Two:
City:
State or Province:
Country:
Postal or Zip Code:

602 Original Oath or Declaration

35 U.S.c. 25. Declaration in lieu ofoath.
(a) The Director may by rule prescribe that any document to

be filed in the Patent and Trademark Office and which is required
by any law, rule, or other regulation to be under oath may be sub
scribed to by a written declaration in such form as .the Director
may prescribe, such declaration to be in lieu of the oath otherwise
required.

(b) Whenever such written declaration is used, the document
must warn the declarant that willful false statements and the like
are punishable hy fine or imprisonment, or both (18 U.S.C IDOl).

35 U.S.C. 26. Effect ofdefective execution.
Any document to be filed in the Patent and Trademark Office

and which is required by any law, rule, or other regulation to be
executed in a specified manner may be provisionally accepted by
the Director despite a defective execution, provided a properly
executed document is SUbmitted within such time as may be pre
scribed.

35 U.S.c. 115. Oath ofapplicant.
The applicant shall make oath that he believes himself to be the

original and first inventor of the process, machine, manufacture,
or composition of matter, or improvement thereof, for which he
solicits a patent; and shall state of what country he is a citizen.
Such oath may be made before any person within the United
States authorized by law to administer oaths, or, when made in a
foreign country, before any diplomatic or consular officer of the
United States authorized to administer oaths, or before any officer
having an official seal and authorized. to administer oaths in the
foreign country in which the applicant may be, whose authority is
proved by certificate of a diplomatic or consular officer of the
United States, or apostille of art .official designated by a foreign
country which, by treaty or convention, accords like effect to
apostilles of designated officials in the United States. Such oath is
valid if it complies with the laws of the state or country where
made. When the application is.made as provided in this title by a
person other than the inventor, the oath may be so varied in form
that it can be made by him; For-purposes of this section, a consular
officer shall include any United' States citizen serving overseas,
authorized to perform notarial functions pursuant to section 1750
of the Revised Statutes, as amended (22 U.S.C. 4221).

37 CFR 1.63. Oath or declaration.
(a) An oath or declaration filed under § 1.51(b)(2) as a part

of a nonprovisional application must:

(1) Be executed, i.e., signed, in accordance-with either §
1.66 or § 1.68. There is no minimum age for a person to be quali
fied to sign, but the person must be competent to sign, i.e.;under
stand the document that the person is signing;

(2) Identify. each inventor by full name, including the
family name, and at least, one given name without abbreviation
together with any other given name or initial;

(3) Identify the country of citizenship of each inventor;
and

(4) State that the person making the oath or declaration
believes the named inventor or inventors to. be the original and
first inventor or inventors of the subject matter which is claimed
and for which a patent is sought.

(b) In addition to meeting the requirements of paragraph (a)
of this section, the oath or declaration must also:

(1) Identify the application to which it is directed;

(2) State that the person making the oath or declaration
has reviewed and understands the contents of the application,
including the claims, as amended by any amendment specifically
referred to in the oath or declaration; and

(3) State that the person making the oath or declaration
acknowledges the duty to disclose to the Office all information
known to the person to be material to patentability as defined in §
1.56.

(c) Unless such information is supplied on an application
data sheet in accordance with § 1.76, the oath or declaration must
also identify:

(1) The mailing address, and the residence if an inventor
lives at a location which is different from where the inventor cus
tomarily receives mail, of each inventor; and
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37 CFR 1.69. Foreign language oaths and declarations.
(a) Whenever an individual making-an oath or declaration

cannot understand English, the, oath or declaration must be in a
language thatsuch individual can understand. and.shall state that
such individual understands the, content of any. documents to
which theoath ordeclaration relates.

(b) Unless the text of any oath or declaration ina language
other than-English is a form provided or approved by 'thePatent
and Trademark Office, it must' be accompanied by an English
translation together with a statement that the translation is accu
rate, exceptthat in thecase of an oathor declaration filed under §
1.63, the translation may be filed in the Office. no later than two
months from the date applicant is notified to file the translation;

cation must be accompanied by a statement request
ing the deletion of the name or names ofthe person or
persons who are not inventors of the invention being
claimed in the continuation or divisional application
(see 37 CPRI.53(d)(4»).

A continuation or divisional application filed under
37 CFR 1.53(b) of a prior application in which a peti
tion (or request) under 37 CFR 1,48 to add an inven
tor was filed should be filed with a copy of the
executed declaration naming the correct inventive
entity from the prior application or a newly executed
declaration naming the correct inventive entity. A
copy of any decision under 37 CFR 1,48 from the
prior application is not required to be filed in the cone
tinuation or divisional application.

37 CFR 1.69 requires that oaths and declarations be
in a language which is understood by the individnal
making the oath or declaration, i.e., a language which
the individual comprehends. If the individual compre
hends the English language, he or she should prefera
bly use it. If the individual cannot comprehend the
English language, any oath or declaration must be in a
language which the individual can comprehend. If an
individual uses a language other than English for an
oath or declaration, the oath or declaration must
include a statement that the individual understands the
content of any documents to which the oath or decla
ration relates. If the documents are in a language the
individual cannot comprehend, the documents may be
explained to him or her so that he or she is able to
understand them.

The Office will accept a single non-English lan
guage oath or declaration where there are joint inven-

matter relative to the prior application, the examiner
should so notify the applicant in the next Office
action. The examiner should also (I) require a new
oath or declaration along with the surcharge set forth
in 37 CFR 1.16(e); and (2) indicate that the applica
tion should be redesignated as a continuation-in-part.

A continuation or divisional application of a prior
application accorded status under 37 CFR 1,47 will be
accorded status under 37 CPR 1,47 if a copy of the
decision according 37 CPR 1.47 status in the prior
application is filed in the continuation or divisional
application, unless an oath or declaration signed by all
of the inventors is included upon filing the continua
tion or divisional application. An oath or declaration
in an application accorded statns under 37 CPR 1,47
is generally not signed by all of the inventors.
Accordingly, if a copy of an oath or declaration of a
prior application is submitted in a continuation or
divisional application filed under 37 CPR 1.53(b) and
the copy of the oath or declaration omits the signature
of one or more inventors, the Office of Initial Patent
Examination (OlPE) should send a "Notice to File
Missing Parts" requiring the signature of the nonsign
ing inventor, unless a copy of the decision according
status under 37 CPR 1,47 is also included at the time
of filing of the continuation or divisional application.
If OlPE mails such a Notice, a copy of the decision
according status under 37 CPR 1.47, together with a
surcharge under 37 CFR 1.16(e) for its late filing, will
be an acceptable reply to the Notice. Alternatively,
applicant may submit an oath or declaration signed by
the previously nonsigning inventor together with the
surcharge set forth in 37 CFR 1.16(e) in reply to the
Notice.

If an iriventor named in a prior application is not an
inventor in a continuation or. divisional application
filed under 37 CFR 1.53(b), the continuation ordivi
sional application may either be filed (1) with acopy
of an oath or declaration from a prior application and
a statement requesting the deletion of the name or
names of the person or persons who are not inventors
of the invention being claimed in the continuation or
divisional application (see 37CFR 1.63(d», or (2) a
newly executed oath or declaration naming the correct
inventive entity. If an inventor named in a prior appli
cation is not an inventor in a continuation or divi
sional application filed under 37 CFR 1.53(d), the
request for filing the continuation or divisional appli-

602.06 Non-English
Declaration

Oath or
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Whenever, under any law of the United States or under
any rule, regulation, order, or requirement made pursuant
to law, any matter is required to be supported, evidenced,
established, or proved by sworn declaration, verification,
certificate, statement, oath or affidavit, in writing of the
person making the same (other than a deposition, or an
oath of office, or an oath required to be taken before a
specified official ether than notary public), such matter
may, with like force and effect, be supported, evidenced,
established, or proved by the unsworn declaration, certifi
cate, verification, or statement, in writing of such person
which is subscribed by him, as true under penalty of per
jury, and dated, in substantially the following form:

[l]If executed without the United States:

"I declare (or certify, verify, or state) under penalty of
perjury under the laws of the United States of America
that the foregoing is true and correct. Executed on (date).

(Signature)."

[2JIf executed within the United States its territories,
possessions, or commonwealths:

"I declare (or certify, verify, or state) under penalty of
perjury that the foregoing is true and correct. Executed
on (date).

(Signature)."

A 37 CFR 1.68 declaration need not be ribboned to
the other papers, even if signed in a country foreign to
the United States. When a declaration is used, it is
unnecessary to appear before any official in connec
tion with the making of the declaration. It must, how
ever, since it is an integral part of the application, be
maintained together therewith.

By statute, 35 U.S.c. 25, the Commissioner has
been empowered to prescribe instances when a writ
ten declaration may be accepted in lieu of the oath for
"any document to be filed in the Patent and Trade
mark Office."

The filing of a written declaration is acceptable in
lieu of an original application oath that is informal.

The following form paragraphs may be used to
notify applicant that the oath or declaration is defec
tive because it was not properly executed.

'If 6.05 Oath or Declaration Defective, Heading
The oath or declaration is defective. A new oath or declaration

in compliance with 37 CFR 1.67(a) identifying this application
by application number and filing date is required. See MPEP §§
602.01 and 602.02.

The oath or declaration is defective because:

Examiner Note:
1. One or more of the appropriate form paragraphs 6.05.01 to
6.05.20 must follow this paragrapb.

2. If none of the form paragraphs apply, then an appropriate
explanation of the defect should be given immediately following
this paragraph.

'If 6.05.01 Improper Execution
It was not executed in accordance with either 37 CFR 1.66 or

1.68.

Examiner Note:
This paragraph must be preceded by form paragraph 6.05.

'If 6.05.17 Declaration Clause Omitted
The clause regarding "willful false statements ,.." required by

37 CFR 1.68 has been omitted.

Examiner Note:
This paragraph must be preceded by form paragraph 6.05.

EARLIER FOREIGN APPLICATIONS

Oaths and declarations must make reference to any
foreign application for patent (or inventor's certifi
cate) for which priority is claimed and any foreign
application filed prior to the filing date of an applica
tion on which priority is claimed, unless such infor
mation is included in an application data sheet. See 37
CFR 1.63(c)(2).

If all foreign applications have been filed within
12 months of the U.S. filing date, applicant is required
only to recite the first such foreign application of
which priority is claimed, and it should be clear that
the foreign application referred to is the first filed for
eign application. The applicant is required to recite all
foreign applications filed prior to the application on
which priority is claimed. It is required to give the for
eign application number and name of the country or
office in which filed, as well as the filing date of the
first filed foreign application.

If the information regarding the foreign applica
tion has not been included in an application data
sheet, or in an oath or declaration, form paragraphs
6.05 and 6.05.08 may be nsed to notify applicant that
the oath or declaration is defective because the prior
foreign application has not been identified.

'If 6.05.08 Identification ofForeign Applications Omitted
It does not identify the foreign application for patent or inven

tor's certificate on which priority is claimed pursuant to 37 CPR
1.55, and any foreign application having a filing date before that
of the application on which priority is claimed, by specifying the
application number, country, day, month and year of its filing.
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PARTS, FORM, AND CONTENTOF APPLICATION 604.01

sheet under 37 CFR 1.76 containing only a change in
inventor B's mailing address.

When an inventor who executed the original decla
ration is refusing or cannot be found to execute a
required supplemental declaration, the requirement
for that inventor to sign the supplemental declaration
may be suspended or waived in accordance with 37
CFR 1.183. All available joint inventor(s) must sign
the supplemental declaration on behalf of themselves,
if appropriate, and on behalf of the nonsigning inven
tor. See MPEP § 409.03(a). Ifthere are no joint inven
tor(s), then the party with sufficient proprietary
interest must sign the supplemental declaration on
behalf of the nonsigning inventor. See MPEP §
409.03(b).

A new oath may be required by using form para
graph 6.06.

'f[ 6.06 New Oath for Subject Matter Not Originally
Claimed

This application presents a claim for subject matter not origi
nally claimed or embraced in the statement of the invention. [1].
A supplemental oath or declaration is required under 37 CFR
1.67. The new oath or declaration must properly identify the
application of which it is to forma part, preferably by application
number andfiling datein the body of theoathor declaration. See
MPEP §§ 602.01 and 602.02.

604 Administration or Execution of
Oath

37 CFR 1.66. Officers authorized to administer oaths.

(a) Theoath or affirmation may be madebefore anyperson
withintheUnitedStates authorized by law to administer oaths. An
oath made in a foreign country, may be madebefore any diplo
maticorconsular officerof theUnitedStates authorized to admin
ister oaths, or before any officer having an official seal and
authorized to administer oaths in the foreign countryin which the
applicant may be, whose authority shallbe proved by.a.certificate
of a diplomatic or consular officer of the United States, or by an
apostille of an official designated by a foreigncountry which, by
treaty orconvention, accords like effect to apostilles of designated
officials in theUnited States. Theoathshallbe attested in all cases
in thisandother countries, by theproper official seal of theofficer
before whomthe oath or affirmation is made. Such oath or affir
mation shall be valid as to execution if it complies with the laws
of the State or country where made. When the person before
whom the oath. or affirmation is made in this country is not pro
vided with a seal,.his official character shall be established by
competent evidence, as by a certificate from a clerkof a court of
record or other proper officerhavinga seal.

*****

See MPEP § 602.04(a) for foreign executedoath.

604.01 Seal
Examiner Note:

Explain new claimedmatter in bracket 1. The brief sununary
of the invention must be commensurate with the claimed invcn
tion and may be required to be modified. See MPEP § 608.01(d)
and 1302, and 37 CPR 1.73.

Since the decision in Cutter Co. v. Metropolitan
Electric Mfg. Co., 275 F. 158 (2d Cir. 1921), many
supplemental oaths and declarations covering the
claims in the application have been filed after the
applications were allowed. Such oaths and declara
tions may be filed as a matter of right and when
received they will be placed in the file by the Office of
Patent Publication, but their receipt will not be
acknowledged to the party filing them. They should
not be filed or considered as amendments under 37
CFR 1.312, since they make no change in the wording
of the papers on file. See MPEP § 714.16.

603.01 Supplemental
Declaration
Allowance

Oath
Filed

or
After

When the person before whom the oath or affirma
tion is made in this country is not provided with a
seal, his or her official character shall be established
by competent evidence, as by a certificate from a
clerk of a court of record or other proper officer hav
ing a seal, except as noted in MPEP § 604.03(a), in
which situations no seal is necessary. When the issue
concerns the authority of the person administering the
oath, the examiner should require proof of authority.
Depending on the jurisdiction, the seal may be either
embossed or rubber stamped. The latter should not be
confused with a stamped legend indicating only the
date of expiration of the notary's commission.

See also MPEP § 602.04(a) on foreign executed
oath and seal. In some jurisdictions, the seal of the
notary is not required but the official title of the
officer must be on the oath. This applies to Alabama,
Califoruia (certain notaries), Louisiana, Maryland,
Massachusetts, New Jersey, New York, Ohio, Puerto
Rico, Rhode Island, South Carolina, and Virginia.
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(D) title of the invention which was on the speci
fication as filed and reference to an attached specifica
tion which is both attached to the oath or declaration
at the time of execntion and submitted with the oath
or declaration; or

(E) title of the invention which was on the speci
fication as filed and accompanied by a cover letter
accurately identifying the application for which it was
intended by either the application number (consisting
of the series code and the serial number, e.g., 08/
123,456), or serial number and filing date. Absent any
statement(s) to the contrary, it will be presumed that
the application filed in the USPTO is the application
which the inventor(s) executed by signing the oath or
declaration.

Form paragraphs 6.05 and 6.05.20 may be used to
notify applicant that the oath or declaration is defec
tive because the specification has not been adequately
identified.

'If 6.05.20 Specification Not Identified
The specification to which the oath or declaration is directed

has not been adequately identified. See MPEP § 601.01(a).

Examiner Note:
This paragraph must be preceded by form paragraph 6.05.

Any specification that is filed attached to an oath
or declaration on a date later than the application fil
ing date will not be compared with the specification
submitted on filing. Absent any statement(s) to. the
contrary, the "attached" specification will be pre
sumed to be a copy of the specification and any
amendments thereto, which were filed in the USPTO
in order to obtain a filing date for the application.

Any variance from the above guidelines will only
be considered upon the filing of a petition for waiver
of the rules under 37 CFR 1.183 accompanied by a
petition fee (37 CPR 1.17(h)).

Further an oath or declaration attached to a cover
letter referencing an incorrect application may not
become associated with the correct application and,
therefore, could result in the abandonment of the cor
rect application.

Supplemental oaths or declarations in accordance
with 37 CFR 1.67 will be required in applications in
which the oaths or declarations are not in compliance
with the other requirements of 37 CFR 1.63 but con
tain sufficientinformation to identify the specifica
tions to which they apply as detailed above.

See MPEP § 1896 for the identification require
ments for a declaration filed in a U.S. national stage
application filed under 35 U.S.c. 371.

COPIES OF OATHS OR DECLARATIONS ARE
ACCEPTABLE

A copy, such as a photocopy or facsimile transmis
sion, of an originally executed oath or declaration is
acceptable and may be filed (see MPEP § 502.01). In
the event that a copy of the original is filed, the origi
nal should be retained as evidence of authenticity. If a
question of authenticity arises, the U.S. Patent and
Trademark Office may require submission of the orig
inal. See37 CPR 1.4(d)(I)(ii).

Note

See MPEP § 602.03 for other defects in the oath or
declaration.
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by the TC Director, the oath will be returned to the
applicant by the TC. A copy of the original oath will
be retained in the file.

The language of 37 CFR 1.66 and 35 U.S.C. 115 is
such that an attorney in the application is not barred
from administering the oath as notary. The Office pre
sumes that an attorney acting as notary is cognizant
of the extent of his or her authority and jurisdiction
and will not knowingly jeopardize his or her client's
rights by performing an illegal act. If such practice is
permissible under the law of the jurisdiction where
the oath is administered, then the oath is a valid oath.

The law of the District of Columbia prohibits the
administering of oaths by the attorney in the case. If
the oath is known to be void because of being admin
istered by the attorney in a jurisdiction Where the law
holds this to be invalid, the proper action is to require
a new oath or declaration and refer the file to the
Office of Enrollment and Discipline. (Riegger v.
Beierl, 1910 C.D. 12, 150 O.G. 826 (Comm'r Pat.
1910». See 37 CFR 1.66 and MPEP § 604.

605 Applicant

37 CFR 1.41. Applicant for patent.
(a) A patent is applied for in the name or names of the actual

inventor or inventors.

(1) The inventorship ofa nonprovisional application is
that inventorship set forth in the oath or declaration as prescribed
by § 1.63, except as provided for in §§ 1.53(d)(4) and 1.63(d). If
an oath or declaration as prescribed by § 1.63 is not filed during
thependency of a nonprovisional application; the inventorship is
that inventorship set forth in the application papers filed pursuant
to § 1.53(b), unless applicant files a paper, including the process
ing fee set forth in § 1.17(i), supplying or changing the name or
names of the inventor or inventors.

(2) The .inventorship of a provisional application is that
inventorshipset forth in the cover sheet as prescribed by §
1.51(c)(I). If a cover sheet as prescribed by § 1.51(c)(I) is not
filed during the pendency of a provisional application, the inven
torship is that inventorship set forth in the application papers filed
pursuant to § 1.53(c), unless applicaIit files a-paper including the
processing fee set forth in § l.17(q), supplying or changing the
name or names of the inventor or inventors.

(3) In a nonprovisional application filed without an oath
or declaration as prescribed by § 1.63 or a provisional application
filed without a cover sheet as prescrihed hy § 1.51(c)(I), the
name, residence, and citizenship of each person believed to be an
actual inventor should be provided when the application papers
pursuant to § 1.53(b) or § 1.53(c) are filed.

When the oath is made in a foreign country not a
member of the Hague Convention Abolishing the
Requirement of Legalization for Foreign Public Doc
uments, the authority of any officer other than a diplo
matic or consular officer of the United States
authorized to administer oaths must be proved by cer
tificate of a diplomatic or consular officer of the
United States. See 37 CFR 1.66, MPEP § 604. This
proof may be through an intermediary, e.g., the consul
may certify as to the authority and jurisdiction of
another official who, in tum, may certify as to the
authority and jurisdiction of the officer before whom
the oath is taken.

604.04(a) Consul - Omission of Certifi
cate

Where the oath is taken before an officer in a for
eign country other than a diplomatic or consular
officer of the United States and whose authority is not
authenticated or accompanied with an apostille certi
fying the notary's authority (see MPEP § 602.04(a»,
the application is nevertheless accepted for purposes
of examination. The examiner, in the first Office
action, should note this informality and require
authentication of the oath by an appropriate diplo
matic or consular officer, the filing of proper apostille,
or a declaration (37 CFR 1.68).

Form paragraph 6.08 may be used to notify appli
cant.

'I 6.08 Consul-Omission ofCertificate
The oath is objected to as being informal. It lacks authentica

tion by a diplomatic or consular officer of the United States; 37
CFR 1.66(a). This informality can be overcome either by for
warding the original oath to the appropriate officer for authentica
tion or by filing either a declaration under 37 CPR 1.68, or a new
properly authenticated oath under 37 CPR 1.66. The new oath or
declaration must properly identify the application of which it is to
form a part, preferably by application number and filing date in
the body of the oath or declaration. If, however, authentication of
the original oath is desired, applicant should request return of the
oathfor this purpose. Such request must be accompanied by an
order for a copy of the oath to be retained in the file until the prop
erly authenticated oath is returned. After the oath has been
authenticated, it should be returned promptly to the Patent and
Trademark Office. See MPEP§§ 602.01 and 602.02.

At the time of the next Office action, the request for
return of the oath, together with the application file
and the copy of the oath, is submitted to the Technol
ogy Center (TC) Director. If the request is approved

604.06 By Attorney in Application
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PTO/SB/Ol (03-01)
Approved for use through 10/3112002. OMB 0651-0032

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
"'",...' , .. '" ""'...'" ..",,, "'""".... "'" "'...., VI ' ....... , "'1 <>',,,,,,:> tI,,, ,t>' "".. IV '''''I-'VI'" IV" vulI""III/JI vI II",,""""UII u'''Il'll'll n mllldll'S a Vl:IlIO VIV,g COnlr\l1 numoer.

-C-

DECLARATION- Utility or Design Patent Application

Directall correspondence to: 0 CustomerNumber I I OR 0 COrrespondence address belowor BarCode Label

Name

Address .

Cm. State ZIP

Count...• Telephone Fax

t herebydeclarethat all statements madehereinof my own knoWled£e are true and that all statements madeon infonnation and belief
are believed to be true; and further that these statements were ma e with the knowledge that willful false statements and the like so
made are ~uniShable by fine or imprisonment, or both, under 18 U.S.C. 1001 and that such willful false statements may jeopardize the
validity of t e application or any patent issued thereon.

NAME OF SOLE OR FIRST INVENTOR: IDApetition has been filed for this unsigned inventor

Given Name Family Name
(first and middle [if any)} orSumame

I~i~~ntor's
Si nature Date

Residence: City Slate Country Citizenship

Mailin n Address

City State ZIP Country

NAME OF SECOND INVENTOR: I 0 A petition has been filedfor this unsigned inventor
.

Given Name Family Name
(first andmiddle'(if ahy]) orSumame

Inventor's
Signature Date

Residence: City Slate Country Citizenship

Mailing Address

.

City State ZIP Country

o Additionalinventors are being named Onthe supplementalAddition'allnvEmtor(s}sheet(s)PTO/SB/02A attached hereto.

[Page 2 012)
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PARTS, FORM, AND CONTENT OF APPLICATION 605.03

The statute (35 U.S.c. U5) requires an applicant,
in a nonprovisional application, to state his or her citi
zenship. Where an applicant is not a citizen of any
country, a statement to this effect is accepted as satis
fying the statutory requirement, but a statement as to
citizenship applied for or first papers taken out look
ing to future citizenship in this (or any other) country
does not meet the requirement.

Form paragraphs 6.05 and 6.05.03 may be used to
notify applicant that the applicant's citizenship is
omitted.

605.01 Applicant's Citizenship residence information within a set period for reply. If
the examiner notes that the residence has not been
included in the oath or declaration or in an application
data sheet, form paragraphs 6.05 (reproduced in
MPEP § 605.01) and 6.05.02 should be used.

'ff. 6.05.02 Residence Omitted

It does not identify the city and either state or foreign-country
of residence of each inventor. The residence information may be
provided on either an application data sheet or a supplemental
oath declaration.

Examiner Note:

This paragraph must be preceded by form paragraph 6.05,

Examiner Note:
This paragraph must be preceded by form paragraph 6.05

'f[ 6.05 Oath or Declaration Defective, Heading
The oath or declaration is defective. A new oath or declaration

in compliance with 37 CFR 1.67(a) identifying this application
by application number and filing date is required. See MPEP §§
602.01 and 602.02.

The oath or declaration is defective because:

Examiner Note:
1. One or more of theappropriate form paragraphs 6.05.01 to
6.05.20 must follow this paragraph.
2. If none of the form paragraphs apply, then an appropriate
explanation of the defect should be given immediately following
this paragraph.

'f[ 6.05.03 Citizenship Omitted
It does not identify the citizenship of each inventor.

Applicant's place of residence, that is, the city and
either state or foreign country, is required to be
included in the oath or declaration in a nonprovisional
application for compliance with 37 CFR 1.63 unless
it is included in an application data sheet (37 CPR
1.76). In the case of an applicant who is in one of the
U.S. Armed Services, a statement to that effect is suf
ficient as to residence. For change of residence, see
MPEP § 719.02(b). Applicant's residence must be
included on the cover sheet for a provisional applica
tion unless it is included in an application data sheet
(37 CFR 1.76).

If the residence is not included in the executed oath
or declaration filed under 37 CFR 1.63, the Office of
Initial Patent Examination (OIPE) will normally so
indicate on a form PTO-152, "Notice of Informal
Application," so as to require the submission of the

Applicant's Mailing or Post
Office Address

Each applicant's mailing or post office address is
required to be supplied on the oath or declaration, if
not stated in an application data sheet. Applicant's
mailing address means that address at which he or she
customarily receives his or her mail. Either appli
cant's home or business address is acceptable as the
mailing address. The mailing address should include
the ZIP Code designation. Since the term "post office
address" as previously used in 37 CFR 1.63 may be
confusing, effective November 7, 2000, 37 CFR 1.63
was amended to use the term "mailing address"
instead.

The object of requiring each applicant's mailing
address is to enable the Office to communicate
directly with the applicant if desired; hence, the
address of the attorney with instruction to send com
munications to applicant in care of the attorney is not
sufficient.

In situations where an inventor does not execute
the oath or declaration and the inventor is not
deceased, such as in an application filed under 37
CPR 1.47, the inventor's most recent home address
must be given to enable the Office to communicate
directly with the inventor as necessary.

If an oath or declaration was filed prior to Decem
ber I, 1997 and the post office address was incom
plete or omitted from the oath or declaration,
attachment form PTO-152, "Notice of Informal
Application" or form paragraph 6.09.01 may be used
to notify applicant of the deficiency of the post office
address.

605.03

Applicant's Residence605.02
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1. One or more of the appropriate form paragraphs 6;05.01 to
6.05.20 must follow this paragraph.

2. If none of the form paragraphs apply, then an appropriate
explanation of the defect should be given immediately following
this paragraph.

'f[ 6.05.05 "Reviewed and Understands" Statement
Omitted

It does not state that the person making the oath or declaration
has .reviewed and understands the contents of the specification,
includingthe claims, as amendedby any amendment specifically
referred to in the oath or declaration.

Examiner Note:
This paragraph must he preceded by form paragraph 6.05.

'f[ 6.05.06 Original and First Omitted

It does not state that the person making the oath or declaration
believes the named' inventor or inventors to be' the' original and
first inventor or inventors of the subject matter which' is claimed
and for which a patent is sought.

Examiner Note:
This paragraph must be preceded by form paragraph 6.05.

'f[ 6.05.07 Duty To Disclose Omitted

It does not state that the person making the oath or declaration
acknowledges the duty to disclose to the Office .1:111 information
known to the person to be material to patentability as defmed in
37 CFR 1.56.

Examiner Note:
This paragraph must be preceded by form paragraph 6.05.

'f[ 6.05.15 Not in Permanent Ink
The [1] is not in permanent ink, or its equivalent in quality, as

required under 37 CPR 1.52(a).

If the above is waived, the examiner with full sig
natory authority should write in the margin of the dec
laration or oath a notation such as "Reference to the
sole inventor rather than joint inventors waived;
Application ready for issue." and his or her initials
and the date.

Of course, requirements of the statute, e.g., that the
applicant state his or her citizenship or believes him
self or herself to be the original and first inventor or
that the oath be administered before a person autho
rized to administer oaths or that a declaration pursuant
to 35 U.S.C 25 or 28 U.S.C. 1746 contain the lan
guage required therein, cannot be waived.

If the defect cannot be waived, form paragraph 6.46
should be used when the application is allowable.

'f[ 6.46 Application Allowed, Substitute Declaration
Needed

Applicant is now required to submit a substitute declaration or
oath to correct the deficiencies set forth [1]. The substitute oath
or declaration must be filed within the THREE MONTH short
ened statutory period set for reply in the "Notice of Allowability"
(PTO-37). Extensions of time may be obtained under the provi
sions of 37 CPR 1.136(a). Failure to timely file the suhstitute
declaration (or oath) will result in ABANDONMENT of the
application. The transmittal letter accompanying the declaration
(or oath) should indicate the following in the upper right hand cor
ner: Issue Batch Number, date of the "Notice of Allowance"
(PfOL-85), and application number.

Examiner Note:
In the bracket, insert appropriate information, e.g., -~in this

communication--, --in the Office action mailed --, or --
in the PTO-152 attached to Paper No._--.

Examiner Note:

This paragraph applies only to foreign executed oaths and must
be preceded by form paragraph 6.05.

'f[ 6.05.13 Authority of Foreign Officer Not Certified

It does not include an apostille, a consular certificate, or the
position of authority of the officer signing an apostille or consular
certificate, see 37 CFR 1.66(a).

An oath executed in a foreign country must be
properly authenticated. See 37 CFR 1.66 and MPEP §
604.

Where the authority of the foreign officer is not cer
tified, form paragraphs 6.05 (reproduced in MPEP §
602.03) and 6.05.13 may be used.

Examiner Note:
1. In bracket 1, insert either signature or oath/declaration.

2. This paragraph must be preceded by form paragraph 6.05.

3. If other portions of the disclosure are not in permanent ink,
use form paragraph 6.32.

When an application is otherwise ready for issue,
an examiner with full signatory authority may waive
the following minor deficiencies:

Minor deficiencies in the body of the oath or decla
ration where the deficiencies are self-evidently cured
in the rest of the oath or declaration, as in an oath or
declaration of plural inventors couched in plural terms
except for use of "sole inventors" is asserted. In re
Searles, 422 F.2d 431, 437, 164 USPQ 623, 628
(CCPA 1970).

602.04 Foreign Executed Oath
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PARTS, FORM, AND CONTENT OF APPLICATION 605.04(a)

Treaty (PCT) which designates the United States and
thereby has the effect of a regularly filed United
States national application, except as provided in 35
U.S.c. 102(e), are somewhat different than the provi
sions of 35 U.S.C. 111. The oath or declaration
requirements for an international application before
the Patent and Trademark Office are set forth in
35 U.S.C. 371(c)(4) and 37 CFR 1.497.

37 CFR 1.52(c)(I) states that "[a]ny interlineation,
erasure, cancellation or other alteration of the applica
tion papers filed must be made before the signing of
any accompanying oath or declaration pursuant to §
1.63 referring to those application papers and should
be dated and initialed or signed by the applicant on
the same sheet of paper. Application papers contain
ing alterations made after the signing of an oath or
declaration referring to those application papers must
be supported by a supplemental oath or declaration
under § 1.67. In either situation, a substitute specifi
cation (§ 1.125) is required if the application papers
do not comply with paragraphs (a) and (b) of this sec
tion." 37 CFR 1.52(c)(2) states that after the signing
of the oath or declaration referring to the application
papers, amendments may only be made in the manner
provided by 37 CFR 1.121. An application submitted
through the electronic filing system (EFS) may
include scanned images of a declaration executed by
the inventor. The reformatting of an application in
submitting the specification of the application using
EFS, is not an "alteration of the application papers"
requiring a substitute oath or declaration. It is accept
able to print out a copy ofthe specification prepared
using traditional word processing software for the
inventor to review as he or she signs the oath or decla
ration, and then cut and paste from the electronic doc
ument to prepare the EFS version of the specification
and to submit a scanned copy of the declaration with
the EFS submission.

In summary, it is emphasized that the application
filed must be the application executed by theappli
cant and it is improper for anyone, including counsel,
to alter, rewrite, or partly fill in any part of theappli
cation, including the oath or declaration, after execu
tion of the oath or declaration by the applicant. This
provision should particularly be brought to the atten
tion of foreign applicants by their United States coun
sel since the United States law and practice in this
area may differ from that in other countries.

Any changes made in ink in the application or oath
prior to signing should be initialed and dated by the
applicants prior to execution of the oath or declara
tion. The Office will not consider whether nonini
tialed and/or nondated alterations were made before
or after signing of the oath or declaration but will
require a new oath or declaration. Form paragraph
6.02.01 may be used to call noninitialed and/or non
dated alterations to applicant's attention.

'If 6.02.01 Non-Initialed and/or Non-Dated Alterations in
Application Papers

The application is- objected to because. of. alterations· which
have not been initialed and/or dated as is required by 37 CFR
1.52(c). A properly executed oath or declaration which complies
with 37 CPR 1.67(a) and identifies the application by application
number andfiling dateis required.

The signing and execution by the applicant of oaths
or declarations in certain continuation or divisional
applications may be omitted. See MPEP § 201.06,
§ 201.07, and § 602.05(a).

For the signature on a reply, see MPEP § 714.01(a)
to § 714.01(d).

EXECUTION OF OATH OR DECLARATION
ON BEHALF OF INVENTOR

The oath or declaration required by 35 U.S.C. 115
must be signed by all of the actual inventors, except
under limited circumstances. 35 U.S.c. 116 provides
that joint inventors can sign on behalf of an inventor
who cannot be reached or refuses to join. See MPEP §
409.03(a). 35 U.S.c. 117 provides that the legal rep"
resentative of a deceased or incapacitated inventor can
sign on behalf of the inventor. If a legal representative
executes an oath or declaration on behalf of a
deceased inventor, the legal representative must state
that the person is a legal representative and provide
the citizenship, residence, and mailing address of the
legal representative. See 37 CFR 1.64, MPEP §
409.01 and § 409.02. 35 U.S.C. 118 provides that a
party with proprietary interest in the invention
claimed in an application can sign on behalf of the
inventor, if the inventor cannot be reached or refuses
to join in the filing of the application. See MPEP §
409.03(b) and § 409.03(t). The oath or declaration
may not be signed by an attorney on behalf of the
inventor, even if the attorney has been given a power
of attorney to do so. Opinion of Hon. Edward Bates,
10 Op. Atty. Gen. 137 (1861). See also Staeger v.
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Model of Certificate

The certificate will be in the form of a square with
sides at least 9 centimeters long.

602.05(a) Oath or
Continuatlon
Applications

Declaration in
and Divisional

• • 0·' •• , .••••••••••••••• " ••••••••••••••••• .;.;

Certified

2. hasbeen signedby ••..•..•.........•••••••••..••

3. acting inthe capacity of .

4.bears theseal/stamp of .

Note that a declaration in lieu of application oath
(37 CFR 1.68) need not be ribboned to the other
papers. It must, however, be maintained together
therewith.

A continuation or divisional application filed under
37 CPR 1.53(b) (other than a continuation-in-part
(CIP)) may be filed with a copy of the oath or declara
tion from the prior nonprovisional application. See 37
CPR 1.63(d)(I)(iv).
. A copy of an oath or declaration from a prior appli

cation may be submitted with a continuation or divi
sional application even if the oath or declaration
identifies the application number of the prior applica
tion. However, if such a copy of the oath or declara
tion is filed after the filing date of the continuation or
divisional application and an application number has
been assigned to the continuation or divisional appli
cation (see 37 CPR 1.5(a)), the cover letter accompa
nying the oath or declaration should identify the
application number of the continuation or divisional
application. The cover letter should also indicate that
the oath or declaration submitted is a copy of the oath
or declaration from a prior application to avoid the
oath or declaration being incorrectly matched with the
prior application file. Furthermore, applicant should
also label the copy of the oath or declaration with the
application number of the continuation or divisional
application in the event that the cover letter is sepa
rated from the copy ofthe oath or declaration.

A copy of the oath or declaration from a prior non
provisional application may be filed in a continuation
or divisional application even if the specification for
the continuation or divisional application is different
from that of the prior application, in that revisions
have been made to clarify the text to incorporate
amendments made in the prior application, or to make
other changes provided the changes do not constitute
new matter relative to the prior application. See 37
CFR 1.52(c)(3). If the examiner determines that the
continuation or divisional application contains new

Oath or Declaration - Date of
Execution

APOSTILLE
(Convention de La Haye du Oct. 5,1961)

l.Country .

Thispublic document

5;at .

6. the ,., .

7. by ..

8./010 ..

9. SeaVstamp: 10.Signature:

602.05

The Office no longer checks the date of execution
ofthe oath or declaration and the Office will no longer
require a newly executed oath or declaration based on
an oath or declaration being stale (that is when the
date of execution is more than 3 months prior to the
filing date of the application) or where the date of
execution has been omitted. However, applicants are
reminded that they have a continuing duty of disclo
sure under 37 CFR 1.56.

200 September 4, 1991, theUnion of Soviet Socialist Republics (USSR) depositedan instrument of accession to theConvention. The
Conventionwasto have entered into force for theUSSR on April I, 1992. Prior to thatdate,the USSR dissolved. Threemembers of the
Newly Independent States(NIS), the RUSSian Federation, theBelarusRepublic and Armenia have informedthedepositary for the Con
ventionthattheConventionappliesin thosejurisdiction. It is not clearWhether other NIS countries areapplying theConvention. Even if
other NIS countries were to considerthe Convention to apply, it may notbe operational. Eachjurisdiction mustdesignatean authority
competent to issue theConventioncertificate (apostille) before theConventioncanbe operational.

3Pormer Yugoslavia was a party to the Convention. Slovenia, Macedonia, Bosnia-Herzegovina andCroatia have informed the depositary
thatthey considerthe Convention to applyandhave designated a competentauthority to issue the Convention certificate (apostille).
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PARTS, FORM, AND CONTENT OF APPLICATION 605.07

*****

35 US.c. 116. Inventors
When an invention is made by two or more persons jointly,

they shall apply for patent jointly and each make the required
oath, except as otherwise provided in this title. Inventors may
apply for a patent jointly even though (I) they did not physically
worktogetheror at the same time, (2) each did not make the same
type or amount of contribution, or (3) each did not make a.contri
bution to thesubject matter of every claimof thepatent.

inventorship. A brief explanation on an "Application
Division Data Base Routing Slip" (available from the
Technology Center (TC) technical support staff)
should accompany the application file to Olf'E. For
09/ series applications, the examiner should have the
TC's technical support staff enter the correction in the
PALM database and print a new PALM bib-data
sheet, which will then be placed in the file wrapper.

In an application filed by a legal representative of
the inventor, the specification should not be written in
the first person.

For prosecution by administrator or executor, see
MPEP § 409.01(a).

For prosecution by heirs, see MPEP § 409.01(a)
and § 409.01(d).

For prosecution by representative of legally inca
pacitated inventor, see MPEP § 409.02.

For prosecution by other than inventor, see
MPEP § 409.03.

Joint Inventors

Administrator, Executor, or
Other Legal Representative

605.07

605.05

605.04(1) Signature on Joint Applications
- Order of Names

It is permissible for an applicant to use a title of
nobility or other title, such as "Dr.", in connection
with his or her signature. The title will not appear in
the printed patent.

605.04(e) May Use Title With Signature

The order of names of joint patentees in the heading
of the patent is taken from the order in which the type
written names appear in the original oath or declara
tion. Care should therefore be exercised in selecting
the preferred order of the typewritten names of the
joint inventors, before filing, as requests for subse
quent shifting of the names would entail changing
numerous records in the Office. Since the particular
order in which the names appear is of no consequence
insofar as the legal rights of the joint applicants are
concerned, no changes will be made except when a
petition under 37 CFR 1.182 is granted. The petition
should be directed to the attention of the Office of
Petitions. The petition to change the order of names
must be signed by either the attorney or agent of
record or all the applicants. It is suggested that all
typewritten and signed names appearing in the appli
cation papers should be in the same order as the type
written names in the oath or declaration.

In those instances where the joint applicants file
separate oaths or declarations, the order of names is
taken from the order in which. the several oaths or
declarations appear in the application papers unless a
different order is requested at the time of filing.

605.04(g) Correction of Inventorship

When the Office is notified of a typographical or
transliteration error in the spelling of an inventor's
name, or a petition is granted approving a correction
or a change in the order of the names of the inventors,
or inventors are added or deleted under 37 CFR 1.48,
the change should be noted in red ink in the left mar
gin of the original oath or declaration. The notation
should read "See Paper No. __ for inventorship
changes." The application (other than 09/ series
applications) should be sent to the Office of Initial
Patent Examination (Olf'E) for correction on the file
wrapper label and the PALM database regarding the

35 U.S.C. 116, as amended by Public Law 98-622,
recognizes the realities of modern team research. A
research project may include many inventions. Some
inventions may have contributions made by individu
als who are not involved in other, related inventions.

35 U.S.C. 116 allows inventors to apply for a patent
jointly even though

(A) they did not physically work together or at the
same time,

(B) each did not make the same type or amount of
contribution, or

(C) each did not make a contribution to the sub
ject matter of every claim of the patent.
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See MPEP § l893.D1.

603 Supplemental Oath or Declaration

tors, of which only some understand English but all
understand the non-English language of the oath or
declaration.

37 CFR 1.67 requires in the supplemental oath or
declaration substantially all the data called for in 37
CPR 1.63 for the original oath or declaration. As to
the purpose to be served by the supplemental oath or
declaration, the examiner should bear in mind that it
cannot be availed of to introduce new matter into an
application.

37 CFR 1.67. Supplemental oath or declaration.
(a) The Office may require, or inventors andapplicants may

submit, a supplemental oath or declaration meeting the require
ments of § 1.63 or § 1.162 to correct any deficiencies orinaccura
cies presentin the earlierfiled oathor declaration.

(l) Deficiencies or inaccuracies relating to all the inven
tors or applicaots (§§ 1.42, 1.43, or § 1.47) may be corrected with
a supplemental oath or declaration signed by all the inventors or
applicants.

(2) Deficiencies or inaccuracies relating to fewer than all
of the inventor(s) or applicant(s) (§§ 1.42, 1.43 or § 1.47) may be
corrected with a supplemental oath or declaration identifying the
entireinventive entitybut signed only by the inventorfs) or appli
cant(s) to whom the erroror deficiency relates.

(3) Deficiencies or inaccuracies due to the failure to meet
the requirements of § 1.63(c) (e.g., to correct the omission of a
mailing address of an inventor) in an oath-or declaration may be
corrected with an application data sheet in accordance with§ 1.76.

(4) Submission of a supplemental oath or declaration or
an application data sheet (§ 1.76), as opposed to who must sign
the supplemental oath ot declaration or an application data sheet,
is governed by § 1.33(a)(2) and paragraph (b) of this section.

(b) A supplemental oath or declaration meeting the require
ments of § 1.63 must be filed when a claim is presented for matter
originally shown or described but not substantially embraced in
the statement of invention or claims originally presented or when
an oath or declaration submitted in accordance with § 1.53(f) after
the filing of the specification and any required drawings specifi
cally and improperly refers to an amendment which includes new
matter. No new matter may be introduced into a nonprovisional
application after its filing date even if a supplemental oath or dec
laration-is filed. 'In proper situations, the oath or declaration here
required may be made on information and belief by an _applicant
other than the inventor.

(c) [Reserved]

Deficiencies or inaccuracies in an oath or declara
tion may be corrected by a supplemental oath or dec
laration. The supplemental oath or declaration must
(1) identify the entire inventive entity, and (2) be
signed by all the inventors when the correction relates
to all.the inventors or applicants (37 CFR 1.42, 1.43,
or 1.47), or by only those inventor(s) or applicants (37
CFR 1.42, 1.43, or 1.47) to whom the corrections
relates. See 37 CFR 1.67(a). A deficiency or inaccu
racy relating to information required by 37 CPR
1.63(c) may also be corrected with an application data
sheet (37 CFR 1.67(a)(3». The following examples
illustrate how certain deficiencies or inaccuracies in
an oath or declaration may be corrected:

Example I: An application was filed with a decla
ration under 37 CPR 1.63 executed by inventors A, B,
and C. If it is later determined that the citizenship of
inventor C was in error, a supplemental declaration
identifying inventors A, B, and C may be signed by
inventor C alone correcting C's citizenship.

Example 2: An application was filed with a decla
ration under 37 CFR 1.63 executed by inventors A, B,
and C. If it is later determined that the duty to disclose
clause was omitted, a supplemental declaration identi
fying inventors A, B, and C must be signed by inven
tors A, B, and C. If separate declarations had been
executed by each of the inventors and the duty to dis
close clause had been omitted only in the declaration
by inventor B, then only inventor B would need to
execute a supplemental declaration identifying the
entire inventive entity.

Example 3: An application was filed with a decla
ration under 37 CFR 1.63 executed by inventors A,
and B, and the legal representative of deceased inven
tor C. It is later determined that an error was made in
the citizenship of deceased inventor C. A supplemen
tal declaration identifying A, B, and C as the inven
tors would be required to be signed by the legal
representative of deceased inventor C alone correcting
C's citizenship.

Example 4: An application was filed with a decla
ration under 37 CPR 1.63 executed by inventors A
and B. If it is later determined that an error exists in
the mailing address of inventor B, the mailing address
of inventor Bmay be corrected by a supplemental
declaration identifying the entire inventive entity and
signed by inventor B alone, or an application data

Oath or Declaration Filed in
United States as a Designated
Office

602.07
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application if the elected invention was not the inven
tion of all the originally named inventors.

(G) The amendment to 35 U.S.c. 116 increases
the likelihood that different claims of an application
or patent may have different dates of invention; when
necessary the Office or court may inquire of the patent
applicant or owner concerning the inventors and the
invention dates for the subject matter of the various
claims.

Pending nonprovisional applications will be per
mitted to be amended by complying with 37 CFR 1.48
to add claims to inventions by inventors not named
when the application was filed as long as such inven
tions were disclosed in the application as filed since
37 CFR 1.48 permits correction of inventorship where
the correct inventor or inventors are not named in an
application for patent through error without any
deceptive intention on the part of the person being
added as an inventor. This is specially covered in 37
CFR 1.48(c).

Under 35 U.S.c. 116, an examiner may reject
claims under 35 U.S.C. 102(f) only in circumstances
where a named inventor is not the inventor of at least
one claim in the application; no rejection under 35
U.S.C. l02(f) is appropriate if a named inventor made
a contribution to the invention defined in any claim of
the application.

Under 35 U.S.C. 116, considered in conjunction
with 35 U.S.C. 103(c), a rejection may be appropriate
under 35 U.S.c. 102(f)/103 where the subject matter,
i.e., prior art, and the claimed invention were not
owned by, or subject to an obligation of assignment
to, the same person at the time the invention was
made.

Applicants are responsible for correcting, and are
required to correct, the inventorship in compliance
with 37 CPR 1.48 when the application is amended to
change the claims so that one (or more) of the named
inventors is no longer an inventor of the subject mat
ter of a claim remaining in the application.

In requiring restriction in an application filed by
joint inventors, the examiner should remind appli
cants of the necessity to correct the inventorship pur
suant to 37 CFR 1.48 if an invention is elected and the
claims to the invention of one or more inventors are
canceled.

The examiner should not inquire of the patent
applicant concerning the inventors and the invention

dates for the subject matter of the various claims until
it becomes necessary to do so in order to properly
examine the application.

If an application is filed with joint inventors, the
examiner should assume that the subject matter of the
various claims was commonly owned at the time the
inventions covered therein were made, unless there is
evidence to the contrary. If inventors of subject mat
ter, not commonly owned at the time of the later
invention, file a joint application, applicants have an
obligation pursuant to 37 CFR 1.56 to point out the
inventor and invention dates of each claim and the
lack of common ownership at the time the later inven
tion was made in order that the examiner may con
sider the applicability of 35 U.S.C. l02(e)/103,
35 U.S.C. l02(f)/103 or 35 U.S.C. 102(g)/103. The
examiner should assume, unless there is evidence to
the contrary, that applicants are complying with their
duty of disclosure. It should be pointed out that 35
U.S.c. 119(a) benefit may be claimed to any foreign
application as long as the U.S. named inventor was
the inventor of the foreign application invention and
35 U.S.c. 119(a)-(d) requirements are met. Where
two or more foreign applications are combined in a
single U.S. application, to take advantage of the
changes to 35 U.S.C. 103 or 35 U.S.C. 116, the U.S.
application may claim benefit under 35 U.S.c. 119(a)
to each of the. foreign applications provided all the
requirements of 35 U.S.c. 119(a)-(d) are met. One of
the conditions for benefit under 35 U.S.c. 119(a) is
that the foreign application must be for "the same
invention" as the application in the United States.
Therefore, a claim in the U.S. application which relies
on the combination of prior foreign applications may
not be entitled to the benefit under 35 U.S.C. 119(a) if
the subject matter of the claim is not sufficiently dis
closed in the prior foreign application. Cf. Studienge
sellschaft Kahle m.b.H. v. Shell Oil Co., 112 F.3d
1561, 42 USPQ2d 1674 (Fed. Cir. 1997). For exam
ple:

If foreign applicant A invents X andfiles a foreign appli
cation; foreign applicant B invents Y and files separate
foreign application. A+B.combine inventions Xev andA
andB are proper joint inventors under 35 U.S.C. 116 and
file U.S. application to X+Y. The U.S. application may
claim benefit nnder 35 U.S.C. 119(a) to each of the for
eign applications provided therequirements of 35 U.S.C.
119(a)-(d) are met.

600-49 August 2001



604.02 MANUAL OF PATENT EXAMINING PROCEDURE

Examiner Note:
This paragraph mustbe precededby formparagraph 6.05.

'!l 6.07 Lack ofVenue
The oath lacks the statement of venue. Applicant is required to

furnish either a new oath or declaration in proper form, identify
ing the application by application number andfiling date,or a cer-

Examiner Note:
This paragraph must be preceded by form paragraph 6.05.

'!l 6.05.12 Notary Seal and Venue Omitted
It does not includethe notary's seal andvenue.

Examiner Note:
Explain new claimed matter in bracket 1. The brief summary

of theinvention must be commensurate with the claimedinven..
tion and may be required to be modified. See MPEP § 608.01(d)
and 1302, and3? CPR 1.73.

'!l 6.05.11 Notary Signature
It does not-includethe notary's signature, or the notary's signa

ture is in the wrong place.

Consul604.04

On Oct. 15, 1981, the "Hague Convention Abolish
ing the Requirement of Legalization for Foreign Pub
lic Documents" entered into force between the United
States and 28 foreign countries as parties to the Con
vention. SUbsequently, additional countries have
become parties to the conventions. See MPEP §
604.04(a).

Public Law 506 (81st Congress, Second Session)
Article 136: (a) The following persons on active duty
in the armed forces ... shall have the general powers
of a notary public and of a consul of the United
States, in the performance of all notarial acts to be
executed by members of any of the armed forces,
wherever they may be, and by other persons subject to
this code [Uniform Code of Military Justice] outside
the continental limits of the United States:

(A) All judge advocates of the Army and Air
Force;

(B) All law specialists;
(C) All summary courts-martial;
(D) All adjutants, assistant adjutants, acting adju

tants, and personnel adjutants;
(E) All commanding officers of the Navy and

Coast Guard;
(F) All staff judge advocates and legal officers,

and acting or assistant staff judge advocates and legal
officers; and

(G) All other persons designated by regulations of
the armed forces or by statute.

(H) The signature without seal of any such person
acting as notary, together with the title of his office,
shall be prima facie evidence of his authority.

604.03(a) Notarial Powers of Some
Military Officers

tificate by the officer before whom the original oath was taken
stating that the oath was executed within thejurisdictionof the
officerbeforewhom the oathwas takenwhen theoathwas admin
istered. The hew oath or declaration must properly identify the
application of which it is to form a part, preferably by application
number andfiling datein the body of the oathor declaration. See
MPEP §§ 602.01 and 602.02.

Where the seal and venue differ, applicant should
be notified by using the "Notice of Informal Applica
tion" form.

Venue604.02

That portion of an oath or affidavit indicating
where the oath is taken is known as the venue. Where
the county and state in the venue agree with the
county and state in the seal, no problem arises. If the
venue and seal do not correspond in county and state,
the jurisdiction of the notary must be determined from
statements by the notary appearing on the oath. Venue
and notary jurisdiction must correspond or the oath is
improper. The oath should show on its face that it was
taken within the jurisdiction of the certifying officer
or notary. This may be given either in the venue or in
the body of the jurat. Otherwise, a new oath or decla
ration, or a certificate of the notary that the oath was
taken within his or her jurisdiction, must be required.
Ex parte Delavoye, 1906 C.D. 320, 124 O.G. 626
(Comm'r Pat. 1906); Ex parte Irwin, 1928 C.D. 13,
367 O.G. 701 (Comm'r Pat. 1928).

Form paragraph 6.07 may be used where the venue
is not shown.

'!l 6.06 New Oath for Subject Matter Not Originally
Claimed

This application presents a claim for subject matter not origi
nally claimed or embraced in the statement of the invention. [l].
A supplemental oath or declaration is required under 37 CFR
1.67. The new oath or declaration must properly identify the
application of which it is to forma part, preferablyby application
number andfiling dale in the body of the oathor declaration. See
MPEP §§ 602.01 and 602.02.
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*****

*****

35 u.s.c. 42. Patent and Trademark Office funding

(d) The Director may refund any fee paid by mistake or any
amount paidin excess of thatrequired.

Returnability of Fees

37 CFR 1.26. Refunds.
(a) The Commissioner may refund any fee paid by mistake

or in excess.of that required. A change of purpose after the.pay
mentof a fee, suchas whena partydesires to withdraw a patent or
trademarkfiling for whichthe fee was paid, including an applica
tion, an appeal, or a request for an oral hearing, will not entitlea
party to a refund of.such fee. The Office Will not refund amounts
of twenty-five dollars or less unless a refund is specifically
requested, and will notnotifythepayor of suchamounts. If aparty
payinga fee or requesting a refund does not provide the banking
information necessary for making refunds by electronic funds
transfer (3t U.S.C. 3332 and 31 CFR part 208), or instruct the
Office that refunds are to be credited to a deposit account, the
Commissioner may require such information, or use the banking
information on the payment instrument to make a refund. Any
refund of alee paidby credit card will be bya credit to the credit
card account to whichthe fee was charged,

(b) Any request forrefund must be filed within two years
from the date the fee was paid, except as,otherwise provided in
Ibis paragraph or in § 1.28(a). If the Office charges a deposit
account by an amount other than an ainount specificallyindicated
in an authorization (§ 1.25(b)), anyrequest forrefund basedupon
such charge must. be filed within two years fromthe date of the
deposit account statement indicating such charge, and-include_a
copy of that depositaccount statement. The timeperiods set forth
in this paragraph are. notextendable.

(c) _If theCommissioner decidesnotto institute a reexamina
tionproceeding, forex parte reexaminations filed under § 1.510,.a
refund-of$1,690 will be madeto the reexamination requester. For
inter partes reexaminations filed under § 1.913, a refund of
$7,970 will be madeto the reexamination requester. Thereexami-

607.02

canceled in the response that have already been paid
for.

The additional fees, if any, due with an amendment
are required prior to any consideration of the amend
ment by the examiner.

Money paid in connection with the filing of a pro
posed amendment will not be refunded by reason of
the nonentry of the amendment. However, unentered
claims will not be counted when calculating the fee
due in subsequent amendments.

Amendments affecting the claims cannot serve as
the basis for granting any refund.

See MPEP § 1415 for reissue application fees.

panied by the full additional fee due, will not be
entered in whole or in part and applicant will be so
advised. Such amendments filed in reply to an Office
action will be regarded as not responsive thereto and
the practice set forth in MPEP § 714.03 will be fol
lowed.

The additional fees, if any, due with an amendment
are calculated on the basis of the claims (total and
independent) which would be present, if the amend
ment were entered. The amendment of a claim, unless
it changes a dependent claim to an independent claim
or adds to the number of claims referred to in a multi
ple dependent claim, and the replacement of a claim
by a claim of the .same type, unless it is a multiple
dependent claim which refers to more prior claims, do
not require any additional fees.

For purposes of determining the fee due the U.S.
Patent and Trademark Office, a claim will be treated
as dependent if it contains reference to one or more
other claims in the application, A claim determined to
be dependent by this test will be entered if the fee paid
reflects this determination.

Any claim which is in dependent form but which is
so worded that it, in fact, is not a proper dependent
claim, as for example it does not include every limita
tion of the claim on which it depends, will be required
to be canceled as. not being a proper dependent claim;
and cancelation of any further claim depending on
such a dependent claim will be similarly required.
The applicant may thereupon amend the claims to
place them in proper dependent form, or may redraft
them as independent claims, upon payment of any
necessary additional fee.

After a requirement for restriction, nonelected
claims will be included in determining the fees due in
connection with a subsequent amendment unless such
claims are canceled.

An amendment canceling claims accompanying the
papers constituting the application will be effective to
diminish the number of claims to be considered in cal
culating the filing fees to be paid. A preliminary
amendment filed concurrently with a response to a
Notice To File Missing Parts of Application that
required the filing fees, which preliminary amend
ment cancels or adds claims, will be taken into
account in determining the appropriate filing fees due
in response to the Notice To File Missing Parts of
Application. No refund will be made for claims being
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(4) The inventor's' who submitted an application under §
1.494 or § 1-.495 are the inventors in the international application
designating the United States (§ 1.48(1)(1) does not apply to appli
cations enteringthe nationalstage).

(b) Unless the contrary is indicated the. word "applicant"
when used in these sections refers to the inventor or joint inven
tors who are applying for a patent, or to the person mentioned in
§§ 1.42, 1.43 or 1.47' who is applying for a patentin place of the
inventor.

(c) Any person authorized by the applicant mayphysically
or electronically deliver an-application for patent to the Office on
behalf of the inventor or inventors, but an oath or declaration for
the application (§ 1.63) can only be made.in accordance with §
1.64.

(d) A showing _may be required from the person filing the
application that the filing was, authorized, where such authoriza
tion conies' into question.

37 CFR 1.45. Joint inventors.

(a) Joint inventors must apply for a patent jointly and each
must make the-required oath or declaration; neither of them alone,
nor less than the entire number" can apply for a patent for an
invention invented by them jointly, except as provided in § 1.47.

(b) Inventors may apply for a patent jointly even though

(1) They did not physically work together or at the same
time,

(2) Each inventor did not make the same type or amount
of contribution, or

(3) Each inventor did not make a contribution to the sub
ject matter of every claim of the application.

(c) If multiple inventors are named in a nonprovisional
application, each named inventor must have made a contribution,
individually or jointly, to the subject matter of at least one claim
of the application' and the application will-be considered to be a
joint application under 35 U .S.c. 116. If l11ultiple inventors are
named in a provisional application, each namedinventor must
have made -a contribution, individually' Ofjointly, 'to the' subject
matter disclosed inthe provisional application and the provisional
application will be 'considered to be' a joint application under
35 U.S.C. 116.

37 CPR 1.41 and 37 CPR 1.53 were amended
effective December 1, 1997, to remove the require
ment that the name(s) of the inventor(s) be identified
in the application. papers in order to accord the appli
cation a filing date. 37 CFR 1.41(a)(1) now defines
the inventorship of a nonprovisional application as
that inventorship set forth in the oath Or declaration
filed to comply with the requirements of 37 CPR
1.63, except as provided forin 37 CPR 1.53(d)(4) and
37 CPR 1.63(d). The oath or declaration may be filed
on the filing date of the application or on a later date.
If an oath or declaration is not filed during the pen-

dency ofa nonprovisional application, the inventor
ship is that inventorship set forth in the application
papers filed pursuant to 37 CFR 1.53(b), unless an
applicant files a paper under 37 CPR 1.41(a)(i)
accompanied by the processing fee set forth in 37
CPR 1.17(i) supplying or changing the name or names
of the inventor or inventors.

The name, residence, and citizenship of each per
son believed to be an actual inventor should be pro
vided as an application identifier when application
papers under 37 CFR 1.53(b) are filed without an oath
or declaration, or application papers under 37CFR
1.53(c) are filed without a cover sheet. See 37 CPR
1.41(a)(3). Naming the individuals known to be
inventors or the persons believed to be the inventors
may enable the Office to identify the application, if
applicant does not know the application number.
Where no inventor(s) is known and applicant cannot
name a person believed to be an inventor on filing, the
Office requests that an alphanumeric identifier be sub
mitted for the application. The use of very short iden
tifiers should be avoided to prevent confusion.
Without supplying at least a unique identifying name
the Office may have no ability or only a delayed abil
ity .to match any papers submitted after filing of the
appliCation and before issuance of an identifying
application number with the application file. Any
identifier used that is not an inventor's name should
be specific, alphanumeric characters of reasonable
length, and should be presented insuch a manner that
it is clear to application processing personnel what the
identifier is and where it is to be found. Failure to
apprise the Office of an application identifier such as
the names of the inventors or the alphanumeric identi
fier being used may result in applicants having to
resubmit papers that could not be matched with the
application and proof of the earlier receipt of such
papers where submission was time dependent.

For correction of inventorship, see MPEP §
201.03.

This section concerns filing by the actual inventor.
If the application is filed by another, see MPEP §
409.03.

For assignments of application by inventor, see
MPEP § 301. For an inventor who is dead or insane,
see MPEP § 409.
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35 US.c. 22. Printing ofpapersjiled.
The Director may require papers filed in the Patent and Trade

mark Office to be printed, typewritten, or on an electronic
medium.

(d) A copyright or mask work notice may be placed in a
design or utility patent application adjacent to copyright and mask
work material contained therein. The notice may appear at any
appropriate portion of the patent application disclosure. For
notices in drawings, see § 1.84(0). The content of the notice must
be limited to only those elements required by law. For example,
"© 1983 John Doe" (17 U.S.C. 401) and "M John Doe" (17
U.S.C. 909) would be properly limited and, under current statutes,
legally sufficient notices of copyright and mask work, respec
tively. Inclusion of a copyright or mask work notice will be per
mitted only if the authorization language set forth in paragraph (e)
of this section is included at the beginning (preferably as the first
paragraph) of the specification.

that the inclusion of such proscribed language in a
Federal Government publication would not be in the
public interest. Also, the inclusion in application
drawings of any depictions or caricatures that might
reasonably be considered offensive to any group
should be similarly objected to, on like authority.

The examiner should not pass the application to
issue until such language or drawings have been
deleted, or questions relating to the propriety thereof
fully resolved.

For design application practice, see MPEP § 1504.

37 CFR 1.71. Detailed description and specification of the
invention.

(a) The specification must include a written description of
the invention or discovery and of the manner and process of mak
ing and using the same, and is required to be in such full, clear,
concise, and exact terms as to enable any person skilled in the art
or science to which the invention or discovery appertains, or with
which it is most nearly connected, to make and use the same.

(b) The specification must set forth the precise invention for
which a patent is solicited, in such manner as to distinguish it
from other inventions and from what is old. It must describe com
pletely a specific embodiment of the process, machine, manufac
ture, composition of matter or improvement invented, and must
explain the mode of operation or principle whenever applicable.
The best mode contemplated by the inventor of carrying out his
invention must be set forth.

(c) In the case of an improvement, the specification must
particularly point out the part or parts of the process, machine,
manufacture, or composition of matter to which the improvement
relates, and the description should be confined to the specific
improvement and to such parts as necessarily cooperate with it or
as may be necessary to a complete understanding or description of
it.

Specification608.01

pie, in the following types of situations: (1) a deposit
account charged for an extension of time pursuant to
37 CFR 1.136(a)(3) as a result of there being a prior
general authorization in the application; or (2) a
deposit account charged for the outstanding balance
of a fee as a result of an insufficient fee submitted
with an authorization to charge the deposit account for
any additional fees that are due. In these' situations,
the party providing the charge authorization is not in a
position to know the exact amount by which the
deposit account will be charged until the date of the
deposit account statement indicating the amount of
the charge. Therefore, the two-year time period set
forth in 37 CFR 1.26(b) does not begin until the date
of the deposit account statement indicating the
amount of the charge.

608 Disclosure

Effective November 7, 2000, 37 CPR 1.28(a) was
amended to provide a three-month period (instead of
the former two-month period) for requesting a refund
based on later establishment of small entity status. As
the Office now treats the receipt date of a deposit
account charge authorization as the fee payment date
(for refund purposes), any request for a refund under
37 CFR 1.28(a) must be made within three months
from the date the charge authorization is received in
the Office.

In return for a patent, the inventor gives as consid
eration a complete revelation or disclosure of the
invention for which protection is sought. All amend
ments or claims must find descriptive basis in the
original disclosure, or they involve new matter. Appli
cant may rely for disclosure upon the specification
with original claims and drawings, as filed. See also
37 CPR 1.121, subsections (a)(6) and (b)(2)(iii) and
MPEP § 608.04.

If during the course of examination of a patent
application, an examiner notes the use of language
that could be deemed offensive to any race, religion,
sex, ethnic group, or nationality, he or she should
object to the use of the language as failing to comply
with the Rules of Practice. 37 CFR 1.3 proscribes the
presentation of papers which are lacking in decorum
and courtesy. There is a further basis for objection in

LATER ESTABLISHMENT OF SMALL EN
TITYSTATUS
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'j[ 6.09.01 Post Office AddressOmitted, Residence Given

Applicant has not given a post office address anywhere in the
application papers as required by 37 CPR 1.33(a), whichwas in
effect at the time of filing of the oath or declaration. Astatement
over applicant's signature providing a complete post office
address is required,

Examiner Note:
1. This form paragraph should only -be used 'where the Post
Office address has' been omitted in an oath or declaration ... filed
prior toDecember 1; 1997, Useform paragrapbs 6.05 and 6.05.19
if the oath or declaration was filed on or after December 1, 1997;

2. If both the post office address and residence are incomplete,
not uniform or omitted, use form paragraphs 6.05 'and 6.05.02.

Oaths Or declarations filed on or after December I,
1997 must include the mailing or post office address
of each inventor. Effective November 7, 2000 the
mailing address of each inventor may be provided in
an application data sheet. See 37 CPR 1.63(c) and 37
CFR 1.76. In an application filed before November
29,2000, the Office of Initial Patent Exaniination
(OIPE) will normally indicate the omission of an
inventor's mailing address on attachment form PTO
152, "Notice of Informal Application," requiring a
new oath or declaration when the form is sent out with
an Office action. For utility and plant applications
filed on or after November 29, 2000, applicant's mail
ing address may be needed for any patent application
publication. If the mailing address of any' inventor
has been omitted, OIPE will notify applicant of the
omission and require the omitted mailing address in
response to the notice. If the examiner notes that the
mailing or post office address has not been included in
an .oath or declaration filed on or after December 1,
1997, other than a copy of an oath or declaration from
a prior application which complied with 37 CFR 1.63
at the time that it was originally filed, and the mailing
address is not provided in an application data sheet,
form paragraphs 6.05 (reproduced in MPEP § 605.01)
and 6.05.19 may be used to notify applicant that the
mailing or post office address has been omitted from
the oath or declaration.

'j[ 6.05.19 Mailing or Post Office Address Omitted
It does not identify the mailing or post office address of each

inventor. A mailing or post office address is an address at which
an inventor customarily receiveshis or her mail and may be either
a home or business address. The mailing or post office address
should include the. ZIP Code designation. The mailing or. post
office address may be provided in an application data sheet or a
snpplemental oath or declaration. See 37 CPR 1.63(c) and 37
CPR 1.76.

Examiner Note:
This paragraph must bepreceded byform paragraph 6.05.

605.04(a) Applicant's Signature and
Name

37 CFR 1,64. Person makingoath or declaration.
(a) The oath or declaration (§ 1.63), including any supple

mental oath or declaration (§ 1.67), must be made by all of the
actual inventors except as provided for in §§ 1.42, 1.43, 1.47, or §
1.67.

(b) If the person making the oath or declaration or any sup
plemental oath-or declaration is not the inventor (§§ 1.42, 1.4~,

1,47, or § 1.67), the oath or declaration shall state the relationship
of the person to the inventor, and, upon information and belief, the
facts which the inventor is required to state. If the person signing
the oath or. declaration is the legal representative of a deceased
inventor, the oath or declaration shall also state that the person is a
legal representative and the citizenship, residence, and mailing
address of the legal representative.

EXECUTION OF OATHS OR DECLARATIONS
OF PATENT APPLICATIONS

United States patent applications which have not
been prepared and executed in accordance with the
requirements of Title 35 of the United States Code
and Title 37 of the Code of Federal Regulations may
be abandoned. Although the statute and the rules have
been in existence for many years, the Office continues
to receive a number of applications which have been
improperly executed andlor filed. Since the improper
executionandlor filing of patent applications can ulti
mately result in a loss of rights, it is appropriate to
emphasize the importance of proper execution and fil
ing.

There is no requirement that a signature be made in
any particular manner. See MPEP § 605.04(d). If
applicant signs his or her name using non-English
characters, then such a signature will be accepted.

It is improper for an applicant to sign an oath or
declaration which is not attached to or does not iden
tify a specification andlor claims.

Attached does not necessarily mean that all the
papers must be literally fastened. It is sufficient that
the specification, including the claims, and the oath or
declaration are physically located together at the time
of execution. Physical connection is not required.
Copies of declarations are accepted. See MPEP§
502.01 and § 502.02.

The provisions of 35 U.S.c. 363 for filing an inter
national application under the Patent Cooperation
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ted in double column format as the specification in a reissue appli

cation or request for reexamination.
(4) See § 1.58 for chemical and mathematical formulae

and tables, and § 1.84 for drawings.

(5) If papers that do not comply with paragraph (a)(I)
of this section are submitted as part of the permanent record, other
than the drawings, applicant, or the patent owner, or the requester
in a reexamination proceeding, will be notified and must provide
substitute papers that comply with paragraph (a)(l) of this section

within a set time period.

(b) The application (specification, including the claims,
drawings, and oath or declaration) or reexamination proceeding
and any amendments or corrections to the application or reexami

nation proceeding.

(1) The application or proceeding and any amend-
ments or corrections to the application (including any translation
submitted pursuant to paragraph (d) of this section) or proceeding,
except as provided for in § 1.69 and paragraph (d) of this section,

must:

(i) Comply with the requirements of paragraph (a)

of this section; and

(ii) Be in the English language or be accompanied

by a translation of the application and a translation of any correc
tions or amendments into the English language together with a

statement that the translation is accurate.

(2) The specification (including the abstract and claims)
for other than reissue applications and reexamination
proceedings, and any amendments for applications (including
reissue applications) and reexamination proceedings to the speci
fication, except as provided for in §§ 1.821 through 1.825, must
have:

(i) Lines that are 1 1/2 or double spaced;

(ii) Text written in a nonscript type font (e.g., Arial,

Times Roman,. or Courier) lettering style having capital letters

which are at least 0.21 em (0.08 inch) high; and

(iii) Only a single column of text.

(3) The claim or claims must commence on a separate

sheet (§ 1.75(h)).

(4) The abstract mustcommence on a separate sheet or

be submitted as the first page of the patent in a reissue application

or reexamiuation proceeding (§ l.72(b)).

(5) Other than in a reissue application or reexamina-
tion proceeding, the pages of the specification including claims
and abstract must be numbered consecutively, starting with 1, the
numbers being centrally located above or preferably, below, the

text.

(6) Other than in a reissue application or reexamination
proceeding, the paragraphs of the specification, other than in the
claims or abstract, may be numbered at the time the application is
filed, and should be individually and consecutively numbered
using Arabic numerals, so as to unambiguously identify each
paragraph. The number should consist of at least four numerals
enclosed in square brackets, including leading zeros (e.g., [0001]).

The numbers and enclosing brackets should appear to the right of
the left margin as the first item in each paragraph, before the first
word of the paragraph, and should be highlighted in bold. A gap,
equivalent to approximately four spaces, should follow the num
ber. Nontext elements (e.g.,tables, mathematical or chemical for
mulae, chemical structures, and sequence data) are considered
part of the numbered paragraph around or above the elements, and
should not be independently numbered. If a nontext element
extends to the left margin, it should not be numbered as a separate
and independent paragraph. A list is also treated as part of the
paragraph around or above the list, and should not be indepen
dently numbered. Paragraph or section headers (titles), whether
abutting the left margin or centered on the page, are not consid
ered paragraphs and should not be numbered.

(7) Ifpapers that do not comply with paragraphs (b)(I)
through (b)(5) of this section are submitted as part of the applica
tion, applicant; or patent owner, or requester in a reexamination
proceeding, will be notified and the applicant, patent owner. or
requester in a reexamination proceeding must provide substitute
papers that comply with paragraphs (b)(I) through (b)(5) of this

section within a set time period.

(c)(I) Any interlineation, erasure, cancellation or other alter
ation of the application papers filed must be made before the sign
ing of any accompanying oath or declaration pursuant to § 1.63
referring to those application papers and should be dated and ini
tialed or signed by the applicant on the same sheet of paper.
Application papers containing. alterations made after the signing
of an bath or declaration refening to those application papers must
be supported by a supplemental oath or declaration under § 1.67.
In either situation, a substitute specification (§ 1.125) is required
if the application papers do not comply with paragraphs (a) and
(b) of this section.

(2) After the signing of the oath or declaration refer-
ring to the application papers, amendments may only be made in

the manner provided by § 1.121.

(3) Notwithstanding the provisions of this paragraph,

if an oath or declaration is a copy of the oath or declarationfrom a
prior application, the application for which such copy is submitted
may contain alterations that do not introduce matter that would

have been new matter in the prior application.

(d) A nonprovisional or provisional application may be in

a language other than English.

(1) Nonprovisional application. If a nonprovisional appli
cation is filed in a language other than English, an English lan
guage translation of" the non-English language application, a
statement that the translation is accurate, and the processing fee
set forth in § 1.17(i) are required. If these items are not filed with
the application, applicant will be notified and given a period of
time within which they must be filed in order to avoid abandon
ment.

(2) Provisional application. If a provisional application is
filed in a language other than English, an English language trans
lation of the non-English language provisional application will not
be required in the provisional application. See § 1.78(a) for the
requirements for claiming the benefit of such provisional applica
tion in anonprovisional application.
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CommissionerofPatents and Trademarks, 189 USPQ
272 (D.D.C. 1976) and In re Striker, 182 USPQ 507
(PTO Solicitor 1973) (In each case, an oath or decla
ration signed by the attorney on behalf of the inventor
was defective becanse the attorney did not have a pro
prietary interest in the invention.).

60S.04(b) One Full Given Name Required

37 CFR 1.63(a)(2) requires that each inventor be
identified by full name, including the family name,
and at least one given name without abbreviation
together with any other given name or initial in the
oath or declaration, For example, if the applicant's
full name is "John Paul Doe," either "JohnP'Doe" or
"J. Paul Doe" is acceptable.

Form paragraphs 6.05 (reproduced in MPEP §
602.03) and 6.05.18 maybe used to notify applicant
that the oath or declaration is defective because the
full given name of each inventor has not been ade
quately stated.

'f{ 6.05.18 Full Given Name Is Not Set Forth
The full name of each inventor (family name and at least one

given name togetherwith any initial) has not been set forth.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

In an application where the name is typewritten
with a middle name or initial, but the signature is
without such middle name or initial, the typewritten
version of the name will be used. Except for correc
tion of a typographical or transliteration error in the
spelling of an inventor's name, a request to have the
name changed to the signed version or any other cor
rections in the name of the inventor(s) will not be
entertained, unless accompanied by a petition under
37CFR 1.182 together with an appropriate petition
fee. The petition should be directed to the·attention of
the Office of Petitions.: Upon granting of the petition,
the application should be sent to the Office of Initial
Patent Examination (OIPE) for :correction of its
records, unless the application is an application with
an application data sheet (e.g., an 09/ series applica
tion), in which case the Office of Petitions should cor
rect the Office computer records and print a new
bibliographic data sheet. If the application is
assigned, it will be forwarded by OIPE or the Office
of Petitions to the Assignment Division for a change
in the assignment record.

When a typographical or transliteration error in the
spelling of an inventor's name is discovered during
pendancy of an application, a petition is not required,
nor is a new oath or declaration under 37 CFR 1.63
needed. The U.S. Patent and Trademark Office should
simply be notified of the error and reference to the
notification paper will be made on the previously filed
oath or declaration by the Office.

When any correction or change is effected, the file
should be sent to OIPE for revision of its records and
the change should be noted on the original oath or
declaration by writing in red ink in the left column
"See Paper No. _ for inventorship changes." See
MPEP §§201.03 and 605.04(g).

60S.04(c) Inventor Changes Name

In cases where an inventor's name has been
changed after the application has been filed and the
inventor desires to change his or her name on the
application, he or she must submit a petition under 37
CFR 1.182. The petition should be directed to the
attention of the Office of Petitions. The petition must
include an appropriate petition fee and an affidavit
signed with both names and setting forth the proce
dure whereby the change of name was effected, or a
certified copy of the court order.

If the petition is granted, the application should be
sent .to the Office of Initial Patent Examination
(OIPE) for change of name on the file wrapper and in
the PALM database, unless the application is an 09/
series application, in which case the application
should be sent to the assigned Technology Center
(TC) for correction to the PALM bib-data sheet by the
TC's technical support staff. If the application is
assigned, applicant should submit a corrected assign
ment document along with a cover sheet and the
recording fee as set forth in 37 CFR 1.21(h) to the
Assignment Division for a change in the assignment
record.

60S.04(d) Applicant Unable to Write

If the applicant is unable to write, his or her mark as
affixed to the oath or declaration must be attested to
by a witness. In the case of the oath, the notary's sig
nature to the jurat is sufficient to authenticate the
mark.
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All application papers (specification, including
claims, abstract, any drawings, oath or declaration,
and other papers), and also papers subsequently filed,
must have each page plainly written on only one side
of a sheet of paper. The claim or claims must com
mence on a separate sheet (37 CPR 1.75(h)) and the
abstract must commence on a separate sheet (37 CPR
1.72(b)).

All application papers which are to become a part
of the permanent record of the U.S. Patent and Trade
mark Office must be on sheets of paper which are the
same size and are either 21.0 em. by 29.7 em. (DIN
size A4) or 21.6 em. by 27.9 em. (8 112 by II inches).
See 37 CFR 1.52(a)(I) and 37 CFR 1.84(f). Each
sheet, other than the drawings, must include a top
margin of at least 2.0 em. (3/4 inch), a left side margin
of at least 2.5 em. (I inch), a right side margin of at
least 2.0 em. (3/4 inch), and a bottom margin of at
least 2.0 em. (3/4 inch). No holes should be made in
the sheets as submitted.

Applicants must make every effort to file patent
applications in a form that is clear and reproducible. If
the papers are not of the required quality, substitute
typewritten or mechanically printed papers of suitable
quality will be required. See 37 CFR 1.125 for filing
substitute typewritten or mechanically printed papers
constituting a substitute specification required by the
Office. See also MPEP § 608.01(q). All papers which
are to become a part of the permanent records of the
U.S. Patent and Trademark Office must be legibly
written either by a typewriter or mechanical printer in
permanent dark ink or its equivalent in portrait orien
tation on flexible, strong, smooth, nonshiny, durable,
and white paper. Typed, mimeographed, xeroprinted,
multigraphed or nonsmearing carbon copy forms of
reproduction are acceptable.

Where an application is filed with papers that do
not comply with 37 CPR 1.52, the Office of Initial
Patent Examination will mail a "Notice to File Cor
rected Application Papers" (PTO 1660) indicating the
deficiency and setting a time period within which the
applicant must correct the deficiencies to avoid aban
donment. The failure to submit application papers in
compliance with 37 CFR 1.52 does not effect the
grant of a filing date, and original application papers
that do not comply with 37 CFR 1.52 will be retained
in the application file as the original disclosure of the

invention. The USPTO will not return papers simply
because they do not comply with 37 CPR 1.52.

Legibility includes ability to be photocopied and
photomicrographed so that suitable reprints can be
made and ability to be electronically reproduced by
use of digital imaging and optical character recogni
tion. This requires a high contrast, with black lines
and a white background. Gray lines and/or a gray
background sharply reduce photo reproduction qual
ity. Legibility of some application papers may become
impaired due to abrasion or aging of the printed mate
rial during examination and ordinary handling of the
file. It may be necessary to require that legible and
permanent copies be fumished at later stages after fil
ing, particularly when preparing for issue.

Some of the patent application papers received by
the U.S. Patent and Trademark Office are copies of
the original, ribbon copy. These are acceptable if, in

. the opinion of the Office, they are legible and perma
nent.

The paper used must have a surface such that
amendments may be written thereon in ink. So-called
"Easily Erasable" paper having a special coating so
that erasures can be made more easily may not pro"
vide a "permanent" copy, 37 CPR 1.52(a)(I)(iv). If a
light pressure of an ordinary (pencil) eraser removes
the imprint, the examiner should, as soon as this
becomes evident, notify applicant by use of Form
paragraph 6.32 that it will be necessary for applicant
to order a copy of the specification and claims to be
made by the U.S. Patent and Trademark Office at the
applicant's expense for incorporation in the file. It is
not necessary (0 return this copy to applicant for sig
nature.

'If 6.32 Application on Easily Erasable Paper or Erasable
Ink

The application papers are objected to because they arenot a
permanent copy as required by 37 CFR 1.52(a)(i)(iv). Reference
is made to [1].

Applicant is required either (I) to submit permanent copies of
theidentified parts or (2) to order a photocopy of the above identi
fiedparts to be madeby the U.S. Patent andTrademark Office at
applicant's expense for incorporation in the file. See MPEP §
608.01.

Examiner Note:
In the bracket, identify: 1) all of the specification; 2) certain

pages of the specification; 3) particular claim(s); 4) the oath or
declaration; 5) etc;
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Items (A) and (B) adopt the rationale stated in deci
sions such as Monsanto Co. v. Kamp, 269 F, Snpp.
818,824, 154 USPQ 259, 262 (D.D.C. 1967).

Item (C) adopts the rationale of cases such as SAB
Industrie AB v; Bendix Corp., 199 USPQ 95 (B.D. Va.
1978).

With regard to item (A), see Kimberly-Clark Corp.
v. Procter & Gamble Distributing Co., 973 F,2d 911,
916-17,23 USPQ 2d 1921, 1925-26 (Fed. Cir. 1992)
(some quantum of collaboration or connection is
required in order for persons to be "joint" inventors
under 35 U.S.C. 116, and thus individuals who are
completely ignorant of what each other has done until
years after their individual independent efforts cannot
be considered joint inventors).

Like other patent applications, jointly filed applica
tions are subject to the requirements of 35 U.S.c. 121
that an application be directed to only a single inven
tion. If more than one invention is included in the
application, the examiner may require the' application
to be restricted to one of the inventions. In snch a
case, a "divisional" application complying with 35
U.S.C. 120 would be entitled to the benefit of the ear
lier filing date of the original application.

It is possible that different claims of an application
or patent may have different dates of inventions even
though the patent covers only one independent and
distinct invention within the meaning of 35 U.S.c.
121. When necessary, the U.S. Patent and Trademark
Office or a court may inquire of the patent applicant
or owner concerning the inventors and the invention
dates for the subject matter of the various claims.

GUIDELINES

37 CFR 1.45. Joint inventors.

*****
(b) Inventors may apply for a patentjointly even though

(1) They did not physically worktogether or at the same
time,

(2) Eachinventor did not makethe same type or amount
of contribution, or

(3) Each inventordid not make a contribution to the sub
ject matterof every claimof the application.

(c) If multiple inventors .are named in a nonprovisional
application,each named inventormust have made a contribution,
individually orjointly, to the subject matter of at least one claim
of the application and the application will be considered to be a
joint application under 35 U.S.c. 116. If multipleinventors are
named in a provisional application, each named inventor must
have made a contribution, individually or jointly, to the subject

matter disclosed in the provisional application and the provisional
application will be considered to be a joint application under
35 U.S.C. 116.

Since provisional applications may be filed without
claims, 37 CPR 1.45(c) states that each inventor
named in a joint provisional application must have
made a contribution to the subject matter disclosed in
the application.

The significant features resulting from the amend
ments to 35 U.S.c. 116 by Public Law 98-622 are the
following:

(A) The joint inventors do not have to separately
"sign the application," but only need apply for the
patent jointly and make the required oath or declara
tion by signing the same; this is a clarification, but not
a change in current practice.

(B) Inventors may apply for a patent jointly even
though "they did not work together or at the same
time," thereby clarifying (a) that it is not necessary
that the inventors physically work together on a
project, and (b) that one inventor may "take a step at
one time, the other an approach at different times."
(Monsanto Co. v. Kamp, 269 F, Supp. 818, 824, 154
USPQ 259, 262· (D.D.C. 1967)).

(C) Inventors may apply for a patent jointly even
though "each did not make the same type or amount
of contribution," thereby clarifying the "fact that each
of the inventors play a different role and that the con
tribution of one may not be as great as that of another
does not detract from the fact that the invention is
joint, if each makes some original contribution,
thciugh partial, to the final solution of the problem."
Monsanto Co. v. Kamp, 269 F, Supp. at 824, 154
USPQat 262.

(D) Inventors may apply for a patent jointly even
though "each did not make a contribution to the sub
ject matter of every claim of the patent."

(E) Inventors may apply for a patent jointly as
long as each inventor made a contribution, i.e., was an
inventor or joint inventor, of the subject matter of at
least one claim of the patent; there is no requirement
that all the inventors be joint inventors of the subject
matter of anyone claim.

(F) If an application by joint inventors includes
more than one independent and distinct invention,
restriction may be required with the possible result of
a necessity to change the inventorship named in the
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FILING OF NON·ENGLISH LANGUAGE AP·
PLICATIONS

37 CFR 1.52. Language, Paper, Writing, Margins,
Compact Disc Specifications.

*****

(d) A nonprovisional or provisionalapplication may be in

a languageotherthanEnglish.

(1) Nonprovisional application. Ifa nonprovisional
application is filed in a language other than English, an English
language translation of the non-English language application, a
statement that the translation is accurate, and the processing fee
set forth in § 1.17(i) are required. If these items are not filed with
the application, applicant will be notified and given a period of
time within which they must be filed in orderto avoid abandon

ment.

(2) Provisional application. If a provisional applica-
tion is filed in a languageotherthanEnglish, an English language
translation of the non-English language provisional application
will not be required in the provisional application. See § 1.78(a)
for the requirements for claiming the benefit of such provisional
application in a nonprovisionalapplication.

*****

The U.S. Patent and Trademark Office will accord a
filing date to an application meeting the requirements
of 35 U.S.C. 111(a), or a provisional application in
accordance with 35 U.S.C. 111(b), even though some
or all of the application papers, including the written
description and the claims, is in a language other than
English and hence does not comply with 37 CFR
1.52.

An English translation of the non-English language
papers, a statement that the translation is accurate, the
filing fee, the oath or declaration (if necessary) and
fee set forth in 37 CFR 1.17(i) should either accom
pany the nonprovisional application papers or be filed
in the Office within the time set by the Office. If a
provisional application is filed in a language other
than English, an English translation of the non
English language provisional application will not be
required in the provisional application. Rather, the
English translation of the non-English language provi
sional application and a statement that the translation
is accurate must be submitted in any nonprovisional
application claiming benefit of the non-English lan
guage provisional application (see 37 CFR
1.78(a)(5)).

A subsequently filed English translation must con
tain the complete identifying data for the application

in order to permit prompt association with the papers
initially filed. Accordingly, it is strongly recom
mended that the original application papers be accom
panied by a cover letter and a self-addressed return
postcard, each containing the following identifying
data in English: (a) applicant's name(s); (b) title of
invention; (c) number of pages of specification,
claims, and sheets of drawings; (d) whether oath or
declaration was filed and (e) amount and manner of
paying the filing fee.

The translation must be a literal translation and
must be accompanied by a statement that the transla
tion is accurate. The translation must also be accom
panied by a signed request from the applicant, his or
her attorney or agent, asking that the English transla
tion be used as the copy for examination purposes in
the Office. If the English translation does not conform
to idiomatic English and United States practice, it
should be accompanied by a preliminary amendment
making the necessary changes without the introduc
tion of new matter prohibited by 35 U.S.C. 132. In the
event the English translation is not timely filed in the
Office, the application will be regarded as abandoned.

It should be recognized that this practice is intended
for emergency situations to prevent loss of valuable
rights and should not be routinely used for filing
applications. There are at least two reasons why this
should not be used on a routine basis. First, there are
obvious dangers to applicant and the public if he or
she fails to obtain a correct literal translation. Second,
the filing of a large number of applications under the
procedure will create significant administrative bur
dens on the Office.

ILLUSTRATIONS IN THE SPECIFICATION

Graphical illustrations, diagrammatic views; flow
charts, and diagrams in the descriptive portion of the
specification do not come within the purview of 37
CFR1.58(a), which permits tables, chemical and
mathematical formulas in the specification in lieu of
formal drawings. The examiner should object to such
descriptive illustrations in the specification and
request formal drawings in accordance with 37 CFR
1.81 when an application contains graphs in the speci
fication.

The specification, including any claims, may con
tain chemical formulas and mathematical equations,
but may not contain drawings or flow diagrams. The
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*****

606 Title of Invention

16.11.01 Title ofinvention, Suggested Change
The following title is suggested:" [1]"

Examiner Note:
Ifa change in the title of the invention is being suggested by

the examiner, follow with.form paragraph 6;11.01 ;

607 Filing Fee

Patent application filing fees are set in accordance
with 35 U.S.C. 41 and are listed in 37 CPR 1.16.

See MPEP § 608.01(n) for multiple dependent
claims.

When filing a nonprovisionalapplicatiou, a basic
fee entitles applicant to present 20 claims including
not more thau 3 claims in independent form. If claims
in excess of the above are included at the time of fil
ing, au additional fee is required for each independent
claim in excess of three, aud a fee is required for each
claim in excess of 20 claims (whether independent or
dependent). Fees for a proper multiple dependent
claim are calculated based on the number of claims to
which the multiple dependent claim refers, 37 CFR
1.75(c), and a separate fee is required in each applica
tion containing a proper multiple dependent claim.
For au improper multiple dependent claim, the fee
charged is that charged for a single dependent claim.

Upon submission of an amendment (whether
entered or not) affecting the claims, payment of fees
for those claims in excess of the number previously
paid for is required.

The Office of Iuitial Patent Examination (OIPE)
has been authorized to accept all applications, other
wise acceptable, if the basic fee is submitted, aud to
require payment of the deficiency within a stated
period upon notification of the deficiency.

Amendments before the first action, or not filed in
reply to an Office action, presenting additional claims
in excess of the number already paid for, not accom-

the chauge in the title is the only change being made
by the examiner at the time of allowauce, a separate
examiner' s amendment need not be prepared, The
examiner is to indicate the change in the title on the
file label (or bib-data sheet in 09/ series applications)
using BLACK ink aud place his or her initials aud the
date in the margin. When the Technology Center (TC)
technical support staff prepares the application for
issue and sees that the title has been chauged, the TC
technical support staff will make the required change
in Patent Application Locating aud Monitoring sys
tem (PALM). PALM automatically will put
"(AMENDED)" next to the new title. The new title
along with "(AMENDED)" will be printed on the
notice of allowance and issue fee due form, thereby
notifying applicant of the amended title.

Examiner May Require Change
in Title

606.01

The title of the invention should be placed at the
top of the first page of the specification unless it is
provided in the application data sheet (see 37 CFR
1.76). The title should be brief but technically accu
rate and descriptive and should contain fewer thau
500 characters. Inasmuch as the words "improved,"
"improvementof," .and "improvementin" are not.con
sidered as part of the title of au invention, these words
should not be included at the beginning of the title of
the invention aud will be deleted when the Office
enters the title into the Office's computer records, and
when auy patent issues.

37 CFR i.72. Title and abstract.
(a) The title of the invention may not exceed 500 characters

in length and must be as short and specifieas possible. Characters
that cannot be captured and recorded in the Office's automated
information systems may not be reflected in the Office's records
in such systems or in documents created by the Office. Unless the
title is supplied iu an application data sheet (§ 1.76), the title of the
invention should appear as a heading on the'first page of the spec
ification.

This may result in slightly longer titles; but the loss
in brevity of title will be more thau offset by the gain
in its informative. value in indexing, classifying,
searching, etc. If a satisfactory title is not supplied by
the applicant, the examiner may, at the time of allow
auce, chauge the title by examiner's amendment. If

1 6.11 Title ofInvention is Not Descriptive
The title of the invention: is not descriptive. A new title is

required. that is dearly indicative of the invention to which the
claims arc directed,

Where the title is not descriptive of the invention
claimed, the examiner should require the substitution
of a new title that is clearly indicative of the invention
to which the claims are directed. Form paragraphs
6.lland 6.11.01 may be used.
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(see § 1.52(e)(5». The total number of compact discs including
duplicates and thefiles on eachcompact disc shallbe specified.

(5) Background of the invention.
(6) Brief summary of the invention.
(7) Brief description of the severalviews of thedrawing.
(8) Detailed description of the invention.
(9) A claim or claims.
(lO)Abstract of the disclosure.
(ll)"Sequence Listing," if on paper (see §§ 1.821 through

1.825).

(c) The text of the specification sections defined in para
graphs (b)(l) through (b)(ll) of this section, if applicable, should
be preceded by a sectionheading in uppercase and without under
lining or bold type,

For design patent specification, see MPEP §
1503.01.
For plant patent specification, see MPEP § 1605.
Forreissue patent specification, see MPEP § 1411.

The following order of arrangement of specifica-
tion elements is preferable in framing the nonprovi
sional specification and, except for the drawings, each
of the lettered items should appear in upper case,
without underlining or bold type, as section headings.
If no text follows the section heading, the phrase "Not
Applicable" should follow the section heading. It is
recommended that provisional applications follow the
same general format, although claims are not
required. If an application data sheet (37 CFR 1.76) is
used, data supplied in the application data sheet need
not be provided elsewhere in the application except
that the citizenship of each inventor must be provided
in the oath or declaration under 37 CFR 1.63 even if
this information is provided in the application data
sheet (see 37 CFR 1.176(b». If there is a discrepancy
between the information submitted in an application
data sheet and the information submitted elsewhere in
the application, the application data sheet will control
except for the naming of the inventors and the citizen
ship of the inventors. See MPEP § 601.05.

(A) Title of the Invention.
(B) Cross-References to Related Applications.
(C) Statement Regarding Federally Sponsored

Research or Development.
(D) Reference to a "Sequential Listing," a table,

or a computer program listing appendix submitted on
a compact disc (See 37 CFR 1.52(e)(5).)

(E) Background of the Invention.
(1) Field of the Invention.

(2) Description of the related art including
information disclosed under 37 CFR 1.97 and 1.98.

(F) Brief Summary of the Invention.
(G) Brief Description of the Several Views of the

Drawings.
(H) Detailed Description of the Invention.
(I) Claim or Claims.
(J) Abstract of the Disclosure.
(K) Drawings.
(L) "Sequence Listing," if on paper (See 37 CFR

1.821-1.825).

Applicant (typically apro se) may be advised of the
proper arrangement by using Form Paragraph 6.01 or
6.02.

'f[ 6.01 Arrangement ofSpecification
The following guidelines illustrate the preferred layout and

contentfor patentapplications. These guidelines aresuggestedfor
the applicant's use.

Arrangement of the Specification

The following order or arrangement is preferred.in framing the
specificationand, except for thereferenceto the drawings, each of
the lettered items should appear in upper case, withoutunderling
or bold type, as section headings. If no text follows the section
heading, the phrase "Not Applicable" should follow the section
heading:

(a) Title of the Invention.
(b) Cross-Reference to RelatedApplications.
(c) Statement Regarding Federally Sponsored Research or

Development.
(d) Reference to a "Sequence Listing," a table, or a computer

program listing appendix submitted on a compact disc (see 37
CPR 1.52(e)(5»).

(e) Background of theInvention.
(1) Field of the Invention.
(2) Description of RelatedArtincluding information disclosed

under 37 CFR 1.97 and 1.98.
(I) Brief Summary of the Invention.
(g) Brief Description of the SeveralViews of the Drawingfs).
(h) Detailed Description of the Invention.
(i) Claim orClaims (commencing on a separate sheet).
(j). Abstract of the Disclosure (commencing on a separate

sheet).
(k) Drawings.
(1) Sequence Listing, if on paper (see 37 CPR 1.821-1.825).

Examiner Note:
In this paragraph an introductory sentence will be necessary.

This paragraph is intended primarily for use inpra se applications.

'f[ 6.02 Content ofSpecification

Content of Specification
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nation requester should indicate the form in which any refund
should be made (e.g., by check, electronic funds transfer, credit to
a deposit,account, etc.). Generally, reexaminatio~,refunds will be
issued in the form that the original payment was provided.

Under 35 U.S.C. 42(d) and 37 CPR 1.26, the Office
may refund: (1) a fee paid by mistake (e.g., fee paid
when no fee is required); or (2) any fee paid in excess
of the amonnt of fee that is required. See Ex parte
Grady, 59 USPQ 276, 277 (Comm' r Pat. 1943) (the
statntory authorization for the refund of fees under the
"by mistake" clause is applicable only to a mistake
relating to the fee payment).

When an applicant or patentee takes an action "by
mistake" (e.g., files an application or maintains a
patent in force "by mistake"), the submission of fees
required to take that action (e.g., a filing fee submitted
with such application or a maintenance fee submitted
for such patent) is not a "fee paid by mistake" within
the meaning of 35 U.S.c. 41(d).

37 CPR 1.26(a) also provides that a change of pur
pose after the payment of a fee, as when a party
desires to withdraw the filing of a patent application
for which the fee was paid, will not entitle the party to
a refund of snch fee.

All questions pertaining to the return of fees are
referred to the Refunds Section of the Receipts Divi
sion of the Office ofFinance. No opinions should be
expressed to attorneys or applicants as to whether or
notfees are returnable in particular cases. Such ques
tionsmay also be treated, to the extent appropriate, in
decisions on petition decided by vatious U.S. Patent
and Trademark Office officials.

MANNER OF MAKING A REFUND

Effective November 7, 2000, 37 CPR 1.26(a) was
amended to authorize the Office to obtain the banking
information necessary for making refunds by elec
tronic funds transfer, or obtain the deposit account
information to make the refund to the deposit account.
If a party paying a fee or requesting a refund does not
instruct therefund to be credited to a deposit account,
the Office will attempt to make the refund by elec
tronic fund transfer. The Office may (1) use the bank
ing information on a payment instrument (e.g., a
personal check) to refund an amount paid by the pay
ment instrument in excess of that required, or (2) in
other situations, require the banking information nec
essary for electronic funds transfer or require instruc-

tions to credit a deposit account. If it is not cost
effective to require the banking information, the
Office may obtain the deposit account information or
simply issue any refund by treasury check.

37 CPR 1.26(a) further provides that any refund of
a fee paid by credit card will be by a credit to the
credit card account to which the fee was charged. The
Office will not refund a fee paid by credit card by
treasury check, electronic funds transfer, or credit to a
deposit account.

TIME PERIOD FOR REQUESTING A REFUND

Any request for a refund which is not based upon
subsequent entitlement to small entity status (see 37
CPR 1.28(a)) must be filed within the two-year non
extendable time limit set forth in 37 CPR 1.26(b).

FEES PAID BY DEPOSIT ACCOUNT

Effective November 7, 2000, the Office no longer
treats authorizations to charge a deposit account as
being received by the Office on the date the deposit
account is actually debited for purposes of refund
payments under 37 CPR 1.26 and 37 CPR 1.28. Pay
ment by authorization to charge a deposit account will
be treated for refund purposes the same as payments
by other means (e.g., check or credit card charge
authorization), with each being treated as paid on the
date of receipt in the Office as defined by 37 CPR 1.6.
Accordingly, the time period for requesting a refund
of any fee paid by a deposit account begins on the
date the charge authorization is received in the Office.
Forrefund purposes: where a 37 CPR 1.8 certificate
is used, the refund period will begin on the date of
actual receipt (not the 37 CPR 1.8 date of mailing);
where Express Mail under 37 CPR 1.10 is used, the
"date-in" on the Express Mail label will control (not
the actual date of receipt by the Office). The use of
payment receipt date for refund purposes has no affect
on the certificate of mailing practice under 37 CPR
1.8 for making a timely reply to an Office action.

Notwithstanding the foregoing, if the Office
charges a deposit account by an amount other than an
amount specifically indicated on the charge authoriza
tion, any request for refund based upon such charge
must be filed within two years from the date of the
deposit account statement .indicating such charge, and
must include a copy of that deposit account statement.
This provision of 37 CPR 1.26(b) applies, for exam-
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185 USPQ 152, 154 (CCPA 1975)), it would ordi
narily be preferable that the applicant make the neces
sary changes to the abstract to bring it into
compliance with the guidelines. See Form Paragraphs
6.13-6.16 (below).

Replies to such actions requiring either a new
abstract or amendment to bring the abstract into com
pliance with the guidelines should be treated.under 37
CFR 1.111(b) practice like any other formal matter.
Any submission of a new abstract or amendment to an
existing abstract should be carefully reviewed for
introduction of new matter, 35 U.S.c. 132, MPEP §
608.04.

Upon passing the application to issue, the examiner
should make certain that the abstract is an adequate
and clear statement of the contents of the disclosure
and generally in line with the guidelines. The abstract
shall be changed by the examiner's amendment in
those instances where deemed necessary. This author
ity and responsibility of the examiner shall not be
abridged by the desirability of having the applicant
make the necessary corrections. For example, if the
application is otherwise in condition for allowance
except that the abstract does not comply with the
guidelines, the examiner generally should make any
necessary revisions by examiner's amendment rather
than issuing an Ex parte Quayle action requiring
applicant to make the necessary revisions.

Under current practice, in all instances where the
application contains an abstract when sent to issue,
the abstract will be printed On the patent.

GUIDELINES FOR THE PREPARATION OF
PATENT ABSTRACTS

Background

The Rules of Practice in Patent Cases require that
each application for patent include an abstract of the
disclosure, 37 CFR 1.72(b).

The content of a patent abstract should be such as to
enable the reader thereof, regardless of his or her
degree of familiarity with patent documents, to ascer
tain quickly the character of the subject matter cov
ered by the technical disclosure and should include
that which is new in the art to which the invention
pertains.

The abstract is not intended nor designated for use
in interpreting the scope or meaning of the claims, 37
CFRI.72(b).

Content

A patent abstract is a concise statement of the tech
nical disclosure of the patent and should include that
which is new in the art to which the invention per
tains.

If the patent is of a basic nature, the entire technical
disclosure may be new in the art, and the abstract
should be directed to the entire disclosure.

If the patent is in the nature of an improvement in
old apparatus, process, product, or composition, the
abstract should include the technical disclosure of the
improvement.

In certainpatents, particularly those for compounds
and compositions, wherein the process for making
and/or the use thereof are not obvious, the abstract
should set forth a process for making and/or a use
thereof.

If the new technical disclosure involves modifica
tions or alternatives, the abstract should mention by
way of example the preferred modification or alterna
tive.

The abstract should not refer to purported merits or
speculative applications of the invention and should
not compare the invention with the prior art.

Where applicable, the abstract should include the
following: (1) if a machine or apparatus, its organiza
tion and operation; (2) if an article, its method of mak
ing; (3) if a chemical compound, its identity and use;
(4) if a mixture, its ingredients; (5) if a process, the
steps. Extensive mechanical and design details of
apparatus should not be given.

With regard particularly to chemical patents, for
compounds or compositions, the general nature of.the
compound or composition should be given as well as
the use thereof, e.g., "The compounds are of the class
of alkyl benzene sulfonyl ureas, useful as oral anti
diabetics." Exemplification of a species could, be
illustrative of members of the class. For processes, the
type reaction, reagents and process conditions should
be stated, generally illustrated by a single example
uuless variations are necessary.
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(e) The authorization shall read as follows:

A portion of the disclosureof this patent documentcon
tains materialwhich is subject to {copyright or mask work}
protection. The {copyright or mask work} owner has no
objection to the facsimile reproduction by anyone of the
patent document or the patent disclosure, as it appears in the
Patent and Trademark Office patent file or records, but oth
erwise reserves all {copyright or mask work} rights whatso
ever.

The specification is a written description of the
invention and of the manner and process of making
and using the same. The specification must be in such
full, clear, concise, and exact terms as to enable any
person skilled in the art or science to which the inven
tion pertains to make and use the same. See 35 U.S.C.
112 and 37 CPR 1.71. If a newly filed application
obviously fails to disclose an invention with the clar
ity required by 35 U.S.C. 112, revision of the applica
tion should be required. See MPEP § 702.01.

The specification does not reqnire a date.
Certain cross notes to other related applications

may be made. References to foreign applications or to
applications identified only by the attorney's docket
number should be required to be canceled. See 37
CFR 1.78 and MPEP§ 202.01.

As the specification is never returned to applicant
under any circumstances, the applicant should retain a
line for line copy thereof, each line, preferably, having
been consecutively numbered on each page. In
amending, the attorney or the applicant requests inser
tions, cancellations, or alterations, giving the page and
the line.

Form paragraph 7.29 may be used where the dis
closure contains minor informalities.

'f[ 7.29 Disclosure Objected to, Minor Informalities
The disclosure is objected to because of the following infor

malities: [1]. Appropriate correction is required.

Examiner Note:
Use this paragraph to point out minor informalities such as

spelling errors, inconsistent terminology, numbering of elements,
etc., which should be corrected. See form paragraphs 6.28 to 6.32
for specific infor-malities.

Form paragraphs 6.29-6.31 should be used where
appropriate.

'f[ 6.29 Specification, Spacing ofLines
The spacing of the lines of the specification is such as to make

reading and entry of amendments difficult. New application

papers with lines double spaced on good quality paper are
required.

'f[ 6.30 Numerous Errors in Specification
35 U.S.C. 112, first paragraph, requires the specification to be

written in "full, clear, concise, and exact terms." The specification
is replete with terms which are not clear, concise and exact. The
specification should be revised carefully in order to comply with
35 U.S.C. 112, first paragraph. Examples of some unclear, inex
act or verbose terms used in the specifica-tion are: [1].

'f[ 6.31 Lengthy Specification, 1umbo Application
The lengthy specification has not been checked to the extent

necessary to determine the presence of all possible minor errors.
Applicant's cooper-ation is requested in correcting any errors of
which applicant may become aware in the specification.

Examiner Note:
This paragraph is applicable in so-called "Jumbo Applications"

(more than 20 pages, exclusive of claims).

PAPER REQUIREMENTS

37 CFR 1.52. Language, paper, writing, margins, compact
disc specifications.

(a) Papers that are to become a part of the permanent
United States Patent and Trademark Office records in the file of a

patent application or a reexamination proceeding.

(I) All papers, other than drawings, that are to become

a part of the permanent United States Patent and Trademark
Office records in the file of a patent application or reexamination

proceeding must be on sheets of paper that are the same size, and:

(i) Flexible, strong, smooth, non-shiny, durable,

and white;

(ii) Either 21.0 em by 29.7 em (DIN size A4) or

21.6 em by 27.9 em (8 1/2 by tl inches). with each sheet includ
ing a top margin of at least 2.0 ern (3/4 inch), a left side margin of
at least 2.5 em (1 inch), a right side margin of at least 2.0 ern (3/4

inch), and a bottom margin of at least 2.0 em (3/4 inch);

(iii) Written on only one side in portrait orientation;

(iv) Plainly and legibly written either by a type
writer or machine printer in permanent dark ink or its equivalent;

and

(v) Presented in a form having sufficient clarity and

contrast between the paper and the writing thereon to permit the
direct reproduction of readily legible copies in any number by use
of photographic, electrostatic, photo-offset, and microfilming pro
cesses and electronic capture by use of digital imaging and optical

character recognition.

(2) All papers that are to become a part of the perma-
nent records of the United States Patent and Trademark Office

should have no holes in the sheets as submitted.

(3) The provisions of this paragraph and paragraph (b)

of this section do not apply to the pre-printed information on
forms provided by the Office, or to the copy of the patent submit-
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'If 6.13 Abstract Objected To: Minor Informalities
The abstract of the disclosure is objected to because [1]. Cor':'

rection is required. See MPEP § 608.01(b).

Examiner Note:
In bracket 1, indicate the informalities that should be corrected.

Use-this paragraphfor minor informalitiessuch as the inclusionof
legal phraseology, undue length, etc.

'If 6.14 Abstract ofthe Disclosure: Content
Applicant is reminded of the proper content of an abstract of

the disclosure.
A patent abstract is a concise statement of the technical disclo

sure of the patent and should include that which is new in the art
to which the invention pertains. If the patent is of a basic nature,
the entire technical disclosure may he new in the -art, and the
abstract should be directed to the entire disclosure. If the patent is
in the nature of an improvement in an old apparatus, process,
product, or composition, the abstract shouldinclude the technical
disclosure of the improvement. In certain, patents, particularly
those for compounds and compositions, wherein the process for
making and/or the use thereof are not obvious, the abstract should
set forth a process for making and/or use thereof. If the new tech
nical disclosure involves modificationsor alternatives, the abstract
should mention by way of example the preferred modification or
alternative.

The abstract should not refer to purported merits, or speculative
applications of the invention and should not compare the inven
tion with the prior art.

Where applicable, the abstract should include the following:
(1) if a machine or apparatus, its organization and operation;
(2) if an article, its method of making;
(3) if a chemical compound, its identity and use;
(4) if a mixture, its ingredients;

(5) if a process, the steps.
Extensive mechanical and design details of an apparatus

should not be included in the abstract.

Examiner Note:
See form paragraph 6.16.

'If 6.15 Abstract of the Disclosure: Chemical Cases
Applicant is reminded of the proper content of an abstract of

the disclosure.

In chemical patent, abstracts for compounds or compositions,
the general nature of the compound or composition" should be
given as well as its use, e.g., "The compounds areof the class of
alkylcbenzene sulfonyl ureas, useful as oral anti-diabetics."
Exemplification of a species could be illustrative, of members of
the class. For processes, the type reaction, reagents and process
conditions should be stated, generally illustrated by a single
example unless variations are necessary.

Complete revision of the content of the abstract is required on a
separate sheet.

1f 6.16 Abstract of the Disclosure: Language
Applicant is reminded of the proper language and format for an

abstract of the disclosure.

The abstract should be in narrative form and generally limited
to a single paragraph on a separate sheet within the range of 50 to
150 words. It is important that the abstract not exceed 150 words
in length since the space provided for the abstract on the computer
tape used by the printer is limited. The form and legal phraseol
ogyoften used, in patent.claims, such as "means" and "said,"
should be avoided. The abstract should describe the disclosure
sufficiently to assist readers in deciding whether there is a need
for consulting the full patent text for details.

The language' should be clear and concise and should not
repeat information-given in the title. It should avoid using phrases
which can be implied, such as; ,'The disclosure concerns,':' 'The
disclosure defined bythis invention," ''The disclosure: describes,"
etc.

Examiner Note:
See also form paragraph 6.14.

'If 6.16.01 Abstract of the Disclosure: Placement
The abstract ofthe disclosure does not commence on a separate

sheet in accordance with 37 CPR 1.52(b)(4). A new ahstract of
the disclosure is required and must be presented on a' separate
sheet, apart from any other text.

Examiner Note:
This paragraph should only be used for applications filed on or

after Septemher'23, 1996.

60S.01(C) Background of the Invention

The Background of the Invention ordinarily com
prises two parts:

(1) Field of the Invention: A statement of the field
of art to which the invention pertains, This statement
may include a paraphrasing of the applicable U.S.
patent classification definitions. The statement should
be directed to the subject matter of the claimed inven
tion.

(2) Description of the related art including informa
tion disclosed under 37 CPR 1.97 and 37 CPR 1.98: A
paragraph(s) describing to the extent practical the
state of the prior art or other information disclosed
known to the applicant, including references to. spe
cific prior art or other informationwhereappropriate.
Where applicable, the problems involved in the prior
art or other information disclosed which are solved by
the applicant's invention should be iudicated. See also
MPEP § 608.0l(a), §608.0l(p) and § 707.05(b).

60S.01(d) Brief Summary of Invention

37 CFR 1.73. Summary of the.invention.
Abrief summary of the invention indicating, its nature and sub

stance, which may include a statement of the object of the inven
tion, should precede the detailed description. Such summary
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(e) Electronic documents that ate' to become: part of the
permanent United States Patent and Trademark Office records in
the file of a patent application or reexamination proceeding.

(1) The following documents may be sUbrnit~ed to the

Office on a compact disc. in compliance with this paragraph:

(i) A computer program listing (see§ 1.96);

(ii) A' "Sequence Listing" (submitted under §

1.821(c)); or

(iii) A table (see § 1.58) that hasmore than 50 pages

of text.

(2) A compact disc as used in this part means a Com-
pact Disc-Read Only Memory (CD~ROM) ora Compact Disc
Recordable (CD-R) in compliance with this paragraph. A CD
ROM is a "read-only" medium on which the data ispressed into
the disc so that it cannot be changed or erased. ACD~R is a "write
once" medium on which once the data is recorded, it is permanent

and cannot be changed or erased.

(3)(i) Each compact disc must conform to the Interna

tional Standards Organization (ISO) 9660 standard, and the con
tents of each c~I11pactdisc must be' in compliance, With ,the

American Standard Code for lnformation lnterchange (ASCII).

(ii) Each compact disc must be enclosed in a hard
compact disc pase within, an unse(Jjed padded and protective mail
ing' envelope and acpompanied by a transmittal letter on paper in
accordance with paragraph (a) ofthis section. The transmittal let
ter must list for each compact disc the machine format (e.g., IBM
PC, ,Macintosh), the operating system compatibility (e.g., MS
DOS, MS-Windows, Macintosh,_Unix), a list of filescontained on
the compact disc including their names, sizes in bytes, and dat~s

of creation, plus any other special information that is necessary to
identify, mairitflin, and' interpret the inforin~tion. on the compact
disc: Compact discs submitted to the Office will not be returned to
the applicant.

(4) Any compact disc must be submitted in duplicate
unless it contains only the "Sequence Listing" in computer read
able form required by § 1.821(e). The compact disc and duplicate
copy must be labeled "Copy I" and "Copy 2;" respectively. The
transmittal letter which accompanies the compact disc must
include a statement that the two compact discs are identical. In the
event that the two compact discs are not identical, the Office will
use the compact disc labeled "Copy 1" for further processing. Any
amendment to the, information on a compact disc must be by way
of a replacement compact disc in compliance with this paragraph
containing the substitute information, and must be accompanied
by a statement that the replacement compact disc contains no new
matter. The ,compact" disc, and copy mustbe labeled "COPY 1
REPLACEMENT MMiDD/yYYY" (with the month, day and
year of creation indicated), and "COPY 2 REPLACEMENT MMI
DDIYYYY," respectively.

(5) The' specification must contain an incorporation-

by-reference. of the material, on the compact disc ina separate
paragraph (§ 1.77(b)(4)), identifying each compact disc by the
names of the files contained on each 'of the compact discs,their
date of creation and their sizes in bytes. The Office may require

applicant to' amend the specification to include in 'the paper por
tion any part of the specification previously submitted on compact

disc.

(6) A compact disc must also be labeled with the fol-

lowing information:

(i) The name of each inventor (if known);

(ii) Title of the invention;

(iii) The docket number,or application number if
known, used by the person filing the application to"identify the

application; and

(iv) A creation date of the compact disc.

(v) If multiple compact discs are submitted, the

label shall indicate their order (e.g. "1 of X").

(vi) An indication that the disk is "Copy 1" or

"Copy 2'" of the submission: See 'paragraph (b)(4) of this section;

(7) If a file is unreadable on both copies of the disc,

the unreadable file will be treated as not having been submitted. A
file is unreadable if, for example, it is of a format that does not
comply-with the requirements of paragraph (e)(3) of this section,
it is corrupted by a computer virus, or it is written onto a defective

compact disc.

37 CFR 1.58. Chemical and mathematical formulae and
tables.

(a) The specification, including the claims" may contain
chemical and mathematical formulas, but shall not contain draw
ings or flow diagrams. The description portion of the specification
may contain tables; clai~s may contain tables either if necessary
to conform to 35 U.S.c. 112 or if otherwise found to be desirable.

(b) Tables that are submitted in electtonic form (§§ 1.96(c)
and 1.821(c)) must maintain the spatial relationships (e.g., col
umns and rows) of the table elements and preserve the informa
tion they convey. 'Chemical and mathematical formulae must be
encoded to maintain the-proper positioning of their characters
when displayed in order to preserve their intended meaning.

(c) Chemical and mathematical formulae and tables must

be presented in compliance with § 1.52(a) and' (b), except that
chemical and mathematical formulae or tables may be placed in a
landscape orientation if they cannot be presented satisfactorily in
a portrait orientation. 'Iypewritten characrers used in such formu
laeand tables must be chosen from a block (nonscript) type font
or lettering style having capital letters which areatleast'O.21 em.
(0.08 inch) high (e.g., elite type). A space at least 0.64 em. (11
4 inch) high should be provided between complex formulae and
tables and the text. Tables should have the lines and columns of
data closely spaced to conserve space, consistent with a high

degree of legibility.

The pages of the specification including claims and
abstract must be numbered consecutively, starting
with I, the numbers being centrally located above or
preferably, below, the text. The lines of the specifica
tion, and any amendments to the specification, must
be 1 1/2 or double spaced.
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to contain) the following language as the first paragraph of the
brief description of the drawings:

The patent or applicationfile contains at least one draw
ing executed in color. Copies of this patent or patent appli
cation publication with color drawing(s) will be provided by
the Office upon request and payment of the necessary fee.

(b) Photographs.c-.
(1) Black and white. Photographs, including photocopies

of photographs, are not ordinarily -permitted in utility and design
patent applications. The Office will accept photographs in utility
and design patent applications, however, if photographs are the
only practicable medium for illustrating the claimed invention.
For example, photographs or photomicrographs of: electrophore
sis gels, blots (e.g., immunological, western, Southern, and north
ern), auto- radiographs, cell cultures (stained and unstained),
histological tissue cross sections (stained and unstained), animals,
plants, in vivo imaging, thin layer chromatography plates, crystal
line structures, and, in a design patent application, ornamental
effects, are acceptable. If the subject matter of the application
admits of illustration by a drawing, the examiner may require a
drawing in place of the photograph. The photographs must be of
sufficient quality so that all details in the photographs are repro
ducible in the printed patent.

(2) Color photographs. Color photographs will be
accepted in utility and design patent applications if the conditions
for accepting color drawings and black and white photographs
have been satisfied. See paragraphs (a)(2) aud (b)(l) of this sec
tion.

*****

608.01(g) Detailed Description
of Invention

A detailed description of the invention and draw
ings follows the general statement of invention and
brief description of the drawings. This detailed
description, reqnired by 37 CFR 1.71, MPEP §
608.01, must be in such particularity as to enable any
person skilled in the pertinent art or science to make
and use the invention without involving extensive
experimentation. An applicant is ordinarily permitted
to use his or her own terminology, as long as it can be
understood. Necessary grammatical corrections, how
ever, should be required by the examiner, but it must
be remembered that an examination is not made for
the purpose of securing grammatical perfection.

The reference characters must be properly applied,
no single reference character being used for two dif
ferent parts or for a given part and a modification of
such part. In the latter case, the reference character,
applied to the given part, with a prime affixed may
advantageously be applied to the modification. Every

feature specified in the claims must be illustrated, but
there should be no superfluous illustrations.

The description is a dictionary for the claims and
should provide clear support or antecedent basis for
all terms used in the claims. See 37 CPR 1.75, MPEP
§ 608.01(i), § 608.01(0), and § 1302.01.

For completeness, see MPEP § 608.01(p).

USE OF SYMBOL "Phi" IN PATENT APPLICA
TION

The Greek letter "Phi" has long been used as a sym
bol in equations in all technical disciplines. It further
has special uses which include the indication of an
electrical phase or clocking signal as well as an angu
lar measurement. The recognized symbols for the
upper and lower case Greek Phi characters, however,
do not appear on most typewriters. This apparently
has led to the use of a symbol composed by first strik
ing a zero key and then backspacing and striking the
"cancel" or "slash" key to result in an approximation
of accepted symbols for the Greek character Phi. In
other instances, the symbol is composed using the
upper or lower case letter "0" with the "cancel" or
"slash" superimposed thereon by backspacing, or it is
simply handwritten in a variety of styles. These expe
dients result in confusion because of the variety of
type sizes and styles available on modern typewriters.

In recent years, the growth of data processing has
seen the increasing use of this symbol ("0") as the
standard representation of zero. The "slashed" or
"canceled" zero is used to indicate zero and avoid
confusion with the upper case letter "0" in both text
and drawings.

Thus, when the symbol "0" in one of its many vari
ations, as discussed above, appears in patent applica
tions being prepared for printing, confusion as to the
intended meaning of the symbol arises. Those (such
as examiners, attorneys, and applicants) working in
the art can usually determine the intended meaning of
this symbol because of their knowledge of the subject
matter involved, but editors preparing these applica
tions for printing have no such specialized knowledge
and confusion arises as to which symbol to print. The
result, at the very least, is delay until the intended
meaning of the symbol can be ascertained.

Since the Office does not have the resources to con
duct a technical editorial review of each application
before printing, and in order to eliminate the problem
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See In re Benson, 1959 C.O. 5, 744 O.G 353
(Comm'r Pat. 1959). Reproductions prepared by heat
sensitive, hectographic, or spirit duplication processes
are also not satisfactory.

ALTERATION OF APPLICATION PAPERS

37 CFR 1.52(c) relating to interlineatious and other
alterations is strictly enforced. See In re Swanberg,
129 USPQ 364 (Comm'r Pat. 1960). See also MPEP
§ 605.04(a).

CERTIFIED COPIES OF. AN APPLICATION
AS-FILED

If an application-as-filed does uot meet the sheet
size/margin .and quality requirements of 37 CPR 1.52
and. 1:84(f) and (g), certified copies of such applic~

tion may be illegible and/or ineffective as priority
documents. When an applicant requests that the
USPTO provide a certified copy of an application-as
filed and pays the fee set forth in 37 CFR 1.l9(b)(I),
the USPTO will make a copy of the application-as
filed from the records in the Patent Image Capturing
System (PICS) database (or the microfilm database).
If papers submitted in the application-as-filed are not
legible, certified copies of the application as origi
nally filed will not be legible.

The USPTO performs exception. processing when
scanning application papers that do not comply with
the sheet size/margin and quality requirements. If
papers submitted in the application-as-filed (including
any transmittal letteror cover sheet) do not meet the
sheet size requirement of 37 CFR 1.52 and 1.84(f)

(e.g., the papers are legal size (8 1/2 by 14 inches)),
the US'f>TO must reduce such papers t() be able to
image-scan the entire application and record it in the
PICS database. In addition, if papers submitted in the
application-as-filed do not meet the quality require
ments of 37 CPR 152 (e.g., the papers are shiny or
non-white), the USPTO will attempt to enhance such
papers. before scanning to make the resulting elec
tronic record in the PICSdatabase more readable.
However, if exception processing is required to make
the PICS copy, certified copies of the application as
originally filed may not be legible.

If application papers are filed that do not meet
sheet size/margin and quality requirements, the

USPTO will require the applicant to file substitute
papers that do comply with the requirements of 37
CFR 1.52 and 1.84(f) and (g). The substitute papers
submitted in reply to the above-mentioned require
ment will provide the USPTO with an image- and
OCR-scannable copy of the application for printing
the application as a patent. However, the USPTO will
not treat application papers submitted after the filing
date of an application as the original disclosure of the
application for making a certified copy of the applica
tion-as-filed or any other purpose. That is, even if an
applicant subsequently files substitute application
papers that comply with 37 CPR 1.52 and then
requests that the USPTO provide a certified copy of
an application-as-filed, paying the fee set forth in
37 CPR 1.l9(b)(I), the USPTO will still make a copy
of the application-as-filed from the records in the
PICS (or microfilm) database, and this database will
not include the subsequently filed substitute papers.

If the certified copy of an application produced
from the PICS (or microfilm) database is illegible, the
applicant may pay the fee set forth in 37 CPR
1.l9(b)(2) and request that the USPTO obtain the
application file. and produce a certified copy of the
application by photocopying the application-as-filed
as contained in the application file. The special han
dling required to produce a certified copy of the appli
cation from the papers in the application file will also
cause a delay in when a certified copy is available.

USE OF METRIC SYSTEM OF MEASURE
MENTS.IN PATENT APPLICATIONS

In order to minimize the necessity in the future for
converting dimensions given in the English system of
measurements to the metric system of measurements
when using printed patents as research and prior art
search documents, all patent applicants should use the
metric (S.L) units followed by the equivalent English
units when describing their inventions in the specifi
cations of patent applications.

The initials S.L stand for "Le Systeme International
d' Unites," the French name for the International Sys
tem of Units, a modernized metric system adopted in
1960 by the International General Conference of
Weights and Measures based on precise unit measure
ments made possible by modern technology.
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improvement comprises," and (3) those elements, steps and/or
relationships which constitute that.portion of the claimed combi
nation which the applicant considers as the new or improved por

tion.
(f) If there are several claims, they shall be numbered con

secutively in Arabic numerals.

(g) The least restrictive claim should be presented as claim
number 1, and all dependent claims should be grouped together
with the claim or claims to which they refer to the extent practica
ble.

(h) The claim or claims must commence on a separate sheet.

(i) Where a claim sets forth a plurality of elements or steps,
each element or step of the claim should be separated by aline
indentation.

For numbering of claims, see MPEP § 608.0l(j).

For form of claims, see MPEP § 608.0l(m).

For dependent claims, see MPEP § 608.01(n).

For examination of claims, see MPEP § 706.

For claims in excess offee, see MPEP § 714.10.

608.01(j) Numbering of Claims

37 CFR 1.126. Numbering ofclaims.

The original numbering of the claims must be preserved
throughout the prosecution. When claims are canceled the remain
ing claims must not be renumbered. When claims are added, they
must be numbered by the applicant consecutively beginning with
the number next following the highest numberedclaim previously
presented (whether entered or not). When the application is ready
for allowance, the examiner, if. necessary, will renumber the
claims consecutively in the order in which they appear or in such
order as may have been requested by applicant.

In a single claim case, the claim is not numbered.

Form paragraph 6.17 may be used to notify appli
cant.

'f{ 6.17 Numbering ofClaims, 37 CFR 1.126

The numbering of claims is not accordance with 37 CFR
1.126, which requires the original numbering of the claims to be
preserved throughout the prosecution. When claims are canceled,
the remaining claims must not be renumbered. When new claims
are presented, they must be numbered consecutively beginning
with the number next following the highest numbered claims pre
viously presented (whether entered or not).

Misnumbered claim [1] been renumbered [2].

Examiner Note:
1. In bracket 1, insert appropriate claim number(s) and --has-
or -- have --.

2. In bracket 2, insert correct claim number(s) and -r-, respec
tively -- if more than one claim is involved.

608.01(k) Statutory Requirement
of Claims

35 U.S.C. 112 requires that the applicant shall par,
ticularly point out and distinctly claim the subject
matter which he or she regards as his or her invention.
The portion of the application in which he or she does
this forms the claim or claims. This is an important
part of the application, as it is the definition of that for
which protection is granted.

608.01(1) Original Claims

In establishing a disclosure, applicant may rely not
only on the description and drawing as filed but also
on the original claims if their content justifies it.

Where subject matter not shown in the drawing or
described in the description is claimed in the applica
tion as filed; and such original claim itself constitutes
a clear disclosure of this subject matter, then the claim
should be treated on its merits; and requirement made
to amend the drawing and description to show this
subject matter. The claim should not be attacked
either by objection or rejection because this subject
matter is lacking in the drawing and description. It is
the drawing and description that are defective, not the
claim.

It is, of course, to be nnderstood that this disclosure
in the claim must be sufficiently specific and detailed
to support the necessary amendment of the drawing
and description.

608.01(m) Form of Claims

The claim or claims must commence on a separate
sheet and should appear after the detailed description
of the invention. While there is no set statutory form
for claims, the present Office practice is to insist that
each claim must be the object of a .sentence starting
with "I (or we) claim," "The invention claimed is" (or
the equivalent). If, at the time of allowance, the
quoted terminology is not present, it is inserted by the
Technology Center (TC) technical support staff; Each
claim begins with a capital letter and ends with a
period. Periods may not be used elsewhere in the
claims except for abbreviations. See Fressola v. Man
beck, 36 USPQ2d 1211 (D.D.C. 1995). Where a claim
sets forth a plurality of elements or steps, each ele
ment or step of the claim should be separated by a line
indentation, 37 CFR 1.75(i).
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description portion of the specification may contain
tables; claims may contain tables only if necessary to
conform to 35 U.S.c. 112.

See MPEP § 601.01(d) for treatment of applica
tions filed withont all pages of the specification.

Hyperlinks and Other Forms of Browser
Executable Code in the Specification

Examiners must review patent applications to
make certain that hyperlinks and other forms of
browser-executable code, especially commercial site
URLs, are not included in a patent application. Exam
ples of a hyperlink or a browser-executable code are a
URL placed between these symbols "< >" and http://
followed by a URL address. When a patent applica
tion with embedded hyperlinks and/or other forms of
browser-executable code issues as a patent (or is pub
lished as a patent application publication) and the
patent document is placed on the USPTO web page,
when the patent document is retrieved and viewed via
a web browser, the URL is interpreted as a valid
HTML code and it becomes a live web link. When a
user clicks on the link with a mouse, the user will be
transferred to another web page identified by the
URL, if it exists, which could be a commercial web
site. USPTO policy does not permit the USPTO to link
to any commercial sites since the USPTO exercises no
control over the organization, views or accuracy of
the information contained on these outside sites.

If hyperlinks and/or other forms of browser-execut
able code are embedded in the text of the patent appli
cation, examiners should object to the specification
and indicate to applicants that the embedded hyper
links and/or other forms of browser-executable code
are impermissible and require deletion. This require
ment does not apply to electronic documents listed on
forms PTO-892 and PTO-I449 where the electronic
document is identified by reference to a URL.

The attempt to incorporate subject matter into the
patent application by reference to a hyperlink and/or
other forms of browser-executable code is considered
to be an improper incorporation by reference. See
MPEP § 608.01(p), paragraph I regarding incorpora
tion by reference. Where the hyperlinks and/or other
forms of browser-executable codes are part of appli
cant's invention and it is necessary to have them
included in the patent application in order to comply
with the requirements of 35 U.S.C. 112, first para-

graph, and applicant does not intend to have these
hyperlinks be active links, examiners should not
object to these hyperlinks. The Office will disable
these hyperlinks when preparing the text to be loaded
onto the USPTO web database.

Note that nucleotide and/or amino acid sequence
data placed between the symbols "< >" are not con
sidered to be hyperlinks and/or browser-executable
code and therefore should not be objected to as being
an improper incorporation by reference (see 37 CFR
1.821 - 1.825).

'JI 7.29.04 Disclosure Objected To, Embedded Hyperlinks
or Other Forms o/Browser-Executable Code

The disclosure is objected. to because it contains an embedded
hyperlink andlor other form of browser-executable code. Appli
cant is required to delete the embedded hyperlink and/or other
form of browser-executable code. See MPEP § 608.01.

Examiner Note:
1. Examples of a hyperlink: or a browser-executable code are a
URL placed between these symbols "<>" and http://followed by a
URL address. Nucleotide and/or amino acid sequence data placed
between the symbols "< >" are not considered to be hyperlinks
and!or browser-executable code.
2. If the application attempts to incorporate essential subject
matter into the patent application by reference to a hyperlink and!
or other form of browser-executable code, see :MPEP § 608.01.
3. The requirement to delete an embedded hyperlink or other
form of browser-executable code does not apply to electronic doc
uments listed on forms PfO~892 and PfO-l449 where the elec
tronic document is identified by reference to a URL.

608.01(a) Arrangement of Application

37 CFR 1.77. Arrangement 0/application elements.
(a) The elements of the application, if applicable, should

appear in the following order:
(I) Utility application transmittal form.
(2) Fee transmittal form.
(3) Application data sheet (see § 1.76).
(4) Specification.
(5) Drawings.
(6) Executed oath or declaration.

(b) .The specification should include the following sections

in order:
(1) Title of the invention, which may be accompanied by

an introductory portion stating the name, citizenship, and resi
dence of the applicant (unless included in the application data
sheet).

(2) Cross-reference to related applications (unless
included in the application data sheet).

(3) Statement regarding federally .sponsored research or
development.

(4) Reference to a "Sequence Listing," a table, or a com
puter program listing appendix submitted on a compact disc and
an incorporation-by-reference of the material on the compact disc
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(1) Amendment by rewriting. directions to cancel or add:
Amendments to a claim must be made by rewriting such
claim with all changes (e.g., additions, deletions, modifica
tions) included. The rewriting of a claim (with the same
number) will be construed as directing the cancellation of
the previous version of that claim. A claim may also be can
celed by an instruction.

(i) A rewritten or newly added claim must be in clean form,
that is, without markings to indicate the changes that have
been made. A parenthetical expression should follow the
claim number indicating the status of the claim as amended
or newly added (e.g., "amended," "twice amended," or
"new").

(ii) If a claim is amended by rewriting such claim with the
same number, the amendment must be accompanied by
another version of the rewritten claim, on one or more pages
separate from the amendment, marked up to show all the
changes relative to the previous version of that claim. A par
enthetical expression should follow the claim number indi
cating the status of the claim, e.g., "amended," "twice
amended," etc. The parenthetical expression "amended,"
"twice amended," etc. should be the same for both the clean
version of the claim under paragraph (c)(l)(i) of this section
and the marked up version under this paragraph. The
changes may be shown by brackets (for deleted matter) or
underlining (for added matter), or by any equivalent mark
ing system; A marked up version does not have to be sup'
plied for an added claim or a canceled claim as it is
sufficient to state that a particular claim has been added, or
canceled.

(2) A claim canceled by amendment (deleted in its entirety)
may be reinstated only by a subsequent amendment present
ing the claim as a new claim with a new claim number.

Since the reply filed on [3] appears to be bonafide, applicant is
given a TIME PERIOD of ONE (1) MONTH or TffiRTY (30)
DAYS from the mailing date of this notice,whichever is longer,
within which to submit an amendment in compliance with 37 CFR
1.121 in order to avoid abanl-damnent. EXTENSIONS OF TillS
TIME PERlOD MAY BE GRANTED UNDER 37 CPR 1.136(a)

Examiner Note:

1. In brackets I and 3, insertthe filing date of the reply.

2. In bracket 2, insert the reason for non-compliance, e.g., fail
ure to provide a clean copy of an amended claim, failure to pro
vide a marked up version of the amended claiin.

608.01(n) Dependent Claims

I. MULTIPLE DEPENDENT CLAIMS

37 CFR 1.75. Claim(s).

*****

(c) One or more claims may be presented in dependent form,
referring back to and further limiting another claim or claims in
the same application. Any dependent claim which refers to more
than one other claim (t'multipledependent claim") shall refer to

such other claims in the alternative only. A multiple dependent
claim shall not serve as a basis for any other multiple dependent
claim. For fee calculation purposes under § 1.16, a multiple
dependent claim will be considered to be that number of claims to
which direct reference is made therein. For fee calculation pur
poses, also, any claim depending from a multiple dependent claim
will be considered to be that number of claims to which direct ref":
erence is made in that multiple dependent claim. In addition to the
other filing fees, any original application which is filed with, or is
amended to include, multiple dependent claims must have paid
therein the fee set forth in § 1.16(d). Claims in dependent form
shall be construed to include all the limitations of the claim 'incor
porated by reference into the dependent claim. A
multiple dependent claim shall be construed to incorporate by ref
erence all the limitations of each of the particular claims in rela
tion to which it is being considered.

*****

Generally, a multiple dependent claim is a depen
dent claim which refers back in the alternative to
more than one preceding independent or dependent
claim.

The second paragraph of 35 U.S.C. 112 has been
revised in view of the multiple dependent claim prac
tice introduced by the Patent Cooperation Treaty.
Thus 35 U.S.c. 112 authorizes multiple dependent
claims in applications filed on and after January 24,
1978, as long as they are in the alternative form (e.g.,
"A machine according to claims 3 or 4, further com
prising --- "), Cumulative claiming (e.g., "A machine
according to claims 3 and 4, further comprising ---" )
is not permitted. A multiple dependent claim may
refer in the alternative to only one set of claims. A
claim such as "A device as in claims I, 2, 3, or 4,
made by a process of claims 5, 6, 7, or 8" is improper.
35 U.S.c. 112 allows reference to only a particular
claim. Furthermore, a multiple dependent claim may
not serve as a basis for any other multiple dependent
claim, either directly or indirectly. These limitations
help to avoid undue confusion in determining how
many prior claims are actually referred to in a multi
ple dependent claim.

A multiple dependent claim which depends from
another multiple dependent claim should be objected
to by using form paragraph 7.45.

600-71 August 2001



608.01(b) MANUAL OF PATENT EXAMINING PROCEDURE

(a) Title of the Invention: See 37 CPR 1.72(a) and MPEP §
606. The. title of the invention should be placed at the top of the
first page of the specification. It should be brief but technically
accurate and descriptive, preferably from two to seven words and
may not contain more than 500 characters.

(b) Cross-References to Related Applications: See 37 CPR
1.78 and MPEP §201.11.

(c) Statement Regarding Federally Sponsored Research or
Development: See MPEP § 310.

(d) Reference to a "Microfiche Appendix": See 37 CFR
1.96(,) and MPEP § 608.05, if the application was filed before
March 1, 2001. The total number of microfiche and the total num
ber of framesshouldbe specified. Reference to a "Sequence List
ing," a table, or a computer program listing appendix submitted on
compact disc and an incorporation by reference of the material on
the compactdisc.

(e) Background of the Invention: See MPEP § 608.01(c), The
specification should set forth the Background of the Invention in
two parts:

(1) Field of the Invention: A statement of the field of art to
which the invention pertains. 'This statemerit may include a para
phrasing of the applicable U.S. patent classification definitions of
the subject matter of the claimed invention. This item may also be
titled "Technical Field."

(2) Description of the Related Art: A description of the. related
art known to the applicant and including, if applicable, references
to specific related art and problems .invclved in the prior art which
are solved by the .applicant'a invention. This item may alsobe
titled "Background Art."

(I) Brief Summary of the Invention: See MPEP § 608,01(d). A
brief summary or general statement ofthe invention as set forth in
37 CPR 1.73. The summary is separate and distinct from the
abstract and is directed toward the invention rather than the dis
closure as a whole. The summary may point out the advantages of
the invention or ho¥! it solves problems previously existent in the
prior art (and preferably indicated in the Background of the Inven
tion). In chemical cases it should point out in general terms the
utility of the invention. If possible, the nature and gist of the
invention or the inventive concept should be set forth. Objects of
the invention should be treated briefly and only to the extent that
they contribute to an understanding of the invention.

(g) Brief Description of the Several Views of the ·Drawing(s):
See Ml'EP § 608.01(1). A reference to and hrief description of the
drawing(s) as set forth in 37 CFR 1.74.

(h) Detailed Description of the Invention: See MPEP §
608.01(g). A description of the preferred embodiment(s) of the
invention as required in 37 CPR 1.71. The description should be
as short and specific as is necessary to describe the invention ade
quately and accurately. Where elements or groups of elements,
compounds, and processes, which are conventional and generally
widely known in the field of the invention describedv and their
exactnature or type is not necessary for an understanding and use
of the invention by a person skilled in the art, they should not be
described in detail. However, where particularly complicated sub
ject matter is involved or where the elements, compounds, or pro
cesses may not be commonly or widely known in the field, the

specification should refer to another patent or readily available
publication which adequately describes the subject matter.

(i) Claim or Claims: See 37 CFR 1.75 and MPEP § 608.01(m).
The claim or claims must commence on a separate sheet (37 CPR
1.52(b». Where a claim sets forth a plurality of elements or steps,
each element or step,of the claim should be separated by a line
indentation. There may be plural indentations to further segregate
subcombinations or related steps. See 37 CPR 1.75 and MPEP
608.01(i)-(P).

G) .Abstract of the Disclosure: A brief narrative of the disclo
sure as a whole in a single paragraph of 150 words or less com
mencing on a separate sheet following the claims.

(k) Drawings: See 37 CPR 1.81, 1.83-1.85, and MPEP §

608.02.
(I) Sequence Listing, if on paper: See 37 CPR 1.821-1.825.

Examiner Note:
In this paragraph an introductory sentence will be necessary.

This paragraph is intended primarily for use in pro se applications.

608.01(b) Abstract of the Disclosure

37 CFR 1.72. Title and abstract.

*****
(b) A brief abstract of the technical disclosure in the specifi

cation must commence on a separate sheet, preferably following
the claims, under the heading "Abstract" or "Abstract of the Dis
closure." The abstract in ail application filed under 35 U.S.c. 111
may not exceed.lSu words in length; The purpose of the abstract
is to enable the United States Patent and Trademark Office and the
public generally to determine quickly from a cursory inspection
the nature and gist of the technical disclosure. The abstract will
not be used for interpreting the scope of the claims.

The Office of Initial Patent Examination (OlPE)
will review all applications filed under 35 U.S.c.
11l(a) for compliance with 37 CFR 1.72 and will
require an abstract, if one has not been filed. In all
other applications which lack an abstract, the exam
iner in the first Office action should require the sub
mission of an abstract directed to the technical
disclosure in the specification. See Form Paragraph
6.12 (below). Applicants may use either "Abstract" or
"Abstract of the Disclosure" as a heading.

If the abstract contained in the application does not
comply with the guidelines, the examiner should point
out the defect to the applicant in the first Office
action, or at the earliest point in the prosecution that
the defect is noted, and require compliance with the
gnidelines. Since the abstract of the disclosure has
been interpretedto be a part of the specification for
the purpose of compliance with paragraph 1 of 35
U.S.C. 112 (In re Armbruster, 512 E2d 676, 678-79,
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C. Restriction Practice

For restriction purposes, each. embodiment of a
multiple dependent claim is considered in the same
mauuer as a single dependent claim. Therefore,
restriction may be required between the embodiments
of a multiple dependent claim. Also, some embodi
ments of a multiple dependent claim may be held
withdrawn while other embodiments are considered
on their merits.

D. Handling of Multiple Dependent Claims by
the Office ofInitial Patent Examination

The Office of Initial Patent Examination (OIPE) is
responsible for verifying whether multiple dependent
claims filed with the application are in proper alterna
tive form, that they depend only upon prior indepen
dent or single dependent claims and also for
calculating the amount of the filing fee. A new form,
PTO-1360, has been designed to be used in conjunc
tion with the current fee calcnlation form PfO-875.

E. Handling of Multiple Dependent Claims by
the Technology Center Technical Support Staff

The Technology Center (TC) technical support
staff is responsible for verifying compliance with the
statute and rules of multiple dependent claims added
by amendment and for calculating the amount of any
additional fees required. This calculation should be
performed on form PfO-1360.

There is no need for a TC technical support staff to
check the accuracy of the initial filing fee since this
has already been verified by the Office of Initial
Patent Examination when granting the filing date.

If a multiple dependent claim (or claims) is added
in an amendment without the proper fee, either by
adding references to prior claims or by adding a new
multiple dependent claim, the amendment should not
be entered until the fee has been received. In view of
the requirements for multiple dependent claims, no
amendment containing new claims or changing the
dependency of claims should be entered before check
ing whether the paid fees cover the costs of the

amended claims. The applicant, or his or her attorney
or agent, should be contacted to pay the additional
fee. Where a letter is written in an insufficient fee sit
uation, a copy of the multiple dependent claim fee cal
culation, form PfO-1360, should be included for
applicant's information.

Where the TC technical support staff notes that the

reference to the prior claims is improper in an added
or amended multiple dependent claim, a notation
should be made in the left margin next to the claim
itself and the number I, which is inserted in the "Dep,

Claim" column of that amendment on form PfO
1360, should be circled in order to cal1 this matter to
the examiner's attention.

F. Handling of Multiple Dependent Claims by
the Examiner

Public Law 94-131, the implementing legislation

for the Patent Cooperation Treaty amended 35 U.S.c.
112 to state that "a claim in dependent form shal1 con

tain a reference to a claim previously set forth." The
requirement to refer to a previous claim had existed

only in 37 CFR l.75(c) before.

The fol1owing procedures are to be fol1owed by
examiners when faced with claims which refer to
numerically succeeding claims:

.If any series of dependent claims contains a claim
with an improper reference to a numerically fol1owing
claim which cannot be nnderstood, the claim referring

to a fol1owing claim should normal1y be objected to
and not treated on the merits.

However, in situations where a claim refers to a

numerically fol1owing claim and the dependency is
clear, both as presented and as it wil1 be renumbered

at issue, all claims should be examined on the merits
and no objection as to form need be made. In such
cases, the examiner will renumber the claims into
proper order at the time the application is allowed.
(See Example B, below.)

Any unusual problems should be brought to the
supervisor's attention.
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Language and Format

The abstract must commence on a separate sheet,
preferably following the claims, under the heading
"Abstract of the Disclosnre." Form paragraph 6.16.01
(below) may be used if the abstract does not com
mence on a separate sheet. Note that the abstract for a
national stage application filed under 35 U.S.C. 371
may be found on the front page of the Patent Coopera
tion Treaty publication (i.e., pamphlet), See MPEP §
l893.03(e).

The abstract should be in narrativeform andgener
ally limited to a single paragraph within the range of
50 to 150 words. The abstract should not exceed 25
lines of text. Abstracts exceeding 25 lines of text
should be Checked to see that it does not exceed 150
words in length since the space provided for the
abstract on the computer tape by the printer is limited.
If the abstract cannot be placed on the computer tape
because of its excessive length, the application will be
returned to the examiner for preparation of a shorter
abstract. The form and legal phraseology often used in
patent claims, such as "means" and "said,"~l1ould

be avoided. The abstract should sufficiently describe
the disclosure to assist readers in deciding whether
there is a need for consulting the full patent text for
details.

The language should be clear and concise and
should not repeat information given in the title. It
should avoid using phrases which can be implied,
such as, "This disclosure concerns," "The disclosure
defined by this invention," "This disclosure
describes," ... etc.

Responsibility

Preparation of the abstract is the responsibility of
the applicant. Background knowledge of the art and
an appreciation Of the applicant's contribution to the
art are most important in the preparation of the
abstract. The review of the abstract for compliance
with these guidelines, with any necessary editing and
revision on allowance of the application, is the
responsibility of the examiner.

Sample Abstracts

(1) A heart valve which has an annular valve body
defining an orifice and a plurality of struts forming

a pair of cages on opposite sides of the orifice. A
spherical closure member is captively held within
the cages and is moved by blood flow between
open and closed positions in check valve fashion.
A slight leak or backflow is provided in the closed
position by making the orifice slightly larger than
the closure member. Blood flowis maximized in
the open position of the valve by providing an
inwardly convex contour on the orifice-defining
surfaces of the body. An annular rib is formed in a
channel around the periphery of the valve body to
anchor a suture ring used to secure the valve
within a heart.

(2) A method for sealing whereby heat is applied
to seal, overlapping closure panels of a folding box
made from paperboard having an extremely thin
coating of moisture-proofing thermoplastic mate
rial on opposite surfaces. Heated air is directed at
the surfaces to be bonded, the temperature of the
ail' at the point of impact on the surfaces being
above the char point of the board. The duration of
application of heat is made so brief, by a COrre
sponding high rate of advance of the boxes
through the air stream, that the coating on the
reverse side of the panels remains substantially
non-tacky. The bond is formed immediately after
heating within a period of time for any one surface
point less than the total time of exposure to heated
air of that point. Under such conditions the heat
applied to soften the thermoplastic coating is dissi
pated after completion of the bond by absorption
into the board acting as a heat sink without the
need for cooling devices.

(3) Amides are produced by reacting an ester of a
carboxylic acid with an amine, using as catalyst
an alkoxide of an alkali metal. The ester is first

heated to at least 75
0

C under a pressure of no more
than 500 mm. of mercury to remove moisture and
acid gases which would prevent the reaction, and
theu converted to an amide without heating toini
tiate the reaction.

'f[ 6.12 Abstract Missing (Background)

This application does not contain an abstract of the disclosure
as required by 37 CPR 1.72(b). An abstract on a se.parate sheet is
required.

Examiner Note:
For pro se applicant, consider fonn paragraphs 6.14 to 6.16.
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(c) Fee calculation example

Claim No. . Ind. Dep.
1. Independent 1
2. Dependenton claim1 1
3. Dependenton claim 2 1
4. Dependenton claim2or 3 2
5. Dependent on claim4 2
6. Dependent on claim 5 , 2
7. Dependenton claim4,5 or 6 G,)
8. Dependent on claim7 G,)
9. Independent 1
10. Dependenton claim 1or 9 2
11. Dependenton claims 1 and 9 G,)

i) Comments On Fee Calculation Example

Claim 1 - This is an independent claim; therefore,
a numeral "I" is placed opposite claim number 1 in
the."Ind." column.

Claim 2 -. Since this is a claim dependent on a
single independent claim, a numeral "I" is placed
opposite claim number 2 of the "Dep." column.

Claim 3 ~ Claim 3 is also a single dependent
claim, so a numeral "I" is placed in the "Dep."col
umn.

Claim 4 - Claim 4 is a proper multiple dependent
claim. It refers directly to two claims in the alterna
tive, namely, claim 2 or 3. Therefore, a numeral "2" to
indicate direct reference to two claims is placed in the
"Dep." column opposite claim number 4.

Claim 5 - This claim is a singularly dependent
claim depending from a multiple dependent claim.
For fee calculation purposes, such a claim is counted
as being that number of claims to which direct refer
ence is made in the multiple dependent claim from
which it depends. In this case, the multiple dependent
claim number 4 it depends from counts as 2 claims;
therefore, claim 5 also counts as 2 claims. Accord
ingly, a numeral "2" is placed opposite claim number
5 in the "Dep." column.

Claim 6 - Claim 6 depends indirectly from a mul
tiple dependent claim 4. Since claim 4 counts as 2
claims, claim 6 also counts as 2 dependent claims.
Consequently, a numeral "2" is placed in the "Dep."
column after claim 6.

Claim 7 - This claim is a multiple dependent
claim since it refers to claims 4, 5, or 6. However, as

form in the file wrapper. If there are multiple depen
dent claims in the application, the total number of
independent and dependent claims for fee purposes
will be calculated on form PfO-1360 and the total
number of claims and number of independent claims
is then placed on form PfO-875 for final fee calcula

tion purposes.

2. Calculation of Fees

(a) Proper Multiple Depeudent Claim

35 U.S.C. 41(a), provides that claims in proper
multiple dependent form may not be considered as
single dependent claims for the purpose of calculating
fees. Thus, a multiple dependent claim is considered
to be that number of dependent claims to which it
refers. Any. proper claim depending directly or indi
rectly from a multiple dependent claim is also consid
ered as the number of dependent claims as referred to
in the multiple dependent claim from which it
depends.

(b) Improper Multiple Dependent Claim

If none of the multiple dependent claims isproper,
the multiple dependent claim fee set forth in 37 CFR
1.16(d) will not be required. However, the multiple
dependent claim fee is required if at least one multiple
dependent claim is proper.

If any multiple dependent claim is improper, OIPE
may indicate that fact by placing an encircled numeral
"I" in the "Dep. Claims" column of form PfO-1360.
The fee for any improper multiple dependent claim,
whether it is defective for either not being in the alter
native form or for being directly or indirectly depen
dent on a prior multiple dependent claim, will only be
one, since only an objection to the form of such a
claim will normally be made. This procedure also
greatly simplifies the calculation of fees. Any claim
depending from an improper multiple dependent
claim will also be considered to be improper and be

counted as one dependent claim.

600-75
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should, when set forth, be commensurate with the invention as
claimed and any objectrecited shouldbe that of the invention as
claimed.

Since the purpose of the brief summary of inven
tion is to apprise the public, and more especially those
interested in the particular art to which the invention
relates, of the nature of the invention, the summary
should be directed to the specific invention being
claimed, in contradistinction to mere generalities
which would be equally applicable to numerous pre
ceding patents. That is, the subject matter of the
invention should be described in one or more clear,
concise sentences or paragraphs. Stereotyped general
statements that would fit one application as well as
another serve no useful purpose and may well be
required to be canceled as surplusage, and, in the
absence of any illuminating statement, replaced by
statements that are directly on point as applicable
exclusively to the case at hand.

The brief summary, if properly written to set out the
exact nature, operation, and purpose of the invention,
will be of material assistance in aiding ready under
standing of the patent in future searches. The brief
summary should be more than a mere statement of the
objects of the invention, which statement is also per
missible under 37 CFR 1.73.

The brief summary of invention should be consis
teut with the subject matter of the claims. Note final
review of application and preparation for issue,
MPEP § 1302.

608.01(e) Reservation Clauses
Not Permitted

37 CFR 1.79. Reservation clauses not permitted.

A reservation. for a future application of subject matter dis
closed butnot claimedin a pendingapplication will notbe permit
ted in' the pending application, but an ,application disclosing
unclaimed subjectmatterrllay contain areference to a laterfiled
application of thesameapplicant orownedby a commonassignee
disclosing andclaiming thatsubjectmatter.

608.01(f) Brief Description of Drawings

37 CFR 1.74. Reference to drawings.

When there aredrawings, there shall be a brief description of
the several views of the drawings and the detailed descriptionof
the invention shall refer to the different views by specifying the
numbers of the figures, and to the different parts by use of refer
ence lettersor numerals (preferably the latter).

The Office of Iuitial Patent Examination (OIPE)
will review the specification, including the brief
description, to determine whether all of the figures of
drawings described in the specification are present. If
the specification describes a figure which is uot
present in the drawings, the application will be treated
as an applicatiou filed without all figures of drawings
in accordance with MPEP § 601.01(g), unless the
applicatiou lacks any drawings, in which case the
applicatiou will be treated as an applicatiou filed
without drawings in accordance with MPEP
§ 601.01(f).

The examiuer should see to it that the figures are
correctly described in the brief description of the
drawiug, that all section lines used are referred to, and
that all needed sectiou liues are used. If a figure con
taius several parts, for example, figure lA, IB, and
IC, the figure may be described as figure 1. If ouly
figure IA is described in the brief descriptiou, the
examiuer should object to the brief description, and
require applicant to either add a brief description of
figure 1B and IC or describe the figure as "figure I."

The specificatiou must coutain or be ameuded to
contaiu proper reference to the existence of drawings
executed in color as required by 37 CPR 1.84.

37 CFR 1.84. Standards for drawings.
(a) Drawings. There are two acceptable categories for prew

senting drawings in utility anddesign patentapplications.
(1) Black ink. Black and white drawings are normally

required. Indiaink, or its equivalentthatsecures solid black lines,
mustbe used for drawings; or

(2) Color. On rareoccasions, color drawings may be nec
essary as the only practical mediumby which to disclose the sub
ject matter sought to be patented in a utility or design patent
application or the subject matter of a statutory invention registra
tion. The color drawings must be of sufficientqualitysuch thatall
details in the drawings are reproducible in black and white in the
printed patent. Color drawings are not permitted in international
applications (see PCT Rule 11.13), or in an application, or copy
thereof, submitted under the Office electronic filing system. The
Office will accept color drawings in utility or design patentappli
cations and statutory invention registrations only after granting a
petitionfiled underthis paragraph explaining why the color draw
ings are necessary. Any such petitionmust includethe following:

(i) The fee set forth in § 1.17(h);

(ii) Three(3) sets of color drawings;
(iii) A black and white photocopy that accurately

depicts, to the extent possible, the subject matter shown in the
color drawing; and

(iv) An amendment to the specification to insert
(unless the specificationcontains orhas been previously amended
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III. INFRINGEMENT TEST

The test as to whether a claim is a proper dependent
claim is that it shall include every limitation of the
claim from which it depends (35 U.S.C. 112, fourth
paragraph) or in other words that it shall not conceiv
ahly he infringed by anything which would not also
infringe the basic claim.

A dependent claim does not lack compliance with
35 U.S.C. 112, fourth paragraph, simply because there
is a question as to (I) the significance of the further
limitation added by the dependent claim, or (2)
whether the further limitation in fact changes the
scope of the dependent claim from that of the claim
from which it depends. The test for a proper depen
dent claim under the fourth paragraph of 35 US.C.
112 is whether the dependent claim includes every
limitation of the claim from which it depends. The test
is not one of whether the claims differ in scope.

Thus, forexample, if claim I recites the combina
tion of elements A, B, C, and D, a claim reciting the
structure of claim I in which D was omitted or
replaced by E would not be a proper dependent claim;
even though it placed further limitations on the
remaining elements or added still other elements.

Examiners are reminded that a dependent claim is
directed to a combination including everything recited
in the base claim and what is recited in the dependent
claim. It is this combination that must be compared
with the prior art, exactly as if it were presented as
one independent claim.

The fact that a dependent claim which is otherwise
proper might relate to a separate invention which
would require a separate search or be separately clas
sified from the claim on which it depends would not
render it an improper dependent claim, although it
might result in a requirement for restriction.

The fact that the independent and dependent claims
are in different statutory classes does not, in itself,
render the latter improper. Thus, if claim I recites a
specific product, a claim for the method of making the
product of claim I in a particular manner would be a
proper dependent claim since it could not be infringed
without infringing claim I. Similarly, if claim I
recites a method of making a product, a claim for a
product made by the method of claim I could be a
proper dependent claim. On the other hand, if claim I
recites a method of making a specified product, a
claim to the product set forth in claim I would not be

a proper dependent claim if the prodnct might be
made in other ways.

IV. CLAIM FORM AND ARRANGEMENT

A singular dependent claim 2 could read as follows:

2.Theproduct of claim 1 in which....

A series of singular dependent claims is permissible
in which a dependent claim refers to a preceding
claim which, in turn, refers to another preceding
claim.

A claim which depends from a dependent claim
should not be separated therefrom by any claim which
does not also depend from said "dependent claim." It
should be kept in mind that a dependent claim may
refer back to any preceding independent claim. These
are are the only restrictions with respect to the
sequence of claims and, in general,. applicant's
sequence should not be changed. See MPEP
§ 608.0IG). Applicant may be so advised by using
form paragraph 6.18.

'f{ 6.18 Series ofSingular Dependent Claims
A series of singular dependent claims is permissible in which a

dependent claimrefers. to a preceding claimwhich,in turn, refers
to another preceding claim.

A claimwhich depends from a dependent claim should not be
separated by any claim which does not also depend from said
dependent claim. It shouldbe keptin mind thata dependent claim
may refer to any preceding independent claim. In general, appli
cant's sequence will not be changed. See MPEP § 608.01(n).

During prosecution, the order of claims may
change and be in conflict with the requirement that
dependent claims refer to a preceding claim. Accord
ingly, the numbering of dependent claims and the
numbers of preceding claims referred to in dependent
claims should be carefully checked when claims are
renumbered uponallowance.

V. REJECTION AND OBJECTION

If the base claim has been canceled, a claim which
is directly or indirectly dependent thereon should be
rejected as incomplete. If the base claim is rejected,
the dependent claim should be objected to rather than
rejected, if it is otherwise allowable.

Form paragraph 7.43 can be used to state the objec
tion.
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of printing delays associated with the usage of these
symbols, any question about the intended symbol will
be resolved by the editorial staff of the Office of
Patent Publication by printing the symbol 0 whenever
that symbol is used by the applicant. Any Certificate
of Correction necessitated by the above practice will
be at the patentee's expense (37 CPR 1.323) because
the intended symbol was not accurately presented by
the Greek upper or lower case Phi letters in the patent
application.

608.01(h) Mode of Operation
of Invention

The best mode contemplated by the inventor of car
rying out his or her invention must be set forth in the
description. See 35 U.S.c. 112. There is no statutory
requirement for the disclosure of a specific example.
A patent specification is not intended nor required to
be a production specification. Spectra-Physics, Inc. v.
Coherent, Inc., 827 F.2d 1524, 1536,3 USPQ2d 1737,
1745 (Fed. Cir. 1987); In re Gay, 309 F.2d 768, 135
USPQ 311 (CCPA 1962). The absence of a specific
working example is not necessarily evidence that the
best mode has not been disclosed, nor is the presence
of one evidence that it has. In re Honn, 364 F.2d 454,
150 USPQ 652 (CCPA 1966). In determining the ade
quacy of a best mode disclosure, only evidence of
concealment (accidental or intentional) is to be con
sidered. That evidence must tend to show that the
quality of an applicant's best mode disclosure is so
poor as to effectively result in concealment. Spectra
Physics, Inc. v. Coherent, Inc., 827 F.2d 1524, 1536, 3
USPQ2d 1737, 1745 (Fed. Cir. 1987); In re Sher
wood, 613 F.2d 809, 204 USPQ 537 (CCPA 1980).

The question of whether an inventor has or has not
disclosed what he or she feels is his or her best mode
is a question separate and distinct from the question of
snfficiency of the disclosure. Spectra-Physics, Inc. v.
Coherent, Inc., 827 F.2d 1524,1532,3 USPQ2d 1737,
1742 (Fed. Cir. 1987); In re Glass, 492 F.2d 1228, 181
USPQ 31 (CCPA 1974); In re Gay, 309 F.2d 708, 135
USPQ 311 (CCPA 1962). See 35 U.S.C. 112 and 37
CFR 1.71(b).

If the best mode contemplated by the inventor at the
time of filing the application is not disclosed, such
defect cannot be cured by submitting an
amendment seeking to put into the specification
something required to be there when the application

was originally filed. In re Hay, 534 F.2d 917, 189
USPQ 790 (CCPA 1976). Any proposed amendment
of this type should be treated as new matter.

Patents have been held invalid in cases where the
patentee did not disclose the best mode known to him
or her. See Chemcast Corp. v. Arco Indus. Corp., 913
F.2d 923. 16 USPQ2d 1033 (Fed. Cir. 1990); Dana
Corp. v. IPC Ltd. Partnership, 860 F.2d 415, 8
USPQ2d 1692 (Fed. Cir. 1988); Spectra-Physics, Inc.
v. Coherent, Inc., 821 F.2d 1524, 3 USPQ2d 1737
(Fed. Cir. 1987).

For completeness, see MPEP § 608.01(p) and §
2165 to § 2165.04.

608.01(i) Claims

37 CFR 1.75. Claims
(a) The specification must conclude with a claim particu

larly pointing out and distinctly claiming the subject matter which
the applicant regards as his invention or discovery.

(b) Morethan one claimmaybe presented provided theydif
fer substantially from eachother and arenotunduly multiplied.

(c) One ormoreclaims may be presentedin dependent form,
referring back to and further limiting another claim or claims in
the same application. Any dependent claim which refers to more
than one other claim ("multiple dependent claim" ) shall refer to
such other claims in the alternative only. A multiple dependent
claim shall not serve as a basis for any other multiple dependent
claim, For fee calculation purposes under § 1.16, a multiple
dependent claim will be considered to be that number of claims to
which direct reference is made therein. For fee calculation pur
poses, also, any claim depending from a multiple dependent claim
will be considered to be that number of claims to which direct ref
erence is made in that multiple dependent claim. In addition to the
other filing fees, any original application which is filed with, or is
amended to include, multiple dependent claims must have paid
therein the fee set forth in § 1.16(d). Claims in dependent form
shall be construed to include all the limitations of the claim incor
porated by reference into the dependent claim. A multiple depen
dent claim shall be construed to incorporate by reference all the
limitations of each of the particularclaims in relation to which it is
being considered.

(d)(I)The claim or claims must conform to the invention as
set forth in the remainder of the specification and the terms and
phrases used in the claims must find clear support or antecedent
basis in the description so that the meaning of the terms in the
claims' may be ascertainable by reference to the description (See §
1.58(.).)

(2) See §§ 1.141 to 1.146 as to claiming different inven
tions in one application.

(e) Where the nature of the case admits, as in the case of an
improvement, any independent claim should contain in the fol
lowing order, (1) a preamble comprising a general description of
all the elements or steps' of the claimed combination which' are
conventional or known, (2) a phrase such as "wherein the
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I. INCORPORATION BY REFERENCE

The Commissioner has considerable discretion in
determining what mayor may not be incorporated by
reference in a patent application. General Electric Co.
v. Brenner, 407 F.2d 1258, 159 USPQ 335 (D.C. Cir.
1968). The incorporation by reference practice with
respect to applications which issue as U.S. patents
provides the public with a patent disclosure which
minimizes the public's burden to search for and obtain
copies of documents incorporated by reference which
may not be readily available. Through the Office's
incorporation by reference policy, the Office ensures
that reasonably complete disclosures are published as
U.S. patents. The following is the manner in which
the Commissioner has elected to exercise that discre
tion. Section A provides the guidance for incorpora
tion by reference in applications which are to issue as
U.S. patents. Section B provides guidance for incor
poration by reference in benefit applications; i.e.,
those domestic (35 U.S.c. 120) or foreign (35 U.S.c.
119(a)) applications relied on to establish an earlier
effective filing date.

A. Review ofApplications Which Are To Issue as
Patents.

An application as filed must be complete in itself in
order to comply with 35 U.S.C. 112. Material never
theless may be incorporated by reference, Ex parte
Schwarze, 151 USPQ 426 (Bd. App. 1966). An appli
cation for a patent when filed may incorporate "essen
tial material" by reference to (1) a U.S. patent, (2) a
U.S. patent application publication, or (3) a pending
U.S. application, subject to the conditions set forth
below.

"Essential material" is defined as that which is nec
essary to (1) describe the claimed invention, (2) pro
vide an enabling disclosure of the claimed invention,
or (3) describe the best mode (35 U.S.C. 112). In any
application which is to issue as a U.S. patent, essential
material may not be incorporated by reference to (1)
patents or applications published by foreign countries
or a regional patent office, (2) non-patent publica
tions, (3) a U.S. patent or application which itself
incorporates "essential material" by reference, or (4) a
foreign application.

Nonessential subject matter may be incorporated by
reference to (1) patents or applications published by
the United States or foreign countries or regional

patent offices, (2) prior filed, commonly owned U.S.
applications, or (3) non-patent publications however,
hyperlinks and/or other forms of browser executable
code cannot be incorporated by reference. See MPEP
§ 608.01. Nonessential subject matter is subject mat
ter referred to for purposes of indicating the back
ground of the invention or illustrating the state of the
art.

Mere reference to another application, patent, or
publication is not an incorporation of anything therein
into the application containing such reference for the
pnrpose of the disclosure required by 35 U.S.C. 112,
first paragraph. In re de Seversky, 474 F.2d 671,177
USPQ 144 (CCPA 1973). In addition to other require
ments for an application, the referencing application
should include an identification of the referenced
patent, application, or publication. Particular attention
should be directed to specific portions of the refer
enced document where the subject matter being incor
porated may be found. Guidelines for situations where
applicant is permitted to fill in a number for Applica
tion No. left blank in the application as
filed can be found in In re Fouche, 439 F.2d 1237, 169
USPQ 429 (CCPA 1971) (Abandoned applications
less than 20 years old can be incorporated by refer
ence to the same extent as copending applications;
both types are open to the public upon the referencing
application issuing as a patent. See MPEP § 103).

1. Complete Disclosure Filed

If an application is filed with a complete disclosure,
essential material may be canceled by amendment and
may be substituted by reference to a U.S. patent or an
earlier filed pending U.S. application. The amend
ment must be accompanied by an affidavit or declara
tion signed by the applicant, or a practitioner
representing the applicant, stating that the material
canceled from the application is the same material
that has been incorporated by reference.

If an application as filed incorporates essential
material by reference to a U.S. patent or a pending
and commonly owned U.S. application, applicant may
be required prior to examination to furnish the Office
with a copy of the referenced material together with
an affidavit or declaration executed by the applicant,
or a practitioner representing the applicant, stating
that the copy consists of the same material incorpo
rated by reference in the referencing application.
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There may be plural indentations to further segre
gate subcombinations or related steps. In general, the
printed patent copies will follow the format used but
printing difficulties or expense may prevent the dupli
cation of unduly complex claim formats.

Reference characters corresponding to elements
recited in the detailed description and the drawings
may be used in conjunction with the recitation of the
same element or group of elements in the claims. The
reference characters, however, should be enclosed
within parentheses so as to avoid confusion with other
numbers or characters which may appear in the
claims. The use of reference characters is to be con
sidered as having no effect on the scope of the claims.

Many of the difficulties encountered in the prosecu
tion of patent applications after final rejection may be
alleviated if each applicant includes, at the time of fil
ing or no later than the first reply, claimsvarying from
the broadest to which he Or she believes he or she is
entitled to the most detailed that he or she is willing to
accept.

Claims should preferably be arranged in order of
scope so that the first claim presented is the least
restrictive. All dependent claims should be grouped
together with the claim or claims to which they refer
to the extent practicable. Where separate species are
claimed, the claims of like species should be grouped
together where possihle. Similarly, product and pro"
cess claims should be separately grouped. Such
arrangements are for the purpose of facilitating classi
fication and examination.

The form of claim required in 37 CFR I.75(e) is
particularly adapted for the description of improve
ment-type inventions. It is to be considered a combi
nation claim. The preamble of this form of claim is
considered to positively and clearly include all the
elemehts or steps recited therein as a part of the
claimed combination.

For rejections not based on prior art, see MPEP
§ 706.03.

The following form paragraphs may be nsed to
object to the form of the claims.

'16.18.01 Claims: Placement
The claims in this applicationdo not Commence on a separate

sheet in accordance with 37 CPR 1.52(b). Appropriate correction
is required in response to this action.

Examiner Note:
This paragraph shouldonly be used for applications filed on or

after September 23, 1996.

'I 7.29.01 Claims Objected to, Minor 1nformalities
Claim[l] objected to because of the following informalities:

[2]. Appropriate correctionis required.

Examiner Note:
1. Use this form paragraph to point out minorinformalitiessuch
as spelling errors, inconsistent terminology, etc., which should be
corrected.

2. If the informalities render the claim(s) indefinite, use form
paragraph 7.34.01 instead to reject the claim(s) under 35 U.S.C.
112, second paragraph.

'I 7.29.02 Claims Objected to, Reference Characters Not
Enclosed Within Parentheses

The claims areobjectedto becausetheyincludereferencechar
acters which arenot enclosed within parentheses.

Reference characters corresponding to elements recited in the
detailed descriptionof the drawings and used in conjunctionwith
the recitation of the same element or group of elements in the
claims.should be enclosed within parentheses so as to avoid con
fusion with othernumbers or characters which may appear in the
claims. See MPEP § 608.01(m).

Examiner Note:
1. Use of this paragraph is optional. Youmay insteadchoose to
correct the error yourself at time of allowanceby informal exam
iner's amendment.
2. If the lack of parentheses renders the claim(s) indefinite, use
form paragraph 7.34.01 instead to reject the claim(s) under 35
U.S.C. 112, second paragraph.

'I 7.29.03 Claims Objected to, Spacing ofLines
The claims are objected to because the lines are crowded too

closely together, making reading and entry of amendments diffi
cult. Substitute claims with lines one and one-half or double
spaced on good quality paper are required. See 37 CPR 1.52(b).

Amendments to the claims must be in compliance
with 37 CFR 1.121(c). Form paragraphs 6.33 and
6.34 may be used to inform applicant of nonentry of
amendments to the claims.

'I 6.33 Amendment to the Claims, 37 CFR 1.121
The amendment to the claims filed on [1] does not comply with

the requirements of 37 CPR 1.121(c) because [2]. Amendments to
the ciaims filed after March I, 2001 must comply with 37 CPR
1.121(c) which states:

(c) Claims.
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reference which may not be readily available.
Through the Office's incorporation by reference pol
icy, the Office ensures that reasonably complete dis"
closures are published as U.S. patents. The same
policy concern does not apply where the sole pnrpose
for which an applicant relies on an earlier U.S. or for"
eign application is to establish an earlier filing date.
Incorporation by reference in the earlier application of
(I) patents or applications published by foreign coun
tries or regional patent offices, (2) nonpatent publica
tions, (3) a U.S. patent or application which itself
incorporates "essential material" by reference, or (4) a
foreign application, is not .critical in the case of a
"benefit" application.

When an applicant, or a patent owner in a reexami
nation or interference, claims the benefit of the filing
date of an earlier application which incorporates
material by reference, the applicant or patent owner
may be reqnired to supply copies of the material
incorporated by reference. For example, an applicant
may claim the benefit of the filing date of a foreign
application which itself incorporates by reference
another earlier filed foreign application. If necessary,
due to an intervening reference, applicant should be
required to supply a copy of the earlier filed foreign
application, along with an English language transla
tion. A review can then be made of the foreign appli
cation and all material incorporated by reference to
determine whether the foreign application discloses
the invention sought to be patented in the manner
required by the first paragraph of 35 U.S.C. 112 so
that benefit may be accorded. In re Gosteli, 872 F.2d
1008, 10 USPQ2d 1614 (Fed. Cir. 1989).

n. SIMULATED OR PREDICTED TEST
RESULTS OR PROPHETIC EXAMPLES

Simulated or predicted test results and prophetical
examples (paper examples) are permitted in patent
applications. Working examples correspond to work
actually performed and may describe tests which have
actually been conducted and results that were
achieved. Paper examples describe the manner and
process of making an embodiment of the invention
which has not actually been conducted. Paper exam
ples should not be represented as work actually done.
No results should be represented as actual results
unless they have actually been achieved. Paper exam
ples should not be described using the past tense.

For problems arising from the designation of mate
rials by trademarks and trade names, see MPEP §
608.01(v).

608.01(q) Substitute or Rewritten
Specification

37CFR 1.125. Substitute specification.

(a) If the.number ornature of the amendments or the leg-
ibilityof the application papers renders it difficult to consider the
application, ortoarrange the papers for printing or copying, the
Officemay Jequirethe entire specification, including the claims,
oranypart.thereof, be rewritten.

(b) A substitute specification. excluding the claims, may
be filed at any pointup to payment of the issue fee if it is accom
panied by:

(1) A statement that the substitute specification

includesnonewmatter; and

(2) A marked up version of the substitute specification
showing all the changes (including the matter being added to and
the matter being deleted from) .to the specification of record.
Numbering. the' paragraphs of the specification of record is not
considered a change that must be shown pursuant to this para~

graph.

(c) A substitute specification submitted under this section
must be submitted in clean form without markings as to.amended
material. The paragraphs of any substitute specification, other
than the claims, should be individually numbered in Arabic
numerals sothat any amendment to the specification may be made
by replacement paragraph in accordance with § 1.121(b)(1).

(d) A substitute specification under this section is not per
mitted in a reissue application or in areexamination proceeding.

The specification is sometimes in such faulty
English that a new specification is necessary; in such
instances, a new specification should be required.

Form paragraph 6.28 may be used where the sped
fication is in faulty English.

'J! 6.281diomatic English
A· substitute specification in proper idiomatic English and in

compliance with 37 CPR 1.52(a) and (b) is required. The substi
tute specification filed must be accompanied by a sta~ement that it
contains no new matter.

37 CFR 1.125(a) applies to a substitute specifica
tion required by the Office. If the number or nature of
the amendments or the legibility of the application
papers renders it difficult to consider the application,
or to arrange the papers for printing or copying, the
Office may require the entire specification, including
the claims, or any part thereof be rewritten.
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'If 7.45 Improper Multiple Dependent Claims

Claim [II objected to under 37 CFR 1.75(c) as being in
improper form because a multiple dependent claim [2]. See
MPEP § 60S.01(n). Accordingly, the claim [31 not been further

treated on the merits.

B,

1.

Unacceptable Multiple Dependent Claim
Wording

Claim Does Not Refer Back in the
Alternative Only

Examiner Note:

1. In bracket 2, insert -cshould refer to other claims in the
alternative only--, and/or, --cannot depend from any other multi

ple dependent claim--.

2. Use this paragraph rather tban 35 U.S.C. 112, fifth para

graph.

3. In bracket 3, insert --has-- or --8 have--.

Assume each claim example given below is from a
different application.

A. Acceptable Multiple Dependent Claim
Wording

Claim 5. A gadget according to claim 3 and 4, fur
ther comprising ---

Claim 9. A gadget according to claims 1-3, in
which ---

Claim 9. A gadget as in claims 1 or 2 and 7 or 8,
which ---

Claim 6. A gadget as in the preceding claims in
which ---

Claim 6. A gadget as in claims 1,2,3,4 and/or 5, in
which ---

Claim 10. A gadget as in claims 1-3 or 7-9, in
which ---

2. Claim Does Not Refer to a Preceding Claim

Claim 9. A gadget as in claim 1 or 4 made by the
process of claims 5, 6, 7, or 8, in which ---

Claim 8. A gadget as in claim 5 (claim 5 is a multi
ple dependent claim) or claim 7, in which ---

Claim 3. A gadget as in any of the following
claims, in which ---

Claim 5. A gadget as in either claim 6 or claim 8, in
which ---

35 U.S.C. 112 indicates that the limitations or ele
ments of each claim incorporated by reference into a
multiple dependent claim must be considered sepa
rately. Thus, a multiple dependent claim, as such, does
not contain all the limitations of all the alternative
claims to which it refers, but rather contains in any
one embodiment only those limitations of the particu
lar claim referred to for the embodiment nnder con
sideration. Hence, a multiple dependent claim must be
considered in the same manner as a plurality of single
dependent claims.

Reference Back to Another Multiple Depen
dent Claim

Reference to Two Sets of Claims to Different
Features

4.

3.

Claim 5. A gadget according to claims 3 or 4, fur
ther comprising ---

Claim 5. A gadget as in anyone of the preceding
claims, in which ---

Claim 5. A gadget as in anyone of claims 1, 2, and
3, in which ---

Claim 3. A gadget as in either claim 1 or claim 2,
further comprising ---

Claim 4. A gadget as in claim 2 or 3, further
comprising ---

Claim 16. A gadget as in claims 1,7, 12, or 15, fur
ther comprising ---

Claim 5. A gadget as in any of the preceding
claims, in which ---

Claim 8. A gadget as in one of claims 4-7, in which

Claim 5. A gadget as in any preceding claim, in
which ---

Claim 10. A gadget as in any of claims 1-3 or 7-9,
in which ---

Claim 11. A gadget as in anyone of claims 1,2, or
7-10 inclusive, in which---
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See MPEP § 714.20 regarding entry of amend
ments which include an unacceptable substitute speci
fication.

For new matter in amendment, see MPEP § 608.04.
For application prepared for issue, see MPEP

§ 1302.02.

608.01(r) Derogatory Remarks About
Prior Art in Specification

The applicant may refer to the general state of the
art and the advance thereover made by his or her
invention, but he or she is not permitted to make
derogatory remarks concerning the inventions of oth
ers. Derogatory remarks are statements disparaging
the products or processes of any particular person
other than the applicant, or statements as to the merits
or validity of applications or patents of another per
son. Mere comparisons with the prior art are not con
sidered to be disparaging, per se.

608.01(s) Restoration of Canceled Matter

Canceled text in the specification can be reinstated
only by a subsequent amendment presenting the pre
viously canceled matter as a new insertion. 37 CPR
1.121(b)(4). A claim canceled by amendment
(deleted in its entirety) may be reinstated only by a
subsequent amendment presenting the claim as a new
claim with a new claim number. 37 CFR 1.l21(c)(2).
See MPEP § 714.24.

608.01(t) Use in Subsequent Application

A reservation for a future application of subject
matter disclosed but not claimed in a pending applica
tion will not be permitted in the pending application.
37 CFR 1.79; MPEP § 608.0l(e).

No part of a specification can normally be trans
ferred to another application. Drawings may be trans
ferred to another application only upon the granting of
a petition filed under the provisions of 37 CPR 1.182.
See MPEP § 608.02(i).

608.01(u) Use of Formerly Filed
Incomplete Application

Parts of an incomplete application which have been
retained by the Office may be used as part of a com
plete application if the missing parts are later sup
plied. See MPEP § 506 and § 506.01.

608.01(v) Trademarks and Names Used
in Trade

The expressions "trademarks" and "names used in
trade" as used below have the following meanings:

Trademark: a WOrd, letter, symbol, or device
adopted by one manufacturer or merchant and used to
identify and distinguish his or her product from those
of others. It is a proprietary word, letter, symbol, or
device pointing distinctly to the product of one pro
ducer.

Names Used in Trade: a nonproprietary name by
which an article or product is known and called
among traders or workers in the art, although it may
not be so known by the public, generally. Names used
in trade do not point to the product of one producer,
but they identify a single article or product irrespec
tive of producer.

Names used in trade are Permissible in patent appli
cations if:

(A) Their meanings are established by an accom
panying definition. which is sufficiently precise and
definite to be made a part of a claim, or

(B) In this country, their meanings are well
known and satisfactorily defined in the literature.

Condition (A) or (B) must be met at the time of fil
ing of the complete application.

TRADEMARKS

The relationship between a trademark and the prod
uct it identifies is sometimes indefinite, uncertain, and
arbitrary. The formula or characteristics of the product
may change from time to time and yet it may continue
to be sold under the sametl"adetuark. In patent specifi
cations, every element or ingredient of the product
should be set forth in positive, exact, intelligible lan
guage, so that there will be no uncertainty as to what
is meant. Arbitrary trademarks which are liable to
mean different things at the pleasure of manufacturers
do not constitute such language. Ex Parte Kattwinkle,
12 USPQ 11 (Bd. App. 1931).

However, if the product to which the trademark
refers is set forth in such language that its identity
is clear, the examiners are authorized to permit the
use of the trademark if it is distinguished from com
mon descriptive nouns by capitalization. If the trade
mark has a fixed and definite meaning, it constitutes
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Example A
(Claims 4 and 6 should be objected to as not being
understood and should not be treated on the mer
its.)
1. Independent
2. Dependent on claim 5
3. Dependent on claim 2
4. "... as in any preceding claim"
5. Independent
6. Dependent on claim 4

Example B
Note: Parenthetical nnmerals represent the claim
numbering for issue should all claims be allowed.
(All claims should be examined.)
1. (I) Independent
2. (5) Dependent on claim 5 (4)
3. (2) Dependent on claim I (I)
4. (3) Dependent on claim 3 (2)
5. (4) Dependent on either claim I (I) or claim 3
(2)

The following practice is followed by patent exam
iners when making reference to a dependent claim
either singular or multiple:

(A) When identifying a singular dependent claim
which does not include a reference to a multiple
dependent claim, either directly or indirectly, refer
ence should be made only to the number of the depen
dent claim.

(B) When identifying the embodiments included
within a multiple dependent claim, or a singular
dependent claim which includes a reference to a mul
tiple dependent claim, either directly or indirectly,
each embodiment should be identified by using the
number of the claims involved, starting with the high
est, to the extent necessary to specifically identify
each embodiment.

(C) When all embodiments included within a
multiple dependent claim or a singular dependent
claim which includes a reference to a multiple depen
dent claim, either directly or indirectly, are subject to
a common rejection, objection, or requirement, refer
ence may be made only to the number of the depen
dent claim.

The following table illustrates the current practice
where each embodiment of each claim must be treated
on an individual basis:

Claim Claim dependency Identification
No.

All claims Approved
practice

Independent

2 Depends from 1 2/1 2

3 Depends from 2 3/2/1 3

4 Depends from 2 or 3 4/2/1 4/2
4/3/2/1 4/3

5 Depends from 3 5/3/211 5

6 Depends from 2, 3, or 5 6/2/1 6/2
6/3/2/1 6/3
6/5/3/211 6/5

7 Depends from 6 7/6/2/1 7/6/2
7/6/3/2/1 7/6/3
7/6/5/3/211 7/6/5

When all embodiments in a multiple dependent
claim situation (claims 4, 6, and 7 above) are subject
to a common rejection, objection, or requirements,
reference may be made to the number of the individ
ual dependent claim only. For example, if 4/2 and 4/3
were subject to a common ground of rejection, refer
ence should be made only to claim 4 in the statement
of that rejection.

The provisions of 35 U .S.C. 132 require that each
Office action make it explicitly clear what rejection,
objection andlor requirement is applied to each claim
embodiment.

G Fees for Multiple Dependent Claims

1. Use of Form PfO-1360

To assist in the computation of the fees for multiple
dependent claims, a separate "Multiple Dependent
Claim Fee Calculation Sheet," form PTO-1360, has
been designed for use with the current "Patent Appli
cation Fee Determination Record," form PTO-875.
Form PTO-1360 will be placed in the file wrapper by
the Office of Initial Patent Examination (OIPE) where
multiple dependent claims are in the application as
filed. If multiple dependent claims are not included
upon filing, but are later added by amendment, the
examining group technical support staff will place the
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A portion of the disclosure of this patent. document contains
material which is subject to (copyright or mask work) pro
tection. The (copyright or mask work) owner has no objec
tion to the facsimile reproduction by anyone of the patent
document or the patent disclosure, as it appears in the Patent
and Trademark Office patent file or records, but otherwise
reserves all (copyright or mask work) rights whatsoever.

37 CFR 1.84. Standardsfor drawings

*****

erably as the first paragraph) of the specification to be
printed for the patent:

A portion of the disclosure of this patent document
contains material which is subject to (copyright or mask
work) protection. The (copyright or mask work) owner
has no objection to the facsimile reproduction by anyone
of the patent disclosure, as it appears in the Patent and
Trademark Office patent files or records, but otherwise
reserves all (copyright or mask work) rights whatsoever.

35 U.S.c. Il3.Drawings.

(D) Inclusion of a copyright or mask work notice
after a Notice of Allowance has been mailed will be
permitted only if the criteria of 37 CFR 1.312 have
been satisfied.

The applicant shall furnish a drawing where necessary for the
understanding of .the subject -matter to be. patented. When the
nature of such subject matter admits of illustration by a drawing
and the applicant has not furnished such a drawing, the Commis
sioner may require its submission within a time period of not less
than two months from the sending of a notice thereof. Drawings
submitted after the filing date of the application may not be used
(i) to overcome any insufficiency of the specification due to lack
of an enabling disclosure or otherwise inadequate disclosure
therein; or (ii) to supplement the original disclosure thereof for the
purpose of interpretation of the scope ofany claim.

The inclusion of a copyright or mask work notice in
a design or utility patent application, and thereby any
patent issuing therefrom, under the conditions set
forth above will serve to protect the rights of the
author/inventor, as well as the public, and will serve
to promote the mission and goals of the U.S. Patent
and Trademark Office. Therefore, the inclusion of a
copyright or mask work notice which complies with
these conditions will be permitted. However, any
departure from these conditions may result in a
refusal to permit the desired inclusion. If the authori
zation required under condition (C) above does not
include the specific language "(t)he (copyright or
mask work) owner has no objection to the facsimile
reproduction by anyone of the patent document or the
patent disclosure, as it appears in the Patent and
Trademark Office patent files or records, ..." the
notice will be objected to as improper by the examiner
of the application. If the examiner maintains the
objection upon reconsideration, a petition may be
filed in accordance with 37 CPR 1.181.

Drawing608.02

(A) The copyright or mask work notice must be
placed adjacent to the copyright or mask work mate
rial. Therefore, the notice may appear at any appropri
ate portion of the patent application disclosure,
including the drawing. However, if appearing in the
drawing, the notice must comply with 37 CFR
1.84(s). If placed on a drawing in conformance with
these provisions, the .noticc will not be objected to as
extraneous matter under 37 CFR 1.84.

(B) The content of the notice must be limited to
only those elements required by law. For example,
"©1983 John Doe"(17 U.S.C. 401) and "*M* John
Doe" (17 U.S.C. 909) would be properly limited, and
under current statutes, legally sufficient notices of
copyright and mask work respectively.

(C) Inclusion of a copyright or mask work notice
will be permitted only if the following authorization
in 37 CFR l.71(e) is included at the beginning (pref-

(5) Copyright or Mask Work Notice. A copyright or mask
work notice may appear in the drawing, but must be placed within
the sight of the drawing immediately below the figure represent
ing the copyright or mask work material and be limited to letters
having a print size of.32 em. to .64 em. (118 to 1/4 inches) high.
The content of the notice must be limited to only those elements
provided for by law. For example, "©1983 John Doe" (17 U.S.C.
401) and "*M* John Doe" (17 U.S.C. 909) wonld be properly
limited and, under current statutes, legally' sufficient notices of
copyright and mask work, respectively.-Inclusion of a copyright or
mask work notice will be permitted only if the authorization lan
guage set forth in § 1.71(e) is included at the beginning (prefera
bly as the first paragraph) of the specification.

The U.S. Patent and Trademark Office will permit
the inclusion of a copyright or mask work notice in a
design or utility patent application, and thereby any
patent issuing therefrom,which discloses material on
which copyright or mask work protection has previ
ously been established, under the following condi
tions:

*****
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can be seen by looking at the "2" in the "Dep." col
umn opposite claim 4, claim 7 depends from a multi
ple dependent claim. This practice is improper under
35 U.S.c. 112 and 37 CPR 1.75(c). Following the
procedure for calculating fees for improper multiple
dependent claims, a numeral "I" is placed in the
"Dep." column with a circle drawn around it to alert
the examiner that the claim is improper.

Claim 8 - Claim 8 is improper since it depends
from an improper claim. If the base claim is in error,
this error caunot be corrected by adding additional
claims depending therefrom. Therefore, a numeral "I"
with a circle around it is placed in the "Dep." colunm.

Claim 9 - Here again we have an independent
claim which is always indicated with a numeral "I" in
the "Ind." column opposite the claim number.

Claim 10 - This claim refers to two independent
claims in the alternative. A numeral "2" is, therefore,
placed in the "Dep." colunm opposite claim 10.

Claim 11 - Claim 11 is a dependent claim which
refers to two claims in the conjunctive ("I" and "9" )
rather than in the alternative ("I" or "9" ). This form
is improper under 35 U.S.C. 112 and 37 CFR
1.75(c). Accordingly, since claim 11 is improper, an
encircled number "I" is placed in the "Dep." column
opposite Claim II.

ii) Calculation of Fee in Fee Example

After the number of "Ind." and "Dep." claims are
noted on form PfO-1360, each colunm is added. In
this example, there are 2 independent claims and 13
dependent claims or a total of 15 claims. The number
of independent aud total claims can then be placed on
form PfO-875 aud the fee calculated.

II. TREATMENT OF IMPROPER DEPEN
DENT CLAIMS

The initial determination, for fee purposes, as to
whether a claim is dependent must be made by per
sons other than examiners; it is necessary, at that time,
to accept as dependent virtually every claim which
refers to another claim, without determining whether
there is actually a true dependent relationship. The
initial acceptance of a claim as a dependent claim
does not, however, preclude a subsequent holding by
the examiner that a claim is not a proper dependent
claim. Any claim which is in dependent form but

which is so worded that it, in fact is not, as, for exam
ple, it does not inclnde every limitation of the claim
on which it depends, will be required to be canceled
as not being a proper dependent claim; and caucela
tion of any further claim depending on such a depen
dent claim will be similarly required. Where a claim
in dependent form is not considered to be a proper
dependent claim under 37 CPR 1.75(c), the examiner
should object to such claim under 37 CFR 1.75(c) aud
require cancellation of such improper dependent
claim or rewriting of such improper dependent claim
in independent form. See Ex parte Porter,
25 USPQ2d 1144, 1147 (Bd. of Pat. App. & Inter.
1992) (A claim determined to be au improper depen
dent claim should be treated as a formal matter, in that
the claim should be objected to aud applicaut should
be required to caucel the claim (or replace the
improper dependent claim with an independent claim)
rather than treated by a rejection of the claim under
35 U.S.C. 112, fourth paragraph.). The applicant may
thereupon amend the claims to place them in proper
dependent form, or may redraft them as independent
claims, upon payment of auy necessary additional fee.

Note, that although 37 CPR 1.75(c) requires the
dependent claim to further limit a preceding claim,
this rule does not apply to product-by-process claims.

Claims which are in improper dependent form for
failing to further limit the subject matter of a previous
claim should be objected to under 37 CFR 1.75(c) by
using form paragraph 7.36.

'I 7.36 Objection, 37 CFR I.75(c). Improper Dependent
Claim

Claim [1] objected to under 37 CPR 1.75(c), as being of
improper dependent form for failing to further limit the subject
matter of a previous claim. Applicant is required to cancel the
claimrs), or amend the c1aim(s)to place the claim(s) in proper
dependent form, or rewrite the claim(s) in independent form. [2].

Examiner Note:
1. In bracket 2, insert an explanation of what is in the claim and
why it does not constitute a further limitation.

2. Note Ex parte Porter, 25 USPQ2d 1144 (Bd. Pat. App. &
Inter. 1992) for situations where a method claim is considered to
be properly dependent upon a parent apparatus claim and should
not be objected to or rejected under 35 U.S.C. 112, fourth para
graph. See also MPEP § 608.0l(n), "Infringement Test" for
dependent Claims. The test for a proper dependent claim is
whether the dependent claim includes every limitation of the par
ent claim. The test is not whether the claims differ in scope. A
proper dependent claim shall not conceivably be infringed by any
thing which would not also infringe the basic claim.
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(D) at least one claim directed to a laminated arti
cle or product (i.e., a laminated article of knowu and
conventional character (e.g., a table)); or

(E) at !east one claim directed to an article, appa
ratus, or system where the sole distinguishing feature
is the presence of a particular material (e.g., a hydrau
lic system using a particular hydraulic fluid, or a con
ventional packaged suture using a particular material).

For a more complete explanation about when a
drawing is required, see MPEP § 601.01(f). For appli
cations submitted without all of the drawings
described in the specification, see MPEP § 601.01(g).

If an examiner determines that a filing date should
not have been granted in an application because it
does not contain drawings, the matter should be
brought to the attention of the supervisory patent
examiner (SPE) for review. If the SPE decides that
drawings are required to understand the subject matter
of the invention, the SPE should return the application
to OIPE with a typed, signed, and dated memorandum
requesting cancellation of the filing date and identify
ing the subject matter required to be illustrated.

HANDLING OF DRAWING REQUIREMENTS
UNDER THE SECOND SENTENCE OF 35 U.S.C
113 . ILLUSTRATION SUBSEQUENTLY
REQUIRED

35 U.S.C.1I3 addresses the situation wherein a
drawing is not necessary for the understanding of the
invention, but the subject matter sought to be patented
admits of illustration by a drawing and the applicant
has not furnished a drawing. The lack of a drawing in
this situation does not render the application income
plete but rather is treated as an informality. A filing
date will be accorded with the original presentation of
the papers, despite the absence of drawings. The
acceptance of an application without a drawing does
not preclude the examiner from requiring an illustra
tion in the form of a drawing under 37 CFR 1.81(c) or
37 CFR 1.83(c). In requiring such a drawing, the
examiner should clearly indicate that the requirement
is made under 37 CFR 1.81(c) or 37 CFR 1.83(c) and
be careful not to state that he or she is doing so
"because it is necessary for the understanding of the
invention," as that might give rise to an erroneous
impression as to the completeness of the application
as filed. Examiners making such requirements are to
specifically require, as a part of the applicant's next

reply, at least an ink sketch or permanent print of any
drawing proposed in reply to the requirement, even
though no allowable subject matter is yet indicated.
This will afford the examiner an early opportunity to
determine the sufficiency of the illustration and the
absence of new matter. See 37 CPR 1.121 and 37 CFR
1.81(d). One of the following form paragraphs may be
used to require a drawing:

'f[ 6.23 Subject Matter Admits ofIllustration
The subject matter of this application admits of illustration by a

drawing to facilitate understanding of the invention. Applicant is
required to furnish a drawing under 37 CFR 1.81. No new matter
may be introduced in the required drawing.

Examiner Note:
When requiring drawings before examination use form para

graph 6.23.01 with a PTOL-90 or PTO-90C form as a cover sheet.

'f[ 6.23.01 Subject Matter Admits of Illustration (No
Examination of Claims)

The subject matter of this application admits of illustration by a
drawing to facilitate understanding of the invention. Applicant is
requiredto furnish a drawing under 37 CFR r.ai. No new matter
may be introduced in the required drawing.

Applicant is given a TWO MONTH time period to submit a
drawing in compliance with 37 CFR 1.81~. Extensions of time
may be obtained under the provisions of 37 CFR 1.136(a). Failure
to timely submit a drawing will result in ABANDONMENT of
the application.

Examiner Note:
1. Use of this form paragraph should be extremely rare and lim
ited to those instances where no examination can be performed
due to lack of an illustration of the invention resulting in a lack of
understanding of theclaimed subject matter.

2. Use a PTOL-90 or PTO-90C form as a cover sheet for this
communication.

Applicant should also amend the specification
accordingly to reference to the new illustration at the
time of submission of the proposed drawing(s). This
may obviate further correspondence where an amend
ment places the application in condition for allow
ance.

DRAWING STANDARDS

37 CFR 1.84. Standards for drawings.
(a) Drawings..There are two acceptable categories for pre

senting drawings in utility-and design patent applications.

(1) Black ink. Black and white drawings are normally
required; India ink, or its equivalent that secures solid black lines,
must be used for-drawings; or

600-87 August 2001



608.01(0) MANUAL OF PATENT EXAMlNING PROCEDURE

'f{ 7.43 Objection to Claims, Allowable Subject Matter

Claim [1] objected to as being dependent upon a rejected base
claim, but would be allowable if rewritten in independent form
includingail of the limitations of thebase claim andany interven
ing claims.

608.01(0) Basis for Claim Terminology
in Description

The meaning of every term nsed in any of the
claims should be apparent from the descriptive por
tion of the specification with clear disclosure as to its
import; and in mechanical cases, it should be identi
fied in the descriptive portion of the specification by
reference to the drawing, designating the part or parts
therein to which the term applies. A term used in the
claims may be given a special meaning in the descrip
tion. No term may be given a meaning repugnant to
the usual meaning of the term.

Usually the terminology of the original claims fol
lows the nomenclature of the specification, but some
times in amending the claims or in adding new claims,
new terms are introduced that do not appear in the
specification. The use of a confusing variety of terms
for the same thing should not be permitted.

New claims and amendments to the claims already
in the application should be scrutinized not only for
new matter but also for new terminology. While an
applicant is not limited to the nomenclature used in
the application as filed, he or she should make appro
priate amendment of the specification whenever this
nomenclature is departed from by amendment of the
claims so as to have clear support or antecedent basis
in the specification for the new terms appearing in the
claims. This is necessary in order to insure certainty in
construing the claims in the light of the specification,
Ex parte Kotler, 1901 C.D. 62, 95 0.0. 2684
(Comm'r Pat. 1901). See 37 CFR 1.75, MPEP §
608.01(i) and § 1302.01.

The specification should be objected to if it does
not provide proper antecedent basis for the claims by
using form paragraph 7.44.

'f{ 7.44 Claimed Subject Matter Not in Specification

The specification is objected to as failing to provide proper
antecedent basis for the claimed subject matter. See 37 CPR
1.75(d)(I) and MPEP § 608.01(0). Correction of the following is
required: [1]

608.01(p) Completeness

Newly filed applications obviously failing to dis
close an invention with the clarity required are dis
cussed in MPEP § 702.01.

A disclosure in an application, to be complete, must
contain such description and details as to enable any
person skilled in the art or science to which the inven
tion pertains to make and use the invention as of its
filing date. In re Glass, 492 F.2d 1228, 181 USPQ 31
(CCPA 1974).

While the prior art setting may be mentioned in
general terms, the essential novelty, the essence of the
invention, must be described in such details, inclnding
proportions and techniques, where necessary, as to
enable those persons skilled in the art to make and uti
lize the invention.

Specific operative embodiments or examples of the
inventiol1 must be set forth. Examples and description
should be of sufficient scope as to justify the scope of
the claims. Markush claims must be provided with
support in the disclosure for each member of the
Markush group. Where the constitution and formula
of a chemical compound is stated only as a probability
or speculation, the disclosure is not sufficient to sup
port claims identifying the compound by such compo
sition or formula.

A complete disclosure should include a statement
of utility. This usually presents no problem in
mechanical cases. In chemical cases, varying degrees
of specificity are required.

A disclosure involving a new chemical compound
or composition must teach persons skilled in the art
how to make the compound or composition. Incom
plete teachings may not be completed by reference to
subsequently filed applications.

For "Guidelines For Examination Of Applications
For Compliance With The Utility Requirement of 35
U.S.C. 101," see MPEP § 2107.

For "General Principles Governing Utility Rejec
tions," see MPEP § 2107.01.

For a discussion of the utility requirement under
35 U.S.c. 112, first paragraph, in drug cases, see
MPEP § 2107.03 and § 2164.06(a).

For "Procedural Considerations Related to Rejec
tions for Lack of Utility," see MPEP § 2107.02.

For "Special Considerations for Asserted Thera
peutic or Pharmacological Utilities," see MPEP
§ 2107.03.
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smaller scale view should be included showing the whole formed
by the partial views and indicating the positions of the parts
shown. When a portion of a view is enlarged for magnification
purposes, the view and the enlarged view must each be labeled as
separate views.

(i) Where views on two or more sheets form, in
effect, a single complete view, the views on the several sheets
must be so arranged that the complete figure can be assembled
without concealing any part of any of the views appearing on the
various sheets.

(ii) A very long view may be divided into several parts
placed one above the other on a single sheet. However, the rela
tionship between the different parts must be clear and unambigu
ous.

(3) Sectional views. The plane upon which a sectional
view is taken should be indicated on theview from which the sec
tion is cut by a broken line. The ends of the broken line should be
designated by Arabic or Roman numerals corresponding to the
view number of the sectional view, and should have arrows to
indicate the direction of sight. Hatching must be used to indicate
section portions of an object, and must be made by regularly
spaced oblique parallel lines spaced sufficiently apart to enable
the lines to be distinguished without difficulty. Hatching should
not impede the clear reading of the reference characters and lead
lines. If it is not possible to place reference characters outside the
hatched area, the hatching may be broken off wherever reference
characters are inserted. Hatching must be at a substantial angle to
the surrounding axes or principal lines, preferably 45°. A cross
section must be set out and drawn to show all of the materials as
they are shown in the view from which the cross section was
taken. The parts in cross section must show proper material(s) by
hatching with regularly spaced parallel oblique strokes, the space
between strokes being chosen on the basis of the total area to be
hatched. The variousparts of a cross section of the same item
should be hatched in the same manner and should accurately and
graphically indicate the nature of the material(s) that is illustrated
in cross section. The hatching of juxtaposed different elements
must be angled in a different way. In the case oflarge areas, hatch
ing may be confmed to an edging drawn around the entire inside
of the outline of the area to be hatched. Different types of hatching
should have different conventional meanings as regards the nature
of a material seen in cross section.

(4) Alternate position. A moved position may be shown
by a broken line superimposed upon a suitable view if this can be
done without crowding; otherwise, a separate view must be used
for this purpose.

(5) Modified/orms. Modified forms of construction must
be shown in separate views.

(i) Arrangement of views. One view must not be placed
upon another or within the outline of another. All views on the
same sheet should stand in the same direction and, if possible,
stand so that they can be read with the sheet held in an upright
position. If views wider than the width of the sheet are necessary
for the clearest illustration of the invention, the sheet may be
turned on its side so that the top of the sheet, with the appropriate
top margin to be used as the heading space, is on the right-hand
side. Words must appear in a horizontal, left-to-right fashion when

the page is either upright or turned so that the top becomes the
right side, except for graphs utilizing standard scientific conven
tion to denote the axis of abscissas (of X) and the axis of ordinates
(of Y).

G) Front page view. The drawing must .contain as many
views as necessary to show the invention. One of the views should
be suitable for inclusion on the front page of the patent application
publication and patent as the illustration of the invention. Views
must not be connected by projection lines and must not contain
center lines. Applicant may suggest a single view (by figure num
ber) for inclusion on the front page of the patent application publi
cation and patent.

(k) Scale. The scale to which a drawing is made must be
large enough to show the mechanism without crowding when the
drawing is reduced in size to two-thirds in reproduction. Indica
tions such as "actual size" or "scale 1/2" on the drawings are not
permitted since these lose their meaning with reproduction in a
different format.

(1) Character 0/ lines, numbers, and letters. All drawings
must be made by a process which will give them satisfactory
reproduction characteristics. Every line, number, and letter must
be durable, clean, black (except for color drawings), sufficiently
dense and dark, and uniformly thick and well-defined. The weight
of all lines and letters must be heavy enough to permit adequate
reproduction. This requirement applies to all lines however fine,
to shading, and to lines representing cut surfaces in sectional
views. Lines and strokes of different thicknesses may be used in
the same drawing where different thicknesses have a different
meaning.

(m) Shading. The use of shading in views is encouraged if it
aids in understanding the invention and if it does not reduce legi
bility. Shading is used to indicate the surface or shape of spherical,
cylindrical, and conical elements of an object. Flat parts may also
be lightly shaded. Such shading is preferred in the case of parts
shown in perspective, but not for cross sections. See paragraph
(h)(3) of this section. Spaced lines for shading are preferred:
These lines must be thin, as few in number as practicable, and
they must contrast with the rest of the drawings. As a substitute
for shading, heavy lines on the shade side of objects can be used
except where they superimpose on each other or obscure reference
characters. Light should come from the upper left comer at an
angle of 45°. Surface delineations should preferably be shown by
proper shading. Solid black shading areas are not permitted,
except when used to represent bar graphs or color.

(n) Symbols. Graphical drawing symbols may be used for
conventional elements when appropriate. The elements for which
such symbols and labeled representations are used must be ade
quately identified in the specification. Known devices should be
illustrated by symbols which have a universally recognized con
ventional meaning and are generally accepted in the art. Other
symbols which are not universally recognized may be used, sub
ject to approval by the Office, if they are not likely to be confused
with existing conventional symbols, and if they are readily identi
fiable.

(0) Legends. Suitable descriptive legends may be used sub
ject to approval by the Office, or may be required by the examiner
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However, if a copy of a printed U.S. patent is fur
nished, no affidavit or declaration is required.

Prior to allowance of an application that incorpo
rates essential material by reference to a pending U.S.
application, the examiner shall determine if the refer
enced application has been published or issued as a
patent. If the referenced application has been pub
lished or issued as a patent, the examiner shall enter
the U.S. Patent Application Publication No. or the
U.S. Patent No. of the referenced application in the
specification of the referencing application (see
MPEP § 1302.04). If the referenced application has
not been published or issued as a patent, applicant will
be required to amend the disclosure of the referencing
application to include the material incorporated by
reference. The amendment must be accompanied by
an affidavit or declaration executed by the applicant,
or a practitioner representing the applicant, stating the
amendatory material consists of the same material
incorporated by reference in the referencing applica
tion.

2. Improper Incorporation

The filing date of any application wherein essential
material is improperly incorporated by reference to a
foreign application or patent or to a publication will
not be affected because of the reference. In such a
case, the applicant will be required to amend the spec
ification to include the material incorporated by refer
ence. The following form paragraphs may be used.

'f[ 6.19 Incorporation by Reference, Foreign Patent or
Application

The incorporation of essential. material in the specificationby
reference to a foreign application or patent, or to a publication is
improper. Applicant is required to amend the disclosure to include
the material incorporated by reference. The amendment must be
accompanied by an affidavit or declaration executed by the appli
cant, or a practitioner representing the applicant, stating that the
amendatory material consists of the same material incorporated by
reference in the referencing application. Inre Hawkins, 486 F.2d
569, 179 USPQ 157 (CCPA 1973); In re Hawkins, 486 F.2d 579,
179 USPQ 163 (CCPA 1973); In re Hawkins, 486 F.2d 577,
179 USPQ 167 (CCPA 1973).

'f[ 6.19.01 Improper Incorporation by Reference, General
The attempt to incorporate subject matter into this application

by reference to [1] is improper because [2].

Examiner Note:
1. In bracket 1, identify the document such as an application or
patent number or other identification.

2. In bracket 2, give reason why it is improper.

The amendment must be accompanied by an affida
vit or declaration executed by the applicant, or a prac
titioner representing the applicant, stating that the
amendatory material consists of the same material
incorporated by reference in the referencing applica
tion. In re Hawkins, 486 F.2d 569, 179 USPQ 157
(CCPA 1973); In re Hawkins, 486 F.2d 579, 179
USPQ 163 (CCPA 1973); In re Hawkins, 486 F.2d
577, 179 USPQ 167 (CCPA 1973).

Reliance on a commonly assigned copending appli
cation by a different inventor may ordinarily be made
for the purpose of completing the disclosure. See In re
Fried, 329 F.2d 323, 141 USPQ 27 (CCPA 1964), and
General Electric Co. v. Brenner, 407 F.2d 1258, 159
USPQ 335 (D.C. Cir. 1968).

Since a disclosure must be complete as of the filing
date, subsequent publications or subsequently filed
applications cannot be relied on to establish a con
structive reduction to practice or an enabling disclo
sure as of the filing date. White Consol. Indus., Inc. v.
Vega Servo-Control, Inc., 713 F.2d 788, 218 USPQ
961 (Fed. Cir. 1983); In re Scarbrough, 500 F.2d 560,
182 USPQ 298 (CCPA 1974); In re Glass, 492 F.2d
1228,181 USPQ 31 (CCPA 1974).

B. Review of Applications Which Are Relied on
To Establish an Earlier Effective Filing Date.

The limitations on the material which may be incor
porated by reference in U.S. patent applications which
are to issue as U.S. patents do not apply to applica
tions relied on only to establish an earlier effective fil
ing date under 35 U.S.c. 119 or 35 U.S.c. 120.
Neither 35 U.S.C. 119(a) nor 35 U.S.C. 120 places
any restrictions or limitations as to how the claimed
invention must be disclosed in the earlier application
to comply with 35 U.S.C. 112, first paragraph.
Accordingly, an application is entitled to rely upon the
filing date of an earlier application, even if the earlier
application itself incorporates essential material by
reference to another document. See Ex parte Mazlere,
27 USPQ2d 1705, 1706-07 (Bd. Pat. App. & Inter.
1993).

The reason for incorporation by reference practice
with respect to applications which are to issue as U.S.
patents is to provide the public with a patent disclo
sure which minimizes the public'S burden to search
for and obtain copies of documents incorporated by
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For examples of proper drawings, in addition to
selected rules of practice related to patent drawings
and interpretations of those rules, see the "Guide for
the Preparation of Patent Drawings" which is avail
able from the Superintendent of Documents (see
MPEP Introduction).

For information regarding certified copies of an
application-as-filed which does not meet the sheet
size/margin and quality requirements of 37 CFR 1.52,
1.84(1), and 1.84(g), see MPEP § 608.01.

For design patent drawings, 37 CFR 1.152, see
MPEP § 1503.02.

For plant patent drawings, 37 CFR 1.165, see
MPEP § 1606.

For reissue application drawings, see MPEP §
1413.

For correction of drawings, see MPEP § 608.02(p).
For prints, preparation and distribution, see MPEP §
508 and § 608.02(m). For prints, return of drawings,
see MPEP § 608.02(y).

For pencil notations of classification and name or
initials of assistant examiner to be placed on draw
ings, see MPEP § 719.03.

The filing of a divisional or continuation applica
tion under the provisions of 37 CFR 1.53(b) (unexe
cuted application) does not obviate the need for
acceptable drawings. See MPEP § 608.02(b).

See MPEP § 601.01(1) for treatment of applications
filed without drawings and MPEP § 601.01(g) for
treatment of applications filed without all figures of
drawings.

DEFINITIONS

A number of different terms are used when refer
ring to drawings in patent applications. The following
definitions are used in this Manual.

Original drawings: The drawing submitted with the
application when filed.

Substitute drawing: A drawing filed later than the
filing date of an application. Usually submitted to
replace an original informal drawing.

Acceptable drawing: A drawing that is acceptable
for publication of the application or issuance of the
patent.

Corrected drawing: A drawing that includes cor
rections of informalities and proposed changes
approved by the examiner.

Informal drawing: A drawing which does not com
ply with the form requirements of 37 CFR 1.84.
Drawings may be informal because they are not on
the proper size sheets, the quality of the lines is poor,
or for other reasons such as the size of reference ele
ments. Informal drawings could be acceptable for the
purposes of publication and examination. An objec
tion will generally only be made to an informal draw
ing if the Office is unable to reproduce the drawing or
the contents of the drawing are unacceptable to the
examiner.

Drawing print: This term is used for the white
paper print prepared by the Scanning Division of the
Office of Initial Patent Examination (OIPE) of all
original drawings. The drawing prints contain the
application number near the left-hand margin. Draw
ing prints should be placed on the top on the right
hand flap of the application file wrapper.

Interference print: This term is used to designate
the copy prepared of the original drawings filed in file
cabinets separate from the file wrappers and are used
to make interference searches.

Plan: This term is used to illustrate the top view.
Elevation: This term is used to illustrate views

showing the height of objects.

BLACK AND WHITE PHOTOGRAPHS

37 CFR 1.84. Standards for drawings.

*****
(b) Photographs.-

(1) Black and white. Photographs, including photocopies
of photographs, are not ordinarily permitted in utility and design
patent applications. The Office will accept photographs in utility
and design patent applications, however, if photographs are the
only practicable medium for illustrating the claimed invention.
For example, photographs or photomicrographs of: electrophore
sis gels, blots (e.g., immunological, western, Southern, and north
em), auto- radiographs, cell cultures (stained and unstained),
histological tissue cross sections (stained and unstained), animals,
plants, in vivo imaging, thin layer chromatography plates, crystal
line structures, and, in a design patent application, ornamental
effects, are acceptable. If the subject matter of the application
admits of illustration by a drawing, the examiner may require a
drawing in place of the photograph. The photographs must be of
sufficient quality so that all details in the photographs are repro
ducible in the printed patent.

*****
Photographs or photomicrographs (not photolitho

graphs or other reproductions of photographs made by
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Form paragraph 6.28.01 may be used where the
examiner, for reasons other than faulty English,
requires a substitute specification.

'If 6.28.01 Substitute Specification Required by Examiner

A substitute specification[1] the claimsis required pursuant to
37 CPR 1.125(a) because [2].

A substitute specification filed under 37 CFRl.125(a) must
only con-lain subject matter from the original specification and
any previously entered amendment under 37 CPR 1.121. If the
substitutespecification contains additional subject matter not of
record, the substitute specifica-tion must be filed under 37 CPR
1.125(b) andmustbe accompanied by: 1) a statement thatthe sub
stitute specification contains no new matter; and 2)a marked-up
copy showing. the amendments to be made. via the substi-tute
specification relative to the specification at thetime thesubstitute
specificationis filed.

Examiner Note:

1. In bracket 1, inserteither-- excluding-, or -- including--.

2. In bracket 2, insert clear and concise examplesof why a new
specifi-cationis required.

3~ A new specificationis requited if the number or nature of the
amendments render it difficult to consider the application. or to
arrange thepapers for printing orcopying, 37 CFR 1.125.

4. See also formparagraph 13.01 for partial rewritten specifica-
tion.

5. 37 CPR 1.125(b) provides applicants with the right of entry
of. substitute specifications, under the conditions,set forth .in the
section, in applications other than reissue applications (37 CPR
1.125(d») tbat have not been required by the examiner.

37 CPR 1.125(b) applies to a substitute specifica
tion voluntarily filed by the applicant. A substitute
specification, excluding claims, may be voluntarily
filed by the applicant at any point up to the payment
of the issue fee provided it is accompanied by (I) a
statement that the substitute specification includes no
new matter, and (2) a marked-up copy of the substi
tute specification showing the matter being added to
and the matter being deleted from the specification of
record. Numbering the paragraphs of the specification
of record is not considered a change that must be
shown under 37 CFR 1.125(b)(2). 37 CFR 1.l25(b).
The Office wiJI accept a substitute specification vol
untarily filed by the applicant if the requirements of
37 CPR 1.125(b) are satisfied.

37 CFR 1.125(c) requires a substitute specification
filed under 37 CPR 1.125(a) or (b) be submitted in
cleanfonn without markings as to amended material.
The paragraphs of any substitute specification, other
than the claims, should be individually numbered in

Arabic numerals so that any amendment to the speci
fication may be made by replacement paragraph in
accordance with 37 CFR 1.J2l(b)(I).

A substitute specification filed under 37 CFR
1.125(b) must be accompanied by a statement indicat
ing that no new matter was included. There is no obli
gation on the examiner to make a detailed comparison
between the old and the new specifications for deter
mining whether or not new matter has been added. If,
however, an examiner becomes aware that new matter
is present, objection thereto should be made.

The filing of a substitute specification rather than
amending the original application has the advantage
for applicants of eliminating the need to prepare an
amendment of the specification. If word processing
equipment is used by applicants, substitute specifica
tions can be easily prepared. The Office receives the
advantage of saving the time needed to enter amend
ments in the specification and a reduction in the num
ber of printing errors. A substitute specification is not
permitted in a reissue application or in a reexamina
tion proceeding. 37 CFR 1.125(d).

A substitute specification which complies with
37 CFR 1.125 should normally be entered. The exam
iner should write "Enter" or "OK to Enter" and his or
her initials in ink in the left margin of the first page of
the substitute specification. A substitute specification
which is denied entry should be so marked.

Form paragraph 6.28.02 may be used to notify
applicant that a substitute specification submitted
under 37 CFR 1.125(b) has not been entered.

'If 6.28.02 Substitute Specification Filed Under 37 CFR
1.125(b) Not Entered.

The substitute specification filed [1] has not been entered
because it does notconformto 37 CPR 1.l25(b) because: [2]

Examiner Note:
1. In bracket 2, insertstatement of why the substitute specifica-
tion is improper, for example:
-~ the statement as to a lackof new matter under 37 CPR 1.125(b)
is missing--,
-- a marked-up copy of the substitute specification has not been
supplied tin addition to the clean copy)--;
-- a clean copy of the substitute specification has not been sup
plied (in addition to the marked-Up copy)--; or,
.: the substitute specificationhas been filed:
- in a reissue application or in a reexamination proceeding, 37
CPR 1.125(d)-, or

- afterpaymentof the issue fee-, or
- containing claims (to be amended)- -~.
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application. Until the renewed petition is granted, the
examiner must object to the color drawings or color
photographs as being improper.

In light of the substantial administrative and eco
nomic burden associated with printing a utility patent
with color drawings or color photographs, the patent
copies which are printed at issuance of the patent will
depict the drawings in black and white only. How
ever, a set of color drawings or color photographs will
be attached to the Letters Patent. Moreover, copies of
the patent with color drawings or color photographs
attached thereto will be provided by the U.S. Patent
and Trademark Office upon special request and pay
ment of the fee necessary to recover the actual costs
associated therewith.

Accordingly, the petition must also be accompanied
by a proposed amendment to insert the following lan
guage as the first paragraph in the portion of the spec
ification containing a brief description of the
drawings:

The patent or application file contains at least one draw
ing executed in color. Copies of this patent or patent
application publication with color drawing(s) will be pro
vided by the U.S. Patent and Trademark Office upon
request and payment of the necessary fee.

If color drawings or color photographs have been
filed, but the required petition has not, form paragraph
6.24.01 may be used to notify applicant that a petition
is needed.

'f[ 6.24.01 Color Photographs and Color Drawings,
Petition Required

Color photographs and color drawings are acceptable only for
examination purposes unless a petition filed under 37 CFR
['84(a)(2) or (b)(2) is granted permitting their nse as fnrmal draw
ings. In the event applicant wishes to use the drawings currently
on file as formal drawings, a petition must be filed for acceptance
of the color photographs or color drawings as formal drawings.
Any such petition must be accompanied by the appropriate fee as
set forth in 37 CFR 1.17(i), three sets of color drawings or color
photographs, asappropriate, and an amendment to the first para
graph of the brief description of the drawings section of the speci
fication which states:

The file of this patent contains at least one drawing executed in
color. Copies of this patent with color drawing(s) will be provided
by the Patent and Trademark Office upon request and payment of
the necessary fee.

Color photographs will be accepted if the conditions for
accepting color drawings have been satisfied.

Examiner Note:

1. This form paragraph should be used after form paragraph
6.24 only if the application contains color photographs or color
drawings as the drawings required by 37 CPR 1.81.

2. Do not use this form paragraph for black. and white photo
graphs. The requirement of 37 CFR 1.84(b)(1) for a petitinn, peti
tion fee, and three sets of black and white photographs has been
waived. For black and white photographs, there is no requirement
for a petition or petition fee, .and only one set of photographs is
required. See 1213 D.G. 108 (Aug. 4, 1998) and 1211 D.G. 34
(June 9, 1999).

It is anticipated that such a petition will be granted
only when the U.S. Patent and Trademark Office has
determined that a color drawing or color photograph
is the only practical medium by which to disclose in a
printed utility patent the subject matter to be patented.

It is emphasized that a decision to grant the petition
should not be regarded as an indication that color
drawings or color photographs are necessary to com
ply with a statutory requirement. In this latter respect,
clearly it is desirable to file any desired color draw
ings or color photographs as part of the original appli
cation papers in order to avoid issues concerning
statutory defects (e.g., lack of enablement under 35
U.S.C. 112 or new matter under 35 U.S.c. 132). The
filing of the petition, however, may be deferred until
acceptable formal drawings are required by the exam
iner.

DRAWING SYMBOLS

37 CPR 1.84(n) indicates that graphic drawing
symbols and other labeled representations may be
used for conventional elements where appropriate,
subject to approval by the Office. Also, suitable leg
ends may be used, or may be required, in proper
cases. Por examples of suitable symbols and legends,
see the "Guide for the Preparation of Patent Draw
ings" available from the Superintendent of Docu
ments (see MPEP Introduction).

The publications listed below have been reviewed
by the Office and the symbols therein are considered
to be generally acceptable in patent drawings.
Although the Office will not "approve" all of the
listed symbols as a group because their use and clarity
must be decided on a case-by-case basis, these publi
cations may be used as guides when selecting graphic
symbols. Overly specific symbols should be avoided.
Symbols with unclear meanings should be labeled for
clarification.
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sufficient identification unless some physical or
chemical characteristic of the article or material is
involved in the invention. In that event, as also in
those cases where the trademark has no fixed and def
inite meaning, identification by scientific or other
explanatory language is necessary. In re Gebauer
Fuelnegg, 121 F.2d 5.05,50 USPQ 125 (CCPA 1941).

The matter of sufficiency of disclosure must be
decided on an individual case-by-case basis. In re
Metcalfe, 410 F.2d 1378, 161 USPQ 789 (CCPA
1969).

Where the identification of a trademark is intro
duced by amendment, it must be restricted to the char
acteristics of the product known at the time the
application was filed to avoid any question of new
matter.

If proper identification of the product sold under a
trademark, or a product referred to only by a name
used in trade, is omitted from the specification and
such identification is deemed necessary under the
principles set forth above, the examiner should hold
the disclosure insufficient and reject on the ground of
insufficient disclosure any claims based on the identi
fication of the product merely by trademark or by the
name used in trade. If the product cannot be otherwise
defined, an amendment defining the process of its
manufacture may be permitted. Such amendments
must be supported by satisfactory showings establish
ing that the specific nature or process of manufacture
of the product as set forth in the amendment was
known at the time of filing of the application.

Although the use of trademarks having definite
meanings is permissible in patent applications, the
proprietary nature of the marks should be respected.
Trademarks should be identified by capitalizing each
letter of the. mark (in the case of word or letter marks)
or otherwise indicating the description of the mark (in
the case of marks in the form of a symbol or device or
other nontextual form). Every effort should be made
to prevent their use in any manner which might
adversely affect their validity as trademarks.

Form paragraph 6.20 may be used.

'f[ 6.20 Trademarks and Their Use

The use of the trademark [1] has been noted in this applica
tion. It should be capitalized whereverit appears andbe accom
paniedby the generic terminology.

Although the use of trademarks is permissible in patentappli
cations, the proprietary nature of the marks should be respected

and every effort made to prevent their use in any manner which
might adverselyaffect theirvalidity as trademarks,

Examiner Note:
Capitalize each letter of the word in the bracket or include a

proper trademark symbol, such as r» or ® following the word.

The examiner should not permit the use of language
such as "the product X (a descriptive name) com
monly known as Y (trademark)" since such language
does not bring out the fact that the latter is a trade
mark. Language such as "the product X (a descriptive
name) sold under the trademark Y" is permissible.

The use of a trademark in the title of an application
should be avoided as well as the use of a trademark
coupled with the word "type", e.g., "Band-Aid type
bandage."

In the event that the proprietary trademark is a
"symbol or device" depicted in a drawing, either the
brief description of the drawing or the detailed
description of the drawing should specify that the
"symbol or device" is a registered trademark of Com
panyX.

The owner of a trademark may be identified in the
specification.

Technology Center Directors should reply to all
trademark misuse complaint letters and forward a
copy to the editor of this manual.

See Appendix I for a partial listing of trademarks
and the particular goods to which they apply.

INCLUSION OF COPYRIGHT OR MASK
WORK NOTICE IN PATENTS

37 CFR 1.71. Detailed description and specification of the
invention

*****

(d) A copyright or mask work notice may be placed in a
design orutility patentapplication adjacent to copyrightandmask
work material contained therein. The notice may appear at any
appropriate portion of the patent application disclosure. For
notices in drawings, see § 1.84(s). The content of the notice must
be limited to only those elements providedfor by law. For exam
ple, "©1983 John Doe" (17 U.S.c. 401) and "*M* John Doe" (17
U.S.c. 909) would be properly limited and,undercurrent statutes,
legally sufficient notices of copyright and mask work, respec
tively. Inclusion of a copyright or mask work notice will be per
mittedonly if the authorization language set forthin paragraph (e)
of this sectionis included at the beginning (preferably as thefirst
paragraph)' of thespecification.

(e) The authorization shallread as follows:

August 2001 600-84



608.02 MANUAL OF PATENT EXAMINING PROCEDURE

These publications are available from the American
National Standards Institute Inc., II West 42nd Street,
New York, New YorklO036.

. The publications reviewed are the following:
Y32.2-197b Graphic Symbols for Electrical &

Electronics Diagrams
Y32.10_1967 (RI994) Graphic .Symbols for Fluid

Power Diagrams
Y32.11-1961 (R1993) Graphic for Process Flow

Diagrams in the Petroleum & Chemical Industries
Y32.14-1962 Graphic Symbols for Logic Dia

grams

Z32.2.3-1949 (R1994) Graphical Symbols for Pipe
Fittings, Valves and Piping

Z32.2.4-1949 (R1953) Graphic Symbols for Heat
ing, Veritilating & Air Conditioning

Z32.2.6-1950 (R1993) Graphic Symbols for Heat
Power Apparatus

The following symbols should be used to indicate
various materials where the material is an important
feature of the invention. The use of conventional fea
turesis very helpful in making prior art searches.
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37 CFR 1.81. Drawings required in patent application.
(a) The applicant for a patent is required to furnish a draw

ing of his or her invention where necessary for the understanding
of the subject matter sought to be patented; this drawing , or a
high quality copy thereof, must be filed with the application.
Since corrections are the responsibility of the applicant, the origi
nal drawing(s) should be retained by the applicant for any neces
sary future correction.

(b) Drawings may include illustrations which facilitate an
understanding of the invention (for example, flow sheets in cases
of processes, and diagrammatic views).

(c) Whenever the nature of the subject matter sought to be
patented admits of illustration by a drawing without its being nec
essary for the understanding of the subject matter and the appli
cant has not furnished such a drawing, the examiner will require
its submission within a time period of not less than two months
from the date of the sending of a notice thereof.

(d) Drawings submitted after the filing date of the applica
tion may not be used to overcome any insufficiency of the specifi
cation due to lack of an enabling disclosure or otherwise
inadequate disclosure therein, or to supplement the original dis
closure thereof for the purpose of interpretation of the scope of
any claim.

DRAWING REQUIREMENTS

The first sentence of 35 U8.C 113 reqnires a
drawing to be snbmitted upon filing where such draw
ing is necessary for the nnderstanding of the inven
tion. In this situation, the lack of a drawing renders
the application incomplete and, as such, the applica
tion cannot be given a filing date until the drawing is
received. The second sentence of 35 U.S.C. 113
addresses the situation wherein a drawing is not
necesv-sary for the understanding of the invention, but
the subject matter sought to be patented admits of
illustration and no drawing was submitted on fil\-ing.
The lack of a drawing in this situation does not ren\
der the application incomplete but rather is treated as
an informality. The examiner should require such
drawings in almost all such instances. Such drawings
could be required during the initial processing of the
application but do not have to be fnrnished at the time
the application is filed. The applicant is given at least
2 months from the date of the letter requiring draw
ings to submit the drawing(s).

RECEIPT OF DRAWING AFTER THE FILING
DATE

If the examiner discovers new matter in a substi
tute or additional drawing, the drawing should not be
entered. The drawing should be objected to as con-

taining new matter. A new drawing without such new
matter may be required if the examiner determines
that a drawing is needed under 37 CFR 1.81 or 37
CFR 1.83. The examiner's decision would be review
able by filing a petition under 37 CPR 1.181. The
Technology Center (TC) Director would decide such a
petition.

HANDLING OF DRAWING REQUIREMENTS
UNDER THE FIRST SENTENCE OF 35 U.S.C
113

The Office of Initial Patent Examination (OIPE)
will make the initial decision in all new applications
as to whether a drawing is "necessary" under the first
sentence of 35 u.s.c. 113. A drawing will be consid
ered necessary under the first sentence of 35 U.S.C.
113 in all applications where the drawing is referred
to in the specification and one or more figures have
been omitted.

The determination under 35 U.S.c. 113 (first sen
tence) as to when a drawing is necessary will be han
dled in OIPE in accordance with the following
procedure. OIPE will make the initial determination
as to whether drawings are required for the under
standing of the subject matter of the invention. When
no drawings are included in the application as filed
and drawings are required, the application is treated as
incomplete and the applicant is so informed by OIPE.
A filing date will not be granted and applicant will be
notified to complete the application (37 CFR 1.53(e)).
If a drawing is later furnished, a filing date may be
granted as of the date of receipt of such drawing.

An OIPE formality examiner should not treat an
appli\-cation without drawings as incomplete if draw
ings are not required. A drawing is not required for a
filing date under 35 U.S.C. 111 and 113 if the applica
tion contains:

(A) at least one process claim including the term
"process" or "method" in its introductory phrase;

(B) at least one composition claim including the
term "composition," "compound," "mixture" or
"pharmaceutical" in its introductory phrase;

(C) at least one claim directed to a coated article
or product or to an article or product made from a par
ticular material or composition (i.e., an article of
known and conventional character (e.g., a table),
coated with or made of a particular composition (e.g.,
a specified polymer such as polyvinyl-chloridej);
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*****

37 CFR 1.84. Standards for drawings.
(a) Drawings..There are two acceptable categories for pre

senting drawingsin utility and design patent applications:

(2) Color. On rare occasions, color drawings maybe nee
essary as the only practical medium by which to disclose the sub
ject matter sought to be patented in a utility or design patent
application or the subject matter of a statutory invention registra
tion. The color drawings must be of sufficient quality such that all
details in the' drawings' are 'reproducible in black and white in 'the
printed patent. Color drawings are not permitted in international

using screens) printed on sensitized paper are acccept
able as final drawings, in lieu of India ink drawings,
to illustrate inventions which are incapable of being
accurately or adequately depicted by India ink draw
ings, e.g., electrophoresis gels, blots, (e.g., immuno
logical, western, Southern, and northern),
autoradiographs, cell cultures (stained and unstained),
histological tissue cross sections (stained and
unstained), animals, plants, in vivo imaging, thin
layer chromatography plates, crystalline structures,
metallurgical microstructures, textile fabrics, grain
structures and ornamental effects. The photographs or
photomicrographs must show the invention more
clearly than they can be done by India ink drawings
and otherwise comply with the rules concerning such
drawings.

Photographs submitted in lieu of ink drawings must
comply with 37 CPR 1.84(b). There is no require
ment for a petition or petition fee, and only one set of
photographs is required. See 1213 O.G. 108 (Aug. 4,
1998) and 1211 O.G. 34 (June 9, 1998) and 37 CFR
1.84(b)(1).

Such photographs to be acceptable must be made
on photographic paper having the following charac
teristics which are generally recognized in the photo
graphic trade: double weight paper with a surface
described as smooth with a white tint. Note that pho
tographs filed on or after October 1, 2001 may no
longer be mounted on Bristol Board. See 37 CPR
1.84(e) and 1246 O.G. 106 (May 22, 2001). If several
photographs are used to make one sheet of drawings,
the photographs must be contained (i.e., developed)
on a single sheet.

See MPEP§ 1503.02 for discussion of photo
graphs used in design patent applications.

Limited use of color drawings in utility patent
applications is provided for in 37 CFR 1.84(a)(2) and
(b)(2). Unless a petition is filed and granted, color
drawings or color photographs will not be accepted in
a utility or design patent application. The examiner
must object to the color drawings or color photo
graphs as being improper and require applicant either
to cancel the drawings or to provide substitute black
and white drawings.

Under 37 CPR 1.84(a)(2) and (b)(2), the applicant
must file a petition with fee requesting acceptance of
the color drawings or color photographs. Three sets of
color drawings or color photographs must also be sub
mitted (37 CFR1.84(a)(2)(ii)). However, the require
ment of 37 CFR1.84(a)(2)(iii) for a black and white
photocopy of the color drawings or color photographs
has been waived. See 1246 O.G. 106 (May 22,
2001).The petition is decided by a Supervisory Patent
Examiner. See MPEP § 1002.02(d).

Where color drawings or color photographs are
filed ina continuing application, applicant must
renew the petition under 37 CFR 1.84(a)(2) and (b)(2)
even though a similar petition was filed in the prior

*****

*****
(2) Color photographs. Color photographs will be

accepted in utility and design patent.applications if the conditions
for accepting color drawings and black and white photographs
have been satisfied. See paragraphs (a)(2) and (b)(l) of this sec
tion.

(b) Photographs.

applications (see PCT Rule 11.13), or in an application, or copy
thereof, submitted under the Office electronic filing system. The
Office will accept color drawings in utility or design patent appli
cations and statutory invention registrations only after granting a
petition filed under this paragraph explaining why the color draw
ings are necessary. Any such petition must include the following:

(i) The fee set forth in § 1.17(h);
(ii) Three (3) sets of color drawings;
(iii) A black and white photocopy that accurately

depicts, to the extent possible, the subject matter shown in the
color drawing; and

(iv) An amendment to the specification to insert (unless
the specification contains or has been previously amended to con
tain) the following language as the first paragraph of the brief
description of the drawings:·

The patent or application file contains at least Onedraw
ing executed in color. Copies of this patent or patent appli
cation publication with color drawirigfs) will be provided by
the Office upon request and payment of the necessary fee.

COLORORCOLOR DRAWINGS
PHOTOGRAPHS
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(2) Color. On rare occasions, color drawings may be nee
essary as the only practical medium by which to disclose the sub
ject matter sought to be patented in a utility or design patent
application or the subject matter of a statutory invention registra
tion, The color drawings must be of sufficient quality such that all
details in the drawings are reproducible in black and white in the
printed patent. Color drawings are not permitted in international
applications (see peT Rule 11.13), or in an application, or copy
thereof, submitted under the Office electronic filing system. The
Office will accept color drawings in utility or design patent appli
cations and statutory invention registrations only after granting a
petition filed under this paragraph explaining why the color draw
ings are necessary. Any such petition must include the following:

(i) Thefee set forth in § 1.l7(h);

(ii) Three (3) sets of color drawings;
(iii) A black and white photocopy that accurately

depicts, to the extent possible, the subject matter shown in the
color drawing; .and

(iv) An amendment to the specification to insert
(unless the specification contains or has been previously amended
to contain) the following .language as the first paragraph of the
brief description of the drawings:

The patent or application file contains at least one draw
ing executed in color. Copies of this patent or patent appli
cation publication with color drawing(s)willbe provided by
the Office upon request and payment of the necessary fee.

(b) Photographs.-
(1) Black and white. Photographs, including photocopies

of photographs, are not ordinarily permitted in utility and design
patent applications. The Office will accept photographs in-utility
and design patent applications, however, if photographs are the
only practicable medium for illustrating the claimed invention.
For example, photographs or photomicrographs of: electrophore
sis gels, blots (e.g., immunological, western, Southern, and north
ern), auto- radiographs, cell cultures (stained and unstained),
histological tissue cross sections (stained and unstained), animals,
plants, in vivo imaging, thin layer chromatography plates, crystal
line structures, and, in a design patent application, ornamental
effects, are acceptable. If the subject matter of the application
admits of illustration by a drawing, the examiner may require a
drawing in place of the photograph. The photographs must be of
sufficient quality so that all-details in the photographs are repro
ducible in the printed patent

(2) Color photographs. Color photographs will be
accepted in utility and design patent applications if the conditions
for accepting color drawings and black and white photographs
have been satisfied. See paragraphs (a)(2) and (b)(1) of this sec
tion.

(c) Identification of drawings. Identifying indicia, if pro
vided, should include the title of the invention, inventor's name,
and application number, or docket number (if any) if an applica
tion number has not been assigned to the application. If this infor
mation is provided, it must be placed on the front of each sheet
and centered within the top margin.

(d) Graphic forms in drawings. Chemical or mathematical
formulae, tables, and waveforms may be submitted as drawings

and are subject to the same requirements as drawings. Each chem
ical or mathematical formula must be labeled as a separate figure,
using brackets when necessary, to show that information is prop
erly integrated. Each group of waveforms must be presented as a
single figure, using a common vertical axis with time extending
along the horizontal axis. Each individual waveform discussed in
the specification must be identified with a separate letter designa
tion adjacent to the vertical axis.

(e) Type ofpaper. Drawings submitted to the Office must be
made on paper which is flexible, strong, white, smooth, non-shiny,
and durable. All sheets must be reasonably free from cracks,
creases, and folds. Only one side of the sheet may be used for the
drawing. Each sheet must be reasonably free from erasures and
must be free from alterations, overwritings, and interlineations.
Photographs must be developed on paper meeting the sheet-size
requirements of paragraph (f) of this section and the margin
requirements of paragraph (g) of this section. See paragraph (b) of
this section for other requirements. for photographs.

(f) Size ofpaper. All drawing sheets in an application must
be the same size. One of the shorter sides of the sheet is regarded
as its top. The size of the sheets on which drawings are made must
be:

(1) 21.0 em. by 29.7 em. (DINsizeA4), or

(2) 21.6 em. by 27.9 em. (8 1/2 by 11 inches).

(g) Margins. The sheets must not contain frames around the
sight (i.e., the usable surface), but should have scan target points
(i.e., cross-hairs) printed on two cater-comer margin corners, Each
sheet must include a top margin of at least 2.5 em. (1 inch), a left
side margin of at least 2.5 em. (1 inch), a right side margin of at
least. 1.5 ern-. (5/8 inch), and a bottom margin of at least 1.0 ern.
(3/8 inch), thereby leaving a sight no greater than 17.0 ern. by
26.2 em. on 21.0 ern. by 29.7 em. (DIN size A4) drawing sheets,
and a sight no greater than 17.6 em. by 24.4 em. (615/16 by 9 5/
8 inches) on 21.6 em. by 27.9 em. (8 1/2 by 11 inch) drawing
sheets.

(h) Views. The drawing must contain as many views as nec
essary to show the invention. The views may be plan, elevation,
section, or perspective views, Detail views of portions of ele
ments, on a larger scale if necessary, may also be used. All views
of the drawing. must be grouped together and arranged on the
sheet(s) without wasting space, preferably in an upright position,
clearly separated from one another, and must not be included in
the sheets containing the specifications, claims, or abstract. Views
must netbe connected by projection lines and must not contain
center lines. Waveforms of electrical signals may be connected by
dashed lines to show the relative timing of the waveforms.

(1) Exploded views. Exploded views, with the separated
parts embraced by a bracket, to show the relationship or order of
assembly of various parts are permissible. When an exploded
view is shown in a figure which is on the same sheet as another
figure, the exploded view should be placed in brackets.

(2) Partial views. When necessary, a view of a large
machine or device in its entirety may be broken into partial views
on a single sheet, or extended over several sheets if there is 'no loss
in facility of understanding the view. Partial views drawn on sepa
rate sheets must always be capable of being linked edge to edge so
that no partial view contains parts of another partial view. A
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where necessary for understanding of the drawing. They should
contain as few words as possible.

(p) Numbers, letters, and reference characters.

(1) Reference characters (numerals are preferred),
sheet numbers, and view numbers must be plain- and legible, and
must not be used in association with brackets or inverted commas,
or enclosed within outlines, e.g., encircled. They mustbe oriented
in the same direction as the view so as to avoid having to rotate
the sheet. Reference characters should be arranged to follow the
profile of the object depicted.

(2) -The English alphabet must be used for letters, except
where another alphabet is customarily used, such as the Greek
alphabet to indicate angles, wavelengths, and mathematical for
mulas.

(3) Numbers, letters, and reference characters must mea
sure at least .32 ern. (1/8 inch) in height. They should not be
placed in the drawing so as to interfere with its comprehension.
Therefore, they should not cross or mingle with the lines. They
should not be placed upon hatched or shaded surfaces. When nec
essary, such as indicating a surface or cross. section, a reference
character may be underlined and a blank space may be left in the
hatching or shading where the character occurs so that it appears
distinct.

(4) The same part of an invention appearing in more than
one view of the drawing must always be designated by the same
reference character, and the same reference character must never
be used to designate different parts.

(5) Reference characters not mentioned in the description
shall not appear in the drawings. Reference characters mentioned
in the description must appear in the drawings.

(q) Lead lines. Lead lines are those lines between the refer
ence characters and the details referred to. Such lines may be
straight or curved and should be as short as possible. They must
originate in the immediate proximity of the reference character
and extend to the feature indicated. Lead lines must not cross each
other. Lead lines are' required for each reference character except
for those which indicate the surface or cross section on which they
are-placed. Such a reference character must be underlined to make
it clear that a lead line has not been left out by mistake. Lead lines
must be executed in the same way as lines in the drawing. See
paragraph (1) of this section.

(r)'Arrows. Arrows may be used at the ends of lines, pro
vided that their meaning is clear, as follows:

(1) On a lead line, a freestanding arrow to indicate the
entire section towards which itpoints;

(2) On a lead line, an arrow touching a line to indicate the
surface shown by the line looking along the direction of the arrow;
or

(3) To show the direction of movement.
(s) Copyright or Mask Work Notice. A copyright or

mask work notice may appear in the drawing, but must
be placed within the sight of the drawing immediately below the
figure representing the copyright or mask work material and be
limited to letters having a print size of 32 ern. to 64 em; (118 to 1/4
inches) high. The content of the notice must be limited to only
those' elements provided for by law. For example, "©1983 John
Doe" (17 U.S.c. 401) and "*M* John Doe" (17 U.S.C. 909)

would be properly limited and, under current statutes, legally suf
ficient notices of copyright and mask work, respectively. Inclu
sion of a copyright or mask work notice will be permitted only if
the authorization language set forth in § L71(e) is included at the
beginning (preferably as the first paragraph) of the specification.

(t) Numbering 0/sheets 0/drawings. The sheets of drawings
should be numbered in consecutive Arabic numerals, starting with
1, within the sight as defined in paragraph (g) of this section.
These numbers, if present, must be placed in the middle of the top
of the sheet, but not in the margin. The numbers can be placed on
the right-hand side if the drawing extends too close to the middle
of the top edge of the usable surface. The drawing sheet number
ing must be clear and larger than the numbers used as reference
characters to avoid confusion. The number of each sheet should
be shown by two Arabic numerals placed on either side of an
oblique line, with the first being the sheet number and the second
being the total number of sheets of drawings, with no other mark
ing.

(u) Numbering ofviews.

(1) The different views must be numbered in consecutive
Arabic numerals, starting with 1, independent of the numbering of
the sheets and, if possible, in the order in which they appear on the
drawing sheet(s). Partial views intended to form one complete
view, on one or several sheets, must be identified by the same
number followed by a capital letter. View numbers must be pre
ceded by the abbreviation "FIG" Where only a single view is used
in an application to illustrate the claimed invention, it must not be
numbered and the abbreviation "FIG." must not appear.

(2) Numbers and letters identifying the views must be
simple and clear and must not be used in association with brack
ets, circles, or inverted commas. The view numbers must be larger
than the numbers used for reference characters.

(v) Security markings. Authorized security markings may be
placed on the drawings provided they are outside the sight, prefer
ably centered in the top margin.

(w) Corrections .. Any corrections 'on drawings submitted to
the Office must be durable and permanent.

(x) Holes. No holes should be made by applicant in the
drawing-sheets.

(y) Types ofdrawings. See § 1.152 for design drawings, §
1.165 for plant drawings, and § 1.174 for reissue drawings.

Drawings on paper are acceptable as long as they
are in compliance with 37 CFR 1.84. Corrections
thereto must be made in the form of replacement
sheets since the Office does not release drawings for
correction. See 37 CFR 1.85.

Good quality copies made on office copiers are
acceptable if the lines are uniformly thick, black, and
solid. Facsimile copies of drawings however, are not
acceptable (37 CFR 1.6(d)(4».

Drawings are currently accepted in two different
size formats. It is, however, required that all drawings
in a particular application be the same size for ease of
handling and reproduction.
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