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608.02(a) MANUALOF PATENT EXAMINING PROCEDURE

SUPER -CONDUCTOR

[ ~Z~
SEMI-CONDUCTOR

1.lI_li.J. I.~ ..

PACKING ROPE & HEMP

I _
SYNTHETIC SPONGE

[ ~
FRICTION PADS.

I rg-.4-rt';j"';,,/~~J

STIPPLE METAL
HATCH;;;,INGm.,.....

I W$Hj
CHEMICAL SOLUTIONS

( E=;$~
GASES OR THE LIKE

TAR & PITCH

I _
PAPER[----...wm

PROPELLENT POWDER

I ~~~
CARBON

CHEESE
=.";";.;. ..-:
;~:~....~~:

EARTH

~~Th\~~
FOAM·SYNTHETIC RESIN

(
1!J/!!llj.

';: '~ I'::
. ~.;.~: ... ~.

~--
MAGNET-COIL

ELECTRIC WINDING

I ~
alO CHEMICAL

I ~
HUMAN VEINS

~

PHANTOM LINE_ ..._'.. ---.

PROJECTED LINE_ .._--.-

HIDDEN LINE-'....... _----

60S.02(a) New Drawing - When Re
placement is Required Before
Examination

See MPEP § 608.02 for the procedure to follow
when drawings have not been filed, but a drawing will
aid in the understanding of the invention. See MPEP
§ 601.01(f) for the procedure to follow when applica
tions appear to be missing sheets of drawings. Draw-

ings in utility and plant applications filed on or after
November 29, 2000, other than continued prosecution
applications (CPAs), will be reviewed by the Office of
Initial Patent Examination (OIPE) for compliance
with certain requirements of 37 CFR 1.84. OIPE will
send a Notice to File Corrected Application Papers if
the drawings are not acceptable for purposes of publi
cation. The notice will give applicant a time period of
2 months from the mailing date of the notice to file
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PARTS, FORM, AND CONTENT OF APPLICATION 608.02(b)

acceptable drawings. This time period for reply is
extendable under 37 CFR 1.136(a). Olf'E will not
release applications to the Technology Centers until
acceptable drawings are filing in the applications.

Utility and design patent applications should be
taken up for the first Office action without a request
for corrected drawings unless the informal drawings
are so unclear that they do not facilitate an under
standing of the invention as to permit examination of
the application. If at the time of the initial assignment
of an application to an examiner's docket, or if at the
time the application is taken up for action, the super
visory patent examiner believes the informal drawings
to be of such a coudition as to not permit reasonable
examination of the application, applicant should be
required to immediately submit corrected drawings.
However, if the informal drawings do permit reason
able examination and the supervisory patent examiner
believes the drawings are of such a character as to
render the application defective under 35 U.S.c. 112,
examination should begin immediately with a require
ment for corrected drawings and a rejection of the
claims as not being in compliance with 35 U.S.c. 112,
first paragraph, being made.

If the drawings have been indicated by the appli
cant as informal, but no objection has been made to
the drawings, the examiner should not require
replacement of the "informal" drawings with new
drawings. If the examiner does make objections to the
drawings, the examiner should require correction in
reply to the Office action and not permit the objection
to be held in abeyance. See MPEP § 608.02(b), §
608.02(d) - § 608.02(h) and § 608.02(p) for further
information on specific grounds for finding drawings
informalities.

UNTIMELY FILED DRAWINGS

If a drawing is not timely received in reply to a
notice from the Office or a letter from the examiner
who requires a drawing, the application becomes
abandoned for failure to reply.

For the handling of additional, duplicate, or substi
tute drawings, see MPEP § 608.02(h).

608.02(b) Informal Drawings

37 CFR 1.85. Corrections to drawings.
(a) A utility or plant application will not be placed on the

files for examination until objections to the drawings have been

corrected. Except as provided in § 1.215(c), any patent application
publication will not include drawings filed after the application
has been placed on the files for examination. Unless applicant is
otherwise notified in an Office action, objections to the drawings
in a utility or plant application will not be held in abeyance, and a
request to hold objections to the drawings in. abeyance will not
be considered-a bona fide attempt to advance the application to
final action (§ 1.135(c)). If a drawing in a design application
meets the requirements of § 1.84(e), (f), and (g) and is suitable for
reproduction; but is not otherwise in compliance with §.1.84,.the
drawing may be admitted for examination.

(b) The Office will not release drawings for purposes of cor
rection. If.corrections are necessary, new corrected. drawings must
be submitted within the time set by the Office.

(c) If a corrected drawing is required or if a drawing does
not comply with § 1.84 at the time an application is allowed, the
Office may notify the applicant and set a three month period of
time from the mail date of the notice of allowability within which
the applicant must file a corrected or formal drawing in compli
ance with § 1.84 to avoid abandonment. This time period is not
extendable under § 1.136(a) or § 1.136(b).

In instances where the drawing is such that the
prosecution can be carried on without the corrections,
applicant is informed of the reasons why the drawing
is objected to on Form PTO-948 or in an examiner's
action, and that the drawing is admitted for examina
tion purposes only (see MPEP § 707.07(a)). To be
fully responsive, an amendment must include either
corrected drawings or proposed drawing corrections.
See 37 CFR 1.85(c) and 37 CFR 1.12l(d). The objec
tion to the drawings will not be held in abeyance.

INFORMAL DRAWINGS

To expedite filing, applicants sometimes submit
applications with informal drawings. Such applica
tions will be accepted by the Office of Initial Patent
Examination (Olf'E) if the drawings are readable and
reproducible for publication purposes. See MPEP §
507.

Examiners should review the drawings for disclo
sure of the claimed invention and for proper use of
reference numerals. Unless applicant is otherwise
notified in an Office action, objections to the draw
ings in a utility or plant application will not be held in
abeyance. A request to hold objections to the draw
ings in abeyance will not be considered a bona fide
attempt to advance the application to final action (37
CFR 1.135(c)). Drawing corrections should be made
promptly before allowance of the application in order
to avoid delays in issuance of the application as a
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608:02(b) MANUAL OF PATENT EXAMININGPROCEDURE

patent or a reduction to any term adjustment. See 37
CPR 1.704(c)(1O).

WHEN CORRECTED DRAWINGS MAY BE
DEFERRED OR HELD IN ABEYANCE

In the unusual situation where a proposed drawing
correction is required before corrected drawings can
be filed, the examiner may allow an applicant to defer
correction until after the proposed drawing correction
has been considered. See 37 CPR 1.121(d) and MPEP
§ 608.02(v) and (w).

'J! 6.27 Corrected Drawings May Be Held in Abeyance

Applicant is required to submit a proposed drawing correction
in reply to this Office action. However, formal correction of the
noted defect may be deferred until after the examiner has consid
ered the proposed drawing correction. Failure to timely submit the
proposed drawing correction will result in the abandonment of the
application.

Examiner Note:

Use of this form paragraph should be limited to those instances
where a proposed drawing correction is necessary before cor
rected drawings can be filed. See MPEP § 608.02(v) and for an
explanation as to when a proposed drawing correction is neces
sary. 37 CFR 1.85(a) states that correction to drawings may not be
held in abeyance unless the applicant is otherwise notified in an
Office action. Applicants should be encouraged to submit cor
rected drawings before allowance in order to avoid having any
term adjustment rednced pnrsuant to 37 CPR 1.704(c)(IO).

NOTIFYING APPLICANT

If the original drawings are informal, a 2-part
form, PTO-948, may be used to indicate what the
informalities are and that new corrected drawings are
required. In either case, the informal drawings will be
accepted as satisfying the requirements of 37 CPR
1.51. The examiners are directed to advise the appli
cants by way of form PTO-948 (see MPEP §
707.07(a)) in the first Office action of the reasons why
the drawings are considered to be informal. If the
examiner discovers a defect in the content of the
drawing, one or more of the form paragraphs repro
duced below may be used to notify applicant.

'J! 6.21 New Drawings, Competent Draftsperson

New corrected drawings are required in this application
because [1].Applicant is advised to employ the servicesof a com
petent patent draftsperson outside the Office, as the U.S. Patent
and Trademark Office no longer prepares new drawings. The cor
rected drawings are required in reply to the Office action to avoid
abandonment of the application. The objection to the. drawings
will not be held abeyance.

'Jf 6.22 Drawings Objected To

The drawings are objected to because [1]. A proposed drawing
correction or corrected drawings are required in reply to the
Office action to avoid abandonmentof the application. 'The objec
tion to the drawings will not be held in abeyance.

HANDLING OF REPLACEMENT
SUBSTITUTE DRAWINGS

OR

Examiner Note:

Follow with form paragraph 6.27, if appropriate.

'f{ 6.26 1nformal Drawings Do Not Permit Examination

The informal drawings are not. of sufficient quality to. permit
examination. Accordingly, new drawings are required. in reply to
this Office action.

Applicant is given a TWO MONlH time period to submit new
drawings in compliance with 37 CFR 1.81.· Extensions of time
may be obtained under the provisions of 37 CFR 1.136(a). Failure
to timely submit new drawings will result in ABANDONMENT
of the application.

Examiner Note:
1. Use of this form paragraph should be extremely rare and lim
ited to those instances where no examination can be performed
due to the poor quality of the drawings resulting in a lack of
understanding of the claimed subject matter.

2. Use a PTOL~90 or PTO-90C form as a COVer sheet for this
communication.

In those situations where an application is filed
with informal drawings, applicants are requested to
file new acceptable drawings before allowance of the
application, or within the later of one month after the
filing date of the application, or fourteen months after
the earliest filing date relied upon, if the drawings are
intended to be included in the patent application pub
lication. See MPEP § 507. The letter of transmittal
accompanying the new drawings should identify the
art unit. If the informal notification appears on the
notice of allowability (PTOL-37), the drawings must
be filed within three months of the date of mailing of
the notice of allowability. Also, each sheet of the
drawing should include the application number and
the art unit in the upper right margin. In the past, some
drawings have been misdirected because the art unit
indicated on the filing receipt was used rather than
that indicated on the informal notice forms.
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In utility applications, the examination will nor
mally be conducted using any informal drawings pre
sented. The sufficiency of disclosure, as concerns the
subject matter claimed, will be made by the examiner
utilizing the informal drawings. IT IS APPLICANT'S
RESPONSIBILITY TO SEE THAT NO NEW MAT
TER IS ADDED when submitting substitute or
replacement drawings after allowance since they will
not normally be reviewed by an examiner. Of course,
if the examiner notices new matter in the substitute or
replacement drawings, appropriate action to have the
new matter deleted should be undertaken.

60S.02(c) Drawing Print Kept in File
Wrapper

The drawing prints must always be kept on top of
the papers on the right side of the file wrapper under
any bibliographic data sheet.

Applications may be sent to issue or to the Files
Repository without the original drawing, if any, if the
drawing cannot be located. For an application sent to
issue with missing drawings, see MPEP § 608.02(z).
For abandoned applications sent to the Files Reposi
tory, a notation should be made on the Contents por
tion of the file wrapper that the drawings were
missing.

Upon initial processing, the original drawings are
placed in the center portion of the application file
wrapper under the specification and the executed oath
or declaration by the Scanning Division.

60S.02(d) Complete lliustration in Draw
ings

37 CFR i.83. Content ofdrawing.
(a) The drawing in a nonprovisional application must show

every feature. of the invention specified in the claims. However,
conventional features disclosed in the description and claims,
where their detailed illustration is not essential for a proper under
standing of the invention, should be illustrated in the drawing in
the form of a graphical drawing symbol or a labeled representa
tion (e.g., a labeled rectangular box).

(b) When the invention, consists of an improvement on an
old machine the drawing must when possible exhibit, in one or
more views, the improved portion itself, disconnected from the
old structure, and also in another view, so much only of the old
structure as will suffice to show the connection of the invention
therewith.

(c) Where the drawings in a nonprovisional application. do
not comply with the requirements of paragraphs (a) and (b) of this
section, the examiner shall require such additional illustration

within a time period of not less than two months from the date of
the sending of a notice thereof. Such corrections are subject to the
requirements of § 1.81(d).

Any structural detail that is of sufficient importance
to be described should be shown in the drawing. (Ex
parte Good, 1911 C.D. 43, 164 0.0. 739 (Comm'r
Pat. 1911).)

Form paragraph 6.22.01, 6.22.04, or 6.36, where
appropriate, may be used to require illustration.

1/ 6.22.0i Drawings Objected To, Details Not Shown
Thedrawings are objected to under 37 CFR J.83(a) because

they fail to showj.l] as described in, the specification. Any struc
tural detail that is essential for a proper understanding of the dis
closed invention 'should be shown in the drawing. MPEP §
608.02(d). A proposed drawing correction or corrected drawings
are required in reply to the Office action to avoid abandonment of
the application, The objection to the drawings will not be held in
abeyance.

Examiner Note:
l. In bracket I, identify the structural details not shown in the
drawings.
2. Follow with form paragraph 6.27, if appropriate.

1/ 6.22.04 Drawings Objected to, incomplete
The drawings are objected to under 37 CFR 1.83(b) because

they are incomplete. 37 CFR 1.83(b) reads as follows:

When the invention consists of an improvement onan old
machine the drawing must when possible exhibit, in one or
more views, the improved. portion itself, disconnected from
the old structure, and also in another view, so much only of
the old structure as will suffice to show the connection of
the invention therewith.

A proposed drawing correction or corrected drawings are
required in reply to the Office action to avoid abandonment of the
application. The objection to the drawings will not be held in
abeyance.

Examiner Note:
1. Supply a full explanation, if it is not readily apparent how the
drawings are incomplete.
2. Follow with form paragraph 6.27, if appropriate.

1/ 6.36 Drawings Do Not Show Claimed Subject Matter
The drawings are objected to under 37 CFR 1.83(a). The

drawings must show every feature of the invention specified in the
claims. Therefore, the [1] must be shown or the feature(s) can
celed from the claim(s). No new matter should be entered.

A proposed drawing correction or corrected drawings are
required in reply to the Office action to avoid abandonment of the
application. The objection to the drawings will not be held in
abeyance.

Examiner Note:
In bracket 1, insert the features that must be shown.
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See also MPEP § 608.02.

608.02(e) Examiner Determines
.Completeness and Consistency
of Drawings

The examiner should see to it that the figures are
correctly described in the brief description of the. sev
eral views of the drawing section of the.specification,
that the reference characters are properly applied, that
no single reference character is used for two different
parts or for agiven part and a modification of such
part, and thatthere are no superfluous illustrations. .

One or more of the following form paragraphs may
be used to require correction..

'f[ 6.22.02 Drawings Objected to, Different Numbers Refer
to Same Part

The drawings are objected to as failing to comply with 37 CPR
L84(p)(4) becanse reference characters "[1]" and "[2]"have both
been used to designate [31; A proposed drawing correction or cor
rected drawings are required in reply to the Office action to avoid
abandonment of the application. The objectionto the drawings
will not be held in abeyance.

Examiner Note:
1. In brackets 1 and 2, identify the numbers which refer to the
samepart.
2. In bracket 3, identify th~ part which is referred to by different
numbers.
3. Follow with form paragraph 6.27, if appropriate.

'f[ 6.22.03 Drawings Objected to, Different Parts Referred
to by Same Number

The drawings are objected to as failing to comply with37 CPR
1.84(p)(4) becausereference character "[l]"~as,been used to des
ignateboth [2] and [3]. A proposed drawing.correction or cor
rected drawings are required in reply to the Office action to avoid
abandonment of the application. The objection to the drawings
will not be held in abeyance.

Examiner Note:
1. In bracket I, identify the number which refers to the different
parts.
2. In brackets 2 .and 3, identify the-parts which are referred to
by the same number.
3. Follow with form paragraph 6.27, if appropriate

'f[ 6.22.06 Drawings Objected to, Reference Numbers Not
in Drawings

The drawings are,objected to as failing to comply with 37.CFR
1.84(p)(5) because they do not inclnde the following reference
sign(s) mentioned in the description: [1]. A proposed drawing cor
rection or corrected drawings are required in reply to the Office
action to avoid abandonment of the application; The objection to
the drawings will not be held in abeyance.

Examiner Note:
1. In bracket 1, specify the reference characters which are not
found in the drawings, including the page and line number where
they first occur in the specification,
2. Follow with form paragraph 6.27, if appropriate.

'f[ 6.22.07 Drawings Objected to, Reference Numbers Not
in Specification

The drawings are objected to as failing to comply with 37 CFR
1.84(p)(5) because they inclnde the following reference sign(s)
not mentioned in the description: [1], A proposed drawing correc
tion, corrected drawings, or amendment to the specification to add
the referencesignis) in the description are required in reply to the
Office action to avoid abandonment of the application. Theobjec
tion to the drawings will not be held in abeyance,

Examiner Note:
1. In bracket 1, specify the reference characters which are not
found in the specification, including the figure in which they
occur,
2. Follow with form paragraph 6.27, if appropriate.

608.02(f) Modifications in Drawings

Modifications may not be shown in broken lines on
figures which show in solid lines another form of the
invention. Ex parte Badger, 1901 C.D. 195, 97 0.0.
1596 (Comm'r Pat. 1901).

All modifications described must be illustrated, or
the text canceled. (Ex parte Peck, 1901 C.D. 136,96
0.0. 2409 (Comm'r Pat. 1901).) This requirement
does not apply to a mere reference to minor variations
nor to well-known and conventional parts.

Form paragraph 6.22,.05 may be used to require
correction.

'f[ 6.22.05 Drawings Objected to, Modifications in Same
Figure

The drawings are objected to noder 37 CPR L84(h)(5)
because Figure [l]show(s) modified forms of construction in the
saine view, Aproposed drawing correction or corrected drawings
are required in reply to the Office action to avoid abandonment of
the application. The objection to the drawings will not be held in
abeyance.

Examiner Note:
1. In bracketI, insert the appropriate-Figure numberfs).
2. Follow with form paragraph 6.27, if appropriate.

608.02(g) Illustration of Prior Art

Figures showing the prior art are usually unneces
sary and should be canceled. Ex parte Elliott, 1904
c.n. 103, 109 0.0. 1337 (Comm'r Pat. 1904). How
ever, where needed to understand applicant's inven-
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tion, they may be retained if designated by a legend
such as "Prior Art."

If the prior art figure is not labeled, form paragraph
6.36.01 may be used.

'I 6.36.01 Illustration of "Prior Art"

Figure [1] should be designated by a legend such as --Prior
Art-. because only that which is old is illustrated. See MPEP §
608.02(g). A proposed drawing correction or corrected drawings
arerequired in reply to the Office actionto avoid abandonment of
the application. The objectionto the drawings will not be held in
abeyance.

608.02(h) Additional, Duplicate, or
Substitute Drawings

When an amendment is filed stating that substitute
or additional sheets of drawings are filed with the
amendment and such drawings have not been trans
mitted to the Technology Center (TC), the technical
support staff in the TC should attempt to locate the
missing drawings. In the next communication of the
examiner, the applicant is notified if the drawings
have been received and whether or not the substitute
or additional drawings have been entered in the appli
cation. If the substitute or additional drawings are not
entered, the examiner should give the applicant a con
cise and complete explanation as to why the drawings
were not entered.

Additional and substitute drawings, together with
the file wrapper, may be routed through the TC
Draftsperson if the examiner would like the draftsper
son's assistance in identifying errors in the drawings.
The draftsperson will note any defects of the drawings
on a PTO-948.

The examiner should not overlook such factors as
new matter, the necessity for the additional sheets and
consistency with other sheets. The technical support
staff will routinely enter all additional and substitute
sheets on the file wrapper. If the examiner decides
that the sheets should not be entered, the examiner
should provide the applicant with the complete,
explicit reasoning for the denial of entry. The entries
made by the technical support staff will be marked
"(N.E.)."

Form paragraph 6.37 may be used to acknowledge
corrected or substituted drawings.

'I 6.37 Acknowledgment of Corrected or Substitute
Drawings

The corrected or substitute drawings were received on [1].
These drawings are[2].

Examiner Note:
1. In bracket2, insert either --acceptable~- or c-nct acceptable--.
2. If not acceptable, an explanation mustbe provided.
3. If not acceptable becauseof informalities notedon PTO-948,
use formparagraph 6.43.

Alternatively, PTOL"326 Office Action Summary
includes a block for acknowledgment of corrected or
substitute drawings.

If an additional sheet of drawing is considered
unnecessary and the original drawing requires alter
ations which are taken care of in the proffered addi
tional sheet, the latter may be used in lieu of the usual
sketch required in making the correction of the origi
nal drawing.

For return of drawing, see MPEP § 608.02(y).

608.02(i) Transfer of Drawings From
Prior Applications

Transfer of drawings from a first pending applica
tion to another will be made only upon the granting of
a petition filed under 37 CFR 1.182 which must set
forth a hardship situation requiring such transfer of
drawings.

608.02(m) Drawing Prints

Preparation and distribution of drawing prints is
discussed in MPEP § 508.

Prints are made of the drawings of an acceptable
application. These prints are kept on top of the papers
on the right side of the file wrapper under any biblio
graphic data sheet. See MPEP § 719.01(b).

All prints and inked sketches subsequently filed to
be part of the record are endorsed with the application
number.

The print should not be permanently marked or in
any way altered. The original drawing, of course,
should not be marked up by the examiner. Where, as
in an electrical wiring application, it is desirable to
identify the various circuits by different colors, or in
any more or less complex application, it is advanta
geous to apply legends, arrows, or other indicia, an
additional print for such use should be made by the
examiner and placed unofficially in the file.

600-101 August2001



608.02(n) MANUAL OF PATENT EXAMINING PROCEDURE

Prints remain in the file at all times except as pro
vided in MPEP § 608.02(c).

INTERFERENCE PRINTS

A print is prepared of each drawing in all applica
tions having a filing date. This interference print is in
addition to the drawing print on white paper. The clas
sification of the application should he placed on the
interference print. All interference prints are then
placed in the interference cabinets.

If an application has several sheets of drawings, the
interference prints should be stapled together at their
top edges before being filed. If the number of sheets
of prints is too large to be stapled, a fastener should be
placed through the holes at the top.

The time when the interference prints are removed
from the drawing cabinets is determined by the Tech
nology Center Director.

The drawings filed by applicant remain in the file
wrapper.

608.02(n) Duplicate Prints in Patentabil
ity Report Applications

In patentability report cases having drawings, the
examiner to whom the application is assigned should

normally obtain a duplicate set of the interference
prints of the drawing for filing in the Technology Cen
ter (TC) to which the application is referred.

When an application that has had patentability
report prosecution is passed for issue or becomes
abandoned, notification of this fact is given by the TC
having jurisdiction of the case to each TC that submit
ted a patentability report. The examiner of each such
reporting TC notes the date of allowance or abandon
ment on his or her duplicate set of prints. At such
time as these prints become of no value to the report
ing TC, theymay be destroyed.

For patentability. reports, see MPEP § 705 to
§ 705.01(f).

608.02(0) Notations Entered on
Drawing

Drawing sheets received by the Mail Center are
endorsed with the application number in the left-hand
margin. If the drawings are filed in the Technology
Center (TC), the TC date of receipt stamp should be
applied to the back of the drawing near the top.

A draftsperson's "stamp" to indicate approval is no
longer required on patent drawings, and these stamps
are 110 longer used by draftspersons. If the drawings
in an allowed application are not indicated as having
been disapproved or canceled, the most-recently filed
drawings will be used for printing the patent.

608.02(p) Correction of Drawings

37 CFR 1.121. Manner of making amendments in
application.

*****
(d) Drawings. Applicationdrawings are amended in the fol

lowing manner; Any change to the application drawings must be
submitted on a separate papershowing the proposed changes in
redfor approval by the examiner. Upon-approvalby the examiner,
new drawings in compliance with § 1.84 including the changes
mustbe filed.

*****
37 CFR 1.85. Corrections to drawings

(a) A utility or plant application will not be. placed on the
files for examination until objections to the drawings have been
corrected. Except as providedin§ 1.215(c), anypatentapplication
publication will not include.drawings filed after the application
has been placed on the .files for examination. Unless applicant is
otherwise notified in an Office action, objections to the drawings
in a utility orplant application will not be held in abeyance; anda
request to hold objections to the drawings in abeyance will not
be considered a bona fide attempt to advance- the application to
final action (§ 1.135(c)). If a drawing ina design application
meets the requirements of § 1.84(e), (I), and (g) and is suitable for
reproduction, but is not otherwise in compliance with § 1.84, the
drawingmay be admitted for examination.

(b) The Office will not release drawings for purposesof cor
rection.If corrections arenecessary, new corrected drawings must
be submitted within the time set by the Office.

(c) If a correcteddrawing is required Or if a drawing does
not comply with § 1.84 at the time an application is allowed,'the
Office may notify the applicant and set a three month period of
time from. the mail date of the notice of allowability within
which the applicant must file a corrected or formal drawing in
compliance with-§ 1.84 to avoid abandonment. This time periodis
not extendable under § 1.136(a) or § 1.136(b).

For corrections which are deferrable, see MPEP
§ 608.02(b).· For correction at allowance and issue,
see MPEP § 608.02(w) and MPEP § 1302.05.

A callceled figure may be reinstated. An amend
ment should be made to the specificationadding the
brief description of the view if a canceled figure is
reinstated.

The following form paragraphs may be used to
notify applicants of drawing corrections.
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'If 6.38 Acknowledgment ofProposed Drawing Correction
The proposed drawing correction andlor the proposed substi

tute sheets of drawings, filed on [1] have been [2]. A proper draw
ing correction or corrected drawings are required in reply to the
Office action to avoid abandonment of the application. The cor
rection to the drawings will not be held in abeyance.

Examiner Note:
1. In bracket 2,insert either --approved-- or --disapproved--.
2. If approved, form paragraph 6.39 and one or more of para
graphs 6.40 or 6.41 or 6.44 must follow.
3. If disapproved, an explanation must be provided.

'If 6.38.0i Proposed Drawing Correction Disapproved,
Changes Not Highlighted

The proposed drawing correction filed on [1] has been disap
proved because it is not in the form of a pen-and-ink sketch show
ing changes in red ink or with the changes otherwise highlighted.
See MPEP § 608.02(v).

'If 6.38.02 Proposed Drawing Correction Disapproved,
New Matter

The proposed drawing correction and/or the proposed substi
tute sheets of drawings, filed on [1] have been disapproved
because they introduce new matter into the drawings. 37 CFR
1.121(a)(6) states that no amend\-ment may introduce new matter
into the disclosure of an application. The original disclosure does
not support the showing of [2].

Examiner Note:
In bracket 2, explain which feature(s) of the proposed drawing

correction constitute(s) new matter.

'If 6.39 USPTO No Longer Makes Drawing Changes
The United States Patent and Trademark Office no longer

makes drawing changes. See 1017 O.G. 4. It is applicant's respon
sibility to ensure that the drawings are corrected. Corrections must
be made in accordance with the instructions below.

Examiner Note:
This form paragraph is to be used whenever the applicant has

filed a request for the Office to make drawing changes. Form
paragraph 6.40 must follow.

'If 6.40 information on How To Effect Drawing Changes

INFORMATION ON HOW TO EFFECT DRAWING
CHANGES

1. Correction of Informalities -- 37 CFR 1.85
New corrected drawings must be filed with the changes incor

porated therein. Identifying indicia, if provided, should include
the title of the invention, inventor's name, and application num
ber, or docket number (if any) if an application number has not
been assigned to the application. If this information is provided, it
must be placed on the front of each sheet and centered within the
top margin. If corrected drawings are required in a Notice of
Allowability (PfOL-37), the new drawings MUST be filed within
the THREE MONTH shortened statutory period set for reply in
the "Notice of Allowability." Extensions of time may NOT be

obtained under the provisions of 37 CFR 1.136(a) or for filing the
corrected drawings after the mailing of a Notice of Allowability.
The drawings should be filed as a separate paper with a transmittal
letter addressed to the Official Draftsperson.
2. Corrections other than Informalities Noted by Draftsperson
on form PTO-948.

All changes to the drawings, other than informalities noted by
the Draftsperson, MUST be made in the same manner as above
except that, normally, a highlighted (preferably red ink) sketch of
the changes to be incorporated into the new drawings MUST be
approved by the examiner before the application will be allowed.
No changes will be permitted to be made, other than correction of
informalities, unless the examiner has approved the proposed
changes.

Timing of Corrections
Applicant is required to submit acceptable corrected drawings

within the time period set in the Office action. See 37 CFR
1.85(a). Failure to take corrective action within the set period will
result in ABANDONMENT of the application.

'If 6.4i Reminder That USPTO No Longer Makes Drawing
Changes

Applicant is reminded that the U.S. Patent and Trademark
Office no longer makes drawing changes and that it is applicant's
responsibility to ensure that the drawings are corrected in accor
dance with the instructions set forth in Paper No. [1], mailed on
[2].

Examiner Note:
This form paragraph is to be used when the applicant has been

previously provided with information on how to effect drawing
changes (i.e., either by way of form paragraph 6.40 or a PTO-948
has been previously sent).

'If 6.42 Reminder That Applicant Must Make Drawing
Changes

Applicant is reminded that in order to avoid an abandonment of
this .application, the drawings must be corrected in accordance
with the instructions set forth in Paper No. [1], mailed on [2].

Examiner Note:
This form paragraph is to be used when allowing theapplica

tion and when applicant has previously been provided with infor
mation on how to effect drawing changes (i.e., by way of form
paragraph 6.40 or a PTO-948 has been previously sent).

'If 6.43 Drawings Contain informalities, Application
Allowed

The drawings filed on[l] are acceptable subject to correction of
the informalities indicated on the attached "Notice of Draftsper
son's Patent Drawing Review," PTO-948. In order to avoid aban
donment of this application, correction is required in reply to the
Office action. The correction will not be held in abeyance.

Examiner Note:
Use this form paragraph when allowing the application, partic

ularly at time of first action issue. Form paragraph 6.40 or 6.41
must follow.
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'Jl 6.44 Drawing Informalities Previously Indicated
In order to avoid abandonment, the drawing informalities

noted in PaperNo. [1], mailed on [2], must now be corrected. Cor
rection can only be effected in the manner set forth' in the above
noted paper.

Examiner Note:
Use this form paragraph when allowing the application and

applicant has previously been informed of informalities in the
drawings.

'Jl 6.47 Examiner's Amendment Involving Drawing
Changes

The following changes to the drawings have been approved by
the examiner and agreed upon by applicant: [1]. In order to avoid
abandonment of the application, applicant must make these agreed
upon drawing changes.

Examiner Note:
1. In bracket 1, insert the agreed upon drawing changes.
2. Form paragraphs 6.39 and 6.40 should follow, as appropriate.

608.02(q) Conditions Precedent to
Amendment of Drawing

See MPEP § 507 for changes to the patent draw
ings for purposes of a patent application publication.

If applicant wishes to amend the original drawings,
at his or her own initiative, applicant is encouraged to
submit new drawings as soon as possible, and prefera
bly before allowance of the application.

608.02(r) Separate Letter

Any proposal by the applicant for amendment of
the drawing to cure defects must be embodied in a
separate letter. Otherwise the application, unless in
other respects ready for issue, cannot be corrected,
and applicant must be so advised in the next action by
the examiner.

For changes which may require sketches, see
MPEP § 608.02(v).

608.02(t) Cancelation of Figures

Cancelation of one or more figures which do not
occupy entire sheets of the drawings is done by the
technical support staff in the Technology Center (TC)
who encloses a figure and its legend with a red ink
line. No portion of the figure itself should be crossed
by the red line. The words "CANCEL per" and the
date of the amendment directing the cancelation or the
date that substitute sheets are filed should be written
in red ink within the red line. Applicant will be

required to submit a replacement sheet of drawings
without the canceled figure. Cancelation of an entire
sheet of drawings is done by stamping the words
"CANCEL per" on the back side of the drawing sheet.
Canceled drawing sheets should be placed upside
down at the bottom of the papers on the right side of
the file wrapper.

When the cancelation of some of the figures from
one sheet of drawings has left the remaining figures
with an inartistic arrangement, the examiner should
consult with the Draftsperson as to whether the
remaining figures should be transferred to other sheets
already in the case or shown in additional drawings.
Cancelation of a figure may necessitate renumbering
of the remaining figures.

608.02(v) Drawing Changes Which
Require Sketches

When changes are to be made in the drawing itself,
other than mere changes in reference characters, des
ignations of figures, or inking over lines pale and
rough, a print or pen-and-ink sketch must be filed
showing such changes in red ink or with the changes
otherwise highlighted. Ordinarily, broken lines may
be changed to full without a sketch.

Sketches filed by an applicant and used for correc
tion of the drawing will not be returned. All such
sketches must be in ink or permanent prints.

608.02(w) Drawing Changes Which May
Be Made Without Applicant's
Sketch

Where an application is ready for issue except for a
slight defect in the drawing not involving change in
stmcture, the examiner will prepare a letter to the
applicant indicating the change to be made and note in
pencil on the drawing the addition or alteration to be
made. The marked-up copy of the drawing should be
attached to the letter to the applicant.

The correction must be made at applicant's
expense.

As a guide to the examiner, the following correc
tions are illustrative of those that may be made by
penciling in the change on the drawing without a
sketch:

CA) Adding two or three reference characters or
exponents.
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(B) Changing one or two numerals or figure ordi
nals. Garrett v. Cox, 233 F.2d 343, 346, 110 USPQ
52, 54 (CCPA 1956).

(C) Removing superfluous matter.
(D) Adding or reversing directional arrows.
(E) Changing Roman Numerals to Arabic

Numerals to agree with specification.
(F) Adding section lines or brackets, where easily

executed.
(G) Changing lead lines.
(R) Correcting misspelled legends.

608.02(x) Disposition of Applications
with Proposed Drawing
Corrections

Where the correction of the drawing is approved by
the examiner, the application and drawing are for
warded to the Publishing Division along with the
Notice of Allowance.

CORRECTION NOT APPROVED

Where the correction is not approved, for example,
because the proposed changes are erroneous, or
involve new matter or (although otherwise proper) do
not include all necessary corrections, the examiner
should explicitly and clearly set forth all the reasons.
for not approving the corrections to the drawings in
the next communication to the applicant. See MPEP
§ 608.02(p) for suggested form paragraphs that may
be used by examiners to notify applicants of drawing
corrections.

608.02(y) Return of Drawing

If there is an acceptable drawing in the application,
nonentered drawings that have been finally denied
admission will not be returned to the applicant.

608.02(z) Allowable Applications
Needing Drawing Corrections
or Corrected Drawings

If an application is being allowed, and corrected
drawings have not been filed, form PTOL-37 provides
an appropriate check box for requiring corrected
drawings.

Allowable applications with informal .drawings
should be turned in for counting and forwarding to the

Publishing Division without the drawings having
been corrected. Examiners should not require new
drawings merely because the applicant indicated that
the drawings submitted on filing were informal. The
drawings requiring correction should be placed as the
top papers in the center fold of the file wrapper. A
proposed drawing correction, for example a drawing
sheet with corrections marked in pencil, should be sta
pled to the right outside flap of the file wrapper over
the area having the search information. Care should
be taken to make certain that the corrections have
been approved by the examiner. Such approval should
be made by the examiner prior to counting the allow
ance of the application by writing "Approved," the
examiner's initials or full name, and the date, on the
front page of the proposed drawing corrections.

Extensions of time to provide acceptable drawings
after the mailing of a notice of allowability are no
longer permitted. A "yellow tag" is no longer required
to be used in allowable applications that need drawing
corrections. If the Office of Publications receives
drawings that cannot be scanned or are otherwise
unacceptable for publication, the Office of Publica
tion will mail a requirement for corrected drawings,
giving applicant a shortened statutory period of two
months (with no extensions of time permitted) to
reply. The drawings will ordinarily not be returned to
the examiner for corrections.

APPLICATIONS HAVING LOST DRAWINGS

A replacement drawing should be obtained from
the Office of Initial Patent Examination's records of
the application as originally filed. If the reproduced
drawings are not acceptable for publishing, applicant
should be required to submit corrected drawings.

The Notice of Allowability is verified and printed
using PALM, and the Notice is mailed to the appli
cant.

The application is then forwarded to Licensing and
Review or the Publishing Division, as appropriate,
using the PALM transaction code after the application
has been revised for issue.

UTILITY PATENT APPLICATIONS
RECEIVING FORMAL DRAWINGS AFTER
THE NOTICE OF ALLOWABILITY

Where substitute drawings are received in utility
patent applications examined with informal drawings
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and the Notice of Allowability was mailed prior to the
receipt of the substitute drawings, the technical sup
port staff should forward the substitute .drawings to
the Publishing Division. Submission to the examiner
is not necessary. unless an amendment accompanies
the drawings which changes the specification, such as
where the description of figures is added or canceled.

BORROWING FILES FROM PUBLISHING
DIVISION

Allowed files requiring drawing corrections are
sentto the Publishing Division. At times, examiners
have a need to borrow these applications. When bor
rowing applications, examining corps personnel must
submit a request to the Office of PatentPublications
Customer Service Center.

37 CFR 1.312AMENDMENTS

Inhandling 37 CPR 1.312 amendments, the exam
ining c~rps should processdrawings c.imceledin the
normal manner. If there are corrections to the draw
ing,approval, if appropriate, is indicated by the exam
iner on form PTOL-271in conjunction with form
paragraph 6.48; the .paragraph sets the. ~ppropriate
periodfor effecting the approved drawing change.

'j[ 6.48 Drawing Changes in 37 CFR I.312Amendment
Applicant is hereby given ONE MONTH from the mailing

date of this letter or until the expiration of the period set in the
"Notice of Allowance" (PTOL-85) or "Notice 'ofAllowability"
(PTOL-37 or PrOM3?), whichever is longer, to file corrected draw
ings,

Examiner Note:
Use withthe ·37 CFRl.312 amendment noticewhere there is a

drawing correction proposal or request

(2) Is specifically required by the Office; or

(3) Is filed with a petition under this section including:

(i) Thefee set forth in § \.l7(h); and

(ii) An explanation of why .entry of the model or
exhibit in the,file record is necessary to demonstrate patentability.

(b)· Notwithstanding the provisions of paragraph (a) of this
section, a model, working model, or other physical exhibit may be
required by the Office if deemed necessary -for any purpose in
examination of the application.

Models or exhibits are generally not admitted as
part of an application or patent unless the require
ments of 37 CPR 1.91 are satisfied:

With the exception of cases involving perpetual
motion, a. model is not ordinarily required by the
Office to demonstrate the operativeness of a device. If
operativeness of a device is questioned, the applicant
must establish it to the satisfaction of the examiner,
but he or..she may choose his or her own way of so
doing.

A physical exhibit, not to be part of the application,
is generally not refused except when bulky or danger
ous. Such exhibit, if left with the examiner, may be
disposed of at the discretion of the Office.

37 CFR 1.93. Specimens.
When the invention relates to a composition of matter, the

applicantmay be required to furnish specimens of the composi
tion,or of its ingredients or intermediates, for the purpose of

.inspection or experiment.

See MPEP Chapter 2400 regarding treatment-of
biotechnology deposits.

608.03(a) Handling of Models, Exhibits,
and Specimens

37 CFR 1.91. Models or exhibits not generally admitted as
partofapplication or patent.

(a) A model or exhibit will not be admitted.aspart or the
record of an application unless it:

(1) Substantially conforms to "the requirements of
§ 1.52 or § 1.84;

35 U.S.C. 114. Models, specimens.
The Director may require the applicant to furnish a model-of

convenient size to'exhibit'advantageously the several parts of his
invention.

When, the invention relates to a compositi0Il .of matter, the
Di~ector may require the applicant to furnish specimens or ingre
dients for the purpose of inspection or experiment.

608.03

August 2001

Models, Exhibits, Specimens All modelsand exhibits received in the U.S. Patent
and Trademark Office should be taken to the Technol
ogy Center (TC) assigned the related application for
examination. The receipt of all models and exhibits
which are to be entered into the application file record
must be properly recorded on the "Contents" portion
of the application file wrapper.

A label indicating the application number, filing
date, and attorney's name and address should be
attached to the model or exhibit so that it is clearly
identified and easily returned after prosecution of the
application is closed, if return is requested and the
model or exhibit is deemed not. necessary for the
examination of the application. See 37 CPR 1.94.
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*****

*****

(0 No new matter. No amendment may introduce new mat
terintothedisclosure of anapplication.

37 CFR 1.121. Manner oj making amendments in
application.

New Matter

In establishing a disclosure, applicant may rely not
only on the specification and drawing as filed but also
on the original claims if their content justifies it. See
MPEP § 608.01(1).

608.04

tionorpatent shallnotbe taken from theOfficeexceptin thecus
tody of an employee of the Office specially authorized by the
Commissioner.

If the model or exhibit cannot be conveniently
stored within the application file wrapper, it should
not be accepted.

Models and exhibits may be presented for demon
stration purposes during an interview. The models
and exhibits shonld be taken away by applicant or hisl
her attorney or agent at the conclusion of the inter
view since models or exhibits are generally not per
mitted to be admitted as part of the application or
patent unless the requirements of 37 CFR 1.91 are sat
isfied. See MPEP § 713.08. A full description of
what was demonstrated or exhibited during the inter
view must be made of record. See 37 CFR 1.133.
Any model or exhibit that is left with the examiner at
the conclusion of the interview, which is not made
part of the application or patent, may be disposed of at
the discretion of the Office.

37 CFR 1.94. Return ojmodels, exhibits or specimens.

Models, exhibits, or specimens in applications which have be
come abandoned, and also in otherapplications on conclusion of
the prosecution, may be returned to the applicant upon demand
andathis expense, unless it be deemednecessarythattheybe pre
served in the Office. Such physical exhibits in contested cases
may be returned to the parties at their expense. If not claimed
withina reasonable time, they maybe disposedof at thediscretion
of theConunissioner.

Upon request by applicant for the return of a model
or exhibit, the model or exhibit will be returned to
applicant at applicant's expense if (1) the examiner
determines that it is not necessary to preserve the
model or exhibit in the Office, and (2) the model or
exhibit has not been earlier disposed of by the Office.
A letter should be written to applicant by the TC stat
ing that the model or exhibit is being returned under
separate cover, and the model or exhibit should be for
warded with a copy of the letter and an address label
to the Mail Center for wrapping and return.

For disposition of exhibits which are part of the
record, see MPEP § 715.07(d).

For plant specimens, see MPEP § 1607 and 37 CFR
1.166.

37 CFR 1.95. Copies ojexhibits.

Copiesof models or other physical exhibits will not ordinarily
be furnished by theOffice,andanymodelorexhibit in anapplica-

While amendments to the specification and claims
involving new matter are ordinarily entered, such
matter is required to be canceled from the descriptive
portion of the specification, and the claims affected
are rejected under 35 U.S.C. 112, first paragraph.

When new matter is introduced into the specifica
tion, the amendment should be objected to under 35
U.S.c. 132 (35 U.S.C. 251 if a reissue application)
and a requirement made to cancel the new matter. The
subject matter which is considered to be new matter
must be clearly identified by the examiner. If the new
matter has been entered into the claims or affects the
scope of the claims, the claims affected should be
rejected under 35 U.S.c. 112, first paragraph, because
the new matter is not described in the application as
originally filed.

A "new matter" amendment of the drawing is ordi
narily not entered; neither is an additional or substi
tute sheet containing "new matter" even though
provisionally entered by the TC technical support
staff. See MPEP § 608.02(h).

The examiner's holding of new matter may be peti
tionable or appealable. See MPEP § 608.04(c).

For new matter in reissue application, see MPEP
§ 1411.02. For new matter in substitute specification,
see MPEP § 608.01(q).

Note: No amendment is permitted in a provisional
application after it receives a filing date.
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. Matter not in the original specification, claims, or
drawings is usually new matter. Depending on cir
cumstances such as the adequacy of the original dis
closure, the addition of inherent characteristics such
as chemical or physical properties, a new structural
formula or a new use may be new matter. See Ex
parte Vander Wal, 109 USPQ 119, 1956 C.D. 11,705
o.o 5 (Bd. App. 1955) (physical properties), Ex parte
Fox, 128 USPQ 157, 1960 C.D. 28, 761 o.o 906 (Bd.
App. 1957) (new formula) and Ex parte Ayers, 108
USPQ 444 (Bd. App. 1955) (new use). For rejection
of claim involving new matter, see MPEP
§ 706.03(0).

For completeness of disclosure, see MPEP §
608.01(p). For trademarks and tradenames, see
MPEP § 608.01(v).

608.04(b) New Matter by Preliminary
Amendment *****

37 CFR 1.52. Language, paper, writing, margins, compact
disc specifications.

608.04(c) Review of Examiner's Holding
of New Matter

Sequence Listing Table, or
Computer Program Listing
Appendix Submitted on a
Compact Disc

608.05

Where the new matter is confined to amendments
to the specification, review of the examiner's require
ment for cancelation is by way of petition. But where
the alleged new matter is introduced into or affects the
claims, thus necessitating their rejection on this
ground, the question becomes an appealable one, and
should not be considered on petition even though that
new matter has been introduced into the specification
also. 37 CFR 1.181 and 37 CFR 1.191 afford the
explanation of this seemingly inconsistent practice as
affecting new matter in the specification.

in Original
Claims, or

608.04(a) Matter Not
Specification,
Drawings

An amendment is sometimes filed along with the
filing of the application. Where a 37 CFR 1.53(b)
application is filed without a signed oath or declara
tion and such application is accompanied by an
amendment, that amendment is considered a part of
the original disclosure. The subsequently filed oath or
declaration must refer to both the application and the
amendment. See MPEP § 714.09.

An amendment which adds additional disclosure
filed with a request for a continuation-in-part applica
tion filed prior to December I, 1997 under former 37
CFR 1.62 is automatically considered a part of the
original disclosure of the application by virtue of the
rule. Therefore, the oath or declaration filed in such
an application must identify the amendment adding
additional disclosure as one of the papers which the
inventor(s) has "reviewed and understands" in order
to comply with 37 CFR 1.63. If the original oath or
declaration submitted in a continuation-in-part appli
cation filed prior to December 1, 1997 under former
37 CFR 1.62 does not contain a reference to the
amendment filed with the request for an application
under former 37 CFR 1.62, the examiner must
require a supplemental oath or declaration referring to
the amendment.

(e) Electronic documents that are to become part of the per
manent United States Patent and Trademark Office records in the
file a/a patent application or reexamination proceeding.

(1) The following documents may be submitted to the
Office on a compact disc in compliance with this paragraph:

(i) A computer program listing (see § 1.96);
(ii) A "Sequence Listing" (submitted under §

1.821(c»; or
(iii) A table (see § 1.58) that has more than 50 pages of

text.
(2) A compact disc as used in this part means a Compact

Disc-Read Only Memory (CD-ROM) or a Compact Disc-Record
able (CD-R) in compliance with this paragraph.A CD-ROM is a
"read-only" medium on which the data is pressed into the disc so
that it cannot be changed or erased. A CD-R is a "write once"
medium; on which once the data is recorded, it is permanent and
cannot be changed or erased.

(3)(i) .Each compact disc must conform to the Interna
tional Standards Organization (ISO) 9660 standard, and the con
tents of each compact disc must be in compliance with the
American Standard Code for Information Interchange (ASCII).

(li) Each compact disc must be enclosed in a hard
compact disc case within an unsealed padded and protective mail
ing envelope and accompanied by a transmittal letter on paper in
accordance with paragraph (a) of this section. The transmittal let
ter must list for each compact disc the machine format(e.g., IBM
PC, Macintosh), the operating system compatibility (e.g., MS
DOS, MS-Windows, Macintosh, Unix), a list of-files contained on
the compact disc including their names, sizes in bytes; and dates
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of creation, plus any other special information that is necessary to
identify, maintain, and interpret the information on the compact
disc. Compact discs submitted to the Office will not be returned to
the applicant.

(4) Any compact disc must be submitted in duplicate
unless it contains only the "Sequence Listing" in computer read
able form required by § 1.821(e). The compact disc and duplicate
copy must be labeled "Copy I" and "Copy 2," respectively. The
transmittal letter which accompanies the compact disc. must
include a statement that the two compact discs are identical. In the
event that the two compact discs are not identical, the Office will
use the compact disc labeled "Copy 1" for further processing. Any
amendment to the information on a compact disc must be by way
of a replacement compact disc in compliance with this paragraph
containing the substitute information, and must be accompanied
by a statement that the replacement compact disc contains no new
matter. The compact disc and copy must be labeled "COPY 1
REPLACEMENT MMJDDIYYYY" (with the month, day and
year of creation indicated), ahd "COPY 2 REPLACEMENT MMI
DDIYYYY," respectively.

(5) The specification must contain an incorporation-by
reference of the material on the compact disc in a separate para
graph (§ 1.77(b)(4)), identifying each compact disc by the names
of the files contained on each of the compact discs, their date of
creation and their sizes in bytes. The Office may require applicant
to amend the specification to include in the paper portion any part
of the specification previously submitted on compact disc.

(6) A compact disc must also be labeled with the follow-
ing information:

(i) The name of each inventor (if known);
(ii) Title of the invention;
(iii) The docket number, or application number if

known, used by the person filing the application to identify the
application; and

(iv) A creation date of the compact disc.
(v) If multiple compact discs are submitted, the label

shall indicate their order (e.g. "1 of X").
(vi) An indication that the disk is "Copy 1" or "Copy

2" of the submissiou. See paragraph (b)(4) of this section.

(7) If a file is unreadable on both copies of the disc, the
unreadable file will be treated as not having been submitted. A file
is unreadable if, for example, it is of a format that does not comply
with the requirements of paragraph (e)(3) of this section, it is cor
rupted by a computer virus, or it is written onto a defective com
pact disc.

37 CFR 1.77. Arrangement ofapplication elements.
(a) The. elements of the application, if applicable, should

appear in the following order:

(1) Utility application transmittal form.
(2) Fee transmittal form.
(3) Application data sheet (see § 1.76).
(4) Specification.

(5) Drawings.

(6) Executed oath or declaratiou.

(b) The specification should include the following sections
in order:

(1) Title of the invention, which may be accompanied by
an introductory portion stating the name, citizenship, and resi
dence of the applicant (unless included in the application data
sheet).

(2) Cross-reference to related applications (unless
included inthe application data sheet).

(3) Statement regarding federally sponsored research or

development.
(4) Reference to a "Sequence Listing," a table, or a com

puter program listing appendix submitted on a compact disc and
an incorporation-by-reference of the material on the compact disc
(see § 1.52(e)(5)). The total number of compact discs including
duplicates and the files on each compact disc shall be specified.

(5) Background of the invention.

(6) Brief summary of the invention.

(7) Brief description of the several views of the drawing.
(8) Detailed description of the invention.

(9) A claim or claims.

(lO)Abstract of the disclosure.

(ll)"Sequence Listiug," if on paper (see §§ 1.821
through 1.825).

(c). The text of the specification sections defined in para
graphs (b)(I) tbrough (b)(ll) of this sectiou, if applicable, should
be preceded by a section heading in uppercase and without under
lining or bold type.

Special procedures for the presentation of large
tables, computer program listings and certain biose
quences ou compact discs are set forth in 37 CFR
1.52(e). Use of compact discs is desirable iu view of
the lengthy data listings being submitted as part of the
disclosure in some pateut applicatious. Such listings
are often several hundred pages or more in length. By
filing and publishing such data listings on compact
disc rather than ou paper, substantial cost savings can
result to the applicauts, the public, andthe U.S. Patent
and Trademark Office.

BACKGROUND

A compact disc submitted under 37 CPR 1.52(e)
must either be a CD-ROM or a CD-R. A CD-ROM is
made by a process of pressing the disc from a master
template; the data cannot be erased or rewritten. A
CD-R is a compact disc that has a recordiug medium
only capable of writing once. CD-RW type media
which are erasable and rewriteable are not acceptable.
Limiting the media types to CD-ROM and CD-R
media will ensure the longevity and integrity of the
data submitted. The files stored on the compact disc
must contain only ASCII characters. No non_ASCII
characters or proprietary file formats are permitted. A
text viewer is recommended for viewing ASCII files.
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While virtually any word processor may he used to
view an ASCII file, care must he taken since a word
processor will often not distinguish ASCII and non
ASCII files when displayed. For example, a word pro
cessor normally does not display hidden proprietary
non-ASCII characters used for formatting when view
ing a non-ASCII word processor file.

Compact disc(s) filed on the date that the applica
tion was accorded a filing date are to be treated as part
of the .originally filed disclosure even if the requisite
"incorporation by reference" statement (see 37 CFR
1.77(b)(4» is omitted. Similarly, if a preliminary
amendment that accompanies the application when it
is filed in the Office is identified in the oath or decla
ration, and the preliminary amendment includes com
pact disc(s), the compact disc(s) will be treated as part
of the original disclosure. The compact disc(s) is con
sidered part of the original disclosure by virtue of its
inclusion with the application on the date the applica
tion is accorded a filing date. The incorporation by
reference statement of the material on the compact
disc is required to be part of the specification to allow
the Office the option ofseparately printing the mate
rial on compact disc. The examiner should require
applicant(s) to insert this statement if it is omitted or
the examiner may insert the statement by examiner's
amendment at the time of allowance.

All compact discs submitted under 37 CFR 1.52(e)
must be submitted in duplicate labeled as "copy 1"
and "copy 2" respectively. If more than one compact
disc is required to hold all of the iuformation, each
compact disc must be submitted in duplicate to form
two sets of discs: one set labeled "copy 1" and a sec
ond set labeled "copy 2." Both disc copies shouldini
tially be routed to the Office of Iuitial Patent
Examination (OIPE). The compact discs will be
checked by OIPE for viruses, readability, the presence
of non-ASCII files, and compliance with the file and
disc labeling requirements. OIPE will retain one copy
of the discs and place the other copy in a holder fas
tened into the application file jacket. In the event that
there is not a complete set of files on both copies of
the originally filed discs, OIPE will retain the origi
nally filed discs and send a notice to the applicant to
submit an additional complete copy. For provisional
applications, OIPE will provide applicant notification
and, where appropriate, require correction for virus
infected compact discs, unreadable compact discs (or

unreadable files thereon); and missing duplicate discs.
An amendment to the material on a compact disc must
be done by submitting a replacement compact disc
with the amended file(s). The amendment should
include a corresponding amendment to the description
of the compact disc and the files contained on the
compact disc in the paper portion of the specification.
A replacement compact disc containing the amended
files must contain all of the files of the original com
pact disc that were not amended. This will insure that
the Office, printer, and public can quickly access all
of the current files in an application or patent by refer
encing only the latest set of compact discs.

Compactdiscs should be stored in the compact disc
holder provided in each application file. The compact
discs, especially the non-label side, should not be
scratched, marked or otherwise altered or deformed.
Compact discs and application files containing com
pact discs should not be stored in areas exposed to
heat and humidity that might damage the discs.

Ifa compact disc becomes damaged or lost from
the file wrapper, OIPE will make a duplicate replace
ment copy of the disc from the copy retained in 0 IPE.
At time of allowance, if a replacement disc is
required, the application file and replacement request
should be forwarded to OIPE to provide the replace
ment disc.

Examiners may view the files on the application
compact disc using virtually any text reader or the MS
Word word processor software installed on their
workstation. Special text viewing software will be
provided on examiner workstations in Technology
Centers that receive ASCII files that are not readily
readable using the MS Word word processor software.

The following form paragraphs may be used to
notify applicant of corrections needed with respect to
compact disc submissions.

'f[ 6.60.0i CD-ROM/CD-R Requirements (No Statement
that CDs are identical)

This application is objected to nuder 37 CPR 1.52(e)(4)
because it does not contain a statementin the transmittal letter that
the two compact discs are identical. Correction.is required.

'f[ 6.60.02 CD-ROM/CD-R Requirements (No Listing in
Transmittal Letter)

This applicationis objected to because it contains a datafile
on CD-ROMlCD-R, however, the transmittal letter does not list
for each compact disc, the machine format, the operating system
compatibility, a list of files contained on thecompact disc includ
ing their names, sizes in bytes, and dates of creation, plus any
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other special information that is necessary to identify, maintain,
and interpret the information on the compact disc as required by
37 CFR 1.52(e)(3). A statement listing the reqnired infnrmation is
required.

'f[ 6.61.01 Specification Lacking List of Compact Disc(s)
and lor Associated Files

Portions of this application are contained on compact disc(s).
When portions of an application are contained on a compact disc,
the paper portion of the specification must identify the compact
disc(s) and list the files including name, file size, and creation date
on each of the compact discs. See 37 CFR 1.52(e). Compact disc
labeled[l] is not identified in the paper portion of the specification
with a listing of all of the files contained on the disc. Applicant is
required to amend the specification to identify each disc and the
files contained on each disc including the file name, file size, and
file creation date.

Examiner Note:
In bracket 1, insert the name on the label of the compact disc.

'f[ 6.61.02 Specification Lacking An Incorporation By
Reference Statement for the Compact Disc

This application contains compact disc(s) as part of the origi
nally filed subject matter, but does not contain an incorporation by
reference statement for the compact discs. See 37 CFR 1.77(b)(4).
Applicant(s) are required to insert in the specification an incorpo
ration-by-reference of the material on the compact disc(s).

'f[ 6.62 Data File on CD-ROM/CD-R Not in ASCll File
Format

This application contains a data file on CD-ROMlCD-R that
is not in an ASCII file format. See 37 CFR 1.52(e). File [1] is not
in an ASCII format. Applicant is required to resubmit file(s) in
ASCII format. No new matter may be introduced in presenting the
file(s) in ASCII format.

Examiner Note:
1. This form paragraph must be. used to indicate whenever a
data file (table, computer program listing or Sequence Listing) is
submitted in a non-ASCII file format. The file may be in a file for
mat that is proprietary, e.g., a Microsoft Word, Excel or WordPer
fect file format; and/or the file may contain non-ASCII characters.

2. In bracket 1, insert the name of the file and whether the file is
a non-text proprietary file format and/or contains non-ASCII char
acters.

The following form paragraphs should be used to
respond to amendments which include amended or
substituted compact discs.

'f[ 6.70.01 CD-ROMICD-R Requirements (Amendment
Does Not Include Statement that CDs are Identical)

The amendment filed [1] is objected to under 37 CFR
1.52(e)(4) because it does not contain a statement in the transmit
tal letter that the two compact discs are identical. Correction is
required.

'f[ 6.70.02 CD-ROMICD-R Requirements (No Listing in
Transmittal Letter Submitted With Amendment)

The amendment filed [1] contains data on compact disc(s).
Compact disc labeled [2] is not identified in the transmittal letter
and/or the transmittal letter does not list for each compact disc, the
machine format, the operating system compatibility, a list of files
contained on the compact disc including their names, sizes in
bytes, and dates of creation, plus any other special information
that is necessary to identify, maintain, and interpret the informa
tion on the compact disc as required by 37 CFR 1.52(e)(3). A
statement listing the required information is required.

Examiner Note:
1. Use this form paragraph when the transmittal letter does not
include a listing of the files and required information.
2. In bracket 1, insert the date of the amendment.
3. In bracket 2, insert the name on the label of the compact disc.

'f[ 6.71.01 Specification Lacking List of Compact Disc(s)
and/or Associated Files (Amendment Filed With Compact
Disc(s))

The amendment filed [1] contains data on compact disc(s).
Compact disc labeled [2] is not identified in the paper portion of'
the specification with a listing of "all of the files contained on the
disc. Applicant is required to amend the specification to identify
each disc and the files contained on each disc including the file
name, file size, and file creation date. See 37 CFR 1.52(e).

Examiner Note:
1. In bracket 1, insert the date of the amendment.

2. In bracket 2, insert the name on the label of the compact disc.

'f[ 6.71.02 Specification Lacking An Incorporation By
Reference Statement for the Compact Disc (Amendment
Filed With Compact Disc)

The amendment filed [1] amends or adds a compact disc(s).
See 37 CFR 1.77(b)(4) and 1.52(e)(5). Applicant is required to
update or insert 'an incorporation-by-reference of the material on
the compact disc(s) in the specification.

Examiner Note:
1. Use this form paragraph when the CD-ROMlCD-R is filed
with an amendment, but the .required incorporation-by-reference
statement is neither amended nor added to the specification.
2. In bracket 1, insert the date of the amendment.

'f[ 6.72.01 CD-ROMlCD-R Requirements (CDs Not
Identical)

The amendment filed [1] is objected to under 37 CFR
1.52(e)(4) because the two compact discs are not identical. Cor
rection is required;

Examiner Note:
1. Use this form paragraph when the two compact discs are not
identical.
2. See also form paragraph 6.70.01 where the transmittal letter
does not include a statement that the two compact discs are identi
cal.
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'f[ 6.72.02 Data File, Submitted With Amendment, on CD
ROM/CD-R Not in ASCII File Format

The amendment filed [1] contains a data file on CD"ROM/CD
R that is not in an ASCII file format. File [2] is not in an ASCII
format. Applicant is required to resnbmit file(s) in ASCII format
as required by 37 CPR 1.52(e)(3). No new matter may be intro
duced in presenting the file(s) in ASCIlfonnat

Examiner Note:
1. This .form paragraph must be used whenever a data file
(table, compu;ter:program listing or Sequence Listing) is submit
ted in a non-ASCII file format. The file may be in a file format
that is proprietary, e.g., a Microsoft Word,Excel or Word Perfect
fileformat; and/or thefJ.lecontains non-ASCIIcharacters.
2. In bracket 1, insert the date of the amendment.
3. In bracket 2, insert the name of the file and whether the ftJe is
a non-text proprietary file format and/or contains non-ASCII char
acters.

'f[ 6.72.03 CD-ROM/CD-RAre Not Readable
The amendment filed [I] contains a data file on CD-ROM/CD

R that is unreadable. Applicant is required to resubmit the file(s)
in International Standards Orgartization (ISO) 9660 standard and
American Standard Code for Information Intercbange (ASCII)
format as. required by 37 CPR 1.52(e)(3). No new matter may be
introduced in presenring the file in ISO 9660 and ASCII format.

'f[ 6.72.04 CD-ROM/CD-R Contains Viruses
The amendment filed [1] is objected to because the colllpact

disc contains at least one virus. Correction is required.

s: 6.72.05 CD-ROM/CD-R Requirements (Missing Files
On Amended Compact Disc)

The amendment to the application filed [1] is objected to
because the newly submitted compact disc(s) do not contain all of
the unamended data filers) together with the amended data filers)
that were 'OD the CD-ROM/CD-R. Since amendments toacom
pact disc can only be' made by providing a replacement compact
disc, the replacement disc must include all of the files, both
amendedand unamended,to he a completereplacement.

Examiner Note:
Use:this form paragr~ph when a replacement compact'.~isc is

submitted that fails to include all, of the files on the original com
pact diSc(s) thathave not been cancelledby amendment.

608.05(a) Deposit of Computer Program
Listings

37 CFR 1.96. Submission of computer program listings.
(a) General. Descriptions of the operationandgeneral con

tent of computer program listings should appear in the description
portion of the specification. A computer program-listing for the
purpose of.thissection is defined as a printout that lists, in appro
priate sequence the instructions, routines, and other contents of a
program for a, computer. The program; listing may .be either in
machine ,or -_ machine-independent, (object ,,0[," source) language
which will cause a computer to perform a desired procedure or

task such as solve a problem, regulate the flow of work ina com
puter" or control, or monitor events. Computer program listings
may be submitted in patent applications as set forth in paragraphs
(b) and (c) of this section.

(b) Material which will be printed in the patent If the com
puter program.listing is contained in 300 lines or fewer, with each
line of 72 characters or fewer, it may be submitted either as draw
ings or as part of the specification.

(1) Drawings. If the listing is submitted as drawings, it
must be submitted in the manner and complying with the require
ments for drawings as provided in- § 1.84. At least -one figure
numeral is required on each sheet of drawing.

(2) Specification.
(i) If the listing is submitted as part of the specifica

tion,it must be submitted in accordance with the provisions of §
1.52.

(ii) Any listing having more than 60 lines of code that
is submitted as part of the specification must be positioned at the
end of the description but before the claims. Any amendment
must be made by way of submission of a substitute sheet.

(c) As an appendix which will not be printed: Any computer
program listing may, and any'computer program' listing having
over 300 lines (up to 72 characters per line) must, be submitted art
a compact disc in compliance with § 1.52(e). A compact disc con
taining such 'a computer' program listing is to be referred to as a
"computer program listing appendix." The' "computer program
listing appendix" will not be part of the printed patent. The speci
fication must .ihclude a reference to the "computer program listing
appendix" at the location indicated in § 1.77(b)(4).

"(I) Multiple computer program lisrings for a single appli
cation may be placed on a single compact disc. Multiple compact
discs maybe submitted for a single application if necessary. A
separate compact disc is required for each application containing a
computer program listing that must be submitted on a "computer
program listing appendix."

(2) The "computer program listing appendix" must be
submitted on a compact disc that complies with § 1.52(e) and the
following specifications (no other format shall be allowed):

(i) Computer Compatibility: mM PCIXT/AT, or com
patibles; or Apple Macintosh;

(ii) Operaring System Compatibility: MS-DOS, MS
Windows; Unix, or Macintosh;

(iii) Line Terminator: ASCII Carriage Return plus
ASCn Line Feed;

(iv) Control Codesrthe data must not be dependent on
control characters or codes which are not defined in the ASCII
character set; and

(v) Compression: uncompressed data.

Special procedures for presentation of computer
program listings in the form of compact disc files in
U.S. national patenl applications are set forth in 37
CFR 1.96. Use of compact disc files is desirable in
view of the number of computer program listings
being submitted as part of the disclosure iu patent
applications. Such listings are often several hundred
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pages in length. By filing and pnblishing such com
puter program listings on compact discs rather than on
paper, substantial cost savings can result to the appli
cants, the public, and the U.S. Patent and Trademark
Office.

BACKGROUND

A computer program listing, as used in these rules,
means the printout that lists, in proper sequence, the
instructions, routines, and other contents of a program
for a computer. The listing may be either in machine
or machine-independent (object or source) program
ming language which will cause a computer to per
form a desired task, such as solving a problem,
regulating the flow of work in computer, or control
ling or monitoring events. The general description of
the computer program listing will appear in the speci
fication while the computer program listing may
appear either directly or as a computer program listing
on compact disc appendix to the specification and be
incorporated into the specification by reference.

Copies of publicly available computer program
listings are available from the U.S. Patent and Trade
mark Office on paper and on compact disc at the cost
set forth in 37 CFR 1.19(a).

DISCUSSION OF THE BACKGROUND AND
MAJOR ISSUES INVOLVED

The provisions of 37 CFR 1.52 and 37 CFR 1.84
for submitting specifications and drawings on paper
have been found suitable for most patent applications.
However, when lengthy computer program listings
must be disclosed in a patent application in order to
provide a complete disclosure, use of paper copies can
become burdensome. The cost of printing long com
puter programs in patent documents is also very
expensive to the U.S. Patent and Trademark Office.
Under 37 CFR 1.96, several different methods for
subIllitting computer program listings, including the
use of compact discs, are set forth. A computer pro
gram listing contained on three hundred printout lines
or less may be submitted either as drawings (in com
pliance with 37 CFR 1.84), as part of the written spec
ification (in compliance with 37 CFR 1.52), or on
compact disc (in compliance with 37 CPR 1.52(e». A
computer program listing contained on three hundred
and one (301) printout lines or more must be submit-

ted as ASCII files on compact discs (in compliance
with 37 CFR 1.96(c».

Form paragraphs 6.64.01 through 6.64.03 may be
used to notify the applicant of this requirement.

'!f 6.64.01 Computer Program Listing Appendix on
Compact Disc Requirement

The description portion of this application contains a computer
program listing consisting of more than three hundred (300) lines.
In accordance with 37 CPR

Examiner Note:
1. This form paragraph must be used whenever an application
filed on.or after November 7, 2000 contains a computer program
listing consisting of more than three hundred lines as part of the
descriptive portion of the specification

2. In bracket .l.dnsert the range of page numbers ofthe specifi
cation which include the computer program listing.

'!f 6.64.02 Computer Program Listing as Printout Within
the Specification (More Than 60 Lines And Not More Than
Three HundredLines)

This application contains a computer program listing of over
sixty (60) lines and less than. three hundred and one (301) lines
within. the written specification. In accordance with 37. CFR
1.96(b), a computerpro~am listing contained' on over sixty (60)
lines and less than three hundred..one (301) lines, must. if submit
ted as part of the specification; be positioned at the end of the
specification and before 'the claims. Accordingly,. applicant is
required, to. cancel the computer program, listing and either .incor
porate such listing in a compact disc in compliance with 37 CFR
1.96, .or .insert the computer .. program listing. after. the detailed
description of the invention but before the claims, in the form of
direct printouts' from 'a computer's printer with dark solid black
letters not less than 021 em. high, on white, unshaded and unlined
paper.

Examiner Note:
This form paragraph must be used whenever the descriptive

portion of the' specification of an application filed on or after
November 7,2000 contains a computer program listing consisting
of a paper printout of more than 60 lines and no more than three
hundred lines.

'!f 6.64.03 Computer Program Listing as Printout in
Appendix (More Than Three Hundred Lines)

This application contains an appendix consisting of a computer
program listing of more than three hundred (300) lines. In accor
dance with 37 CPR 1.96(c), a computer program listing contained
on more than three hundred (300) lines, mustbe submitted as a
computer program listing appendix on compact disc conforming
to the standards set forth in 37 CFR 1.~6(c)(2)and must be appro
priately referenced in the specification (see 37 CFR 1.77(b)(4)).
Accordingly, applicant is required to cancel the computer program'
listing appearing in the current appendix to the specification, file a
computer program listing' appendix on compact disc in compli
ance with 37 CPR 1.96(c), and insert an .appropriate reference to
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the newly added computer program listing appendix on compact
disc at the beginning of the specification.

Examiner Note:
This form paragraph must be used whenever an application

filed on or after November 7, 2000 contains a computer program
listing consisting of a paper printout appendix of more than three
hundred lines.

OTHER INFORMATION

A computer program listing on compact disc filed
with a patent application will be referred to as a Com
puter Program Listing Appendix on compact disc and
will be identified as such on the front page of the
patent but will not be part of the printed patent. "Com
puter Program Listing Appendix on compact disc"
denotes the total computer program listing files con
tained on all compact discs. The face of the file wrap
per will bear a label to denote that an appendix on
compact disc is included in the application. A state
ment must be included in the specification to the
effect that a computer program listing appendix on
compact disc is included in the application. The speci
fication entry must appear at the beginning of the
specification immediately following any cross-refer
ence to related applications. 37 CPR 1.77 (b)(4). The
patent front page and the Official Gazette entry will
both contain information as to the names and sizes of
files on compact discs of computer program listings
appearing in the computer program listing appendix
on compact disc.\line When an application containing
compact discs is received in the Office of Initial
Patent Examination (OIPE), a special envelope will
be affixed to the right side of the file wrapper under
neath.all papers, and the compact discs inserted
therein. The application file will then proceed on its
normal course.

TEMPORARY CONTINUATION OF MICRO
FICHE PRACTICE THROUGH FEBRUARY
2001

The Office will provide for the continuation of
prior microfiche appendix practice for computer list
ings until February 28, 200I. On or after March I,
200I, all computer listings as part of the application
disclosure that are in conformance with the micro
fiche appendix rules below may rely on the micro
fiche and need not submit a computer program listing
appendix on compact disc; all computer listings as

part of the application disclosure not in conformance
with the microfiche appendix rules below must con
form to the requirements of 37 CPR 1.52 and 37 CFR
1.96 as set forth above.

The prior microfiche practice is continued through
February 28, 2001 to accommodate applicants who
incurred the time and expense of preparing micro"
fiche. Those applicants with computer program list
ings in the disclosure who have not prepared
microfiche will generally incur significantly less time
and expense creating compact disc files than creating
microfiche.

All computer listings submitted on microfiche
through February 28, 2001, must conform to the
requirements of former 37 CFR 1.96(c), as repro
duced below:

Former 37 CFR 1.96. Submission of computer program
listings.

*****
(c) As an appendix which will not be printed. If a computer

program listing printout is eleven or more pages long, applicants
must submit such listing in the form of microfiche, referred to in
the specification (see § ['77(a)(6». Such microfiche filed with a
patent application is to be referred to as a "microfiche appendix."
The "microfiche appendix" will not be part of the printed patent.
Reference in the application to the "microfiche appendix" must be
made at the beginning of the specification at the location indicated.
in § ['77(a)(6). Any amendments thereto must be made by way of
revised microfiche.

(1) Availability of appendix. Such computer program list
ings on microfiche will be available to the public for inspection,
and microfiche copies thereof will be available for purchase with
the file wrapper and contents, after a patent based on such applica
tion is granted or the application is otherwise made publicly avail
able.

(2) Submission requirements. Except as modified or clar
ified in this paragraph (c)(2), computer-generated information
submitted as a "microfiche appendix" to an application shall be in
accordance with the standards set forth in 36 CFR Part 1230
(Micrographics).

(i) Film submitted shall be a first generation (camera
film) negative appearing microfiche (with emulsion on the back
side of the: film when viewed with the images right-reading).

(iii) At least the left-most tbird (50 mm. x 12 mm.) of
the header or title area of each microfiche submitted shall be clear
or positive appearing so that the Patent and Trademark Office can
apply an application number and filing date thereto in an eye
readable form. The middle portion of the header shall be used by
applicant to apply an eye-readable application identification such
as the title and/or the first inventor's name. The attorney's docket
number may be included. The fmal right-hand portion of the
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microfiche shall contain sequence in formation for the microfiche,
such as 1 of 4,2 of 4, etc.

(ii) Reductionratio ofmicrofichesubmittedshould be
24:1 or a similar ratio where variation from said ratio is required
in order to fit the documents into the image area of the microfiche
format used.

(iv) Additional requirements which apply specifically
to microfiche of filmed paper copy:

(A) The first frame of each microfiche submitted
shall contain a test target.

(B) The second frame of each microfiche submitted
must contain a fully descriptive title and the inventor's name as
filed.

(C) The pages or lines appearing on the microfiche
frames should be consecutively numbered.

CD) Pagination of the: microfiche frames shall be
from left to right and from top to bottom.

(E)· At a reduction of 24: 1, resolution of the original
microfilm shall be at least 120 lines per nun. (5.0 target).

(F) An index, when included, should appear in the
last frame (lower-right hand corner when data is right-readingj of
each microfiche.

(v) Microfiche generated by Computer Output Micro-
film.

(A) The first frame of each microfiche submitted
should contain a resolution test frame.

(B) The second frame of each microfiche submitted
must contain a fully descriptive title and the"inventor's name as
filed.

(C) The pages or lines appearing on the microfiche
frames should be consecutively numbered.

(D) It is preferred that pagination of the microfiche
frames be from left to right and top to bottom but"the alternative,
i.e., from top to bottom and from left to right, is also acceptable.

(E) An index, when included, should appear on the
last frame (lower-right hand corner when data is right reading) of
each microfiche.

*****

A microfiche filed with a patent application will be
referred to as a "Microfiche Appendix," and will be
identified as such on the front page of the patent but
will not be part of the printed patent. "Microfiche
Appendix" denotes the total microfiche, whether only
one or two or more. One microfiche is equivalent to a
maximum of either 63 (9x7) or 98 (14x7) frames
(pages), or less. The face of the file wrapper will bear
a label to denote that a Microfiche Appendix is
included in the application. A statement must be
included in the specification to the effect that a micro
fiche appendix is included in the application. The
specification entry must appear at the beginning of the
specification immediately following any cross-refer
ence to related applications. The patent front page and

the Official Gazette entry will both contain informa
tion as to the number of microfiche and frames of
computer program listings appearing in the micro
fiche appendix. When an application containing
microfiche is received in the Office of Initial Patent
Examination (OIPE), a special envelope will be
affixed to the right side of the file wrapper underneath
all papers, and the microfiche inserted therein. The
application file will then proceed on its normal
course.

605.08(b) Compact Disc Submissions of
Large Tables

37 CFR 1.58. Chemical and mathematical formulae and
tables.

*****

(b) Tables that are submitted iu electronic form (§§ 1.96(c)
and 1.821(c» must maintain the spatial relationships (e.g., col
umns and rows) of the table elements and preserve the informa
tion they convey. Chemical and mathematical formulae must be
encoded to maintain the proper positioning of their characters
when displayed in order to preserve their intended meaning.

*****

The provisions of 37 CPR 1.52 and 37 CPR 1.58
for submitting specifications and tables on paper have
been found suitable for most patent applications.
However, when lengthy tables must be disclosed in a
patent application in order to provide a complete dis
closure, use of paper copies can become burdensome.
The cost of printing long tables in patent documents is
also very expensive to the U.S. Patent and Trademark
Office. In the past, all disclosures forming part of a
patent application were presented on paper with the
exception of microorganisms and computer program
listings. Under 37 CFR 1.58, several different meth
ods for submitting large tables, including the use of
CD-ROM and CD-R, are set forth.

The files stored on the compact disc containing the
table must contain only ASCII characters. No special
formatting characters or proprietary file formats are
permitted. Accordingly, great care must be taken so
that the spatial arrangement of the data in rows and
columns is maintained. This will allow the table to
viewed with virtuallyany text viewer. A single table
contained on fifty pages or less must be submitted
either as drawings (in compliance with 37 CPR 1.84)

600-115 August 2001



608.05(e) MANUALOF PATENT EXAMINING PROCEDURE

or as part of the specification in paper (in compliance
with 37 CPR 1.52).

A single table contained on 51 pages or more may
be submitted on a CD-ROM or CD-R (in compliance
with 37 CPR 1.52(e) and 37 CFR 1.58). The presenta
tion of a subheading to divide a large table into
smaller sections of less than 51 pages should not be
used to prevent an applicant from submitting the table
on a compact disc unless the subdivided tables are
presented as numerous files on the compact disc so as
to lose their relationship to the overall large table.

Form paragraphs 6.63.01 and 6.63.02 may be used
to notify applicant of corrections needed to comply
with the requirements of 37 CPR 1.52(e) and 37 CPR
1.58(b) with respect to tables.

'If 6.63.01 CD-ROM/CD-R Requirements (Table Listing in
Specification)

The description portion of this application, contains a table
consisting ofless than fifty one (51) pages only on a CD..:ROM or
CD-R. In accordance with 37 CFR 1.52(e), only a table of at least
fifty one (51) pages may be submitted ou a CD-ROM or CD-R.
Accordingly, applicant is required to cancel the references to the
CD-ROMlCD-R table appearing in the specification on pages[l],
file a paper version of the table in compliance with 37 CPR 1.52
and change all appropriate references to the former CD-ROMI
CD-R table to the newly added paper version of the table in the
remainder of the specification

Examiner Note:
1. This form paragraph must be used whenever an application
filed on or after November 7, 2000 contains a table on a CD-ROM
or CD-R consisting of less than fify one (51) pages as part of the
descriptive portion of the specification.

2. In bracket 1, insert the range of page numbers of the specifi
cation which reference the table.

'If 6.63.02 Table on CD-ROM/CD-R ColumnIRow
Relationship Not Maintained

This application contains a table on CD-ROM/CD-R. Tables
presented on CD-ROM/CD-R in compliance with 37 CPR 1.58
must maintain the spacial orientation of the cell entries. The table
submitted does not maintain the data within each table cell in its
proper row/column alignment. The data is misaligned in the table
as follows: [1]. Applicant is required to submit a replacement
compact disc with the table data properly aligned.

Examiner Note:
1. This form paragraph must be used whenever the data in a
table cannot be accurately read because the data in the table cells
do not maintain their row and column alignments.

2. In bracket 1, insert the area of the table that does not main
tain the row and column alignments.

60S.0S(c) Compact Disc Submissions of
Biosequences

Filing of biosequence information on compact
disc is now permitted in lieu of filing on paper. See
MPEP § 2420 and § 2422.03.

609 Information Disclosure Statement

37 CFR 1.97. Filing of information disclosure statement.
(a) In order for an applicant for a patent or for a reissue of a

patent to have an information disclosure statement in compliance
with § 1.98 considered by the Office during the pendency of the
application, the information disclosure statement must satisfy one
of paragraphs (b), (c), or (d) of this section.

(b) An information disclosure. statement shall be considered
by the Office if filed by the applicant within anyone of the fol
lowing time periods:

(1) Within .three months. of.the filing date of a national
application other than a continued prosecution application under §
1.53(d);

(2) Within three months of the date of entty of the
national stage as set forth in § 1.491 in an international applica
tion;

(3) Before the mailing of a first Office action on the mer-
its; or

(4) Before the mailing of a first Office action after the fil
ing of a request for continued examination under § 1.114.

(c) An information disclosure statement shall be considered
by the Office if filed after the period specified in paragrapb (b) of
this section, provided that the information disclosure statement is
filed before themailingdateofanyofafinalactionunder§1.113.
a notice of allowance under §1.311, or an action that otherwise
closes prosecution in the application, and it is accompanied by
one of:

(1) The statement specified in paragraph (e) of this sec
tion; or

(2) The fee set forth in § 1.17(p).
(d) An information disclosure statement shall be considered

by the Office if filed by the applicant after the period specified in
paragraph (c) of this section, provided that the information disclo
sure statement is' filed on or before payment of the issue fee and is
accompanied by:

(I) The statement specified in paragraph (e) of this sec
tion; and

(2) The fee set forth in § 1.17(p).
(e) A statementunder this section muststate either:

(l) That each item ofinformation contained in the infor
mation disclosure statement was first cited in any communication
from a foreign patent office in. a counterpart foreign application
not more than three months prior to the filing of the information
disclosure statement; or

(2) That no item of information contained in the informa
tion disclosure statement was cited in a communication from a
foreign patent office in a counterpart foreign' application, and, to
the knowledge of the person signing the certification after making
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reasonable inquiry, no itemofinfonnation contained in theinfot..
mation disclosure statement was known to any individual desig
nated in § 1.56(c) more than three. months prior to the filing of the
information disclosure statement.

(f) No extensions of time for filing an information disclo
sure statement are permitted under § 1.136. If a bonafide attempt
is made to comply with § 1.98, but part of the required content is
inadvertently omitted, additional time may be given to enable full
compliance.

(g) An information disclosure statement filed in accordance
with section shall not be construed as a representation that a
search has been made.

(h) The filing of an information disclosure statement shall
not be construed to be an admission that the information cited in
the statement is, or is considered to be, material, to patentability as
defined in § J.56(b).

(i) If an information disclosure statement does not com
ply with either this section or § 1~98, it will be placed in the file
but will not be considered by the Office.

37 CFR 1.98. Content of information disclosure statement.
(a) Any information disclosure statement filed under § 1.97

shall include: .

(1) A list of all patents; publications, applications, or
other information submitted for consideration by the Office;

(2) A legible copy of:
(i) Each U.S. patent application publication and U.S.

and foreign patent;
(ii) Each publication or that portion which caused it to

be listed;
(iii) For each cited pending U.S. application, the appli

cation specification including the -claims, -and any drawing of the
application, or that portion of the application which caused it to be
listed including any claims directed to that portion; and

(iv) All other information or that portion which caused
it to be listed;' and

(3)(i) A concise explanation of the relevance, as it is pres
ently understood by the individual designated in § 1.56(c) most
knowledgeable, about the content of the' information, of each
patent, publication, or other information listed that is' not in the
English language. The concise explanation may be either separate
from applicant's specification or incorporated therein.

(ii) A copy of the translation if a written English-lan
guage translation of a non-English-language document, or portion
thereof, is within the possession, custody, or control, of, or is
readily available to any individual designated in § 1.56(c).

(h)(I) Each U.S. patent listed in an information disclosure
statement must be identified by inventor, patent number, and issue
date.

(2) Each U.S. patent application publication listed in an
information disclosure statement shall be identified by applicant,
patent application publication number, and publication date.

(3) Each U.S. application listed in an information disclo
sure statement must be identified by the inventor, application
number, and filing date.

(4) Each foreign patent or published foreign patent appli
cation listed in an information disclosure statement mustbe iden
tified by the country or patent office which issued, the patent or

published the application, an appropriate document number, and
the publication date indicated on the patent or published applica
tion.

(5), Each publication, listed, in an information disclos~e

statement must be' identified by publisher, author (if any), title,
relevant pages of the publication, date, and place of publication.

(c) When the disclosures of two or mote patents or-publica
tions listed in 'an information disclosure statement are' substan
tively- cumulative, a copy of one of the patents or publications
may be ,submitted without copies of the other patents or publica
tions. provided that it is stated that these other patents or publica
tions are cumulative.

(d) A copy of any patent, publication, pending U'S. applica
tion or other information, as specified in paragraph (a) of this sec:'
tion, listed .in an information disclosure statement is required to be
provided, even if the patent, publication, pending U.S. application
or other information was previously submitted to, or cited by, the
Office in an earlier application, unless:

(1) The earlier application is properly identified inthe
information disclosure statement and is relied on for an. earlier
effective filing date under 35 U.S.c. 120; and

(2) The information disclosure statement submitted in the
earlier application complies,with paragraphs (aj through (c) of this
section.

Information Disclosnre Statements (IDSs) are not
permitted in provisional applications filed under 35
U.S.c. lll(b). See.37 CPR 1.5l(d). Since no sub
stantive examination is given in provisional applica
tions, a disclosure of information is unnecessary. Any
such statement filed in a provisional application will
be returned or destroyed at the option of the Office.

In applications filed under 35 U.S.c. lll(a), appli
cants and other individuals substantively involved
with the preparation and/or prosecution of the applica
tion bave a duty to submit to the Office information
which is material to patentability as defined in 37
CFR 1.56. The provisions of 37 CPR 1.97 and 37
CPR 1.98 provide a mechanism by which patent
applicants may comply with the duty' of disclosure
provided in 37 CFR 1.56, Applicants and other indi
viduals substantively involved with the preparation
and/or prosecution of the patent application also may
want the Office to consider information for a variety
of other reasons; e.g., to make sure that the examiner
has an opportunity to consider the same information
that was considered by' these individuals, or by
another patent office in a counterpart or related patent
application filed in another country.

An information disclosure statement filed in accor
dance with the provisions of 37 CFR 1.97 and 37 CFR
1.98 will be considered by the examiner assigned to
the application. The requirements for the content of a
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statement have been simplified in the rules, to encour
age individuals associated in a substantive way with
the filing and prosecution of a patent application to
submit information to the Office so the examiner can
evaulate its relevance to the claimed invention. The
procedures for submitting an information disclosure
statement under the rules are designed to encourage
individuals to submit information to the Office
promptly and in a uniform manner. These rules pro
vide certainty for the public by defining the require
ments for submitting information disclosure
statements to the Office so that the Office will con
sider information contained therein before a patent is
granted.

The filing of an information disclosure statement
shall not he construed as a representation that a search
has been made. 37 CFR 1.97(g). There is no require
ment that an applicant for a patent make a patentabil
ity search. Further, the filing of an information
disclosure statement shall not be construed to be an
admission that the information cited in the statement
is, or is considered to be, material to patentability as
defined in 37 CFR 1.56(b). 37 CFR 1.97(h). See
MPEP § 2129 regarding admissions by applicant.

In order to have information considered by the
Office during the pendency of a patent application, an
information disclosure statement must be (1) in com
pliance with the content requirements of 37 CFR 1.98,
and (2) filed in accordance with the procedural
requirements of 37 CFR 1.97. The requirements as to
content are discussed in subsection lILA below. The
requirements based on the time of filing the statement
are discussed in subsection IILB below. Examiner
handling of information disclosure statements is dis
cussed in subsection m.c below.

Once the minimum requirements of 37 CFR 1.97
and 37 CFR 1.98 are met, the examiner has an obliga
tion to consider the information. Consideration by the
examiner of the information submitted in an IDS
means nothing more than considering the documents
in the same manner as other documents in Office
search files are considered by the examiner while con
ducting a search of the prior art in a proper field of
search. The initials of the examiner placed adjacent to
the citations on the PTO-1449 or PTO/SB/08A and
08B or its equivalent mean that the information has
been considered by the examiner to the extent noted
above. Only where the relevancy of the information is

actually discussed in the application file (either by the
examiner or by the applicant) or where the informa
tion is relied upon to reject a claim in the application,
will the information deemed to have been "consid
ered" (to the extent discussed) for the purposes of
reexamination under the Portola guidelines. See
MPEP § 2242 under the subsection "General Princi
ples Governing Compliance With Portola Packag
ing.Information submitted to the Office that does not
comply with the requirements of 37 CFR 1.97 and 37
CFR 1.98 will not be considered by the Office but will
be placed in the application file.

Multiple information disclosure statements may be
filed in a single application, and they will be consid
ered, provided each is in compliance with the appro
priate requirements of 37 CFR 1.97 and 37 CFR 1.98.
Use of form PTO-1449, "Information Disclosure Cita
tion," or PTO/SB/08A and 08B, "Information Disclo
sure Statement," is encouraged as a means to provide
the required list of information as set forth in 37
CFR1.98(a)(I). Applicants are encouraged to use the
USPTO forms when preparing an information disclo
sure statement. A copy of forms PTO-1449, "Informa
tion Disclosure Citation" and PTO/SB/08A and 08B
are reproduced at the end of this section to indicate
how the forms should be completed. The forms will
enable applicants to comply with the requirement to
list each item of information being submitted and to
provide the Office with a uniform listing of citations
and with a ready way to indicate that the information
has been considered.

I. IDS IN CONTINUED EXAMINATIONS
OR CONTINUING APPLICATIONS

A. IDS That Has Been Considered (1) In The
Parent Application, Or (2) Prior To The Filing
Of A Request For Continued Examination
(RCE)

1. Continued Prosecution Applications (CPAs)
Filed Under 37 CFR 1.53(d) Or File
Wrapper Continuing (FWC) Applications
Filed Under Former 37 CFR 1.62

Information which has been considered by the
Office in the parent application of a continued prose
cution application (CPA) filed under 37 CFR 1.53(d),
or a file wrapper continuing application (FWC) filed
prior to December 1, 1997 under former 37 CFR 1.62,
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will be part of the file before the examiner and need
not be resubmitted in the continuing application to
have the information considered and listed on the
patent.

2. Continuation Applications or Divisional
Applications, Filed Under 37 CFR 1.53(b) Or
Filed Under Former 37 CFR 1.60, Or
Continuation-In-Part Applications Filed
Under 37CFR 1.53(b)

The examiner will consider information which has
been considered by the Office in a parent application
when examining (A) a continuation application filed
under 37 CFR 1.53(b) or filed under former 37 CFR
1.60, (B) a divisional application filed under 37 CPR
1.53(b) or filed under former 37 CFR 1.60, or (C) a
continuation-in-part application filed under 37 CFR
1.53(b). Such information need not be resubmitted in
the continuing application unless the applicant desires
the information to be printed on the patent.

ted, but not considered, in a parent application,
applicant must either specifically request thatthe pre"
viously submitted information be considered in the
FWC or resubmit the information in the FWC in com'
pliance with 37 CFR 1.97 and 37 CPR 1.98.

3. Continuation Applications or Divisional
Applications, Filed Under 37 CFR 1.53(b) Or
Filed Under Under Former 37 CFR 1.60, Or
Continuation-In-Part Applications Filed
Under 57 CFR 1.53(b)

For these types of applications, in order to ensure
consideration of information previously submitted,
but not considered, in a parent application, applicant
must resubmit the information in the continuing appli
cation in compliance with 37 CPR 1.97 and 37 CFR
1.98.

4. Requests For Continued Examination Under
37 CFR1.114

3. Requests For Continued Examination (RCE)
Under 37 CFR 1.114

Information which has been considered by the
Office in the application before the filing of a RCE
will be part of the file before the examiner and need
not be resubmitted to have the information considered
by the examiner and listed on the patent.

B. IDS That Has Not Been Considered (I) In The
Parent Application, Or (2) Prior To The Filing
OfA Request For Continued Examination

1. Continued Prosecution Applications Filed
Under 37 CFR 1.53(d)

Information filed in the application in compliance
with the content requirements of 37 CFR 1.98 before
the filing ofa RCE will be considered by the exam
iner after the filing of the RCE.For example, an appli
cant filed an IDS in compliance with 37 CPR 1.98
after the mailing of a final Office action, but the IDS
did not comply with the requirements of 37 CFR
1.97(d)(I) and (d)(2) and therefore, the IDS was not
considered by the examiner. After applicant files a
RCE, the examiner will consider the IDS filed prior to
the filing of the RCE. For more details on RCE, see
MPEP § 706.07(h).

II. NATIONAL STAGE APPLICATIONS

Information filed in the parent application that
complies with the content requirements of 37 CFR
1.98 will be considered by the examiner in the CPA.
No specific request from the applicant that the previ
ously submitted information be considered by the
examiner is required.

2. File Wrapper Continuing Application Filed
Under Former 37 CFR 1.62

For FWC applications filed prior to December 1,
1997 under former 37 CFR 1.62, in order to ensure
consideration of information complying with the con
tent requirements of 37 CFR 1.98 previously submit-

The examiner will consider the documents cited in
the international search report in a PCT national stage
application when the Form PCTIDOlEO/903 indicates
that both the international search report and the copies
of the documents are present in the national stage file.
In such a case, the examiner should consider the docu
ments from the international search report and indio
cate by a statement in the first Office action that the
information has been considered. There is no require
ment that the examiner list the documents on a PTO
892 form.

In a national stage application, the following form
paragraphs may be used where appropriate to notify
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applicant regarding references listed in the search
report of the international application:

'j[ 6.53 References Considered in 37 u.s. C. 371
Application Based Upon Search Report - Prior to
Allowance

The references cited in the Search Report [1] have been consid
ered,but will not be listed on any patent resulting"from this appli
cation because they were not provided on a separate list in
compliance with 37 CPR 1.98(a)(1). In order to have the refer
ences printed on. such resulting patent, a separate listing, prefera
bly on a PfO-1449 or PfO/SB/08A and 08B form, mnst be filed
within the set period for reply to this Office action.

Examiner Note:
1. This form paragraph may be used for peT National Stage
applications submitted under 35 U.S.c. 371 where the examiner
has obtained copies of the citedreferences.. For applications filed
from US; JPO or EPO search authorities, the copies of the refer
ences should be supplied by those offices under the trilateral
agreement. However, if receipt of such copies is not indicated on
the PCTIDOlEO/903 form in the file, bnrden is on the applicant to
supply copies for consideration. See MPEP § l893.03(g).
2. Instead of using this form paragraph.fhe examiner may list
the references on a PfO-892, thereby notifying the applicant that
the references have been considered and will be printed on any
patent resulting from this application.
3. This form paragraph shouldonly be used prior to allowance
when a statutory period for reply is being set in the Office action.
4. If the application is being allowed, form paragraph 6.54
should be used with the Notice of Allowability instead of this
form paragraph.

'j[ 6.54 References Considered in 37 U.S.c. 371
Application Based Upon Search Report - Ready for
Allowance

The references cited in the Search Report [1] have been consid
ered, but will not be listed on any patent resulting from this .appli
cation because they were not provided on a separate list in
compliance with 37 CPR 1.98(a)(1). In order to have the refer
ences printed-on such resulting patent, a separate listing, prefera
bly on a PfO-1449 or PfO/SB/08A and 08B form, mnst be filed
within ONE MONTH of the mailing date of this communication.
NO EXTENSION OF TlME WILL BE GRANTED UNDER
ElTHER 37 CPR 1.136(.) OR (b) to comply with this require
ment.

Examiner Note:
1. See the Examiner Notefor form paragraph 6.53.

'j[ 6.55 References Not Considered in 37 ti.s.c. 371
Application Based Upon Search Report

The listing of references in the Search Report is not considered
to be an information disclosure statement (IDS) complying with
37 CPR 1.98. 37 CFR 1.98(a)(2) reqnires a legible copy of: (1)
each U.S. and foreign patent; (2) each publication or that portion
which caused it to be listed; (3) for each cited pending U.S. appli
cation, the application specification including claims, and any

drawing of the application, or that portion of the application
which caused it to be listed including any claims directed to that
portion; and (4) all other information, or that portion which
caused it to be listed. In addition, each IDS must include a list of
all patents, publications, applications, or other information sub
mitted for consideration by the Office (see 37 CPR 1.98(a)(1) and
(bj), and MPEP § 609 A(l) states, "the list ... must be snbmitted
on a separate paper." Therefore, the references cited in the
Search Report have notbeen considered. Applicant is advised that
the date of submission of any item of information or any missing
element(s) will be the date of submission for purposes of deter
mining compliance with the requirements based on the time of fil
ingthe IDS, including all "statement requirements of 37 CPR
1.97(e). See MPEP § 609 subsection III C(l).

Examiner Note:
1. This form paragraph maybe used in National Stage applica
tions submitted under 35 U.S.C. 371 where the international
searching authority was not the US, EPOor JPO.

III. MINIMUM REQUIREMENTS FOR AN
INFORMATION DISCLOSURE STATE
MENT

A. Content

An information disclosure statement must comply
with the provisions of 37 CFR 1.98 as to content for
the information listed in the IDS to be considered by
the Office. Each information disclosure statement
mnst comply with the applicable provisions of sub
section III.A(I), A(2), and A(3) below.

A....lll List of All Patents, Pnblications, U.S.
Applications, or Other Information

Each information disclosure statement must inclnde
a list of all patents, pnblications, U.S. applications, or
other information submitted for consideration by the
Office.

37 CFR 1.98(b) reqnires that each item of informa
tion in an IDS be identified properly. U.S. patents
must be identified by the inventor, patent nnmber, and
issne date. U.S. patent application pnblications must
be identified by the applicant, patent application pub
lication number, and publication date. U.S. applica
tions mnst be identified by the inventor, the eight digit
application number (the two digit series code and the
six digit serial number), and the filing date. If a U.S.
application being listed in an IDS has been issned as a
patent, the applicant should list the patent in the IDS
instead of the application. Each foreign patent or pub.
lished foreign patent application must be identified by
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the country or patent office which issued the paterit or
published the application, an appropriate document

number, and the publication date indicated on the
patent or published application. Each publication
must be identified by publisher, author (if any), title,

relevant pages of the publication, and date and place
of publication. The date of publication supplied must
include at least the month and year of publication,
except that the year of publication (without the

month) will be accepted if the applicant points out in
the information disclosure statement that the year of
publication is sufficiently earlier than the effective
U.S. filing date and any foreign priority date so that
the particular month of publication is not in issue. The

place of publication refers to the name of the journal,
magazine, or other publication in which the informa

tion being submitted was published.

The list of information complying with the identifi
cation requirements of 37 CFR 1.98(b) may not be

incorporated into the specification of the application
in which it is being supplied, but must be submitted in

a separate paper. A separate list is required so that it is
easy to confirm that applicant intends to submit an
information disclosure statement and because it pro
vides a readily available checklist for the examiner to
indicate which identified documents have been con

sidered. A copy of a separate list (generated by the
Office) will also provide a simple means of communi

cation to applicant to indicate the listed documents

that have been considered and those listed documents
that have not been considered. use of either form
PTO-1449, Information Disclosure Citation, or PTOI
SB/08A and 08B, Information Disclosure Statement,
to list the documents is encouraged. See subsection
C(2) below.

A (2l Legible Copies

In addition to the list of information, each informa

tion disclosure statement must also include a legible

copy of:

(A) Each U.S. patent application publication, and

U.S. and foreign patent;

(B) Each publication or that portion which caused

it to be listed;

(C) For each cited pending U.S. application, the
application specification including the claims, and
any drawings of the application, or that portion of the

application which caused it to be listed including any
claims directed to that portion; and

(0) All other information or that portion which

caused it to be listed.

37 CFR 1.98(a)(2)(iii) requires a copy of a pend
ing U.S. application that is being cited in an IDS. If
the periding U.S. application is only identified in the
specification's background information rather than

being part of an IDS submission, a copy need not be
supplied. Pursuant to 37 CFR 1.98(a)(2)(iii), applicant
may choose to cite only a portion of a pending appli
cation including any claims directed to that portion

rather than the entire application.

There are exceptions to this requirement that a
copy of the information must be provided. First, 37
CFR 1.98(d) states that a copy of any patent, publica
tion, pending U.S. application, or other information
listed in an information disclosure statement is not
required to be provided if: (I) the information was
previously cited by or submitted to, the Office in a

prior application, provided that the prior application is
properly identified in the IDS and is relied on for an
earlier filing date under 35 U.S.C. 120; and (2) the

IDS submitted in the earlier application complies with
37 CFR 1.98(a)-(c). If both of these conditions are

met, the examiner will consider the information previ

ously cited or submitted to the Office and considered
by the Office in a prior application relied on under 35
U.S.c. 120. This exception to the requirement for
copies of information does not apply to information
which was cited in an international application under
the Patent Cooperation Treaty. If the information cited
or submitted in the prior application was not in
English, a concise explanation of the relevance of the

information to the new application is not required
unless the relevance of the information differs from its

relevance as explained in the prior application. See
subsection III.A(3) below.
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Second, 37 CFR 1.98(c) states that when the dis
closures of two or more patents or publications listed
in an information disclosure statement are substan
tively cumulative, a copy of one of the patents or pub
lications may be submitted without copies of the other
patents or publications provided that a statement is
made that these other patents or publications are
cumulative. The examiner will then consider only the
patent or publication of which a copy is submitted and
will so indicate on the list, form PrO-I449, or PrOI
SB/08A and 08B, submitted, e.g., by crossing out the
listing of the cumulative information. But see Semi
conductor Energy Laboratory Co. v. Samsung Elec
tronics Co., 204 F.3d 1368, 1374, 54 USPQ2d 1001,
1005 (Fed. Cir. 2000) (Reference was not cumulative
since it contained a more complete combination of the
claimed elements than any other reference before the
examiner. "A withheld reference may be highly mate
rial when it discloses a more complete combination of
relevant features, even if those features are before the
patent examiner in other references." (citations omit
ted).).

37 CFR 1.98(a)(3)(ii) states that if a written
English language translation of a non-English lan
guage document, or portion thereof, is within the pos
session, custody or control of, or is readily available
to any individual designated in 37 CFR 1.56(c), a
copy of the translation shall accompany the statement.
Translations are not required to be filed unless they
have been reduced to writing and are actually transla
tions of what is contained in the non-English language
information. If no translation is submitted, the exam
iner will consider the information in view of the con
cise explanation and insofar as it is understood on its
face, e.g., drawings, chemical formulas, English lan
guage abstracts, in the same manner that non-English
language information in Office search files is consid
ered by examiners in conducting searches.

A..ru Concise Explanation of Relevance for Non
English Language Information

Each information disclosure statement must further
include a concise explanation of the relevance, as it is
presently understood by the individual designated in

37 CFR 1.56(c) most knowledgeable about the con
tent of the information listed that is not in the English
language. The concise explanation may be either sep
arate from the specification or incorporated therein
with the page(s) and lines of the specification where it
is incorporated being noted in the IDS.

The requirement for a concise explanation of rele
vance is limited to information that is not in the

English language. The explanation required is limited
to the relevance as understood by the individual des
ignated in 37 CFR 1.56(c) most knowledgeable about
the content Of the information at the time the informa

tion is submitted to the Office. If a complete transla
tion of the information into English is submitted with
the non-English language information, no concise
explanationis required. An English-language equiva
lent application may be submitted to fulfill this
requirement if it is, in fact, a translation of a for eign
language application being listed in an information
disclosure statement. There is no requirement for the
translation to be verified. Submission of an English
language abstract of a reference may fulfill the
requirement for a concise explanation. Where the
information listed is not in the English language, but
was cited in a search report or other action by a for
eign patent office in a counterpart foreign application,
the requirement for a concise explanation of relevance
can be satisfied by snbmitting an English-language
version of the search report or action which indicates
the degree of relevance fonnd by the foreign office.
This may be an explanation of which portion of the
reference is particularly relevant, to which claims it
applies, or me:relyan "X","Y", or "A" indication on a
search report. The requirement for a concise explana
tion of non-English langnage information would not
be satisfied by a statement that a reference was cited
in the prosecution of a United States application
which is not relied on under 35 U.S.c. 120.

If information cited or submitted in a prior applica
tion relied on under 35 U.S.C. 120 was not in English,
a concise explanation of the relevance of the informa
tion to the new application is not required unless the
relevance of the information differs from its relevance
as explained in the prior application.
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The concise explanation may indicate that a partie
ular figure or paragraph of the patent or publication is
relevant to the claimed invention. It might be a simple
statement pointing to similarities between the item of
information and the claimed invention. It is permissi
ble but not.necessary to discuss differences between
the cited information and the claims. However, see
Semiconductor Energy Laboratory Co. v. Samsung

Electronics Co., 204 F.3d 1368, 1376, 54 USPQ2d
1001, 1007 (Fed. Cir. 2000) ("[AI]though MPEP$ec
tion 609A(3) allows the applicant some discretion in
the manner in which it phrases its concise explana
tion, it nowhere authorizes the applicant to intention
ally omit altogether key teachings of the reference.").

In Semiconductor Energy Laboratory, patentee dur
ing prosecution submitted an untranslated 29-page
Japanese reference as well as a concise explanation of
its relevance and an existing one-page partial English
translation, both of which were directed to less mate
rial portions of the reference. The untranslatedpor
tions of the Japanese reference "contained a more

complete combination of the elements claimed [in the
patent] than anything else before the PTO." 204 F.3d
at 1376, 54 USPQ2d at 1005. The patentee, whose
native language was Japanese, was held to have
understood the materiality of the reference. "The duty
of candor does not require that the applicant translate
every foreign reference, but only that the applicant
refrain from submitting partial translations and con
cise explanations that it knows will misdirect the
examiner's attention from the reference's relevant
teaching." 204 F.3d at 1378, 54 USPQ2d at 1008.

Although a concise explanation of the relevance of
the informationis not required for English language
information, applicants are encouraged to provide a
concise explanation of why the English-language
information is being submitted and how it is under"
stood to be relevant. Concise explanations (especially
those which point out the relevant pages and lines) are
helpful to the Office, particularly where documents
are lengthy and complex and applicant is aware of a
section that is highly relevant to patentability or

where a large number of documents are submitted and
applicant is aware that one or more are highly relevant

to patentability.

B. Time for Filing

The procedures and requirements under 37 CFR
1.97 for submitting an information disclosure. state
ment are linked to four stages in the processing of a
patent application:

(l)(a)for national applications (not including
CPAs), within 3 months of filing, or before the mail
ing of a first Office action on the merits, whichever is
later;

(b) for international applications, within 3
months of the date of entry of the national stage as set
forth in 37 CFR 1.491 or before the mailing of a first
Office action on the merits in the national stage appli
cation, whichever is later;

(c) for continued examinations (i.e., RCEs
filed under 37 CFR 1.114) andCPAs filed under 37
CFR 1.53(d), before the mailing Of a first Office
action on the merits;

(2) after the period in (I), but prior to the pros
ecution of the application closes, i.e., before the mail
ing of a final Office action, a Notice of Allowance, or
an Ex parte Quayle action, whichever isearlier;

(3) after the period in (2) but on or before the
date the issue fee is paid; and

(4) after the period in (3) and up to the time the
patent application can be effectively withdrawn from
issue under 37 CFR l.313(c).

These procedures and requirements apply to appli
cations filed under 35 U.S.c. lll(a) (utility),161
(plants), 171 (designs), and 251 (reissue), as well as
international applications entering the national stage
under 35 U.S.C. 371.

The requirements based on the time when the
information disclosure statement is filed are summa
rized as follows.
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An information disclosure statement will be consid
ered by the examiner if filed within anyone of the fol
lowing time periods:

!LJll Information Disclosure Statement Filed
BEFORE First Action on the Merits or Within
Three (3) Months of Actual Filing Date (37 CFR
1.97(b»

Time when IDS is filed

(l)(a)for national appli
cations (not including
CPAS), within 3 months
of filing or before first
Office action on the
merits, whichever is
later;
(b) for national stage
applications, within 3
months of entry into
national stage or before
first Office action on the
merits, whichever is
later;

(c) for RCEs and CPAs
before the first Office
action on the merits.

(2)After (1) butbefore
final action; notice of
allowance, or Quayle
action.

(3)After (2) and before
(or with) payment of
issue fee.

(4) After payment of
issue fee.

August 2001

37 CFR 1.97
Requirements

None (IDS will
be considered).

1.97(e) state
mentor
1.17(p) fee.

1.97(e) state
ment,.and
1.17(p) fee.

IDS will not be
considered.
(See petition
under 37 CFR
1.313(c) to
withdraw from
issue.)

(A) for national applications (not including
CPAs), within 3 months of the filing date of the
national application or before the mailing date of a
first Office action on the merits;

(B) for international applications, within 3
months of the date of entry of the national stage as set
forth in 37 CFR 1.491 or before the mailing date of a
first Office action on the merits; or

(C) forRCEs and CPAs, before the mailing date
of a first Office action on the merits.

An information disclosure statement filed within one
of these periods requires neither a fee nor a statement
under 37 CFR 1.97(e). An information disclosure
statement will be considered to have been filed on the
day it was received in the Office, or on an earlier date
of mailing if accompanied by a properly executed cer
tificateof mailing or facsimile transmission under 37
CFR 1.8, or if it is iu compliance with the provisions
of "Express Mail" delivery uuder 37 CFR 1.10. An
Office action is mailed on the date indicated in the
Office action.

It would not be proper to make final a first Office
action in a continuing application or in an application
after the filing of a RCE if the information submitted
in the IDS during the time period set forth in 37 CFR
1.97(b) is used in a new ground of rejection.

(a) National or International Applications

The term "national application" includes continu
ing applications (continuations, divisions, and contin
uations-in-part but not CPAs), so 3 months will be
measured from the actual filing date of an application
as opposed to the effective filing date of a continuing
application. For international applications, the 3
months will be measured from the date of entry of the
national stage.

All information disclosure statements that comply
with the content requirements of 37 CFR 1.98 and are
filed within 3 months of the filing date, will be con
sidered by the examiner, regardless of whatever else
has occurred in the examination process up to that
point in time. Thus, in the rare instance that a final
Office action, a notice of allowance, or an E" parte
Quayle action is mailed prior to a date which is 3
months from the filing date, any information con
tained in a complete information disclosure statement
filed within that 3-month window will be considered
by the examiner.
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Likewise, an information disclosure statement will
be considered if it is filed later than 3 months after the
application filing date but before the mailing date of a
first Office action on the merits, An action on the
merits means an action which treats the patentability
of the claims in an application, as opposed to only for
mal or procedural requirements. An .action on the
merits would, for example, contain a rejection or indi
cation of allowability of a claim or claims rather than
just a restriction requirement (37 CPR 1.142) or just a
requirement for additional fees to have a claim con
sidered (37 CPR I.l6(d)). Thus, if an application was
filed on January 2 and the first Office action on the
merits was not mailed until 6 months later on July 2,
the examiner would be required to consider any
proper information disclosure statement filed prior to
July 2.

(b) RCE and CPA

The 3-month window as discussed above does not
apply to a RCE filed under 37 CPR 1.114 or a CPA
filed under 37 CPR 1.53(d). An IDS filed after the fil
ing of a RCE will be considered if the IDS is filed
before the mailing date of a first Office action on the
merits. A RCE is not the filing of an application, but
merely the continuation of prosecution in the current
application. After the mailing of a RCE, such applica
tion is treated as an amended application by the exam
iner and is subject to a short turnover time. Therefore,
applicants are encouraged to file any IDS with the fil
ing of a RCE. See MPEP § 706.07(h) for details on
RCEs.

Similarly, an IDS filed in a CPA will be considered
if the IDS is filed before the mailing date of a first
Office action on the merits. Applicants are encour
aged to file any IDS in a CPA as early as possible,
preferably at the time of filing of the CPA request.

If an IDS cannot be filed before the mailing of a
first Office action on the merits (generally within 2
months from the filing of the RCE or CPA), appli
cants may request a 3-month suspension of action
under 37 CPR 1.103(c) in an application at the time of
filing of the RCE, or under 37 CFR 1.I03(b) in a
CPA, at the time of filing of the CPA. Where an IDS is
mailed to the Office shortly before the expiration of a
3-month suspension under 37 CFR 1.103(b) or (c),

applicant is requested to make a courtesy call to notify
the examiner as to the IDS submission.

B (2)Information Disclosure Filed After B(l) but
BEFORE Mailing of Final Action, Notice of
Allowance, or an Ex parte Quayle Action (37 CFR
1.97(c))

An information disclosure statement will be consid
ered by the examiuer if filed after the period specified
iu subsection III.B(I) above, but prior to the date the
prosecution of the application closes, i.e., before (not
on the same day as the mailing date of any of the fol
lowing:

a final action under 37 CFR 1.113, e.g., final rejec
tion;

a notice of allowance under 37 CPR 1.311; or
an action that closes prosecution in the application,

e.g., an Ex parte Quayle action,
whichever occurs first, provided. the information dis
closure statement is accompanied by either (1) a state
ment as specified in 37 CFR 1.97(e) (see the
discussion in subsection llLB(5) below); or (2) the-fee
set forth in 37 CPR 1.I7(p). If a final action, notice of
allowance, or an Ex parte Quayle action is mailed in
an application and later withdrawn, the application
will be considered as not having had a final action,·
notice of allowance, or an Ex parte Quayle action
mailed for purposes of considering an information
disclosure statement.

An Ex parte Quayle action is an action that closes
the prosecution in the application as referred to in 37
CFR 1.97(c). Therefore, an information disclosure
statement filed after an Ex parte Quayle action, must
comply with the provisions of 37 CFR 1.97(d).

(a) Information is Used in a New Ground of
Rejection

i) Final Rejection is Not Appropriate

If information submitted during the period set forth
in 37 CPR 1.97(c) with a statement under 37 CPR
1.97(e) is used in a new ground of rejection on
unamended claims, the next Office action will not be
made final since in this situation it is clear that appli
cant has submitted the information to the Office
promptly after it has become known and the informa
tion is being submitted prior to a final determination
on patentability by the Office.
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il) Final Rejection is Appropriate

The information submitted with a statement under
37 CFR 1.97(e) can be used in a new ground of rejec
tion and the next Office action can be made final, if
the new ground of rejection was necessitated by
amendment of the application by applicant. Where the
information is submitted during this period with a fee
as set forth in 37 CFR 1.17(p), the examiner may use
the information submitted, and make the next Office
action final whether or not the claims have been
amended, provided that no other new ground of rejec
tion which was not necessitated by amendment to the
claims is introduced by the examiner. See MPEP §
706.07(a).

B(3)1nformation Disclosure Statement Filed After
B(2), but Prior to Payment of Issue Fee 37 CFR
1.97(d)

An information disclosure statement will be consid
ered by the examiner if filed on or after the mailing
date of any of the following: a final action under 37
CFR 1.113; a notice of allowance under 37 CFR
1.311; or an action that closes prosecution in the
application, e.g., an Ex parte Quayle action, but
before or simultaneous with payment of the issue fee,
provided the statement is accompanied by:

(A) a statement as specified in 37 CFR 1.97(e)
(see the discussion in subsection B(5); and

(B) thefee set forth in 37 CFR 1.17(p).

These requirements are appropriate in view of the
late stage of prosecntion when the information is
being submitted, i.e., after the examiner has reached a
final determination on the patentability of the claims
presented for examination. Payment of the fee (37
CFR 1.17(p)) and submission of the appropriate state
ment (37 CFR 1.97(e)) are the essential elements for
having information considered at this advanced stage
of prosecution, assuming the content requirements of
37 CFR 1.98 are satisfied.

Form paragraph 6.52 may be used to inform the
applicant that the information disclosure statement is
being considered.

'/{ 6.52 Information Disclosure Statement Filed After
Prosecution Has Been Closed

The information disclosure statement (IDS) submitted on [1]
was filed after the mailing date of the [2] on [3]. The submission
is in compliance with the provisions of 37 CPR 1.97, Accord-

ingly, the information disclosure statement is being considered by
the examiner.

Examiner Note:
1. In bracket 1, insert the date the IDS was filed.

2. In bracket 2, insert --final Office action--, --Notice of Allow
ance--, or an -Bx parte Quayle action-- as appropriate.

The requirements of 37 CFR 1.97 provide for con
sideration by the Office of information which is sub
mitted within a reasonable time, i.e., within 3 months
after an individual designated in 37 CFR 1.56(c)
becomes aware of the information or within 3 months
of the information being cited in a communication
from a foreign patent office in a counterpart foreign
application. This undertaking by the Office to con
sider information would be available thronghout the
pendency of the application until the point where the
patent issue fee was paid.

If an applicant chose not to comply, or could not
comply, with the requirements of 37 CFR 1.97(d), the
applicant may file a RCE under 37 CFR 1.114, or a
continuing application under 37 CFR 1.53(b) or (d) to
have the information considered by the examiner. If
the applicant files a continuing application under 37
CFR 1.53(b), the parent application could be permit
ted to become abandoned by not paying the issue fee
required in.the Notice ofAllowance. If the prior appli
cation is a design application, or a utility or plant
application filed before May 29, 2000, the filing of a
continued prosecution application under 37 CFR
1.53(d) automatically abandons the prior application.
See the discussion in snbsection 1. above under the
heading "IDS IN CONTINUED EXAMINATIONS
AND CONTINUING APPLICATION."

B 141Information Disclosure Statement Filed After
Payment of Issue Fee

After the issue fee has been paid on an application,
it is impractical for the Office to attempt to consider
newly submitted information. Information disclosure
statements filed after payment of the issue fee in an
application will not be considered but will merely be
placed in the application file. See subsectiou C below.
The application may be withdrawn from issue at this
point, pursuant to 37 CFR 1.313(c)(2) or 1.313(c)(3)
so that the information can be considered in the appli
cation upon the filing of a RCE under 37 CFR Lll4
or in a continuing application filed under 37 CFR
1.53(b) or 1.53(d). In this situation, a RCE, or a CPA

August 2001 600-126



PARTS, FORM, AND CONTENT OF APPLICATION 609

(if the prior application is a design application, or a
utility or plant application filed before May 29, 2000),
or a continuiug application filed under 37 CFR
1.53(b) could be filed even though the issue fee had
already been paid. See MPEP§ 1308. Applicants are
encouraged to file the petition under 37 CFR
1.313(c)(2) with a RCE, or the petition under 37 CFR
1.3l3(c)(3) with a CPA or continuing application
under 37 CFR 1.53(b), by facsimile transmission to
the Office of Petitions (see MPEP § 1730 for the fac
simile number). The Office cannot ensure that any
petition under 37 CFR 1.313(c) will be acted upon
prior to the date of patent grant. Applicants consider
ing filing a petition under 37 CFR 1.313(c) are
encouraged to call the Office of Petitions to determine
whether sufficient time remains before the patent
issue .date to consider and grant a petition under 37
CFR 1.313(c). The petition need not be accompanied
by the information disclosure statement if the size of
the statement makes its submission by facsimile
impracticable, but the petition should indicate that an
IDS will be filed in the application or in the continu
ing application if it does not accompany the petition
under 37 CFR 1.313(c). The IDS should be filed
before the mailing of a first Office action on the mer
its. If the IDS cannot be filed within this time period,
applicants may request a three-month suspension of
action under 37 CFR 1.103 at the time offiling of the
RCE or CPA. See the discussion above in paragraph
IILB(l)(b) above. .

Alternatively, for example, a petition pursuant to 37
CFR 1.313(c)(1) could be filed if applicant states that
one or more claims are unpatentable. This statement
that one or more claims are unpatentable over the
information must be unequivocal. A statement that a
serious question as to patentability of a claim has been
raised, for example, would not be acceptable to with
draw an application from issue under 37 CFR
1.313(c)(l). Form paragraph 13.09 may be used.

'f[ 13.09 Information Disclosure Statement, Issue Fee Paid

Applicant's information disclosure statement of [1] was filed
after the issue fee was paid. 'Information disclosure statements
filed after payment of the issue fee will not be considered, but will
be placed in the file. However, the application may. be withdrawn
from issue in order, to file a request for continued examination
(RCE) under 37 CFR 1.114 upon the grant of apetition under 37
CFR 1.313(c)(2), or a continuing application under 37 CFR
1.53(b) (or a continued prosecution applicationK'Px) under 37
CPR 1.53(d) if the prior application is a design application, or a

utility or plant application filed before May 29, 2000) upon the
grant of a 'petition, filed under the provisions of 37 CFR
1.313(c)(3). Alternatively, the other provisions of 37 CFR 1.313
may apply, e.g., a petition to withdraw the application from issue
under the provisions of 37 CFR 1.313(c)(I)may be filed together
with an unequivocal statement by the applicant that one or more
claims are unpatentable over the information contained in the
statement. The information disclosure statement would then be
considered upon withdrawal of the application from issue under
37 CFR 1.313(c)(I).

Examiner Note:
1. For information disclosure statements submitted after the
issue fee has been paid, use this form paragraph with formPTOL
90 or PTO-90C.

2. In bracket 1, insert the filing date of the IDS.

If an application has been withdrawn from issue
under one of the provisions of 37 CFR l.313(c)(l)
(3), it will be treated as though no notice of allowance
had been mailed and the issue fee had not yet been
paid with regard to the time for filing information dis
closure statements. Petitions under 37 CFR 1.313(c)
should be directed to the Office of Petitions in the
Office of the Deputy Commissioner for Patent Exami
nation Policy. SeeMPEP § 1308.

B(S) Statement Under 37 CFR 1,97(e)

A'statement under 37 CFR 1.97(e) must state either

(1) that each item of information contained in the
information disclosure statement was first cited in any
communication from a foreign patent office in acoun
terpart foreign application not more than three months
prior to the filing of the statement, or

(2) that no item of information contained in the
information disclosure statement was cited in a com
munication from a foreign patent office in a counter
part foreign application, and, to the knowledge of the
person signing the statement after making reasonable
inquiry, no itemof information contained in the infor
mation disclosure statement was known to any indi
vidual designated in 37 CFR 1.56(c) more than three
months prior to the filing of the statement.

A statement under 37 CFR 1.97(e) can contain
either of two statements. One statement is that each
item of information in an information disclosure state
ment was first cited in any communication, such as a
search report, from a patent office outside the U.S. in
a counterpart foreign application not more than 3
months prior to. the filing date of the statement.
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Applicant would not be able to make a statement
under 37 CFR 1.97(e) where an item of information
was first cited by a foreign patent office, for example,
a year before the filing of the IDS, in a communica
tion from that foreign patent office, and the same item
of information is once again cited by another foreign
patent office within three months prior to the filing of
the IDS in the Office. Similarly, applicant would not
be able to make a statement under 37 CPR 1.97(e)
where an item of information was cited in an exami
nation report and the same item of information was
previously cited more than three months prior to the
filing of the IDS in the Office, in a search report from
the same foreign patent office. Under this statement, it
does not matter whether any individual with a duty of
disclosure actually knew about any of the information
cited before receiving the search report.

The date on the communication by the foreign
patent office begins the 3-month period in the same
manner as the mailing of an Office action starts a 3
month shortened statutory period for reply. If the
communication contains two dates, the mailing date
of the communication is the one which begins the 3
month period. The date which begins the 3-month
period is not the date the communication was received
by a foreign associate or the date it was received by a
U.S. registered practitioner. Likewise, the statement
will be considered to have been filed on the date the
statement was received in the Office, or on an earlier
date of mailing or transmission if accompanied by a
properly executed certificate of mailing or facsimile
transmission under 37 CFR 1.8, or if it is in compli
ance with the provisions for "Express Mail" delivery
under 37 CPR 1.10.

The term counterpart foreign patent application
means that a claim for priority has been made in either
the U.S. application or a foreign application based on
the other, or that the disclosures of the U.S. and for
eign patent applications are substantively identical
(e.g., an application filed in the European Patent
Office claiming the same U.K. priority as claimed in
the U.S. application).

Communications from foreign patent offices in for,
eign applications sometimes include a list of the fam
ily of patents corresponding to a particular patent
being cited in the communication. The family of pat
ents may include a United States patent or other patent
in the English language. Some applicants submit

information disclosure statements to the PTO which
list and include copies of both the particular patent
cited in the foreign patent office communication and
the related United States or other English language
patent from the family list. Since this is to
be encouraged, the United States or other English
language patent will be construed as being cited by
the foreign patent office for purposes of a statement
under 37 CFR 1.97(e)(I). The examiner should con
sider the United States or other English language
patent if 37 CFR 1.97 and 37 CFR 1.98 are complied
with.

If an information disclosure statement includes a
copy of a dated communication from a foreign patent
office which clearly shows that the statement is being
submitted within 3 months of the date on the commu
nication, the copy will be accepted as the required
communication. It will be assumed, in the absence of
evidence to the contrary, that the communication was
for a counterpart foreign application.

In the alternative, a statement can be made if no
item of information contained in the information dis
closure statement was cited in a communication from
a foreign patent office in a counterpart foreign appli
cation and, to the knowledge of the person signing the
statement after making reasonable inquiry, neither
was it known to any individual having a duty to dis
close more than 3 months prior to the filing of the
statement.

The phrase "after making reasonable inquiry"
makes it clear that the individual making the state
ment has a duty to make reasonable inquiry regarding
the facts that are being stated. The statement can be
made by a registered practitioner who represents a
foreign client and who relies on statements made by
the foreign client as to the date the information first
became known. A registered practitioner who
receives information from a client without being
informed whether the information was known for
more than 3 months, however, cannot make the state
ment under 37 CPR 1.97(e)(2) without making rea
sonable inquiry. For example, if an inventor. gave a
publication to the attorney prosecuting an application
with the intent that it be cited to the Office, the attor
ney should inquire as to when that inventor became
aware of the publication and should not submit a
statement under 37 CPR 1.97(e)(2) to the Office until
a satisfactory response is received. The statement can
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B(61 Extensions of Time (37.CFR 1.97(f)) .

No extensions of time for filing an information dis
closure statement are permitted under 37 CFR
1.136(a) or (b). If a bona fide attempt is made to com
ply with the content requirements of 37 CPR 1.98, but
part of the required content is inadvertently omitted,
additional time may be given to enable full compli
ance.

certain for determining if a statement under 37 CFR
1.97(e) can properly be made. A statement on infor
mation and belief would not be sufficient. Examiners
should not remind or otherwise make any comment
about an individual's duty of candor and good faith.
Questions about the adequacy of' any statement
received in writing by the Office should be directed to
the Office of Patent Legal Administration.

Information disclosure statements will be reviewed
for compliance with the requirements of 37 CFR 1.97
and 37 CFR 1.98 as discussed in subsection IILA and
B above. Applicant will be notified of compliance and
noncompliance with the rules as discussed below,

em Noncomplying Information Disclosure
Statemeuts

Pursuant to 37 CPR 1.97(i), submitted information,
filed before the grant of a patent, which does not com
ply with 37 CFR 1.97 and 37CFR 1.98 will be placed
in the file, but will not be considered by the Office.
Information submitted after the grant of a patent must
complywith 37 CPR 1.501.

If an information disclosure statement does not
comply with the requirements based on the time of fil
ing of the IDS as discussed in subsection IILB above,
including the requirements for fees and/or statement
under 37 CFR 1.97(e), the IDS will be placed in the
application file, but none of the information will be
considered by the examiner. The examiner may use
form paragraph 6.49 which is reproduced below to
inform applicant that the information has not been
considered. Applicant may then file a new informa
tion disclosure statementor correct the deficiency in
the previously filed IDS, but the date that the new
IDS or correction is filed will be the date of the IDS
for purposes of determining compliance with the

InformationofC. Examiner Handling
Disclosure Statements

I hereby state that each item of information contained
in this Information Disclosure Statement was first cited in
any communication from a foreign patent office in a coun
terpart foreign application not more than 3 months prior to
the filing of this statement.,

I hereby state that no item of information in the Infor
mation Disclosure Statement filed herewith was cited in a
communication from a foreign patent office in a counter
part foreign application, and, to my knowledge after mak
ing reasonable inquiry, no item of information contained
in this Information Disclosure Statement was known to
any individual designated in 37 CFR 1.56(c) more than 3
months prior to the filing of this Information. Disclosure
Statement.

An information disclosure statement may include
two lists and two statements, similar to the above
examples, in situations where some of the information
listed was cited in a communication from a foreign
patent office not more than 3 months prior to filing the
statement and some was not, but was not known more
than 3 months prior to filing the statement.

A copy of the foreign search report need not be sub
mitted with the statement under 37 CFR 1.97(e), but
an individual may wish to submit an English-lan
guage version of the search report to satisfy the
requirement for a concise explanation where non
English language information is cited. The time at
which information was known to any individual des
ignated in 37 CPR 1.56(c) is the time when the infor
mation was discovered in association with the
application even if awareness of the materiality came
later. The Office wishes to encourage prompt evalua
tion of the relevance of information and to have a date

or

be based on present, good faith knowledge about
when information became known without a search of
files being made.

A statement under 37 CFR 1.97(e) need not be in
the form of an oath or a declaration under 37 CFR
1.68. A statement under 37 CFR 1.97(e) by a regis
tered practitioner or any other individual that the
statement was filed within the 3-month period of
either first citation by a foreign patent office or first
discovery of the information will be accepted as dis
positive of compliance with this provision in the
absence of evidence to the contrary. For example, a
statement under 37 CFR 1.97(e) could read as fol
lows:
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requirements based on the time of filing of the IDS
(37 CFR 1.97).

The examiner should write "not considered" on an
information disclosure statement where none of the
information listed complies with the requirements,
e.g., no copies of listed items submitted. If none of
the information listed on a PTO-1449 or PTOISB/08A
and 08B form is considered, a diagonal line should
also be drawn in pencil across the form and the form
placed on the right side of the application file to
instruct the printer not to list the information on the
face of the patent if the application goes to .issue. The
paper containing the disclosure statement or list will
be placed in the record in the application file. The
examiner will inform applicant that the information
has not been considered and the reasons why by using
form paragraphs 6.49 through 6.49.09. If the improper
citation appears as part of another paper, e.g., an
amendment, which may be properly entered and con
sidered, the portion of the paper which is proper for
consideration will be considered.

If an item of information in an IDS fails to comply
with all the requirements of 37 CPR 1.97 and 37 CPR
1.98, that item of information in the IDS will not be
considered and a line should be drawn through the
citation to show that it has not been considered. How
ever, other .items of information that do comply with
all the requirements of 37 CPR 1.97 and 37 CPR 1.98
will be considered by the examiner.

If information listed in the specification rather than
in a separate paper, or if the other content require
mentsas discussed in subsection lILA above are not
complied with, the information need not be consid
eredby the examiner, in which case, the examiner
should notify applicant in the next Office action that
the information has not been considered.

(a) Form Paragraphs

'If 6.49 Information Disclosure Statement Not Considered
The information disclosure statement filed [1] fails to comply

with the provisions of 37 CFR 1.97, 1.98 and MPEP § 609
because [2]. It has been placed in the application file; but the
information referred to therein has not been considered as to the
merits. Applicant is advisedthat the dateof anyresubmission of
any item of information containedin this information disclosure
statement or the submission of anymi~sing elementfs) will bethe
date of submission for purposes of determining compliance with
the requirements based on the time of filing the statement, .includ
ingall requirements for statements under 37 CFR I.97(e). See
MPEP § 609 subsection ill, C(l).

Examiner Note:
See MPEP .. § 609 for situations where the use of this form

paragraph wouldbe appropriate.

'If 6.49.01 Information Disclosure Statement Not
Considered, After First Action, But Before the Prosecution
of the Application Closes, No Statement

The information disclosure statement filed [1] fails to comply
with 37 CFR 1.97(c) because it lacks a statement as specified in
37 CFR 1.97(e). It has been placed in the application file, but the
information referredtotherein hasnotbeen considered.

'If 6.49.02 Information Disclosure Statement Not
Considered, After First Action, But Before the Prosecution
of the Application Closes, No Fee

The information disclosure statement filed [1] fails to comply
with 37 CFR 1.97(c) because it lacks the fee set forth in 37 CFR
1.17(p). It has been placed in the application file, but the informa
tionreferred to therein has notbeenconsidered.

'If 6.49.03 Information Disclosure Statement Not
Considered, After the Prosecution of the Application
Closes, Issue Fee Not Paid, No Statement

The information disclosure statement filed [1] fails to comply
with 37 CPR 1.97(d) because it lacks a statement as specified in
37 CFR 1.97(e). It has been placed in the application file, but the
information referred to therein has notbeen considered.

'If 6.49.05 Information Disclosure Statement Not
Considered. After the Prosecution of the Application
Closes, Issue Fee Not Paid, No Fee

The information disclosure statementfiled [1] fails to comply
with 37 CFR 1.97(d) becanse it lacks the fee set forth in 37 CFR
1.17(p). It hasbeenplacedin theapplication file, buttheinforma
tionreferred to therein hasnotbeen considered.

'If 6.49.06 Information Disciosure Statement Not
Considered, References Listed in Specification

The listing of references in the specification is not a proper
information disclosure statement. 37 CPR 1.98(b)requires a list of
all patents, publications, applications, or other information sub
mitted for consideration by the Office, and MPEP § 609 subsec
tion ITI A(l) states, "the list may not be incorporated into the
specification but mustbe submitted in a separate paper." There
fore, unless the references have been cited by the examiner on
formPfO-892, theyhave notbeenconsidered.

'If 6.49.07 Information Disclosure Statement Not
Considered, No Copy ofReferences

The information disclosure statement filed [1] fails to comply
with 37 CFR 1.98(a)(2), which requires a legible copy of each
U.S. and.foreign patent; each publication or that portion which
caused it to be. listed; for each cited pending U.S. application, the
application specification including the claims, andanydrawing of
the application, or that portion of the application which caused it
to be listed including any claims directed to that portion and all
other information or that portion which caused it to be listed. It
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has been placed in the application file, but the information
referred to therein has not been considered.

'J! 6.49.08 Information Disclosure Statement Not
Considered, No List ofReferences

The information disclosure statement filed [1] fails to comply
with 37 CFR 1.98(a)(I), which requires a list of all patents, publi
cations, applications, or other information submitted for consider
ation by the Office. It has been placed in the application file, but
the information referred to therein has not been considered.

'J! 6.49.09 Information Disclosure Statement Not
Considered, No Explanation of Relevance of Non-English
Language Information

The information disclosure statement filed [1] fails to comply
with 37 CPR L98(a)(3)(i) because it does not include a concise
explanation of the relevance, ash is presently' understood by the
individual designated in 37 CPR 1.56(c) most knowledgeable
about the content of the information, of each reference listed that
is not in the English language. It has been placed in the applica
tion file, but the information referred to therein has not been con
sidered.

'J! 6.51 Time for Completing Information Disclosure
Statement

The information disclosure statement filed on [1] does not fully
comply with the requirements of 37 CFR 1.98 because: [2].
Since the submission appears to be bonafide, applicant is given
ONE (1) MONTH from the date of this notice to supply the
above-mentioned omissions or corrections in the information dis
closure statement. NO EXTENSION OF. THIS TIME LlMIT
MAY BE GRANTED UNDER EITHER 37 CFR 1.136(a) OR
(b). Failure to timely comply with this notice will result in the
above-mentioned information disclosure statement being placed
in the application file with the non-complying information not
being considered. See 37 CPR 1.97(i).

Examiner Note:
Use this form paragraph if an IDS complies with the timing

requirements of 37 CFR 1.97 but part of the content requirements
of 37 CFR 1.98 has been inadvertently omitted.

This practice does not apply where there has been a deliberate
omission of some necessary part of an Information Disclosure
Statement or where the requirements based on the time of filing
the statement, as set forth in 37 CFR 1.97, have not been com
plied with.

C(21Complying Information Disclosnre Statements

The information contained in information disclo
sure statements which comply with both the content
requirements of 37 CFR 1.98 and the requirements,
based on the time of filing the statement, of 37 CFR
1.97 will be considered by the examiner. Consider
ation by the examiner of the information submitted in
an IDS means that the examiner will consider the doc
uments in the same manner as other documents in

Office search files are considered by the examiner
while conducting a search of the prior art in a proper
field of search. The initials of the examiner placed
adjacent to the citations on the PTO-1449 or PTO/SBI
08A and 08B or its equivalent mean that the informa
tion has been considered by the examiner to the extent
noted above. Only where the relevancy of the infor
mation is actnally discussed -in the application file
(either by the examiner or by the applicant) or where
the information is relied upon to reject a claim iu the
application, will the information deemed to be "con
sidered" (to the extent discussed) for the purposes of
reexamination under the Portola guidelines. See
MPEP § 2242 under the subsection "General Princi
ples Governing Compliauce With Portola Packagiug."

Examiners must consider all citations submitted in
conformance with the rules and this sectiou, and their
initials when placed. adjacent to .the considered cita
tions on the list or in the boxes provided on a form
PTO-1449 or PTO/SB/08A and 08B provides a clear
record of which citations have been considered by the
Office. The examiner must also fill in his or her name
and the date the information was considered in blocks
at the bottom of the PTO-1449 or PTO/SB/08A and
08B form. If the citations are submitted on a list other
than on a form PTO-1449 or PTO/SB/08A and 08B,
the examiner may write "all considered" and his or
her initials to indicate that all citations have been con
sidered. If any of the citations are considered, a copy
of the submitted list, form PTO-1449, or PTO/SB/08A
aud 08B, as reviewed by the examiner, will be
returned to the applicant with the next communica
tion. Those citations not considered by the examiner
will have a line drawn through the citation and any
citations considered will have the examiner's initials
adjacent thereto. The original copy 'of the list, form
PTO-1449, or PTO/SB/08A and 08B will be entered
into the application file. The copy returned to appli
cant will serve both as acknowledgement of receipt of
the information disclosure statement and as an indica
tion as to which references were considered by the
examiner. Forms PTO-326 and PTOL-37 include a
box to indicate the attachment of form PTO-1449 or
PTO/SB/08A and 08B .

Information which complies with requirements as
discussed in this section but which is in a non-English
language will be considered in view of the concise
explanation submitted (subsection IILA(3) above) and
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insofar as it is nnderstood on its face, e.g., drawings,
chemical formnlas, in the same manner that non
English language information in Office search files is
considered by examiners in conducting searches. The
examiner need not have the information translated
unless it appears to be necessary to do so. The exam
iner will indicate that the non-English language infor
mation has been considered in the same manner as
consideration is indicated for information submitted
in English. The examiner should not reqnire that a
translation be filed by applicant. The examiner should
not make any comment such as that the non-English
language information has only been considered to the
extent understood, since this fact is inherent. See
Semiconductor Energy Laboratory Co. v. Samsung
Electronics Co., 204 F.3d 1368, 1377-78,54 USPQ2d
1001, 1008 (Fed. Cir. 2000) ("[A]s MPEP Section
609C(2) reveals, the examiner' s understanding of a
foreign reference is generally limited to that which he
or she can glean from the applicant' s concise state
ment.. .Consequently, while the examiner's initials
require that we presume that he or she considered the
[foreign] reference, this presumption extends only to
the examiner' s consideration of the brief translated
portion and the concise statement.").

Since information is required to be submitted in a
separate paper listing the citations rather than in the
specification, there is no need to mark "All checked"
or "Checked" in the margin of a specification contain
ing citations.

If an item of information in an IDS fails to comply
with requirements of 37 CFR 1.97 and 37 CFR 1.98, a
line should be drawn through the citation to show that
it has not been considered. The other items of infor
mation listed that do comply with the requirements of
37 CFR 1.97 and 37 CFR 1.98 will be considered by
the examiner and will be appropriately initialed.

!::.m Documents Submitted As Part of Applicant's
Reply to Office Action

Occasionally, documents are submitted and relied
on by an applicant when replying to an Office action.
These documents may be relied on by an applicant,
for example, to show that an element recited in the
claim is operative or that a term used in the claim has
a recognized meaning in the art. Documents may be
in any form but are typically in the form of an affida
vit, declaration, patent, or printed publication.

To the extent that a document is submitted as evi
dence directed to an issue of patentability raised in an
Office action, and the evidence is timely presented,
applicant need not satisfy the requirements of 37 CFR
1.97 and 37 CFR 1.98 in order to have the examiner
consider the information contained in the document
relied on by applicant. In other words, complianCe
with the information disclosure rules is not a thresh
old requirement to have information considered when
submitted by applicant to support an argument being
made in a reply to an Office action.

At the same time, the document supplied and relied
on by applicant as evidence need not be processed as
an item of information that was cited in an informa
tion disclosure statement. The record should reflect
whether the evidence was considered, but listing on a
form (e.g., PTO-892, PTO-1449,or PTO/SB/08A and
08B) and appropriate marking of the form by the
examiner is not required.

For example, if applicant submits and relies on
three patents as evidence in reply to the first Office
action and also lists those patents on a PTO-1449 or
PTO/SB/08A and 08B along with two journal articles,
but does not file a statement under 37 CFR 1.97(e) or
the fee set forth in 37 CFR 1.17(p), it would be appro
priate for the examiner to indicate that the teachings
relied on by applicant in the three patents have been
considered, but to line through the citation of all five
documents on the PTO-I449 or PTO/SB/08A and 08B
and to inform applicant that the information disclo
sure statement did not comply with 37 CFR 1.97(c).

D. Information Printed on Patent

A citation listed on form PTO-1449 or PTO/SB/
08A and 08B and considered by the examiner in
accordance with this section will be printed on the
patent. A citation listed in a separate paper, equivalent
to but not on form PTO-1449 or PTO/SB/08A and
08B, and considered by the examiner in accordance
with this section will be printed on the patent if the list
is on a separate sheet which is clearly identified as an
information disclosure statement and the list lends
itself to easy capture of the necessary information by
the Office printing contractor, i.e., each item of infor
mation is listed on a single line, the lines are at
least double-spaced from each other, the information
is uniform in format for each listed item, and the
list includes a column for the examiner's initials to
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indicate that the information was considered. For pat
ents printed after January I, 2001, citations from
information disclosure statements that are printed on
the face of the patent will be distinguished from cita
tions cited by the examiner on a form PrO-892. The
citations cited by the examiner on a form PrO-892
will be marked with an asterisk. If an item of informa
tionis cited more than once in an IDS and on a form
PrO-892, the citation of the item will be listed only
once on the patent as a citation cited by the examiner.

If the applicant does not provide classification
information for a citation, or if the examiner lines
through incorrect classification data, the citation will
be printed on the face of the patent withoutthe classi-

fication information. If a U.S. patent application
number is listed on a PrO-1449 or PrO/SB/08A and
08B form or its equivalent and the examiner considers
the information and initials the form, the application
number will be printed on the patent. Applicants may
wish to.list U.S. patent application numbers on other
than a form PrO-1449 or PrO/SB/08A and 08B for
mat to avoid the application numbers of pending
applications being published on the patent. If a cita
tion is not printed on the patent but has been consid
ered by the examiner in accordance with this section,
the. patented file will reflect that fact as noted in sub
section IILC(2) above.
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610 Third Party Submission of Patents
or Publications in a Published
Application

37 CFR 1.99. Third-party submission in published
application

(a) A submission by a member of the public of patents or
publications relevant to a pending published. application may be
entered in the application file if the submission complies with the
requirements of this section and the application is, still pending
when the submission and application file are brought before the
examiner.

(b) A submission under this section must identify the appli
cation to which it is directed by application number and include:

(1) Thefeesetforthin§ 1.17(p);
(2) A list of the patents or publications submitted for COllR

sideration by the Office, including the date of publication of each
patent or publication;

(3) A copy of each listed patent or publication in written
form or at least the pertinent portions; and

(4) An English language translation of all the necessary
and pertinent parts of any non-English language patent or publica
tion in written form relied upon.

(c) The submission under this section must be served upon
the applicant in accordance with § 1.248.

(d) A submission under this section shall not include any
explanation of the patents or publications, or any other informa
tion. The Office will dispose of such explanation or information if
included in a submission under this section. A submission under
this section is also limited to ten total patents or publications.

(e) A submission under this section must be filed within two
months from the date of publication of the application (§ 1.215(a))
or prior to the mailing of a notice of allowance (§ 1.311), which
ever is earlier. Any submission under this section not filed within
this period is permitted only when the patents or publications
could not have been submitted to the Office earlier, and must also
be accompanied by the processing fee set forth in § 1.17(i). A sub
mission by a member of the public to a pending published applica
tion that does not comply with the requirements of this section
will be returned or discarded.

(f) A member of the public may include a self-addressed
postcard with a submission to receive an acknowledgment by the
Office that the submission has been received. A member of the
public filing a submission under this section will not receive any
communications from the Office relating to the submission other
than the return of a self-addressed postcard. In the absence of a
request by the Office, an applicant has no duty to, and need not,
reply to a submission under this section.

Once an application has been published under 35
U.S.C. 122(b), a member of the public (i.e., a third
party to the prosecution proceeding of the application)
may submit patents and publications relevant to the
published application pursuant to 37 CPR 1.99. The
patents and publications may be entered in the appli-

cation file if the submission complies with the
requirements of 37 CPR 1.99 and the application is
still pending when the submission and application file
are brought before the examiner. The submission must
be served upon the applicant in accordance with 37
CFR 1.248 prior to the filing of the submission in the
Office.

The purpose for permitting a third party to submit
relevant patents or publications in a published appli
cation is to enhance the quality of examination of the
application. This objective is accomplished by
informing the examiner that such relevant patents or
publications are in existence and should be considered
when evaluating the patentability of the claims.

To ensure that a third-party submission under 37
CPR 1.99 does not amount to a protest or pre-grant
opposition without express consent of the applicants,
37 CFR 1.99 does not permit the third party to have
the right to insist that the examiner consider any of the
patents or publications submitted.

If the submission is not in compliance with 37 CFR
1.99, information filed in the submission may be
removed prior to the examiner receiving the submis
sion and application file. The Office will screen third
party submissions to determine whether they are lim
ited to patents and publication, and to remove any
explanations or information (other than patents and
publications) from the submission before the submis
sion is placed in the application file and forwarded to
the examiner. If the explanations cannot be separated
from the patents or publications, such patents or pub
lications willbe discarded. By the time the examiner
receives the application file and submission, some or
all patents or publications in the submission may have
been discarded.

The entry of a submission under 37 CFR 1.99 does
not mean that the patents or publications contained in
the submission will be necessarily considered and
cited by the examiner. Unless the examiner clearly
cites a patent or publication on form PTO-892,
"Notice of References Cited" and such patent or pub
lication is used in a rejection or its relevance is actu
ally discussed during prosecution, the patent or
publication will not deemed to have been "consid
ered" for purposes of reexamination under the Portola
guidelines. See MPEP § 2242 under the subsection
"General Principles Governing Compliance With Por
tola Packaging."
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If the applicant wants to ensure that the information
in a third-party submission is considered by the exam"
iner, the applicant should submit such information in
an IDS in compliance with 37 CFR 1:97 and.37 CFR
1.98. Since the third party is required to serve the
applicant a copy of the submission, applicant may file
the IDS prior to the Office receiving or acting on the
submission. Furthermore, an individual who has a
duty to disclose under 37 CPR 1:56 should.submit any
material information contained in a third-party sub
mission to the Office in an IDS in compliance with 37
CPR 1:97 and 37 CPR 1.98 to ensure such material
information is properly disclosed to the examiner.

37 CPR 1:99(e) specifies that a submission under
37 CFR 1.99 must be filed within two months from
the date of publication of the application (37 CFR
1:215(a», or prior to the mailing of a notice of allow
ance (37 CFR 1.311), whichever is earlier: Republica
tion of an application under 37 CFR 1:211 does not
restart the two-month period specified in 37 CFR
1.99(e).

Any submission not filed within the periods speci
fied in 37 CFR 1:99(e) is permitted only when the pat
ents or publications could not have been submitted to
the Office earlier (e.g., an amendment submitted in
the application after publication changes the scope of
the claims to an exteut that Could not reasonably have
been anticipated by a persou reviewing the published
application duriug the period specified in 37 CFR
1.99(e». Submissions after the periods specified in 37
CFR 1.99(e) must be accompanied by (1) a statement
that the patents or publications being submitted in the
submission could not have been submitted to the
Office earlier, and (2) the processing fee as set forth in
37 CPR 1.17(i).

I. WHEN MUST A THIRD·PARTY
SUBMISSION BE FILED

(A) a certification that the thirdparty has served
the information being submitted upon the applicant in
compliance with 37 CFR 1:248(b).

(B) a listing of the patents or publications submit
ted for consideration by the Office (including the date
of publication of each patent or publication);

(C) a copy of each listed patent or publication in
written form or at least the pertinent portions thereof;

(D) an English language translation of all perti
nent parts of any non-English language patent or pub
lication in written form; and

(Eta certification that the third party has served
the information being submitted upon the applicant in
compliance with 37 CPR 1:248(b).

Pursuant to 37 CFR 1.99(d), a submission cannot
include any of the following:

(A) more than ten total references (patents or pub
lications;

(B) explanations of the patents or publications;
(C) documents other than patents or publications

(e.g., the submission cannot include any affidavits or
declarations); or

.(0) markings or highlights on the patents or pub
lications.

Thethirdparty may, however, submit redacted ver
sions of a patent or publication containing only the
most relevant portions of the patent or publication.
The Office will review submissions to determine
whether they are liI11ited to patents and publications
and remove any explanations or documents other than
patents and publications from the submission before
the submission is placed in the file of the application
and forwarded to the examiner. The Office will dis"
pose of such explanations or documents if included in
a submission. Furthermore, if the explanation cannot
be readily removed from the patents or publications
(e.g., highlights), the patents or publications will be
discarded.

II. CONTENTS REQUIREMENTS FOR· A
THIRD·PARTY SUBMISSION

Priorto filing a submission under3? CPR 1:99, the
patents or publications being submitted must be
served upon the applicant pursuant to 37 CPR 1.248.
A submission under 37 CFR 1:99 must identify the
application to which it is directed by the application
number and must include:

III. NO THIRD·PARTY PARTICIPATION

The involvement of a third party in filing a submis
sion under 37 CFR 1:99 ends with the filing of the
submission, A third party may include a self
addressed postcard with a submission filed under 37
CFR 1.99 to receive an acknowledgment by the
Office that the submission has been received. The
third party filing the submission will not receive any
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communications from the Office relating to the sub
mission other than the return of the self-addressed
postcard.

IV. TREATMENT OF A THIRD·PARTY
SUBMISSION

A. Proceduresfor TechnicalSupport Staff

Technical support staff in the TC will initially pro
cess third party submissions under 37 CFR 1.99.
Once the technical support personnel recognizes a
prior art submission as a third party submission under
37 CFR 1.99, he or she will enter the third party sub
mission into PALM and into the application file. The
technical support personnel will verify that the fee for
a submission under 37 CFR 1.99 (i.e., the fee set forth
in 37 CFR 1.17(p)) has been paid and, if appropriate,
collect the fee(s) that may have been authorized in the
third party submission. If the fee has not been paid
(and there is no authorization to charge the fee con
tained in the third party submission), technical sup
port personnel are not to charge applicant's deposit
account for the requisite fee since the submission is
being submitted by a third party rather than the appli
cant. The technical support personnel will review the
listing of patents and publications to verify that it is
clearly identified as a submission under 37 CFR 1.99.
If the listing is not identified as a submission under 37
CPR 1.99, the technical support personnel will write
on the listing "Submission under 37 CFR 1.99" fol
lowed by his or her initials and the date of entry. The
technical support personnel will then forward the sub
mission and the application file to the Supervisory
Patent Examiner (SPE) or Special Program Examiner
(SPRE) responsible for screening submissions under
37 CFR 1.99.

B. Proceduresfor Screeners

Once the third party submission and application
file have been forwarded to the SPE or SPRE who is
responsible for screening submissions under 37 CFR
1.99, the SPE or SPRE will screen the third party sub
mission to determine whether the submission is in
compliance with the timeliness requirements noted in
subsection I. above and the content requirements
noted in subsection II. above. Submissions under 37
CFR 1.99 that do not comply with the timeliness or
content requirements will be discarded. Only those

submissions that comply with 37 CPR 1.99 will be
forwarded to the examiner along with the application
file for consideration.

If the entire submission or parts of the submission
need to be discarded, the screener should retain the
cover letter or the first page of the submission (trans
mittal) and parts of the submission that are in compli
ance with the requirements of 37 CFR 1.99 and
discard the rest of the submission. The screener
should write on the transmittal that "the third party
submission (or the list of items) has been discarded,"
and include the reason(s) why the submission or the
items have been discarded (e.g., the submission was
not timely filed or copies of items I, 2, & 3 are not
provided). The screener should also include his or her
initials, and the date of entry.

If a patent or publication has been discarded (e.g.,
because it contained highlighted portions), there is
nothing to preclude the screener from separately
obtaining a clean copy of the patent or publication.
After the submission has been reviewed for compli
ance with all the requirements of 37 CFR 1.99, the
submission and the application file will be forwarded
to the examiner for consideration.

C. Procedures for Examiners

Once the third-party submission and the applica
tion file have been forwarded to the examiner, the
examiner should act on the submission immediately.
If an Office action is outstanding, the examiner may
treat the submission when preparing the Office action.
If an Office action is not outstanding, the examiner
should treat the submission immediately on a separate
Office communication (i.e., a PTOL-90).

The examiner should not initial any patents or pub
lication on the listing of patents or publications sub
mitted in a third-party submission. The examiner may
request for applicant's comments of any patent or
publication in the submission.

The examiner should notify applicant of the Office
treatment of the third-party submission using form
paragraph 6.56. If any patent or publication in the
submission under 37 CFR 1.99 has been determined
by the examiner to be relevant to the patentability of
the claims in the published application, the examiner
should list the patent or publication on form PTO-892
and provide an explanation of its relevance unless the
patent or publication has been used in a rejection. If
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the examiner considers it desirable, or necessary, to
obtain applicant's connnents on the patents or publi
cations submitted before further action, the examiner
will offer applicant an opportunity to file connnents.
If the examiner has specific questions or requests for
information from the applicant regarding any of the
patents or publications, the examiner may make a
requirement of information under 37 CFR 1.105. See
MPEP §704.

'!! 6.56 Notify Applicant of Office Treatment of a Third
Party Submission

A third-party submission has been filed under 37 CPR 1.99 on
[11 in the published application.

To ensure that a third-party submission does not amount to a
protestor pre-grant opposition, 37 CPR 1.99 does not permit the
third party to have the right to insist that the examiner considers
any of the. patents or publications submitted. Furthermore, if the
submission is not in compliance with37 CPR 1.99, some or all of
the information 'submitted may have been discarded prior to the
examiner receives the submission. Therefore, unless the examiner
clearly cites apatent or publication on fonnPI'O-892, Notice of
References Cited and such reference is used in a rejection or its
relevance is actually discussed during prosecution, consideration
by the examiner of any patent or publication.submitted in a third
party submission cannot be presumed.

If the applicant wants to ensure that the information in a third
party submission is considered by the examiner, the applicant
should submit the information in an IDS in compliance with 37
CFR 1.97 and 37 CFR 1.98. An individual who has a duty to dis
close under 37 CPR 1.56 should also submit any material infor-

mation contained in a third-party submission to the Office in an
IDS in compliance with 37 CFR 1.97 and 37 CFR 1.98 to ensnre
such material information is properly disclosed to the examiner.

Examiner Note:
1. In'bracket Lfnserr the date that the Office received the sub
mission.

Form paragraph 6.57 may be used to offer applicant
an opportunity to file comments on a third-party sub
mission.

'!! 6.57 Requesting Applicant'S Comments on a Third-Party
Submission

A third-party submission has been filed under 37 CFR·1.99 on
[1] in the published application. Applicant is offered an opportu
nity to. file any comments regarding the patents or publications
submitted in the third-party SUbmission. Any comments should be
filed within the later of the time period set forth in the prior Office
action or one month from the mailing of this Office communica
tion.

Examiner Note:
1. While the examinernormally should not need further infor
mation from applicant, this .form paragraph may .be used to
request applicant's comment.

2. In bracket 1, insert the date that the Office received the sub

mission.

•••••••••••••••••••••••••••••••
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Chapter 700 Examination ofApplications
706.02(k) Provisional Rejection (Obviousness) Under

701 Statutory Authority for Examination 35 U.S.c. 102(e)/103

702 Requisites of the Application 706.02(1) Rejections Under 35 U.S.C. 102(f)/103 and

702.01 Obviously Informal Cases 35 U.S.C. 102(g)/l03; 35 U.S.C. 103(c)

703 "General Information Concerning Patents" 706.02(1)(1) Rejections Under 35 U.S.c. 102(e)/103;

704 Search and Requirements for Information 35 U.S.C. 103(c)

704.01 Search 706.02(1)(2) Establishing Common Ownership

704.10 Requirements for Information 706.02(1)(3) Examination Procedure with Respect to 35

704.11 What Information May Be Required U.S.c. 103(c)

704.11(a) Examples ofInformation Reasonably required 706.02(m) Form Paragraphs for Use in Rejectious Under

704. 11(b) When Maya Requirement for Information Be 35 U.S.c. 103

Made 706.02(n) Biotechnology Process Applications;
704.12 Replies to a Requirement for Information 35 U.S,C. 103(b)

704.l2(a) Relationship of Requirement for Information to 706.03 Rejections Not Based on Prior Art

Duty of Disclosure 706.03(a) Rejections under 35 U.S.C. 101
704.l2(b) What Constitutes A Complete Reply 706.03(b) Barred by Atomic Energy Act
704.l2(c) Treatment of Incomplete Reply 706.03(c) Rejections Under 35 U.S.c. 112, First
704.13 Time Periods for Reply Paragraph

704.14 Making a Requirement for Information 706.03(d) Rejections Under 35 U.S.c. 112, Second
704.l4(a) Format of the Requirement Paragraph

704.l4(b) Examiner's Obligation Following Applicant's 706.03(k) Duplicate Claims

Reply 706.03(m) Nouelected Inventious
704.l4(c) Petitions to Requirements Under 37 CFR 1.105 706.03(0) New Matter
704.l4(d) Relationship to Information Disclosure 706.03(s) Foreign Filing Without License

Statements 706.03(u) Disclaimer
705 Patentahility Reports 706.03(v) After Interference or Public Use Proceeding
705.01 Instructions re Patentability Reports 706.03(w) Res Judicata
705.01(a) Nature of P.R., Its Use and Disposal 706.03(x) Reissue
705.0l(b) Sequence of Examination 706.04 Rejection of Previously Allowed Claims
705.0l(c) Counting and Recording P.R.s 706.05 Rejection After Allowance of Application
705.01 (d) Duplicate Prints of Drawings 706.06 Rejection of Claims Copied From Patent
705.0l(e) Limitationas to Use 706.07 Final Rejection
705.0l(f) Interviews With Applicants 706.07(a) Final Rejection, When Proper on Second
706 Rejection of Claims Action
706.01 Contrasted With Objections 706.07(b) Final Rejection, When Proper on First Action
706.02 Rejection on Prior Art 706.07(c) Final Rejection, Premature
706.02(a) Rejections Under 35 U.S.C.l02(a), (b), or (e); 706.07(d) Final Rejection, Withdrawal of, Premature

Printed Publication or Patent 706.07(e) Withdrawal of Final Rejection, General
706.02(b) Overcoming a 35 U.s.C. 102 Rejection Based 706.07(f) Time for Reply to Final Rejection

on a Printed Publication or Patent 706.07(g) Transitional After-Final Practice
706.02(c) Rejections Under 35 U.S.C. 102(a) or (b); 70607(h) Request for Continued Examination (RCE)

Knowledge by Others or Puhlic Use or Sale Practice
706.02(d) Rejections Under 35 U.S.c. 102(c) 707 Examiner's Letter or Action
706.02(e) Rejections Under 35 U.S.c. 102(d) 707.01 Primary Examiner Indicates Action for New
706.02(f) Provisional Rejections Under 35 U.S.c. Assistant

102(e); Reference Is a Copending U.S. Patent 707.02 Applications Up for Third Action and 5-Year
Application Applications

706.02(g) Rejections Under 35 U.S.C. 102(f) 707.05 Citation of References
706.02(h) Rejections Under 35 U.S.C. 102(g) 707.05(a) Copies of Cited References
706.02(i) Form Paragraphs for Use in Rejections Under 707.05(h) Citation of Related Art and Information by

35 U.S.C. 102 Applicants
706.02(j) Contents of a 35 U.S.C. 103 Rejection 707.05(c) Order of Listing
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714.01(e)
714.02

711.04
711.04(a)

711.03(c)
711.03(d)

711.02(a)
711.02(b)
711.02(c)
711.03

713.05

Situations When Reply Period Is Reset or
Restarted

Abandonment of Patent Application
Express or Formal Abandonment
Failure To Take Required Action During
Statutory Period
Insufficiency of Reply
Special Situations Involving Abandonment
Termination of Proceedings
Reconsideration of Holding of Abandonment;
Revival

711.03(a) Holding Based on Insufficiency
ofReply

711.03(b) Holding Based on Failure To Reply Within
Period
Petitions Relating to Abandonment
Examiner's Statement on Petition To Set Aside
Examiner's Holding
Public Access to Abandoned Applications
Pulling and Forwarding Abandoned
Applications
Ordering of Patented and Abandoned Files
Notifying Applicants of Abandonment
Letter of Abandonment Received After
Application is Allowed
Abstracts, Abbreviatures, and Defensive
Publications

711.06(a) Citation and Use of Abstracts, Abbreviatures,
and Defensive Publications as References

Interviews
General Policy, How Conducted
Interviews Prior to First Official Action
Interview for "Sounding Out" Examiner Not
Permitted
Substance of Interview Must Be Made of
Record
Interviews Prohibited or Granted, Special
Situations
No Inter Partes Questions Discussed Ex Parte
Exposure of Other Cases
Demonstration, Exhibits, Models
Finally Rejected Application
Interview Preceding Filing Amendment Under
37 CFR 1.312

Amendments, Applicant's Action
Signatures to Amendments
Unsigned or Improperly Signed Amendment
Signed by Attorney or Agent Not of Record
Amendment Signed by Applicant But Not by
Attorney or Agent of Record
Amendments Before First Office Action
Must Be Fully Responsive

713.04

713
713.01
713.02
713.03

711.06

710.06

711.04(b)
711.04(c)
711.05

714
714.01
714.01(a)
714.01(c)
714.01(d)

713.06
713.07
713.08
713.09
713.10

711
711.01
711.02

Reference Cited in Subsequent Actions
Data Used in-Citing References
Effective Dates of Declassified Printed Matter
Incorrect Citation of References
'Citation of Decisions, Orders Memorandums,
and Notices
Completeness and Clarity of Examiner' s
Action
Complete Action on Formal Matters
Requiring New Oath
Draftsperson's Requirement
Language To Be Used In Rejecting Claims
Note All Outstanding Requirements
Answer All Material Traversed
Piecemeal Examination
Notify of Inaccuracies in Amendment
Each Claim To Be Mentioned in Each Office
Action
State When Claims Are Allowable
Numbering Paragraphs
Comment on Examples
Reviewing and Initialing by Assistant
Examiner
Signing by Primary or Other Authorized
Examiner

707.07

710.02(e)
710.04
71O.04(a)
710.05

Entry
Date
Mailing
Returned Office Action

Order of Examination
Listof Special Cases
Petition To Make Special
Examiner Tenders Resignation

Suspension of Action
Overlapping Applications by Same Applicant
or Owned by Same Assignee

Period for Reply
Statutory Period
Statutory Period, How Computed
Shortened Statutory Period and Time Limit
Actions Computed

710.02(b) Shortened Statutory Period: Situations In
Which Used

71O.02(c) Specified Time Limits: Situations In Which
Used

71O.02(d) Difference Between Shortened Statutory
Periods for Reply and Specified Time Limits
Extension of Time
Two Periods Running
Copying Patent Claims
Period Ending on Saturday, Sunday, or a
Federal Holiday

707.09

707.07G)
707.07(k)
707.07(1)
707.08

707.07(a)
707.07(b)
707.07(c)
707.07(d)
707.07(e)
707.07(f)
707.07(g)
707.07(h)
707.07(i)

707.05(d)
707.05(e)
707.05(f)
707.05(g)
707.06

710
710m
71O.01(a)
710.02

707.10
707.11
707.12
707.13
708
708.01
708.02
708.03
709
709.01
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715.01

714.03

714.04

714.17

716.04
716.05
716.06
716.07

716.02(e)
716.02(f)
716.02(g)
716.03
716.03(a)

716

716.01
716.01(a)
716.01(b)

715.03

715.07
715.07(a)
715.07(b)
715.07(c)

715.01(c) Reference Is Publication of Applicant's Own
Invention
Activities Applied Against the Claims
How Much of the Claimed Invention Must Be
Shown, Including the General Rule as to
Generic Claims
Genus-Species, Practice Relative to Cases
Where Predictability Is in Question
Who May Make Affidavit or Declaration;
Formal Requirements of Affidavits and
Declarations
U.S. Patent or Application Publication Claim
ing SameInvention
Facts and Documentary Evidence
Diligence
Interference Testimony Sometimes Used
Acts Relied Upon Must Have BeenCarried Out
in This Country or a NAFTA or WTO Member
Country
Disposition of Exhibits
Passed Upon by Primary Examiner
Seasonable Presentation
Review of Affidavit or Declaration for
Evidence of Prior Public Use or Sale or Failure
to Disclose Best Mode

Affidavits or Declarations Traversing
Rejections, 37 CFR 1.132

Generally Applicable Criteria
Objective Evidence of Nonobviousness
Nexus Requirement and Evidence of
Nonobviousness
Probative Value of Objective Evidence
Weighing Objective Evidence
Allegations of Unexpected Results
Evidence Must Show Unexpected Results
Burden on Applicant
Weighing Evidence of Expected and
Unexpected Results

716.02(d) Unexpected Results Commensurate in Scope
With Claimed Invention
Comparison With Closest Prior Art
Advantages Disclosed or Inherent
Declaration or Affidavit Form
Commercial Success
Commercial Success Commensurate in Scope
With Claimed Invention

716.03(b) Commercial Success Derived From Claimed
Invention
Long-Felt Need and Failure of Others
Skepticism of Experts
Copying
Inoperability of References

715.07(d)
715.08
715.09
715.10

715.05

715.04

715.01(d)
715.02

716.01(c)
716.01(d)
716.02
716.02(a)

·716.02(b)
716.02(c)

714.24
714.25
715

714.16(d)
714.16(e)

714.18
714.19
714.20
714.21

714.22
714.22(a)
714.23

714.16

714.14
714.15

714.12
714.13

714.05
714.06

714.07
714.08
714.10
714.11

Amendments Not Fully Responsive, Action To
Be Taken

714.03(a) Amendment Unduly Interferes with the
Preparation of an Office Action
Claims Presented in Amendment With No
Attempt To Point Out Patentable Novelty
Examiner Should Inunediately Inspect
Amendments Sent to Wrong Technology
Center
Amendments Not in Permanent Ink
Telegraphic Amendment
Claims Added in Excess of Filing Fee
Amendment Filed During Interference
Proceedings
Amendments After Final Rejection or Action
Amendments After Final Rejection or Action,
Procedure Followed
Amendments After Allowance of All Claims
Amendment Received in Technology Center
After Mailing of Notice of Allowance
Amendment After Notice of Allowance,
37 CFR 1.312

714.16(a) Amendments Under 37 CPR 1.312, Copied
Patent Claims

714.16(b) Amendments Under 37 CPR 1.312 Filed With
a Motion Under 37 CFR 1.633

714.16(c) Amendments Under 37 CPR 1.312, Additional
Claims
Amendments Under 37 CFR 1.312, Handling
Amendments Under 37 CPR 1.312, Entry in
Part
Amendment Filed After the Period for Reply
Has Expired
Entry of Amendments
List of Amendments, Entry Denied
List of Amendments Entered in Part
Amendments Inadvertently Entered, No Legal
Effect
Entry of Amendments, Directions for
Amendments Consolidating All Claims
Entry of Amendments, Directions for,
Defective
Amendment of Amendments
Discourtesy of Applicant or Attorney

Swearing Back of Reference - Affidavit or
Declaration Under 37 CFR 1,131

37 CFR 1.131 Affidavits Versus 37 CFR 1.132
Affidavits

715.01(a) Reference Is a Joint Patent or Published
Application to Applicant and Another

715.01(b) Reference and Application Have Common
Assignee
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716.08

724.03

724.05

724.04

forStatutory Authority
Examination

35 U.S.c. 131. Examination ojapplicatiot!.
The Director shall cause an examination' to .be made of the

application and the alleged new invention; and if on such exami
nation it appears that the applicant is entitled to a patent under the
law,the Directorshall issuea patent therefor,

35 U.S.C. 100. Definitions.
When used in this title unless .the contextotherwise indicates 

(a) The term "invention" means invention or discovery.

(b) The term "process" means process; art, or method, and
includes a new use of a known process, machine, manufacture,
composition of matter, or material.

(c) The terms "United States" and "this country" mean the
United States of America, its territories and possessions.

(d) The word "patentee" includes not only the patentee to
whom the patent was issued but also the successors in title to the
patentee.

(e) The term "third-party requester" means a person request
ing ex parte reexamination under section 302 or inter partes reex
amination under section 311 who is not the patent owner.

Form paragraph 7.04 copies 35 U.S.C. 101. See
MPEP § 706.03(a).

When a new application is assigned in the Technol
ogy Center, the examiner should review the contents
of the application to determine if the application
meets the requirements of 35 U.S.c. Ill(a). Any mat
ters affecting the filing date or abandonment of the
application, such as lack of an oath or declaration, fil
ing fee, or claims should be checked before the appli
cation is placed in the storage racks to await the first
action.

The examiner should be careful to see that the
application meets all the requisites set forth in MPEP
Chapter 600. both as to formal matters and as to the
completeness and clarity of the disclosure. If all of the

requisites are not met, applicant may be called upon

35 tis.c. iOI. Inventions patentable.
Whoever invents or discovers any. new and. useful process,

machine, manufacture, or' composition of matter, or any new and
useful improvement thereof, may obtain a patent therefor, subject
to the conditions and requirements of this title.

702 Requisites of the Application

The main conditions precedent to the grant of a
patent to an applicant are set forth in 35 U.S.c. 101,
102 and 103.

701

724.06

Utility and Operability of Applicant's
Disclosure

SUfficiency of Disclosure

Attributiou

Affidavit or Declaration tn Disqualify
Commonly Owned Patent or Published
Application as Prior Art, 37 CFR 1.130
File Wrapper

Papers in File Wrapper
Arrangement of Papers in File Wrapper
Prints
Data Entered on File Wrapper

Name or Residence of Inventor or Title
Changed

Classification During Exantination
Index of Claims

Field of Search
Foreign Filing Dates

Related Applications
Pnblic Use Proceedings

Preliminary Handling
Examiner Determination'of Prima Facie
Showing
Preliminary Hearing
Pnblic Use Proceeding Testimony

Final Decision
Trade Secret, Proprietary, and Protective
Order Materials

Completeness of the Patent File Wrapper
Method of Submitting Trade Secret,
Proprietary, andlor Protective Order Materials
Types.of Trade Secret, Proprietary, andlor
Protective Order Materials Submitted Under
MPEP § 724.02

Office Treatment and Handling of Materials
Submitted Under MPEP § 724,02

724.04(a) Materials Submitted in an Application Covered
by 35 U.S.C. 122

724.04(b) Materials Submitted in Reissue Applications
Open to the Public Under 37 CFR l.ll(b)

724.04(c) Materials Submitted in Reexantination File
Open to the Public Under 37 CFR l.ll(d)
Petition To Expunge Information or Copy of
Papers in Application File
Handling of Petitions to Expunge Information
or Copy of Papers in Application file

724.01
724.02

720.03
720.04

720.05
724

716.09

716.10

718

719.03
719.Q4

719.05
719.06

719.07
720
720.01

720.02

719
719.01
719.01(a)

719.01(b)
719.02
719.02(b)
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for necessary amendments. Such amendments, how
ever, must not include new matter.

When an application is reached for its first Office
action and it is then discovered to be impractical to
give a complete action on the merits because of an
informal or insufficient disclosure, the following pro"
cedure may be followed:

(A) A reasonable search should be made of the
invention so far as it can be understood from the dis
closure, objects of invention and claims and any
apparently pertinent art cited. In the rare case in
which the disclosure is so incomprehensible as to pre
clude a reasonable search, the Office action should
clearly inform applicant that no search was made;

(B) Informalities noted by the Office of Initial
Patent Examination (OIPE) and deficiencies in the
drawing should be pointed out by means of attach
ments to the Office action (see MPEP § 707.07(a));

(C) A requirement should be made that the speci
fication be revised to conform. to idiomatic English
and United States practice;

(D) The claims should be rejected as failing to
define the invention in the manner required by
35 U.S.C. 112 if they are informal. A blanket rejection
is usually sufficient.

The examiner should attempt to point out the points
of informality in the specification and claims. The
burden is on the applicant to revise the application to
render it in proper form for acomplete examination.

If a number of obviously informal claims are filed
in an application, such claims should be treated as
being a single claim for fee and examination pur
poses.

It is obviously to applicant's advantage to file the
application with an adequate disclosure and with
claims which conform to the U.S. Patent and.Trade
mark Office usages and requirements. This should be
done whenever possible. If, however, due to the pres
sure of a Convention deadline or other reasons, this is
not possible, applicants are urged to submit promptly,
preferably within 3 months after filing, a preliminary
amendment which corrects the obvious informalities.
The informalities should be corrected to the extent
that the disclosure is readily understood and the
claims to be initially examined are in proper form,

702.01 Obviously Informal Cases

particularly as to dependency, and otherwise clearly
define the invention. "New matter" must be excluded
from these amendments since preliminary amend
ments do not enjoy original disclosure status. See
MPEP § 608.04(b).

Whenever, upon examination, it is found that the
terms or phrases or modes of characterization used to
describe the invention are not sufficiently consonant
with the art to which the invention pertains, or with
which it is most nearly connected, to enable the exam
iner to make the examination specified in 37 CFR
1.104, the examiner should make a reasonable search
of the invention so far as it can be understood from
the disclosure. The action of the examiner may be
limited to a citation of what appears to be the most
pertinent prior art found and a request that applicant
correlate the terminology of the specification with art
accepted terminology before further action is made.

Use form paragraph 7.01 where the terminology is
such that a proper search cannot be made.

'J[ 7.0i Use of Terminology, Cannot Be Examined
A preliminary examination of this application reveals that it

includes terminology which is so different from that which is gen
erally accepted in the art to which this invention pertains that a
proper search of the prior art cannot be made. For example: [1]

Applicant is required to provide a clarification of these matters
or correlation with art-accepted terminology so that aproper com
parison with the prior art can be made. Applicant should be care
ful not to introduce any new matter into the disclosure (i.e., matter
which is not supported by the disclosure as originally filed).

A shortened statutory period for reply to this action is set to
expire ONE MONTH or THIRTY DAYS, whichever is longer,
from the mailing date of this letter.

Examiner Note:
1. Use this or form paragraph 7.02 when a proper search cannot
be made. However, see MPEP § 702.01 which requires a reason
able search.

2. In bracket 1, fill in an appropriate indication of the terminol
ogy, properties, units of data, etc. that are the problem as well as
the pages of the specification involved.

3. For the procedure to be followed when only the drawing is
informal, see MPEP §§ 608.02(a) and 608.02(b).

Use form paragraph 7.02 where the application is
so incomprehensible that a reasonable search cannot
be made.

'J[ 7.02 Disclosure is incomprehensible
The disclosure is objected to under 37 CPR 1.71, as being so

incomprehensible as to preclude a reasonable search of the prior
art by the examiner. For example, the following items are not
understood: [1]
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Applicant is required to. submit an amendment which clarifies
the disclosure so that the examiner may make a proper compari
son of the invention with the prior art.

Applicant should be careful not to introduce any new matter
into the disclosure (i.e., matter which is not supported by the.dis
closure as originally filed).

A shortened statutory period for reply to this action is -set to
expire Olcf MONTH or THlRTY DAYS, whichever is longer;
from the mailing date of this letter.

Examiner Note:
L Use this form paragraph when a search cannotbe rnadc:

2. In bracket -I, indicate the page 'numbers: and features which
are not understood.

3. See form-paragraphs 6.28 and 6.30 for improper idiomatic
English.

4. Use form paragraphs 7.31.01 - 7.31.04, as appropriate, for a
rejection of claims (when necessary) based on the deficiencies set
forth in this form paragraph.

For the procedure to be followed when only the
drawing is informal, see MPEP § 608.02(a) and §
608.02(b).

703 "General Information Concerning
Patents"

The booklet "General Information Concerning Pat
ents" for use by applicants contemplating the filing or
prosecution of their own applications, may be pur
chased from the Superintendent of Documents, U.S.
Government Printing Office, Washington, D.C.
20402. The booklet is also available from the USPfO
Web page at: http://www.uspto.gov.

704 Search and Requirements for
Information

704.01 Search

After reading the specification and claims, the
examiner searches the prior art. The subject of
searching is more fully treated in MPEP Chapter
900. See especially MPEP § 904 through § 904.03.
The invention should be thoroughly understood
before a search is undertaken. However, informal
cases, or those which can only be imperfectly under
stoodwhen they come up foraction in their regular
tum are also given a search, in order to avoid piece
meal prosecution.

PREVIOUS EXAMINER'S SEARCH

When an examiner is assigned to act on an applica
tion which has received one or more actions by some
other examiner, full faith and credit should be given to
the search and action of the previous examiner unless
there is a clear error in the previous action or knowl
edge of other prior art. In general the second examiner
should not take an entirely new approach to the appli
cation or attempt to reorient the point of view of the
previous examiner, or make a new search in the mere
hope of finding something. See MPEP § 719.05.

704.10 Requirements For Information

37 CFR 1.105. Requirements forinformation.
(a)(l) In-the course of examining or treating a matter in a

pending or abandoned application filed nnder 35 U.S.C. 111 or
371 (including a reissue application), in a patent. or in a reexami
nation proceeding, the examiner or,.o~er Office, employe~ may
require the submission, "from individuals identified under §
L56(c), or any assignee, of such information as may be reason
ably necessary to properly-examine or treat the matter, for exam
ple:

(i) Commercial databases: The existence of any particu
larly relevant commercial database known to~y,of the inventors
that could be searched for a particular aspect of the invention.

(ii) Search: Whether a' search 'of the prior art was made,
and if so, what was searched.

(iii) Related information: A copy ofany non-patent litera
ture, published application, or patent (U.S" or foreign), by any of
the inventors, that relates to the claimed invention.

(iv) Information used to' draft application: A copy of any
non-patent literature; published application, or patent (U.S. or for
eign) thatwas used to draft the application.

(v) Information used in invention process: A copy of any
non-patent literature, published application, or patent (U.S. or for
eign) that was used in the invention' process, such as by designing
around or providing a solution to accomplish an invention result.

(vi) Improvements: Where the claimed- invention is an
improvement, identification of what is being improved.

(vii)In Use: Identification of .any use of the claimed
invention.known to any of the.inventors at the time the application
was filed notwithstanding the date of the use.

(2) Where an assignee has asserted its right to prosecute
pursuant to"§ 3:71(a) of this chapter, matters such as paragraphs
(a)(l)(i), (iii). and (vii) of this section may also be applied to such
assignee.

(3) Any reply that states that the information reqnired to
be submitted. is unknown andlor is .llot -readilyavailable to the
party or parties from which it was requested will be accepted as a
complete reply.

(b) The requirement for information of paragraph (a)(l) of
this section may be included in an Office action, or sent sepa
rately:
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(c) A reply, or a failure to reply, to a requirementfor infer
mation under this section will be governed by §§ 1.135 and 1.136.

INFORMATION REASONABLY NECESSARY
FOR FINDING PRIOR ART

An examiner or other Office employee may reqnire
from individuals identified under 37 CFR 1.56(c), or
any assignee, the submission of such information as
may be reasonably necessary to properly examine or
treat a matter in a pending or abandoned application
filed under 35 U.S.C. Ill, in a pending or abandoned
application that has entered the national stage under
35 U.S.C. 371, in a patent, or in a reexamination pro
ceeding. The scope of 37 CPR 1.105 is extended to
any assignee because the information required may be
known to some members of the assignee even if not
known by the inventors.

The authority for the Office to make such require
ments arises from the statutory requirements of exam
ination pursuant to. 35 U.S.C. 131 and 132. An
examiner or other Office employee may make a
requirement for information reasonably necessary to
the examination or treatment of a matter in accor
dance with the policies and practices set forth by the
Director(s) of the Technology Center or other admin
istrative unit to which that examiner or other Office
employee reports.

704.11 What Information
Required

May Be

The criteria stated in 37 CPR 1.105 for making a
requirement for information is that the information be
reasonably necessary to the examination or treatment
of a matter in an application. The information
required would typically be that necessary for finding
prior art or for resolving an issue arising from the
results of the search for art or from analysis of the
application file. A requirement for information neces
sary for finding prior art is not a substitute for the
examiner performing a search of the relevant prior art;
the examiner must make a search of the art according
to MPEP § 704.01 and §§ 904 - 904.03.

The criteria of reasonable necessity is generally
met, e.g., where:

(A) the examiner's search and preliminaryanaly
sis demonstrates that the claimed subject matter can
not be adequately searched by class or keyword
among patents and typical sources of non-patent liter
ature, or

(B) either the application file or the lack of rele
vant prior artfound in the examiner's search justifies
asking the applicant if he or she has information that
would be relevant to the patentability determination,

Information which may be required under
37 CPR 1.105 is that information reasonably neces
sary to properly examine or treat a matter in a pending
or abandoned application filed under 35 U.S.c. III
(including a reissue application), in a pending or
abandoned application that has entered the national
stage under 35 U.S.C. 371, in a patent, or in a reexam
ination proceeding.

There must be a reasonable basis for the informa
tion required that would aid in the examination of an
application or treatment of some matter. A require
ment for information under 37 CFR 1.105 places a
substantial burden on the applicant that is to be mini
mized by clearly focusing the reason for the require
ment and the scope of the expected response. Thus,
the scope of the requirement should be narrowly
defined, and a requirement under 37 CPR 1.105 may
only be made when the examiner has a reasonable
basis for requiring information.

The first instance generally occurs where the inven
tion as a whole is in a new area of technology which
has no patent classification or has a class with few
pieces of artthat diverge substantially from the nature
of the claimed subject matter. In this situation, the
applicant is likely to be among the most knowledge
able in the art, as evidenced by the scarcity of art, and
requiring the applicant's information of areas of
search is justified by the need for the applicant's
expertise.

The second instance generally occurs where the
application file, or other related applications or publi
cations authored by the applicant, suggests the appli
cant likely has access to information necessary to a
more complete understanding of the invention and its
context. In this situation, the record suggests that the
details of such information may be relevant to the
issue of patentability, and thus shows the need for
information in addition to that already submitted by
the applicant.
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704.11(a).Exarnples Of Information
Reasonably Required

37 CPR 1.105(a)(I)(i)-(vii) lists specific examples
of information that may be reasonably required. Other
examples, not meant to be exhaustive, of information
that may be reasonably required for examination of an
application include:

(A) The name and citation of any particularly rel
evant indexed journal, or treatise.

(B) The trade name of any goods or services the
claimed subject matter is embodied in.

(C) The citation for, the dates initially published
and copies of any advertising and promotional litera
tureprepared for any goods or services the claimed
subject matter has been embodied in.

(D) The citation for and copies of any journal arti
cles describing any goods or services the claimed sub
ject matter has been embodied in.

(E) The trade names and providers of any goods
or services in competition with the goods or services
the claimed subject matter has been embodied in.

(F) Any written descriptions. or: analyses, pre
pared by any of the inventors or assignees, of goods or
services in competition with the goods or services the
claimed subject matter has been embodied in.

(G) Identification of pending or abandoned appli
cations filed by at least one of the inventors or
assigned to the same assigneeas the current applica
tion that disclose similar subjectmatter that are not
otherwise identified in the current application.

(H) A reply to a matter raised in a protest under
37 CFR 1.291. .

(I) An explanation of technical material in a pub
lication, such as one of the inventor's publications.

(J) The identification of changes made in a refor
matted continuing application filed under 37 CFR
1.53(b).

(K) A mark-up for a continuation-in-part applica
tion showing thesubject matter added wherethere is
an intervening reference.

(L) COmments on a new decision by the Federal
Circuit that appears empoint.

(M) The publication date ofan undated document
mentioned by applicant that may qualify as printed
publication prior art (35 U.S.C. 102(a) or (b».

(N) Comments on information of record which
raises a question of whether applicant derived the

invention from another under 35 U.S.C. 102(f).

704.11(b) When May A Requirement For
Information Be Made

A requirement for information under 37 CFR 1.105
is discretionary. A requirement may be made at any
time once the necessity for it is recognized and should
be made at the earliest opportunity after the necessity
is recognized. The optimum time for making a
requirement is prior to or with a first action on the
merits because the examiner has the maximum oppor
tunity to consider and apply the response. Ordinarily,
a request for information should not be made with or
after a final rejection.

PRIOR TO THE FIRST ACTION ON THE
MERITS

It may be. appropriate to make a requirement for
information prior to the first action on the merits, such
aswith a restriction requirement, when the examiner's
search and preliminary analysis demonstrates that the
claimed subject matter cannot be adequately searched
by class or keyword among patents or in areas of
emerging technology where the Office has minimal
prior art.

Factors to be considered for the appropriateness of
a separate requirement for information prior to the
first action on the merits include:

(A) Whether the claimed subject matter is in a
newly established-art area without a well-developed
prior art resource pool;

(B) Whether the applicant submitted an Informa
tion Disclosure Statement;

(C) Whether the specification's background
description adequately describes the background of
the disclosed subject matter;

(D) Whether related documents, written by an
inventor or an employee of the assignee, which were
not submitted, are found during the search or
described in the application file;

(E) Whether non-patent literature is referred to in
the disclosure, but a copy has not been supplied; and

(F) Whether the specification's background of
the invention describes information as being known
or conventional, which may be considered as an
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admission of prior art, but such information is unfa
miliar to examiner and cannot be found within the
application file or from the examiner's search, and
further details of the information would be relevant to
the question of patentability.

WITH THE FIRST ACTION ON THE MERITS

A requirement for information may be combined
with a first action on the merits that includes at least
one rejection, if, for example, either the application
file or the lack of relevant prior art found in the exam
iner's search justifies asking the applicant if he or she
has information that would be relevant to the patent
ability determination.

It is not appropriate to make a requirement for
information based on a lack of relevant prior art with
a first action on the merits allowance or Ex parte
Quayle action.

AFTER THE FIRST ACTION ON THE MERITS

A requirement for information made after the first
action on the merits may be appropriate when the
application file justifies asking the applicant if he or
she has information that would be relevant to the pat
entability determination. It is rarely appropriate to
require information because of a lack of relevant prior
art after the first action on the merits.

A requirement for information is not proper when
no further action would be taken by the examiner. The
reasonable necessity criteria for a requirement for
information implies further action by the examiner.
This means that actions in which requirements for
information necessary for examination are made
should generally be a non-final action because the
applicant's reply must be considered and applied as
appropriate.

Under limited circumstances, requirements under
37 CFR l.l05 may be made in an application that is
issued or abandoned. Such a requirement would nor
mally be made only during part of some ongoing pro
ceeding involving the issued patent or abandoned
application. Examples of proceedings when an exam
iner or other Office employee would issue such a
request in an abandoned application include proceed
ings to revive the abandoned application. Examples of
proceedings when an examiner or other Office
employee would issue such a request in a patent

include proceedings to change inventorship and reex
amination proceedings.

704.12 Replies To A Requirement For
Information

Replies to requirements for information must be
complete andfiled within the time period set includ
ing any extensions. Failure to reply within the time
period set will result in the abandonment of the appli
cation. All replies for a request for information should
be checked for completeness. Any incomplete reply
can be completed within the original time period set
including any extensions. Supplemental replies filed
after the expiration of the original period for reply
including any extensions of time must comply with all
other rules for submissions of information.

704.12(a)Relationship of Requirement for
Information to Duty of Disclosure

The duty of candor and good faith under 37 CFR
1.56 applies to the applicant's reply to a requirement
for information under 37 CFR 1.105, and requires that
the applicant reply to a requirement under 37 CFR
1.105 with information reasonably and readily avail
able.

37 CFR 1.56 requires parties identified in 37 CFR
1.56(c) to disclose to the Office information material
to the patentability of the claimed subject matter. This
threshold is substantially higher than that for requir
ing information under 37 CFR 1.105, which is reason
able necessity to the examination of the application.

In contrast with the applicant's duty to disclose on
his or her own initiative information material to pat
entability under 37 CFR 1.56, the Office has the
authority to require information reasonably necessary
to the examination or treatment of a matter in an
application. Such information may not be considered
material to patentability by applicant, hence applicant
would not be required to provide the information
under 37 CFR 1.56. The information is instead rea
sonably necessary to determine the state of the art, the
context in which the invention is practiced, the direc
tions in which the relevant art are advancing, the sim
ilarity between the claimed subject matter and other
art worked on by the applicants and their assignees or
to otherwise proceed in the examination and treatment
of matters in an application.
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704.13 Time Periods for Reply

notice; whichever-is longer, within which to supply the omission
or correction in order to avoid abandonment. EXTENSIONS OF
THIS TIME PERIOD MAY BE GRANTED UNDER 37 CFR
1.136(a).

Examiner Note:
This practice does not apply where there has been a deliberate

omission of some necessary part of a complete reply; or where the
application is subject to a final Office action. Under such cases,
the examiner has no authority to grant an extension if the period
for reply has expired. See paragraph 7.91.

All incomplete reply to a 37 CFR 1.105 require
ment in an abandoned application will only result in
termination of the proceedings since the application is
already abandoned. Similarly, an incomplete reply to
a 37 CFR 1.105 requirement in an issued patent dur
ing a request for inventorship change will only result
in termination of the proceedings, not lapse of the
patent.

ForRequirement704.14 Making a
Information

A requirement for information under 37 CFR 1.105
should be narrowly specified and limited in scope. It
isa significant burden on both the applicant and the
Office since the applicant must collect and submit the
required information and the examiner must consider
all the information that is submitted. A requirement
for information is only warranted where the benefit
from the information exceeds the burden in obtaining
information.

A reply, or a failure to reply, to a requirement for
information under 37CPR 1.105 will be governed by
37 CFR 1.135 and 1.136. See MPEP § 710 et seq.

Requirements for information under 37 CFR 1.105
made without an action on the merits should set a
shortened statutory period of two months for reply.
Applicant may extendthe time period for reply up to
six months in accordance with 37 CFR 1.136(a).

Requirements sent with an office action on the mer
its, and not as a separate Office action, will be given
the same period for reply as the action on the merits.

A requirement for information under 37 CPR 1.105
is an Office action under 3.5 D.S.C. 132 for patent
term adjustment purposes. See MPEP § 2730 for
information pertaining to patent term adjustment.

An incomplete reply to a 37 CPR 1.105 require
ment in a pending application or reexamination pro
ceeding is handled in the same manner as an
amendment not fully responsive to a non-final office
action. See 37 CFR 1.135(c) and MPEP § 714.03.
Where the reply is a bona fide reply, form paragraph
7.95 maybe used. Note that a 37 CFR 1.105 require
ment, even absent an action on the merits, is an Office
action.

704.12(c)Treatment of An Incomplete
Reply

'f[ 7.95 Bona Fide, Non-Responsive Amendments
The reply filed on [1] is not fully responsive to the prior Office

action because of the following omission(s) or matter(s); [2]. See
37 CFRl.111. Sfuce the above-mentioned reply appears to be
bona fide, applicant is given a TIME PERIOD of ONE (1)
MONTH or THIRTY (30) DAYS from the mailing date of this

A complete reply to a 37 CFR 1.105 requirement is
a reply to each enumerated requirement for informa
tion giving either the information required or a state
ment that the information required to be submitted is
unknown and/or is not readily available to the party or
parties from which it was requested. There is no
requirement for the applicant to show that the
required information was not, in fact, readily attain
able, but applicant is required to make a good faith
attempt to obtain the information and to make a rea
sonable inquiry once the information is requested.
. A reply stating that the information required to be

submitted is unknown' and/or is not readily available
to the party or parties from which it was requested
will generally be sufficient unless, for example, it is
clear the applicant did not understand the require
ment, or the reply was ambiguous and a more specific
answer is possible.

704.12(b)What Constitutes A Complete
Reply

Similar to 37 CFR 1.56. applicant is reqnired by 37
CPR 1.105 to submit information already known, but
there is no requirement to search for information that
is unknown. Unlike 37 CPR 1.56, applicant is
required by 37 CPR 1.105 to submit information that
may not be material to patentability in itself, but that
is necessary to obtain a complete record from which a
determination of patentability may be determined.
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704.14(a)Format of the Requirement

The requirement must clearly indicate that a
requirement under 37 CFR 1.105 is being made, the
basis for the requirement, and what information is
being required. Requirements should specify the par
ticular art area involved, and the particular claimed
subject matter within such art area, in which the infor
mation is required in order to avoid overly burdening
the applicant and to avoid inviting large volumes of
information that are not relevant to the need for the
information. The requirement should also clearly indi
cate the form the required information is expected to
take. That is, Whether the requirement is for citations
and copies of individual art references, for the identi
fication of whole collections of art, for answers to
questions, or for another specified form.

A requirement for information under 37 CFR 1.105
is generally prepared as a separate document that may
be attached to an Office action on the merits or mailed
as a stand alone action. The rule permits a require
ment to be included within an Office action, but creat
ing a separate document is preferable because the
existence of the requirement is immediately brought
to the attention of the recipient and it is more readily
routed by the applicant to the parties best able to
respond.

The requirement should state why the requirement
has been made and how the information is necessary
to the examination.

FORM PARAGRAPHS

The following form paragraphs should be used
when preparing a requirement for information:

'f[ 7.105 Requirement for Information, Heading
Applicant and the assignee of this application are required

under 37 CPR 1.105 to provide the following information that the
examiner has determined is reasonably necessary to· the examina
tion of this application.

Examiner Note:
1. This form paragraph should appear at the beginning of any
requirement for information under 37 CFR 1.105, and should be
followed by an explanation of why the required information is
necessary for examination. Form paragraphs 7.1.06 - 7.121 may
be used as appropriate.
2, The requirement for information should conclude with form
paragraphs 7.122 -7.126 as appropriate.

The following form paragraphs should be used as
appropriate where the information required pertains to

a search for prior art, or to citations andlor copies of
publications:

'f[ 7.106 Domain ofSearch
The information is required to extend the domain of search for

prior art. Limited amounts of art related to the claimed subject
matter are available within the Office, and are generally found in
class [1] and subclasses [21, which describe [3]. A broader range
of art to search is necessary to establish the level of knowledge of
those of ordinary skill in the claimed subject matter art of [4].

Examiner Note:
1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 - 7.126
as appropriate.

2. In bracket 4, insert a description of the art claimed but not
found in the classification system.

'f[ 7.107 Level ofSkill and Knowledge in the Art
The information is required to document the level of skilland

kuow1edge in the art of [1].

Examiner Note:
This form paragraph must be preceded by form paragraph

7.105, and should be followed by form paragraphs 7.122 -7.126
as appropriate.

'f[ 7.108 Background Description
The information is required to complete the background

description in the disclosure by documenting [1].

Examiner Note:
This form paragraph must be preceded by form paragraph

7.105, and should be followed by form paragraphs 7.122 -7.126
as appropriate.

'f[ 7.109 Products and Services Embodying Invention
The information is required to identify products and services

embodying the disclosed subject matter of [1] and identify the
properties of similar products and services found in the prior art.

Examiner Note:
This form paragraph must be preceded by form paragraph

7.105, and should be followed by form paragraphs 7.122 -7.126
as appropriate.

'f[ 7.110 Art Suggested as Relevant
The information is required to enter in the record the art sug

gested by the applicant as relevant to this examination in [1].

Examiner Note:
1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 -7.126
as appropriate.

2. In bracket 1, describe where in the application fileapplicant
suggests that the art is relevant, e.g., the specification and the rele
vant page thereof, or a paper received in the Office on a specified
date.
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7f7.I11 List ofKeywords
In response to this requirement, please provide a.list of key

words that are particularly helpful in locating publications related
to the disclosed art of [1].

Examiner Note:
This" form paragraph must be preceded by form paragraph

7.105, and should be followed by form paragraphs 7.122 ~ 7.126
as appropriate.

7f 7.112 Citations for Electronically Searchable Databases
or Other Indexed Collections

In response to this requirement; please provide a list of cita
tionsto electronically searchable databases orother indexed col
lections containing publications that document the knowledge
within the disclosed art-of [1].

Examiner Note:
This form paragraph must be preceded by form' paragraph

7:105, and should be followed by form paragraphs 7.122 ~ 7.126
as appropriate.

7f 7.113 Copy ofArt Referred to in the Disclosure, But Not
Submitted

In response to'this requirement, please provide'a copyof each
of the following items of art referred to in the [1].

Examiner Note:
1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 ~ 7.126
as appropriate.

2. Inbracket 1, describe where in the application file applicant
refers to art thathas not been previously submitted, e.g., the spec
ification and the relevant page thereof, or a paper received in the
Office on a specified date.

7f 7.114 Copies ofPublications Authored by Inventor(s)

In response to this requirement, please provide copies of each
publication which any of the applicants' authored or co-authored
and which describe the disclosed subject matter of [1].

Examiner Note:
This form paragraph, must be preceded by form paragraph

7.105, and should be followed by form paragraphs 7.122 ~ 7.126
as appropriate.

7f 7.115 Art Relied Upon for Description ofPrior Art
In.response to this requirement, please provide thetitle, cita

tion and copy of each publication that is a source used for the
description of the prior art in the disclosure. For each publication,
please provide a concise explanation of that publication' s contri
bution to the description of the prior art.

Examiner Note:
1. This form. paragraph -must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 ~ 7.126

as appropriate.

2. This requirement is: limited-in that, only those -documents
actually relied on, rather than documents believed to be relevant,
are required.

7f 7.116Art Relied Upon for Development ofInvention

In response to this requirement, please provide the title, cita
tion and copy of each publication that any of the applicants relied
upon to develop the disclosed' subject matter that describes the
applicant's invention, particularly as to developing [1].' For each
publication,' please, provide a concise explanation of the reliance
placed on that publication in the development of. the disclosed
subject matter.

Examiner Note:
1. This form paragraph must' be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 ~ 7.126
as appropriate.

2. This requirement is limited in that only those documents
actually relied on, rather than documents believed to be relevant,
are required.

3. In bracket I, insert a description of the most important inven
tive elements.

7f 7.117 Art Relied Upon for Drafting Claimed Subject
Matter

In response to this requirement, please provide the title, cita
tion and copy of each publicatiori that any of the applicants relied
upon to: draft the claimed subject matter. For each publication,
please provide a concise explanation of the reliance placed on that
publication in distinguishing the claimed subject matter from the
prior art,

Examiner Note:
1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 -7.126
as appropriate.

2. This requirement. is limited in. that only those documents
actually relied on, rather than documents believed to be relevant,
are required.

7f 7.118 Results ofApplicant's Prior Art Search

In response to this; requirement, please state whether any
search of prior art. was. performed. If a search. was performed,
please state the citation for each prior art collection searched. If
any art retrieved from the search was considered material to dem
onstrating the knowledge of a person having ordinary skill in the
art to the,disclosed [1]j, please provide the citation for each piece
of art considered and a copy of the art,

Examiner Note:
1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 ~ 7.126
as appropriate.

2. In bracket 1, describe the subject matter for which art is

required.
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'J 7.119 Names of Products or Services Incorporating
Claimed Invention

In response to this requirement, please provide the names of
any products or services that have incorporated the claimed sub
ject matter.

Examiner Note:
This form paragraph must be preceded by form paragraph

7.105, and should be followed by form paragraphs 7.122 -7.126
as appropriate.

'J 7.l20 Names of Products or Services Incorporating
Disclosed Prior Art

In response to this requirement, please provide the, names of
any products or services that have incorporated the disclosed prior
art [1].

Examiner Note:
1-. This fonn paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 _ 7.126
as appropriate.
2. In bracket 1, specify the attributes of the prior art that most
closely' approximate the claimed subject matter to narrow the
focus of the reply.

'J 7.l21 Details ofImprovement Over the Prior Art
In, response to this requirement, please state the" specific

improvements of the subject matter in claims [1] over the dis
closed prior art and indicate the specific elements in the claimed
subject matter that provide those improvements. For those claims
expressed as means or steps plus function, please provide thespe
cific page and line numbers within the disclosure which describe
the claimed structure and acts.

Examiner Note:
This form paragraph must be preceded by form paragraph

7.105, and should be followed by form paragraphs 7.122 - 7.126
as appropriate.

The following form paragraphs should appear at the
end of the requirement for information, as appropri
ate:

'J 7.l22 Submission of Only Pertinent Pages Where
Document is Large

In responding to those requirements that require copies of doc
uments, where the document is a bound. text or a single article
over 50 pages, the requirement may be met by providing copies of
those pages that provide the particular subject matter indicated in
the requirement, or where such subject matter is not indicated, the
subject matter found in applicant's disclosure.

Examiner Note:
I. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraphs 7.122 -7.126
as appropriate.

2. Use this form paragraph where the scope of the requirement
for information specifically includes copies of publications.

'f[ 7.l23 Waiver of Fee and Statement Requirements for
Certain Information Disclosures

The fee and certification requirements of 37- CPR 1.97 are
waived for those documents submitted in reply to this require
ment. This waiver extends only to those documents within the
scope of the requirement under 37 CPR 1.105 that are included in
the applicant's first complete communication responding to this
requirement. Any supplemental replies subsequent to the first
communication responding' to this requirement and' any informa
tion disclosures beyond the scope of this requirement under 37
CPR 1.105 are.subject to the fee and certification requirements of
37 CFR 1.97 where appropriate.

Examiner Note:
1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraph 7.124 and either
form paragraph 7.125 or 7.126 as appropriate.
2. Use this form paragraph-where the scope of the requirement
for information specifically includes citations to and/or copies of
publications.

'J 7.l24 Contents ofGood Faith Reply
The applicant is reminded, that the reply to this requirement

must be made with candor and good faith under 37 CPR 1.56.
Where the applicant does not have or cannot readily obtain an
item ofrequired information, a statement that the item is unknown
or cannot be readily obtained will be accepted as a complete reply
to the requirement for that item.

ExaminerNote:
1. This form paragraph must be preceded by form paragraph
7.105, and should be followed by form paragraph 7.125 or 7.126
as appropriate.
2. This fonn paragraph should appear in the conclusionof aJ?-y
requirement for information.

'J 7.l25 Conclusion of Requirement That Accompanies
Office Action

This requirement is an attachment of the .enclosed, Office
action. A complete reply to the enclosed Office. action. must
include a complete reply to this requirement. The time period for
reply to this requirement coincides with the time period for reply
to the enclosed Office action.

Examiner Note:
I. This form paragraph must be preceded by form paragraph
7.105, and should appear at the conclusion of any requirement for
infonnationthat accompanies an Office action. If the requirement
for information is. mailed without any. other Office action, use
form paragraph 7.126 iustead.
2. Form paragraph 7.127 should appear at the eud of any Office
action that includes an attached requirement for information.

'f[ 7.126 Conclusion Of Requirement Mailed Withaut Any
Other Office Action

This requirement is subject to the provisions of 37 CPR 1.134,
1.135 and 1.136 and has a shortened statutory period of [1]
months; EXTENSIONS OF THIS TIME PERIOD MAY BE
GRANTED UNDER 37 CFR 1.136(a).
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Examiner Note:
1. This form paragraph mustbe. preceded by form paragraph
7.105, and should appear, at the conclusion of any requirement for
information mailed without any other Office action. If the require
ment for information is mailed an Office, action, use form para
graph 7.125 instead.
2. The period for reply is ordinarily set forZ months.

'J[ 7.127 Conclusion of Office Action That Includes
Requirement

This Office action has an attached requirement for information
under 37 CPR 1.105. A complete reply to this Office action must
include a complete reply to the attached requirement for informa
tion. The time period for reply to the attached requirementcoin
cideswith the time period for reply to this Office action.

Examiner Note:
This form paragraph should appear at the end of any Office

action that includes an attached requirement for information.

704.14(b)Examiner's Obligation Following
Applicant's Reply

The. examiner must consider the information sub
mitted with the applicant's reply and apply the infor
mation as the examiner deems appropriate. This
obligation arises from the examiner's assertion that
the information is necessary to the examination in
making the requirement.

. Information constituting identification of areas of
search must be considered and the examiner must
indicate which areas were used and which areas were
not used in performing a search. This indication may
be placed in the file wrapper searchnotes,or may be
made by notations on the applicant's reply, With the
examiner's initials and date, and with a notation in the
file wrapper search notes that searching based on the
37 CPR 1.105 requirement was made according to the
notes on the applicant's reply.

Information constituting answers to queries posed
by the examiner or another Office employee must be
considered, and the record must indicate that the
answers were considered. This indication may be
made minimally by indicating "Considered" with the
initials and date of the person making such consider
ation on the reply.

Art that is submitted in response to a 37 CPR 1.105
requirement must be considered, at least to the extent
that art submitted with an Information Disclosure
Statement under 37 CFR 1.97 and 1.98 is considered.
See MPEP § .609. If the applicant provides a written
list of citations for the art submitted with a reply to a

37 CFR 1.105 requirement, an examiner must indicate
on that list which art has been considered and which
art has not been considered, in the same manner as
with all Information Disclosure Statement under
37 CFR 1.97 and 1.98. If the applicant provides no
such list, there is no requirement for the examiner to
prepare such a list or otherwise make the submitted
art of record unless the examiner relies on such art in
a rejection.

It is never appropriate to deny considering informa
tion that is submitted in reply to, and is within the
scope of, arequirement under 37 CPR 1.105. How
ever, information that is beyond the scope of a 37
CPR 1.105 requirement, submitted along with infor
mation responding to a requirement under 37 CPR
1.105,need not be considered unless the submission
of such art confortus to the provisions of 37 CFR 1.97
and 1.98, and MPEP § 609. The criteria for measuring
the scope of a 37 CFR, 1.105 requirement is the plain
meaning of the text of the requirement. For this rea
son, it is essential that the scope of information
required becarefully specified. If art which is beyond
the scope of a37 CFKl.l05 requirement is submitted
in accordancewith the provisions of 37 CFR 1.97 and
1.98, and MPEP § 609, such art must be considered
according to the provisions of 37 CPR 1.97 and 37
CFR1.98.

704.14(c)Petitions to Requirements Under
37 CFR 1.105

Applicants who seek to have a requirement under
37 CPR 1.105 withdrawn or modified, or who seek to
have information submitted under 37 CPR 1.105 con
sidered, may suhmit a petition under 37 CFR 1.181 to
the Director of the Technology Center in which the
requirement was issued. However, a petition is not a
reply to a 37 CFR 1.105 requirement. The time period
for the applicant to reply to the 37 CFR 1.105 require
ment continues to run, even where a petition has been
submitted.

704.14(d)Relationship To Information
Disclosure Statements

The initial reply, if responsive to the requirement
for information under 37 CPR 1.105 and submitted
within the original time period for reply including any
extensions of time, does not have to satisfy the fee
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EXAMINATION OF APPLICATIONS 705.01(a)

705 Patentability Reports

When an application comes up for any action and
the primary examiners involved (i.e., from both the
requesting and the requested Technology Ceuter
(TC) agree that a Patentability Report is necessary,
and if the TC Director of the requesting TC approves,

Where an application, properly assigned to one
Technology Center (TC), is found to contain one or
more claims, per se, classifiable in one or more other
TCs, which claims are not divisible inter se or from
the claims which govern classification of the applica
tion in the first TC, the application may be referred to
the other TC(s) concerned for a report as to the patent
ability of certain designated claims. This report is
known as a Patentability Report (P.R.) and is signed
by the primary examiner in the reporting TC.

The report, if legibly written, need not be typed.

Note that the Patentability Report practice is only
to be used in extraordinary circumstances. See MPEP
§ 705.0I(e).

and/or certification requirements of 37 CFR 1.97 and
1.98. Applicant should list the references on a copy of
Form PTO-1449 or PTO/SB/08 to have the citations
entered in the record. Any replies made subsequent to
the initial reply must meet the provisions of 37 CFR
1.97 and 1.98 as appropriate.

Any submission of art beyond the scope of a
requirement for information under 37 CFR 1.105 is a
submission of art under 37 CFR 1.97 and 1.98 and
MPEP § 609, and must meet the provisions of 37 CFR
1.97 and 1.98 for the art to be considered.

Where information is submitted in a reply to a
requirement under 37 CFR 1.105, the examiner may
NOT make the next Office action relying on that
art final unless all instances of the application of such
art are necessitated by amendment. This section
explicitly distinguishes the practice following a reply
under 37 CFR I.I05 from the practice in MPEP § 609
(paragraph B(2» and MPEP § 706.07(a) following a
submission of an Information Disclosure Statement
under 37 CFR 1.97 and 1.98.

DISAGREEMENT AS TO CLASSIFICATION

Conflict of opinion as to classification may be
referred to a patent classifier for decision.

If the primary examiner in the TC having jurisdic
tion of the application agrees with the Patentability
Report, he or she should incorporate the substance
thereof in his or her action, which action will be com
plete as to all claims. The Patentability Report in such
a case is not given a paper number but is allowed to
remain in the file until the application is finally dis
posed of by allowance or abandonment, at which time
it should be removed.

the application is forwarded to the proper TC with a
memorandum attached, for instance, "For Patentabil
ity Report from TC -- as to claims --."

The primary examiner in the Technology Center
(TC) from which the Patentability Report is
requested, if he or she approves the request, will
direct the preparation of the Patentability Report. This
Patentability Report is written or typed on a memo
randum form and will include the citation of all perti
nent references and a complete action on all claims
involved. The field of search covered should be
eudorsed on the file wrapper by the examiner making
the report. When an examiner to whom an application
has been forwarded for a Patentability Report is of the
opinion that final action is in order as to the referred
claims, he or she should so state. The Patentability
Report when signed by the primary examiner in the
reporting TC will be returned to the TC to which the
application is regularly assigned and placed in the file
wrapper.

The examiner preparing the Patentability Report
will be entitled to receive an explanation of the disclo
sure from the examiner to whom the case is assigned
to avoid duplication of work.

If the primary examiner in a reporting TC is of the
opinion that a Patentability Report is not in order, he
or she should so advise the primary examiner in the
forwarding TC.

705.01(a) Nature of P.R., Its Use and
Disposal

Instructions re Patentability Re
ports

705.01
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DISAGREEMENT ON PATENTABILITY RE
PORT

If the primary examiner does not agree with the
Patentability Report or any portion thereof, he or she
may consult with the primary examiner responsible
for the report. If agreement as to the resulting action
cannot be reached, the primary examiner having juris
diction of the application need not rely on the Patent
ability Report bnt may make his or her own action on
the referred claims, in which case the Patentability
Report should be removed from the file.

APPEAL TAKEN

-When an appeal is taken from the rejection of
claims, all of whicb are examinable in the TC prepar
inga Patentability Report, and the application is oth
erwise allowable, formal transfer of the application to
said TC should be made for the pnrpose of appeal
only. The receiving TC will take jurisdiction of the
application and prepare the examiner's answer. At the
time of allowance, the application may be sent to
issue by said TC with its classification determined by
the controlling claims remaining in the application.

705.01(b) Sequence of Examination

In the event that the supervisory patent examiners
concerned in a P.R. case cannot agree as to the order
of examination by their Technology Centers (TCs),
the snpervisory patent examiner having jurisdiction of
the application will direct that a complete search be
madeof the art relevant to his or her claims prior to
referring the application to another TC for report. The
TC to which the application is referred will be advised
of the results of this search.

If the supervisory patent examiners are of the opin
ion that a different sequence of search is expedient,
the order of search should be correspondingly modi
fied.

705.01(c) Counting and Recording P.R.s

The forwarding of the application for a Patentabil
ity Report is notto be treated as a transfer by the for
warding Technology Center (TC). When the P.R. is
completed and the application is ready for return to
the forwarding TC, it is not counted either as a receipt
or action by transfer. Credit, however, is given forthe
time spent.

The date status of the application in the reporting
TC will be determined on the basis of the dates in the
TC of original jurisdiction. To ensure orderly progress
in the reported dates, a timely reminder shonld be fur
nished to the TC making the P.R.

705.01(d) Duplicate Prints of Drawings

In Patentability Report applications having draw
ings, the examiner to whom the case is assigned will
fumish to the Technology Center (Te) to which the
application is referred, prints of such sheets of the
drawings as are applicable, for interference search
purposes. That this has been done may be indicated by
a pencil notation on the file wrapper.

When an application that has had Patentability
Report prosecution is passed for issue or. becomes
abandoned, NOTIFICATION of this fact will AT
ONCE be given by the TC having jurisdiction of the
application to each TC that submitted a Patentability
Report. The examiner of each such reporting TC will
note the date of allowance or abandonment on the
duplicate set of prints. At such time as these prints
become of no value to the reporting TC, they may be
destroyed.

705.01(e) Limitation as to Use
-

The above outlined Patentability Report practice is
not obligatory and should be resorted to only where it
will save total examiner time or result in improved
quality of action due to specialized knowledge, A
saving of total examiner time that is required to give a
complete examination of an application is of primary
importance. Patentability Report practice is based on
the proposition that when plural, indivisible inven
tions are claimed, in some instances either less time is
required for examination, or the results are of better
quality, when specialists on each character of the
claimed invention treat the claims directed to their
specialty. However, in many instances a single exam
iner can give a complete examination of as good qual
ity on all claims, and in less total examiner time than
would be consumed by the use of the Patentability
Report practice.

Where claims are directed to the same character of
invention but differ in scope only, prosecution by Pat
entability Report is never proper.

Exemplary situation where Patentability Reports
are ordinarily not proper are as follows:
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(A) Where the claims are related as a manufactur
ing process and a product defined by the process of
manufacture. The examiner having jurisdiction of the
process can usually give a complete, adequate exami
nation in less total examiner time than would be con
sumed by the use of a Patentability Report.

(B) Where the claims are related as product and a
process which involves merely the fact that a product
having certain characteristics is made. The examiner
having jurisdiction of the product cau usually make a
complete and adequate examination.

(C) Where the claims are related as a combination
distinguished solely by the characteristics of a sub
combination and such subcombination, per se. The
examiner having jurisdiction of the subcombination
can usually make a complete and adequate examina
tion.

Where it can be shown that a Patentability Report
will save total examiner time, one is permitted with
the approval of the Director of the Technology Center
to which the application is assigned. The "Approved"
stamp should be impressed on the memorandum
requesting the Patentability Report.

705.01(1) Interviews With Applicants

In situations where an interview is held on an appli
cation in which a Patentability Report has been
adopted, the reporting Technology Center may be
called on for assistance at the interview when it con
cerns claims treated by them. See MPEP § 713 to
§ 713.10 regarding interviews in general.

706 Rejection of Claims

After the application has been read and the claimed
invention understood, a prior art search for the
claimed invention is made. With the results of the
prior art search, including any references provided by
the applicant, the patent application should be
reviewed and analyzed in conjunction with the state
of the prior art to determine whether the claims define
a useful, novel, nonobvious, and enabled invention
that has been clearly described in the specification.
The goal of examination is to clearly articulate any
rejection early in the prosecution process so that the
applicant has the opportunity to provide evidence of
patentability and otherwise reply completely at the
earliest opportunity. The examiner then reviews all

the evidence, including arguments and evidence
responsive to any rejection.. before issuing the next
Office action. Where the examiner determines that
information reasonably necessary for the examination
should be required from the applicant under 37 CFR
1.105, such a requirement should generally be made
either prior to or with the first Office action on the
merits and should follow the procedures in MPEP §
704.10 et seq.

Although this part of the Manual explains the pro
cedure in rejecting claims, the examiner should never
overlook the importance of his or her role in allowing
claims which properly define the invention.

37 CFR 1.104. Nature a/examination.

*****
(c). Rejection ofclaims.

(1) If the invention is not considered patentable, or not
considered patentable as claimed, the claims, or those considered
unpatentable will be rejected.

(2) In rejectingclaims for want of novelty or for obvious
ness, theexaminer mustcite thebestreferences athis orhercom
mand. When a reference is complex or shows or describes
inventions other than that claimed by the applicant, the particular I
partrelied on must be designated as nearly as practicable. The
pertinence of. each reference, if not apparent, must be clearly
explained andeach rejectedclaim specified.

(3) In rejecting claims the examiner may rely upon
admissions by the applicant, or the patent owner in a reexamina
tion proceeding, as to any matteraffecting patentability and, inso
far as rejections in applicationsareconcerned,may also rely upon
facts within his or her knowledge pursuant to paragraph (d)(2) of
this section. '

(4) Subject matterwhich is developed by another person
which qualifies as prior art ouly uuder 35 V.S.c. 102(f) or (g) may
be used as priorartunder 35 U.S.C. 103 against a claimed inven
tion unless the entire rights to the subject matterand the claimed
invention were commonly owned by the same person or organiza
tion or subjectto an obligation of assignment to the same person
or organization at the time the claimed invention was,ftWde. ,;~

(5) The claims in any original application\;'na,tping a~r

inventorwill be rejectedas being precludedby a wai~e~irr a pub
lished statutory invention registration naming that inventor if the
same subjectmatter is claimed in the applicationand the statutory
invention registration. The claims in any reissue applicationnam
ing an inventorwill be rejected as being precludedby a waiver in
a published statutory invention registration naming thatinventorif
the reissue applicationseeks to claim subjectmatter:

(i) Which was not covered by claims issued in the
patent prior to the date of publication of the statutory invention
registration; and

(ii) Which was the same subject matterwaived in the
statutory invention registration.

*****
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ylhen an application discloses patentable subject
matter and it is apparent from the claims and the
applicant's arguments that the claims are intended to
be directed to such patentable subject matter, but the
claims in their present form cannot be allowed
because of defects in form or omission of a limitation,
the examiner should not stop with a bare objection or
rejection of the. claims. The examiner's action should
be constructive in nature and when possible should
offer a definite suggestion for correction.

The standards of patentability applied in the exami
nation of claims mnst be the same throughout the
Office. In every art, whether it be considered "com
plex," "newly developed," "crowded," or "competi
tive," all of the requirements for patentability (e.g.,
novelty, usefulness and unobviousness, as provided in
35 U.S.c. 101, 102, and 103) must bernet before a
claim is allowed. The mere fact that a claim recites in
detail all of the features of an invention (i.e., is a "pic
ture" claim) is never, in itself, justification for the
allowance of such a claim.

An application should not be allowed, unless and
until issues pertinent to patentability have been raised
and resolved in the course of examination and prose
cutiou, since otherwise the resultant patent would not
justify the statutory presumption of validity (35
U.S.C. 282), nor would it "strictly adhere" to the
requirements laid down by Congress in the 1952 Act
as interpreted by the Supreme Court. The standard to
be applied in all cases is the "preponderance of the
evidence" test. In other words, an examiner should
reject a claim if, in view of the prior art and evidence
of record, it is more likely than not that the claim is
unpatentable.

FORM OR OMISSION OF A
CLAIMS OTHERWISE

UNIFORM APPLICATION
PATENTABILITY STANDARD

DEFECTS IN
LIMITATION;
ALLOWABLE

PATENTABLE SUBJECT
DISCLOSED BUT NOT CLAIMED

OF THE

MATTER

intends to claim such subject matter, he or she may
note in the Office action that certain aspects or fea
tures of the patentable invention have not been
claimed and that if properly claimed such claims may
be given favorable consideration.

RECONSIDERATION OF CLAIMS AFTER
REPLY BY APPLICANT

37 CFR 1.112. Reconsideration before final action.

After reply by applicant or patent owner (§ 1.111 or § 1.945) to
a non-final action and any comments by an inter partes reexami
nation requester (§ -1.947), the application or _the patent under
reexamination -will be -. reconsidered and -again examined. The
applicant, or in the case of.a reexamination proceeding the patent
owner and any _third partyrequester, .will be notified if claims are
rejected, objections or requirements made, or decisions favorable
to patentability are made, in the same manner as after the first
examination (§ 1.104). Applicant or patent owner may reply to
such :Office action 'in the same "manner provided in § 1.111 or
§1.945, with: or without amendment.' unless such Office action
indicates that it is made final (§ 1.113) or an appeal (§ 1.191) has
been taken (§1.116), or man inter panes reexamination, that it is
an.action closing prosecution (§ 1.949) or.a right of appeal notice
(§ 1.953).

37 CFR 1.112 provides for the reconsideration and
continued examination of an application or a patent
under reexamination after reply by the applicant or
the patent owner. If claims are rejected, or objections
or requirements made, applicant or patent owner will
be notified in the same manner as after the frrst exam
ination. Applicant or patent owner may reply to such
Office action in the same manner provided in 37 CFR
1.111 or 37 CFR 1.945, with or without amendment,
unless such Office action indicates that it is made final
(37 CFR 1.113), or an appeal under 37 CFR 1.191 has
been taken (37 CFR 1.116), or in an inter partes reex
amination, that it is an action closing prosecution (37
CFR 1.949) or. a right of appeal notice (37 CFR
1.953). Once an appeal has been taken in an.applica
tion, any amendment is subject to the provisions of 37
CFR 1.116(b) and (c), even if the appeal is in repIy to
a non-final Office action.

REJECTIONS IN STATUTORY INVENTION
REGISTRATIONS

If the examiner is satisfied after the search has been
completed that patentable subject matter has been dis
closed and the record indicates that the applicant

See MPEP Chapter II00 for rejection of claims in
an application for a Statutory Invention Registration.
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The refusal to grant claims because the subject mat
ter as claimed is considered unpatentable is called a
"rejection." The term "rejected" must be applied to
such claims in the examiner's action. If the form of
the claim (as distinguished from its substance) is
improper, an "objection" is made. An example of a
matter of form as to which objection is made is depen
dency of a claim on a rejected claim, if the dependent
claim is otherwise allowable. See MPEP § 608.0l(n).
The practical difference between a rejection and an
objection is that a rejection, involving the merits of
the claim, is subject to review by the Board of Patent
Appeals and Interferences, while an objection, if per
sisted, may be reviewed only by way of petition to the
Commissioner.

Similarly, the Board will not hear or decide issues
pertaining to objections and formal matters which are
not properly before the Board. These formal matters
should not be combined in appeals to the Board.

35 U.S.c. 102. Conditions for patentability; novelty and
loss of right to patent.

A person shall be entitled to. a patentunless -
(a) the invention was known or used by others in this coun

try, or patented or described in a printed publication in this or a
foreign country, before the invention thereof by the applicant for
patent, or

(b) the invention was patented or described in a printed pub
lication in this or a foreign country or in public use or on sale in
this country, more than one year prior to the date of the application
for patent in the United States, or

(c) he has abandoned the invention, or
(d) .the invention was first patented or caused to be patented,

or was the subject of an inventor's certificate, by the applicant or
his legal representatives or assigns in a foreign country prior to the
date of the application for patent in this country on an application
for patent or inventor's certificate filed more than twelve months
before the filing of the application in the United States, or

(e) the invention was described in-
(l) an application for patent, published under section

122(b), by another filed in the United States before the invention
by the applicant for patent, except that an international application
filed under the treaty defined in section 351(a) shall have the
effect under this subsection of a national application published
under section 122(b) only if the international application designat
ing the United States was published nnder Article 2l(2)(a) of such
treaty in the English language; or

(2) a patent granted on an application for patent by
another filed in the United States before the invention by the
applicant for patent, except that a patent shall not be deemed filed

706.01

706.02

Contrasted With Objections

Rejection on Prior Art

in the United States for the purposes of this subsection based on
the filing of an international application filed under the treaty
defined in section 35l(a); or

(f) he did not himself invent the subject matter sought to be
patented, or

(g)(l)durlng the course of an interference conducted under
section 135 or section 291, another inventor involved therein
establishes, to the extent permitted in section 104, that before such
person's invention thereof the invention was made by such other
inventor and not abandoned, suppressed, or concealed, or (2)
before such person's invention thereof, .the invention was made in
this country by another inventor who had not abandoned, sup~

pressed, or concealed it In determining priority of invention
under this subsection, there shall be ... considered not only the
respective dates of conception and. reduction. to practice of the
invention, but also the reasonable diligence of one who was first
to conceive and last to reduce to practice, from a time prior tocon

ception by the other.

35 u.s.c. 103. Conditions for patentability; non-obvious
subject matter.

(a) A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section 102 of this
title, if the differences between the subject matter sought to be pat
ented and the prior art are such that the subject matter as a whole
would have been obvious at the time the invention was made to a
person having ordinary skill in the art to which said subject matter
pertains. Patentability shall not be negatived by the manner in
which the invention was made.

(b)(t) Notwithstanding subsection (a), and upon timely elec
tion by the applicant for patent to proceed under this subsection, a
biotechnological process using or resulting in a composition of
matter that is novel under section 102 and nonobvious under sub
section (a) of this section shall be considered nonobvious if-

(A) claims to the process and the composition of matter
are contained in either the same application for patent or in sepa
rate applications having the same effective filing date; and

(B)· the composition of matter, and the process at the time
it was invented, were owned by the same person or subject to an
obligation of assignment to the same person.

(2) A patent issued on a process under paragraph (1)-

(A) shall also contain the claims to the, composition of
matter used in or made by that process, or

(B) shall, if such composition. of matter is claimed
in another patent, be set to expire on the same date as such other
patent; notwithstanding section 154.

(3) For purposes of paragraph (1), the term "biotechno
logical process" means-

(A) a process of genetically altering or otherwise
inducing a single- or multi-celled organism to-

(i) express an exogenous nucleotide sequence,
(ii) inhibit, eliminate, augment, or alter expression

of an endogenous nucleotide sequence, or
(iii) express; a specific physiological characteristic

not naturally associated with said organism;
(B) cell fusion procedures yielding a cell line that

expresses a specific protein, such as a monoclonal antibody; and
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(C) a method of using-aproduct produced by a-process
defined by snbparagraph (A) or (B), or a combination of snbpara
graphs (A) and (B).

(c) -Subject matter developed by another person, whichqnal
ifies as prior art only under one or more of subsections (e), (f), and
(g) of section 102 of this title, shall not preclnde patentability
under.this section where the subject matter and the claimed inven
tion were; at the time the invention was made, owned by the same
person or subject to an obligation of assignment to.the same per
son.

By far the most frequent ground of rejection is on
the ground of unpatentability in view of the prior art,
that is, that the claimed subject matter is either not
novel under 35 U.S.C. 102, or else it is obvious under
35 U.S.C. 103. The language to be used in rejecting
claims should be unequivocal, See MJ>EP .§
707.07(d).

CHOICE OF PRIOR ART; BEST AVAILABLE

Prior art rejections should ordinarily be confined
strictly to the best available art. Exceptions may prop
erly be made, for example, where:

(Ajthepropriety of a 35 U.S.C. W2 or 101rejec
tion depends on a particular interpretation of a claim;

(B) a claim is met only in terms by a reference
which does not disclose the inventive concept
involved; or

(C) the most pertinent reference seems likely to
be antedated by a 37 CFR 1.131 affidavit or declara
tion.

Such rejections. shOUld be backed up by the best
other art rejections available. Merely cumulative
rejections, i.e., those which wouldclearlyfallif the
primary rejection were not sustained, should be
avoided.

See also MPEP § 707.05.

IffiEXAMINATION

For scope of rejections in reexamination proceed
ings see MPEP § 2258.

DISTINCTION BETWEEN 35 U.S.C. 102 AND
103

The distinction between rejections based on 35
U.S.C. 102 and those based on 35U:S.C.I03should
be kept in mind. Under the former, the claim is antici
pated by the reference. No question of obviousness is
present. In other words, for anticipation under 35

U.S.C.102, the reference must teach every aspect of
the claimed invention either explicitly or impliedly.
Any feature not directly taught must be inherently
present. Whereas, in a rejection based on 35 U.S.C.
103, the reference teachings must somehow be modi
fied in order to meet the claims. The modification
must be one which would have been obvious to one of
ordinary skill in the art at the time the invention was
made. See MPEP § 2131- § 2146 for guidance on
patentability determinations under 35 U.S.C. 102 and
103.

DETERMINING THE EFFECTIVE FILING
DATE OF THE APPLICATION

The effective filing date.of a U.S. application may
be determined as follows:

(A) If the application is a continuation or divi
sionalofone or more earlier U.S. applications and if
the requirements of 35 U.S.C. 120 have been satis
fied, the effective filing date is the same as the earliest
filing date in the line of continuation or divisional
applications.

(B) If the application is a continuation-in-part of
an earlier U.S. application, any claims in the new
application not supported by the specification and
claims of the parent application have an effective fil
ing date equal to the filing date ofthe new application.
Any claims which are fully supported under 35 U.S.C.
112by the earlier parent application have the effective
filing date of that earlier parent application.

(C) If the application claims foreign priority
under 35 U.S.c. 119(a)-(d), the effective filing date is
the filing date of the U.S. application, unless situation
(A).or (B) asset forth above applies. Thefiling date of
the foreign priority document is not the effectivefil
ing date, although the filing date of the foreign prior
ity document may be used to overcome certain
references. See MPEP § 706.02(b) and § 2136.05:

(D) If the application is entitled to priority under
35U.S.C. 119(e) from a provisional application, the
effective filing date is the filing date of the provisional
application.

See MPEP § 1893.03(b) for determining the effec
tive filing date of an application filed under 35 U.S.C.
371. See MPEP § 201.1I(a) and § 1895 for determin
ing the effective. filing date of a continuation, divi
sional, or continuation-in-part of a PCT .application
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designating the U.S. See also MPEP § 1895.01 and
§ 1896 which discuss differences between applica
tions filed under 35 U.S.C. 111(a) and 35 U.S.C. 371.

706.02(a) Rejections Under 35 U.S.C.
102(a), (b), or (e); Printed
Publication or Patent

Once the examiner conducts a search and finds a
printed publication or patent which discloses the
claimed invention, the examiner should determine
whether the rejection should be made under 35
U.S.C. 102(a), (b), or (e).

In order to determine which section of 35 U.S.C.
102 applies, the effective filing date of the application
must be determined and compared with the date of the
reference, See MPEP § 706.02 regarding determina
tion of effective filing date of the application.

DETERMINING THE REFERENCE ISSUE OR
PUBLICATION DATE

The examiner mnst determine the issue or publica
tion date of the reference so that.a proper comparison
between the application and reference dates can be
made. A magazine is effective as a printed pnblica
tion under 35 U.S.C. 102(b) as of the date it reached
the addressee and not the date it was placed in. the
mail. Protein Foundation Inc. v. Brenner, 260 F. Supp.
519, 151 USPQ 561 (D.D.C. 1966). See MPEP
§ 707.05(f). For foreign patents see MPEP§ 901.05.
See MPEP § 2124, § 2126, and § 2128 - § 2128.02
for case law relevant to reference date determination.

DETERMINING WHETHER TO APPLY 35
U.S.C. 102(a), (b), or (e)

I. 35 U.S.c. 102(b)

First, the examiner should consider whether the ref
erence qualifies as prior art under 35 U.S.C. 102(b)
because this section results in a statutory bar to
obtaining a patent. If the publication or issue date of
the reference is more than 1 year prior to the effective
filing date of the application (MPEP § 706.02), the
reference qualifies as prior art under 35 U.S.C.
102(b).

Where the last day of the year dated from the date
of publication falls on a Saturday, Sunday or Federal
holiday, the publication is not a statutory bar under 35

U.S.c. 102(b) if the application was filed on the next
succeeding business day. Ex parte Olah, 131 USPQ
41(J3d. App. 1960) (The Board in Olah held that 35
U.S.C. Zl(b) is applicable to the filing of an original
application for patent and that applicant's own activ
ity will not bar a patent if the l-year grace period
expires on a Saturday, Sunday, or Federaf'holiday and
the application's US. filing date is the next succeed
ing business day). Despite changes to 37 CPR
1.6(a)(2) and 1.10 which permit the USPTO to accord
a filing date to an application as of the date of deposit
as "Express Mail" with the U.S. Postal Service in
accordance with 37 CFR 1.10 (e.g., a Saturday filing
date), the rule changes do not affect applicant's con
current right to defer the filing of an application nntil
the next business day when the last day for "taking
any action" falls on a Saturday, Sunday, or Federal
holiday (e.g., the last day of the l-year grace period
falls on a Satnrday).

11. 35 U.S.C. 102(e)

If the publication or issue date of the reference is
too recent for 35 U.S.c. 102(b) to apply, then the
examiner should consider 35 U.S.C. 102(e).

Determine Whether the Examined Application is a
PRE·PG PUB Application or a PG-PUB Application

The American Inventors Protection Act (AIPA),
Pub. L. 106-113, 113 Stat. 1501 (1999), amended
35 U:S.C. 102(e) to provide that U.S. patents, U.S.
application publications, and certain international
application publications can be used as prior art under
35 U.S.c. 102(e) based on their earliest effective fil
ing date against applications filed on or after Novem
ber 29, 2000, and applications filed . prior to
November 29, 2000 which have been volnntarily pub
lished. Applications that were filed. on or after
November 29, 2000, and applications that were filed
prior to November 29,2000 which have been volun
tarily published are referred to as PG-PUB applica
tions. When examining any PG-PUB application, the
application is subject to the current version of
35 U.S.C. 102 (e) as set forth below.

35 U.S.c. 102. Conditions for patentability; novelty and
loss of right to patent.

*****
(e) the invention was described iu--'--,
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(I) an application for patent, published under section
122(b), by another filed in the United States before the invention
by the applicant for patent,except that an international application
filed under the treaty defined in section 351(a) shall have the
effect under this subsection of a national application published
undersection 122(b)only iftheintemational applicationdesignat
ing the United States was published under Article 21(2)(a) of such
treaty in the Eiiglish language; or

(2) a patent granted on .an application for patent by
another filed in the United States before the invention by the
applicant for patent, except that a patent shall not be deemed filed
in the United States for the purposes of this subsection based on
the filing of an international application filed under the treaty
defined in section 351(a); or

*****
Applications that were filed prior to November 29,

2000 which have not been voluntarily published are
referred to as pre PG-PUB applications. Tbis includes
international applications filed before November 29,
2000 which entered the national stage as to the U.S.
on or after November 29, 2000. When examining any
pre PG-PUB application, the application is subject to
the former version of 35 U.S.C. 102(e) as set forth
below.

Former 35 U.S.c. 102. Conditions for patentability;
novelty and loss of right to patent.

A -person shall be entitled to a patent unless-

*****
(e) the invention was described in a patent granted on an

application for patent by another filedin the United States-before
the invention thereof by the applicant.for patent, or on an interna
tional application by another who has fulfilled the requirements of
paragraphs (I), (2), and (4) of section 371(c) of this title before the
invention thereof by the applicant for patent.

*****

When Examining Pre PG-PUB Applications

When examining any application filed prior to
November 29, 2000 wbich has not been voluntarily
published (pre PG-PUB application), for 35 U.S.c.
102(e) to apply:

(A) The reference must be a U.S. Patent (or SIR)
with a filing date earlier than the effective filing date
of the application. See MPEP § 2136.03. Note that,
for purposes of 35 t;.S.c. 102(e), the filing date of the
reference patent which has issued on anapplication
entitled to priority from a provisional application
under 35 U.S.C. 119(e) is the filing date of the provi
sional application, except for a patent granted on an

international application (PCT) in wbich applicant has
fulfilled the requirements of paragraphs (1), (2) and
(4) of 35 U.S.C. 371. The prior art date of a patent
granted on such a 35 U.S.c. 371 application is the
date on wbich paragraphs (1), (2) and(4) of 35 U.S.c.
371 have been fulfilled; and

(B) The inventive entity of the application must
be different than that of the reference. Note that,
where there are joint inventors, only one inventor
need be different for the inventive entities to be differ
ent and a rejection under 35 U.S.C. 102(e) is applica
ble even if there are some common inventors.

When Examining PG-PUB Applications

When examining applications filed on or after
November 29, 2000 or applications filed prior to
November 29, 2000 wbich have been voluntarily pub
lished (PG-PUB applications), for 35 U.S.C. 102(e) to
apply:

(A) The reference must be a U.S. patent (or SIR),
a U.S. patent application publication, or an interna
tional application publication with a filing date earlier
than the effective filing date of the application being
examined. An international application is prior art
under 35 U.S.C. 102(e) only if (1) the international
application designated the United States, (2) the inter
national application was published under PCT Article
21(2)(a) in English, (3) the international application
was filed on or after November 29, 2000, and (4) the
international application entered the national stage as
to the United States. See MPEP § 2136.03. The 35
U.S.C. 102(e) critical reference date of U.S. patents,
U.S. application publications and certain international
application publications, entitled to the benefit of the
filing date of a provisional application under 35
U.S.C. 119(e), is the filing date of the provisional
application with certain exceptions. When examining
a PG-PUB application, a U.S. patent granted on a 35
U:S.C. 371 application has no reference date under 35
U.S.c. 102(e). A U.S. application publication result
ing from a 35 U.S.c. 371 application entitled to the
benefit of the filing date of the provisional application
will have a reference date as of the filing date of the
provisional application under 35 U.S.c. 119(e) only if
the international application was published in English
pursuant to PCT Article 21(2)(a). Similarly, an inter
national application publication entitled to the filing
date of a provisional application will have a reference
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date as of the filing date of the provisional applica
tion, bnt only if the international application desig
nated the United States, the international application
was published under PCT Article 2l(2)(a) in English,
the international application was filed on or after
November 29, 2000, and the international application
entered the national stage as to the United States; and

(B) The inventive entity of the application must
be different than that of the reference. Note that,
where there are joint inventors, only one inventor
need be different for the inventive entities to be differ
ent and a rejection under 35 U.S.C. 102(e) is applica
ble even if there are some common inventors.

Ill. 35 U.S.c. I02(a)

If 35 U.S.c. 102(e) does not apply, then the exam
iner should consider 35 U.S.C. 102(a). For 35 U,S.C.
102(a) to apply, the reference must have a publication
date earlier in time than the effective filing date of the
application, and must not be applicant's own work.

706.02(b) Overcoming a 35 U.S.C. 102
Rejection Based on a Printed
Publication or Patent

A rejection based on 35 U.S.C .. 102(b)can be over
come by:

(A) Persuasively arguing that the claims are pat
entably distinguishable from the prior art;

(B) Amending the claims to patentably distin
guish over the prior art ;or

(C) Perfecting priority under 35 U.S.c. 1I9(e) or
120 by amending the specification of the application
to contain a specific reference to a prior application or
by filing an application data sheet under 3?CPR 1.76
which contains a specific reference to a prior applica
tion in accordance with 37 CFR 1.78(a).

A rejection based on 35 U.S.c. 102(e) can be over
come by:

(A) Persuasively arguing that the claims are pat
entably distinguishable from the prior art;

(B) Amending the claims to patentably distin
guish over the prior art;

(C) Filing an affidavit or declaration under 37
CFR 1.132 showing that the reference invention is not
by "another." See MPEP § 715.0l(a),§ 7l5.01(c),
and § 716.10;

(D) Filing an affidavit or declaration under 37
CPR 1.131 showing prior invention, if the reference is
not a U.S. patent (or application in the case of a provi
sional rejection) claiming the same patentable inven
tion as defined in 37 CPR 1.601(n). See MPEP § 715
for more information on 37 CFR 1.131 affidavits.
When the claims of the reference and the application
are directed to the same invention or areobvious vari
ants, an affidavit or declaration under 37 CFR 1.131 is
not an acceptable method of overcoming the rejection.
Under these circumstances, the examiner must deter
mine whether a double patenting rejection or interfer
ence is appropriate. If there is a common assignee or
inventor between the application and patent, a double
patenting rejection must be made. See MPEP § 804.
If there is no common assignee or inventor and the
rejection under 35 U.S.C. 102(e) is the only possible
rejection, the examiner must determine whether an
interference should be declared. See MPEP Chapter
2300 for more information regarding interferences;

(E) Perfecting a claim to priority under 35 U.S.C.
1I9(a)-(d). The foreign priority filing date must ante
date the reference and be perfected. The filing date of
the priority document is not perfected unless applicant
has filed a certified priority document in the applica
tion (and an English language translation, if the docu
ment is not in English) (see 37 CFR 1.55(a)(3)) and
the examiner has established that the priority docu
ment satisfies the enablement and description require
ments of 35 U.S.C.1I2, first paragraph; or

(F) Perfecting priority under 35 U.S.C. 119(e) or
120 by amending. the specification of the application
to contain a specific reference to a prior application or
by filing an application data sheet under 37 CFR 1.76
which contains a specific reference to a prior applica
tionin accordance with 37 CFR 1.78(a).

A rejection based on 35 U.S.c. 102(a) can be over
come by:

(A) Persuasively arguing that the claims are pat
entably distinguishable from the prior art;

(B) Amending the claims to patentably distin
guish over the prior art;

(C) Filing an affidavit or declaration under 37
CFR 1.131. See MPEP § 715 for information on the
requirements of 37 CFR 1.131 affidavits.

(D) Filing an affidavit or declaration under 37
CFR 1.132 showing that the reference invention is not
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by "another." See MPEP § 715.01(a), § 715.01(c), and
§ 716.10;

(E) Perfecting a claim to priority under 35 U.S.C.
119(a)-(d) as explained in reference to 35 U.S.c.
102(e) above;

(F) Perfecting priority nnder 35 U.S.C. 119(e) or
120 by amending the specification of the application
to contain a specific reference to a prior application or
by filing an application data sheet under 37 CPR 1.76
which contains a specific reference to a prior applica
tion in accordance with 37 CPR 1.78(a).

706.02(c) Rejections Under 35 U.S.C.
102(a) or (b); Knowledge by
Others or Public Use or Sale

An applicant may make an admission, or submit
evidence of sale of the invention or knowledge of the
invention by others, or the examiner may have per
sonal knowledge that the invention was sold by appli
cant or known by others in this country. The language
"in this country" means in the United States only and
does not include other WTO or NAFTA member
countries. In these cases the examiuer must determiue
if 35 U.S.c. 102(a) or 102(b) applies. See MPEP §
2133.03 for a discussion of case law treating the "pub
lic use" and "on sale" statutory bars.

If the activity is by an entity other than the inven
tors or assignee, such as sale by another, manufacture
by another or disclosnre of the invention by applicant
to another then both 35 U.S.c. 102(a) and (b) may be
applicable. If the evidence only points to knowledge
within the year prior to the effective filing date then
35 U.S.C. 102(a) applies. However, no rejection under
35 U.S.c. 102(a) shonld be made if there is evidence
that applicant made the invention and only disclosed
it to others within the year prior to the effective filing
date.

35 U.S.c. 102(b) is applicable if the activity
occurred more than 1 year prior to the effective filing
date of the application. See MPEP § 2133.03 for a dis
cussion of "on sale" and "public use" bars under 35
U.S.C. 102(b).

Note that as an aid to resolving public nse or on sale
issues, as well as to other related matters of 35 U.S.c.
102(b) activity, an applicant may be required to
answer specific questions posed by the examiner and

to explain or supplement any evidence of record. See
35 U.S.c. 132, 37 CPR 1.104(a)(2). Information
sought should be restricted to that which is reasonably
necessary for the examiner to render a decision on
patentability. The examiner may consider making a
requirement for information under 37 CPR 1.105
where the evidence of record indicates reasonable
necessity. See MPEP § 704.10 et seq.

A 1- or 2-month time period should be set by the
examiner for any reply to the requirement, unless the
requirement is part of an Office action having a short
ened statutory period, in which case the period for
reply to the Office action will also apply to the
requirement. If applicant fails to reply in a timely
fashion to a reqnirement for information, the applica
tion will be regarded as abandoned. 35 U.S.C. 133.
See MPEP § 2133.03.

If there is not enough information on which to base
a public use or on sale rejection, the examiner should
make a requirement for more information. Form para
graph 7.104 can be nsed.

'I 7.104 Requirement/or In/ormation, Public Use or Sale

An issue of public use oron sale activity hasbeenraised in this
application. Inorder fortheexaminer to properly consider patent
ability of the claimed invention under 35 U.S.c. 102(b), addi
tional information regarding this issue is required as follows: [1]

Applicant is reminded thatfailure to fully reply to this require
ment for information will result in a holding of abandonment.

Examiner Note:

1. Information sought should be restricted to that which is rea
sonably necessary for the examiner to render a decision on patent
ability. See MPEP § 2t33.03.

2. A one or two month time period should be set by the exam
iner for reply to the requirement unless it is part of an Office
action having anSSP, in which case the period for reply will apply
also to the requirement.

3. If sufficient evidence already exists to establish a prima facie
case 'of public use or on sale, use form paragraph 7.16 to make a
rejection under 35 V.S.C. 102(b). See MPEP § 2133.03.

706.02(d) Rejections Under 35 U.S.C.
102(c)

Under 35 U.S.c. 102(c), abandonment of the
"invention" (as distinguished from abandonment of an
application) resnlts in loss of right to a patent. See
MPEP § 2134 for case law which sets forth the crite
ria for abandonment under 35 U.S.C. 102(c).
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706.02(f) Provisional Rejections Under
35 U.S.C. l02(e); Reference
Is a Copending U.S. Patent
Application

If a copending U.S. patent application discloses
subject matter which would anticipate the claims in
another pending U.S. application which has a differ
ent inventive entity, the examiner should determine
whether a provisional 35 U.S.C. 102(e) rejection call
be made.

The search for a granted patent can be accom
plished 011 an electronic database either by the exam
iner or by the staff of the Scientific and Technical
Information Cel1ter. See MPEP § 901.06(a), para
graph IV13., for more information on online search
ing. The document must be a patent or inventor's
certificate and not merely a published or laid open
application.

If (I) at least one common inventor exists between
the applications or the applications are commonly
assigned and (2) the effective filing dates are differ
ent, then a provisional rejection ofthe later filed
application should be made. The provisional rejection
is appropriate in circumstances where if the earlier
filed application is published or becomes a patent it
would constitute actual prior art under 3~ U.S.c. 102.
Since neither application is published at the time of
the provisional rejection, the rejection must be made
under 35 U.S.C. 102(e).

A provisional rejection under 35 U.S.C. 102(e) can
be overcome in the same manner that a 35 U.S.c.
102(e) rejection can be overcome. See MPEP §
706.02(b). The provisional rejection can also be over
come by abandoning the applications and filing a new
application containing the subjectmatter of both.

Form paragraph 7.15.01 or 715.04 should be used
as appropriate when making a provisional rejection
under 35 U.S.C. 102(e).

U.S. APPLICATIONS
LEAST ONE COMMON

OR ARE COMMONLY

COPENDING
HAVING AT
INVENTOR
ASSIGNED

I.

(A) The foreign application must be filed more
than 12 months beforethe effective filing date of the
United States application. See MPEP § 706.02 regard
ing determination of the effective. filing date of the
application.

(B) The foreign and United States applications
must be filed by the same applicant, his or her legal
representatives or assigns.

(C) The foreign application must have actually
issued as a patent or inventor's certificate (e.g.,
granted by sealing of the papers in Great Britain)
before the filing in the United States. It need not be
published but the patent rights granted must be
enforceable.

(D) The same invention must be involved.

If such a foreign patent or inventor's certificate is
discovered by the examiner, the rejection is made
under 35 U.S.C. 102(d) on the ground of statutory bar.

See MPEP § 2135.01 for case law which further
clarifies each of the four requirements of 35 U.S.c.
102(d).

SEARCHING FOR 35 U.S.C. l02(d) PRIOR ART

The examiner should only undertake a search for an
issued foreign patent for use as 35 U.S.c. 102(d) prior
art if there is a reasonable possibility that a foreign
patent covering the same subject matter as the U.S.
application has been granted to the same inventive
entity before the U.S. effective filing date, i.e., the
time period between foreign and U.S. filings is greater
than the usual time it takes for a patent to issue in the
foreign country. Normally, the probability of the
inventor's foreign patent issuing before the U.S. filing
date is so slight as to make such a search unproduc
tive. However, it should be kept in mind that the aver
age pendency varies greatly between .foreign
countries. In Belgium, for instance, a patent may be
granted in just a month after its filing, while in Japan
the patent may not issue for a decade.

35 U.S.C. 102(d) establishes four conditions which,
if all are present, establish a statutory bar against the
granting of a patent in this country:

706.02(e) Rejections Under 35 U.S.C.
l02(d)
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'If 7.15.01 Provisional Rejection, 35 U.S.c. 102(e) 
Common. Assignee or At Least One Common Inventor,
Application Being Examined Filed before 11129100 and Not
Voluntarily Published Under 35 U.S.C. 122(b)

The changes made to 35 U.S.c. 102(e) by the American Inven
tors Protection Act of 1999 (AIPA) do not apply to the examina
tion of this -application as 'the application being examined was not
(1) filed on or after November 29, 2000, or (2) voluntarily pub
lisbed under 35 U.S.C. 122(b). Therefore, this application is
examined under 35 U.S.C. 102(e) prior to the amendment by the
AIPA (pre-AlPA 35 U.S.C. 102(e)).

Claim [1] provisionally rejected under 35 U.S.c. 102(e) as
being anticipated by copending Application No. [2] whicb has a
common [3] with the instant application.

Based upon the earlier effective U.S. filing date of the copend
ing application, it would constitute prior art under 35 U.S.C.
102(e), if patented. This provisional rejection under 35 U.S.c.
102(e) is based upon a presumption of future patenting of the
copending application. [4].

This provisional rejection under 35 U.S.C. 102(e) ntight be
overcome either 'by 'a showing under 37 CFR L132 that any
invention disclosed but not claimed in the copendingapplication
was derived from the inventor of this application andis thus not
the invention "by another," or by an appropriate showing under 37
CFR 1.131.

This rejection may not be overcome by the filing of a terminal
disclaimer. See In re Barifeld, 925 F.2d 1450, 17 USPQ2d 1885
(Fed. Cir. 1991).

Examiner Note:
1. This form paragraph is used to provisionally reject over a
copending application with an earlier filing date that discloses the
claimed invention. Thecopending application must have either a
common assignee or at least one common inventor.

2. If the applicationbeing examined was filed before November
29, 1999 and has not been voluntarily published, and the claims
would have been obvious over the invention disclosed in the other
copending upplicationuse form paragraph 7.21.01.
3. If the application being examined was filed -on or after
November 29, 1999 and has not been voluntarily published, and
there is no evidence of common ownership of record, and the
claims would have been obvious over the invention disclosed in
the other copending application, use form patagraph7.21.01.
4. In bracket 3, insert either --assignee-- or -dnvcntor.-.

5. In bracket 4, an appropriate explanation may be provided in
support of the examiner's position on anticipation, if necessary.

6. If the claims of thecopending application conflict with the
claims of the instant' application, a provisional' double patenting
rejection should also be given using form paragraphs 8.30 and
8.32.
7. If evidence is additionally of' record to show that either
invention is prior art unto the other under 35 U.S.C. 102(f) or (g),
a rejection using form paragraphs 7.13 and/or 7.14 should also be
made.

'If 7.15.04 Provisional Rejection, 35 U.S.c. 102(e) 
Common Assignee or At Least One Common Inventor,

Application Being Examined Filed On or After 11129/00or
Filed Before 11129/00 and Voluntarily Published Under 35
U.S.C.122(b)

Claim [1] provisionally rejected under 35 U.S.C. 102(e) as
being anticipated by copending Application No. [2] which has a
coinmon [3]with the instant application.

Based upon the earlier effective U.S. filing date of the copend
ing application, it would constitute prior art under 35 U.S.C.
102(e), if published under 35 U.S.c. 122(b) or patented. This pro
visional rejection under ~5 U.S.c., 102(e) is based upon a pre
sumption of future publication or patenting of the copending
application. [4]

This provisional rejection under 35 U.S.c. 102(e) ntight be
overcome either by a showing under 37 CPR L132 that any
invention disclosed but not claimed in the copending application
was derived from the inventor of this application and is thus not
the invention"by another," orby an appropriate showing under 37
CFR 1.131.

This rejection may not be overcome by the filing of a terminal
disclaimer. See In re Bartfeld, 925 F.2d 1450, 17 USPQ2d 1885
(Fed. Cir. 1991).

Examiner Note:
1. This form paragraph should be used 'when the application
being examined was either filed on or after November 29, 2000 or
voluntarily published.pursuant to 35 U.S.C. 122(b).
2. This form paragraph is used to provisionally reject' over a
copending application with an earlier filing date that discloses the
claimed invention. The copending application must have either a
common assignee or at least one common inventor.
3., If the application being examined was filed before November

, 29, 1999, and the claims would have been obvious over the inven
tion disclosed in the other copending application, use form para
graph 7.21.01.
4. If the application being examined was filed on or after
November 29, 1999 and there is no evidence of common owner
ship of record, and the claims would have been obvious over the
inventiondisclosed in the' other copending application, use form
paragraph 7.21.01.
5. In bracket3, insert either --assignee-- or --inventor--.
6. In bracket 4, an appropriate explanation may be provided in
support of the examiner's position on anticipation, if necessary.
7. If the claims of the copending application conflict with the
claims,of the instant application, a provisional double patenting
rejection should also be given using form paragraphs 8.30 and
8.32.
8. If evidence is additionally of' record to show that either
invention is prior art unto the other under 35 U.S.C. 102(f) or (g),
a rejection using form paragraphs 7.13 and/or 7.14 should also be
made.

It COPENDING APPLICATIONS HAVING
NO COMMON INVENTOR OR AS
SIGNEE

If there is no common assignee or common inven
tor and the application was not published pursuant to
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35 U.S.C. 122(b), the confidential status of applica
tions under 35 U.S.C. 122(a) must be maintained and
no rejection can be made relying on the earlier filed
application as prior art under 35 U.S.c. 102(e). If the

filing dates of the applications are within 6 months of
each other (3 months for simple subject matter) then
interference may be proper. See MPEP Chapter 2300.
If the application with the earliest effective U.S. filing
date will not be published pursuant to 35 U.S.c.
122(b), it must be allowed to issue once all the statu
tory requirements are met. After' the patent is pub
lished, it may be used as a reference in a rejection
under 35 U.S.C. 102(e) in the still pending application
as appropriate. See MPEP § 706.02(a) and § 2136 et

seq.

706.02(g) Rejections Under 35 U.S.C.
102(f)

35 U.S.C. !02(t) bars the issuance of a patent

where an applicant did not invent the subject matter
being claimed and sought to be patented. See also
35 U.S.C. 101, which requires that whoever invents or
discovers is the party who may obtain a patent for the
particular invention or discovery. The examiner must
presume the applicants are the proper inventors unless
there is proof that another made the invention and that

applicant derived the invention from the true inventor.

See MPEP § 2137 - § 2137.02 for more informa
tion on the substantive requirements of rejections
under 35 U.S.C. !02(t).

706.02(h) Rejections Under 35 U.S.C.
102(g)

35 U.S.C. 102(g) bars the issuance of a patent
where another made the invention in the United States
before applicant and had not abandoned, suppressed,
or concealed it. This section of 35 U.S.C. 102 forms
a basis for interference practice. See MPEP Chapter
2300 for more information On interference procedure.
See MPEP § 2138 - § 2138.06 for more information

on the requirements of 35 U.S.C. 102(g).

706.02(i) Form Paragraphs for Use in
Rejections Under 35 U.s,C. 102

The following form paragraphs should be used in
making the appropriate rejections.

Note that the particular part of the reference relied
upon to support the rejecti?n should be identified.

'JI 7.07 Statement ofStatutory Basis, 35 U.S.c. 102
The following is a quotation of the appropriate paragraphs of

35 U.S.C. 102 that form the basis for the rejections under this sec
tion made in this Office action:

A person shall be entitled to a patent unless --

Examiner Note:
1. The statute.is no longer being re-cited in allOffice actions. It
is only required in first actions on the merits and final rejections.
Where the statute is not being cited in an .action on the merits, use
form paragraph 7.103.
2. Form paragraphs 7.07 to 7.14 are to be used ONLY ONCE in
a given Office action.

'If 7.08 102(a), Activity by Another Before Invention by
Applicant

(a) the invention was known or used by others in this country,
or patented or described in a printed publication in this ora for
eigncountry, before the invention thereof by the applicant for a
patent.

Examiner Note:
This form paragraph mustbe preceded-by form paragraph 7.07.

'If 7.09l02(b), Activity More Than One Year Prior to Filing
(b) _,the: invention was patented or described in a,printed publi

cation in this or a foreign country or in public use or on sale in this
country, more than one year prior to the date of application for
patent in the United States.

Examiner Note:
This form paragraph must be preceded by paragraph form 7.07,

aud may be preceded by form paragraph 7.08.

'If 7.10 102(c), Invention Abandoned
(c) he has abandoned the invention.

Examiner Note:
This form paragraph must be preceded by form paragraph 7.07,

and may be preceded by one or more of form paragraphs 7.08 and
7.09.

'If 7.11l02(d),Foreign Patenting
(d) the inventionwas first patented or caused to be patented, or

was the subject of an inventor's certificate, by the applicant or his
legal representatives' or assigns in a foreign country prior to the
date of the application for .patent in this country on an application
for patent or inventor's certificate filed more than twelve months
before the filing-of the application iu the United States.
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Examiner Note:
This form paragraph must be preceded by form paragraph 7.07,

and may be preceded by one or more of form paragraphs 7.08 to
7.10.

'/l 7.12 102(e), Patent to Another with Earlier Filing Date,
Application Being Examined Filed Before 11/29/00 and Not
Published under 35 U.S.c. 122(b)

(e) the invention was described in a patent granted on an appli
cation for patent by another -filed in the United States before the
invention thereof by the applicant for patent, or on an interna
tional application by another who has fulfilled the,requirements of
paragraphs (I), (2), and (4) of section 371(c) of this title before the
invention thereof by the applicant for patent.

The changes made to 35 U.S.C. 102(e) by the American Inven
tors Protection Act of 1999 (AIPA) do not apply _to the examina
tion of this application as the application being examined was not
(1) filed on or after November 29,2000, or (2) voluntarily pub
lished under 35 U.S.C. 122(b). Therefore, this application is
examined under 35 U.S.C. l02(e) prior to the amendment by the
AIPA (pre-AIPA 35 U.S.C. 102(e)).

Examiner Note:
1. This form paragraph should only be used if the application
being examined was filed before November 29, 2000, and was
not voluntarily published as a patent application publication under
35 U.S.c. 122(b).
2. If the application being examined is a continued prosecution
application (CPA), and the actual filing date of this CPA is on or
after November 29,2000, then form paragraph 7.12.01 must be
used instead.
3. The filing of a request for continued examination (RCE) does
not change' the filing 'date of the application being examined.
Therefore, if an RCE is filed on or after November 29, 2000 in an
application filed (I) before November 29,2000 and (2) not volun
tarily published under 35 U.S.C. 122(b), pre-AIPA 35 U.S.C.
102(e) applies.
4. This form paragraph must be preceded by form paragraph
7.07, and may be preceded by one or more of form paragraphs
7.07 to 7.11.

'/l 7.12.01 102(e), Application for Patent or Patent to
Another with Earlier Filing Date, Application Being
Examined Filed on or After 11/29/00 or Filed Before 11/29/
00 and Voluntarily Published under 35 U.S.c. 122(b)

(e) the invention was described in-
(1) an application for patent, published under section

122(b), by another filed in the United States before the invention
by the applicant for patent, except that an international application
filed under the treaty defined in section 351(a) shall have the
effect under this subsection of a national application published
under section 122(b) only if the international application designat
ing the United States was published under Article 21(2)(a) of such
treaty in the English language; or

(2) a patent granted on an application for patent by another
filed in the United States before the invention by the applicant for
patent, except that a patent shall not be deemed filed in the United
States for the purposes of this subsection based on the filing of an

international application filed under the treaty defined in section
351(a).

Examiner Note:
1. This paragraph should only be used if the application
(including first-filed applications, continuing applications filed
under 37 CPR 1.53(b), CPAs and reissues) being examined was
filed on or after November 29, 2000 or was filed prior to
November 29, 2000 but was voluntarily published as a patent
application pnblication nnder 35 U.s.c. 122(b).
2. This paragraph should also be used if the application being
examined is an international application complying with the
national stage requirements (35 U.S.c. 371(c» having an interna
tional filing date on or after November 29, 2000.
3. If the application being examined has not been published and
contains a request for continued examination (RCE) in an applica
tion filed before November 29, 2000, form paragraph 7.12 must
be used instead of this form paragraph.
4. Ifpost-AIPA 35 U.S.c. 102(e) is relied upon in the examina
tion of the application it is important to note that a patent issued
from an international application complying with the national
stage requirements (35 U.S.c. 371(c» is not to be relied upon in
making a prior art rejection under 35 U.S.C. 102(e)(2) since such
a patent has no prior art date under post-AIPA 35 U.S.c.
102(e)(2). The patent would continue to have its issue date as a
prior art date under 35 U.S.c. 102(a) and (b).
5. This form paragraph must be preceded by form paragraph
7.07, and maybe preceded by one or more of form paragraphs
7.08 to 7.11

'/l 7.13 102(f), Applicant Not the Inventor
(f) he did not himself invent the subject matter sought to be

patented.

Examiner Note:
This form paragraph must be preceded by form paragraph 7.07,

and may be preceded by one or more of form paragraphs 7.08 to
7.12.

'/l 7.14 102(g), Priority ofInvention
(g)(1) 'during the course of an interference conducted under

section 135 or section 291, another inventor involved therein
establishes, to the extent permitted in section 104, that before such
person's invention thereof the invention was made by such other
inventor and not abandoned, suppressed, or concealed, or (2)
before such person's invention thereof, the invention was made in
this country by another inventor who had not abandoned, sup
pressed, or concealed it. In determining priority of invention
under this subsection, there shall be considered not only the
respective dates of conception and reduction to practice of the
invention, but also the reasonable diligence of one who was first
to conceive and lastto reduce to practice, from a time prior to con
ception by the other.

Examiner Note:
This form paragraph must be preceded by form paragraph 7.07,

and may be preceded by one or more of form paragraphs 7.08 to
7.13.
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'If 7.15 Rejection, 35 U.S.C. 102(a), (b) Patent or
Publication, and (g)

Claim [I] rejected under 35 U.S.C. 102[2] as being [3] by [4].

Examiner Note:
1. In bracket 2, insert the appropriate paragraph letter or letters
of35 U.S.C. 102 in parentheses. !fparagraph (e) of 35 U.S.C. 102
is applicable, use form paragraph 7.15.02 or 7.15.03.
2. In bracket 3, insert either -clearly anticipated-- or -cantici
pated-. with an explanation at the end of the paragraph.
3. In bracket 4, insert the prior art relied upon.
4. This rejection must be preceded either by form paragraph
7.07 and form paragraphs 7.08, 7.09, and 7.14 as appropriate, or
by form paragraph 7.103.
5. If35 U.S.C. 102(e) is also being applied, this form paragraph
must be followed by eitherform paragraph 7.15.02 or 7.15.03.

'If 7,15.01 Provisional Rejection, 35 U.S.C. 102(e)
Common Assignee or At Least One Common Inventor,
Application Being Examined Filed before 11/29100 and Not
Voluntarily Published Under 35 U.S.c. 122(b)

The changes made to 35 U.S.C. 102(e) by the American Inven
tors Protection Act of 1999 (AIPA) do not applyto the examina
tion of this application as the application being examined was not
(1) filed on or after November 29, 2000, or (2) voluntarily pub
lished uuder 35 U.S.c. 122(b). Therefore, this application is
examined under 35 U.S.C.l02(e) prior to the amendment by the
AIPA (pre-AIPA 35 U.S.C. 102(e)).

Claim [I] provisionally rejected under 35 U.S.C. 102(e) as
being anticipated by copending Application No. [2] which has a
common [3] with the instant application.

Based upon the earlier effective U.S. filing date of the copend
ing application, it would constitute prior art under 35 U.S.C.
102(e), if patented. This provisional rejection under 35 U.S.c.
102(e) is based upon a presumption of future patenting of the
copending application. [4).

This provisional rejection under 35 U.S.c. 102(e) might be
overcome either by a showing under 37 CFR 1.132 that any
invention disclosed but not claimed in the copending application
was derived from the inventor of this application and is thus not
the invention "by another," or by an appropriate showing under 37
CPR 1.131.

This rejection may not be overcome by the filing of a terminal
disclaimer. See In re Bartfeld, 925 F.2d 1450, 17 USPQ2d 1885
(Fed. Cir. 1991).

Examiner Note:
1, This form paragraph is used to provisionally reject over a
copending application with an-earlier filing date that discloses the
claimed invention. The copending application must have either a
common assignee or at least one common inventor.
2, If the application being examined was filed before November
29, 1999 and has not been voluntarily pnblished, and the claims
would have been obvious over the invention disclosed in the other
copending application, nse form paragraph 7.21.01.
3. If the application being examined was filed on or after
November 29, 1999 and has not been voluntarily published,and
there is no evidence of common ownership of record, and the

claims would have been obvious over the invention disclosed in
the other copending application, use form paragraph 7.21.01.

4. In bracket 3, insert either --assignee-- or --inventor--.

5, In bracket 4, an.appropriate explanation may be provided in
support of the,examiner's position on anticipation, if necessary.

6. If the claims of the copending application conflict with the
claims of the instant application, a provisional double patenting
rejection should also be given using form paragraphs 8.30 and
8.32.

7. If evidence is additionally of record to show -that either
invention is prior art unto the other under 35 U.S.C. 102(0 or (g);
a rejection using form paragraphs 7.13 and/or 7.14 should also be
made.

'If 7.15.04 Provisional Rejection, 35 U.S.c. 102(e) 
Common Assignee or At Least One Common Inventor,
Application Being Examined Filed On or After 11/29100 or
Filed Before 11/29100 andYoluntarily Published Under 35
U.S.c. 122(b)

Claim [I] provisionally rejected under 35 U.S.C. 102(e) as
being anticipated by copending Application No. [2] which has a
common [3] with the instant application.

Based upon the earlier effective U.S. filing date of the copend
ing application, it would constitute prior art under 35 U,S.c.
102(e), if published under 35 U.S.C. 122(b) or patented, This pro
visional rejection under 35 U.S.c. 102(e) is based upon a pre
sumption of future publication or patenting of the .copending
application. [4]

This provisional rejection under 35 U.s.C. 102(e) might be
overcome either by a showing under 37 CFR 1.132 that any
invention disclosed but not claimed, in the copending application
was derived from the inventor of this application and is thus not
the invention "by another," or by an appropriate showing under 37
CPR 1.131.

This rejection may not be overcome by the filing of a terminal
disclaimer. See In re Bartfeld, 925 F.2d 1450, 17 USPQ2d 1885
(Fed. Cir. 1991).

Examiner Note:
1. This form paragraph' should be used when the application
being examined was either filed on or after November 29, 2000 or
voluntarily published pursuant to 35 U.S.c. 122(b).

2. This form paragraph is used to provisionally reject over a
copending application with an earlier filing date that discloses the
claimed invention. The copending application must have either a
common assignee or at least one common inventor.

3. If the application being examined was filed before November
29, 1999, and the claims would have been obvious overthe inven
tiondisclosed in the other copending application, use form .para
graph 7.21.01.

4. If the application being examined was filed on or after
November 29, 1999 and there is no evidence of common owner
ship _of record, and the claims would have been obvious over the
invention disclosed in the other copending application, use fomi
paragraph 7.21.01.

5. In bracket 3, insert either --assignee--or--inventor--.
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6. In bracket 4, an appropriate explanation may be provided in
support of the examiner's position on anticipation, if necessary.

7. If theclaims of the copending application conflict with the
claims of the instant application, a provisional double patenting
rejection should also be given using form paragraphs 8.30· and
8.32.

8. If evidence is additionally of record to show that either
invention is prior art unto the other under 35 V.S.c. 102(f) or (g),
a rejection using form paragraphs 7.13 andlor 7.14 should also be

made.

'Jl 7.15.02 Rejection, 35 U.S.c. I02(e), Common Assignee
or Inventor(s)

Claim [1] rejected under 35 U.S.C. 102(e) as being anticipated

by [2].

The applied referencehas a corn:rnon [3] with the instant appli..
cation. Based upon the earlier effective U.S. filing date of the ref
erence, it constitutes prior art under 35 U.S.C. 102(e). This
rejection under 35 V.S.C. 102(e) might be overcome either by a
showing under 37 CFR 1.132 that any invention disclosed but not
claimed in the reference was derived from the inventor of this
application and is thus not the invention "by another," or by an
appropriate showing under 37 CPR 1.131.

Examiner Note:

1. This form paragraph is used to reject over a patent or patent
application publication with an earlier filing date that discloses
but does not claim the same invention. The patent or patent appli
cation publication must have either a common assignee or a com
mon inventor.

2. In bracket 3, insert either -essignee-. or -dnventor-.

3. This form paragraph must be preceded by either of form
paragraphs 7.12 or 7.12.01.

4. Patent application publications may only be used if this form
paragraph was preceded by form paragraph 7.12.0 I.

'Jl 7.15.03 Rejection, 35 u.s.c. I02(e), No Common
Assignee or Inventor(s)

Claim [1] rejected under 35 U.S.c. 102(e) as being [2] by [3].

Examiner Note:

1. This form paragraph is used to reject over a patent or patent
application publication with an earlier filing date that discloses
but does not claim the same invention. The patent or patent appli
cation publication must have neither a common assignee nor a
common inventor.

2. In bracket 2, insert either -clearly anticipated-. or --antici
pated-- with an explanation at the end of the paragraph.

3. In bracket 3, insert the prior art relied upon.

4. This form paragraph must be preceded by either of form
paragraphs 7.12 or 7.12.01.

5. Patent application publications may only be used if this form
paragraph was preceded by form paragrapb 7.12.01.

'Jl 7.16 Rejection, 35 U.S.c. I02(b), Public Use or on Sale

Claim [1] rejected under 35 U.S.C. 102(b) based upon a public
use or sale of the invention. [2]

Examiner Note:

1. This form paragraph must be preceded either by form para
graphs 7.07 and 7.09 or by form paragraph 7.103.

2. A full explanation of the evidence establishing a public use
or sale must be provided in bracket 2.

'Jl 7.17 Rejection, 35 U.S.c. I02(c), Abandonment of
Invention

Claim [1] rejected under 35 V.S.c. 102(c) because the inven
tion has been abandoned. [2]

Examiner Note:

1. This form paragraph must be preceded either by form para
grapb 7.07 and 7.10 or by form paragraph 7.103.

2. In bracket 2, insert a full explanation of the evidence estab
lishing abandonment of the invention. See :MPEP § 2134.

'Jl 7.18 Rejection, 35 U.S.c. I02(d), Foreign Patenting

Claim [1] rejected under 35 U.S.C. 102(d) as being barred by
applicants [2].

[3]

Examiner Note:

1. This form paragraph must be preceded either by form para
graphs 7.07 and 7.11 QI by form paragraph 7.103.

2. In bracket 3, insert an explanation of this rejection which
must include appropriate dates and how they make the foreign
patent available under 35 U.S.C. 102(d).

3. Refer to MPEP § 2135 for applicable 35 U.S.c. 102(d) prior

arr.

'Jl 7.19 Rejection, 35 u.s.c. 102(f), Applicant Not the
Inventor

Claim [1] rejected under 35 U.S.c. 102(1) because the appli
cant did not invent the claimed subject matter. [2]

Examiner Note:

1. This paragraph must be preceded either by paragraphs 7.07
and 7.13 QI by paragraph 7.103.

2. In bracket 2, insert an explanation of the supporting evidence
establishing that applicant was not the inventor. See MPEP §
2137.
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Effective November 29, 1999, subject matter which
was ' prior art under former 35 U.S.C. 103 via
35 U.S.c. !02(e) is now disqualified as prior art
against the claimed invention if that subject matter
and the claimed invention "were, at the time the
invention was made, owned by the same person or
subject to an obligation of assignment to the same
person." This change to 35 U.S.c. 103(c) applies to
ali utility, design and plant patent applications filed on
or after November 29, 1999, including continuing
applications filed under 37 CFR 1.53(b), continued
prosecution applications filed under 37 CFR 1.53(d),
aud reissues. The amendment to 35 U.S.C. !03(c)

Pat. App. & Inter. 1985). See MPEP § 2144 c §
2144.09 for examples of reasoning supporting obvi
ousness rejections.

Where a reference is relied on to support a rejec
tion, whether or not in a minor capacity, that reference
should be positively included in the statement of the
rejection. See In re Hoch, 428 F,2d 1341, 1342 n.3
166 USPQ 406, 407 n. 3 (CCPA 1970).

It is important for an examiner to properly commu
nicate the basis for a rejection so that the issues can be
identified early and the applicant can be given fair
opportunity to reply. Furthermore, if an initially
rejected application issues as a patent, the rationale
behind an earlier rejection may be important in inter
preting the scope of the patent: claims. Since issued
patents are presumed valid (35 U.S.C. 282) and con'
stitute a property right (35 U.S.C. 261), the written
record must be clear as to the basis for the grant.
Since patent examiners cannot normally be compelled
to testify in legal proceedings regarding. their mental
processes (see MPEP § 1701.01), it is important that
the written record clearly explain the rationale for
decisions made during prosecution of the application.

See MPEP § 2141 - § 2144.09 generally for guid
ance on patentability determinations under 35 U.S.C.
!03,including a discussion of the requirements of
Graham v. John Deere, 383 U.S. 1, 148 USPQ 459
(1966). See MPEP § 2145 for consideration of appli
cant's rebuttal arguments. See MPEP § 706.02(1) 
§ 706.02(1)(3) for a discussion of prior art disqualified
under 35 U.S.C. !03(c).

706.02(j) Contents of a 35 U.S.C. 103
Rejection

35 U.S.c. !O3 authorizes a rejection where, to meet
the claim, it is necessary to modify a single reference
or to combine it with one or more other references.
After indicating that the rejection is under 35 U.S.c.
!O3, the examiner should set forth in the Office
action:

(A) the relevant teachings of the prior art relied
upon, preferably with reference to the relevant col
umn or page number(s) and line number(s) where
appropriate,

(B) the difference or differences in the claim over
the applied reference(s),

(C) the proposed modification of the applied ref
erence(s) necessary to arrive at the claimed subject
matter, and

(D) an explanation why one of ordinary skill in
the art at the time the invention was made would have
been motivated to make the proposed modification.

To establish a prima facie case of obviousness,
three basic criteria must be met. First, there must be
some suggestion or motivation, either in the refer
ences themselves or in the knowledge generally avail
able to one of ordinary skill in the art, to modify the
reference or to combine reference teachings. Second,
there must be a reasonable expectation of success.
Finally, the prior art reference (or references when I
combined) must teach or suggest all the claim limita
tions. The teaching or suggestion to make the claimed
combination and the reasonable expectation of suc
cess must both be found in the prior art and not based
on applicant's disclosure. In re Vaeck, 947 F,2d 488,
20 USPQ2d 1438 (Fed. Cir, 1991). See MPEP § 2143
- § 2143.03 for decisions pertinent to each of these
criteria.

The initial burden is on the examiner to provide
some suggestion of the desirability of doing what the
inventor has done. "To support the conclusion that the
claimed inyentionis directed to obvious subject mat
ter, either the references must expressly or impliedly
suggest the claimed invention or the. examiner must
present a convincing line of reasoning as to why the
artisan would have found the claimed invention to
have been obvious in light of the teachings of the ref
erences." Ex parte Clapp, 227 USPQ 972, 973 (Bd.

706.1)2(k) Provisional Rejection
ousness) Under 35
102(e)/103

(Obvi
U.s.C.
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does not affect any application filed before November
29, 1999, a request for examination under 37 CFR
1.129 of such an application, nor a request for contin
ued examination under 37 CFR 1.114 of such an
application. See MPEP § 706.02(1)(1) for additional
information regarding disqualified prior art under
35 U.S.C. 102(e)/ 103.

Where two applications of different inventive enti
ties are copending and the filing dates differ, a provi
sional rejection under 35 U.S.c. 102(e)/103 should be
made in the later filed application if the applications
have a common assignee or a common inventor,
unless the later application was filed on or after
November 29, 1999 and the applications were com
monly owned or subject to an obligation of assign
ment to the same person at the time the later invention
was made. See MPEP § 706.02(1)(3) for examination
procedure with respect to 35 U.S.C.I03(c). Otherwise
the confidential status of applications under 35 U.S.C.
122 must be maintained. Such a rejectiou alerts the
applicant that he or she can expect an actual rejectiou
on the same ground if oue of the applications issues
and also lets applicant know that action must be taken
to avoid the rejection.

This gives applicant the opportunity to analyze the
propriety of the rejection and possibly avoid the loss

of rights to desired subject matter. Provisional rejec
tions of the obviousness type under 35 U.S.C. 102(e)/
103 are' rejections applied to copending applications
having different effective filing dates wherein each

application has a common assignee or a common
inventor. The earlier filed application, if patented,
would constitute prior art under 35 U.S.C. 102(e).
The rejection can be overcome by:

(A) Arguing patentability over the earlier filed
application;

(B) Combining the subject matter of the copend
ing applications into a single application claiming
benefit under 35 U.S.C. 120 of the prior applications
and abandouing the copending applications (Note that
a claim in a subsequently filed application that relies
on a combination of prior applications may not be

entitled to the benefit of an earlier filing date under
35 U.S.C. 120 since 35 U.S.c. 120 requires that the
earlier filed application contain a disclosure which
complies with 35 U.S.C. 112, first paragraph for each
claim in the subsequently filed application. Studieng
esellschaft Kahle m.h.H. v. Shell Oil Co., 112 F.3d
1561,42 USPQ2d 1674 (Fed. Cir. 1997).);

(C) Filing an affidavit or declaration under
37 CER 1.132 showing that any unclaimed invention
disclosed in the copending application was derived
from the inventor of the other application and is thus
not invention "by another" (see MPEP § 715.01(a),
§ 715.01(c), and § 716.10);

(D) Filing an affidavit or declaration under
37 CFR 1.131 showing a date of invention prior to the
effective U.S. filing date of the copending application.
See MPEP § 715; or

(E) For an application filed on or after November
29, 1999, showing that the prior art and the claimed
invention were, at the time the invention was made,
owned by the same person or subject to an obligation
of assignment to the same person.

Where the applications are claiming the same pat
entable invention, a terminal disclaimer and an affida
vit or declaration under 37 CER 1.130 may be used to

J
overcome a rejection under 35 U.S.c. 103 in a com

. mon ownership situation if the earlier filed applica
tion has matured into a patent. See MPEP § 718.

If a provisional rejection is made and the copending
applications are combined into a single application
and the resulting single application is subject to a
restriction requirement, the divisional application
would not be subject to a provisional or actual rejec
tion under 35 U.S.c. 102(e)/103 since the provisions
of 35 U.S.C. 121preciude the use of a patent issuing
therefrom as a reference against the other application.
Additionally, the resulting continuation-in-part is enti
tled to 35 U.S.C. 120 benefit of each of the prior
applications. This is illustrated in Example 2, below.

The following examples are instructive as to the
application of 35 U.s.c. 102(e)/103 in applications
filed prior to November 29, 1999:
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Example 1. Assumption: Employees A and B work
for C, each with knowledge of the other's work, and

with obligation to assign inventions to C while
employed.

SITUATIONS RESULTS

I. A invents X and later files application. This is permissible.

2. B modifies X to XY. B files application before ~s· No 35 U.S.c. 102(f)/103 or 102(g)/103 rejection;
filing. provisional 35 U,S.c. 102(e)/103 rejection applies.

Provisional double patenting rejection made .

3. B's patent issues.
.

A's claims rejected under 35 U.S.C. 102(e)/103 and
double patenting. .

4. A files 37 CFR 1.130 affidavit to disqualify B's Rejection under 35 U.S.c. 102(e)/103 may be over-
patent as prior art where the same patentable inven- corne and double patenting rejection may be over-
tion is being claimed. Terminal disclaimer filed under come if inventions X and XY are commonly owned
37 CPR 1.321(c). and all requirements of 37 CFR 1.130 and 1.321 are

met.

In situation (2.) above, the result is a provisional
rejection by the examiner under 35 U.S.c. 102(e)/
103. The rejection is provisional since the SUbject
matter and the prior art are pending applications.

Example 2. Assumption: Employees A and B work
for C, each with knowledge of the other's work, and

with obligation to assign inventions to C while
employed.

SITUATIONS RESULTS

1. A invents X and files application. This is permissible.

2. B modifies X to XY after ~s application is filed. . Provisional 35 U.S.c. 102(e)/103 rejection made;
B files application establishing that A and B were provisional double patenting rejection made; no 35
both under obligation to assign inventions to C at the U.S.c. 102(f)/103 or 102(g)/103 rejection made.
time the inventions were.made.

3. A and B file continuing application claiming prior- Assume it is proper that restriction be required
ity to their earlier applications and abandon the ear- between X and XY.
lier applications.

4. X is elected and patent issues on X with divisional No rejection of divisional application under 35
application being timely filed on XY. U.S.C. 102(e)/103 in view of 35 U.S.C. 121.
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The following examples are instructive as to rejec
tions under 35 U.S.C. 102(e)/l03 in applications filed
on or after November 29, 1999:
Example 3. Assumption: Employees A and B work

for C, each with knowledge of the other's work, and

with obligation to assign inventions to C while
employed. Employee A' s application, filed on or after

November 29, 1999, is being examined.

SITUATIONS RESULTS

1. A invents X and later files application. This is permissible.

2. B modifies X to XY. B files application before A's Provisional 35 U.S.C. 102(e)/103 rejection and a
filing. A files an application on invention X. provisional double patenting rejection made.

3. B's patent issues. Rs claims rejected under 35 U.S.C. 102(e)/l03 and
double patenting.

4. A files evidence of common ownership of inven- Rejection under 35 U.S.c. 102(e)/103 will be with"
tions X and XY at the time invention XY was made drawn and double patenting rejection will be obvi-
to disqualify B's patent as prior art. In addition, A ated if inventions X and XY are commonly owned at
files a terminal disclaimer under 37 CFR 1.321(c). the time invention XY was made and all require-

ments of 37 CPR 1.321 are met.
.

In situation (2.) above, the result is a provisional
rejection by the examiner under 35 U.S.c. 102(e)/
103. The rejection is provisional since the subject
matter and the prior art are pending applications.

Example 4. Assumption: Employees A and B work
for C, each with knowledge of the other's work, and

with obligation to assign inventions to C while
employed. Employee B' s application,filed on or

after November 29, 1999, is being examined.

SITUATIONS RESULTS

1. A invents X and files application. .I'his is permissible.

2. B modifies X to XY after A's application is filed. Provisional 35 U.S.C. 102(e)/103 rejection cannot be
B files evidence establishing that A and B were both made; provisional double patenting rejection made;
under obligation to assign inventions to C at the time no 35 U.S.C. 102(e)/103 or 102(g)/103 rejection
the invention XY was made. made.

3. B files a terminal disclaimer under 37 CFR The provisional double patenting rejection made in
1.321(c). B's application would be obviated if all requirements

of 37 CPR 1.321 are met.

EXAMINATION OF CONTINUING
APPLICATION COMMONLY OWNED WITH
ABANDONED PARENT APPLICATION TO
WHICH BENEFIT IS CLAIMED UNDER 35
U.S.C.120

An application claiming the benefit of a prior filed
copending national or international application under
35 U.S.c. 120 must name as an inventor at least one
inventor named in the prior filed application. The

prior filed application must also disclose the named
inventor's invention claimed in at least one claim of
the later filed application in the manner provided by
the first paragraph of 35 U.S.C. 112. This practice
contrasts with the practice in effect prior to November
8, 1984 (the date of enactment of Public Law 98-622)
where the inventorship entity in each of the applica
tions was required to be the same for benefit under
35 U.S.C. 120.
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So long as the applications have at least one inven
tor in common and the other requirements are met, the
Office will permit a claim for 35 U.S.c. 120 benefit
without any additional submissions or notifications
from applicants regarding inventorship differences.

In addition to the normal examination conducted by
the examiner, he or she must examine the earlier filed
application to determine if the earlier and later appli
cations have at least one inventor in common and that
the other 35 U.S.C. 120 requirements are met. The
claim for 35 U.S.C. 120 benefit will be permitted
without examination of the earlier application for dis
closure and support of at least one claim of the later
filed application under 35 U.S.C. 112, first paragraph
unless it becomes necessary to do so, for example,
because of an intervening reference.

706.02(1) Rejections Under 35 U.S.C.
102(1)/103 and 35 U.S.C.
102(g)/103; 35 U.S.C. 103(c)

35 u.s. C. 103. Conditionsfor patentability; non-obvious
subject matter.

*****
(c) Subjectmatter developedby another person, which qual

ifies as prior art onlyunderone ormoreof subsections (e),(f), and
(g) of section 102 of this title, shall not preclude patentability
under this section where thesubject matter and theclaimed inven
tion were, at the time the inventionwas made;owned by the same
person Of subjectto an obligation of assignment to the same per
son.

*****

Prior to November 29, 1999,35 U.S.C. 103(c) pro
vided that subjectmatter developed by another which
qualifies as "prior art" only under subsections
35 U.S.c. 102(f) or 35 US.C. 102(g) is not to be con
sidered when determining whether an invention
sought to be patented is obvious under 35 DeS.c. 103,
provided the subject matter and the claimed invention
were commonly owned at the time the invention was
made. See MPEP § 706.02(1)(1) for information
regarding when prior art under 35 U.S.c. 102(e)/103
is disqualified under 35 U.S.C. 103(c).

For applications filed prior to November 29, 1999,
the subject matter that is disqualified as prior art
under 35 U.S.C. 103(c) is strictly limited to subject
matter that A) qualifies as. prior art only under

35 U.S.c. 102(f) or 35 U.S.C. 102(g), and B) was
commonly owned with the claimed invention at the
time the invention was made. If the subject matter that
qualifies as prior art only under 35 U.S.C. 102(f) or
35 U.S.C. 102(g) was not commonly owned at the
time of the invention, the subject matter is not dis
qualified as prior art under 35 U.S.C. 103(c). See
OddzOn Products, Inc. v. Just Toys, Inc., 122 F.3d
1396, 1403-04, 43 USPQ2d 1641, 1646 (Fed. Cir.
1997) ("We therefore hold that subject matter derived
from another not only is itself unpatentable to the
party who derived it under § 102(f), but, when com
bined with other prior art, may make a resulting obvi
ous invention unpatentable to that party under a
combination of §§ 102(f) and 103.") If the subject
matter qualifies as prior art under any other subsec
tion (e.g., subsection 35 U.S.c. 102(a), 35 U.S.C.
102(b),or 35 U.S.C. 102(e)) it will not be disqualified
as prior art under 35 U.S.C. 103(c).

It is important to recognize that 35 U.S.c. 103(c)
applies only to consideration of prior art for purposes
of obviousness under 35 U.S.c. 103. It does not
apply to or affect subject matter which qualifies as
prior art under 35 U.S.C. 102. A patent applicant urg
ing that subject matter is disqualified has the burden
of establishing that it was commonly owned at the
time the claimed invention was made. Absent proper
evidence of common ownership at the time the later
invention was made, the appropriate rejection under
35 U.S.C. 102(f) or 35 U.S.C. 102(g) as it applies
through 35 U.S.C. 103 should be made. See MPEP
§ 706.02(1)(2) for information pertaining to establish
ing common ownership.

Information learned from or transmitted to persons
outside the organization is not disqualified as prior
art. The term "subject matter" will be construed
broadly, in the same manner the term is construed in
the remainder of 35 U.S.c. 103. The term "another"
as used in 35 U.s.C. 103 means any inventive entity
other than the inventor and would include the inventor
and any other persons. The term "developed" is to be
read broadly and is not limited by the manner in
which the development occurred. The term "com
monly owned" means wholly owned by the same per
sonrs), or organization(s) at the time the invention
was made. See MPEP § 706.02(1)(2) .
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Inventors of subject matter not commonly owned at
the time of the invention, but currently commonly
owned, may file as joint inventors in a single applica
tion. However, the claims in such an application are
not protected from a 35 U.S.C. 102(£)/103 or 35
U.S.C. 102(g)/103 rejection. Applicants in such cases
have an obligation pursuant to 37 CPR 1.56 to point
out the inventor and invention dates of each claim and
the lack of common ownership at the time the later
invention was made to enable the examiner to con
sider the applicability of a 35 U.S.C. 102(£)/103 or
35 U.S.C. 102(g)/l03 rejection. The examiner will
assume, unless there is evidence to the contrary, that
applicants are complying with their duty of disclo
sure.

Foreign applicants will sometimes combine the
subject matter of two or more related applications
with different inventors into a single U.S. application
naming joint inventors. The examiner will make the
assumption, absent contrary evidence, that the appli
cants are complying with their duty of disclosure if no
information is provided relative to invention dates
and common ownership at the time the later inven
tion was made. Such a claim for 35 U.S.C. 119(a)-(d)
benefit based upon the foreign filed applications is
appropriate and 35 U.S.C. 119(a)-(d) benefit can be
accorded based upon each of the foreign filed applica
tions.

706.02(1)(1) Rejections Under 35 U.S.C.
102(e)/l03; 35 U.S.c.
103(c)

35 V.S.c. 103. Conditions for patentability; non-obvious
subject matter.

*****
(c) Subject matter developed by another person, which qual

ifies as prior art only under one or more of subsections (e), (f), and
(g) of section 102 of this title, shall not preclude patentability
under this section where the subject matter and the claimed inven
tion were, at the time the invention was made, owned by the same
person or subject to an obligation of assignment to the same per
son.

*****
Effective November 29, 1999, subject matter

which was prior art under former 35 U.S.C. 103 via
35 U.S.c. 102(e) is now disqualified as prior art
against the claimed invention if that subject matter

and the claimed invention "were, at the time the
invention was made, owned by the same person or
subject to an obligation of assignment to the same
person." This change to 35 U.S.c. 103(c) applies to
all utility, design and plant patent applications filed on
or after November 29, 1999, including continuing
applications filed under 37 CPR 1.53(b), continued
prosecution application filed under 37 CPR 1.53(d),
and reissues. The amendment to 35 U.S.c. 103(c)
does not affect any application filed before November
29, 1999, a request for examination under 37 CPR
1.129 of such an application, nor a request for contin
ued examination under 37 CPR 1.114 of such an
application.

The mere filing of a continuing application on or
after November 29, 1999, with the required evidence
of common ownership, will serve to exclude com
monly owned 35 U.S.C. 102(e) prior art that was
applied, or could have been applied, in a rejection
under 35 U.S.C. 103 in the parent application. For
reissue applications, the doctrine of recapture may
prevent the presentation of claims that were cancelled
or amended to overcome such prior art applied in the
application which matured into the patent for which
reissue is being sought. The recapture doctrine pre
vents the presentation of claims in reissue applica
tions that were amended or cancelled from the
application which matured into the patent for which
reissue is being sought, if the claims were amended or
cancelled to distinguish the claimed invention from
35 U.S.C. 102(e)/103 prior art which was commonly
owned or assigned at the time the invention was
made.

35 U.S.C. 103(c) applies only to prior art usable in
an obviousness rejection under 35 U.S.C. 103. Sub
ject matter that qualifies as anticipatory prior art
under 35 U.S.c. 102, including 35 U.S.C. 102(e), is
not affected, and may still be used to reject claims as
being anticipated.

The burden of establishing that snbject matter is
disqualified as prior art is placed on applicant once
the examiner has established a prima facie case of
obviousness based on the subject matter.

See MPEP § 706.02(1)(2) for information regarding
establishing common ownership. See MPEP § (1)(3)
for examination procedure with respect to 35 U,S.C.
103(c). Non-statutory and statutory double patenting
rejections, based on subject matter now disqualified
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as prior art in amended 35 U.S.C. 103(c), should still
be made as appropriate. See MPEP § 804.

706.02(1)(2) Establishing Common Owner-
ship

In order to be disqualified as prior art under 35
U.S.c. 103(c), the subject matter which would other
wise be prior art to the claimed invention and the
claimed invention must be commonly owned at the
time the claimed invention was made. See MPEP §
706.02(1) for 35 U.S.C. 102(t)/103 or 35 U.S.c.
102(g)/103 prior art disqualified under 35 U.S.c.
103(c). See MPEP § 706.02(1)(1) for 35 U.S.C.
102(e)/103 prior art disqualified under 35 U.S.C.
103(c).

I. DEFINITION OF COMMON OWNER
SHIP

The term "commonly owned" is intended to mean
that the subject matter which would otherwise be
prior art to the claimed invention and the claimed
invention are entirely or wholly owned by the same
person( s) or organization(s) at the time the claimed
invention was made. If the person(s) or organiza
tion(s) owned less than 100 percent of the subject
matter which would otherwise be prior art to the
claimed invention, or less than 100 percent of the
claimed invention, then common ownership would
not exist. Common ownership requires that the per
son(s) or organizatibn(s) own 100 percent of the sub
ject matter and 100 percent of the claimed invention.

Specifically, if an invention claimed in an applica
tiou is owned by more than one entity and those enti
ties seek to exclude the use of a reference under 35
U.S.C. 103, then the reference must be owned by, or
subject to an obligation of assignment to, the same
entities that owned the application, at the time the
later invention was made. For example, assume Com
pany A owns twenty percent of patent Application X
and Company B owns eighty percent of patent Appli
cation X at the time the invention of Application X
was made. In addition, assume that Companies A and
B seek to exclude the use of Reference Z under 35
U.S.C. 103. Reference Z must have been co-owned,
or have been under an obligation of assignment to
both companies, on the date the invention was made
in order for the exclusion to be properly requested. A
statement such as "Application X and Patent Z were,

at the time the invention of Application X was made,
jointly owned by Companies A and B" would be suf
ficient evidence of COmmon ownership.

For applications owned by a joint venture of two or
more entities, both the application and the reference
must have been owned by, or subject to an obligation
of assigmnent to, the joint venture at the time the
invention was made. For example, if Company A and
Company B formed a joint venture, Company C, both
Application X and Reference Z must have been
owned by, or subject to an obligation of assignment
to, Company C at the time the invention was made in
order for Reference Z to be properly excluded as prior
art under 35 U.S.c. 103(c). If Company A by itself
owned Reference Z at the time the invention of Appli
cationX was made, a request for the exclusion of Ref
erence Z as prior art under 35 U.S.C. 103(c) would
not be proper.

As long as principal ownership rights to either the
subject matteror the claimed invention reside in dif
ferent persons or organizations COmmon ownership
does not exist. A license of the claimed invention to
another by the owner where basic ownership rights
are retained would not defeat ownership.

The requirement for COmmon ownership at the time
the claimed invention was .made is intended to pre
clude obtaining ownership of subject matter after the
claimed invention was made in order to disqualify
that subject matter as prior art against the claimed
invention.

The question of whether common ownership exists
at the time the claimed invention was made is to be
determined on the facts of the particular case in ques
tion. Actual ownership of the subject matter and the
claimed invention by the same individual(s) or organi
zation(s) or a Jegal obligation to assign both the sub
ject matter and the claimed invention. to the same
individual(s) or organization(s) must be in existence
at the time the claimed invention was made in order
for the subject matter to be disqualified as prior art. A
moral or unenforceable obligation would not evidence
common ownership.

Under 35 U.S.C. 103(c), an applicant's admission
that subject matter was developed prior to applicant's
invention would not make the SUbject matter prior art
to applicant if the subject matter qualifies as prior art

ouly under sections 35 U.S.C. 102(t) or 35 U.S.C.
102(g), or, for applications filed on or after November
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29, 1999, 35 U.S.c. 102(e), and if the snbject matter
and the claimed invention were commonly owned at
the time the invention was made. See In re Fout, 675
F.2d 297, 213 USPQ 532 (CCPA 1982),. for a decision
involving an applicant's admission which was used as
prior art against their application. If the subject matter
and invention were not commonly owned, an admis
sion that the subject matter is prior art would be
usable under 35 U.S.c. 103.

The burden of establishing that subject matter is
disqualified as prior art under 35 U.S.C. 103(c) is
intended to be placed and reside upon the person or
persons urging that the subject matter is disqualified.
For example, a patent applicant urging that subject
matter is disqualified as prior art under 35 U.S.C.
103(c), would have theburden of establishing that it
was commonly owned at the time the claimed inven
tion was made. The patentee in litigation would like
wise properly bear the same .burden placed upon the
applicant before the U.S. Patent and Trademark
Office. To place the burden upon the.patent examiner
or the defendant in litigation would not be appropriate
since evidence as to common ownership at the time
the claimed invention was made might not be avail
able to the patent examiner or the defendant in litiga
tion, but such evidence, if it exists, should be readily
available to the patent applicant or the patentee.

In view of 35 U.S.C. 103(c), the Commissioner has
reinstituted in appropriate circumstances the practice
of rejecting claims in commonly owned applications
of different inventive entities on the grounds of dou
ble patenting. Such rejections can be overcome in
appropriate circumstances by the filing of terminal
disclaimers. This practice has been judicially autho
rized. See In re Bowers, 359 F.2d 886, 149 USPQ 57
(CCPA 1966). The use of double patenting rejections
which then could be overcome by terminal disclaim
ers preclude patent protection from being improperly
extended while still permitting inventors and their
assignees to obtain the legitimate benefits from their
contributions. See also MPEP § 804.

The following examples are provided for illustra-
tion only:

Example 1
Parent Company owns 100% of Subsidiaries A
andB
- inventions of A and B are commonly owned by
the Parent Company.

Example 2
Parent Company owns 100% of Subsidiary A and
90% of Subsidiary B
- inventions of A and B are not commonly owned
by the Parent Company.

Example 3
If same person owns subject matter and invention
at time invention was made, license to another
may be made without the subject matter becoming
prior art

Example 4
Different Government inventors retaining certain
rights (e.g. foreign filing rights) in separate inven
tions owned by Government precludes common
ownership of inventions.

ExampleS
Company A and Company B form joint venture
Company C. Employees of A, while working for C
with an obligation to assign inventions to C, invent
invention #1; employees of B while working for C
with an obligation to assign inventions to C, invent
invention #2, with knowledge of #1.
Question: Are #1 and #2 commonly owned at the
time the later invention was made so as to preclude
a rejection under 35. U.S.C. 102(e), (f) or (g) in
view of 35 U.S.C. 103?
Answer: Yes- If the required evidence of Common
ownership is made of record in the patent applica
tion file. If invention #1 was invented by employ
ees of Company A not working for Company C
and Company A maintained sole ownership of
invention #1 at the time invention #2 was made,
inventions #1 and #2 would not be commonly
owned as required by 35 U.S.c. 103(c).

Example 6
Company A owns 40% of invention #1 and 60%

of invention #2, and Company B owns 60% of
invention #1 and 40% of invention #2 at the time
invention #2 was made.
-inventions #1 and #2 are commonly owned.

The examiner must examine the application as to
all grounds except 35 U.S.C. 102(e), (f) and (g) as
they apply through 35 U.S.C. 103 only if the applica
tion file(s) establishes common ownership at the time
the later invention was made. Thus, it is necessary to
look to the time at which common ownership exists. If
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common ownership does not exist at the time the later
invention was made, the earlier invention is not dis
qualified as potential prior art under 35 U.S.C. 102(e),
(f) and (g) as they apply through 35 U.S.C. 103. An
invention is "made" when conception is complete as
defined in Mergenthaler v. Scudder, 11 App. D.C.
264,81 O.G. 1417, 1897 C.D. 724 (D.C. Cir. 1897); In
re Tansel, 253 F.2d 241, 117USPQ 188 (CCPA 1958).
SeePfaffv. Wells, 525 U.S. 55,119 S. Ct. 304, 312,48
USPQ2d 1641, 1647 (1998) ("the invention must be
ready for patenting.... by proof that prior to thecriti
cal date the inventor had prepared drawing or other
descriptions of the invention that were sufficiently
specific to enable a person skilled in the art to practice
the invention.") Common ownership at the time the
invention was made for purposes of obviating a 35
U.S.C. 102(e)/35 U.SeC. 103, 35 U.S.c. 102(f)/35
U.S.c. 103 or 35 U.S.C. 102(g)/35 U.S.C. 103 rejec
tion may be established irrespective of whether the
invention was made in the United States or abroad.
The provisions of 35 U.S.C. 104, however, will con
tinue to apply to other proceedings in the U.S. Patent
and Trademark Office, e.g. in an interference proceed
ing, with regard to establishing a date of invention by
knowledge or use thereof, or other activity with
respect thereto, in a foreign country. The foreign filing
date will continue to be used for interference purposes
under 35 U.S.C. 119(a)-(d) and 35 U.S.C. 365.

II. EVIDENCE REQUIRED TO ESTABLISH
COMMON OWNERSHIP

It is important to recognize just what constitutes
sufficient evidence to establish common ownership at
the time the invention was made. The common own
ership must be shown to exist at the time the later
invention was made. A statement of present common
ownership is not sufficient. In re Onda, 229 USPQ
235 (Comm'r Pat. 1985).

The following statement is sufficient evidence to
establish common ownership of, or an obligation for
assigmnent to, the same person(s) or organizations(s):

Applications and references (whetherpatents, patent appli
cations,patentapplication publications, etc.) will be consid
erect by the examiner to be owned by, or subject to an
obligation of assignment to the same person, at the time the
invention was made, if the applicant(s) or an attorney or
agent of record makes a statement to the effect that the
application andthe referencewere, at the time theinvention

was made. owned by, or subject to an obligation of assign
mentto, thesameperson.

See "Guidelines Setting Forth a Modified Policy
Concerning the Evidence of Common Ownership, or
an Obligation of Assignment to the Same Person, as
Required by 35 U.S,C. 103(c)," 1241 O.G. 96
(December 26, 2000). The applicant(s) or the repre
sentative(s) of record have the best knowledge of the
ownership of their application(s) and referenceis), and
their statement of such is sufficient evidence because
of their paramount obligation of candor and good
faith to the USPTO.

The statement concerning common ownership
should be clear and conspicuous (e.g., on a separate
piece of paper or in a separately labeled section) in
order to ensure that the examiner quickly notices the
statement. Applicants may, but are not required to,
submitfurther evidence, such as assignment records,
affidavits or declarations by the common owner, or
court decisions,in addition to the above-mentioned
statement concerning common ownership.

For example, an attorney or agent of record
receives an Office action for Application X in which
all the claims are rejected under 35 U.S.c. 103(a)
using Patent A in view of Patent B wherein Patent A
is only available as prior art under35 U.S.C. 102(e),
(f), and/or (g). In her response to the Office action, the
attorney or agent of record for Application X states, in
a clear and conspicuous manner, that:

"Application X and PatentA were, atthetimethe invention
of Application X was made, owned by Company Z."

This statement alone is sufficient evidence to dis
qualify Patent A from being used in a rejection under
35 U.S.c. 103(a) against the claims of Application X.

In rare instances, the examiner may have indepen
dent evidence that raises a material doubt as to the
accuracy ofapplicant's representation of either (I) the
common ownership of, or (2) the existence of an obli
gation to commonly assign, the application being
examined and the applied U.S. patent or U.S. patent
application publicationreference. In such cases, the
examiner may explain why the accuracy of the repre
sentation is doubted, and require objective evidence
of common ownership of, or the existence of an obli
gation to assign, the application being examined and
the applied reference as of the.date ofinvention ofthe
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application being examined: As mentioned above,
applicant(s) may snbmit, in addition to the above
mentioned statement regarding common ownership,
the following objective evidence:

(A) Reference to assignments recorded in the U.S.
Patent and Trademark Office in accordance with 37
CFR Part 3 which convey the entire rights in the
applications to the same person(s) or organization(s);

(B) Copies of unrecorded assignments which con
vey the entire rights in the applications to the same
person(s) or organization(s) are filed in each of the
applications;

(C) An affidavit or declaration by the common
owner is filed which states that there is common own
ership and states facts which explain why the affiant
or declarant believes there is common ownership,
which affidavit or declaration may be signed by an
official of the corporation or organization empowered
to act on behalf of the corporation or organization
when the common owner is a corporation or other
organization; and

(0) Other evidence is submitted which establishes
common ownership of the applications.

706.02(1)(3) Examination Procedure With
Respect to 35 U.S.C. 103(c)

Examiners are reminded that a reference used in an
anticipatory rejection under 35 U.S.C. 102(e), (t), or
(g) is not disqnalified as prior art if evidence is pro
vided to show common ownership by, or an obligation
of assignment to, the same person at the time the
invention was made. Sucb a commonly owned refer
ence is only disqualified when

(A) proper evidence is filed,

(B) the reference only qualifies as prior art under
35 U.S.c. 102(t) or (g), or 35 U.S.C. 102(e) for appli
cations filed on or after November 29, 1999, (e.g. not
35 U.S.C. 102(a) or (b» and

(C) the reference was used in an obviousness
rejection under 35 U.S.C. 103(a).

Applications and patents will be considered to be
owned by, or subject to an obligation of assignment
to, the same person, at the time the invention was

made, if the applicant(s) or an attorney or agent of
record makes a statement to the effect that the applica
tion and the reference were, at the time the invention
was made, owned by, or subject to an obligation of
assignment to, the same person(s) or organization(s).

See MPEP § 706.02(1)(2) for additional informa
tion pertaining to establishing common ownership.

EXAMINATION OF APPLICATIONS OF
DIFFERENT INVENTIVE ENTITIES WHERE
COMMON OWNERSHIP HAS NOT BEEN
ESTABLISHED

If the application file being examined does not
establish that it and the reference patent(s) or applica
tion(s) are owned by, or subject to an obligation of
assignment to, the same person, at the time the inven
tion was made, the examiner will:

(A) assume the application(s) and patent(s) are
not commonly owned;

(B) examine the application on all grounds other
than any conflict between the reference patent(s) or
application(s) arising from a possible 35 U.S.C. 103
rejection based on 35 U.S.c. 102(e), (f) and/or (g);

(C) consider the applicability of any references
under 35 U.S.c. 103 based on 35 U.S.c. 102(e), (t)
and/or (g), including provisional rejections under 35
U.S.c. 102(e)/103; and

(D) apply the best references against the claimed
invention by rejections under 35 U.S.C. 102 and 103,
including any rejections under 35 U.S.C. 103 based
on 35 U.S.c. 102(e), (f) and/or (g), until such time
that a statement is made that the application(s) and
patent(s) were commonly owned, at the time the
invention was made. When applying any 35 U.S.c.
102(e)/103 references against the claims in applica
tions filed on or after November 29, 1999, the exam
iner should anticipate that a statement of common
ownership may disqualify any patent or application
applied in a rejection under 35 U.S.C 103 based on 35
U.S.C. 102(e). See MPEP § 706.02(1)(1); If such a
statement is filed in reply to the 35 U.S.C. 102(e)/103
rejection and the claims are not amended, the exam
iner may not make the next Office action final if a
new rejection is made.
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EXAMINATION OF APPLICATIONS OF
DIFFERENT INVENTIVE ENTITIES FILED ON
OR AFTER NOVEMBER 29, 1999 WHERE
COMMON OWNERSHIP HAS BEEN
ESTABLISHED

If the application being examined establishes that it
and any reference patent or application were owned
by, or subject to an obligation or assignment to, the
same person, at the time the invention was made, the
examiner will:

(A) examine the applications as to all grounds
except 35 U.S.C. 102(e), (f) and (g) as they apply
through 35 U.S.C. 103, including provisional rejec
tions under 35 U.S.C. 102(e)/103;

(B) examine the applications for double patent
ing, including statutory and nonstatutory double pat
enting, and make a provisional rejection, if
appropriate; and

(C) invite the applicant to file a terminal dis
claimer to ov~rcome any provisional or actual non
statutory double patenting rejection, if appropriate.

EXAMINATION OF APPLICATIONS OF
DIFFERENT INVENTIVE ENTITIES FILED
PRIOR TO NOVEMBER 29, 1999 WHERE
COMMON OWNERSHIP HAS BEEN
ESTABLISHED

In applications filed prior to November 29, 1999,
the disclosure of an earlier filed patent application
which issues as a patent continues to be prior art
under 35 U.S.C. 102(e) against a later invented aud
filed application of another inventor even though the
patent and the later invention were owned by, or sub
ject to, an obligation of assignment to the same person
at the time the later invention was made. See MPEP §
706.02(1)(1).

If the application being examined establishes that it
and any reference patent or application were owned
by, or subject to an obligation or assignment to, the
same person, at the time the invention was made, the
examiner will:

(A) examine the applications as to all grounds
except 35 U.S.C. 102(f) and (g) as they apply through
35 U.S.c. 103;

(B) examine the applications for double patent
ing, including statutory and nonstatutory double pat-

enting, and make a provisional rejection, if
appropriate; and

(C) examine the later filed application under
35 U.S.C. 102(e) as it applies through 35 U.S.c. 103
and make a provisional rejection under 35 U.S.c.
102(e)/35 U.S.C. 103 in the later filed application, if
appropriate; and

(D) invite the applicant to file a terminal dis
claimer to overcome any provisional or actual non
statutory double patenting rejection, if appropriate,
and permit the applicant of the later filed application
to file an affidavit or declaration under 37 CFR 1.131,
or a terminal disclaimer and an affidavit or declara
tion under 37 CFR 1.130 ifthe same patentable inven
tion is being claimed and the commonly owned
application has issued as a patent (see MPEP §
715.05 and § 718), or an affidavit or declaration
under 37 CFR 1.132 showing the invention is not "by
another," to overcome the provisional or actual 35
U.S.C. 102(e)/35 U.S.C. 103 rejection, if appropriate.
An affidavit or declaration under 37 CFR 1.130 can
not be used to overcome a provisional 35 U.S.C.
102(e)/103 rejection. See MPEP § 718.

DOUBLE PATENTINGREJECTIONS

Commonly owned applications of different inven
tive entities may be rejected on the ground of double
patenting, even if the later filed application claims 35
U.S.C. 120 benefit to the earlier application. A rejec
tion based on a pending application would be a provi
sional rejection, The practice of rejecting claims on
the ground of double patenting in commonly ~wned
applications of different inventive entities is in accor
dance with existing case law and prevents an organi
zation from obtaining two or more patents with
different expiration dates covering nearly identical
subject matter. See MPEP § 804 for guidance on dou
ble patenting issues. In accordance with established
patent law doctrines, double patenting rejections can
be overcome in certain circumstances by disclaiming,
pursuant to the existing provisions of 37 CFR 1.321,
the terminal portion of the term of the later patent and
including in the disclaimer a provision that the patent
shall be enforceable only for and during the period the
patent is commonly owned with the application or
patent which formed the basis for the rejection,
thereby eliminating the problem of extending patent
life. See MPEP § 804 and § 804.02.
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706.02(m) Form Paragraphs for Use
in Rejections Under 35 U.S.C.
103

The following form paragraphs should be used in
making the appropriate rejections under 35 U.S.c.
103.

'I 7.20 Statement ofStatutory Basis, 35 U.S.C. 103(a)
The following is a quotation of 35 U,S,C, 103(a) which forms

the basis for all obviousness rejections set forth in this Office
action:

(a) A patent may not be obtained though the invention is not
identically disclosed or described as set forth in section.102
of this title, if the differences between the subject matter
sought to be patented and the prior art are such that the sub
ject matter as a whole would have been obvious at the time
the invention was made to a person having ordinary skill in
the art to which said subject matter pertains. Patentability
shall not be negatived by the manner in which the invention
was made.

Examiner Note:
1. The statute is not to be cited in all Office actions. It is only
required in first actions on the merits employing 35U.S.C. 103(a)
and final rejections. Where the statute is being applied, but is not
cited in an action on,the merits, use paragraph 7.103.
2. This form paragraph should only be used ONCE in a given
Office action.
3. This form paragraph must precede form paragraphs 7.20.01 
7.22 when this form paragraph is used to cite the statute in first
actions and final rejections.

'I 7.20.01 For Applications filed Prior to November 29,
1999, 103(a) Rejection Using Art Disqualified Under 102
(f) or (g)

Applicant has provided evidence in this file showing that, the
invention was owned by, or subject to an obligation of assignment
to, the same entity as [1] at the time this invention was made.
Accordingly, [2] is disqualified as prior art through 35 U,S,c.
102(f) or (g) in any rejection under 35 U,S,c. 103(a) in this appli
cation. However, this applied art additionally.qualifies as prior art
under another subsection of 35 U.S.C. 102 and accordingly is not
disqualified as prior art under 35U,S,C. 103(a),

Applicant may overcome the applied art either by a showing
under 37 CPR 1.132 that the invention disclosed therein was
derived from the inventor of this application, and is therefore, not
the invention "by another," or by antedating the applied art under
37 CFR l.l3l.

Examiner Note:
1. This form paragraph must be included following form para
graph 7.20 in all actions containing rejections under 35 U.S.c.
103(a) using art that is disqualified under 103(c) using 102(f) or
(g), but which qualifies under another section of 35 U.S.C.102.

2. In brackets 1 and 2, identify the commonly owned applied art
(patent or co-pending application).
3. Use this form paragraph only in applications filed prior to
November 29, 1999. For applications filed on or after November
29, 1999, use form paragraph 7,20.03,

'f{ 7,20.03 For Applications Filed On Or After Novenber
29, 1999, 103(a) Rejection Using Art Disqualified Under
102(e), (fJ or (g)

Applicant has provided evidence in this file showing that the
invention was owned by, or subject to an obligation of assignment
to, the same entity as [1] at the time this invention was made.
Accordingly, [2] is disqualified as prior art through 35
U,S,c. 102(e), (f) or (g) in any rejection under 35 U,S,C, 103(a) in
this application. However,this applied art additionally qualifies as
prior art under another subsection of 35 U.S.c. 102 and accord
ingly is not disqualified as prior art under 35 U.S.c. 103(a).

Applicant may overcome the applied art either by a showing
under 37 CFR 1.132 that the invention disclosed therein was
derived from the inventor of this application, and is therefore, not
the invention "by another," or by antedating the applied art under
37 CFR 1.131.

Examiner Note:
1. This form paragraph must be included following form para
graph 7.20 in all actions containing rejection under 35 U.S.C.
103(a) using art that is disqualified under 103(c) using 102(e), (f)
or (g), but which qualifies under another section of 35 U.S.C. 102.
2. In brackets 1 and 2, identify the commonly owned applied art
(patent or co-pending application).
3. Use this form paragraph only in applications filed on or after
November 29, 1999. For applications filed prior to November 29,
1999, use form paragraph 7.20.01,

'I 7,20.02 Joint Inventors, Common Ownership Presumed
This application currently names joint inventors. In consider

ing patentability of the claims under-Sf U.S.C. 103(a), the exam
iner presumes that the subject matter of the various claims was
commonly owned at the time any inventions covered therein were
made absent any evidence to the contrary. Applicant is advised of
the obligation under 37"CFR 1.56 to point out the inventor and
invention dates of each claim that was ncitcommonly owned at the
time a later invention was made in order for the examiner to con
sider the applicability of 35 U,S,C, 103(c) and potential 35 U,S,C,
102(e), (f) or (g) prior art under 35 U.S,c. 103(a),

Examiner Note:
This paragraph must be used in all applications with joint

inventors (unless the claims are clearly restricted to only one
claimed invention, e.g., only a single claim, is presented in the
application).

'I 7.21 Rejection, 35 U.S,C, 103(a)
Claim [1] rejected under 35 U,S,C. 103(a) as being unpatent

able over [2].

Examiner Note:
1. This paragraph must' be preceded by either form paragraph
7,20 or form paragraph 7, I 03,
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2. An explanation of the rejection applying the Graham v.
Deere test must follow this form paragraph.

3. If this rejection relies upon art that is disqualified under 35
U.S.C. 102(1) or (g) based upon the common owuership of the
invention, paragraph 7.20.01 must follow this paragraph.

4, If this rejection is a provision~ 35 U.S.C. l03(arrejection
based upon a copending application that would comprise" prior art
under 35 U.S.C. 102(e) if patented, use paragrapb 7.21.01 instead
of this paragraph.

'J 7.21.01 Provisional Rejection, 35 U.S.c. 103(a),
Common Assignee or at Least One Common Inventor

Claim [1] provisionally rejected under 35 U.S.c. 103(a) as
being obvious over copending Application No. [21 which has a
common [3] with the instant application. Based upon the earlier
effective U.S. filing date-of the copending application, it would
constitute prior art under 35 U.S.c. 102(e) if patented. This provi
sional rejection under 35 U.S.c. 103(a)js based upon a presump

tion of future patenting of the conflicting application. [4]

This provisional rejection might be overcome either by a show
ing under 37 CFR 1.132 that anyinyention disclosed but not
claimed in the.copending application was derived from the inven
tor of this application and is thus not the invention "by another,"
or by a showing of a date of invention for the instant application
prior to the effective U.S. filing date of the copending application
under 37 CPR 1.131. For applications filed on or after November
29, 1999, this rejection might also be overcome by showing, that
the subject matter, of the reference and the claimed invention
were, at the time the invention was made, owned by the same per
son or subject to anobligation of assignment to thesame person.
See MPEP § 706.02(1)(1) and § 706.02(1)(2)

Examiner Note:
1. This paragraph is used to provisionally reject claims not pat
entably distinct from the disclosure in a copending application
havingan earlier U.S. filing date and also having either a common
assignee Or at least one common inventor. This form Paragraph
should not be used in applications filed on or after November 29,
1999 when the application beingexamined establishes that it and
any reference patent or application were owned by,' or subject to
an obligation or assignment to, the same person, at the time the
invention was made. See MPEP § 706.02(1)(3).

2. If the claimed invention is fully disclosed in the copending
application, use paragraph 7.15.01.

3. In bracket 3, insert either --assignee-- or --inventor--.

4. In bracket 4, insert explanation of obviousness.

5. If the claimed invention is also claimed in the copending
application, a provisional obviousness double patenting rejection
should additionallybe made using paragraph 8.33 and 8.37.

6. If evidence .indicates that the copending application is also
prior art under 35 U.S.C. 102(1) or (g) and the copending applica
tion has not been disqualified as prior art in a 35 U.S.c. 103(a)
rejection based upon common ownership, a rejection should addi
tionally be made under 35 U.S.c. 103(a) using paragraph 7.21

(e.g., applicant has named the prior inventor in response to a
requirement made using paragraph 8.28).

'J 7.21.02 Rejection, 35 U.S.c. 103(a), Common Assignee
or at Least One Common Inventor

Claim [1] rejected under 35 U.S.C. 103(a) as being obvions
over [2].

The applied reference has a common [3] with the instant appli
cation. Based upon the earlier effectivc Ll.S. filing date of the ref
erence, it constitutes prior art under 35 U.s.C. 102(e). This
rejection nnder 35 U.S.C. 103(a) might be overcome by: (I) a
showingunder 37 'CPR 1:132 that any invention disclosed but not
claimed in the' reference' was derived from the inventor of this
application and is thus not an invention "by another"; (2) a show
ing of a date of invention for the claimed subject matter, of the
application which corresponds, to subject matter disclosed but not
claimed in the reference,priorto the effective U.S. filing date of
the reference under 37 CFR 1.131; or (3) anoath or declaration
under 37 CPR 1.130 stating that the application ,and reference "are
currently owned by the same party and that the inventor named in
the application is the prior inventor under 35 U.S.c. 104, together
with aterminal disclaimer in accordance with 37 CPR 1.321(c).
For applications filed on or' after November 29, 1999, this rejec
tion might also be overcome by showing that the subject matter of
the reference and the claimed invention were, at the time the
invention was made, owned by the same' personor subject to' an:
obligation of assignment to the same person. See MPEP §
706.02(1)(1) and § 706.02(1)(2). [4]

Examiner Note:
1. This paragraph is used to reject over a patent with an earlier
filing date that discloses the claimed invention. The patent must
have either a common assignee or at least one common inventor.
This form paragraph should not be used in applications filed on or
after November 29, 1999 when the application being examined
establishes that it and anyreference patent or application were
owned by, or SUbject to an obligation or assignment to, the same
person, at the time the invention was made. See MPEP § (1)(3).

2. In bracket 3, insert, either --assignee-- or -dnventor->.

3. In bracket 4, insert explanation of obviousness.

'J 7.22 Rejection, 35 U.S.c. 103(a), Further in View Of
Claim [1] rejected under 35 U.S.C. 103(a) as being unpatent

able over [2] as applied to claim [3] above, and further in view of
[4].

Examiner Note:
1. This form paragraph must be preceded by form paragraph
7.21.

2. An explanation of the rejection applying the Graham v.
Deere test must follow this form paragraph.

'J 7.23Graham v. Deere, Testfor Obviousness
The factual inquiries set forth in Graham v. John Deere Co.,

383 U.S. I, 148 USPQ 459(1966), that are applied for establish
ing a background for determining obviousness under 35 U.S;c.
103(a) are summarized as follows:

lDetermining the scope and contents of the prior art.

2.Ascertaining· the differences between the prior art and the

claims at issue.

3.Resolving the level of ordinary skill in the pertinent art.
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4.Consideringobjective .evidence present in the application
indicating obviousness or nonobviousness.

Examiner Note:
This form paragraph may be used, if appropriate, in response to

an argument of the use of Graham v. Deere.

'Jf 7.27 Rejection, 35 U.S.c. 102 or 103(a)
Claim [1] rejected under 35 U.S.C. 102([21) as anticipated by

or, in the alternative, under 35 U.S.c. 103(a) as obvious over [3].

Examiner Note:
1. This form paragraph is NOT intended to be commonly used
~s a substitute for' a rejection under 35 U.S.c. 102. In other
words, a single rejection under either35 U.S.c. 102 or 35 U.S.c.
l03(a) should be made whenever possible using appropriate form
paragraphs 7.15 to 7.19, 7.21 and 7.22. Examples of circum
stances where this paragraph may be used are as follows:

a. When the interpretation of the clairrus) is or may be in dis
pute, i.e., given one interpretation, arejectionunder 35 V.S.c. 102
is appropriate and given. another, interpretation, a rejection under
35 U.S.C. 103(a) is appropriate. See MPEP §§ 2111- 2116.01 for
guidelines on claim interpretation.

b. When the reference discloses all the limitations of a claim
except a property or function, and the examiner cannot determine
whether or not the reference inherently possesses properties which
anticipate or render obvious the claimed invention but has basis
for shifting the burden of proof to applicant as in In re Fitzgerald,
619 F.2d 67, 205 USPQ 594 (CCPA 1980). See MPEP §§ 2112
2112.02.

c. When the reference teaches a small genus which places a
claimed species in the possession of the public as in In re Schau
manu, 572 F.2d 312,197 USPQ 5 (CCPA 1978), and the species
would have been obvious even if the genus were not sufficiently
small to justify a rejectiou under 35 U.S.C. 102. See MPEP §§
2131.02 and 2144.08 for more information on anticipation and
obviousness of species by a disclosure of a genus.

d. When the reference teaches a product that appears to be the
same as, 'or an obvious variant of, the product set forth in a prod
net-by-process claim although produced by, a different process.
See 1u re Marosi, 710 F.2d 799, 218 USPQ 289 (Fed. Cir. 1983)
aud lu re Thorpe, 777 F.2d 695, 227 USPQ 964 (Fed. Cir. 1985).
See also MPEP § 2113.

e. When the reference teaches all claim limitations except a
means plus function limitation and the examiner is not certain
wheth er the element disclosed in the reference is an equivalent to
the claimed element and therefore anticipatory, or whether the
prior art element is an obvious variant of the claimed element.
See MPEP §§ 2183- 2184.

f. When the ranges disclosed in the reference and claimed by
applicant overlap in scope but the reference does not contain a
specific example within the, claimed range. See the concurring
opiuiou in Ex parte Lee, 31 USPQ2d n05 (Ed. Pat. App. & luter.
1993). See MPEP § 2131.03.
2. If the interpretation of the claim(s) renders the claim(s)
indefinite, a rejection under 35 V.S.c. 112, 2nd paragraph,may be

appropriate.

3. In bracket 2, insert the appropriate paragraph letter(s) in
parenthesis.
4, A full explanation should follow this form paragraph.
5. This form paragraph must be preceded by 7.07, one or more
of form paragraphs 7.08 to 7.14 as appropriate, and form para
graph 7.20 or form paragraph 7.103.

706.02(n) Biotechnology Process Appli
cations; 35 U.S.C. l03(b)

35 u.s.c. 103. Conditions for patentability; non-obvious
subject matter.

*****
(b)(l)Notwithstanding subsectiou (a), and UpDU timely elec

tion by the applicant for patent to proceed under this subsection, a
biotechnological' process using or resulting in a composition of
matter that is novel under section 102 and nonobvious under sub
section (a) of this section shall be considered nonobvious if-

(A) claims to the process and the composition of matter
are contained in either the same application for patent or in sepa
rate applications having the sameeffective filing date; and

(B) the composition of matter, and the process at the time
it was invented, were owned by the same person or subject to an
obligation of assignment to the same person.

(2) A patent issued on a process under paragraph (1)-
(A) shall also contain the claims to the composition of

matter used in or made by that process, or

(B) shall, if such composition of matter is claimed
in another patent, be set to expire on the same date as such other

patent, notwithstanding section 154.
(3) For purposes of paragraph (1), the term "biotechno

logical process" means-
(A) a process of genetically altering or otherwise

inducing a single- or multi-celled organism to-
(i) express an exogenous nucleotide sequence,
(ii) inhibit, eliminate, augment, or alter expression

of an-endogenous nucleotide sequence, or
(iii) express a specific physiological characteristic

not naturally associated with said organism;
(B) cell fusion, procedures yielding a cell line that

expresses a specific protein, such as a monoclonal antibody; and
(C)" a method of using a product produced by a process

defined by SUbparagraph (A) or (B), or a combination of subpara
graphs (A) and (E).

*****
35 U.S.c. 103(b) is applicable to biotechnological

processes only. 35 U.S.C. l03(b) precludes a rejection
of process claims which involve the use or making of
certain nouobvious biotechuological compositions of
matter under 35 U.S.C. l03(a).

35 U.S.C. l03(b) requires that:

(A) the biotechnological process and compositiou
of matter be contained in either the same application
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which address the general issue of whether an other
wise conventional process could be patented if it were
limited to making or using a nonobvious product. In
view of the Federal Circuit's decisions in Ochiai and
Brouwer, an applicant's need to rely upon 35 U.S.C.
103(b) should be rare. See also 1184 O.G. 86
(Comm'r Pat. 1996). See 35 U.S.C. 282 for the effect
of a determination of nonobviousness under 35 U.S.C.
103(b)(1) on the presumption of validity.

The primary object of the examination of an appli
cation is to determine whether or not the claims are
patentable over the prior art. This consideration
should not be relegated to a secondary position while
undue emphasis is given to nonprior art or "technical"
rejections. Effort in examining should be concentrated
on truly essential matters, minimizing or eliminating
effort on technical rejections which are not really crit
ical. Where a major technical rejection is proper (e.g.,
lack of proper disclosure, undue breadth, utility, etc.)
such rejection should be stated with a full develop
ment of the reasons rather than by a mere conclusion
coupled with some stereotyped expression.

Rejections based on nonstatutory subject matter
are explained in MPEP § 706.03(a), § 2105, § 2106 
§ 2106.02, and § 2107 - § 2107.02. Rejections based
on subject matter barred by the Atomic Energy Act
are explained in MPEP § 706.03(b). Rejections based
on duplicate claims are addressed in MPEP §
706.03(k), and double patenting rejections are
addressed in MPEP § 804. See MPEP § 706.03(0) for
rejections based on new matter. Foreign filing without
a license is discussed in MPEP § 706.03(s). Dis'
claimer, after interference or public use proceeding,
res judicata, and reissue are explained in MPEP §
706.03(u) to § 706.03(x). Rejections based on
35 U.S.c. 112 are discussed in MPEP § 2161 - §

2174. IF THE LANGUAGE IN THE FORM PARA
GRAPHS IS INCORPORATED IN THE OFFICE
ACTION TO STATE THE REJECTION, THERE
WILL BE LESS CHANCE OF A MISUNDER
STANDING AS TO THE GROUNDS OF REJEC
TION.

or in separate applications having the same effective
filing date;

(B) both the biotechnological process and compo
sition of matter be owned or subject to an assignment
to the same person at the time the process was
invented;

(C) a patent issued on the process also contain the
claims to the composition of matter used in or made
by the process, or, if the process and composition of
matter are in different patents, the patents expire on
the same date;

(D) the biotechnological process falls within the
definition set forth in 35 U.S.C. 103(b); and

(E) a timely election be made to proceed under
the provisions of 35 U.S.c. 103(b).

An election to proceed under 35 U.S.C. 103(b)
shall be made by way of petition under 37 CFR 1.182.
The petition must establish that all the requirements
set forth in 35 U.S.c. 103(b) have been satisfied.

An election will normally be considered timely if it
is made no later than the earlier of either the payment
of the issue fee or the filing of an appeal brief in an
application which contains a composition of matter
claim which has not been rejected under 35 U.S.c.
102 or 103.

In an application where at least one composition of
matter claim has not been rejected under 35 U.S.C.
102 or 103, a 35 U.S.c. 103(b) election may be made
by submitting the petition and an amendment request
ing entry of process claims which correspond to the
composition of matter claim.

For applications pending On or after November 1,
1995, in which the issue fee has been paid prior to
March 26, 1996, the timeliness requirement for an
election under 35 U.S.c. 103(b) will be considered
satisfied if the conditions of 37 CFR 1.3l2(b) are
met. However, if a patent is granted on an application
entitled to the benefit of 35 U.S.C. 103(b) without an
election having been made as a result of error without
deceptive intent, patentees may file a reissue applica
tion to permit consideration of process claims which
qualify for 35 U.S.C. 103(b) treatment.

See MPEP § 2116.01 for a discussion of the Fed
eral Circuit's decisions in In re Ochiai, 71 F.3d 1565,
37 USPQ 1127 (Fed. Cir. 1995) and In re Brouwer, 77
F.3d 422, 37 USPQ2d 1663 (Fed. Cir. 1996)

706.03 Rejections Not Based on Prior
Art
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706.03(a) Rejections under 35 U.S.C. 101

SUBJECT MATTER ELIGffiILITY

Patents are not granted for all new and nseful
inventions and discoveries. The subject matter of the
invention or discovery must come within the bound
aries set forth by 35 U.S.c. 101, which permits pat
ents to be granted only for "any new and useful
process, machine, manufacture, or composition of
matter, or any new and useful improvement thereof."

The term "process" as defined in 35 U.S.C. 100,
means process, art or method, and includes a new use
of a known process, machine, manufacture, composi
tion of matter, or material.

See MPEP§ 2105 for patentability of microorgan
isms and MPEP § 2106 - § 2106.02 for patentability
of mathematical algorithms or computer programs.

Decisions have determined the limits of the statu
tory classes. Examples of subject matter not patent
able under the statute follow:

Printed Matter

For example, a mere arrangement of printed matter,
though seemingly a "manufacture," is rejected as not
being within the statutory classes. See In re Miller,
418 F.2d 1392, 164 USPQ 46 (CCPA 1969); Ex parte
Gwinn, 112 USPQ 439 (Bd. App. 1955); and In re
Jones, 373 F.2d 1007, 153 USPQ 77 (CCPA 1967).

Naturally Occurring Article

Similarly, athing occurring in nature, which is sub
stantially unaltered, is not a "manufacture." A shrimp
with the head and digestive tract removed is an exam
ple. Ex parte Grayson, 51 USPQ 413 (Bd. App.
1941).

Scientific Principle

A scientific principle, divorced from any tangible
structure, can be rejected as not within the statutory
classes. 0 'Reilly v. Morse, 56 U.S. (15 How.) 62
(1854).

This subject matter is further limited by the Atomic
Energy Act explained in MPEP § 706.03(b).

Utility

A rejection on the ground of lack of utility
includes the more specific grounds of inoperativeness,

involving perpetnal motion, frivolous, fraudulent, and
against public policy. The statutory basis for this
rejection is 35 U.S.c. 101. See MPEP § 2107 for
guidelines governing rejections for lack of utility. See
MPEP §2107.01 - § 2107.03 for legal precedent gov
eming the utility requirement.

Use Form Paragraphs 7.04 through 7.05.03 to reject
under 35 U.S.C. 101.

'If 7.04 Statement ofStatutory Basis, 35 U.S.c. 101
35 U.S.C. 101 reads as follows:

Whoever invents or discovers any new and useful pro
cess, machine, manufacture, or composition of matter, or
any new and useful improvement thereof, may obtain a
patent therefor, subject to the conditions and requirements
ofthis title.

Examiner Note:
This.paragraph must precede the first use of 35 U.S.c. 101 in

all first actions on the merits and final rejections.

'If 7.05 Rejection, 35 U.S.c. 101, -Heading Only- (Utility,
Non-Statutory, Inoperative)

Claim [1] rejected under 35 U.S.C. 101 because

Examiner Note:
1. This form paragraph must be followed by anyone of form
paragraphs 7.05.01- 7.05.03 or another appropriate reason.

2. Explain the rejection following the recitation .of the statute
and the use of form paragraphs 7.05.01-7.05.03 or other reason.

3. See MPEP §§ 706.03(a) and 2105- 2107.03 for other situa-

tions.
4. This form paragraph must be preceded by form paragraph
7.04 in first actions and final rejections.

'If 7.05.01 Rejection, 35 o.s.c. 101, Non-Statutory
the claimed invention is directed to non-statutory subjectmat

ter. [1]

Examiner Note:
In bracket 1, insert identification of non-statutory subject mat

ter.

'If 7.05.02 Rejection, 35 U.S.c. 101, Utility Lacking
the claimed invention lacks patentable utility. [1]

Examiner Note:
In bracket 1, provide explanation of lack of utility, such as, for

example, that which is frivolous, fraudulent, against public policy.
See MPEP §§ 706.03 (a) and 2105- 2107.03.

'If 7.05.03 Rejection, 35 u.s.c. 101, Inoperative
the disclosed invention is inoperative and therefore lacks util

ity. [1]

Examiner Note:
In bracket 1, explain why invention is inoperative.
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'J! 7.05.04 Utility Rejections Under 35 U.S.c. 101 and 35
U.S.C. II2, First Paragraph

Claim [1] rejected under 35 U.S.C. 101 because the claimed
invention is not supported by either a [2] asserted utility or a well
established utility.

[31
Claim [4] also rejected under 35 U.S.C. 112, first paragraph.

Specifically, since the claimed invention is not supported by either
a [5] asserted utility or a well established utility for the reasons set
forth above, one skilled in the art clearly would not know how to
use the claimed invention.

Examiner Note:
Format A:
(a) Insert the same claim numbers in brackets 1 and 4.
(b) Insert --specific abd substantial-- in inserts 2 and 5.
(c) In bracket 3, insert the explanation as to why the claimed

invention is not supported by either a specific and substantial
asserted utility or a well established utility.

(d) Format A is to be used when there is no asserted utility and
when there is an asserted utility but that utility. is not specific and
substantial.

FormatB:
(a) Insert the same claim numbers in brackets 1 and 4.
(b) Insert --credible-- in inserts 2 and 5.
(c) In bracket 3, insert the explanation as to why the claimed

invention is not supported by either a credible asserted utility or a
well established utility.

Formate:
For claims that have multiple utilities, some of which are not

specific and substantial, some of which are not credible, but none
of which are specific, substantial and credible:

(a)Insert the same claim numbers in brackets I and 4.
(b)Insert -vspecific and substantial asserted utility, a credible-

in inserts 2 and 5.
(c)In bracket 3, insert the explanation as to why the claimed

invention is not supported by either a specific and substantial
asserted utility, a credible asserted utility or a wellestablished util
ity. Each utility should be addressed.
1. In each case, a separate rejection under 35 U.S.C. 112, first
paragraph, enablement should be made using the factors set forth
in In re Wands, 858 F.2d 731, 8 USPQ2d 1400 (Fed. Cir. 1988)
and an undue experimentation analysis. See MPEP §§ 2164:"
2164.08(c).
2. A utility that is inoperative should be treated as being not
credible since a utility that is inoperative cannot be credible.

706.03(b) Barred by Atomic Energy Act

A limitation on what can be patented is imposed by
the Atomic Energy Act of ]954. Section 151(a) (42
U.S.C. 2181(a) thereof reads in part as follows:

No patent shall hereafter be granted for any inven
tion or discovery which is useful solely in the utiliza
tion of special nuclear material or atomic energy in an
atomic weapon.

The terms "atomic energy" and "special nuclear
material" are defined in Section 11 of the Act (42
U.S.C.2014).

Sections 151(c) and 151(d) (42 U.S.c. 2181(c) and
(d)) set up categories of pending applications relating
to atomic energy that must be brought to the attention
of the Department of Energy. Under 37 CFR 1.14(f),
applications for patents which disclose or which
appear to disclose, or which purport to disclose,
inventions or discoveries relating to atomic energy are
reported to the Department of Energy and the Depart
ment will be given access to such applications, but
such reporting does not constitute a determination that
the subject matter of each application so reported is in
fact useful or an invention or discovery or that such
application in fact discloses subject matter in catego
ries specified by the Atomic Energy Act.

All applications received in the U.S. Patent and
Trademark Office are screened by Technology Center
(TC) work group 3640 personnel, under 37 CFR
1.14(f), in order for the Commissioner to fulfill his or
her responsibilities under section 151(d) (42 U.S.C.
2181(d) of the Atomic Energy Act. Papers subse
quently added must be inspected promptly by the
examiner when received to determine whether the
application has been amended to relate to atomic
energy and those so related must be promptly for
warded to Licensing and Review in TC work group
3640.

All rejections based upon sections 151(a)(42
U.S.c. 2181(a), 152 (42 U.S.c. 2182), and 155 (42
U.S.c. 2185) of the Atomic Energy Act must be made
only by TC work group 3640 personnel.

706.03(c) Rejections Under 35 U.S.C.112,
First Paragraph

Rejections based on the first paragraph of 35
U.S.C. 112 are discussed in MPEP § 2161 
§ 2165.04. For a discussion of the utility requirements
of 35 U.S.c. 112, first paragraph, and 35 U.S.c. 101,
see MPEP § 2107 - § 2107.03. The appropriate form
paragraphs 7.30.01 and 7.31.01 through 7.33.01
should be used in making rejections under 35 U.S.C.
112, first paragraph.

'J! 7.30.01 Statement ofStatutory Basis, 35 U.S.c. 112, First
Paragraph

The following is a quotation of the first paragraph of 35 U.S.C.
112:
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The specification shall contain a written description of the
invention, and of the manner and precess .of making and
using it, in such full, clear, concise, and exact terms as to
enable any person skilled in the art to which it pertains, or
with whichit is most nearlyconnected, to make and lisethe
same and shall set forth the best mode contemplated by the
inventor of carrying out his invention.

Examiner Note:
1. The statute is no longer being re-cited in all Office actions. It
is only required in first actions on the merits and final rejections.
Where the statute is not being cited in an action on the merits, use
paragraph 7.103.
2. Form paragraphs 7.30.01 and 7.30.02 are to be used ONLY
ONCE in a given Office action.

'f{ 7.31.01 Rejection, 35 U.S.c. 112, 1st Paragraph,
Description Requirement, Including New Matter Situations

Claim [11 rejected under 35U.S.C. 112, first paragraph, as con
taining subject matter which was not describedin the specification
in such a way as to reasonably convey to one skilled in the rele
vant art that the inventor(s), at the time the application was filed,
had possession ofthe-claimed invention. [2]

Examiner Note:
I. This rejection must be preceded by form paragraph 7.30.01
or 7.103.
2. In bracket 2,_ identify (by -suita~le reference to page and line
numbers andlor drawing figures) the subject matter not properly
described in the application as filed, and provide an explanation of
your position. The explanation -should include -any questions the
examiner asked which were not satisfactorily resolved and conse
quently raise doubt as to possession of the claimed invention at
the time of filing.

Form paragraph 7.31.02 should be used when it is
the examiner's position that nothing within the scope
of the claims is enabled. In such a rejection, the exam
iner should explain all the reasons why nothing within
the scope of the claim is enabled. To make sure all
relevant issues are raised, this should include any
issues regarding the breadth of the claims relative to
the guidance in the disclosure.

'f{ 7.31.02 Rejection, 35 U.S.c. 112, 1st Paragraph:
Enablement

Claim [11 rejected under 35 U.s.C. 112, first paragraph, as con
taining subject matter which was not described in the specification
in such a way as to enable one skilled in the art to which itper
tains, or with which it is most nearly connected, to make and/or
use the invention. [2]

Examiner Note:
1. This rejection must be preceded by form paragraph 7~30.01

or 7.103.
2. If the problem' is one of scope, form paragraph 7.31.03
should be used.

3. In bracket 2, identify the claimed subject matter for which
the specification is not enabling along with an explanation as to
why the specification _is not enabling. The explanation -should
include any questions the examiner may have asked which were
not satisfactorily resolved and consequently raise doubt as to
enablement.
4. Where an essentialcomponent or step of.the invention is not
recited in the claims,use form paragraph 7.33.01.

Form paragraph 7.31.03 should be used when it is
the examiner's position that something within the
scope of the claims is enabled but the claims are not
limited to that scope.

'f{ 7.31.03 Rejection, 35 tis.c. 112,lstParagraph: Scope
ofEnablement

Claim [1] rejected under 35 U.S.c. 112, first paragraph,
because the specification, while being enabling for [2], does not
reasonably provide enablement for [3]. The specification does not
enable any person skilled in the art to which it pertains; or with
which it is mostneatly connected, to [4] the invention commensu
rate in scope with these claims. [5]

Examiner Note:
1. This rejection must be preceded by form paragraph 7.30.01
or 7.103.
2. This form paragraph is to be used when the _scope of the
claims is not commensurate with the scope of the enabling disclo
sure.
3. In bracket 2, identify the claimed subject matter for which
the specification is enabling. This may be by reference to specific
portions of the specification.
4. In bracket 3, identifyaspect(s) of the claim(s) for which the
specification is not enabling.

5. In bracket 4, fill in only the appropriate portion of the statute,
i.e., one of the following: -make-, --use--; or --make and use--.

6. In bracket 5, identify the problem along with an explanation
as to why the-specification is not enabling. The explanation
should include any questions posed by the examiner which were
not satisfactorily resolved and consequently raise doubt as to
enablement.

'f{ 7.31.04 Rejection, 35 U.S.c. 112, 1st Paragraph: Best
Mode Requirement

Claim [1] rejected under 35 U.S.C. 112, first paragraph,
because the best mode contemplated by the inventor has not been
disclosed. Evidence of concealment of the best mode is based
upon [2].

Examiner Note:
1. This rejection must be preceded by form paragraph 7.30.01
or 7.103.
2. In bracket 2, insert the basis for holding that the best mode
has been concealed, e.g., the,quality of applicant's disclosure is so
poor as to effectively result-in concealment.
3. Use of this form paragraph should be rare. See MPEP §§
2165- 2165.04.

August 2001 700-48

_.~.=,



EXAMINATION OF APPLICATIONS 706.03(d)

Form paragraph 7.33.01 should be used wheu it is
the examiner's position that a feature considered criti
cal or essential by applicant to the practice of the
claimed invention is missing from the claim.

'f[ 7.33.01 Rejection, 35 U.S.c. 112, ist Paragraph,
Essential Subject Matter Missing From Claims
(Enablement)

Claim [1] rejected under 35 U.S.C. 112, first paragraph, as
based on a disclosure which is not enabling. [2] critical or essen
tial to the practice of the invention, but not included in the
claim(s) is not enabled by the disclosure. S<;:e In reMayhew, 527
F.2d 1229, 188 USPQ 356 (CCPA 1976). [3]

Examiner Note:
1. This rejection must be preceded by form paragraph 7.30.01
or 7.103.
2. In bracket 2, recite the subject matter omitted from the
claims.
3. In bracket 3, give the rationale for considering the omitted
subject matter critical or essential.
4. The examiner shall cite the statement, argument, date, draw
ing, or other evidence which demonstrates that a particular feature
was considered essential by the applicant, is not reflected in the
claims which are rejected.

706.03(d) Rejections Under 35 U.S.C.112,
Second Paragraph

Rejections under 35 U.S.C. 112, second paragraph,
are discussed in MPEP § 2171 - § 2174. Form para
graphs 7.30.02 and 7.34 through 7.35.01 should be
used to reject under 35 U.S,C. 112, second paragraph.

'f[ 7.30.02 Statement of Statutory Basis, 35 U.S.c. 112,
Second Paragraph

The following is a quotation of the second paragraph of 35
U.S.c. 112:

The specification shall conclude with one or more claims
particularly pointing out and distinctly claiming the subject
matter which the applicant regards as his invention.

Examiner Note:
1. The statute is no longer being re-cited in all Office actions. It
is only required in first actions on the merits .and final rejections.
Where the statute is not being cited in an action on the merits, use
paragraph 7.103.
2. Paragraphs 7.30.01 and 7.30.02 are to be used ONLY ONCE
in a given Office action.

'f[ 7.34 Rejection, 35 U.S.c. 112, 2nd Paragraph, Failure
To Claim Applicant's invention

Claim [1] rejected under 35 U.S.C. 112, second paragraph, as
failing to set forth the subject matter which applicant(s) regard as
their invention. Evidence that claim [2] fail(s) to correspond in
scope with that which applicant(s) regard as the invention can be

found in Paper No. [3] filed [4]. In that paper, applicant has stated
[5], and this statement indicates that the invention is different
from what is defined in the claim(s) because [6].

Examiner Note:
1. This rejection must be preceded by form paragraph 7.30.02
or 7.103.
2. This paragraph is to be used only where applicant has stated,
somewhere other than in the application, as filed, that the inven
tion is something different from what is defined in the claim(s).
3; In brackets 3 and 4, identify the submission by applicant
(which is not the application, as filed, but may be in the remarks
by applicant; in the brief, in an affidavit, etc.) by Paper No. and
the date the paper was filed in the USPTO.
4. In bracket 5, set forth what applicant has stated in the sub
mission to indicate a different invention.
S. In bracket 6, explain how the statement indicates an inven
tion other than what is being claimed.

'f[ 7.34.01 Rejection, 35 U.S.c. 112, 2nd Paragraph,
Failure To Particularly Point out and Distinctly Claim
(Indefinite)

Claim [Lj rejected under 35 U.S.c. Il2,second paragraph,as
being iridefinite for failing to particularly point out and distinctly
claim the subject matter which applicant regards as the invention;

Examiner Note:
1. This rejection must be preceded by form paragraph 7.30.02
or 7.103.2. This form paragraph should be followed by one or
more of the following form paragraphs 7.34.02 -7.34.06, as appli
cable. If none" of these form paragraphs are appropriate, a full
explanation of the deficiency of the claims should be supplied.
Whenever possible, identify the particular term(s) or limitation(s)
which render the claim(s) indefinite and state why such termor
limitation renders the claim indefinite. If the scope of the claimed
subject matter can be determined by one having ordinary skill in
the art, a rejection using this form paragraph would not be appro
priate. SeeMPEP§§ 2171 - 2174 forguidance. See also form
paragraph 7 .34:1S"f6r pro seapplicants.

'f[ 7.34.02 Terminology Used inconsistent with Accepted
Meaning

While applicant may be his or her own lexicographer, a term in
a claim may not be given a meaning repugnant to the usual mean
ing of that term. See In re Hill, 161 F.2d 367, 73 USPQ 482
(CCPA 1947). The term "[1]" in claim [2] is used by the claim to
mean "[3]", while the accepted meaning is "[4]."

Examiner Note:
1. In bracket 3,point out the 'meaning that is assigned to the
term by applicant's claims, taking into account the entire disclo
sure.
2. In bracket 4, point out the accepted meaning of the term.
Support for the examiner's stated accepted meaning should be
provided through the citation of an appropriate reference source,
e.g., textbook or dictlouary. See MPEP § 2173.05(a).

3. This form paragraph must be preceded by form paragraph
7.34m.
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'fl. 7.34.03 Relative Term - Term ofDegree Rendering Claim
Indefinite

The term "[1]" iri'claim [2] is a relative term which renders the
claim indefinite. The term "[1]" is not defined by the claim, the
specification does not provide a standard for ascertainingthe req
uisite degree; and one of ordinary skill in the artwould notbe rea
sonably apprised of the scope of the invention. [3]

Examiner Note:
1. In bracket 3, explain which parameter.quantity, or other lim
itation in the claim has been rendered indefinite by the use of the
term appearing in bracket 1.

2. This form paragraph must be preceded by form paragraph
7.34.01.

'fl 7.34.04 Broader Range/Limitation And Narrow Range/
Limitation in Same Claim

A broad range or limitation together, with a, narrow range or
limitation that falls within the broad range or limitation (in the
same claim) is' considered indefmite, since the resulting claim
does not Clearly set forth the metes and bounds of the patent pro
tection desired. Note the explanation given by the Board ofPatent
Appeals and Iuterferences iu Ex parre Wu, 10 USPQ2d 2031,
2033 (Bd.Pat. App. & Inter. 1989), as to where hroad language is
followed, by "such as" and, then narrow, language...The Board
stated that this can render a claim indefinite by raising a question
or doubt as to whether the feature introduced by such language is
(a) merely exemplary of the remainder of the claim; and therefor
enot.required, or' (b) a required feature .of the .claims. Note' also,
for-example, the decisions of Ex parte Steigewald, 131 USPQ 74
(Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948);
and Ex parte Hasche,86 USPQ 481 (Bd. App. 1949). In the
presentinstance, claim [1] recites the broad recitation [2]; and.the
claimalso recites [3lwhich is the.narrower statement ofthe rangel
limitation.

Examiner Note:
1., In bracket 2, insert the broader range/limitation and.where it
appears in the claim; in bracket 3,insert the narrow range/limite
tion and where it appears. This form paragraph may be modified
to fit other instances ofindefiniteness in the claims.
2. This form paragraph must be preceded by form paragraph
7.34m.

'fl 7.34.05 Lack-ofAntecedent Basis in the Claims
Claim [1] recites the limitation [2] in [3]. There is insufficient

antecedent basis for this limitation in the claim.

Examiner Note:
l , In bracket 2,insert the limitation which lacks antecedent
basis, for example e-saidlever-. or -the lever-c.
2. In bracket 3, identify where in the claim(s) the limitation

appears, for example, --line 3--, -c-the 3rd paragraph of the claim-s,
-..the last 21ines.ofthe claim-s, etc.
3. This formparagraph.should ONLY be used in aggravated sit
uations where the lack of antecedent basis makes the 'scope of the
claim: indeterminate. It must .be preceded by form 'paragraph
7.34.01.

'fl 7.34.06 Use Claims
Clalm[l] provides for the use of [2], but, since the claim does

not,' set forth any, steps involved in the" method/process, it is
unclear what method/process applicant is intending to encompass.
A claim is indefinite where it 'merely recites a' use without any
active, positive steps delimiting how this use is actually practiced.
Claim [3] is rejected under 35 U.S.C. 101 becanse the claimed
recitation of a use, without setting forth any steps involved in the
process, results in, an improper definition of a process, i.e., results
ina claim which is not a proper process 'claim under 35 U:S.c.
101. See for example Exparte Dunki, 153 USPQ 678 (Bd. App.
1967) and Clinical Products, Ltd. v. Brenner. 255 F. Stipp. 131,
149 USPQ 475 (D.D.C. 1966).

Examiner Note:
1. Inbracket 2" insert what is being used., For example, insert-
the monoclonal antibodies of claim 4--, where the claim recites "a
method for using monoclonal antibodies of claim 4 to purify inter
feron. "
2. See MPEP § 2173.05(q).

3. This form paragraph mustbe preceded by form paragraph
7.34.01. .

'fl 7:34.07 Claims Are a Literal Translation
The claims ate generally narrative and indefinite, 'failing to

conform with current U.S. practice. They appear to be a literal
translation into English from a,foreign document and are replete
with grammatical and idiomatic errors.

Examiner Note:
This form paragraph must be preceded by form paragraph

7.34.01.

'fl 7.34.08 Indefinite Claim Language: "ForExample"
Regarding claim [1], the phrase "for example" renders the

claim indefmite because it is unclear whether the limitation(s) fol
lowing the phrase are part of the claimed invention. See MPEP §
2173.05(d).

Examiner Note:
This form paragraph must be preceded by form paragraph

7.34.01.

'fl 7.34.09 Indefinite Claim Language: "Or The Like"
Regarding claim [1], the phrase "or the like" renders the

claim(s) indefinite because the claim(s) include(s)elemehts not
actually disclosed (those encompassed by "or the like"); thereby
rendering the scopeof theclainus) unascertainable. See MPEP §
2173.05(d).

Examiner Note:
This form paragraph must be preceded by form paragraph

7.34.01.

'fl 7.34.10 Indefinite Claim Language: "Such As"
Regarding claim.[1], the phrase "such as" renders the claim

indefinite because it is unclear whether, the limitations following
the phrase are' part, of the claimed invention. See MPEP §
2173.05(d).
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Examiner Note:
This form paragraph must be preceded by form paragraph

7.34.01.

'f{ 7.34.11 Modifier of "Means" Lacks Function
Regarding claim [1], the word "means" is preceded by the

word(s) "[2]" in an attempt to use a "means" clause to recite a
claim element as a means for performing a specified function.
However, since no function is specified by the word(s) preceding
"means," it is impossible to determine the equivalents of the ele
ment, as required by 35 U.S.c. 112, sixth paragraph. See Ex parte
Klumb, 159 USPQ 694 (Bd. App. 1967).

Examiner Note:
1. It is necessary for the words which precede "means" to con
vey a function to be performed. For example, the phrase "latch
means" is definite because the word "latch" conveys the function
"latching." In general, if the phrase can be restated as "means for
__--,._.," and it still makes sense, it is definite. In' the above
example, "latch means" can be restated as "means for latching."
This is clearly definite. However, if "conduit means" is restated
as "means for conduiting," the phrase makes no sense because
the word "conduit" has no functional connotation,and the phrase
is indefinite.
2. This form paragraph must be preceded by form paragraph
7.34.01.

'f{ 7.34.12 Essential Steps Omitted
Claim [1] rejected under 35 U.S.C. 112, second paragraph, as

being incomplete for omitting essential steps, such omission
amonnting to a gap between the steps. See MPEP § 2172.01.
The omitted steps are: [2]

Examiner Note:
1. This rejection must be preceded by form paragraph 7.30.02
or 7.103.
2. In bracket 2, recite the steps omitted from the claims.
3. Give the rationale for considering the omitted steps critical or
essential.

'f{ 7.34.13 Essential Elements Omitted
Claim [1] rejected under 35 U.S.c. 112, second paragraph, as

being incomplete for omitting essential elements, such omission
amounting to a gap between the elements. See MPEP § 2172.01.
The omitted elements are: [2]

Examiner Note:
1. This rejection must be preceded by form paragraph 7.30.02
or 7.103.
2. In bracket 2, recite the elements omitted from the claims.
3. Give the rationale for considering the omitted elements criti
calor essential.

7! 7.34.14 Essential Cooperative Relationships Omitted
Claim [1] rejected under 35 U.S.C. 112, second paragraph, as

being incomplete for omitting essential structural cooperative
relationships of elements, such omission amounting to a gap
between the necessary structural connections. See MPEP §
2172.01. The omitted structural cooperative relationships are: [2]

Examiner Note:
1. This rejection must be preceded by form paragraph 7.30.02
or 7.103.
2. In bracket 2, recite the structural cooperative relationships of
elements omitted from the claims.
3. Give the rationale for considering the omitted structural
cooperative relationships of elements being critical or essential.

'f{ 7.34.15 Rejection Under 35 U.S.C.l12, Pro Se
Claim [1] rejected as failing to define the invention in the man

ner required by 35 U.S.c. 112, second paragraph.
The claim(s) are narrative in form and replete with indefinite

and functional or operational language. The structure which goes
to make up the device must be clearly and positively specified.
The structure must be organized and correlated in such a manner
as to present a complete operative device. The claim(s) must be in
one sentence form only. Note the format of the claims in the
patent(s) cited.

'f{ 7.35 Rejection, 35 u.s.c: 112, 2nd Paragraph, Failure
To Particularly Point Out And Distinctly Claim - Omnibus
Claim

Claim [1] rejected under 35 U.S.C. 112, second paragraph, as
being indefinite in that it fails to point out what is included or
excluded by the claim language. This claim is an omnibus type
claim.

Examiner Note:
1. This rejection must be preceded by form paragraph 7.30.02
or 7.103.
2. Use this paragraph to reject an "omnibus" type claim. No
further explanation is necessary.
3. See MPEP§ 1302.04(b) for cancellation of such a claim by
examiner's amendment upon allowance.
4. An example of an omnibus claim is: "A device substantially
as shown and described."

'f{ 7.35.01 Trademark or Trade Name as a Limitation in the
Claim

Claim [1] contains the trademark/trade name [2]. Where a
trademark or trade name is used in a claim as a limitation to iden
tify or describe a particular material or product, the claim does not
comply with the requirements of 35 U.S.C. 112, second para
graph. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982).
The claim scope is uncertain since the trademark or trade name
cannot be used properly to identify any particular material or
product. A trademark or trade name is used to identify a source of
goods, and not the goods themselves. Thus, a trademark or trade
name does not identifyor describe the goods associated with, the
trademark or trade name. In the present case, the trademark/trade
name is used to identify/describe [3] and, accordingly, the identifi
cation/description is indefinite.

Examiner Note:
1. In bracket 2, insert the trademark/trade name and where it is
used in the claim.
2. In bracket 3, specify the material or product which is identi
fied or described in -theclaim by the trademarkltradename.
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706.03(k) Duplicate Claims

Inasmuch as a patent is supposed to be limited to
only one invention or, at most, several closely related
indivisible inventions, limiting an application to a sin
gle claim, or a single claim to each. of the related
inventions might appear to be logical as well as con
venient However, court decisions have confirmed
applicant's right to restate (i.e., by plural claiming) the
invention in a reasonable number of ways. Indeed, a
mere difference in scope between claims has been
held to be enough.

Nevertheless, when two claims in an application
are duplicates, or else are so close in content that they
both cover the same thing, despite a slight difference
in wording, it is proper after allowing one claim to
object to theother claim under3? CFR 1.75 as being a
substantial duplicate of the allowed claim.

Form paragraphs 7.05.05 and 7.05.06 may be used
where duplicate claims are present in an application.

'I 7.05.05 Duplicate Claims, Warning

Applicant is advised that should claho [II be fouod allowable,
claim 12] will be objected to uuder 37 CFR 1.75 as being a sub
stantial duplicate thereof. When two claims in an application are
duplicates or else are so close in content that they both cover the
same thing, despite a slight difference in wording, it is proper after
allowing one claim to object to the other as being a substantial
duplicate of the ailowed claim. See MPEP § 706.03(k).

Examiner Note:

1. Use this form paragraph whenever two claims are found to
be substantial duplicates, but they are not allowable. This will
give the applicant an opportunity to correct the problem and avoid
a later objection.

2. If the claims are allowable, use form paragraph 7.05.06.

'I 7.05.IJ6 Duplicate Claims, Objection

'Claim III objected uuder 37 CFR 1.75 as being a substantial
duplicate of claim [2]. When two claims in an application are
duplicates or else-are so close in content that they both cover the
same thing, despite a slight difference in wording,it Is proper after
allowing one claim to object' to -the other as being a substantial
duplicate of the allowed claim. See MPEP § 706m(k).

Examiner Note:
If the duplicate claims are not allowable, use, form paragraph

7.05.05.

See MPEP § 804 for double patenting rejections of
inventions not patentable over each other.

706.03(m) Nonelected Inventions

See MPEP § 821 to § 821.03 for treatment of
claims held to be drawn to nonelected inventions.

706.03(0) New Matter

35 V.S.c. 132. Notice of rejection; reexamination.

(a) Whenever, on examination, any Claim for a patent is
rejected, or-any objection or requirement made, the:Director shall
notify the applicant thereof, statingthe reasons for such rejection,
or objection or requirement, together with such information and
references as may be useful in judging of the propriety of continu
ing the prosecution of his application; and if after receiving such
notice, .the applicant persists in his. claim for a patent, with or
without amendment, .the. application shall be reexamined. No
amendment. shall introduce new matter into the disclosure of the
invention.

*****

In amended cases, subject matter not disclosed in
the original application is sometimes added and a
claim directed thereto. Such a claim is rejected on the
ground that it recites elements without support in the
original disclosure under 35 U.S.c. 112, first para
graph, Waldemar Link, GmbH & .Co. v. Osteonics
Corp. 32 F.3d 556, 559, 31USPQ2d 1855, 1857
(Fed. Cir. 1994); In re Rasmussen, 650 F.2d 1212, 211
USPQ 323 (CCPA 1981). See MPEP § 2163.06 - §
2163.07(b) for a discussion of the relationship of new
matter to 35 U.S.C. 112, first paragraph. New matter
includes not only the addition of wholly unsupported
subject matter, but may also include adding specific
percentages or compounds after a broader original
disclosure, or even the omission of a step from a
method. See MPEP § 608.04 to § 608.04(c). See In re
Wertheim, 541 F.2d 257, 191 USPQ 90 (CCPA 1976)
and MPEP § 2163.05 for guidance in determining
whether the addition of specific percentages or com
pounds after a broader original disclosure constitutes
new matter.

In the examination of an application following
amendment thereof, the examiner must be on the alert
to detect new matter. 35 U.S.C.132 should be
employed as a basis for objection to amendments to
the abstract, specification, or drawings attempting to
add new disclosure to that originally disclosed on fil
ing.

If subject matter capable of illustration is originally
clairnedand it is not shown in the drawing, the claim

August 2001 700-52



EXAMINATION OF APPLICATIONS 706.03(s)

is not rejected but applicant is required to add it to the
drawing. See MPEP § 608.0 I (I).

If new matter is added to the specification, it should
be objected to by using Form Paragraph 7.28.

'f[ 7.28 Objection to New Matter Added to Specification
The amendment filed [1] is objected to under 35 U.S.C. 132

because it introduces new matter into the disclosure. 35 U.S.C.
132 states that no amendment shall introduce new matter into the
disclosure of the invention. The added material which is not sup
ported by the original disclosure is as follows: [2].

Applicant is required to cancel the new matter in the reply to
this Office action.

Examiner Note:
1. This form paragraph is not to be used in reissue applications;
use form paragraph 14.22.01 instead.

2. In bracket 2, identify the new matter by page and the line
numbers and/or drawing figures and provide an appropriate expla
nation of your position. This explanation should address any
statement by applicant to support the position that the subject mat
ter is described in the specification as filed. It should further
include any unresolved questions which raise a doubt as to the
possession of the claimed invention at the time of filing.
3. If new matter is added to the claims, or affects the Claims, a
rejection under 35 U.S.C. 112, first paragraph, using form para
graph 7.31.01 should also be made. If new matter is added only to
a claim, an objection using this paragraph should not be made, but
the claim should be rejected using form paragraph v.Sj.Gl . As to
any other appropriate prior art or 35 U.S.c. 112 rejection, the new
matter must be considered as part of the claimed subject matter
and cannot be ignored.

706.03(s) Foreign Filing Without License

35 U.S.c. 182. Abandonment of invention for unauthorized
disclosure.

The invention disclosed in an application for patent subject to
an order made pursuant to section 181 of this title may be held
abandoned upon its being established by the Commissioner
of Patents that in violation of said order the invention has been
published or disclosed or that an application for a patent therefor
has been filed in a foreign country by the inventor, his successors,
assigns, or legal representatives, or anyone in privity with him or
them, without the consent of the Commissioner of Patents. The
abandonment shall be held to have occurred as of the time of vio
lation. The consent of the Commissioner of Patents shall not. be
given without the concurrence of the heads of the departments. and
the chief officers of the agencies who caused the order to be
issued. A holding of abandonment shall constitute forfeiture by
the applicant, his successors, assigns, or legal representatives, or
anyone in privity with him or them, of all claims against the
United States based upon such invention.

35 U.S.C. 184. Filing ofapplication in foreign country.
Except when authorized by a .license obtained from the Com:'

missioner of Patents a person shall not file or cause or authorize to

be filed in any foreign country prior to six months after filing in
the United States an application for patent or for the registration of
a utility model, industrial design, or model in respect of an inven
tion made in this country. A license shall not be granted with
respect to an invention subject to an order issued by the Commis
sioner of Patents pursuant to section 181 of this title without the
concurrence of the head of the departments and the chief officers
of the agencies who caused the order to be issued. The license
may be granted retroactively where an application has been filed
abroad through error and without deceptive intent. and the applica
tion does not disclose an invention within the scope of section 181
of this title.

The term "application" when used in this chapter includes
applications and any modifications, amendments, or supplements
thereto, or divisions thereof.

The scope of a license shall permit subsequent modifications,
amendments, and supplements containing additional subject mat:'
ter if the application upon which the request for the license is
based is not, or was not, required to be made available for inspec
tion under section 181 of this title and if such modifications,
amendments, and supplements do not change the general nature of
the invention in a manner which would require such application to
be made available for inspection under such section 181. In any
case in which a license is not, or was not, required in order to file
an application in any foreign country, such subsequent modifica
tions, amendments, and supplements may be made, without a
license, to the application filed in the foreign country if the United
States application was not required to be made available for
inspection under section 181 and if such modifications, amend
ments, and supplements do not, or did not, change the general
nature of the invention in a manner which would require the
United States application to have been made available for inspec
tion under such section 181.

35 U.s.c. 185. Patent barred for filing without license.

Notwithstanding any other provisions of law any person, and
his successors, assigns, or legal, representatives, shall not receive a
United States patent for an invention if that person, or his succes
sors, assigns, or legal representatives shall, withoutprocuring the
license prescribed in section 184 of this title, have made, or con
sented to or assisted another's making, application in a foreign
country for a patent or for the registration of a utility model,
industrial design, or model in respect of the invention. A United
States patent issued to such person, his successors, assigns, or
legal representatives shall be invalid, unless the failure to procure
such license was through error and without deceptive intent, and
the patent does not disclose subject matter within the scope of sec
tion 181 of this title.

If, upon exarrunmg an application, the examiner
learns of the existence of a corresponding foreign
application which appears to have been filed before
the United States application had been on file for 6
months, and if the invention apparently was made in
this country, he or she shall refer the application to
Licensing and Review Section of Technology Center
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(TC) working group 3640. calling attention to the for
eign application. Pending investigation of the possible
violation, the application may be returned to the TC
for prosecution on the merits. When it is otherwise in
condition for allowance, the application will be again
submitted to Licensing and Review Section of TC
work group 3640 unless the latter has already reported .
that the foreign filing involves no bar to the United
States application.

If it should be necessary to take action under.35
U.S.C. 185,Licensing and Review Section of TC
work group 3640 will request transfer of the applica
tion to it.

706.03(u) Disclaimer

Claims may be rejected on the ground that appli
cant has disclaimed the subject matter involved. Such
disclaimer may arise, for example, from the appli
cant's failure to:

(A) make claims suggested for interference with
another application under 37 CFR 1.605 (See MPEP
§ 2305.02),

(B) copy a claim from a patent when suggested
by the examiner (MPEP § 2305.02), or

(C) respond or appeal, within the time limit fixed,
to the examiner's rejection of claims copied from a
patent (see MPEP § 2307.02).

The rejection on disclaimer applies to all claims not
patentably distinctfrom the disclaimed subject matter
as well as to the claims directly involved.

Rejections based on disclaimer should be made by
using one of Form Paragraphs 7.48 and 7.49.

'j[ 7.48 Failure To Present Claims for Interference
Claim [11 rejected under 35 U.S.C. [21 based upon claim [31 of

Patent No. [4].

Failure to present claims and/or take necessary steps for inter
ference purposes after notification that interfering .• subject matter
is claimed constitutes a disclaimer of the subject. matter This
amounts to a concession that, as a matter of law, the patentee-is the
first inventor in this country. See In re Oguie, 517 F.2d 1382, 186
USPQ.227 (CCPA 1975).

Examiner Note:
1. Tbis form Paragraph should be used only after applicant has
been notified that interference proceedings, must be instituted
before the claims can be allowed' and applicant has refused to
copy the claims.

2. In bracket 2, insert --102(g)-- Or --102(g)1l03(a)-",

3. In bracket 4, insert the patent 'number, arid v-in view of
__-- if another reference is also relied upo,n. When the rejec
tion is under 35 U.S.c. 103(a), the examiner's basis for a finding
of obviousness should be included. 'Note that interferences may
include obvious variants, 'see MPEP § 2306.

'j[ 7.49 Rejection, Disclaimer, Failure ToAppeal

Claim [11 stand finally disposed of for failure to reply to or
appeal from the examiner's rejection of such 'claim(s) presented
for interferencewithin the specified time. See3? CPR 1.661 and
1.663.

706.03(v) After Interference or Public
Use Proceeding

For rejections following an interference, see MPEP
§ 2363.03.

The outcome of public use proceedings may also be
the basis of a rejection. See 37 CFR 1.292 and In re
Kaslow, 707F.2d 1366, 217 USPQ 1089 (Fed. Cir.
1983).

Upon termination of a public use proceeding
including a case also involved in an interference, in
order for a prompt resumption of the interference pro
ceedings, a notice should be sent to the Board of
Patent Appeals and Interferences notifying them of
the disposition of the public use proceeding.

706.03(w) Res Judicata

Res judicata may constitute a proper ground for
rejection. However, as noted below, the Court of Cus
toms and Patent Appeals has materially restricted the
use of res judicata rejections. It should be applied
only when the earlier decision was a decision of the
Board of Appeals'or anyone of the reviewing courts
and when there is no opportunity for further court
review of the earlier decision.

The timely filing of a second application copending
with an earlier application does not preclude the use
of res judicata as aground of rejection for the second
application claims.

When making a rejection on res judicata, action
should ordinarily be made also on the basis of prior
art, especially in continuing applications. In most situ
ations.the same prior art which was relied upon in the
earlier decision would again be applicable.

In the following cases a rejection of a claim on the
ground of xes judicata was sustained where it was
based ona prior adjudication, against the inventor on
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A claim noted as allowable shall thereafter be
rejected only after the proposed rejection has been
submitted to the primary examiner for consideration
of all the facts and approval of the proposed action.

Great care should be exercised in authorizing such
a rejection. See Ex parte Grier, 1923 C.D. 27, 309
a.G. 223 (Comrn'r Pat. 1923); Ex parte Hay, 1909
C.D. 18,139 o.o 197 (Comm'r Pat. 1909).

,Full faith and credit should be given to the search
and action of a previous examiner unless there is a
clear error in the previous action or knowledge of
other prior art. In general, an examiner should not
take an entirely new approach or attempt to reorient
the point of view of a previous examiner, or make a
new search in the mere hope of finding something.

Because itis unusual to reject a previously allowed
claim, the examiner should point out in his or her
office action that the claim now being rejected was
previously allowed by using Form Paragraph 7.50.

from the grant of the original patent. This is an abso
lute bar and cannot be excused. This prohibition has
been interpreted to apply to any claim which is
broader in any respect than the claims of the original
patent. Such claims may be rejected as being barred
by 35 U.S.C. 251. However, when the reissue is
applied for within 2 years, the examiner does not go
into the question of undue delay.

The same section permits the filing of a reissue
application by the assignee of the entire interest only
in cases where it does not "enlarge the scope of the
claims of the original patent." Such claims which do
enlarge the scope may also be rejected as barred by
the statute. In In re Bennett, 766 F.2d 524, 226 USPQ
413 (Fed. Cir. 1985), however, the court permitted the
erroneous filing by the assignee in such a case to be
corrected.

A defective reissue oath affords a ground for reject
ing all the claims in the reissue application. See
MPEP § 1444.

Note that a reissue application is "special" and
remains so even if applicant does not make a prompt
reply.

Rejection of Previously Allowed
Claims

DIFFERENTBYPREVIOUS ACTION
EXAMINER

706.04

The examination of reissue applications is covered
in MPEP Chapter 1400.

35 U.S.c. 251 forbids the granting of a reissue
"enlarging the scope of the claims of the original
patent" unless the reissue is applied for within 2 years

the same claim, a patentably nondistinct claim, or a
claim involving the same issue.

In re Freeman, 30 F.3d 1459, 31 USPQ 2d 1444
(Fed. Cir. 1994),

Edgerton v. Kingland, 168 F. 2d 121,75 USPQ 307
(D.C. Cir. 1947).

In re Szwarc, 319 F.2d 277, 138 USPQ 208 (CCPA
1963).

In re Katz, 467 F.2d 939, 167 USPQ 487 (CCPA
1970) (prior decision by District Court).

In the following cases for various reasons, res judi
cata rejections were reversed.

In re Fried, 312 F.2d 930, 136 USPQ 429 (CCPA
1963) (differences in claims).

In re Szwarc, 319 F.2d 277, 138 USPQ 208 (CCPA
1963) (differences in claim).

In re Hellbaum, 371 F.2d 1022, 152 USPQ 571
(CCPA 1967) (differences in claims).

In re Herr, 377 F.2d 610, 153 USPQ 548 (CCPA
1967) (same claims, new evidence, prior decision by
CCPA).

In re Kaghan, 387 F.2d 398, 156 USPQ 130 (CCPA
1967) (prior decision by Board of Appeals, final
rejection on prior art withdrawn by examiner "to sim
plify the issue," differences in claims; holding of
waiver based on language in MPEP at the time).

In re Craig, 411 F.2d 1333, 162 USPQ 157 (CCPA
1969) (Board of Appeals held second set of claims
patentable over prior art).

In re Fisher, 427 F.2d 833, 166 USPQ 18 (CCPA
1970) (difference in claims).

In re Russell, 439 F.2d 1228, 169 USPQ 426
(CCPA 1971) (new evidence, rejection on prior art
reversed by court).

In re Ackermann, 444 F.2d 1172, 170 USPQ 340
(CCPA 1971) (prior decision by Board of Appeals,
new evidence, rejection on prior art reversed by
court).

Plastic Contact Lens Co. v. Gottschalk, 484 F.2d
837, 179 USPQ 262 (D.C. Cir. 1973) (follows In re
Kaghan).

706.03(x) Reissue
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See MPEP §2307.02.

'Jl 7.50 Claims Previously Allowed, Now Rejected, New Art
The indicated allowability ofclaim [1] is withdrawn in view of

the newly discovered reference(s) to [2]. Rejection(s) based on
the newly cited reference(s) follow.

Examiner Note:
1. In bracket 2, insert the name(s) of the newly 'discovered ref
erence.
2. Anyaction including this fo~ paragraphrequires the signa
ture of a Primary Examiner. MPEP § 1004.

706.05 Rejection After Allowance of
Application

See MPEP § 1308.01 for a rejection based on a ref
erence after allowance.

37 CFR 1.113. Fino/rejection or action.
(a) On thesecond or any subsequentexamination or.consid

erationby the examiner the rejection or other actionmay be made
final, whereupon applicants, or for ex parte reexaminations filed
under§ 1.510, patent owner's reply is limited to appeal in the case
of rejection of any claim (§ 1.191), or to amendment as specified
in § 1.114or § 1.116. Petition may be taken tothe Commissioner
in the case of objections or requirements not involved ill the rejec
tion of any claim (§ 1.181). Reply to a final rejection or action
must comply with § 1.114 or paragraph (c) of this section. For
final actions in ian inter partes reexamination filed under § 'L913,
see § 1.953.

(b) In-making such finalrejection.fhe examiner shall repeat
or state all grounds of rejection then consideredapplicable to the
claims in the application, clearly stating the reasons in support
thereof.

(c) Replytoa final rejection ?raction tn':lst~_l1_C1':l~~__cancella
tion of, ora~r_e_al from the rejec~_io~ 'of, eachrejecte~cl~_lll' ~any
claim stands allowed, thereplyto a final rejection 'or-action must
comply with-any requirements or objections as to form:

cessive amendments, or from one set of references to
another by the examiner in rejecting in successive
actions claims of substantially the same subject mat
ter, will alike tend to defeat attaining the goal of
reaching a clearly defined issue for an early termina
tion, i.e., either an allowance of the application or a
finalrejection.

While the ru~€:sJJ.o 1Q1Jger give.to.anapplicant the
rightto"'amend as often as the examiner prese-nis new
references or reasons for rejection," present practice
does not sanction hasty and ill-considered final rejec
tions-:--TlleiiiJiiITCalit who is s;k;ng to dehne-his or
Ii~vention in claims that will give him or her the
patent protection to which he or she is justly entitled
should receive the cooperation of the examiner to that
end, and not be prematurely cut off in the prosecution
of his or her application. But the applicant who dallies
in the prosecution of his or her application, resorting
to technical or other obvious subterfuges in order to
keep the application pending before the primary
examiner, can no longer find a refuge in the rules to
ward off a final rejection.

The examiner should never lose sight of the fact
that in every case the applicant is entitled to a full and
fair hearing, and that a clear issue between applicant
and examiner should be developed, if possible, before
appeal. However, it is to the interest of the applicants
as a class as well as to that of the. public that prosecu
tion of an application be confined to as few actions as .
is consistent with a thorough consideration of its mer
its.

Neither the statutes nor the Rules of Practice .confer
any right on an applicant to an extended prosecution;
Ex parte Hoogendam, 1939 C.D. 3, 499 0.0.3, 40
USPQ389 (Comm'r Pat 1939).

STATEMENT OF GROUNDS

Rejection of Claims Copied
From Patent

Final Rejection706.07

706.06

Before Jipal«rejecUol!.js .in";':9x.d.!<L..1t clear issue
should be developedbetwe~D:'"theeJ\a~an€Rlppli
<;anCTobriIiIrtfie'pf6ifecuuC;;;:<toas speedy conclusion
asPbssible and at the same time to deal justly by both
the applicant and the public.i.the-invention as dis
closed and c1aimedsh~Jle..!E?E~lIgP~<~.d in
the first action and the refeEences f1lll}!:a!?illL~d;.and in
reply1o-ffiisaction'thTapp1[cani"shouldamend with a
view to avoiding all the grounds of rejection and
objection. Switching from one subject matter to
another in the claims presented by applicant in sue-

In making the final rejection, all outstanding
grounds of rejection of record should be carefully
reviewed, and any such grounds relied on in the final
rejection should be reiterated. They must also be
clearly developed to such an extent that applicant may
readily judge the advisability of an appeal unless a
single previous Office action contains a complete
statement supporting the rejection,

However, where a single previous Office action
contains a complete statement of a ground of rejec
tion, the final rejection may refer to such a statement
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and also should include a rebuttal of any arguments
raised in the applicant's reply. If appeal is taken in
such a case, the examiner's answer should contain a
complete statement of the examiner's position. The
final rejection letter should conclude with Porm Para
graph 7.39.

'f{ 7.39 Action Is Final
THIS ACTION IS MADE FINAL. Applicant is reminded of

the extension of time policy as set forth in'37 CFR L136(a).
A shortened statutory period for reply to this final action is set

to expire THREE MONTHS from the mailing dateof this action.
In the event a first reply is filed within TWO MONTHS of the
mailing date of this final action and the advisory action is not
maileduntil afterthe end ofthe THREE-MONTH shortened stat
utory period, thenthe shortened statutory period will expire on the
date the advisory actionis mailed, and any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the mailing date of the
advisory action. In no event, however, will the'statutory period
forreplyexpire laterthanSIX MONTHSfromthemailing dateof
thisfinal action.

Examiner Note:
1. 'Ihis form-paragraph should not be used in reissue litigation
cases (SSP- 1 month)or in reexamination proceedings (SSP- 1 or
2 months).
2. 37 CPR 1.136(a) should not be available in a reissue litiga-
tion case andis not availablein reexamination proceedings.

Form paragraph 7.39.01 may be used to notify
applicant of options available after final rejection.

'f{ 7.39.0/ Final Rejection, Options for Applicant, Pro Se
This action is a final rejection and is intended to close the

prosecution of this application. Applicant's reply under 37 CFR
1.113 to this action is limited eitherto an appeal to the Boardof
PatentAppeals and Interferences or to an amendment complying
with therequirements set forth below.

If applicant should desire to appeal any rejection made by the
examiner, a Notice of Appeal must be filed within the period for
reply identifying the rejected claim or claims appealed. The
Notice of Appeal mustbe accompanied by therequired appeal fee
of $[1].

If applicant shoulddesire to file an amendment, entryof a pro
posed amendment afterfinal rejection cannotbe made as a matter
of rightunless it merely cancels claims or complies with a formal
requirement madeearlier. Amendments touching the merits'of the
application which otherwisemightnot be proper may be admitted
upon a showing a good and sufficient reasons why they areneces
saryandwhy they werenot presented earlier.

A reply under 37 CPR 1.113 to a final rejectionmust include
the appeal from, or cancellation of, eachrejectedclaim. The filing
, whichever is longer, of an amendment. after final rejection,
whether or not it is entered, does not stop therunningof the statu
tory period for reply to the [mal rejection unless the examiner
holds the claimsto be in conditionfor allowance. Accordingly, if
a Notice of Appeal has not been filed properly within the period

for reply, or any extension of this period obtained undereither37
CPR 1.136(a),or,the application will become abandoned.

Examiner Note:
The formparagraph mustbe precededby anyone of formpara

graphs 7.39, 7.40, 7.40.01, 7.41, 7.42.03, or 7.42.09.

The Office Action Summary Form PTOL-326
should be used in all Office actions up to and includ
ing final rejections,

For amendments filed after final rejection, see
MPEP § 714.12 and § 714.13.

For final rejection practice in reexamination pro
ceedings see MPEP § 227l.

706.07(a) Final Rejection, Whell Proper
on Second Action

Due to the change in practice as affecting final
rejections, older decisions on questions of premature
ness of final rejection or admission of subsequent
amendments do not necessarily reflect present prac
tice.

Under present practice, second or any subsequent
actions on the merits shall be final, exceptwhere the
examiner introduces a ~@!i.([Q:GiijecHQn that is
nei!J1er n~_~~<!~~~ applicant's ~endl)1el)t of the
claims nor b¥~d-onj.nfQpnation submitted in an
i6.:f!Jrmatio~-disclosure statement filed during the
period set forth in 37 CFR 1.97(c) with the fee set
forth in 37 CFR 1.17(p). Where information is sub
mitted in an information disclosure statement during
the period set forth in 37 CFR1.97(c) with a fee, the
examiner.mayuse the information submitted, e.g., a
printed publication or evidence of public use,and
make the next Officeaction final whether or not the
claims have been amended, provided that no other
new ground of rejection which was not necessitated
by amendment to the claims is introduced by the
examiner. See MPEP § 609 paragraph (B)(2). Further
more, a second or any subsequent action on the merits
in any application or patent undergoing reexamination
proceedings will not be made final if it includes a
rejection, on newly cited art, other than information
submitted in an information disclosure statement filed
under 37 CFR 1.97(c) with the fee set forth in 37
CFR 1.17 (p), of any claim not amended by applicant
or patent owner in spite of the fact that other claims
may have been amended to require newly cited art.
Where information is submitted in a reply to a
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requirement under 37 CFR 1.105, the examiner may
NOT make the next Office action relying on that art
final unless all instances of the application of such art
are necessitated by amendment.

A second or any subsequent action on the merits in
any application or patent involved in reexamination
proceedings should not be made final if it includes a
rejection, on prior art not of record, of any claim
amended to include limitations which should reason
ably have been expected to be claimed.: See MPEP
§ 904 et seq. For example, one would reasonably
expect that a rejection under 35 U.S.c. 112 for the
reason of incompleteness would be replied to by an
amendment supplying the omitted element.

When applying any 35 U.S.C: 102(e)/103 refer
ences against the claims of an application filed on or
after November 29, 1999, the examiner should antici
pate that a statement averring common ownership at
the time the invention was made may disqualify any
patent or application applied in a rejection under
35 U.S.C. 103 based on 35 U.S.c. 102(e). If such a
statement is filed in reply to the 35 U.S.C. 102(e)/103
rejection and the claims are not amended, the exam
iner may not make the next Office action final if a
new rejection is made. See MPEP § 706.02(1)(3).

See MPEP§ 809,02(a) for actions which indicate
generic claims as riot allowable.

In the consideration of claims in an amended case
where no attempt is made to point ont the patentable
novelty, the examiner should be on guard not to allow
such claims. See. MPEP § 714.04. The claims may be
finally rejected if, in the opinion of the examiner, they
are clearly open to rejectionon grounds of record.

Form paragraph 7.40 should be used where an
action is made final including new grounds of rejec
tion necessitated by applicant's amendment.

'If 7.40 Action Is Final, Necessitated by Amendment
Applicant'siamendment necessitated the. new ground(s) of

rejection presented in. this. Office action. Accordingly, TIDS
ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant
is reminded of the extension of time policy as set forth in 37 CPR
1.136(a).

A shortened statutory period for reply to this final action is set
to expire THREE MONTHS from the mailing date of this action.
In the event a first reply is filed within TWO MONTHS of the
mailing date of this. final-action and the advisory action is not
mailed until after the end of theTHREE-MONTH shortened statu
tory period, then the shortenedstatutory period will expire_on the
date the advisory action is' mailed, and any extension feepursuant
to 37 CPR 1.136(a) will he calculated from the mailing date of the

advisory action. In no event, however.will the statutory period
for reply expire later than SIX MONTHS from the mailing date of
this final action.

Examiner Note:
1. This form. paragraph should not be used in reissue litigation
cases (SSP- 1 month) or in reexamination proceedings,(SSP- 1 or
2 months).
2. 37 CPR 1.136(a) should not be available in a reissue litiga
tion case and is not available in reexamination proceedings.

'If 7.40.01 Action Is Final, Necessitated by IDS With Fee
Applicant's submission of an information disclosure statement

under 37 CPR 1.97(c) with thefee set forth in 37 CPR 1.17(p) on
[11 prompted the new ground(s) ofrejection presented in this
Office action. Accordingly, TIllS ACTION IS MADE FINAL.
See MPEP § 609(B)(2)(i). Applicant is rentinded of the extension
of time policy as set forth in 37 CPR 1.136(a).

A shortened statutory period for replyto this fmal action is set
to expire THREE MONTHS from the mailing date of this action.
In the event a first reply is filed withln TWO MONTHS of the
mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened stat
utory period, then the shortened statutory period willexpire on the
date the advisory action is mailed, and any extension fee pursuant
to 37 CPR 1.136(a) will be calculated from the mailing date of the
advisory action. In no event, however, will the statutory period
for reply expire later than SIX MONTHS from the mailing date of
this final action.

Examiner Note:
1. This form paragraph should not be used and a final rejection
is improper where there is another new ground of rejection intro
duced by the examinerwhich was not necessitated by amendment
to the claims.
2. In bracket 1; insert the filing date of the information disclo
sure statement containing the identification of-the item of infor
mation' used in -thcnew ground of rejection.

706.07(b) Final Rejection, When Proper
on First Action

The claims of a new application may be finally
rejected in the first Office action in those situations
where (A) the new application is.a continuing applica
tion of, or a substitute for, an earlier application, and
(B)411 claimsofthe new application (I) are drawn to
the same invention claimed in the earlier application,
and (2) would have been properly finally rejected on
the grounds and art of record in the next Office action
if they had been entered in the earlier application.

However, it would not be proper to make final a
first Office action in a continuing or substitute appli
cation where that application contains material which
was presented in the earlier application after final
rejection or closing of prosecution but was denied
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entry because (A) new issues were raised that required
further consideration and/or search, or (B) the issue of
new matter was raised.

Further, it would not be proper to make final a firS1
Office action in a continuation-in-part applicatio
where any claim includes subject matter not present i
the earlier application.

A request for an interview prior to first action on a
continuing or substitute application should ordinarily
be granted.

A first action final rejection should be made by
using Form Paragraphs 7.41 or 7.41.03, as appropri
ate.

'!f 7.41 Action Is Final, First Action
This is a [1] of applicant's earlier Application No. [2]. All

claims are drawn to the same invention claimed in the earlier
application and could have been finally rejected on the grounds
and art of record in the next Office .action if they had been entered
in the earlier application. Accordingly, THIS ACTION IS
MADE FINAL even though it is a first action in this case. See
MPEP § 706.07(b). Applicant is reminded of the extension of
time policy as set forth in 37 CFRI.136(a).

A shortened statutory period for reply to this final action is set
to expire THREE MONTHS from the mailing date of this action.
In the event a first reply is filed within TWO MONTHS of the
mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened stat
utory period, then the shortened statutory period will expire on the
date the advisory action is mailed, and any extension fee pursuant
to 37 CFR 1.I36(a) will be calculated from the mailing date of the
advisory action. In no event, however, will the statutory period
for reply expire later than SIX MONTHS from the mailing date of
this fmal action.

Examiner Note:
1. In bracketl, insert either -ccontinuation-. or --substitute--, as
appropriate.
2. If an amendmentwas refused entry in the parent case.on the
grounds that it raised new issues or new matter, this form para
graph cannot be used. See MPEP § 706.07(b).
3. This form paragraph should not be used in reissue litigation
cases (SSP- 1 month) or in reexamination proceedings (SSP-lor 2
months).
4. 37 CFR 1.I36(a) should not be available in a reissue litiga
tion case and is not available in reexamination proceedings.

'If 7.41.03 Action Is Final, First Action Following
Submission Under 37 CFR 1.53(d), Continued Prosecution
Application (CPA)

All claims are drawn to the same invention claimed in the par
ent application prior to the filing of this Continued Prosecution
Application under 37 CFR 1.53(d) and could have been finally
rejected on the grounds and art of record in the next Office action.
Accordingly, THIS ACTION IS MADE FINAL even though it
is a first action after the ming under 37 CFR 1.53(d). Applicant is

reminded of the extension of time policy as set forth in 37 CPR
1.I36(a).

A shortened statutory period for reply to this final action is set
to expire THREE MONTHS from the mailing date of this action.
In the .event a first reply. is filed within TWO· MONTHS of the
mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened stat
utory period, then the shortened statutory period will expire on the
date the advisory action is mailed, and any extension fee pursuant
to 37 CFR 1.I36(a) will be calculated from the mailing date of the
advisory action. In no event, however, will the statutory period for
reply expire later than SIX MONTH~ from the mailing date of
this final action.

Examiner Note:
I. This form paragraph is for a first action final rejection in a
Continued Prosecution Application filed under 37 CPR 1.53(d).
2. This form paragraph must be. preceded by one of form para
graphs 2.30 or 2.35, as appropriate.

'If 7.42.09 Action Is Final, First Action Following Request
for Continued Examination under 37 CFR 1.114

All claims are drawn to the same invention claimed in the
application prior to the entry of the submission under 37 CPR
1.114 and could have been finally rejected on the grounds and art
of record in the next Office action if they had been entered in the
application prior to. entry under 37 CRR 1.114. Accordingly,
TIDS ACTION IS MADE FINAL even though it is a first action
after the filing of a request for continued examination and the sub
mission under 37 CFR 1.114. See MPEP § 706.07(b). Applicant is
reminded of the extension of time policy as set. forth in 37 CPR
1.I36(a).

A shortened statutory period for reply to this final action is set
to expire THREE MONTHS from the mailingdate of this action.
In the event a first reply is filed within TWO MONTHS of the
mailing date of this final action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened stat
utory period, then the shortened statutory period will expire on the
date the advisory action is mailed, and any extension fee pursuant
to 37 CFR 1.I36(a) will be calculated from the mailing date of the
advisory action. In no event, however, will the statutory period for
reply expire later than SIX MONTHS from the mailing date of
this fmal action.

Examiner Note:
This form paragraph is for a first action final rejection follow

ing a Request for Continued Examination filed under 37 CPR
1.114.

706.07(c) Final Rejection, Premature

Any question as to prematureness of a final rejec
tion should be raised, if at all, while the application is
still pending before the primary examiner. This is
purely a question of practice, wholly distinct from the
tenability of the rejection. It may therefore not be
advanced as a ground for appeal, or made the basis of
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complaint before the Board of Patent Appeals and
Interferences. It is reviewable by petition under 37
CFR 1.181. See MPEP § 1002.02(c).

706.07(d) FinalRejection, Withdrawal
of, Premature

If, on request by applicant for reconsideration, the
primary examiner finds the final rejection to have
been premature, he or she should withdraw the final
ity of the rejection. The finality of the Office action
mnst be withdrawn while the application is still pend
ing. The examiner cannot vacate the final rejection
once the application is abandoned.

Form paragraph 7.42 should be used when with
drawing the finality of the rejection of thelast Office
action.

'I 7.42 Withdrawal ofFinality ofLast Office Action

Applicant's request for reconsideration of the finality of the
rejection of thelastOffice action is persuasive and, therefore, the
finality of that action is withdrawn.

706.07(e) Withdrawal of Final Rejection,
General

See MPEP § 714.12 and § 714.13 for amendments
after final rejection.

Once a final rejection that is not premature has been
entered in an application/reexamination proceeding, it
should not be withdrawn at the applicant's or patent
owner's request except on a showing under 37 CFR
~6ab). Further amendment orurgument. will be

.ce SI ered in certain instances. An amendment that
will. place the application either in condition for
allowance or in better form for appeal may be admit
ted. Also, amendments complying with objections or
requirements as to form are to be permitted after final
action in accordance with 37 CFR 1.116(a).

The exaruiner may withdraw the rejection of finally
rejected claims. If new facts or reasons are presented
such as to convince the examiner that the previously
rejected claims are in fact allowable or patentable in
the case of reexamination, then the final rejection
should be withdrawn. Occasionally, the finality of a
rejection may be withdrawn in order to apply a new
ground of rejection.

Although it is permissible to withdraw a final rejec
tion for the purpose of entering a new ground of rejec-

tion, this practice is to be limited to situations where a
new reference either fully meets at least one claim or
meets it except for differences which are shown to be
completely obvious. Normally, the previous rejection
should be withdrawn with respect to the claim or
claims involved.

The practice should not be used for application of
subsidiary references, or of cumulative references, or
of references which are merely considered to be better
than those of record.

When a final rejection is withdrawn, all amend
ments filed after the final rejection are ordinarily
entered.

New grounds of rejection made in an Office action
reopening prosecution after the filing of an appeal
brief require the approval of the supervisory patent
examiner. See MPEP § 1002.02(d).

706.07(f) Time for Reply to Final
Rejection

The time for reply to a final rejection is as follows:

(A) All final rejections setting a 3-month short
ened statutory period (SSP) for reply should contain
one of form paragraphs 7.39, 7.40, 7.40.01, 7.41,
7.41.03, or 7.42.09 advising applicant that if the reply
is filed within 2 months of the date of the final Office
action, the shortened statutory period will expire at 3
months from the date of the final rejection or on the
date the advisory action is mailed, whichever is later.
Thus, a variable reply period will be established. In
no event Can the statutory period for reply expire later
than 6 months from the date of the final rejection.

(B) If the form paragraph setting a variable reply
period is inadvertently not included in the final Office
action, the SSP for reply will end 3 months from the
date of the final Office action and cannot be extended
other than by making a petition and paying a fee pur
suant to 37 CFR 1.136(a). However, if an advisory
action is mailed in such a case where the reply to the
final action has been filed within 2 months, the exam
iner should vacate the original SSP and reset the
period for reply to correspond with the Office policy
set forth in the Notice entitled "Procedure for Han
dling Amendments Under 37 CPR 1.116," 1027 O.G.
71 (Feb. 8, 1983). See paragraph (F) below.
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(C) This procedure of setting a variable reply
period in the final rejection dependent on when appli
cant files a first reply to a final Office action does not
apply to situations where a SSP less than 3 months is
set, e.g., reissue litigation applications (I-month SSP)
or any reexamination proceeding.

ADVISORY ACTIONS

(D) Where the final Office action sets a variable
reply period as set forth in paragraph (A) above AND
applicant files a complete first reply to the final Office
action within 2 months of the date of the final Office
action, the examiner must determine if the reply:

(1) places the application in condition for
allowance - then the application should be processed
as an allowance and no extension fees are due;

(2) places the application in condition for
allowance except for matters of form which the exam
iner can change without authorization from applicant,
MPEP § 1302.04 - then the application should be
amended as required and processed as an allowance
and no extension fees are due; or

(3) does not place the application in condition
for allowance - then the advisory action should
inform applicant that the SSP for reply expires 3
months from the date of the final rejection or as of the
mailing date of the advisory action, whichever is later,
by checking the appropriate box at the top portion of
the Advisory Action form, PIOL-303.

If PTOL-303 is not used, then use Form Para
graph 7.67.01 on all advisory .actions where a first
complete reply has been filed within 2 months of the
date of the final Office action.

'f{ 7.67.01 Advisory After Final, Heading, lst Reply Filed
Within 2 Months

The shortened statutory period for reply expires lHREE
MONTHS from the mailing date of the final rejection or as of the
mailing date of this advisory action, whichever is later. In no
event, however, will the statutory period for reply expire later than
six MONTHS from the mailing date of the final rejection.

Any extension fee required pursuant to 37 CFR 1.17 will be
calculated from the. .date that the shortened statutory period. for
reply expires as set forth above.

Examiner Note:
1. This form paragraph should be used in all advisory actions if:

a. it was the FlRST reply to the to the final rejection, and

b. it was filed within two months of the date of the final rejec
tion.

2. If a notice of appeal has been filed, also use form paragraph
7.68.

3. DO NOT USE TIllS FORM PARAGRAPH FOR REEX
AMINATION PROCEEDINGS.

4. Follow with form paragraph 7.41.01 if transitional provisions
of 37 CFR 1.129(a) are applicable.

(E) Where the final Office action sets a variable
reply period as set forth in paragraph (A) above, and
applicant does NOT file a complete first reply to the
final Office action within 2 months, examiners should
use form paragraph 7.67.

(F) Where the final Office action does not set a
variable reply period as set forth in paragraph (A)
above AND applicant does file a complete first reply
to the final Office action within 2 months, and if an
advisory action is necessary and cannot be mailed
within 3 months of the final Office action, the exam
iner should vacate the original SSP and reset the reply
period to expire on the mailing date of the advisory
action by using form paragraph 7.67.02. In no case
can the statutory period for reply expire later than
6 months from the date of the final Office action. Note
that form paragraph 7.67.02 can be used with the
advisory action (preferable) or after the advisory
action is mailed to correct the error of not setting a
variable reply period.

'f{ 7.67.02 Advisory After Final, Heading, No Variable SSP
Set in Final

Since the first reply to the final Office action was filed withill
TWO MONTHS of the mailing date of that action and.the advi
sory action was not mailed within THREE MONTHS of that date,
the THREE-MONTH shortened statutory period for reply set in
the final Office action is hereby vacated and reset to expire as of
the mailing date of this advisory action. See Notice entitled "Pro
cedure for Handling Amendments Under 37 CFR I.lt6," pub
lished in, the Official Gazette at 1027 O.G 71, February 8, 1983,
In no event, however, will. the statutory period .for reply. expire
later than SIX MONTHS from the mailing date of the final Office
action.

Any extension fee required pursuant to, 37 CFR 1.17 will be
calculated from the mailing date of the advisory action.

Examiner Note:
1. This form paragraph should be used in all advisory actions
where:

a. the reply is a first reply to the final action;

b. the reply was filed within two months of the mailing date of
the final; and

c. the final action failed to inform applicant of a variable SSP
beyond the normal three month period, as is set forth in form para
graphs 7.39 to 7.41:
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2. If the final action set a variable SSP, do not use thisforrn
paragraph, use form paragraph 7.67.01 instead.
3. Ifa notice of appeal has been filed, also use form paragraph
7.68.
1. Follow~ith form paragraph7.41.01 if transitional provisions
of 37 CPR 1.129(a) are applicable.

(G) When an, advisory action properly contains
either form paragraph 7.67.01 or 7.67.02, the time for
appli9ant to take further action (including the calcula
tion of extension fees nnder 37 CPR 1.136(a)) begins
to run 3 months from the date of the final rejection, or
from the date of the advisory action, whichever is
later.,Extension fees cannot be prorated for portions of
a month. In no event can the statutory period for reply
expire later than 6 months from the date of the final
rejection. For example, if applicant itlitially replies
within 2 months from the date of mailing of a final
rejection and the examiner mails an advisory action
before the elld of 3 months from thedate of IIlailingof
the final rejection, the shortened statutory period will
expire at the end of 3 months from the date of mailing
of the final rej~ction. In such case, if a petition for
extension of time is granted, the dU~ date for a reply is
computed from the date stamped or printed on the
Office action with the final rejection. See MPEP §
710.01(a). If the examiner, however, does not mail an
advisory action until after the end of the 3-month
period, the. shortened statutory period will expire on
the date the examiner mails the advisory action and
any extension of timefee would be calculated from
the mailing date of the advisory action.

EXAMINER'S AMENDMENTS

(Hj.Where a complete first reply toa final Office
action has been filed within 2 months of the final
Office action, an examiner's amendment to place the
application in condition for allowattce may be made
without the payment of extension fees even if the
examiner's amendment is made more than 3 months
from the date of the final Office action. Note that an
examiner's amendment may not be made more than 6
months from the date of the final Office action, as the
application would be abandoned at that point by oper
ation of law.

(I) Where a complete first reply to a final Office
action has not been filed within 2 months of the final
Office, action, applicant's authorization to make an
amendment, to place the application in condition for
allowance must be made either within the 3 month

shortened .statutory period or Within an extended
period for reply that has been petitioned and paid for
by applicantpursuant to 37 CPR 1.136(a). However,
an examiner's amendment correcting only formal
matters which are identified for the first time after a
reply is made to a final Office action would not
require any extension fee, since the reply to the final
Office action put the application in condition for
allowance except for the correction of formal matters,
the correctiou of which had not yet been required by
the examiner.

(J) An extension of time under 37 CPR 1.136(a)
requires ~ petition for an exteusion and the appropri
ate fee provided for in 37 CPR 1.17. Where an exten
sion of time is necessary to place an application in
condition for allowance (e.g., when an examiner's
amendment is necessary after the shortened statutory
period for reply has expired), applicant may file the
required petition and fee or give authorization to the
examiner to make the petition of record and charge a
specified fee to a deposit account. Office employees
may not accept oral (telephotlic) instructions to com
plete the Credit Card Payment Form or otherwise
charge a patent process or trademark process fee (as
opposed to informationproduct or service fees) to a
creditcard. When authorizationto make a petition for
an exteusion of time of record is given to the exam
iner, the authorization must be given before the
extended period expires. The authorization must be
made of record in an examiner's amendment by indi
cating the name of the person making the authoriza
tion, when the authorization was given, the deposit
account number to be charged, the length ofthe exten
sion requested and the amount of the fee to be charged
to, the deposit account. Form Paragraph 13.02.02
should be used.

'JI 13.02.02 Extension of Time and Examiner's.Amendment
Authorizedby Telephone

An extension ~f time under 37 CFR 1.136(a) is required in
order to make an examiner's amendment which places this appli
cation in condition for allowance. During a telephone conversa
tion conducted on [1], -. [2] requested ari extension-of time for [3]
MONTH(S) and authorized the Commissioner to charge-Deposit
Account No. [41 the required fee of $ [51 for this extensiou and
authorized the following examiner's amendment. Should- the
changes and/or additions be unacceptable to applicant,-an amend
ment may be filed as provided by 37 CPR 1.312. To ensure con
sideration of such an amendment, it MUST be submitted no later
than the payment of the issue fee.
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Examiner Note:
See MPEP § 706.07(1), item (J) which explains when an exten

sion of time is neededin order to makeamendments to place the
application in condition for allowance.

PRACTICE AFTER FINAL

(K) Replies after final should be processed and
considered promptly by all Office personnel.

(L) Replies after final should not be considered
by the examiner unless they are filed within the SSP
or are accompanied by a petition for an extension of
time and the appropriate fee (37 CFR 1.17 and 37
CFR 1.I36(a)). See also MPEP § 710.02(e). This
requirement also applies to supplemental replies filed
after the first reply.

(M)Interviews may be conducted after the expira
tion of the shortened statutory period for reply to a
final Office action but within the 6-month statutory
period for reply without the payment of an extension
fee.

(N) Formal matters which are identified for the
first time after a reply is made to a final Office action
and which require action by applicant to correct may
be required in an Ex parte Quayle action if the appli
cation is otherwise in condition for allowance. No
extension fees would be required since the reply puts
the application in condition for allowance except for
the correction of formal matters - the correction of
which had not yet been required by the exaruiner.

(0) If prosecution is to be reopened after a final
Office action has been replied to, the finality of the
previous Office action should be withdrawn to avoid
the issue of abandonment and the payment of exten
sion fees. For example, if a new reference comes to
the attention of the exaruiner which renders unpatent
able a claim indicated to be allowable, the Office
action should begin with a statement to the effect
"The finality of the Office action mailed is hereby
withdrawn in view of the new ground of rejection set
forth below." Form paragraph 7.42 could be used in
addition to this statement. See MPEP § 706.07(d).

706.07(g) Transitional After-Final Prac-
tice

37 CFR 1.129. Transitional procedures for limited
examination after final rejection and restriction practice.

(a) An applicant in an application, otherthanfor reissue or a
design patent, thathas been pending for at least two years as of
June 8, 1995, taking into account any reference made in such

application to any earlier filed application under 35 U.S.C. 120,
121 and365(c), is entitled to have a first submission entered and
considered on the merits after final rejectionunder the fono~ing
circumstances: The Office will consider such a submission, if the
first submission and the fee set forthin § 1.17(r) are filed priorto
the filing of an appealbrief andpriorto abandonment of the appli
cation. The finality of the final rejection is automatically with
drawnupon thetimely filing of the submissionandpaymentof the
fee set forthin § 1.17(r). If a subsequent final rejectionis made in
the application, applicant is entitled to have a second submission
entered and considered on the merits after the subsequent final
rejection underthe following circumstances: The Office will con
sider such a submission, if the second submission and a second
fee set forth in § 1.17(r) are filed prior to the filing of an appeal
brief and prior to abandonment of the application. The finality of
the subsequent final rejectionis automatically withdrawn uponthe
timely filing of the submission andpaymentof the second fee set
forth in § 1.17(r). Any submission filed after a final rejection
made in an application subsequent to the fee set forthin § 1.17(r)
having been twice paid will be treated as set forth in § 1.116. A
submission as used in this paragraph includes, but is not limited
to, an information disclosurestatement, an amendment to the writ
ten description, claims or drawings and a new substantive argu
mentor new evidence in support of patentability.

*****

(c) The provisions of this section shall not be applicable to
any application filed afterJune8, 1995.

In order to facilitate the completion of prosecution
of applications pending in the USPTO as of June 8,
1995 and to ease the transition between a 17-year
patent term and a 20-year patent term, Public Law
103-465 provided for the further limited reexamina
tion of an application pending for 2 years or longer as
of June 8, 1995, taking into account any reference
made in the application to any earlier filed application
under 35 U.S.C. 120, 121, or 365(c). The further lim
ited reexamination permits applicants to present for
consideration, as a matter of right upon payment of a
fee, a submission after a final rejection has been
issued on an application. An applicant will be able to
take advantage of this provision on two separate occa
sions provided the submission and fee are presented
prior to the filing of the Appeal Brief and prior to
abandonment of the application. This will have the
effect of enabling an applicant to essentially reopen
prosecution of the pending application on two sepa
rate occasions by paying a fee for each occasion,
and avoid the impact of refiling the application to
obtain consideration of additional claims and/or infor
mation relative to the claimed subject matter. The
transitional after-final practice is only available to
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applications filed on or before June 8, 1995 and it is
not available for reissue or design applications or
reexamination proceedings.

The following flowchart illustrates the transitional
after-final procedures set forth in 37 CPR 1.129(a).
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Transitional After-Final Provision - 37 CFR 1.129(a)
Starting June 8, 1995

I-A-PP-I-ic-all-'0-n-fi-il-ed-O-n-or-be-~-0-re-618-/9-5"""1- N ~--§-1.-1-29-(-a)-n-o-t-av-a-jJ-ab-l-e---"

{

Application hasan effective filing
Atilt,.. nf 618/93 orearlier

y

Submission & § 1.17(r) fee filedprior
to AppealBriefandprior to
"'ha.nrlonment of application

y

Submission enteredand finality of previous
rejection wId. No new matterpermitted.

706.07(g)

Submission fully responsive to the
previous officeaction

y

ISubmission considered in mannerset forth
in MPEP § 706.07(b)

N~

y

Giveapplicant a l-month/30 days
extendable SSPto submita complete
replyto the previous Office action. .

•
Reply complete and timely1N
filed

jApplication is
abandoned

I Furtherprosecution resultsin final rejection I•
Submission & § 1.17(r)fee filedprior I- ~ I

to Appeal Briefandpriorto N Goes normal appealroute
abandonment of application

y

Submission enteredand fmality of previous
rejection wId. No newmanerpermitted.

Submission fully responsive to the I- N
previous office action

y

ISubmission considered in manner set forth L
in MPEP § 706.07(b) .....

J.
I Furtherprosecution resultsin finalrejection I

J.
Normal route

Giveapplicant a l-month/30 days
extendable SSPto submita complete
replyto the previous Office action.

...
Reply complete and timely ~
fHe'rl-

Application is
abandoned
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Effective June 8, 1995, in any pending application
having an actual or effective filing date of June 8,
1993 or earlier, applicant is entitled, under 37 CFR
1.129(a), to have a first submission after final rejec
tion entered and considered on the merits, if the sub
mission and the fee set forth in 37 CFR 1.17(r) are
filed prior to the filing of an Appeal Brief under 37
CFR 1.192 and prior to abandonment, For an applica
tion entering national stage under 35 U.S.C. 371 or an
application filed under 35 U.S.C. HI(a) claiming
benefit under 35 U.S.C. 120 of a PCTapplication
designating the U.S., the PCT international filing date
will be used to determine whether the application has
been pending for at least 2 years as of June 8, 1995.

Form paragraph 7041.01 may be used to notify ap
plicant that the application qualifies under 37 CFR
1.129(a).

'f[ 7.41.01 Transitional After Final Practice, First
Submission (37 CFR 1.129(a))

This application is subject to the provisions of PublicTaw 103
465, effective June 8, 1995. Accordingly; since this application
has been pending for at least two )'ear~, asofJ~ne'8, 1995',takin~

into accountany reference to an earlier filed application under 35
U.S.C. 120, 121 or 365(c),applicant, under 37 CPR 1.129(a), is
entitled to have a first.submission entered and considered on the
merits if, prlor to abandonment, the submission and thefee set
forth in 37 CPR 1.17(r) are filed prior to the filing of an appeal
brief nnder 37 CPR 1.192. Upon the timely filing of a first snb
mission and the appropriatefee of $ [1] for a [2] entity nnder 37
CFR 1.17(r), the finality of the previous Office action will be
withdrawn. If a notice of appeal and the appeal fee set forth in 37
CPR 1.17(e) were filed prior to or with the payment of tbe fee set
forth in 37 CPR 1.17(r), the payment of the fee set forth in 37
CFR 1.17(r) by applicant will be construed as a request to dismiss
the appeal and to continue prosecution under 37 CPR 1.129(a). In
view of 35 U.S.C. 132, no amendment considered as a resultof
payment of the fee set forth in 37CFR L17(r) may introduce-new
matter into the disclosure of the application.

If applicant has filed multiple proposed amendmentswhich,
when entered, would conflict with one_an0ther,:-specific_instruc~

tions for ,entry or non-entry of each such amendment should be
provided uponpayment of any fee nnder 37 CPR 1.17(r).

Examiner Note:
1. Thisfonn paragraph may follow any of form paragraphs
7.39- 7.41, 7.67-7.67.02, 7.72-7.78 or 7.80 in any application filed
prior to June 9, 1995, which has been pending for at least two
years as of June 8, 1995, taking into account any reference under
35 U.S.C. 120, 121 or 365(c) to a previonsly filed application and
no previons fee has been paid nnder 37 CPR I. 17(r).
2. This form paragraph should NOT be used in a design or reis
sue application, or in a reexamination proceeding.
3. In bracket 1, insert the current fee for a large or small entity,
as appropriate.

4. In bracket 2, insert -csmall-, or --large--, depending on the
current status of the application.

The snbmission under 37 CFR 1.129(a) may com
prise, but is not limited to, an information disclosure
statement, an amendment to the written description,
claims or drawings, a new substantive argument and!
or new evidence. No amendment considered as a
result of payment of the fee set forth in 37 CFR
1.17(r) may introduce new matler into the disclosure
of the application35 U.S.C. 132. In view of the fee set
forth in 37CFR 1.17(r), any infOrmation disclosure
statement previously refused consideration in the
application because of applicant's failure to comply
with 37 CFR1.97(c) or (d) will be treated as though it
has been filed within one of the time periods set forth
in 37 CFR 1.97(b) and will be considered without the
petition and petition fee required in 37 CFR 1.97(d), if
it complies with the requirements of 37 CFR 1.98.

]f the application qualifies under 37 CFR 1.129(a),
that is, it was filed on or before June 8, 1995 and the
application has an effective U.S. filing date of June 8,
1993 or earlier, the examiner must check to see if the
submission and 37 CFR 1.17(r) fee were filed prior to
the filing of the Appeal Brief and prior to abandon
ment of the application. If an.amendrnellt \Vas timely
filed in reply to the final rejection but the fee set forth
in 37 CFR 1.17(r)did not accompany the amendment,
examiners will continue to consider these amend
ments in an expedited manner as set forth in MPEP §
714.13 and issue an advisory action notifying appli
cant whether the amendment has been entered. ]f the
examiner indicated in an advisory action that the
amendment has not been entered, applicant may then
pay the fee set forth in 37 CFR 1.17(r) and any neces
sary fee to avoid abandonment of the application and
obtain entry and consideration of the amendment as a
submission under 37 CFR 1.129(a). If the submission
and the fee set forth in 37 CFR 1.17(r) were timely
filed in reply to the final rejection and no advisory
action has been issued prior to the payment of the fee
set forth ill 37 CFR1.17(r), no advisory action will be
necessary. The examiner will notify applicant that the
finality of the previous office action has been with
drawn pursuant to 37 CFR 1.129(a). Jt is noted that if
the submission is accompanied by a "conditional"
payment of the fee set forth in 37 CFR 1.17(r), i.e., an
authorization to charge the fee set forth in 37 CFR
1.17(r) to a deposit account or to a credit card in the
event that the submission would not otherwise be
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entered, the Pl'O will treat the conditional payment as
an unconditional payment of the 37 CFR 1.17(r) fee.

The finality of the final rejection is automatically
withdrawn upon the timely filing of the submission
and payment of the fee set forth in 37 CFR 1.17(r).
Upon the timely payment of the fee set forth in 37
CFR 1.17(r), all previously unentered submissions,
submissions filed with the 37 CFR 1.17(r) fee, and
any submissions filed prior to the mailing of the next
Office action will be entered. Any conflicting amend
ments should be clarified for entry by the applicant
upon payment of the 37 CFR 1.17(r) fee. Absent spe
cific instructious for entry, all submissions filed as of
the date of the withdrawal of the finality of the previ
ous final action will be entered in the order in which
they were filed. Form paragraph 7.42.01 should be
used to notify applicant that the finality of the previ
ous Office action has been withdrawn.

'1 7.42.01 Withdrawal of Finality of Last Office Action 
TransitionalApplication Under 37 CFR 1.129(0)

Since this application is eligible for the transitional procedure
of 37 CPR 1.129(a), and the fee set forth in 37 CPR 1.17(r) has
been timely paid, the finality of the previous Office action. has
been withdrawn pnrsnant to 37 CFR 1.129(a). Applicant's [1]
submission after final filed on [2] has been entered.

Examiner Note:
Insert -cfirst-. or --second-- in bracket 1.

If a Notice of Appeal and the appeal fee set forth in
37 CFR 1.17(b) were filed prior to or with the pay
ment of the fee set forth 37 CFR 1.l7(r), the payment
of the fee set forth in 37 CFR 1.17(r) by applicant is
construed as a request to dismiss the appeal and to
continue prosecution under 37 CFR 1.129(a).

Upon the timely payment of the fee set forth in 37
CFR 1.17(r), if the examiner determines that the sub
missiou is not fully responsive to the previous Office
action, e.g., if the submission only includes an infor
mation disclosure statement, applicant will be given a
new shortened statutory period of 1 month or 30 days,
whichever is longer, to submit a complete reply. Form
paragraph 7.42.02 should be used.

'17.42.02 Nonresponsive Submission Filed Under 37 CFR
1.129(0)

The timely snbmission under 37CFR 1.129(a) filed on [1] is
not fully responsive to the prior Office action because [2]. Since
the submission appears to be a bona fide attempt to provide a
complete reply to the prior Office action, applicant is given a
shortened statntory period of ONE MONTH or THIRTY DAYS

from the mailing date of this letter, whichever is longer, to submit
a complete reply. This shortened statutory period supersedes the,
time.period set in the priorOffice action. This time period may be
extended pursuant to 37 CPR 1.136(a). If a notice of appeal and
the appeal fee set forth in 37 CPR 1.17(e) were filed prior to or
with the payment of the fee set forth in 37 CPR 1..17(r), the pay
ment of the fee set forth in 37 CPR 1.17(r) by applicant is con
strued as a request _to dismiss the appeal and, to continue
prosecntion under 37 CPR 1.129(a). The appeal stands dismissed.

Examiner Note:
The reasons why the examiner considers the submission not to

be fully responsive must be set forth in bracket 2.

After submission aridpayment of the fee set forth in
37 CFR 1.17(r), the next Office action on the merits
may be made final only under the conditions for mak
ing a first action in a continuing application final set
forth in MPEP § 706.07(b).

Form paragraph 7.42.03 may be used if it is appro
priate to make the first action final following a sub
mission under 37 CFR 1.129(a).

'1 7.42.03 Action Is Final, First Action Following
Submission Under 37CFR 1.129(0)

All claims are drawn to the same invention claimed in the
application prior to the entry of the submission under' 37 CPR
1.129(a) and could have been finally rejected. on the grounds and
art of record in the next Office action if they had been entered in
the application prior to entry under 37 CPR 1.129(a). Accord
ingly, TillS ACTION IS MADE lITNAL even though it is a first
action after the snbmission under 37 CFR 1.129(a). See MPEP §
706.07(b). Applicant is reminded of the extension of time policy
as set forth in 37 CPR 1.136(a).

A shortened statutory period for reply to this final action is set
to expire THRERMONlHS from the mailing date of this action,
In the, event a first reply is filed within TWO MONTHS of the
mailing date of this _final action _and the advisory action is not
mailed until after the end of the THREE-MONTH shortened stat
utory period, then the shortened statutory period will expire on the
date the advisory action is mailed, and any extension fee pursuant
to 37 CPR 1.136(a) will be calculated from the mailing date of the
advisory action. In no event, however, will the statutory period for
reply expire later than SIX MONTHS from the mailing date of
this final action.

Examiner Note:
Also use form paragraph 7.41.02 if this is a final rejection fol

lowing a first submission under 37 CFR 1.129(a).

If a subsequent final rejection is made in the appli
cation, applicant would be entitled to have a second
submission entered and considered on the merits
under the same conditious set forth for consideration
of the first submission. Form paragraph 7.41.02
should be used.
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'I 7.41.02 Transitional After Final Practice, Second
Submission (37 CFR 1.129(a))

Since the fee setJorth in 37 CFR 1.I7(r) for a fir~t submission
shbseq~enttoafinalrejection has been previously~aid~ applicant,
under 37 CFR 1.I29(a), is entitled to bave asec?nd snbmission
entered and considered on the merits, if, prior to ,abandonment, the
second submission and the fee set forth in 37 CPR 1.17(r) are
filed prior to the filing of ~n appeal brief under 37 CFR 1.192.
Upon the timely filing of a second'submission andthe appropriate
fee of $ [1] for a [2] entity under 37CFR 1.I7(r),the finality of
the previo~s Office a~tionwill be withdrawn. If a notice ,of appeal
and the appeal fee set forth in 37 CFR 1.I7(e) were filed prior to
or with the payment of the fee set forth in 37 CFR 1.I7(r), the
payment of the fee set forth in 37 CFR 1.I7(r) by applicant will
be construed asa request to dismiss the ~ppeal and to continue
prosecution under 37 CFR U29(a). 1nview of 35 U.S.C. 132, no
amendment considered as-a result of payment of the fee' set forth
in' 37 'CFRL17(r)'may introduce new matter Into-the disclosure

ofthe application.

Examiner Note:
1. This form paragraph is to follow any of form paragraphs
7.39-7.41 in any application filed prior to June 9, 1995, whicb has
been pending for at least two years as ofJune ,8, 1995, taking into
account any reference under 35 U.S.C. 120, J21 or 365(c) to a
previously filed application and a first submission fee has .been
previously paid under 37CFRL17(r).

2. This form paragraph should NOT be used in a design-orreis
sue 'application or in a reexamination proceeding.

3. In bracket 1, insert the currentfee for alarge Orsmallentity,
as'appropriate.

4. In bracket 2, Insert --:,sm~l-- or --large--, depending on the
current status of the application.

5. If the fee set-forth in 37 CFR L17(r) bas been twice paid, the
provisions of 37 CFR L129(a) are.no longer available.

Any submission filed after a final rejection made in
the application subsequent to the fee set forth in 37
CFR 1.J7(r)hayil1g;been twice paid wiJI be treated in
accordance with the current after-final practice set
forth in 37CFR 1.116.

706.07(h) Request for Continued
Examination (RCE) Practice

35 CFR 132(b). Notice ofrejection; reexamination.

*****

(b) The Director shall prescribe regulations to provide for
the continued examination of applications for patent at the request
of the applicant. The Dire'ctormaY,establish' appropriate fees for
such continued examination and shall provide a 50 percent reduc
tion in such fees -for-small entities that qualify for reduced fees
under section 41(h)(l) of this title.

37 CFR 1.114. Requestfor continued examination.
(a) If prosecution in an application is closed, an applicant

may request continued examination of the application by filing a
submission and the fee setforth in § 1.I7(e) prior to the. earliest

of:

(1) Payment of the issue fee, unless a petition under §.

1.313 is granted:

(2)' Abandonment of the application; or

(3) Tbe filing of a notice of appeal to the U.S. Court of
Appeals for the Federal Circuit under 35 U.S.C.141, or the com
mencement of a civil action under 35 U.S.c. 145 or 146, unless
the appeal Of civil.action is terminated.

(b)Prosecuticin in _an application is closed as used in this
section means that the application is under appeal, Of that the last
Office action is a finalaction (§ 1.113), a notice of allowance (§
1.311), or an action-that otherwise closes prosecution in the.appli
cation.

(c),Asubmission as used in this section includes, but is not
limited to, an information disclosure statement, an amendment to
the written description, claims, or drawings, new arguments, or
new evidence in support of' patentability. If reply to an Office
action under 35 U.S.c. 132 is outstanding, the submission must
meet the reply requirements of § 1.111.

(d), If aIlapplicant timely files a submission an~ fee setforth
in § 1.I7(e), the Office will withdraw the finality of any Office
action' and the submission will be entered and considered. If an
applicant files a request for continued examination undenhis sec
tion after appeal, but prior to a decision' on the 'appeal, it will be
treated as a request to withdraw the appeal and to reopen prosecu
tion of the application before the examiner. An appeal brief.under
§ 1.192 or a reply brief under § 1.I93(b), or related papers, will
not be considered a submission under this section.

(e) Theprovisions ofthis section do not apply to:

(1) Aprovisional application:

(2) An application for a utility or plant patent filed under
35 U.S.C. l11(a) before June 8, 1995;

(3) An international application filedunder 35 U.S.C. 363
before June 8, 1995:

(4) An application for a design patent; or

(5) A patent under reexamination;

35 U.S.C. 132(b) provides for continued examina
tion of an application at the request of the applicant
(request for continued examination or RCE) .upon
payment of a fee, without requiring the applicant to
file a continuing application under 37 CFR 1.53(b) or
a continued prosecution application (CPA) under 37
CFR 1.53(d). To implement the RCE practice, 37
CFR 1.114 provides a procedure under which an
applicant may obtain continued examination of an
application in which prosecution is closed (e.g., the
application is under final rejec1ion or a notice of
allowance) by filing a submission and paying a speci
fied fee.
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I. CONDITIONS FOR FILING AN RCE

The provisions of 37 CFR 1.114 apply to utility or
plant applications filed under 35 U.S.c. 111(a) on or
after June 8, 1995, or international applications filed
under 35 U.S.C. 363 on or after June 8, 1995. The
RCE provisions of 37 CPR 1.114 do not apply to:

(A) a provisional application;
(B) an application for a utility or plant patent filed

under 35 U.S.C. l11(a) before June 8,1995;
(C) an international application filed nnder

35 U.S.C. 363 8, 1995;
(D) an application for a design patent; or
(E) a patent under reexamination.

See 37 CFR 1.114(e).
An applicant may obtain continued examination of

an application by filing a submission and the fee set
forth in 37 CPR 1.17(e) prior to the earliest of:

(A) payment of the issue fee (unless a petition
under 37 CFR 1.313

(B) abandonment of the application; or
(C) the filing of a notice of appeal to the U.S.

Court of Appeals for the Federal Circuit or the corn,
mencement of a civil action (unless the appeal or civil
action is terminated).

See 37 CFR 1.114(a). An applicant cannot request
continued examination of an application until after
prosecution in the application is closed. See 37 CFR
1.114(a). Prosecution in an application is closed if the
application is under appeal, or the last Office action is
a final action (37 CFR 1.113), a notice of allowance
(37 CPR 1.311), or an action that otherwise closes
prosecution in.the application (e.g., an Office action
under Ex parte Quayle, 1935 Cornrn'r Dec, 11
(1935)).

II. SUBMISSION REQUIREMENT

A "submission" as used in 37 CFR 1.114 includes,
but is not limited to, an information disclosure state
ment, an amendment to the written description,
claims, or drawings, new arguments, or new evidence
in support of patentability. See 37 CFR 1.114(c). The
definition for a "submission" in 37 CFR 1.114 is the
same as the definition in 37 CFR 1.129(a). See MPEP
§ 706.07(g) for transitional after-final practice under
37 CPR 1.129(a). If a reply to an Office action under
35 U.S.C. 132 is outstanding, the submission must

meet the reply requirements of 37 CPR 1.111. See
37 CFR 1.114(c). Thus, an applicant may file a sub
mission under 37 CFR 1.114 containing only an infor
mation disclosure statement (37 CFR 1.97 and 1.98)
in an application subject to a notice of allowance
under 35 U.S.c. 151. An appeal brief or a reply brief
(or related papers) will not be considered a submis
sion under 37 CFR 1.114. See 37 CFR 1.114(d). The
submission, however, may consist of the arguments in
a previously filed appeal brief or reply brief, or may
simply consist of a statement that incorporates by ref
erence thearguments in a previously filed appealbrief
or reply brief. In addition, a previously filed amend
ment after final (whether or not entered) may satisfy
this submission reqnirement.

Arguments submitted after final rejection, which
were entered by the examiner but not found persua
sive, may satisfy the submission requirement if such
arguments are responsive within the meaning of 37
CPR 1.111 to the Office action. Consideration of
whether any submission is responsive within the
meaning of 37 CFR 1.111 to the last outstanding
Office action is done without factoring in the "final"
status of such outstanding Office action. Thus, a reply
which might not be acceptable as a reply under
37 CPR 1.113 when the application is under a final
rejection may be acceptable as a reply under 37 CFR
1.111.

III. INITIAL PROCESSING

An RCE will be initially processed by the Technol
ogy Center (TC) assigned the. application. Technical
support personnel in the TC will verify that:

(A) the RCE was filed on or after May 29, 2000;
(B) the application was filed on or after June 8,

1995;
(C) the application is a utility or plant application

(e.g., not a design application);
(D) the application was pending (i.e., not patented

or abandoned) when the RCE was filed;
(E) prosecution in the application is closed (e.g.,

the last Office action is a final rejection, notice of
allowance, or an Office action under Ex parte Quayle,
1935 Cornrn'r Dec. 11 (1935), or the application is
under appeal);

(F) the RCE was filed before the payment of the
issue fee or, if not, a petition under 37 CPR 1.313 to
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withdraw the application from issue was filed and
granted;

(G) the RCE was accompanied by the proper
fee(s) including the RCE fee under 37 CPR 1.17(e);
and

(H) the RCE included a submission as required by
37CFR 1.114.

A. Treatment of Improper RCE

If one or more couditious for filing an RCE have
not beeu satisfied, applicant will be so notified, Geu
erally, a "Notice of Improper Request for Continued
Examination (RCE)," Form PTO-2051, will be mailed
to applicant, An improper RCE will not operate to toll
the running of any time period set in the previous
Office action for reply to avoid abandonment of the
applicatiou.

If an examiuer discovers that au improper RCE has
beeu forwarded to the examiner iu error, the applica
tion should be inimediately returned to a head super
visory legal iustruments examiner (HSLIE) within the
TC.

1. Prosecution Is Not Closed

If prosecution in the application is uot closed,
applicant will be notified of the improper RCE and
any amendment/reply will be entered. Thereafter, the
application will be forwarded to the examiuer for con
sideratiou of the amendment/reply under 37 CFR
1.111.

2. Application Is Under Appeal

If the application is under appeal and the RCE was
not accompauied by the fee set forth in 37 CPR
1.17(e) and/or a submission as required by 37 CPR
1.114, the application will be forwarded to the exam
iner for appropriate treatment and applicant will be
notified of the improper RCE (See subsectiou X
below).

B. Ambiguous Transmittal Paper

If an applicant files a transmittal paper that is
ambiguous as to whether it is a continued prosecution
application (CPA) under 37 CFR 1.53(d) or a request
for continued examinatiou (RCE) uuder 37 CPR 1.114
(e.g., contaius references to both an RCE and a CPA),
and the application is eligible for either a CPA or an

RCE (i.e., a plant or utility application filed on or after
June 8, 1995, but before May 29, 2000), that ambigu
ity will be resolved in favor of treating the transmittal
paper as a request for a CPA under 37 CPR 1.53(d).
Other papers filed with the transmittal paper (e.g., a
preliminary amendment or information disclosure
statement) will not be taken into account in determin
ing whether a transmittal paper is a CPA, or an RCE,
or ambiguous as to whether it is a CPA or an RCE.

C. Treatment ofConditional RCE

If a submission is accompanied by a "conditional"
RCE and payment of the RCE fee under 37 CFR
1.I7(e) (i.e., an authorization to charge the 37 CPR
1.17(e) fee to a deposit account in the event that the
submission would not otherwise be entered), the
Office will treat the "conditional" RCE and payment
as if an RCE and payment of the fee set forth in
37 CPR 1.17(e) had been filed.

D. Treatment ofProper RCE

If the conditions for filing an RCE have been satis
fied, the technical support personnel will process the
RCB. Any previously filed unentered amendments,
amendments filed with the RCE, and any amendments
filed prior to the mailing of the next Office action
(after the RCE) will normally be entered. Absent spe
cific instructions for entry, all amendments filed as of
the date the RCE is filed are entered in the order in
which they were filed. If conflicting amendments
have been previously filed, applicant should clarify
which amendments should be entered upon filing the
RCE (and fee). Applicants are encouraged to file all
amendments no later than the filing of the RCE to
avoid disapproval of entry under 37 CPR 1.111(b).
See MPEP § 714.03(a). If additional time is ueeded to
prepare and file a supplement (e.g., affidavit or decla
ration containing test data) to the previously filed sub
mission, applicant should consider filing a suspension
of action by the Office .under 37 CFR 1.I03(c) with
the RCB. For more details on suspension of action,
see MPEP § 709.

After entry of any amendments and processing of
the fee(s), the application will be forwarded to the
examiner. Unlike a CPA, applicant does not need to
pay a fee for excess claims previously paid for prior to
the filing of the RCE. Of course, new claims in excess
of the number previously paid for, which are filed
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with the RCE or thereafter. will require payment of
the appropriate fees(s) under 37 CPR 1.16.

IV. IMPROPER CPA TREATED AS RCE

37 CFR 1.53(d)(I)(i) has been amended to provide
that CPA practice under 37 CFR 1.53(d) does not
apply to applications (other than design) if the prior
application has a filing date on or after May 29, 2000.
Thus, an application (except for a design application)
must have an actual filing date before May 29, 2000
for the applicant to be able to file a CPA of that appli
cation. While the Office uses the filing date (and
application number) of the prior application of a CPA
for identification purposes, the filing date of a CPA
under 37 CFR 1.53(d) is the date the request for a
CPA is filed. See 37 CFR 1.53(d)(2). Thus, if a CPA
of an application (other than for a design patent) is
filed on or after May 29, 2000, 37 CFR 1.53(d)(I)(i)
does not permit the filing of a further CPA, regardless
of the filing date of the prior application as to the first
CPA (i.e., the filing date used for identification pur
poses for the CPA).

ill the event that an applicant files a request for a
CPA of a utility or plant application that was filed on
or after May 29, 2000 (to which CPA practice no
longer applies), the Office will automatically treat the
improper .CPA as an RCE of the prior application
(identified in the request for CPA) under 37 CFR
1.114. If the CPA does not satisfy the requirements of
37 CPR 1.114 to be a proper RCE (e.g., lacks a sub
mission under 37 CFR 1.114(b), or is not accompa
nied by the fee set forth in 37 CFR 1.17(e)), the
improper CPA will still be treated as an RCE (albeit
an improper RCE), and the time period set in the last
Office action (or notice of allowance) will continue to
run. If the time period (considering any available
extension under 37 CPR 1.136(a») has expired, the
applicant will need to file a petition under 37 CPR
1.137 (with the lacking submission under 37 CPR
1.114(b) or fee set forth in 37 CFR 1.17(e)) to revive
the abandoned application.

If an applicant files a request for a CPA of an appli
cation to which CPA practice no longer applies and
the CPA satisfies the requirements of 37 CFR 1.114 to
be a proper RCE, but the applicant does not want the
request for a CPA to be treated as a RCE under 37
CFR 1.114 (e.g., the CPA is a divisional CPA), the
applicant may file a petition under 37 CPR 1.53(e)

requesting that the improper CPA be converted to an
application under 37 CFR 1.53(b). A petition under
37 CFR 1.53(e) to accept and treat an improper appli
cation filed under 37 CFR 1.53(d) as a proper applica
tion under 37 CPR 1.53(b) must include:

(A) the $130.00 petition fee;
(B) a true copy of the complete nonprovisional

application, as filed, designated as the prior nonprovi
sional application in the application papers filed under
37 CFR 1.53(d);

(C) any amendments entered in the prior nonpro
visional application;

(D) any amendments submitted but not entered in
the prior nonprovisional application and directed to be
entered in the application papers filed under 37 CFR
1.53(d); and

(E) an executed oath or declaration under 37 CFR
1.63, if one has not already been submitted with the
application papers filed under 37 CFR 1.53(d).

The Office will not grant such a petition unless the
petition is before an appropriate deciding official
before an Office action has been mailed in response to
theRCE under 37 CFR 1.114 (as the improper CPA is
being treated). If an Office action has been mailed in
response to the RCE, the applicant should then simply
file a new application under 37 CFR 1.53(b) within
the period for reply to such Office action.

Form paragraph 7.42.15 should be used by the
examiner to inform applicant that a CPA is being
treated as a RCB.

'I 7.42.15 Continued Prosecution Application Treated as
Continued Examination under 37 CFR 1.114

The request for a continued prosecution application (CPA)
under 37 CPR 1.53(d) filed on [IJ is acknowledged. 37 CFR
1.53(d)(I) was ameuded to provide tbat the prior application of a
CPA must be: (I) a utility or plant application that was filed under
35 V.S.c. 111(a) before May 29, 2000, (2) a design application,
or (3) the national stage of an international application that was
filed under 35 V.S.C. 363 before May 29, 2000. See Changes to
Application Examination and Provisional Application Practice,
final rule, 65 Fed. Reg. 50092 (Aug. 16, 2000), 1238 Off. Gaz
Pat. Office 13 (Sept. 5, 2000). Since a CPA of this application is
not permitted under 37 CFR 1.53(d)(l), the improper request for a
CPA is being treated as a request for continued examination-of this
application under 37 CFR 1.114.

Examiner Note:
1. Vse this form paragrapb to advise the applicant that a CPA is

being treated as.an RCE.
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2. Also use form paragraph 7.42.04, 7.42.05, 7.42.06, or
7.42.07 as applicable, to acknowledge entry of applicant's submis
sion if the fee set forth in 37 CFR 1.17(e) has been timely paid.

3. If the fee set forth in 37 CFR 1.17(e) and/or a submission as
required by 37 CFR 1.114 is/are missing and the application is not
under appeal, a Notice of Improper Request for Contfnued Exami
nation should be mailed. If the application is under appeal and the
fee set forth in 37 CFR 1.17(e) and/or submission is/are missing,
this form paragraph should be followed with one' of form 'para
graphs 7.42.10 -7.42.14, as applicable.

V. AFTER FINAL REJECTION

If an applicant timely files an RCE with the fee set
forth in 37 CFR 1.17(e) and a snbmission, the Office
will withdraw the finality of any Office action to
which a reply is ontstanding and the submission will
be entered and considered. See 37 CFR 1.114(d).1f
the application is nnder final rejection, a submission
meeting the reply requirements 007 CFR 1.111 must
be timely received to continue prosecution of an
application. In other words, the mere request for, and
payment of the fee for, continued examination will
not operate to toll the running of any time period set
in the previons Office action for reply to avoid aban
donment of the application.

Form paragraph 7.42.04 should be nsed to notify
applicant that the finality of the previous Office action
has been withdrawn.

'f{ 7.42.04 Continued Examination under 37 CFR 1.114
after Final Rejection

A request for continued examination under 37CFR 1.114,
including the fee set forth in 37 CPR 1.17(e), was filed in this
application after final rejection. Since this application is eligible
for continued examination under 37 CFR 1.114, and the fee set
forth in 37 CFR 1.17(e) has been timely paid, the finality of the
previous Office action has been withdrawn pursuant to 37 CPR
1.114. Applicant's submission filed on [1] has been entered.

Examiner Note:
L Use this form paragraph if a request for continued examina

tion (RCE), including the fee set forth in 37 CFR 1.17(e) and a
submission, was filed after a final rejection.
2. In bracket 1, insert thedate(s) of receipt of the submission.
The submission may be a previously filed amendment(s) after
final rejection and/or an amendment accompanying the RCE. As
set forth in 37 CPR 1.114, a submission may include an informa
tion disclosure statement, an amendment to the written descrip
tion, claims, or drawings, new arguments, or new evidence in
support of patentability. If a reply to the Office action is outstand
ing the submission must meet the reply requirements of 37 CFR
1.111. Use instead form paragraph 7.42.08 if the submission does
not comply with 37 CPR 1.111. Arguments which were previ
ously submitted in a reply after final rejection, which were entered

but not found persuasive, may be considered a submission under
37 CPR 1.114 if the arguments are responsive within the meaning
of 37 CPR 1.111 to the outstanding Office action. If the last sen
tence of this form paragraph does not apply (e.g., the submission
consists of previously entered arguments), it may be deleted or
modified as necessary.

3. To be eligible for continued examination under 37 CPR
1.114, the application must be a utility or plant application filed
under 35 U.S.C. 111(a) on or after June 8, 1995, or an interna
tional application filed under 35 U.S.c. 363 on or after June 8,
1995. Tbe RCE must be filed on or after May 29, 2000.

VI. NOT FULLY RESPONSIVE SUBMISSION

If reply to a final Office action is outstanding and
the submission is not fully responsive to the final
Office action, then it must be a bona fide attempt to
provide a complete reply to the final Office action in
order for the RCE to toll the period for reply. If the
submission is a bona fide attempt to provide a com
plete reply, applicant should be informed that the sub
mission is not fully responsive to the final Office
action, along with the reasons why. and given a new
shortened statutory period of one month or thirty days
(whichever is longer) to complete the reply. See
37 CFR 1.135(c). Form paragraph 7.42.08 set forth
below should be used.

If the submission is not a bona fide attempt to pro
vide a complete reply, the RCE shonld be treated as an
improper RCE. Thus, a "Notice of Improper Reqnest
for Continued Examination (RCE)," Form PTO-2051,
should be prepared by the technical support personnel
and mailed to applicant indicating that the request was
not accompanied by a submission as required by 37
CFR 1.114. The RCE will not toll the period for reply
and the application will be abandoned after the expi
ration of the statutory period for reply if no snbmis
sion complying with 37 CFR 1.111 is filed. For
example, if reply to a final Office action is outstand
ing and the snbmission only includes an information
disclosure statement (IDS), the submission (i.e., the
IDS) will not be considered a bona fide attempt to
provide a complete reply to the final Office action and
the period for reply will not be tolled.

'f{ 7.42.08 Request For Continued Examination With
Submission Filed Under 37 CFR 1.114 Which is Not Fully
Responsive

Receipt is acknowledged of a request for continued examina
tion under 37 CPR 1.114, including the fee set forth in 37 CPR
1.17(e) and a submission, filed on [1]. The submission, however,
is not fully responsive to the prior Office action because [2]. Since
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the submission appears to be. a bona fide attempt to provide a
complete reply to the prior Office action, applicant is given a
shortened statntory period of ONE MONTH or THIRTY DAYS
from the mailing date of this letter, whichever is longer, to submit
a complete reply. This shortened statutory period for reply super
sedes the time period set in the prior Office action. This time
period may be extended pursuant to 37 CPR 1.136(a).

Examiner Note:
1. Use this form paragraph to acknowledge an RCE filed with

the fee and a submission wherethe submission is not fully respon
sive to the prior Office action. This form paragraph may be used
for any RCE filed with a submission which is not fully responsive,
i.e., an RCE filed after fmal rejection, after allowance, after an
Office action under Ex parte Quayle, 25 USPQ 74, 453 o.a 213
(Comm'r Pat. 1935), or after appeal.

2. In bracket 2, identify the reasons why the examiner considers
the submission not to be fully responsive.

3. To be eligible for continued, examination under 37 CPR
1.114, the application must be a utility or plant application filed
under 35 U.S.c. •111(a) on Drafter June 8, 1995, or an interna
tional application filed under 35 U.S.C. 363 on or after June 8,
1995. The RCE must be filed on or after May 29, 2000.

VII. NEW MATTER

35 U.S.C. 132(a) provides that "[n]o amendment
shall introduce new matter into the disclosure of the
invention." Any amendment entered pursuant to
37 CFR 1.114 that is determined to contain new mat
ter should be treated in the same manner that a reply
under 37 CFR I.lll determined to contain new matter
is currently treated. See MPEP § 706.03(0). In those
instances in which an applicant seeks to add new mat
ter to the disclosure of an application, the procedure in
37 CFR I.1l4 is not available. and the applicant must
file a continuation-in-part application under 37 CFR
I.53(b) containing such new matter. In addition, as
35 U.S.c. 132(b) and 37 CFR 1.114 provide contin
ued examination of an application (and not examina
tion of a continuing application), the applicant cannot
file an RCE to obtain continued examination on the
basis of claims that are independent and distinct from
the claims previously claimed and examined as a mat
ter of right (i.e., applicant cannot switch inventions)
(see 37 CFR 1.145).

VIII. FIRST ACTION FINAL AFTER FILING
ANRCE

The action immediately subsequent to the filing of
an RCE with a submission and fee under 37 CFR
1.114 may be made final only if the conditions set

forth in MPEP § .706.07(b) for making a first action
final in a continuing application are met.

Form paragraph 7.42.09 should be used if it is
appropriate to make the first action after the filing of
the RCE final.

'f{ 7.42.09 Action Is Final. First Action Following Request
for Continued Examination under 37 CFR 1.114

AIl claims are. drawn to 'the SaI)1e invention claimed in the
application prior to the entry' of the submission under 37 CFR
1.114 and could have been finally rejected on the grounds and art
of record in the next Office action if they had been entered in the ,
application, prior, to entry under 37 CFR 1.114. Accordingly,
TillS ACTION IS MADE FINAL even though it is a firstaction
after the filing of a request for continued examination and the sub
mission under 37 CPR 1.114. See MPEP § 706.07(b). Applicant is
reminded of the extension of time policy as set forth in 37 CFR
1.136(a).

A shortened statutory periodfor reply to this final action is set
to expire THREE MONTHS from the mailingdate 'of this action:
In the event a first reply is filed within TWO MONTHS of the
mailing date of this filial action and the advisory action is not
mailed until after the end of the THREE-MONTH shortened stat.
utory period, then the shortened statutory period will expire on the'
date the advisory action is mailed, and any extension fee pursuant
to 37 CPR 1.136(a) will be calculated from the mailing date of the
advisory action;' In no event, however, will the statutory period for
reply expire later than SIX MONTHS from the mailing date of
this final action.

Examiner Note:
This-form paragraph-is for a first action final rejection follow

ing aRequest for Continued Examination filed under 37CFR
1.114.

IX. AFTER ALLOWANCE OR QUAYLE
ACTION

The phrase "withdraw the finality of any Office
action" in 37 CFR 1.114(d) includes the withdrawal
of the finality of a final rejection, as well as the clos
ing of prosecution by an Office action under Ex parte
Quayle, 1935 Comm'rDec. 11 (1935), or notice of
allowance under 35 U.S.c. 151 (or notice of
allowability). Therefore, if an applicant files an RCE
with the fee set forth in 37 CFR 1.17(e) and a submis
sion in an application which has been allowed, prose
cution will be reopened. If the issue fee has been paid,
however, payment of the fee for an RCE and. a sub
mission without a petition under 37 CI'R 1.313
to withdraw the application from issue will not
avoid issuance of the application as a patent. If an
RCE (with the fee and a submission) is filed in an
allowed application prior to payment of the issue fee,
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If an applicant files an RCB under 37 CPR 1.114
after the filing of a Notice of Appeal to the Board of
Patent Appeals and Interferences, but prior to a deci-

Examiner Note:
1. Use.this form paragraph if a request for continued examina

tion (RCE), including the fee set forth in 37 CPR 1.17(e) and a
submission, was filed after a notice of allowance (or notice of
allowability) or Office action under Ex parte Quayle, 25 USPQ
74,4530.00 213 (Comm'r Pat. 1935).

2. In bracket I insert the date(s) of receipt of the submission. As
set forth in 37 CPR 1.114, a submission may include an informa
tion disclosure statement, -an amendment: to the written -descrip
tion, claims, or drawings, new arguments, or new evidence in
support of patentability.
3. To be eligible for continued examination under 37 CFR
1.114, the application must be a utility or plant application filed
under 35 U.S.C. 11I (a) on or after June 8, 1995, or an interna
tional application filed under 35 U.S.C. 363 on or after June 8,
1995. The RCE must be filed on or after May 29, 2000.

4. If the RCEwas filed after the issue fee was paid, a petition
under 37 CFR1.313 to withdraw the application from issue must
have been filed and granted.

a petition nnder 37 CFR 1.313 to withdraw the appli
cation from issue is.not required.

If an RCB is filed in an allowed application after
the issue fee has been paid and a petition under
37 CFR 1.313 is also filed and granted, the applicant
does not have to pay the issue fee again if the applica
tion is thereafter allowed. If the issue fee has been
paid and prosecution is reopened, the applicant may
not obtain a refund of the issue fee. If, however, the
application is subsequently allowed, applicant may
request that the previously submitted issue fee be
applied toward payment of the issue fee required by
the new notice of allowance.

Form paragraph 7.42.05 should be used to notify
applicant that prosecution has been reopened.

'ff 7.42.05 Continued Examinotion Under 37 CFR 1.114
After Allowance or Quayle Action

A request for. continued examination under 37 CPR 1.114,
including the fee set forth in 37 CPR 1.17(e), was filed in this
application .after .allowance or after .an Office,' action under Ex
Parte Quayle, 25 USPQ 74, .453 0.00 213 (Comm'r Pat. 1935).
Since this application-is eligible for continued exarninationunder
37 CFR 1.114, and the fee set forth in 37 CPR 1.17(e) has been
timely paid,prosecution in this application has been reopened
pursuant to 37 CPR 1.114. Applicant's submission filed on [II has
been entered.

x. AFTER APPEAL BUT
DECISION BY THE BOARD

BEFORE

sion on the appeal, it will be treated as a request to
withdraw the appeal and to reopen prosecution of the
application before the examiner. See 37 CFR
1.114(d). Thus, the filing of an RCB under
37 CPR 1.114 in an application on appeal awaiting a
decision by the Board on the appeal will be treated as
a withdrawal of the appeal by the applicant, regardless
of whether the request for continued examination
under 37 CPR 1.114 includes the appropriate fee
(37 CFR 1.17(e)) or a submission (37 CFR 1.114(c)).
Applicants should advise the Board of Patent Appeals
and Interferences when an RCB under 37 CPR 1.114
is filed in an application containing an appeal await
ing decision. Otherwise, the Board of Patent Appeals
and Interferences may refuse to vacate a decision ren
dered after the filing (but before the recognition by
the Office) of an RCB under 37 CPR 1.114.

Form paragraph 7.42.06 should be used to notify
applicant that the appeal has been withdrawn and
prosecution has been reopened.

'ff 7.42.06 Continued Examinotion Under 37 CFR 1.114
After Appeal But Before A Board Decision

A request for continued examination under 37 CFR 1.114 was
filed in this application after appeal to the Board of Patent
Appeals and Interferences, but prior to a decision on the appeal.
Since this application is eligible for continued examination under
37 CPR 1.114 and the fee set forth in 37 CPR 1.17(e) has been
timely paid, the appeal has been withdrawn pursuant to 37 CFR
1.114 and prosecution in this application has been reopened pur
suant to 37 CPR 1.114. Applicant's suhmission filed on [II has
been entered.

Examiner Note:
1. Use this form paragraph if a request for continued examina

tion(RCE), including the fee set forth in 37 CPR 1.17(e) and a
submission, was filed after a Notice of Appeal or an appeal brief,
but there has not been a decision on the appeal. Note that it is not
necessary for an appeal brief to have been filed.
2. As set forth in 37 CPR 1.114, a submission may include an
information disclosure statement, an amendment to the written
description, claims, or drawings, new arguments, or new evidence
in support of patentability. The submission may consist of argu
ments in a previously filed appeal brief or reply brief, or an incor
poration of such arguments in the transmittal letter or other paper
accompanying the RCB.
3. To be eligible for continued examination under 37 CPR
1.114, the application mustbe a utility or plant application filed
under 35 U.S.C. 111(a) on or after June 8, 1995, or an interna
tional application filed under 35 U.S.C. 363 on or after June 8,
1995. The RCE must be filed on or after May 29, 2000.

If an RCB is filed in an application after appeal to
the Board of Patent Appeals and Interferences but
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the request does not include the fee required by
37 CFR 1.17(e) or the submission required by 37 CFR
1.114, or both, the examiner should withdraw the
appeal pursuant to 37 CFR 1.114. The proceedings as
to the rejected chums are considered terminated.
Therefore, if no claim is allowed, the application is
abandoned. See MPEP § 1215.01. If there is at least
one allowed claim, the application should be passed to
issue on the allowed claim(s). If there is at least one
allowed claim but formal matters are outstanding,
applicant should be given a shortened statutory period
of one month or thirty days (whichever is longer) in
which to correct the formal matters. Form paragraphs
7.42.10-7.42.14 should be used as appropriate.

'I 7.42.10 Application On Appeal, Request For Continued
Examination Under 37 CFR 1.114 Without Submission!
Fee; No Claims Allowed

A request for continued examination under 37 CPR 1.114 was
filed in this application on [1] after appeal to the Board of Patent
Appeals and Interferences. Therefore, the appeal has been with
drawn pursuant to 37 CPR 1.114. The request, however, lacks the
fee required by 37 CFR .1.17(e) and/or the submission required by
37 CFR 1.114. Since the proceedings as to the rejected claims are
considered terminated, and no claim is allowed, the applicationis
abandoned. See MPBP 1215.oJ.

Examiner Note:

1. If a request for .continued examination was filed after a
Notice of Appeal or after an appeal brief, but before a decision on
the appeal, and the request lacks the fee set forth in 37 CPR
1.17(e) or a submission or both;use this form paragraph to with
draw the appeal and holdthe application abandoned if there are no
allowed claims.

2. To be eligible for. continued examination under 37 CPR
1.114, the application must be a utility or plant application filed
under 35 U.S.C. l11(a) on or after June 8, 1995, or an interna
tional application filed under 35 U.S.C. 363 on or after June 8,
1995. The RCB mnst be filed on or after May 29, 2000.

'I 7.42.11 Application On Appeal, Request For Continued
Examination Under 37 CFR 1.114 Without Submission;
Claim Allowed

A request for continued examination under 37 CPR 1.114,
including the fee set forth in 37 CPR 1.17(e), was filed in this
application on [1] after appeal to the Board of Patent Appeals and
Interferences. Therefore, the appeal has been withdrawn pursuant
to 37 CPR 1.114. The request, however, lacks the submission
required by 37 CPR 1.114. Since the proceedings as to the rejected
claims are considered terminated, the application will be passed to
issne on allowed claim[2] . C1aim[3] been canceled. See MPBP §
1215.01.

Examiner Note:

1. If a request for continued examination, including the fee, was
filed after a Notice of Appeal or after an appeal brief but before a
decision on the appeal, and the request lacks the requiredsubmis
sion, use this form paragraph to withdraw the appeal and pass the
application to issue on the allowed claims.

2. In bracket 3, insert the claim number(s)of the claim(s) which
haslhave been canceled followed by either --has-- or -have-.
Claims which have been indicated as containing allowable subject
matter but are objected to as being dependent upon a rejected
claim. are to be considered as if they were rejected and therefore
are' to be canceled along with the rejected c~aims. See :MPEP §
1215.01.

3. This form paragraph should be used with the mailing of a
Notice ofAllowability.

4. To be eligible. for continued examination under 37 CPR
1.114, the application must be a utility or plant application filed
nnder 35 U.S.C-. 111(a) on or after June 8, 1995, or an interna
tional application filed under 35 U.S.C. 363 on or after JUIl;e.8,
1995. The RCE must be filed on or after May 29, 2000.

'I 7.42.12 Application on Appeal, Request for Continued
Examination under 37 CFR 1.114 Witho~t Submission;
Claim Allowed with Formal Matters Outstanding

A request for continued examination under' 37 .CPR 1.114,
including the fee set forth in 37 CFR 1.17(e), was filed in this
application on [1] after appeal to the Board of Patent Appeals and
Interferences. Therefore, the appeal has been withdrawn pursuant
to 37 CPR 1.114. The request, however, lacks the submission
required by 37 CPR 1.114. The proceedings as to the rejected
claims are' considered terminated, and the .application' will be
passed to. issue on allowed claim jz] provided the following for
mal matters are promptly corrected: [3]. Prosecution is otherwise
closed. See MPEP § 1215.01.Applicant is reqnired to make the
necessary. correcti0Ils addressing the outstanding formal matters
within a shortened statutory period set to expire ONE MONTH or
TIDRTY DAYS, whichever is longer, from the mailing date of
this' letter. Extensions of time may be granted under' 37 CPR'
1.136.

Examiner Note:

1. If a request for continued examination, including the fee, was
filed after a Notice of Appeal or an appeal brief but before a deci
sion on the appeal, and the request lacks the required submission,
use this form' paragraph to withdraw the appeal if there are
allowed claims but outstanding formal- matters need to be cor
rected.

2. In bracket 3, explain the formal matters which must be cor
rected.

3. To be eligible for continued examination under 37 CPR
1.114, the application must be a utility or plant application filed
under 35 U.S.C. l11(a)on or after June 8, 1995, or an intema
tional application filed under 35 U.S.c. 363 on or after Jnne 8,
1995. The RCB mnst be filed on or after May 29, 2000.
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'f{ 7.42.13 Application on Appeal, Request for Continued
Examination under 37 CFR 1.114 Without Fee; Claim
Allowed

A request for continued examination under 37 CPR 1.114,
including a submission, was filed in this application on [1] after
appeal to the Board of Patent Appeals and Interferences.. There
fore, the appeal has been withdrawn pursuant to 37 CPR 1.114.
The request, however, lacks the fee required hy 37 CPR 1.17(e).
Therefore, 'the sUbnrission has not been entered. See 37CFR
1.1l6(c). Since the proceedings as to the rejected claims are con
sidered terminated, 'the application will be passed to issue on
allowed claimlz]. Claim[3l been canceled. See MPEP § 1215.01.

Examiner Note:
1. If a request for continued examination, including the fee, was

filed after a Notice of Appeal or an appeal brief but before a deci
sion on the appeal, and the request lacks the required submission,
rise this form paragraph towithdraw the appeal and pass the appli
cation to issue on the allowed claims.
2. In bracket 3, insert the claim number(s) of the claim(s) which
haslhave been canceled followed by either --has-~· or --have--.
Claims which have been indicated as containing allowable subject
matter but are objected to as being dependent upon a rejected
claim are to be considered as if they were rejected and therefore
are to be canceled along with the rejected Claims. See MPEP §
1215.01.
3. This form paragraph should be used with the mailing of a
Notice of Allowability.
4. To be. eligible for continued examination under 37 CFR
1.114, the application must be a utility or plant application filed
under 35 U.S.c. 111(a) on or after June 8, 1995, or an interna
tional,application filed under 35 U.S.c. 363 on or after June 8,
1995. The RCE must be filed on or after May 29, 2000.

'f{ 7.42.14 Application on Appeal, Request for Continued
Examination under 37 CFR 1.114 Without Fee; Claim
Allowed With Formal Matters Outstanding

A request for continued examination under 37 CFR 1.114,
including a submission, was filed in this application on [1] after
appeal to the Board of Patent Appeals and. Interferences. There
fore, the appeal has been withdrawn pursuant to 37 CFR 1.114.
The request, however, lacks the fee required by 37 CPR 1.17(e).
Therefore, the submission has not been entered. See 37 CFR
1.116(c). The proceedings as to the rejected claims are considered
terminated, and the application will be passed to issue on allowed
claim[2] provided the following formal matters are promptly cor
rected: [3]. Prosecution is otherwise closed. See MPEP §
12IS.01.Applicant is required to.make the necessary corrections
addressing the outstanding formal matters within-a shortened stat
utory period set to expire ONE MONTH or THIRTY DAYS,
whichever is longer, from the mailing date of this letter. Exten
sions of time may be granted under 37 CFR 1.136.

ExaminerNote:
1. If a request for continued examination, including a submis

sion, wasfiled after a Notice of Appeal or an appeal brief but
before a decision on the appeal, and the' request' lacks the fee
required by 37 CFR 1.17(e), use this form paragraph to withdraw

the appeal if there are allowed claims but outstanding formal mat:"
ters need to be corrected.

2. In bracket 3, explain the formal matters that must be cor-
rected.

3. To be eligible for continued examination under 37 CFR
1.114, the application must be a utility or plant application filed
under 35U.S~C. 111(a) on or after June 8,1995, or an intema
tional application filed under 35 U.S.c. 363 on or after June 8,
1995. The RCE must be filed on or after May 29, 2000.

XI. AFTER DECISION BY THE BOARD

A. ProperRCE After Board Decision

The filing of an RCE (accompanied by the fee and a
submission) after a decision by the Board of Patent
Appeals and Interferences, but before the filing of a
Notice of Appeal to the Court of Appeals for the Fed
eral Circuit (Federal Circuit) or the commencement of
a civil action in federal district court, will also result
in the finality of the rejection or action being with
drawn and the submission being considered. In addi
tion to the res judicata effect of a Board of Patent
Appeals and Interferences decision in an application
(see MPEP § 706.03(w)), a Board decision in an
application is the "law of the case," and is thus con
trolling in that application and any subsequent, related
application. See MPEP § 1214.01 (where a new
ground of rejection is entered by the Board of Patent
Appeals and Interferences pursuant to 37 CPR
1.196(b), argument without either amendment of the
claims so rejected or the submission of a showing of
facts can only result in a final rejection of the claims,
since the examiner is without authority to allow the
claims unless amended or unless the rejection is over
come by a showing of facts not before the Board of
Patent Appeals and Interferences). As such, a submis
sion containing arguments without either amendment
of the rejected claims or the submission of a showing
of facts will not be effective to remove such rejection.

Form paragraph 7.42.07 should be used to notify
applicant that the appeal has been withdrawn and
prosecution has been reopened.

'f{ 7.42.07 Continued Examination under 37 CFR 1.114
after Board Decision but Before Further Appeal or Civil
Action

A request for continued examination under 37 CFR 1.114 was
filed in this application after a decision by the Board of Patent
Appeals and Interferences, but before the filing of a Notice of
Appeal to the Court ofAppeals for the Federal Circuit or the com
mencement of a civil action. Since this application is eligible for
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continued examination under 37 cPR 1.114 and the fee. set forth
in 37 CFR 1.17(e) has been timely paid, the appeal has been with
drawn pursuant to 37.CFR 1.114 and prosecution in this applica
tion has been. reopened pursuant to 37 CFRl.114; Applicant's
submission filed on [1] has been entered.

Examiner Note:

1. Use this form paragraph if a request for continued examina
tion (RCE), including the fee set forth in 37 CFR 1.17(e) and a
submission, was timely filed after- a decision by the Board of
Patent Appeals and Interferences but before further appeal or civil
action. Generally, the time for filing a notice of appeal to the Fed
eral Circuit or for commencing a civil action is within two months
of the Board's decision. See MPEP § 1216 and 37 CFR 1.304.

2. A Board of Patent Appeals and.Interferences decision in an
application has res judicata effect and is the "law of the case" and
is thus controlling in that application and any subsequent; related

application. Therefore, a submission containing arguments with
out either an' amendment of the rejected claims or the-submission
of a showing of facts will not be effective to remove such rejec
tion. See MPEP § 706.03(w) and 1214.01.

3. To be eligible for continued examination under 37 CPR
1.114, the application must be a utility or plant application filed
under 35 V.S.c. 111(a) on or after June 8, 1995, or an interna
tional application filed under 35 U.S.C. 363 on or after June 8,
1995. The RCE must be filed onor after May 29,2000.

B. Improper ReE After Board Decision

If an RCE is filed after a decision by tbeBoard of
Patent Appeals and Interferences, but before the filing
of a Notice of Appeal to tbe Federal Circuit or tbe
commencement of a civil action in federal district
court, and tbe RCE was not accompanied by tbe fee
and/or the submission, tbe examiner shouldnotify the
applicant that tbe RCE is improper by using form
paragraph 7.42.16 set forth below. If the time for
seeking court review has passed without such review
being sought, tbe examiner should includetbe form
paragraph withtbe mailing of a Notice of Allowabil
ity or a Notice of Abandonment depending on tbe sta
tus of the claims. See MPEP § 1214.06. If the time for
seeking court review remains, tbe examiner should
include the form paragraph on a PrOL-90. No time
period should be set. If a submission is filed with the
RCE, but tbe fee is missing, tbe examiner should also
include a statement as to whether or not tbe submis
sion has been entered. In general, such a snbmission
should not be entered. If, however, tbe submission is
an amendment tbat obviously places the application in

condition for allowance, it should be entered witb tbe
approval of tbe supervisory patent examiner. See
MPEP § 1214.07. Form paragraph 7.42.16 should not
be used if tbe application isnot a utility or plant appli
cation filed under 35 U.S.C. llI(a) on or after June 8,
1995, or an international application filed under 35
U,S.C. 363 on or after June 8, 1995. In tbat situation,
a "Notice of Improper Request for Continued Exami
nation (RCE)," Form PrO-2051, should be prepared
and mailed by the technical support personnel to
notify applicant that continued examination does not
apply to tbe application. When the time for seeking
court review has passed without such review being
sought, tbe examiner must take up the application for.
consideration. See MPEP § 1214.06 for guidance on
tbe action to be taken.

'f{ 7.42.16 After Board Decision But Before Further Appeal
Or Civil Action, Request for Continued Examination Under
37 CFR 1.114 Without Submission and/or Fee

A request for continued examination (RCE) under 37 CPR
1.114 was filed in this application on [1] after a decision by the
Board of Patent Appeals and Interferences, but before the filing of
a Notice of Appeal to the Court of Appeals for the Federal Circuit
or the commencement of a: civil action. The request, however,
lacks the fee required. by 37 CFR 1.17(e) andlor the submission
required by 37 CFR 1.114. Accordingly, the RCE is improper and
any time period' running was not tolled by the filing of the
improper request.

Examiner Note:

1. This form paragraph should be used with the mailing of a
Notice of Allowability or a Notice of Abandonment, as appropri
ate, ·if the time for seeking court review has ·passed without such
review being sought, or it should be usedona PfOL~90 if time
still remains.

2. This form paragraph should not be used if the application is
not a -utility application or a plant application filed under 35
US.C. Il Itaj on or after June 8;1995, or an international applica
tion filed under 35 U.S.C. 363 on or after June 8, 1995. In that sit
uation, a "Notice of Improper Request-for Continued Examination
(RCE)," Form PTO-2051, should be prepared and mailed by the
technical support personnel to. notify applicant that continued
examination does not apply to the application.

3. In general, if a submission was filed with the improper RCE
in this situation, it should not be entered. An exception exists for
an amendment Which obviously places the application in condi
tion for allowance. See MPEP § 1214.07. The examiner should
also include a statement as to whether or not any such submission

has been entered (e.g., "The submission filed with the improper
ReE has not been entered.").
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XII. AFTER APPEAL TO THE FEDERAL
CIRCUIT OR CIVIL ACTION

The procedure set forth in 37 CFR 1.114 is
not available in an application after the filing
of a Notice of Appeal to the Federal Circuit or the
commencement of a civil action in federal district
court, unless the appeal or civil action is terminated
and the application is still pending. If an RCE is filed
in an application that has undergone court review, the
examiner should bring the application to the attention
of the supervisory patent examiner or special program
examiner in the TC to determine whether the RCE is
proper. Unless an application contains allowed claims
(or the court's mandate clearly indicates that further
action is to be taken by the Office), the termination of
an unsuccessful appeal or civil actiou results in aban
donment of the application. See MPEP § 1216.01.

XIII. COMPARISON CHART AND FORMS

A. Comparison With The Transitional Procedure
Set Forth In 37 CFR I.I29(a) And The CPA
Procedure Set Forth In 37 CFR I.53(d)

The RCE procedure in 37 CPR 1.114 should not be
confused with the transitional procedure for the fur
ther limited examination of patent applications set
forth in 37 CFR 1.129(a) or the CPA procedure set
forth in 37 CFR 1.53(d). The following chart provides
a comparison of the three different procedures.

B. Forms

Form PTO/SB/30, "Request for Continued Exami
nation (RCE) Transmittal," may be used by applicant
for filing a RCE under 37 CFR 1.114. The form used
by the Technology Centers to notify applicant of an
improper RCE, "Notice of Improper Request for Con
tinued Examination (RCE)," Form PTO-2051, is
shown below.

Continued prosecntion URAA transitional practice Request for continued
application (CPA) under uuder 37 CFR 1.129(a) examiuation (RCE) under
37 CFR 1.53(d) 37 CFR 1.114

I CPA practice is not applica- 37 CFR 1.129(a) practice is RCE practice is not applica-
ble to provisional applications applicable only to original ble to provisional applica-
or during reexamination utility or original plant appli- tions, design applications,
Note: CPA practice has been cations filed before or on applications filed before
made inapplicable to any til- June 8, 1995, and which have June 8, 1995, or during reex-
ity or original plant applica- been pending for at least two amination
tions filed on or after May 29, years as of June 8, 1995
2000 (including reissue) (date-wise virtual mutual

exclusivity with RCE prac-
tice)

2 A CPA may be filed before A submission nnder 37 CPR After August 16, 2000, a
the prosecution in an applica- 1.129(a) must be filed after RCE must be filed after the
tion is closed final rejection and before an prosecution in an application

appeal brief is filed is closed

3 Statutory authority: Statutory authority: Section Statutory authority:
35 U.S.C. §§ 111(a), 120, and 532(a)(2)(A) of Pub. L. 103- 35 U.S.C. § 132(b)

121 465 (uncodified)
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Continued prosecution URAA transitional practice Request for continued
application (CPA) under under 37 CFR 1.129(a) examination (RCE) under
37 CFR 1.53(d) 37 CFR 1.114 .

4 The Office treats a CPA as Further examiuation under A RCE is in fact continued
continued examiuatiouof the 37 CPR1.129(a) is in fact examination of the same
same application, hut it is continued examination of the application
technicallyllegally a new same applicatiou
applicatiou

5 The applicant may defer pay- The applicant may uot defer The applicant may uot defer
ing the filing fee for a CPA paying the fee for a submis- paying the fee for a RCE
under 37 CPR 1.53(g) sion under 37CFR 1.129(a)

6 The fee for a CPA must be The Office sets the fee (fee The Office sets the fee for a
the statutory filing fee: basic need uot include excess RCE (RCE fee need uot
filing fee plus any applicable claims fee for claims previ- include excess claims fee for
excess claims fees (even if ously paid for): the fee is set claims previously paid for):
previously paid iu the prior at an amouut equal to the the RCE fee is set at an
application) basic filing fee of a utility amount equal to the basic fil-

application (small eutity ing fee of a utility application
reduction is available) (small entity reduction is

available)

7 A patent issuing on a CPA An application that is eligible Filing a RCE on or after
filed on or after May 29, for the transitional practice of May 29, 2000, will not cause
2000, is eutitled to the patent 37 CFR 1.129(a) is uotenti- an application to be entitled to
term adjustment provisions of tied to the patent term adjust- the patent term adjustment
the AIPA, regardless of the ment provisions of the AlPA provisions of the AIPA If an
filing date of any prior appli- application is eutitled to the
cation of the CPA A patent pateut term adjustment provi-
issuing on a CPA is not enti- sions ofthe AlPA (i.e., was
tied to any patent term adjust- itself filed on or after May 29,
ment accumulated during 2000), filing a RCE cuts-off
prosecution of any prior the applicants ability to accu-
application of the CPA mulate any additional patent

term adjustment against the
. three-year pendency provi-
sion, but does not otherwise
affect patent term adjustment

8 No limit on the number of An applicant may have only No limit on the number of
times an applicant may file a two (2) submissions entered times an applicant may file a
CPA to obtain continued as a matter of right under RCE to obtain continued
examination 37 CPR 1.129(a) examination

9 A CPA is not entitled to the A submission under 37 CPR A RCE is entitled to the ben-
benefit of a Certificate of 1.129(a) is entitled to the ben- efit of a Certificate of Mailing
Mailing under 37 CPR 1.8 efit of a Certificate of Mailing under 37 CFR 1.8

under 37 CFR 1.8
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Continued prosecution URAA transitional practice Request for continued
application (CPA) under under 37 CFR 1.129(a) examination (RCE) under
37 CFR 1.53(d) 37CFR1.114

10 .: Applicants may file a contin- Applicants may not switch Applicants may not switch
uation or divisional CPA, but inventions (divisional equiva- inventions (divisional equiva-
not a CIP CPA lent) as a matter of right or lent) as a matter of right or

add new matter (CIP equiva- add new matter (CIP equiva-
lent) lent)

11 A CPA abandons the (previ- A submission under 37 CFR A RCB does not abandon the
ously) pending application: 1.129(a) does not abandon the (previously and currently)
appeals to the BPAI or coutts (previously and currently) pending application: appeals
in the prior application pending application: no to the BPAI are dismissed by
become moot automatically appeal issues because Office operation on7 CFR 1.114..

requires such submission to but any pending court action
be filed before an appeal (to must be dismissed to restore
BPAI) brief is filed jurisdiction over the applica-

tion to the Office

12 Inventorship carries over Inventorship carries/contin- Inventorship carries/contin-
unless the applicant provides ues: any change must be via ues: any change must be via
a statementdeleting inventors 37 CFR 1,48 37 CFR 1,48

13 . Small entity status does not Small entity status carries/ Small entity status carries/
carry (but can be claimed by continues continues
reference to status in prior
application or payment of
small entity filing fee)

14 . A CPA accompanied by an Submission under 37 CFR RCB accompanied by an
amendment (preliminary) 1.129(a) accompanied by an amendment cancelling all
cancelling all claims makes amendment cancelling all claims is simply a non-
the CPA improper (not enti- claims is simply a non- responsive amendment
tled to a filing date) responsive amendment

15 Submission need not include Submission must include a Submission must include a
a reply that is a bona fide reply that is a bona fide reply that is a bona fide
attempt to advance the appli- attempt to advance the appli- attempt to advance the appli-
cation cation (37 CFR 1.111) cation (37 CFR 1.111) if a

reply to an Office action is
outstanding
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Continued prosecution URAA transitional practice Request for continued
application (CPA) under under 37 CFR 1.129(a) examination (RCE) under
37 CFR 1.53(d) 37 CFRl.114

16 A CPA filed on or after Submission on or after Submission on or after
November 29, 2000, will be November 29, 2000, does not November 29, 2000, does not
subject to the eighteen-month subject application to the subject application to the
publication provisions of the eighteen-mouth.publication eighteen-month publication
AIPA, and the changes to provisions of the AIPA or the provisions of the AIPA or the
35 U.S.c. § 102(e) changes to 35 U.S.c. changes to 35 U.S.C.

§ 102(e); voluntary pub1ica- § 102(e); voluntary publica-
tionmay be requested I . tion may be requested

17 A CPA based Onthe national If a submission is filed in a Ira submission is filed in a
stage of an international national stage application national stage application
application is an application under 35 U.S.C. § 371, the under 35 U.S.c.. §371, the
filed under 35 U.S.C. applicationisstillsubject to application is still subject to
§ l11(a) and thus it is subject unity of invention practice in unity of invention practice in
to restriction practice in accordance with37 CFR accordancewith 37 CFR
accordance with 37 CFR 1.475 and 1.499 1.475 and 1.499
1.141-1.146 ..
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PTO/SB/30 (OBcOO) +
Approved for use through 10/31/2002. OMB 0651-0031

U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of 1995, no persons are required to respond toa ccnecuon 01information unless It displays a valid OMS control numb_.

/
REQUEST Application Number ""

FOR Fl/ingDate

CONTINUED ExAMINATION {RCE} First Named tnvemor

TRANSMITTAL Group Art Unit

Subsection (b) of 35 U.S.C. § 132, effective on May 29, 2000, Examiner Name
provIdes for continued examination of an utility or plant application

\.
flied on or after June S, 1995.

Attorney Docket Number .JSee The American Inventors Protection Act of1999 (AIPA).

This i~ a Request for Continued Examination (ReE) under 37 C.F,R. § 1.114 of the above-identified application.
~ 37 C.F.R. § 1.114 is effective on May 29.2000. If the above-Identified application was filed prior 10May 29.2000, applicant may
wish 10consider filing a continued prosecution application (CPA) under 37 C,F.R. §1.5~ (d) (PTOISB/29j Inst6ed of a RCE to be eligible for
the patent re-m adjustment provisions of the A/PA. See Changes to Application Examination end Provisional Application Practice, Final Rule, 65
F6d. Reg. 50092 (Aug. 16, 2000); Interim Rule. 65 Fed. Reg. 14865 (Mar. 20, 2000), 1233 Off. Gaol. Pat, omcesr (Apr, 11,2000). which
established RCEpraclice.

1. (Submission required under 37 C.F.R. § 1.114 1
aD Previously submitted

i. o Ooneider the amendment(s)/reply under 37 C.F.R. § 1 116 previously filed on _~_________________~
(Any unentered amendment(s) referred to above will be entered).

ii. o Consider the arguments in the Appeal Brief or Reply Brief previously filed on ______________________
iii. D Other

-------~----~----------------------

bD Enclosed
i. o Amendment/Reply
u. D Affidavit(s)/Declaration(s)
iii. 0 Information Disclosure Statement (IDS)
Iv. D Other

------~-----------------------------2.1 Miscellaneous I
-o Suspension of action on the above-identified application is requested under 37 C.F.R. § 1.103(c) for

a period of __________ months. (Period of suspension shall not exceed 3 months; Fee under 37 C.F.R. § 1, 17(i) required)

b·D Other

3. (I;iJ The RC;~~~::;3~~~;;.~~~1~~~:~e~~i:~~~~7-;;.~~;;~1~~~~n the RCE is filed.

a·D The Director is hereby authorized to charge the following fees, or credit any overpayments, to
Deposit Account No.______________________________

i. o RCE fee required under 37 C.F.R. § 1.17(e)
ii. D Extension of time fee (37C.F.R. §§ 1.136 and1.17)
iii. 0 Other ------------------------------------

b·D Check in the amount of $___________________ enclosed

c·D Payment by credit card (Form PTO-2038 enclosed)

SIGNATURE OF APPLICANT, A TTORNEY, OR AGENT REQUIRED

Name (Print IType) Registration No. (Attorney/Agent).··1

Signature Data I .'

CERTlFICA TE OF MAIUNG OR TRANSMISSiON
I hereby certify that this correspondence is being deposited with the United States Postal Service with sufficient postage as first class mail in an
envelope addressed to: Commissioner For Patents, Box RCE, Washington, DC 20231, or facsimile transmitted 10the U.S. Patent and Trademark.
Office on:

Name tPrintlT""el I
SignatufB

-I 1 Oat. I
Burden Hour Statement: This form is estimated to take 0.2 hours to complete, Time will vary depending upon the needs of the individual case, Any comments on the
amount of time you are required to complete this form should be sent to the Chief Information Officer. U.S. Patent and Trademark Office. Washington, DC 20231, DO
NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS, SEND Fees and Completed Forms to the following address: Assistant Commissioner for Patents,
Box RCE, Washington, OC 20231
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Commissioner for Patents
United States Patent and Trademark Office

Washington, D.C. 20231
www.uspto.gov

APPLICATiONNUMBER FILING DATE FIRST NAMED APPLICANT ATTY. DOCKET NO/TITlE

DATE MAILED:

NOTICE OF IMPROPER REQUEST FOR CONTINUED EXAMINATION (RCE)

The request for continued examination (RCE) under 37'CFR 1.114 filed on is
improper for reason(s) indicated below:

o 1. Continued examination under37 CFR 1.114 does not apply to an application for a design patent.
Applicant may wish to consider filing a continuing application under 37 CFR 1.53(b) or a CPA
under 37 CFR 1,53(d).

o 2. continued examination. under 37 CFR·1~114 does not apply to an application that was filed before
June 8, 1995. Applicant may wish to consider filing a continuing application under 37.CFR t53(b)
or a CPA under 37 CFR 1.53(d).

D· 3. Continued examination under 37 CFR 1.114 does not apply te: an application unless prosecution in
the application is closed. If the RCE was accompanied by a reply to a non-final Office action,
the reply will be entered and considered under 37 CFR 1.111.' If theRCEw8s riot accompanied' by

a reply, the time period set forth in the last Office action continues to run from the mailing date of that
action.

o 4. The request was not filed before paymentof the issue fee, and ,nopetition unde~ ~7 CFR r.313 was
granted. If this application, has not yet issued as a patent, applicant may wish to consider filing either
a petition under 37 CFR1.313 to withdraw this application from issue, or a continuing 'application
under 37 CFR 1.53(b).

D 5. The request was not filed before abandonment of the appticatlon. The application was abandoned,
or proceedings terminated on Applicantmay wish to consider filing a
petition under 37 CFR ,1.137 to revive this-abandoned application.

o 6. The request was not accompanied by the fee set forth in 37 CFR 1.17(e) as required by 37 CFR
1.114. Since the application is not under appeal,thetime period set forth in the final Office action or
notice of allowance continues to run from the mailing date of that action or notice.

D 7. The request was not accompanied by a submission as required by ,37 CFR 1.1.14. Since the
application is not under appeal, the time. period setforth in,the final Office action or notice of
allowance continues to run from the mailing date of that action or notice.

Note: ,Ifa request for a contlnued prosecution application '(CPA) under 37 CFR 1.53(d) has been filed in
the utility or plant appllcatlon (including a previously filed CPA) that was filed on or after May 29, 2000, the
request for a CPA has been treated-as a RCE because the CPA practice no longer applies to such
application. The constructive ReE, however, is improper for reason(s) indicated above.

A copy of this notice MUST be returned with any reply.

Direct the reply and any questions about this notice to:

~~ " Examining Group ~-~--'

(703) 30
FORM PTO"2051· (Rev. 3/2001)
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707 Examiner's Letter or Action

37 CFR 1.104. Nature ofexamination.
(a) Examiner's action.

(1) On taking up an application for examination or a
patent in a reexamination proceeding, the examiner shall make a
thorough study thereof and shall make a thorough investigation of
the available prior art relating to the subject matter of the claimed
invention.The examinationshall be completewith respect both to
compliance of the application or patent under reexamination with
the applicable statutes and rules and to the patentability of the
invention as claimed, as well as with respect to matters of form,
unless otherwiseindicated.

(2) The applicant, or in the case of a reexamination pro
ceeding, both the patent owner and the requester, will be notified
of the examiner's action. The reasons for any adverse action or
any objection or requirement will be stated in an Office action and
such information or references will be given as may be useful in
aiding the applicant, or in the case of a reexamination proceeding
the patent owner, to judge the propriety of continuingthe prosecu~

tion.
(3) An i1lternational-type search will be made in all

national applications filed on and after June 1, 1978.
(4) Any national application may also have anintema

tional-type search report prepared thereon at the time of the
national examination on the merits, upon specific written request
therefor and payment of the international-type search report fee
set forth in § 1.21(e). The Patent and Trademark Office does not
require that a formal report of an international-type search be pre.;.
pared in order to obtain a search fee refund in a later filed interna

tional application.

(b) Completeness of examiner's action. The examiner's
action will be complete as to all matters, except that in appropriate
circumstances, such as misjoinder of invention, fundamental
defects i1lthe application, and the like, the action of the examiner
may be limited to such matters before further action is made.
However, matters of form need not be raised by the examiner until
a claim is found allowable.

(c) Rejection ofclaims.
(1) If the invention is not considered patentable, or not

considered patentable as claimed, the claims, or those considered
unpatentable will be rejected.

(2) In rejecting claims for want of novelty or for obvious
ness, the examiner must cite the best references at his or her com
mand. When a reference is complex or shows or describes
inventions other than that claimed by the applicant, the particular
part relied on must be designated as nearly as practicable. The
pertinence of each reference, if not apparent; must be clearly
explained and each rejected claim specified.

(3) In rejecting claims the examiner may rely upon
admissions by the applicant, or the patent owner ina reexamina
tion proceeding, as to any matter affecting patentability and, inso
far as rejections in applications are concerned, may also rely upon
facts within his or her knowledge pursuant to paragraph (d)(2) of
this section.

(4) Subject matter which is developed by another person
which qualifies as prior art only under 35 U.s.C. 102(e), (I) or (g)

may be used as prior art under 35 U.S.C. 103 against a claimed
invention unless the entire rights to the subject matter and the
claimed invention were commonly owned by the same person or
organization or subject to an obligation of assignment to the same
person or organization at the time the claimed invention was
made.

(5) The claims i1lany original 'application naming an
inventor will be rejected as being precluded by a waiver in a pub
lished statutory invention registration naming that inventor if the
same subject matter is claimed in the application and the statutory
invention registration. The claims in any reissue application nam
ing an inventor will be rejected as being precluded by a waiver in
a published statutory invention registration naming that inventor if
the reissue application seeks to claim subject matter:

(i) Which was not covered by claims issued in the
patent prior to the date of publication of the statutory invention
registration; and

(ii) Which was the same' subject matter waived in the
statutory invention registration.

(d) Citation of references.
(I) If domestic patents are .cited by the examiner, their

numbers and dates, and the names of the patentees will be stated.
If domestic patent application publications are cited by the exam
iner, their publication number, publication date, and the names of
the applicants' will be stated. If foreign published applications or
patents are cited, their nationality or country, numbers and dates,
and the names of the patentees will be stated, and such other data
will be furnished as may be necessary to enable the applicant, or
in the case of a reexamination proceeding, the patent owner, to
identify the published applications or patents cited. In citing for
eign published applications or patents, in case only a part of the
document is involved, the particular pages and sheets containing
the parts relied upon will be identified. If printed publications are
cited, the author (if any), title, date, pages or plates, and place of
publication, or place where a copy can be found, will be given.

(2) When a rejection in an application is based on facts
within the personal knowledge of an employee of the Office, the
data shall be as specific as possible, and the reference must be
supported, ,when called for by the applicant, by the affidavit of
such employee,and such affidavit shall be subject to contradiction
or explanation by the affidavits of the applicant and other persons.

(e) Reasons for allowance. If the examiner believes that the
record-of the prosecution as a whole does not make clear his or her
reasons for allowing a claim orclaims, the examiner may set forth
such reasoning. The reasons shall be i1lcorporated into an Office
action rejecting other claims of the application or patent under
reexamination or be the. subject of a separate communication to
the applicant or patent owner. The applicant or patent owner may
file a statement commenting on the reasons for allowance within
such time as may be specified by the examiner. Failure by the
examiner to respond to any statement commenting on reasons for
allowance does not give rise to any implication.

For Office actions in reexamination proceedings,
see MPEP § 2260.

Under the current first action procedure, the exam
iner signifies on the Office Action Summary Form
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PfOL-326 certain information including the period
set for reply, any attachments, and a "Summary of
Action," which is the position taken on all the claims,

Current procedure also allows the examiner, in the
exercise of his or her professional judgment to indi
cate that a discussion with applicant's or patent
owner's representative may result in agreements
wherehy the application or patent under reexamina
tion may he placed in condition for allowance and that
the examiner will telephone the representative within
about 2 weeks. Under this practice the applicant's or
patent owner's representative can be adequately pre
pared to conduct such a discussion. Any resulting
amendment may be made either by the applicant's or
patent owner's attorney or agent or by the examiner in
an examiner's amendment. It should be recognized
that when extensive amendments are necessary it
would be preferable if they were filed by the attorney
or agent of record, thereby reducing the professional
and clerical workload in the Office and also providing
the file wrapper with a better record, including appli
cant's arguments for allowability as required by
37 CPR I.UI.

The list of references cited appears on a separate
form, Notice of References Cited, PfO-892 (copy in
MPEP § 707.05) attached to applicant's copies of the
action. Where applicable, Notice of Draftsperson's
Patent Drawing Revision, PTO-948 and Notice of
Informal Patent Application, PfO-152 are attached to
the first action.

The attachments have the same paper number and
are to be considered as part of the Office action.

Replies to Office actions should include the appli
cation number as well as the 4-digit art unit number
and the examiner's name to expedite handling within
the Office. Further, applicants are encouraged to
include the 4-digit confirmation number on every
paper filed in the Office. See MPEP § 503 for an
explanation of the confirmation number.

ill accordance with the patent statute, "Whenever,
on examination, any claim for a patent is rejected, or
any objection ... made," notification of the reasons
for rejection and/or objection together with such
information and references as may be useful in judg
ing the propriety of continuing the prosecution (35
U.S.C. 132) should be given.

When considered necessary for adequate informa
tion, the particular figure(s) of the drawing(s), and/or

page(s) or paragraph(s) of the reference(s), and/or any
relevant comments briefly stated should he included.
For rejections under 35 U.S.C. 103, the way in which
a reference is modified or plural references are com
bined should be set out.

In exceptional cases, as to satisfy the requirements
under 37 CPR 1.104(c)(2), and in pro se cases where
the inventor is unfamiliar with patentlaw and prac
tice,a more complete explanation may be needed.

Objections to the disclosure, explanation of refer
ences .cited but not applied, indication of allowable
subject matter, requirements (including reqnirements
for restriction if applicable) and any other pertinent
comments may be included, Office Action Summary
form PTOL-326, which serves as the first page of the
Office action (although a Form PfOL-90 may be used
as ~ coversheet for the correspondence address and
the mail date of the Office action), is to be used with
all first actions and will identify any allowed claims.

One of form paragraphs 7.100, 7.101, or 7.102
should conclude all actions.

'I 7.100 Name And Number ofExaminer To Be Contacted
Any inquiry concerning this communication should be directed

to [II at telephone number (703) [2].

Examiner Note:
1. This form paragraph, form paragraph 7.10I, or form para
graph 7.102 should be used at the conclusion of all actions.

2. In bracket 1, insert the name of the examiner designated to be
contacted first regarding inquiries about the Office action. This
could be either the non-signatory examiner preparing the action or
the signatory examiner.

3. In bracket 2, insert the individual phone number of the exam
iner to be contacted.

'I 7.101 Telephone Inquiry Contacts- Non 5/4/9 Schedule
Any inquiry concerning this communication or earlier commu

nications from the examiner should be directed to [1] whose tele
phone number is (703) [2]. The examiner can normally be
reached on [31 from [41 to [5].

If attempts to reach the examiner by telephone are unsuccess
ful, the examiner's snpervisor, [61, can be reached on (703) [7].

The fax phone number for the organization where this application
or proceeding is assigned is (703) [81.

Any inquiry of a general nature or relating to the status of this
application or proceeding should be directed to the receptionist
whose telephone nnmber is (703) [9].

Examiner Note:
1. In bracket 1, insert your name.

2. In bracket 2, insert your individual phone number.

3. In bracket 3, insert the days that you work every week, e.g.
"Monday-Thursday" for an examiner off every Friday.
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707 MANUAL OF PATENT EXAMINING PROCEDURE

4. In brackets 4 and 5, insert your normal duty hours, e.g. "6:30
AM - 5:00 PM."
5. In bracket 6, insertyour SPE's name.
6. In bracket 7, insert your SPE's phone number.
7. In bracket 8; insert the appropriate fax number for your orga
nization.
8. In bracket 9, insert the telephone number for your reception
ist.

'j[ 7.102 Telephone 1nquiry Contacts- 5/4/9 Schedule
Any inquiry concerning this communication or earlier commu

nieations from the examiner should be directed to [1] whose tele
phone number is (703) [2]. The examiner can normally be
reached on [3] from [4] to [5]. The examiner can also be reached
on alternate [6].

If attempts to reach-the examiner by telephone are unsuccess
ful, the examiner's supervisor, [7], can be reached on (703) [8].
The fax phone number for the organization where this application
or proceeding is assigned is (703) [9].

Any inquiryof a generalnature or relatingto the,status of this
application or proceeding should be directed to the receptionist
whose telephone number is (703) [10].

Examiner Note:

1. In bracket 1, insert your name.

2. In bracket 2, insert your individual phone number.

3. In bracket 3, insert the days that you work every week, e.g.
"Monday-Thursday" for an examiner off on alternate Fridays.

4. In brackets 4 and 5, insert your normal duty hours, e.g. "6:30
AM - 4:00 PM."

5. In bracket 6,insertthe day in each pay-period that is your
compressed day off, e.g. "Fridays" for an examiner on a 5/4/9
work schedule with the first Friday off.

6. In bracket 7, insert your SPE's name.

7. In bracket 8, insert your SPE's phone number.

8. In bracket 9, insert the appropriatefax number for your orga
nization.

9. In bracket 10, insert the telephone number for your recep
tionist.

Where the text of sections of Title 35, U.S. Code
was previously reproduced in an Office action, form
paragraph 7.103 may be used.

'j[ 7.103 Statute Cited in Prior Action
The text of those sections of Title 35, U.S. Code not included

in this action can be found in a prior Office action.
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Application No, -Applicant(s)

707

Office Action Summary Examiner Art Unit 1

4)0 Interview Summary (PT04t3) Paper No(s). __ .

5) 0 Notice of Informal Patent Application (PTO.152)
6) 0 Other:

- The MAiLING DATE of this communication, appears on the cover sheet with the correspondence address ~~

Period for Reply .

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE __ MONTH(S) FROM
THE MAILING DATE OF THIS COMMUNICATION.

Extensions of timemay be availableundarthe provisions of 31 CFR 1.136{a). In no event.however, may a reply betimelyfiled
afterSIX {6} MONTHSfrom the mailingdateof this ccremcncetcn.
If the period for reply specifiedabove is less than thirty (30) days, a reply within the statutoryrninimumof thirty (30)days will be ccneieerec Umely,
If NO periodfor replyIsspeCified above,themaximumslalutoryperiodwillapplyand will expireSIX (6)MONTHS.from Ihemailing dateof this commonceucn.
Failureto replywilhinthe setor extended periodfor replyWill, by statute,causethe application tobecomeABANDONED (35 U,S.C.§ 133).
Any replyreceived by the Officelater thanthreemonthsafterthe mailingdateof this communication, evenif Urnely flied, may reduceany
earnedparenttermadjustment. See37 CFR 1,704(b).

Status

1)0 Responsive to communication(s) filed on,__ .

2a)0 This action is FINAL. 2b)0 This action is non-~nal.

3)0 Since this application is in condition for allowance except forformal matters, prosecution as to the merits is
closed in accordance with the practice under Ex parte Quayle, 1935 C.D. 11, 453 O.G. 213.

Disposition of Claims

4)0 Claim(s) __ is/are pending in the,application.

4a) Of the above claim(s) __ is/are withdrawn from consideration.

5)0 Claim(s) __ is/are allowed.

6)0 Claim(s) __' is/are rejected.

7)0 Claim(s) __ is/are objected to.

8)0 Claim(s) __ are subject to restriction and/or election requirement.

Application Papers

9)0 The specification is objected to by the Examiner.

10)0 The drawing(s)'filed on __ is/are: a)O acceptedor b)O objected10 by,the Examiner.

Applicantmay not request that any objectionto the drawing(s)be heldin abeyance.-See a? CFR ,1.85(a).

11)0 The proposed drawing correction filed on _._'is: a)O approved b)O disapproved, by the Examiner.

If approved,corrected drawingsare requiredin reply to this Officeaction.

12)0 The oath or declaration is objected to by the Examiner.

Priority under ~5 U.S.C. §§ 119 and 120

13)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. §119(a)-(d) or(1).

alD All blD Some' clD None ot;
1.0 Certified copies of.the priority documents have been received.

2.0 Certified copies of the priority documents have been received in Application No. __

3.0 Copies of the certified copies or the priority documents have been received in this National Stage
application from the International Bureau (PCT Rule 17.2(a)).

* See the attached detailed Office action for a list of the certified copies not received.

14)0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application).

a) 0 The translation of the foreign language provisional application has been received.
15)0 Acknowledgment is made of a claim fordomestlc priority under 35 U.S.C. §§ 120 and/or 121.

Attachment(s)

1) 0 Notice of References Cited (PTO·S92)
2)0 Notice of Draftsperson's Patent Drawing Review (PTO.948j
3) 0 Information Disclosure Statement(s) (PTO.1449) Paper No(S)__ .

U.s.Paler'itandTrademarl\'dffica
PTO·326 (Rev. 04.01) Office Action Summary

700-87

Part of Paper No.
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*****

37 CFR 1.104. Nature a/examination.

(d) Citation of references.
(1) If domestic patents are cited by the examiner, their

numbers and dates, and the names of the patentees will be stated.
If domestic patent applicationpublications are cited by, the exam
iner, their publication number, publication date, and the names of
the applicants will be stated. If foreign published applications,or
patents are cited, their nationality or country, numbers and dates,
and the names of the patentees will be stated, and such other data
will be furnished as may be necessary to enable the applicant, or

The supervisory patent examiuers should impress
their assistants with the fact that the shortest path to
the final disposition of an application is by finding the
best references on the first search and carefully apply
ing them.

The supervisory patent examiners are expected to
persoually check on the pendency of everyapplication
which is up for the third or subsequent official action
with a view to finally concluding its prosecutiou.

Any application that has beeu pending five years
should be carefully studied by the supervisory patent
examiner and every effort made to terminate its prose
cution. In order to accomplish this result, the applica
tion is to be considered "special" by the examiner.

'f[ 7.96 Citation 0/Relevant Prior Art
The prior art made of record and not relied upon is considered

pertinent to applicant's disclosure. [1]

Examiner Note:
When such prior art is cited, its relevance should be explained

in bracket 1 in accordance with MPEP§:707.05.

During the examination of an application or reex
amination of a patent, the examiner should cite appro
priate prior art which is nearest to the subject matter
defined in the claims. When such prior art is cited, its
pertinence should be explained.

The examiner must consider an the prior art refer
ences (alone and in combination) cited in the appli
cation or reexamination, including those cited by the
applicant in a properly submitted Information Disclo
sure Statement. See MPEP § 609.

Form paragraph 7.96 may be used as an introduc
tory sentence.

*****

Effective Juue 8, 1995, Public Law 103-465
amended 35 U.S.C. 154 to change the term of a
pateut to 20 years measured from the filing date of the
earliest U.S. application for which benefit under 35
U.S.C. 120, 121 or 365(c) is claimed. The 20-year
patent term applies to all utility and plant patents
issued on applications filed on or after June 8, 1995.
As a result of the 20-year patent term, it is expected,
in certain circumstances, that applicants may cancel
their claim to priority by amending the specification
to delete any references to prior applications. There
fore, examiners should search all applications based
on the actual U.S. filing date of the application rather
than on the filing date of any parent U.S. application
for which priority is claimed. Examiners should
cite of interest an material prior art having an effec
tive filing date after the filing date of the U.S. parent

in the case of a reexamination proceeding, the patent owner, to
identify the published applications or patents cited. In citing for
eign published applications or patents, in case only a part of the
document is involved, the particular pages and sheets containing
the parts relied upon will be identified. If printed publications are
cited, the author (if any), title, date, pages or plates, and place of
publication, or place where a copy can be found, will be given.

(2) When a rejection in an application is based on facts
within the personal knowledge of an employee of.the Office, the
data shall be as specific as possible, and the reference must be
supported, when called for by the applicant, by the affidavit of
suchemployee, and such affidavit shall be subject to contradiction
or explanation by the affidavits of the applicant and other persons.

Applications Up for Third
Action and 5-Year Applications

Citation of References

Primary Examiner Indicates
Action for New Assistant

707.05

707.02

After the search has been completed, action is taken
in the light of the references found. Where the assis
tant examiner has been in the Office but a short time,
it is the duty of the primary examiner to review the
application thoroughly. The usual procedure is for the
assistant examiner to explain the invention and dis
cuss the references which he or she regards as most
pertinent. The primary examiner may indicate the
action to be taken, whether restrictionor election of
species is to be required, or whether the claims are to
be considered on their merits. If action on the merits is
to be given, the examiner may indicate how the refer
ences are to be applied in cases where the claim is to
be rejected, or authorize allowance if it is not met in
the references and no further field of search is known.

707.01
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application but before the actual filing date of the
application being examined.

Allowed applications should generally contain a
citation of pertinent prior art for printing in the patent,
even if no claim presented during the prosecution was
considered unpatentable over such prior art. Only in
those instances where a proper search has not revealed
any prior art relevant to the claimed invention is it
appropriate to send an application to issue with no art
cited. In the case where no prior art is cited, the exam
iner must write "None" on a form PTO-892 and insert
it in the file wrapper. Where references have been
cited during the prosecution of parent applications
and a continuing application, having no newly cited
references, is ready for allowance, the cited references
of the parent applications should be listed on a form
PTO-892. The form should then be placed in the file
of the continuing application. See MPEP § 1302.12.
In a continued prosecution application filed under 37
CPR 1.53(d) or a file wrapper continuing application
filed under former 37 CPR 1.62, it is not necessary to
prepare a new form PTO-892 since the form from the
parent application is in the same file wrapper and will
be used by the printer.

In all continuation and continuation-in-part applica
tions, the parent applications should be reviewed for
pertinent prior art.

Applicants and/or applicants' attorney in PCT
related national applications may wish to cite the
material citations from the PCT International Search
Report by an information disclosure statement under
37 CPR 1.97 and 1.98 in order to ensure consideration
by the examiner.

In those instances where no information disclosure
statement has been filed by the applicant and where
documents are cited in the International Search Report
but neither a copy of the documents nor an English
translation (or English family member) is provided,
the examiner may exercise discretion in deciding
whether to take necessary steps to obtain the copy
and/or translation.

Copies of documents cited will be provided as set
forth in MPEP § 707.05(a). That is, copies of docu
ments cited by the examiner will be provided to appli
cant except where the documents:

(A) are cited by applicant in accordance with
MPEP § 609, § 707.05(b), and § 708.02;

(B) have been referred to in applicant's disclosure
statement;

(C) are cited and have been provided in a parent
application;

(D) are cited by a third party in a submission
under 37 CPR 1.99; or

(E) are U.S. Patents which are cited at allowance
(MPEP § 1302~04).

707.05(a) Copies of Cited References

Copies of cited references (except as noted below)
are automatically furnished without charge to appli
cant together with the Office action in which they are
cited. Copies of the cited references are also placed in
the application file for use by the examiner during the
prosecution.

Copies of references cited by applicant in accor
dance with MPEP § 609, § 707.05(b) and § 708.02 are
not furnished to applicant with the Office action.
Additionally, copies of references cited in continua
tion applications if they had been previously cited in
the parent application are not furnished. The examiner
should check the left hand column of form PTO-892 if
a copy of the reference is not to be furnished to the
applicant.

Copies of foreign patent documents and nonpatent
literature (NPL) which are cited by the examiner at
the time of allowance will be furnished to applicant
with the Office action, and copies of the same will
also be retained in the file. This will apply to all
allowance actions, including first action allowances
and Ex Parte Quayle actions.

In the rare instance where no art is cited in a contin
uation application, all the references cited during the
prosecution of the parent application will be listed at
allowance for printing in the patent.

To assist in providing copies of references, the
examiner should:

(A) Write the citation of the references on form
PTO-892, "Notice of References Cited";

(B) Place the form PTO-892 in the front ofthe file
wrapper;

(C) Include in the application file wrapper all of
the references cited by the examiner which are to be
furnished to the applicant and which have been
obtained from the classified search file;

(D) Make two copies of each reference which is
to be supplied and which has been located in a place
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other than the classified search file (e.g., textbooks,
bound magazines, personal search material, etc.).
Using red ink identify one copy as "File Copy" and
the other copy as "Applicant's Copy". Both copies
shonld be placed in the application file wrapper;

(E) Turn the application in to the technical sup
port staff for counting. Any application which is
handed in without all of the required references will
be returned to the examiner. The missing reference(s)
should be obtained and the file returned to the techni
cal support staff as quickly as possible.

In the case of design applications, procedures are
the same as set forth in MPEP § 707.05 (a)-(g) except
that less than the entire disclosure of a cited U.S. util
ity patent may be supplied with the action by the
Design Group. Copies of all sheets of drawings relied
on and of the first page of the specification are fur
nished without charge. Any other subject matter,
including additional pages of specification relied on
by the examiner will be provided without charge.
Where an applicant desires a complete copy of a cited
U.S. patent, it may be obtained through Patent and
Trademark Copy Sales at the usual charge.
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ApplicationfControl No. Applicant(s)/Patent Under
Reexamination

Notice of References Cited Examiner Art Unit IPage of

U.S. PATENT DOCUMENTS

*
Document Number Dale

CountryCode-Nurnber-Klnd Code MM·YYYY Name Classification

A US· -

B US·
.

-

C US· --

0 US·

E US·

F US·

G US· -

H US·

I US·

J US·

K US·

L US·

M US· -

- I
FOREIGN PATENTDOCUMENTS

NON-PATENT DOCUMENTS

'Acopy of this referenceis not being-furnished with t!iJs office acton. (SeeMPEP § 707.os(a).)
Dates in MM-YYYYformatare publicationdates.Classifications may be US or foreign.

*
Document Number Date

CountryCountryCode-Number-Klnd Code MM-YYYY Name Classification

N --

0
-

P

Q - . .

R ••

S .

T
.

NON-PATENT DOCUMENTS

* Include as applicable: Author, Tille Dale, Publisher, Edition or Volume, Pertinent Pages)

U

. ..
V

-

W

--

X

.~-

U.S. Patent and Trademark Offica

PTO-892 (Rev. 01-2001) Notice of References Cited Part of Paper No.
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707.05(b) Citation of Related Art and
Information by Applicants

CITATION OF RELATED ART BY APPLI·
CANTS

MPEP § 609 sets forth positive guidelines for appli
cants, their attorneys and agents who desire to submit
prior art for consideration by the U.S. Patent and
Trademark Office.

Submitted citations will not in any way diminish
the obligation of examiners to conduct independent
prior art searches, or relieve examiners of citing perti
nent prior art of which they may be aware, whether or
not such art is cited by the applicant.

Prior art submitted by applicant in the manner pro
vided in MPEP § 609 will not be supplied with an
Office action.

CITATION OF RELATED INFORMATION BY
APPLICANTS

37 CPR 1.105 and MPEP § 704.10 et seq. set forth
procedures for examiners to require applicants, their
attorneys and agents to submit information reasonably
necessary for the Office to examine an application or
treat a matter being addressed in an application.

Any such requirement, and any information sub
mitted in reply thereto, will not in any way diminish
the obligation of examiners to conduct independent
prior art searches, or relieve examiners of citing perti
nent prior art of which they may be aware, whether or
not such art is cited by the applicant.

Information submitted by applicant in the manner
provided in MPEP § 704.10 et seq. will not be sup
plied with an Office action.

707.05(c) Order of Listing

In citing references for the first time, the identify
ing data of the citation should be placed on form PTO
892 "Notice of References Cited," a copy of which
will be attached to the Office action. No distinction is
to be made between references on which a claim is
rejected and those formerly referred to as "pertinent."
With the exception of applicant submitted citations,
MPEP § 609 and § 708.02, it is recommended that
the pertinent features of references which are not used
as a basis for rejection be pointed out briefly.

See MPEP § 1302.12.

707.05(d) Reference Cited in Subsequent
Actions

Where an applicant in an amendatory paper refers
to a reference that is subsequently relied upon by the
examiner, such reference shall be cited by the exam
iner in the usual manner using a form PTO-892,
"Notice of References Cited," unless applicant has
listed the reference on a PTO-1449 or PTP/SB/08 that
has been initialled by the examiner.

707.05(e) Data Used in Citing References

37 CPR 1.104(d) (see also MPEP § 707.05 and
§ 901.05(a» requires the examiner to provide certain
data when citing references. The examiner should
provide the citations on the "Notice of References
Cited" form PTO-892 (copy at MPEP § 707.05).

us, PATENT DOCUMENTS

If a U.S. patent application publication is cited by
the examiner, the publication number, publication
date, name of the applicant, class, and subclass should
be cited under the section "U.S. Patent Documents"
on the form PTO-892. For U.S. patents, the patent
number, patent date, name of the patentee, class and
subclass should also be cited under the same section.
In addition, examiners are encouraged to cite the kind
codes printed on U.S. patent application publications
and patents. See MPEP § 901.04(a) for an explanation
of the kind codes. See MPEP § 901.04 for details
concerning the various series of U.S. patents and how
to cite them. Note that patents of the X-Series (dated
prior to July 4, 1836) are not to be cited by number.
Some U.s. patents issued in 1861 have two numbers
thereon. The larger number should be cited.

FOREIGN PATENTS AND PUBLISHED
APPLICATIONS

In citing foreign patents, the patent number, kind
code, citation date, name of the country, name of the
patentee, and U.S. class and subclass, if appropriate,
must be given. Foreign patents searched in those
Technology Centers (TCs) filing by International
Patent Classification (IPC) will be cited using the
appropriate IPC subclass/group/subgroup. On the file
wrapper "Searched" box and PTO-892, the IPC sub
class/group/subgroup shall be cited in the spaces pro
vided for "Classification."
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Where less than the entire disclosure of the refer
ence is relied upon, the sheet and page numbers spe
cifically relied upon and the total number of sheets of
drawing and pages of specification must be included
(except applicant submitted citations). If the entire
disclosure is relied on, the total number of sheets and
pages are not required to be included on the PfO-892.

Publications such as German allowed applications
and Belgian and Netherlands printed specifications
should be similarly handled.

See MPEP § 901.05(a) for a cbart in which foreign
language terms indicative of foreign patent and publi
cation dates to be cited are listed.

PUBLICATIONS

See MPEP § 711.06(a) for citation of abstracts,
abbreviatures and defensive publications. See MPEP
§ 901.06(c) for citation of Alien Property Custodian
publications. In citing a publication, sufficient infor
mation should be given to determine the identity and
facilitate the location of the publication. For books,
the data required by 37 CPR 1.104(d) (MPEP
§ 707.05) with the specific pages relied on identified
together with the Scientific and Technical Information
Center (STIC) call number will suffice. The call num
ber appears on the "spine" of the book if the book is
thick enough and, in any event, on the back of the title
page. Books on interlibrary loan will be marked with
the call numbers of the other library, of course. THIS
NUMBER SHOULD NOT BE CITED. The same
convention should be followed in citing articles from
periodicals. The call number should be cited for peri
odicals owned by the STIC, but not for periodicals
borrowed from other libraries. In citing periodicals,
information sufficient to identify the article includes
the author(s) and title of the article and the title, vol
ume number issue number, date, and pages of the
periodical. If the copy relied on is located only in the
Technology Center making the action (there may be
no call number), the additional information, "Copy in
Technology Center - -" should be given.

The following are examples of nonpatent biblio
graphical citations:

(A) For books:

Winslow. C. E. A. Fresh Air and Ventilation. N.Y.,
E. P. Dutton, 1926. p. 97-112. TIl7653.W5.

(B) For parts ofbooks:

Smith, J. F. "Patent Searching." in: Singer, T.E.R.,
Information and Communication Practice in
Industry (New York, Reinhold, 1958), pp. 157
165. T 175.S5.
(C) For encyclopedia articles:
Calvert, R. "Patents (Patent Law)." in: Encyclope
dia of Chemical Technology (1952 ed.), vol. 9, pp.
868-890. Ref. TP9.E68.
(D) For sections ofhandbooks:
Machinery's Handbook, 16th ed. New York, Inter
national Press, 1959. pp. 1526-1527. TJl51.M3
1959.
(E) For periodical articles:
Noyes, W. A. A Climate for Basic Chemical
Research
Chemical & Engineering News, Vol. 38, no. 42
(Oct. 17, 1960), pp. 91-95. TP1.I418.

Titles of books and periodicals SHOULD NOT be
abbreviated because an abbreviation such as
P.S.E.B.M. will not be sufficient to identify the publi
cation. References are to be cited so that anyone read
ing a patent may identify and retrieve the publications
cited. Bibliographic information provided must be at
least enough to identify the publication. author, title
and date. For books, minimal information includes the
author, title, and date. For periodicals, at least the title
of the periodical, the volume number, date, and pages
should be given. These minimal citations may be
made ONLY IF the complete bibliographic details are
unknown or unavailable

Where anonpatent literature reference with adocu
ment identification number is cited, the identification
number and the class and subclass should be included
on form PfO-892. For example, the citation should be
as follows: (S00840001) Winslow, C.E.A. Fresh Air
and Ventilation N.Y., E.P. Dutton, 1926, p. 97-112,
TH 7653, W5, 315/22.

If the original publication is located outside the
Office, the examiner should immediately make or
order a photocopy of at least the portion relied upon
and indicate the class and subclass in which it will be
filed, if any.

ELECTRONIC DOCUMENTS

An electronic document is one that can be retrieved
from an online source (e.g., the Internet, online data
base, etc.) or sources found on electronic storage
media (e.g., CD-ROM, magnetic disk or tape, etc.).
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Many references in paper format may also be
retrieved as electronic documents. Other references
are.retrievable only from electronic sources.

The U.S. Patent and Trademark Office follows the
format recommended by World Intellectual Property
Organization (WIPO) Standard ST.14, "Recommen
dation for the Inclusion of ReferenCes Cited in Patent
Documents." The format for the citation Of an elec
tronic document is as similar as possible to the forinat
used for paper documents of the same type, but with
the addition of the following information in the loca
tions indicated, where appropriate:

(A) the type of electronic medium provided in
square brackets [ ] after the title of the publication or
the designation of the host document, e.g., [online],
[CD-ROM], [disk], [magnetic tape];

(B) the date when the document was retrieved
from the electronic media in square brackets follow
ing after the date of publication, e.g., [retrieved on
March 4, 1998], [retrieved on 1998-03-04]. The four- .
digit year must always be given.

(C) identification of the source of the document
using the words "Retrieved from" and its address
where applicable. This item will precede the citation
of the relevant passages.

(D) specific passages of the text could be indi
cated if the format of the document includes pagina
tion or an equivalent internal referencing system, or
by the first and last words of the passage cited.

Office copies of an electronic document must be
retained if the same document may not be available
for retrieval in the future. This is especially important
for sources such as the Internet and online databases.

If an electronic document is also available in paper
form it does not need to be identified as an electronic
document, unless it is considered desirable or useful
to do so.

Examples 1-4: Documents retrieved from online
databases outside the Internet

Example 1:
SU 1511467 A (BRYAN MECH) 1989-09-30
(abstract) World Patents Index [online]. London,
U.K: Derwent Publications, Ltd. [retrieved on
1998-02-24]: Retrieved from: QuestellOrbit, Paris,
France. DW9016, Accession No. 90-121923.

Example 2:
DONG, X. R. 'Analysis of patients of multiple
injuries with AIS-ISS and its clinical significance
in the evaluation of the emergency managements',
Chung Hua Wai Ko Tsa Chih, May 1993; Vol. 31,
No.5, pages 301~302. (abstract) Medline [online].
Bethesda, MD, USA: United States National
Library of Medicine [retrieved on 24 February
1998]. Retrieved from: Dialog Information Ser
vices, Palo Alto, CA, USA. Medline Accession no.
94155687, Dialog Accession No. 07736604.

Example 3:
JENSEN, B. P. 'Multilayer printed circuits: pro
duction and application II'. Electronik, June-July
1976, No. 6-7, pages 8, 10,12,14,16. (abstract) .
INSPEC [online]. London, U.K.: Institute of Elec
trical Engineers [retrieved on 1998-02-24].
Retrieved from: .STN International, Columbus,
Ohio, USA. Accession No. 76:956632.

Example 4:
Jp 3002404 (TAMURA TORU) 1991-03-13
(abstract). [online] [retrieved on 1998-09-02].
Retrieved from: EPa PAJ Database.

ExamplesS-ll: Documents retrieved from the
Internet

Example 5:
(Entire Work- Book or Report)
WALLACE, S., and BAGHERZADEH,N. Multi
ple Branch and Block Prediction. Third Interna
tional Symposium on High-Performance
Computer Architecture [online], February 1997
[retrieved on 1998-05-20]. Retrieved. from the
Internet:<URL: http://www.eng.uci.edul
comp.archlpapers-wallacelhpca3-block.ps>.

Example 6:
(Part of Work - chapter or equivalent designa
tion)
National Research Council, Board on Agriculture,
Committee on Animal Nutrition, Subcommittee on
Beef Cattle Nutrition. Nutrient Reqnirements of
Beef Cattle [online]. 7th revised edition. Washing
ton, DC: National Academy Press, 1996 [retrieved
on 1998-06-10]. Retrieved from the Internet: <
URL: ·http://www2.nap.edulhtbin/docpage/
titleeNutrient+Requirements+of+Beef+Cat
tle%3A+Seventh+Revised+Edi-
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tion%2C+1996&dload=0&path=/extSl
extra&name=054265%2Erdo&docid=00805F50F
E7b%3A840052612&colid=4%7C6%7C41&start
=38> Chapter 3, page 24, table 3-1.

Example 7:
(Electronic Serial - articles or other contrihu
tions)
Ajtai. Generating Hard Instances of Lattice Prob
lems. Electronic Colloquium on Computational
Complexity, Report TR96-007 [online], [retrieved
on 1996-01-30]. Retrieved from the Internet
<URL: ftp://ftp.eccc.uni-trier.de/pub/eccc/reports/
I996/TR96-007/index.html>

ExampleS:
(Electronic bulletin boards, message systems,
and discussion lists - Entire System)
BIOMET-L (A forum for the Bureau of Biometrics
of New York) [online]. Albany (NY): Bureau of
Biometrics, New York State Health Department,
July, 1990 [retrieved 1998-02-24]. Retrieved from
the Internet: <listserv@health.state.ny.us>, mes
sage: subscribe BIOMET-L your real name.

Example 9:
(Electronic bulletin boards, message systems,
and discussion lists - Contributions)
PARKER, Elliott. 'Re: citing electronic journals'.
In PACS-L (Public Access Computer Systems
Forum) [online]. Houston (TX): University of
Houston Libraries, November 24, 1989; 13:29:35
CST [retrieved on 1998-02-24]. Retrieved from
the Internet: <URL:telnet://bruser@a.cni.org>.

Example 10:
(Electronic mail)

'Plumb design of a visual thesaurus'. The Scout
Report [online]. 1998, vol. 5 no. 3 [retrieved on
1998-05-18]. Retrieved from Internet electronic
mail: <listserv@cs.wisc.edu>. subscribe message:
info scout-report. ISSN: 1092-3861\cfl5.

Example 11:
Corebuilder 3500 Layer 3 High-function Switch.
Datasheet [online]. 3Com Corporation, 1997
[retrieved on 1998-02-24]. Retrieved from the
Internet: <URL: www.3com.comlproducts/
dsheets/400347.html>.

(Product Manual/Catalogue or other informa-
tion obtained from a Web-site)

Example 12:
HU D9900111 Industrial Design Application,
(HADJDUTEJ TEJIPARI RT, DEBRECEN) 1999
09-28, [online], [retrieved on 1999-10-26]
Retrieved from the Industrial Design Database of
the Hungarian Patent Office using Internet <URL:
http:/www.hpo.hulEnglish/db/indigo/>.

Examples 13 and 14: Documents retrieved from
CD-ROM products

Examples 13 and 14:
JP 0800085 A (TORAY IND INC), (abstract);
1996-05-31. In: Patent Abstracts of Japan [CD"
ROM].

Examples 14:
HAYASHIDA, O. et. aI.: Specific molecular rec
ognition by chiral cage-type cyclophanes having
leucine, valine, and alanine residnes. In: Tetrahe
dron 1955, Vol. 51 (31), p. 8423-36. In: CA on CD
[CD-ROM]. Columbus, OH: CAS.\f5Abstract
124:9350.

707.05(f) Effective Dates of Declassified
Printed Matter

In using declassified material as references there
are usually two pertinent dates to be considered,
namely, the printing date and the publication date. The
printing date in some instances will appear on the
material and may be considered as that date when the
material was prepared for limited distribution. The
publication date is the date of release when the mate
rial was made available to the public. See Ex parte
Harris, 79 USPQ 439 (Comm'r Pat. 1948). If the date
of release does not appear on the material, this date
may be determined by reference to the Office of Tech
nical Services, Department of Commerce.

In the use of any of the above noted material as an
anticipatory publication, the date of release following
declassification is the effective date of publication
within the meaning of tbe statute.

For the purpose of anticipation predicated upon
prior knowledge under 35 U.S.C. 102(a) the above
noted declassified material may be taken as prima
facie evidence of such prior knowledge as of its print
ing date even though such material was classified at
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that time. When so used thematerial does not consti
tute an absolute statutory bar and its printing date may
be antedated by an affidavit or declaration under 37
CFR 1.131.

707.05(g) Incorrect Citation of Refer
ences

Where an error in citation of a reference is brought
to the attention of the Office by applicant, a letter cor
recting the error, together with a correctcopy of the
reference, is sent to applicant. See MPEP § 710.06.
Where the error is discovered by the examiner, appli
cant is also notified and the period for replyrestarted.
In either case, the examiner is directed to correct the
error, in ink, in the paper in which the error appears,
and place his or her initials on the margin -of snch
paper, together with a notation of the paper number of
the action in which the citation has been correctly
given. See MPEP § 710.06.

Form paragraphs 7.81-7.83 may be used to correct
citations or copies of references cited.

'/{ 7,81 Correction Letter Re Last Office Action
In response to applicant's [1] regarding the last Office action,

the following corrective action is taken.

The period for reply of [21MONTHS set in said Office.action
is restarted to begin with the mailing date of this letter.

1. The reference copies being supplied must-be listed following
this paragraph.
2. This paragraph must be preceded by paragraph?.81,and may
also' be used with paragraphs 7.82 or 7.83

'/{ 7.83 Copy of Office Action Supplied
[1] of the last Office action is enclosed.

Examiner Note:
1. In bracket 1, explain what is enclosed. For example:
a. "A corrected copy"
b. "A complete copy"
c. A specific page or pages, e.g., "Pages 3-5"
d. "A Notice of References Cited, Form PTO-892"
2. This paragraph should follow paragraph 7.81 and may follow
paragraphs 7.82 and 7.82.01.

In any application otherwise ready for issue, in
which the erroneous citation has not been formally
corrected in an official paper, the examiner is directed
to correct the citation by examiner's amendment
accompanying the Notice of Allowability form
PTOL-37.

If a FOREIGN patent is incorrectly cited: for exam
ple, the wrong COuntry is indicated or the country
omitted from the citation, the General Reference
Branch of the Scientific and Technical Library may be
helpful. The date and number of the patent are often
sufficient to determine the correct country which
granted the patent.

In citing court decisions, the USPQ citation should
be given and, when it is convenient to do so, the U.S.,
CCPA or Federal Reporter citation should also be pro
vided,

The citation of manuscript decisions which are not
available to the public should be avoided.

It is important to recognize that a federal district
court decision that has.been reversed on appeal cannot
be cited as authority.

In citing a manuscript decision which is available to
the public but which has not been published, the tribu
nal rendering the decision and complete data identify
ing the paper should be given. Thus, a decision of the
Board of Patent Appeals and Interferences which has
not been published but which is available to the public
in the patented file should be cited, as" Ex parte 
-, decision of the Board of Patent Appeals and Inter
ferences, Patent No. - - - , paper No. - - , 
--pages."

Examiner Note:
1. In bracket I, insert -ctelephone inquiry of __--or --com
munication dated
2. In bracket 2, insert new period for reply.
3. This paragraph must be followed by one or more of para
graphs 7.82, 7.82.01.or 7.83.
4. Before restarting the period, the SPE should be consulted.

'/{ 7.82 Correction ofReference Citation
The reference [l]was not correctly cited in the last Office

action. The correct citation is shown on the attached-PTO-892.

Examiner Note:
1. Every correction MUST be reflected on a corrected or new
PfO-892.,
2. This paragraph must follow paragraph 7.81.
3. If a copy of the PTO-892 is being provided without correc
tion, use paragraph 7.83 instead of this paragraph.
4. Also use form paragraph 7.82.01 if reference copies .are
being supplied.

'/{ 7,82.01 Copy ofReference(s) Furnished
Copies of the following references not previously supplied are

enclosed:

Examiner Note:

707.06 Citation of Decisions, Orders
Memorandums, and Notices
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Decisions found only in patented files should be
cited only when there is no published decision on the
same point.

When a Commissioner's order, notice or memoran
dum not yet incorporated into this manual is cited in
any official action, the title and date of the order,
notice or memorandum should be given. When appro
priate other data, such as a specific issue of the Jour
nal of the Patent and Trademark Office Society or of
the Official Gazette in which the same may be found,
should also be given.

'If 7.43.03 Allowable Subject Matter, Formal Requirements
Outstanding

As allowable subject matter has been indicated, applicant's
reply must either comply with all formal requirements or specifi
cally traverse each requirernent not complied with. See 37 CFR
1.111(b) and MPEP § 707.07(.).

Examiner No.te:
'This paragraph would be. appropriate when changes must be.

made prior toallowance. For example, when there is a require
ment for drawing' corrections that have to be submitted for
approval or when corrections to 'the specification have to be made
prior to allowance.

*****

*****

37 CFR 1.104. Nature ofexamination.

707.07(a) Complete Action on Formal
Matters

Where a claim is refused for any reason relating to
the merits thereof it should be "rejected" and the
ground of rejection fully and clearly stated, and the
word "reject" must be used. The examiner should des
ignate the statutory basis for any ground of rejection
by express reference to asection of 3:; U.S.C. in the
opening sentence of each ground of rejection. If the
claim is rejected as broader than the enabling disclo
sure, the reason for so holding should be given; if
rejected as indefinite the examiner should point out
wherein the indefiniteness resides; or if rejected as
incomplete, the element or elements lacking should be
specified, or the applicant be otherwise advised as to
what the claim requires to render it complete.

See MPEP § 706.02 (i), 0), and (m) for language to
be used.

Everything of a personal nature must be avoided.
Whatever may be the examiner's view as to the utter
lack of patentable merit in the disclosure of the appli
cation examined, he or she should not express in the
record the opinion that the application is, or appears to
be, devoid of patentable subject matter. Nor should he
or she express doubts as to the allowability of allowed
claims or state that every doubt has been resolved in
favor of the applicant in granting him or her the
claims allowed.

707.07(b) Requiring New Oath

See MPEP § 602.02.

707.07(c) Draftsperson's Requirement

See MPEP § 707.07(a); also MPEP § 608.02(a),
(e), and (s).

707.07(d) Language To Be Used In
Rejecting Claims

Completeness and Clarity of
Examiner's Action

707.07

(b) Completeness of examiner's action. The examiner's
action willbe complete as to all matters, except that in appropriate
circumstances, such as misjoinder. of invention, fundamental
defects in the applicationand the like, the action of the examiner
may be limited to such matters before further action is made.
However, matters of form need not be raised by the examiner until
a claiin is found allowable.

Forms are placed in informal applications listing
informalities noted .by the Draftsperson (form PTO
948) and the Office of Initial Patent Examination
(form PTO-152). Each of these forms comprises an
original for the file record and a copy to be mailed to
applicant as a part of the examiner's first action. They
are specifically referred to as attachments to the
action and are marked with its paper number. In every
instance where these forms are to be used, they should
be mailed with the examiner's first action, and any
additional formal requirements which the examiner
desires to make should be included in the first action.

When any formal requirement is made in an exam
iner's action, that action should, in all cases where it
indicates allowable subject matter, call attention to 37
CFR 1.111(b) and state that a complete reply must
either comply with all formal requirements or specifi
cally traverse each requirement not complied with.
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IMPROPERLY EXPRESSED REJECTIONS

707.07(f) Answer All Material Traversed

Where the requirements are traversed, orsuspen
sion thereof requested, the examiner should make
proper reference thereto in his or her action on the
amendment.

Where the applicant traverses any rejection, the
examiner should, if he or she repeats the rejection,

An omnibus rejection of the claim "onthe refer
ences and for the reasous of record" is stereotyped
and usually not informative and should therefore be
avoided..This is especially true where certain claims
have been rejected on one ground and other claims on
another ground.

A plurality of claims should never be grouped
together in a common rejection, unless that rejection
is equally applicable to all claims in the group.

'If 7.37 ArgumentsAre Not Persuasive
Applicant's arguments filed [1] have.been fully considered but

they are not persuasive. [2]

Examiner Note:

After 'an Office action, the reply (in addition to
making amendments, etc.) may frequently include
arguments and affidavits to the effect that the prior art
cited by the examiner does not teach how to obtain or
does not inherently yield one or rnore advantages
(new or improved results, functions or effects), which
advantages are urged to warrant issue of a patent on
the allegedly novel subject matter claimed.

If it is the examiner's considered opinion that the
asserted advantages are not sufficient to overcome the
rejection(s) of record, he or she should state the rea
sons for his other position in the record, preferably in
the action following the assertion or argument relative
to .such advantages. By so doing the applicant will
know that the asserted advantages have actually been
considered by the examiner and, if appeal is taken, the
Board of Patent Appeals and Interferences will also
be advised. See MPEP§ 716et seq. for the treatment
of affidavits and declarations under 37 CFR 1.132.

The importance of answeringapplicant's arguments
is illustrated by In re Herrmann, 261 F.2d 598, 120
USPQ 182 (CCPA 1958) where the applicant urged
that the subject matter claimed produced new and use
ful results: The court noted that since applicant's
statement of advantages was not questioned by the
examiner or the Board of Appeals, it was constrained
to accept the statement at face value and therefore
found certain claims to be allowable. See also In re
Soni, 54 F.3d 746, 751,34 USPQ2d 1684, 1688 (Fed.
Cir. 1995) (Office failed to rebutapplicant's argu
ment).

Form paragraphs 7.37 through 7.38 may be used
where applicant's arguments are not persuasive or are
moot.

take note of the applicant's argument and answer the
substance of it.

If a rejection of record is to be applied to a new or
amended claim, specific identification of that ground
of rejection, as by citation of the paragraph in the
former Office letter in which the rejection was origi
nally stated, shouldbe given.

ANSWERING ASSERTED ADVANTAGES

.Outstanding

Intaking up an amended applicatiop for action. the
examiner should note in every letter all the require:
ments outstanding against the application. Every point
in.the prior action of an examiner which is still appli
cable must be repeated or referred to: to IJrevent the
implied waiver of the requirement. Such requirements
include requirements for information. under 37 CPR
1.l05and l\1P~P § 704.10;. however the e~aIniner

should determine .",:,hether any such requirement has
been satisfied by a negative reply under 37 CPR
1.l05(a)(3).

As soon as allowable subject matter is found, cor
rection of all informalities then present should be
required. .

707.07(e) Note All
Requirements

The examiner shouldcas a part of the first Office
action on the merits, identify any claims which he or
she judges, as presently recited, to be allowable and!
or should suggestauyway in which he or she consid
ers that rejected claims may be amended to make
them allowable. If the examiner does not do this, then
by implication it will be understood by the applicant
Or his or her attorney or agent that in the examiner's
opinion, as presently advised, there appears to be 110
allowable claim nor anythingpatentable in the subject
matter to which the claims are directed.
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1. The examiner must address all arguments which have not
already been responded to in the statement of the rejection.

2. In bracket 2, provide explanation as to non-persuasiveness.

7f 7.38 Arguments Are Moot Because ofNew Ground(s) of
Rejection

Applicant's arguments with respect to claim [1] have been
considered but are moot in view of the new ground(s) of rejection.

Examiner Note:
The examiner must, however, address any arguments presented

by the applicant which are still relevant to any references being
applied.

7f 7.37.01 Unpersuasive Argument: Age ofReference(s)

In response to applicant's argument based upon the age of the
references, contentions that the reference patents are old are not
impressive absent a showing that the art tried and failed to solve
the same problem notwithstanding its presumed knowledge of the
references. See In re Wright, 569 F.2d 1124, 193 USPQ 332
(CCPA 1977).

Examiner Note:

This form paragraph must be preceded by form paragraph 7.37.

7f 7.37.02 Unpersuasive Argument: Bodily Incorporation

In response to applicant's argument that [1], the test for obvi
ousness is not whether the features of a secondary reference may
be bodily incorporated into. the structure of the primary reference;
nor is it that the claimed invention must be expressly suggested in
anyone or all of the references. Rather, the test is what the com
bined teachings of the references would have suggested to those
of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208
USPQ 871 (CCPA 1981).

Examiner Note:

1. In bracket 1, briefly restate applicant's arguments with
respect to the issue of bodily incorporation.

2. This form paragraph must be preceded by form paragraph
7.37.

7f 7.37.03 Unpersuasive Argument: Hindsight Reasoning

In response to applicant's argument that the examiner's conclu
sion of obviousness is based upon improper hindsight reasoning,
it must be recognized that any judgment on obviousness is in a
sense necessarily a reconstruction based upon hindsight reason
ing. But so long as it takes into account only knowledge which
was within the level of ordinary skill at the time the claimed
invention was made, and does not include knowledge gleaned
only from the applicant's disclosure, such a reconstruction is
proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209
(CCPA 1971).

Examiner Note:

This form paragraph must he preceded by form paragraph 7.37.

7f 7.37.04 Unpersuasive Argument: No Suggestion To
Combine

In response to applicant's argument that there is no suggestion
to combine the references, the examiner recognizes that obvious
ness can only be established by combining or modifying the
teachings of the prior art to produce the claimed invention where
there is some teaching, suggestion, or motivation to do so found
either inthe references themselves or in the knowledge generally
available to one of ordinary skill in the art. See In re Fine, 837
F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958
F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, [1].

Examiner Note:
1. In bracket 1, explain where the motivation for the rejection is
found, either in the references, or in the knowledge generally
available to one of ordinary skill in the art.

2. This form paragraph must be preceded by form paragraph
7.37.

7f 7.37.05 Unpersuasive Argument: Nonanalogous Art
In response to applicant's argument that [1] is nonanalogous

art, it has been held that a prior art reference must either be in the
field of applicant's endeavor or, if not, then be reasonably perti
nent to the particular problem with which the applicant was con
cemed, in order to be relied upon as a basis for rejection of the
claimed inveution. See In re Oetiker,977 F.2d 1443, 24 USPQ2d
1443 (Fed. Cir. 1992). In this case, [2].

Examiner Note:
1. In bracket 1, enter the name of the reference which applicant
alleges is nonanalogous.
2. In bracket 2, explain why the reference is analogous. art.

3. This form paragraph must be preceded hy form paragraph
7.37.

7f 7.37.06 Unpersuasive Argument: Number ofReferences
In response to applicant's argument that the examiner has com

bined an excessive number of references, reliance on a large num
ber of references in a rejection does not, without more, weigh
against the obviousness of the claimed invention. See In re Gor
man, 933 F.2d 982, 18 USPQ2d 1885 (Fed. Cir. 1991).

Examiner Note:
This form paragraph must be preceded by form paragraph 7.37.

7f 7.37.07 Unpersuasive Argument: Applicant Obtains
Result Not Contemplated by Prior Art

In response to applicant's argument that [1], the fact that appli
cant has recognized another advantage which would flow. natu
rally from following the suggestion of the prior art cannot be the
basis for patentability when the differences would otherwise be
obvious. See Ex parte Obiaya, 227 USPQ 58, 60 (Ed. Pat. App.
& Inter. 1985).

Examiner Note:
1. In bracket 1, briefly restate applicant's arguments with
respect to the issue of results not contemplated by the prior art.
2. This form paragraph must be preceded by form paragraph
7.37.
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'I 7.37.08 Unpersuasive Argument: Arguing Limitations
Which Are Not Claimed

In response to applicant's argument that the references fail to
show certain features of applicant's invention, it is notedthatthe
features upon which applicant relies (i.e., [1]) are not recited in
the rejected claim(s). Although the claims areinterpreted in light
of the specification, limitations fromthespecification are notread
into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d
1057 (Fed. Cir. 1993).

Examiner Note:

1. In bracket 1, recite the features upon which applicant relies,
but which arenot recitedin the clairo(s).

2. This form paragraph must be preceded by form paragraph
7.37. .

'I 7.37.09 Unpersuasive Argument: Intended Use

In response to applic:mt's argument that [1]" a recitationof the
intended use of the claimed invention must result in a structural
difference betweenthe claimed invention and theprior art in order
to patentably distinguishtheclaimedinvention fromtheprior art.

If the prior art structure is capable ofperforming the intended use,
thenit meets the claim. In a claim drawn to a processof making,
the intended use mustresult in a manipulative difference as com
pared to the prior art. See In re Casey, 152 USPQ 235 (CCPA
1967) and In reOtto, 136 USPQ 458, 459 (CCPA 1963).

Examiner Note:

1. In bracket 1, briefly restate applicant's arguments with
respect to the issue of intended use.

2. This form paragraph must be preceded by form paragraph
7.37.

'I 7.37.10 Unpersuasive Argument: Limitation(s) in
Preamble

In response to applicant's arguments, the recitation [1] has not
been givenpatentable weight becausethe recitation occurs in the
preamble. A preamble is generally not accorded any patentable
weight where it merely recites the purpose of a processor the
intended use of a structure, andwhere the body of the claim: does
notdepend on thepreamble for completeness' but,instead, thepro
cess steps or structural limitations are able to stand alone. See In
re Hirao, 535 F.2d 67,190 USPQ 15 (CCPAI976) and Kropa v.
Robie, 187 F.2d 150, 152, 88 USpQ 478,481 (CCPAI951).

Examiner Note:

1. In bracket 1, brieflyrestate the recitation about whichappli
cantis arguing.

2. This form paragraph must be preceded by form paragraph
7.37.

'I 7.37.11 Unpersuasive Argument: General Allegation of
Patentability

Applicant's argumeuts fail to comply with 37 CFR 1.111(b)
because they amount to a general. allegation that the claimsdefine
a patentable invention without specificallypointing out how the
language of theclaimspatentably distinguishes themfromtheref':'
erences.

Examiner Note:

This form paragraphmust be preceded by form paragraph 7.37.

'I 7.37.[2 Unpersuasive Argument: Novelty Not Clearly
Pointed Out

Applicant's arguments do not comply with 37 CFR 1.111(c)
becausetheydo notclearlypointoutthe patentable noveltywhich
he or she thinks the claims present in view of the state of the art
disclosedby the references cited or the objections made. Further;
they do not show how the amendments avoid such references or
objections.

Examiner Note:

Thisformparagraph mustbe preceded by form paragraph? .37.

'I 7.37.13 Unpersuasive Argument: Arguing Against
References Individually

In response to applicant's arguments against the references
individually, one cannotshow nonobviousness by attacking refer
ences individually where therejections are based on combinations
of reference'. See In re Keller, 642 Etd 413, 208 USPQ 871
(CCPA 1981);ln reMerck & Co., 800 F.2d 1091, 231 USPQ 375
(Fed. Cir. 1986).

Examiner Note:

This form paragraph mnst be preceded by form paragraph 7.37.

707.07(g) Piecemeal Examination

Piecemeal examination should be avoided as much
as possible. The examiner ordinarily should reject
each claim on all valid grounds available, avoiding,
however, undue multiplication of references. (See
MPEP § 904.03.) Major technical rejections on
grounds such as lack of proper disclosure, lack of
enablement, serious indefiniteness and res judicata
should be applied where appropriate even though
there may be a seemingly sufficient rejection on the
basis of prior art. Where a major technical rejection is
proper, it should be stated with a full development of
reasons rather than by a mere conclusion coupled with
some stereotyped expression.
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ALLOWABLE EXCEPT AS TO FORM

tory through successive actions is thus easily trace
able. Each action should conclude with a summary of
all claims presented for examination.

Claims retained under 37 CFR1.l42 and claims
retained under 37 CFR 1.146 should be treated as set
out in MPEP § 821 to § 821.03 and § 809.02(c).

See MPEP § 2363.03 for treatment of claims in the
application of losing party in interference.

The Index of Claims should be kept up to date as
set forth in MPEP § 719.04.

When an application discloses patentable subject
matter and it is apparent from the claims and appli
cant's arguments that the claims are intended to be
directed to such patentable subject matter, but the
claims in their present form cannot be allowed
because of defects in form or omission of a limitation,
the examiner should not stop with a bare objection or
rejection of the claims. The examiner's action should
be constructive in nature and, when possible, should
offer a definite suggestion for correction. Further, an
examiner's suggestion of allowable subject matter
may justify indicating the possible desirability of an
interview to accelerate early agreement on allowable
claims.

When, during the examination of a pro se applica
tion it becomes apparent to the examiner that there is
patentable subject matter disclosed in the application,
the examiner should draft one or more claims for the
applicant and indicate in his or her action that such
claims would be allowed if incorporated in the appli
cation by amendment.

This practice will expedite prosecution and offer a
service to individual inventors not represented by a
registered patent attorney or agent. Although this
practice may be desirable and is permissible in any
case deemed appropriate by the examiner, it will be
expected to be applied in all cases where it is apparent
that the applicant is unfamiliar with the proper prepa
ration and prosecution of patent applications.

AreClaims

INVENTOR FILED APPLICATIONS

707.07(j) State When
Allowable

707.07(h) Notify of Inaccuracies in
Amendment

See MPEP § 714.23.

707.07(i) Each Claim To Be Mentioned
in Each Office Action

In every office action, each pending claim should
be mentioned by number, and its treattnent or status
given. Since a claim retains its original numeral
throughout the prosecution of the application, its his-

In cases where there exists a sound rejection on the
basis of prior art which discloses the "heart" of the
invention (as distinguished from prior art which
merely meets the terms of the claims), secondary
rejections on minor technical grounds should ordi
narily not be made. Certain technical rejections (e.g.
negative limitations, indefiniteness) should not be
made where the examiner, recognizing the limitations
of the English language, is not aware of an improved
mode of definition.

Some situations exist where examination of an
application appears best accomplished by limiting
action on the claim thereof to a particular issue. These
situations include the following:

(A) Where an application is too informal for a
complete action on the merits. See MPEP § 702.01;

(B) Where there is an undue multiplicity of
claims, and there has been no successful telephone
request for election of a limited number of claims for
full examination. See MPEP § 2l73.05(n);

(C) Where there is a misjoinder of inventions and
there has been no successful telephone request for
election. See MPEP § 803, § 806.02, § 812.01;

(D) Where disclosure is directed to perpetual
motion. See Ex parte Payne, 1904 C.D. 42, 108 O.G
1049 (Comm'r Pat. 1903). However, in such cases,
the best prior art readily available should be cited and
its pertinency pointed out without specifically apply
ing it to the claims.

On the other hand, a rejection on the grounds of res
judicata, no prima facie showing for reissue, new
matter, or inoperativeness (not involving perpetual
motion) should be accompanied by rejection on all
other available grounds.
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If the examiner is satisfied after the search has been
completed that patentable subject matter has been dis
closed and the record indicates that the applicant
intends to claimsuch subject matter, the examiner
may note in the Office action that certain aspects or
features of the patentable invention have not been
claimed and that if properly claimed such claims may
be given favorable consideration.

If a claim is otherwise allowable but is dependent
On a canceled claim or on a rejected claim, the Office
action should state that the claim would be allowable
if rewritten in independent form.

EARLY ALLOWANCE OF CLAIMS

Where the examiner is satisfied that the prior art
has been fully developed and some of the claims are
clearly allowable, the allowance of such claims
should not be delayed.

Form paragraphs 7.43, 7.43.01, and 7.43.02 may be
used to indicate allowable subject matter.

'J[ 7.43 Objection to Claims, Allowable Subject Matter

Claim [1] objected to as being dependent upon a 'rejected base
claim, but would be. allowable if rewritten in independent form
including all of the limitations of thebase claim and any interven
ing claims.

'J[ 7.43.01 Allowable Subject Matter, Claims Rejected
Under 35 U.S. C. 112, Second Paragraph, Independent
Claim

Claiml1] would be allowable if rewritten or amended to over
come the rejection(s) under 35 U.S.c. 112, 2nd paragraph, set
forth in this Office action.

Examiner Note:
This form Paragraph is, to be used only when the noted, inde

pendent c1aim(s) have been rejected solely on the basis of 35
U.S.C. 112, second paragraph, and would be allowable if
amended to overcomethe rejection.

'J[ 7.43.02 Allowable Subject Matter, Claims Rejected
Under. 35 U.S.c. 112, Second Paragraph, Dependent
Claim

Claim [1] would be allowable if rewritten to overcome the
rejection(s) under 35 U.S.C. 112, 2nd paragraph, setforth in this
Office action and to include all of the limitations of the base claim
and any intervening claims.

Examiner Note:
This form paragraph is to be used only when the noted depen

dent claim(s) have been rejected solely on the basis of 35 U.s.C.

112, second paragraph, and would be allowable if amended as
indicated.

'J[ 7.43.04 Suggestion ofAllowable Drafted Claim(s), Pro
Se

The following claimj.l] drafted by the examiner and consid
ered to distinguish patentably over the art of record in this applica
tion, [2] presented to applicant 'for consideration:

[3].

Examiner Note:

L If the 'suggested claim is not considered to be embraced by
the original oath or declaration, a supplemental oath or declaration
should be required under 37 CPR 1.67.

2. In bracket 2, insert --is,..- or -- are-c.

3. In bracket 3, insert complete text of suggested claim(s).

Form paragraph 7.97 may be used to indicate
allowance of claims.

'J[ 7.97 Claims Allowed

Claim [1] allowed.

707.07(k) Numbering Paragraphs

It is.good practice to number the paragraphs of the
Office action consecutively. This facilitates their iden
tification in the future prosecution of the application.

707.07(1)· Comment on Examples

The results of the tests and examples should not
normally be questioned by the examiner unless there
is reasonable basis for questioning the results. If the
examiner questions the results, the appropriate claims
should be rejected as being based. on an insufficient
disclosure under 35 U.S.C ..112, first paragraph. In re
Borkowski, 422 F.2d 904, 164 USPQ 642 (CCPA
1970). See MPEP § 2161 through § 2l64.08(c) for a
discussion of the written description and enablement
requirements of 35 U.S.C 112, first paragraph. The
applicant must reply to the rejection, for example, by
providing the results of an actual test or example
which has been conducted, or by providing relevant
arguments that there is strong reason to believe that
the result would be as predicted. Care should be taken
that new matter is not entered into the application.

If questions are present as to operability or utility,
consideration should be.given to the applicability of a
rejection under 35 U.S.C. 101. See MPEP § 706.03(a)
and § 2107 et seq.
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'f[ 7.100 Name And Number ofExaminer To Be Contacted

Any inquiry concerning this communication should be directed
to [1] at telephone number (703) [2].

The full surname of the examiner who prepares the
Office action will, in all cases, be typed at the end of
the action. The telephone number below this should
be called if the application is to be discussed or an
interview arranged. Form paragraph 7.100, 7.101 or
7.102 should be used.

707.08 Reviewing and .Initialing by
Assistant Examiner

'f[ 7.102 Telephone 1nquiry Contacts- 5/4/9 Schedule

Any inquiry concerning this communication or earlier commu
nications from the examiner should be directed to [1] whose tele
phone number is (703) [2]. The examiner can normally be
reached on [3] from [4] to [5]. The examiner can also be reached
on alternate [6].

If attempts' to reach the examiner by telephone are unsuccess
ful, the examiner's supervisor, [7]; can be reached on (703) [8].
The fax phone number for the organization where this application
or proceeding is assigned is (703) [9].

Any inquiry of a general nature or relating to the status of this
application or, proceeding should be directed to the receptionist
whose telephone number is (703) [10].

Examiner Note:

9. In bracket 10, insert the telephone number for your recep
tionist.

Although only the original is signed, the word
"Examiner" and the name of the signer should appear
on the original and copies.

All Office actions and other correspondence should
be signed promptly.

After the action is typed, the examiner who pre
pared the action reviews it for correctness. The sur
name or initials of the examiner who prepared the
action and the date on which the action was typed
should appear below the action. If this examiner does
not have the authority to sign the action, he or she
should initial above the typed name or initials, and
forward the action to the authorized signatory exam
iner for signing.

1. In bracket 1, insert your name.

2. In bracket 2, insert your individual phone nwnber.

3. In bracket 3, insert the days that you ~ork every week, e.g.
"Monday-Thursday" for an examiner offon alternate Fridays.

4. In brackets 4 and 5, insert your normal duty hours, e.g. "6:30
AM - 4:00 PM."

5. In bracket 6, insert the day in each pay-period that is your
compressed" day off, e.g. "Fridays" for .an examiner on .a 5/4/9
work schedule with the first Friday off.

6. In bracket 7, insert yourSPE's name.

7. In bracket 8, insert your SPE's phone number.

8. In bracket 9, insert the appropriate fax number for your orga
nization.

Signing by Primary or Other
Authorized Examiner

707.09

Examiner Note:

1. This form paragraph, form paragraph 7.101, or form .pera
graph 7.102 should be used at the conclusion of all actions.

2. In bracket 1, insert the name of the examiner designated to be
contacted first regarding inquiries about the Office action. This
could be either the non-signatory examiner preparing the action or
the signatory examiner.

3. In bracket 2, insert the individual phone number of the exam
iller to be contacted.

1. In bracket 1, insert your name.

2. In bracket 2, insert your individual phone number,

3. In bracket 3, insert the days that you work every week, e.g.
"Monday-Thursday" for an examiner off-every Friday.

4. In brackets 4 and 5, insert your normal duty hours, e.g. "6:30
AM - 5:00 PM."

5. In bracket 6, insert your SPE's name.

6. In bracket 7, insert your SPE's phone number.

7. In bracket 8, insert the appropriate fax number for your orga
nization.

Examiner Note:

8. In bracket 9, insert the telephone number for your reception
ist.

'f[ 7.101 Telephone 1nquiry Contacts- Non 5/4/9 Schedule

Any inquiry concerning this communication or earlier commu
nications from the examiner should be directed to [1] whose tele
phone number is (703) [2]. The examiner can normally be
reached on [3] from [4] to [5].

If attempts to reach the examiner by telephone are unsuccess
ful, the examiner's supervisor, [6], can be reached on (703) [7].
The fax phone number for the organization where this application
or proceeding is assigned is (703) [8].

Any inquiry of a general nature or relating to the status of this
application or proceeding should' be directed to the, receptionist
whose telephone number is (703) [9].

700-103 August 2001



707.10 MANUAL OF PATENT EXAMININGPROCEDURE

707.10 Entry elapses with no communication from applicant, the

application is abandoned.

The mailing date should not be typed when the
Office action is written, but should be stamped or
printed on all copies of the action after if has been
signed by the authorized signatory examiner and the
copies are about to be mailed.

The original, signed by the authorized examiner, is

. the copy which isplaced inthefile wrapper. The char
acter of the action, its paper number and the date of
mailing are entered in black ink on the outside of the
file wrapper under "Contents."

Copies of the examiner's action are mailed by the
Technology Center after the original,initialed by the
assistant examiner and signed by the authorized sig

natory examiner, has been placed in the file. After the
copies are mailed the original is returned for place
ment in the file.

Office actions are sometimes returned to the Office
because the United States Postal Service has not been
able to deliver them. The examiner should use every
reasonable means to ascertain the correct address and
forward theaction again, after stamping it "remailed"
with the.date thereof and redirecting it if there is any
reason to believe that the action would reach applicant
at such new address. If the Office action was
addressed to an attorney, a letter may be Writtento the
inventor or assignee informing. him or her of the
returned action. The period running against the appli
cation begins with the date of remailing. Ex parte

Gourtoff, 1924 C.D. 153,329 O.G. 536 (Comm'r Pat.
1924).

If the Office is not finally successful in delivering
the letter, .itis placed, with the envelope, in the file
wrapper. If the period dating from the remailing

Each examiner will give priority to that application
in his or her docket, whether amended or new, which
has the oldest effective U.S. filing date. Except as rare
circumstances may justify Technology Center Direc
tors in granting individual exceptions, this basic pol
icy applies to all applications.

The actual filing date of a continuation-in-part
application is used for docketing purposes. However,
the examiner may act on a continuation-in-part appli
cation by using the effective filing date, if desired.

If at any time an examiner determines that the
"effective filing date" status of any application differs
from what the records show, the technical support
staff should be informed, who should promptly amend
the records to show the correct status, with the date of
correction.

Nonprovisional applications filed in the U:S. Patent
and Trademark Office and accepted as complete
applications are assigned for examination to the
respective examining Technology Centers (TCs) hav
ing the classes of inventions to which the applications
relate. Nonprovisional applications shall be taken up
for examination by the examiner to whom they have
been assigned in the order in which they have been
filed except for those applications in which examina

tionhas been. advanced pursuant to 37CFR 1.102.
See 37 CPR 1.496 and MPEP § 1893.03 for the order
of examination of international applications in the
national stage.Including taking up out of order certain
national stage applications which have been indicated
as satisfying the criteria of PCT Article 33(1)-(4) as to
novelty, inventive step and industrial applicability.

Applications which have been acted upon by the
examiner, and which have been placed by the appli
cant in condition for further action by the examiner
(amended applications) shall be taken up for action in
such order as shall be determined by the Commis
sioner.

708 Order of Examination

Returned Office Action

Date

Mailing

707.13

707.12

707.11
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(d) A petition to make an application special on grounds
other than thosereferred to inparagraph (c) of thissectionmustbe
accompanied by the fee set forth in § 1.I7(h).

Certain procedures by the examiners take prece
dence over actions even on special cases.

For example, all papers typed and ready for signa
ture should be completed and mailed.

All issue cases returned with a "Printer Waiting"
slip must be processed and returned within the period
indicated.

Reissue applications, particularly those involved in
stayed litigation, should be given priority.

The order of examination for each examiner is to
give priority to reissue applications and to reexamina
tion proceedings, with top priority to reissue applica
tions in which litigation has been stayed (MPEP §
1442.03) and to reexamination proceedings involved
in litigation (MPEP § 2261), then to those special
cases having a fixed 30-day due date, such as exam
iner's answers and decisions on motions. Most other
cases in the "special" category (for example, interfer
ence cases, cases made special by petition, cases
ready for final conclnsion, etc.) will continue in this
category, with the first effective U.S. filing date
among them normally controlling priority.

All amendments before final rejection should be
responded to within two months of receipt.

37 CFR 1.102. Advancement ofexamination.

(a) Applications will not be advanced out of turn for exami
nation or for further action except as provided. by this part. or
upon order of the Commissioner to expedite the business of the
Office, or uponfiling of a request under paragraph (b) of this sec
tion or upon filing a petition under paragraphs (c) or (d) of this
section with a showing which, in the opinion of the Commis
sioner, willjustify so advancing it.

(b) Applications wherein the inventions are deemed of pecu
liar importance to some branch of the public service and the head
of some department of the Government requests inunediate action
for thatreason, may be advanced for examination.

(c) A petition to make an application special may be.filed
without a fee if the basis for the petition.is the applicant's age or
health or that the invention will materially enhance the quality of
the environment or materially contribute to the development or
conservation of energyresources.

(A) Applications wherein the inventions are
deemed of peculiar importance to some branch of the
public service and when for that reason the head of
some department of the Govermnent requests imme
diate action and the Commissioner so orders (37 CFR
1.102).

(B) Applications made special as a result of a
petition. (See MPEP § 708.02.)

Subject alone to diligent prosecution by the appli
cant, an application for patent that has once been
made special and advanced out of tum forexamina
tion by reason of a ruling made in that particular case
(by the Commissioner or an Assistant Commissioner)
will continue to be special throughout its entire course
of prosecution in the U.S. Patent and Trademark
Office, including appeal, if any, to the Board of Patent
Appeals and Interferences.

(C) Applications for reissues, particularly those
involved in stayed litigation (37 CFR 1.176).

(D) Applications remanded by an appellate tribu
nal for further action.

(E) An application, once taken up for action by an
examiner according to its effective filing date, should
be treated as special by an examiner, art unit or Tech
nology Center to which it may subsequently be trans
ferred; exemplary situations include new cases
transferred as the result of a telephone election and
cases transferred as the result of a timely reply to any
official action.

(F) Applications which appear to interfere with
other applications previously considered and found to
be allowable, or which will be placed in interference
with an unexpired patent or patents.

Applications in which practice requires that the
examiner act within a set period, such as 2 months
after appellants brief to furnish the examiner's
answers (MPEP § 1208), necessarily take priority
over special cases without specific time limits.

If an examiner has an application in which he or she
is satisfied that it is in condition for allowance, or in
which he or she is satisfied will have to be finally
rejected, he or she should give such action forthwith
instead of making the application await its tum.

The following is a list of special cases (those which
are advanced out of tum for examination):

List of Special Cases708.01
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See also MPEP § 714.13, § 1207 and § 1309.

(d) A petition to make an application special on grounds
otherthan thosereferred to in paragraph (c) of thissection mustbe
accompanied by the fee set forth in § 1.17(h).

(G) Applications ready for allowance, or ready
for allowance except as toformal matters.

(H) Applications which are in condition for final
rejection.

(I) Applications pending more than 5 years,
including those which, by relation to a prior United
States application, have an effective pendency of
more than 5 years. See MPEP § 707.02.

(J) Reexamination proceedings, MPEP § 2261.

37 CFR 1.102. Advancement ofexamination.

(a) Applications will not be advanced out of turn for exami
nation or for further action .. except as provided,by this part,or
upon orderof the Commissioner to expedite the business of the
Office, or upon filing of a request under paragraph (h) of this sec
tion or upon filing a petition,under paragraphs (c), or' (d) of this
section with a showing which, in, the opinion of the Commis
sioner, will justify so advancing it.

(b) Applications wherein the inventions aredeemedof pecu
liar importance to some branch of the public service andthe head
of some department of the Government requestsimmediate action
for that reason, may be advanced for examination.

(c) A petition to make an application specialmay befiled
without a fee if.the basis for the petition is the applicant's age or
health or that the inventionwill materially enhance .the quality of
theenvironment or materially contribute to the-development 'Of

conservation of energyresources.
Applicant must provide one copy of each of the ref

erences deemed most closely related to the subject
matter encompassed by the claims if said references
are not already of record.

(A) The.possession by the prospective manufac
turer of sufficient presently available capital (stating
approximately the amount) and facilities (stating
briefly the nature thereof) to manufacture the inven
tion in quantity or that sufficient capital and facilities
will be made available if a patent is granted;

If the prospective manufacturer is an individual,
there must be a corroborating statement from some
responsible party, as for example, an officer of a bank,
showing that said individual has the required avail
able capital to manufacture;

(B) That the prospective manufacturer will not
manufacture, or will not increase present manufac
ture, unless certain that the patent will be granted;

(C) That the prospective manufacturer obligates
himself, herself or itself, to manufacture the inven
tion, in the United States or its possessions, in quan
tity immediately upon the allowance of claims or
issuance of a patent which will protect the investment
of capital and facilities; and

(D) That the applicant or assignee has made or
caused to be made a careful and thorough search of
the prior art, or has a good knowledge of the pertinent
prior art.

Petition To Make Special708.02

New applications ordinarily are taken up for exami
nation in the order of their effective United States fil
ing dates. Certain exceptions are made by way of
petitions to make special, which may be granted under
the conditions set forth below.

I. MANUFACTURE

An applicationmay be made special on the ground
of prospective manufacture upon the filing of a peti
tion accompanied by the fee under 37 CFR 1.17(h)
and a statement by the applicant, assignee or an attor
ney/agent registered to practice before the Office
alleging:

II. INFRINGEMENT

Subject to a requirement for a further showing as
may be necessitated by the facts of a particular case,
an application may be made special because of actual
infringement (but not for prospective infringement)
upon payment of the fee under 37CFR 1.17(h) and
the filing of a petition accompaniedby a statement by
the applicant, assignee, or an attorney/agent registered
to practice before the Office alleging:

(A) That there is an infringing device or product
actually on the market or method in use;
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(B) That a rigid comparison of the alleged
infringing device, product, or method with the claims
of the application has been made, and that, in his or
her opinion, some of the claims are unquestionably
infringed; and

(C) That he or she has made or caused to be made
a careful and thorough search of the prior art or has a
good knowledge of the pertinent prior art.

Applicant must provide one copy of each of the ref
erences deemed most closely related to the subject
matter encompassed by the claims if said references
are not already of record.

Models or specimens of the infringing product or
that of the application should not be submitted unless
requested.

III. APPLICANT'S HEALTH

An application may be made special upon a petition
by applicant accompanied by any evidence showing
that the state of health of the applicant is such that he
or she might not be available to assist in the prosecu
tion of the application if it were to run its normal
course, such as a doctor's certificate or other medical
certificate. No fee is required for such a petition. See
37 CFR 1.102(c).

IV. APPLICANT'S AGE

An application may be made special upon filing a
petition including any evidence showing that the
applicant is 65 years of age, or more, such as a birth
certificate or applicant's statement. No fee is required
with such a petition. See 37 CFR 1.102(c).

V. ENVIRONMENTAL QUALITY

The U.S. Patent and Trademark Office will accord
"special" status to all patent applications for inven
tions which materially enhance the quality of the
environment of mankind by contributing to the resto
ration or maintenance of the basic life-sustaining nat
ural elements, i.e., air, water, and soil.

All applicants desiring to participate in this pro
gram should petition that their applications be
accorded "special" status. Such petitions should be
accompanied by statements under 37 CFR 1.102 by
the applicant, assignee, or an attorney/agent registered
to practice before the Office explaining how the
inventions contribute to the restoration or mainte-

nance of one of these life-sustaining elements. No fee
is required for such a petition. See 37 CFR 1.102(c).

VI. ENERGY

The U.S. Patent and Trademark Office will, on peti
tion, accord "special" status to all patent applications
for inventions which materially contribute to (A) the
discovery or development of energy resources, or (B)
the more efficient utilization and conservation of
energy resources. Examples of inventions in category
(A) would be developments in fossil fuels (natural
gas, coal, and petroleum), nuclear energy, solar
energy, etc. Category (B) would include inventions
relating to the reduction of energy consumption in
combustion systems, industrial equipment, household
appliances, etc.

All applicants desiring to participate in this pro
gram should petition that their applications be
accorded "special" status. Such petitions should be
accompanied by statements under 37 CFR 1.102 by
the applicant, assignee, or an attorney/agent registered
to practice before the Office explaining how the
invention materially contributes to category (A) or
(Bjset forth above. No fee is required for such a peti
tion, 37 CPR 1.102(c).

VII. INVENTIONS RELATING TO
RECOMBINANT DNA

In recent years revolutionary genetic research has
been conducted involving recombinant deoxyribonu
cleic acid ("recombinant DNA"). Recombinant DNA
research appears to have extraordinary potential bene
fit for mankind. It has been suggested, for example,
that research in this field might lead to ways of con
trolling or treating cancer and hereditary defects. The
technology also has possible applications in agricul
ture and industry. It has been likened in importance to
the discovery of nuclear fission and fusion. At the
same time, concern has been expressed over the safety
of this type of research. The National Institutes of
Health (NIH) has released guidelines for the conduct
of research concerning recombinant DNA. These
"Guidelines for Research Involving Recombination
DNA Molecules," were published in the Federal Reg
ister of July 7, 1976, 41 FR 27902-27943. NIH is
sponsoring experimental work to identify possible
hazards and safety practices and procedures.
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In view of the exceptional importance of recombi
nantDNA and the desirability of prompt disclosure of
developments in the field, the U.S. Patent and Trade
mark Office will accord "special" status to patent
applications relating to safety of research in the field
of recombinant DNA. Upon appropriate petition and
payment of the fee under 37 CFR 1.17(h), the Office
will make special patent applications for inventions
relating to safety of research in the field of recombi
nant DNA. Petitions for special status should be
accompanied by statements under 37 CFR 1.102 by
the applicant, assignee, or statements by an attomey/
agent registered to practice before the Office explain
ing the relationsltip of the invention to safety of
research in the field of recombinant DNA research.
The fee set forth under 37 CFR 1.17(h) must also be
paid.

vm. SPECIAL EXAMINING PROCEDURE
FOR CERTAIN NEW APPLICATIONS 
ACCELERATED EXAMINATION

A new application (one wltich has not received any
examination by the examiner) may be granted special
status provided that applicant (and this term includes
applicant's attorney or agent) complies with each of
the following items:

(A) Submits a petition to make special accompa
nied by thefee set forth in 37 CFR 1.17(h);

(B) Presents all claims directed to a single inven
tion, or if the Office determines that all the claims pre
sented are not obviously .directed to a single
invention, will make an election without traverse as a
prerequisite to the grant of special status.

The election may be made by applicant at the time
of filing the petition for special status. Should appli
cant fail to include an election with the original papers
or petition and the Office determines that a require,
ment should be made, the established telephone
restriction practice will be followed.

If otherwise proper, examination on the merits
will proceed on clainis drawn to the elected invention.

If applicant refuses to make .an election without
traverse, the application will not be further examined

at that time. The petition will be deuied on the ground
that the claims are not directed to a single invention,
and the application will await action in its regular
tum.

Divisional applications directed to the nonelected
inventions will not automatically be given special sta
tus based on papers filed with the petition in the par
ent application. Each such application must meet on
its own all requirements for the new special status;

(C) Submits a statement(s) that a pre-examination
search was made, listing the field of search by class
and subclass, publication, Chemical Abstracts, for
eign patents, etc. A search made by a foreign patent
office satisfies this requirement;

(D) Submits one copy each of the references
deemed most closely related to the subject matter
encompassed by the claims if said references are not
already of record; and

(E) Submits a detailed discussion of the refer
ences, which discussion points out, ,with the particu
larity required by 37 CFR LUI (b) and (c), how the
claimed subject matter is patentable over the refer
ences.

In those instances where the request for this special
status does not meet all the prerequisites set forth
above,applicant will be notified and the defects in the
request will be stated. The application will remain in
the status of a new application awaiting action in its
regular tum. In those instances where a request is
defective in one or more respects, applicant will be
given one opportunity to perfect the request in a
renewed petition to make special. If perfected, the
request will then be granted. If not perfected in the
first renewed petition, any additional renewed peti
tions to make special mayor may not be considered at
the discretion of the Technology Center (TC) Special
Program Examiner.

Once a request has been granted, prosecution will
proceed according to the procedure set forth below;
there is no provision for "withdrawal" from this spe
cial status.

The special examiuing procedure of VIII (acceler
atedexamination) involves the following procedures:
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(A) The new application, having been granted
special status as a result of compliance with the
requirements set out above will be taken up by the
examiner before all other categories of applications
except those clearly in condition for allowance and
those with set time limits, such as examiner's answers,
etc., and will be given a complete first action which
will include all essential matters of merit as to all
claims. The examiner's search will be restricted to the
subject matter encompassed by the claims. A first
action rejection will set a 3-month shortened period
for reply.

(B) During the 3-month period for reply, appli
cant is encouraged to arrange for an interview with
the examiner in order to resolve, with finality, as
many issues as possible. In order to afford the exam
iner time for reflective consideration before the inter
view, applicant or his or her representative should
cause to be placed in the hands of the examiner at
least one working day prior to the interview, a copy
(clearly denoted as such) of the amendment that he or
she proposes to file in response to the examiner's
action. Such a paper will not become a part of the file,
but will form a basis for discussion at the interview.

(C) Subsequent to the interview, or responsive to
the examiner's first action if no interview was had,
applicant will file the "record" reply. The reply at this
stage, to be proper, must be restricted to the rejections,
objections, and requirements made. Any amendment
which would require broadening the search field will
be treated as an improper reply.

(D) The examiner will, within I month from the
date of receipt of applicant's formal reply, take up the
application for final disposition. This disposition will
constitute either a final action which terminates with
the setting of a 3-month period for reply, or a notice of
allowance. The examiner's reply to any amendment
submitted after final rejection should be prompt and
by way of form PTOL-303, by passing the application
to issue, or by an examiner's answer should applicant
choose to file an appeal brief at this time. The use of
these forms is not intended to open the door to further
prosecution. Of course, where relatively minor issues
or deficiencies might be easily resolved, the examiner
may use the telephone to inform the applicant of such.

(E) A personal interview after a final Office
action will not be permitted unless requested by the

examiner. However, telephonic interviews will be per
mitted where appropriate for the purpose of correcting
any minor outstanding matters.

After allowance, these applications are given top
priority for printing. See MPEP § 1309.

IX. SPECIAL STATUS FOR PATENT
APPLICATIONS RELATING TO
SUPERCONDUCTIVITY

In accordance with the President's mandate direct
ing the U.S. Patent and Trademark Office to acceler
ate the processing of patent applications and
adjudication of disputes involving superconductivity
technologies when requested by the applicant to do
so, the U.S. Patent and Trademark Office will, on
request, accord "special" status to all patent applica
tions for inventions involving superconductivity
materials. Examples of such inventions would include
those directed to superconductive materials them
selves as well as totheir manufacture and application.
In order that the U.S. Patent and Trademark Office
may implement this procedure, we invite all appli
cants desiring to participate in this program to request
that their applications be accorded "special" status.
Such requests should be accompanied by a statement
under 37 CFR 1.102 that the invention involves super
conductive materials. No fee is required.

X. INVENTIONS RELATING TO HIV/AIDS
AND CANCER

In view of the importance of developing treatments
and cures for HIV/AIDS and cancer and the desirabil
ity of prompt disclosure of advances made in these
fields, the U.S. Patent and Trademark Office will
accord "special" status to patent applications relating
to HIV/AIDS and cancer.

Applicants who desire that an application relating
to HIV/AIDS or cancer be made special should file a
petition and the fee under 37 CPR 1.17(h) requesting
the U.S. Patent and Trademark Office to make the
application special. The petition for special status
should be accompanied by a statement explaining
how the invention contributes to the diagnosis, treat
ment or prevention of HIV/AIDS or cancer.
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HANDLING OF PETITIONS TO MAKE
SPECIAL

FORMAL REQUIREMENTS OF PETITION TO
MAKE SPECIAL

(C) state that the development of the technology
will be significantly impaited if examination of the
patent application is delayed; including an explana
tion of the basis for making the statement.

Any petition to make special should:

(A) be in writing; and
(B) identify the application by application num

ber and filing date.

Examiner Tenders Resignation708.03

Applications which have been made special will be
advanced out of turn for examination and will con
tinue to be treated as special throughout the entire
prosecution in the Office.

Each petition. to make special, regardless of the
ground upon which the petition is based and the
nature, of the decision, is made of record in the appli
cation file, together with the decision thereon. The
part of the Office that rules on a petition is responsible
for properly entering that petition and the resulting
decision in the file record. The petition, with any
attached papers and supporting affidavits, will be
given a single paper number and so entered in the
"Contents" of the file. The decision will be accorded a
separate paper number and similarly entered. To
ensure entries in the "Contents" in proper order, the
technical support staff in the TC will make certain that
all papers prior to a petition have been entered and/or
listed in the application file before forwarding it for
consideration of the petition. Note MPEP § 1002.02
(s).

Petitions to make special are decided by the Special
Program Examiner of the TC to which the application
is assigned.

XII. SPECIAL STATUS FOR APPLICATIONS
RELATING TO BIOTECHNOLOGY
FILED BY APPLICANTS WHO ARE
SMALL ENTITIES

XI. INVENTIONS FOR COUNTERING
TERRORISM

Applicants who are small entities. may request that
their biotechnology applications be granted "special"
status. Applicant must file a petition with the petition
fee nnder 37 CPR 1.17(h) requesting the special sta
tusandIIlust:

In view of the importance of developing technolo
gies for countering terrorism and the. desirability of
prompt disclosure of advances made in these. fields,
the U.S. Patent and Trademark Office will accord
"special" status to patent applications relating to
counter-terrorism inventions.

International terrorism as defined in 18 U.S.C.
2331 inclndes "activities that - (A) involve violent
acts or acts dangerousto human Iife that are a viola
tion of the criminal laws of the UnitedStates or of any
State, or that would be a criminal violation if commit
ted within the jurisdiction of the United States or of
any State; [and] (B) appear to be intended" (i) to
intimidate or coerce a civilian population; (ii) to infl~
ence the policy of a government by intimidation or
coercion; or (iii) to affect the conduct of a government
by assassination or kidnapping ..." The types of tech
nology for countering t~rrorism could include, but are
not linrited' to, systems for detecting/identifying
explosives, aircraft sensors/security systems, and
vehicular barricades/disabling systems.

Applicants who desire that an application relating
to inventions for countering terrorism be made special
should. file. a petitio?, with the petition fee under
37 CPR 1.17(h) requesting the U.S. Patent and Trade
mark Office to make the application special. Thepeti
tion for special status should be accompanied by a
statement explaining how the invention contributes to
countering terrorism.

(A) state that small entity status hasbeeu estab
lished or include a statement establishing small entity
status;

(B) state.that the subject of the patent application
is a major asset of the small entity; and

Whenever an examiner tenders his or her resigna
ti0ll, the supervisory patent examiner should see that
the remaining time as far as possible is used in wind
ing up the old complicated cases or those with
involved records and getting as many of his or her
amended cases as possible ready for final disposition.
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37 CFR 1.103. Suspension ofaction by the Office.

(2) The fee set forth in § 1.17(h), unless such cause is the

faultof theOffice.

(1) A showing of good and sufficient cause for suspen
sion of action; and

If the examiner has considerable experience in his
or her particular art, it is also advautageous to the
Office if he or she indicates (in pencil) in the file
wrappers of application in his or her docket, the field
of search or other pertinent data that he or she consid
ers appropriate.

(e) Notice of suspension On initiative of the Office. The
Office will notify applicant if the Office suspends action by the
Office on anapplicationon its own initiative.

(f) Suspension of action for public safety or defense. The
Office may suspend actionby the Office by order of the Commis
sioner if the following conditions aremet:

(1) The application is owned by the United States;

(2) Publication of the invention may be detrimental to the
public safety or defense; and

(3) The appropriate department or agency requests such
suspension.

(g) Statutory invention registration. The Office will suspend
action by the Office for the entire pendency of an application if
the Office has accepted a requestto publish a statutory invention
registration in the application, except for purposes relating to
patentinterference proceedings under Subpart E of thispart.

Suspension of action (37 CFR 1.103) should not be
confused with extension of time for reply (37 CFR
1.136). It is to be noted that a suspension of action
applies to an impending Office action by the examiner
whereas an extension of time for reply applies
to action by the applicant. In other words, the action
cannot be suspended in an application which contains
an outstanding Office action or requirement awaiting
reply by the applicant. It is only the action by the
examiner which can be suspended under 37 CFR
1.103.

Suspension of action under 37 CFR 1.103(a)-(d) at
the applicant's request will cause a reduction in patent
term adjustment accumulated (if any) under 37 CFR
1.703. The reduction is equal to the number of days
beginning on the date a request for suspension of
action was filed and ending on the date of the tennina
tion of the suspension. See 37CFR l.704(c)(1).

(1) The application is an original utility or plant applica
tion filed under § 1.53(b) or resulting from entry of an interna
tional application into the national stage after compliance with §

1.494 or § 1.495;

(2) The applicant has not.filed a nonpublication request
under § 1.213(a), or has filed a request under § 1.213(b) to rescind

a previouslyfiled nonpublication request;

(3) The application is in conditionfor publication as pro
vided in § 1.211(c); and

(4) The Office has not issued either an Office action
under 35. U.S.C. 132 or a notice of allowance onder 35 U.S.C.

151.

Suspension of Action

(a) Suspension for cause. On request of the applicant, the

Office may grant a suspensionof actionby the Office under this
paragraph for good and sufficient cause. The Office will not sus
pend actionif a reply by applicant to an Office actionis outstand
mg. Any petition for suspension of action under this paragraph
must specify a period of suspension not exceeding six months.
Any petition for suspensionof action under this paragraph must
also include:

(c) Limited suspension of action after a request for contin
ued application (RCE) under § 1.114. On request of the applicant,

the Office may grant a suspension of action by the Office under

this paragraph afterthe filing of a request for continued examina
tion in compliance with § 1.114 for a period not exceeding three
months. Any request for suspensionof actionunder thisparagraph
mustbe filed with the requestfor continued examination under §

1.114, specify the period of suspension, and include the process
ing fee set forth in § 1.17(i).

(d) .Deferral ofexamination. On request of the applicant, the
Office may grant a deferral of examination under the conditions
specified in thisparagraph for aperiodnot extendingbeyondthree
years from the earliest filing date for which a benefit is claimed
under title 35, United StatesCode. A request for deferral of exam
ination under this paragraph must include the publication fee set
forth in § 1.18(d) and the processing fee set forth in § 1.17(i). A
request for deferral of examination under this paragraph will net

be granted unless:

(b) Limited suspension of action in a continued prosecution
application (CPA) filed under § 1.53(d). On request of the appli

cant, the Office may grant a suspension of action by the Office
under this paragraph in a continued prosecution application filed

under § 1.53(d) for a period not exceeding three months. Any
request for suspensionof actionunder thisparagraph mustbefiled
with the request for an application flled under § 1.53(d), specify

the period of suspension, and include the processingfee set forth
in § 1.17(i).

709
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REQUEST BY THE APPLICANT

Request, Requirement Fee(s), 37 CFR Maximum length of Sus-
37CFR Section pension
Section

1.103(a) Petition with a showing of good and suffi- 1.17(h) 6 months
.

.. cient cause.

1.103(b) Request at the time of filing a CPA 1.17(i) 3 months

1.103(c) Request at the time of filing an RCE 1.17(i) 3 months :

1.103(d) See below in "Deferral of Examination" 1.17(i)&1.18(d) 3 yrs. from earliest filing
date for which a benefit is
claimed under Title 35.

A. Petition Under 37 CFR 1.103(a) with a
Showing ofGoodand Sufficient Cause

A request that action in an application be delayed
will be granted only under the provisions of 37 CPR
1.103, which provides for "Suspension of Action." A
petition for suspension of action under 37 CPR
1.103(a) must: .

(A) be presented as a separate paper,
(B) be accompanied by the petitionfee set forth

in 37 CPR 1.17(h),
(C) request a specific and reasonable period of

suspension not greater than 6 months, and
(D) present good and sufficient reasons why the

suspension is necessary.

If the requirements of 37 CPR 1.103{a) are not met,
applicants should expect that their applications,
whether new or amended, will be taken up for action
by the examiner in the order provided in MPEP § 708,
Order of Examination.

A petition for suspension of action to allow appli
cant time to submit an information disclosure state
ment will be denied as failing to present good and
sufficient reasons, since 37 CPR 1.97 provides ade
quate reconrse for the timely submission of prior art
for consideration by the examiner.

In new applications, the mere inclusion in the trans
mittal form letter of a request that action be delayed
cannot be relied upon to avoid immediate action in the
application. However, applicant may consider filing a

request for deferral of examination under 37 CFR
1.103(d) (see below for the requirements). Applicants
should be aware of the possibility of requesting sus
pension of action by the Office under 37 CFR
1.103(b) or (c) for a period not exceeding three
months at the time of filing a continued prosecution
application (CPA) under 37 CPR 1.53{d) or a request
for continued examination (RCE) under 37 CPR
1.114. Many Technology Center (TC) art units and
examiners have short pendency to first action, and
new applications may be taken up for action before
preliminary amendments are filed in those applica
tions. Where a preliminary amendment and petition to
suspend action have been filed, it would be helpful to
telephone the examiner in that regard to avoid having
the amendment and the first Office action cross in the
mail. The following. form paragraphs should be used
to notify the grant or denial of the petition under 37
CFR 1.103(a):

'ff 7.54Suspension ofAction, Applicant's Request

Pursuant to applicant's request filed on [11. action by the Office
is suspended on this application under 37 CFR 1.103(a) for a
period of [2] months. At the end of this period, applicant is
required to notify the examiner and request continuanceof prose
cution or a further suspension. See MPEP § 709.

Examiner Note:
1. Maximum. period for suspension is 6 months:

2. Only the Technology Center Director can .grant second or
subsequentsuspensions.: See MPEP § 1003~ Such approval must
appear on the Office letter.
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'f[ 7.56 Requestfor Suspension, Denied, Outstanding Office
Action

Applicant's request filed [1], for suspension of action in this
application under 37 CFR 1.103(a), is denied as being improper.
Action cannot be suspended in an application awaiting a reply by
the applicant. See MPEP § 709.

B. Request for Suspension Under 37 CFR
l.103(b) or (c)

Applicants may request a suspension of action by
the Office under 37 CFR 1.103(b) or (c) for a period
not exceeding three months in a continued prosecu
tion application (CPA) filed under 37 CPR 1.53(d), or
in a continued examination (RCE) filed under 37 CPR
1.114. The request for suspension must be filed at the
time of filing of the CPA or RCE. The period of sus
pension will start on the date that the Office grants the
filing date for the CPA, or recognizes the proper RCE.

Requirements

The Office will not grant the requested suspension
of action unless the following requirements are met:

(A) the request must be filed with the filing of a
CPA or an RCE (applicants may use the check box
provided on the transmittal form PTO/SB/29 or PTOI
SB/30, or submit the request on a separate paper);

(1) if the request is filed with an RCE, the RCE
must be in compliance with 37 CFR 1.114, i.e., the
RCE must be accompanied by a submission and the
fee set forth in 37 CFR 1.17(e). Note that the payment
of the RCE filing fee may not be deferred and the
request for suspension cannot substitute for the sub
mission;

(2) if the request is filed with a CPA, a filing
date must be assigned to the CPA;

(B) the request should specify the period of sus
pension in a whole number of months (maximum of 3
months. If the request specifies no period of suspen
sion or a period of suspension that exceeds 3. months,
the Office will assume that a 3-month suspension is
requested; and

(C) the request must include the processing fee
set forth in 37 CFR 1.17(i).

Missing Parts for the CPA (Filing Date Granted)

If the Office assigns a filing date to the CPA, the
request for suspension will be processed, even if the

CPA was not accompanied by the CPA filing fee. The
suspension request acts to suspend a first Office
action by the examiner but will not affect the process
ing of the CPA for a missing part. The applicant will
be given a notice that provides a time period of 2
months from the date of the notification to pay the
CPA filing fee and the surcharge set forth in 37 CFR
1.16(e). Applicant must pay the CPA filing fee and the
surcharge within 2 months to avoid the abandonment
of the CPA. Pursuant to applicant's request for sus
pension, the action by the Office will be suspended on
the CPA for the period requested by the applicant,
starting on the filing date of the CPA.

Improper RCE or CPA (No Filing Date Granted)

If the CPA or the RCE is improper (e.g., a filing
date was not accorded in the CPA or the RCE was
filed without a submission or the RCE fee), the Office
will not recognize the request for suspension, and
action by the Office will not be suspended. A Notice
of Improper CPA Filing Under 37 CPR 1.53(d) or a
Notice of Improper Request for Continued, Examina
tion will be sent to applicant as appropriate. The time
period set in the previous Office communication (e.g.,
a final Office action or a notice of allowance) contin
ues to run from the mailing date of that communica
tion. If applicant subsequently files another RCE, the
request for suspension should be resubmitted to
ensure that the Office processes the request for sus
pension properly. The request for suspension of action
will not be processed until the Office accords a filing
date to the CPA or receives a proper RCE in compli
ance with 37 CFR 1.114.

Improper Request for Suspension

If the CPA or the RCE is properly filed, but the
request for suspension is improper (e.g., the request
for suspension was filed untimely or without the pro
cessing fee set forth in 37 CFR 1.17(i)), action by the
Office will not be suspended on the application. The
Office will process the CPA or RCE and place the
application on the examiner's docket. The examiner
will notify the applicant of the denial of the request in
the next Office communication using the following
form paragraph:
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Proper Request for Suspeusiou

If the CPA or the RCE and the request for suspen
sion of action are proper, the Office's technical sup
port staff will process the CPA or RCE, and the
request for suspension of action. A notification of the
approval of the request for suspension will be sent to
the applicant. The application will be placed in sus
pension status until the end of the suspension period.
The suspension request acts to suspend a first Office
action by the examiner. Once the suspension period
has expired, the application will be placed on the
examiner's docket for further prosecution.

C. Request for Deferral ofExamination under 37
CFR 1.103(d)

In new applications, applicants may request a
deferral of examination under 37 CFR 1.103(d) for a
period not extending beyond three years from the ear
liest filing date for which a benefit is claimed under
35 U.S.C.119(a)-(d), (e), (f), 120, 121, or 365. The
request must be filed before the Office issues an
Office action under 35 U.S.C. 132 or a notice of
allowance in the application. The suspension will start
on the day that the Office grants the request for defer
ral of examination. Once the deferral of examination
has been granted, the application will not be taken up
for action by the examiner until the suspension period
expires. For example, if an applicantfiles a request
for deferral of examination under 37 CFR 1.103(d) for
the maximum period permitted under the rule in an
application that claims priority of a foreign applica
tion filed 113/00, the action by the Office on the appli
cation will be suspended and the application will
automatically be placed in a regular new case status
on the examiner's docket on 114/03 (36 months from
the effective filing date of the application, i.e., 113/
00).

Requirements

Form PfO/SB/37 (reproduced at the end of this
section) may be used to submit a request for deferral
of examination under 37 CFR 1.103(d).

A request for deferral of examination under 37 CFR
1.103(d) must include:

(A) a period of suspension, in a whole number of
months, not extending beyond three years from the
earliest effective filing date (if the request includes no

period of suspension or a period that exceeds the max
imum period permitted under the rule, i.e., beyond 3
years from the earliest effective filing date, the Office
will assume that the maximum period is requested);

(B) the publication fee set forth in 37 CFR
1.18(d); and

(C) the processing fee set forth in 37 CFR 1.17(i).

The Office will not grant a deferral of examination
unless the following conditions are met:

(A) the application must be
(I) an original utility or plant application filed

under 37 CFR 1.53(b)or
(2) an application resulting from entry of

an interuational application into the national
stage after compliance with 37 CFR 1.494 or 1.495
(the application cannot be a design application, a reis
sue application, or a CPA under 37 CFR 1.53(d));

(B) the application must be filed on or after
November 29, 2000 (the effective date of the eighteen
month publication provisions of the AIPA); or if the
application is filed before November 29, 2000, the
applicant must submit:

(I) a request for voluntary pnblication under
37 CFR 1.221 (see the first check box on the form
PfO/SB/37),

(2) the fee for the voluntary publication set
forth in 37 CFR 1.17(i),

(3) a copy of the application in compliance
with the Office' s electronic filing system (EFS)
requirements, and

(4) the confirmation number;
(C) the applicant has not filed a nonpublication

request under 37 CFR 1.213(a), or if a nonpublication
request has been filed in the application, the applicant
must file a request under 37 CFR 1.213(b) to rescind a
previously filed nonpnblication request (see the sec
ond check box on the form PTO/SB/37);

(D) the application must be in condition for publi
cation as provided in 37 CFR 1.211(c) (if the applica
tion has been forwarded to the Technology Center by
the Office of Initial Patent Examination (OIPE), the
application can be assnmed to be in condition for pub
lication); and

(E) the Office has not issued either an Office
action under 35 U.S.c. 132 (e.g., a restriction, a
first Office action on the merits, or a requirement
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under 37 CPR 1.105) or a notice of allowance under
35 U.S.C. 151.

Improper Request

If the request is improper, the following form para
graphs may be used to notify the applicant of the
denial of the request:

'f[ 7.56.02 Request for Deferral of Examination under 37
CFR 1.lO3(d), Denied

Applicant's request filed on [1], for deferral of examination
under 37 CFR 1.103(d) in the application is denied as being
improper. [2]

See MPEP § 709.

Examiner Note:
1. In bracket 1, insert the filing date of the request for deferral
of examination.

2. In bracket 2, insert the reason(s) for denying the request. For
example, if appropriate insert --The applicant has not filed a
request under 37 CPR 1.213(b) to rescind the previously filed
nonpublication request--; --A first Office action has been issued in
the application--; or «Applicant has not submitted a request for
voluntary publication under 37 CPR 1.221--.

Proper Request

A supervisory patent examiner's approval is
required for the grant of a deferral of examination in
an application. If the request is proper, the following
form paragraph may be used to notify applicant that
the request for deferral has been granted:

'f[ 7.54.01 Request for Deferral of Examination under 37
CFR 1.lO3(d), Granted

Applicant's request filed on [1], for deferral of examination
under 37 CPR I.I03(ct) in the application has been approved. The
examination of the application will be deferred for a period of [2]
months.

Examiner Note:
1. In bracket 1, insert the filing date of the request for deferral
of examination.

2. In bracket 2, insert the number of months for the deferral.

D. Termination ofSuspension ofAction

Once the request for suspension of action under
37 CPR 1.103 has been approved, action on the appli
cation will be suspended until the suspension period
has expired, unless the applicant submits a request for

termination of the suspension of action prior to the
end of the snspension period. The request for termina
tion of a suspension of action will be effective when
an appropriate official of the Office takes action
thereon. If the request for termination properly identi
fies the application and the period of suspension has
not expired when the Office acts on the request, the
Office will terminate the suspension and place the
application on the examiner's docket. An acknowl
edgment should be sent to the applicant using the fol
lowing form paragraph:

'f[ 7.54.02 Request for Termination of a Suspension of
Action. Granted

Applicant's request filed on [1], for termination of a suspension
of action under 37 CFR 1.103, has been approved. The suspension
of action has been terminated on the date of mailing this notice.

Examiner Note:
In bracket I, insert the filing date of the request for termination

of the suspension of action.

AT THE INITIATIVE OF THE OFFICE

37 CPR 1.103(e) provides that the Office will
notify applicant if the Office suspends action in an
application on its own initiative. An examiner may
grant an initial suspension of Office action on his or
her own initiative, as in MPEP § 709.01 and
§ 2315.01, for a maximum period of 6 months. Any
second or subsequent suspension of action in patent
applications under 37 CPR 1.103(e) are decided by
the TC Director. See MPEP § 1003.

Suspension of action under 37 CPR 1.103(t) is
decided by the TC Director of work group 3640.

The following form paragraphs should be used in
actions relating to snspension of action at the initia
tive of the Office.

'f[ 7.52 Suspension ofAction, Awaiting New Reference

A reference relevant to the examination of this application may
soon become available. Ex parte prosecution is SUSPENDED
FOR A PERIOD OF [1] MONTHS from the mailing date of this
letter. Upon expiration of the period of suspension, applicant
should make an inquiry as to the status of the application.

Examiner Note:
1. Maximum period for suspension is six months.

2. The TC Director must approve all second or subsequent sus
pensions, see MPEP § 1003.
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'J[, 7.53SuspensionofAction, Possible Interference
All claimsare allowable. However, due toa potentialinterfer

ence, ex parte prosecution is SUSPENDED FOR A PERIOD OF
[1] MONTH~ fromthe mailing date of this letter, Up~n expira
tion of the period of suspension, applicant should make an inquiry
asto 'the'statusof the application.

Examiner Note:
1. Maximum period for suspension is 6 months.
2. The TC Director must approve all second or subsequent sus
pensions, see MPEP § 1003,
3. The TC Director's approval must appear on the letter grant
ing any second or subsequent suspension.
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, .. PT()/SB/37 (01-01)
Approved for use tllrough Xx/XXlXXXX.OMS 0651-0031

u.s. Patent and Trademark Office; U,S. DEPARTMENT OF COMMERCE
Under the paperwork KeduClion Act 01 1"'''':'. no parsons ara recueec to respona to a ccuecncn 01Inlormellon uruaee 1\ ulsplays iii vane UMl;> DOnUOI numcer•.. . ..

Request for Deferral of Examination 37 CFR 1.103(d)
.

Application·Number GroupArt Unit "

filing Date Examiner Name

First NamedInventor Attorney DocketNLimber

Address to: Assistant CommisSioner for Patents
Washington. D.C. 20231

I hereby request deferral of examination under 37 CFR 1.103(d) for the above-identified (non-reissue) utility. or
plant appllcatlon filed underSz CFR 1.53(b) for a period of ~_.. ., months (maximum 3 years), from
the earliest filing date forl/ih1cha benefit is claimed. Deferral of Examination under 37CFR 1.103(d) Is
suspension of aotlcn. As a result, any patent term adjustment may be reduced. See 37 CFR1.704(c)(1).

Note: The request Will not be granted unless the application is in oonrfrtJon for publication as provided in 37 CFR 1.211(c) and the
Office has not issued either an Office action under 35 U.S.C. 132 or a notice ofaNowanca under 35 U.S.C. 151.

D If the application is filed prior to November 29,·2000:

I hereby request voluntary publication of the ·above-Identified application under 37 CFR ·1.221. A copy of the
application in compliance with the Office's electronic filing system requirements has been submitted and the
confirmation number is .

tJg1@: Araquest for voluntary pUb/ica,tionunder37 CFR 1.221 requires a copyofthe application In compliance with tlle,Office's
efectronlc tiling system requirements (EFS) as set forth in the USPTO Electronic Business Center web Page at wwwusntoQQvJebc
tha publication fee sat forth in 37 CFR 1.18(d), and the processing foo for the voluntary publication set forth in 37 CFR 1.17(i).

o If applicant previously filed a nonpublication request under 37 CFR 1.213(a):

I hereby rescind under 37 CFR 1.213(b) the previous filed request that the above-identified application not
be published under 35 U.S.C. 122(b).

Nots" Applfcation will be scheduled for pUblication at 18 months from the earliest Claimed filing data far which a benefit is Claimed.

Fees

a. o The Commissioner is hereby authorized to charge the following fees, or credit any overpayment, to
DepositAccount No. .

I. 0
Ii. 0
iii. 0
Iv. 0

Processing fee set forth in 37 CFR 1.17(i) for request for deferral of examination.

publication fee set forth In 37 CFR 1.18(d).

Processing fee set forth in 37 CFR 1.17(1)for voluntary publication.

Other .

Check in the amount of $ is enclosed.

Payment by credit card (Form PTO-2038 enclosed).

Note; The pUblication fee set forlh in 37 CFR 1.18(d) and the processing tee in 37 CFR1.17(i) for deferral ofexamination are required

b. o
c.O

wnen rne request or aeterraf or examination /s moo.

Sinnature o,;;.M;/Icent Attomev. or Anent In Comhl/ance with 37 CFR 1.331bl ReQuired
Nama Registration Number I
(Print/Type) (Attorney/Agent)

Signature Date I
~~/!.t:::..~res ofali the inventors or assignees ofrecord ofthe entire Interest or their representatJve(s) are required. Submit

1:::U . Ie for more than one sf"'nature see be/ow-.

D -Total er., forms are submitted. .

Burden Hour Statement: This form is estimated to take 0.2 hours to complete. Time will very depending upon the .needs of the individual case. Any comments on
the amount of time you ere required to complete this form should .be sent to the Chief Information Officer. U.S. Patient and Tredemark Office. Washington. DC
20231. 00 NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND Fees and Completed Forms to the following eddress: Assistant
Commi~slonerforPatents, Washington. DC 20231.
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35 U.S.c. 133. Time for prosecuting application.
Upon failure of the applicant to prosecute the application

within six months after any action therein, of which notice has
beengivenormailed to theapplicant, orwithin such shorter time,
not less than thirty days, as fixed by the Director in such action,
the application shall be regarded as abandoned by tbe paities
thereto, unless it be shown to the satisfaction of theDirector -that
suchdelaywas unavoidable.

35 U.S.c. 267. Time for taking action in Govemment
applications.

Notwithstanding the provisionsof sections 133 and 151 of this
title, the Director may extend the time for taking any action to
three years,-when an application has become the property of the
United States and the head of the .appropriate department or
agency of the Government has certified to the Director that the
invention disclosed therein is important to the armament or
defense of the United States.

Examiners shonld not consider ex parte, when
raised by an applicant, qnestions which are pending
before the Office in inter partes proceedings involv
ing the same applicant See Ex parte Jones, 1924
C.D. 59, 327 O.G. 681 (Comm'r Pat. 1924).

Becanse of this, where one of several applications
of the same inventor which contain overlapping
claims gets into an interference, it was formerly the
practice to snspend action by the Office on the appli
cations not in the interference in accordance with Ex
parte McCormick, 1904 C.D. 575, 113 O.G. 2508
(Comm'r Pat 1924).

However, the better practice wonld appear to be to
reject claims in an application related to another
application in interference over the connts of the
interference and in the event said claims are not can
celed in the ontside application, prosecntion of said
application shonld be snspended pending the final
determination of priority in the interference.

If, on the other hand, applicant wishes to prosecnte
the ontside application, and presents good reasons in
snpport, prosecntion shonld be continned. Ex parte
Bullier, 1899 C.D. 155, 88 O.G. 1161 (Comm'r Pat
1899); In re Seebach, 88 F.2d 722, 33 VSPQ 149
(CCPA 1937); In re Hammell, 332 F.2d 796, 141
VSPQ 832 (CCPA 1964). See MPEP § 804.03.

710 Period for Reply

See MPEP Chapter 1200 for period for reply when
appeal is taken or court review songht.

Extension of time under 35 V.S.c. 267 is decided
by the Technology Center Director of work gronp
3640.

Statutory Period

The maximum statutory period for reply to an
Office action is 6 months. 35 U.S.C. 133. Shortened
periods are cnrrently nsed in practically all cases. See
MPEP § 710.02(b).

37 CFR 1.135 provides that if no reply is filed
within the time set in the Office action under 37 CFR
1.134 or as it may be extended nnder 37 CFR 1.136,
the application will be abandoned nnless an Office
action indicates that another consequence, snch as dis
claimer, will take place.

37 CFR 1.135(b) specifies that: (A) the admission
of, or refnsal to admit, any amendment after final
rejection, or any related proceedings, will not operate
to save the application from abandonment; and (B)
the admission of, or refnsal to admit, any amendment
not responsive to the last action, or any related pro
ceedings, will not operate to save the application from
abandonment.

37 CFR 1.135(c) was amended to change the prac
tice of providing a non-statutory time limit (generally
1 month) during which an applicant may snpply
an omission to a previons reply. Under the cnrrent
practice, the examiner may set a shortened statutory
time period (generally 1 month) dnring which an

37 CFR 1.135. Abandonmentfor failure to reply within
time period.

(a) If anapplicant of a patent application fails to replywithin
the time period provided under § 1.134 and § 1.136, the applica
tion will become abandoned unless an Office actionindicatesoth
erwise.

(b) Prosecution of an application to save it from abandon
D1~nt pursuant to Paragraph (a) of this section must include such
complete,andproper reply.as the conditionof the application may
require. The admission of, or refusal to admit, any amendment
afterfinal rejection or ,any amendment not responsive to the last
action, or any related proceedings, will not operate to save the
application fromabandonment.

(c) When reply by the applicant is a bona fide attempt to
advance the application to final action,andis substantially a com
plete reply to the non-final Office action, but consideration of
some matter or compliancewith some requirement has been inad
vertently omitted, applicant may be given a new time period for
replyunder § 1.134to supplythe omission.

710.01

Overlapping Applications by
Same Applicant or Owned by
Same Assignee

709.01
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Finally, whether a I-month shortened statutory time
period is provided to the applicant to supply the omis
sion to the previous reply is within the discretion of
the examiner. Where the examiner determines that the
omission was not inadvertent (e.g., the applicant is
abusing the provisions of 37 CFR 1.135(c) to gain
additional time to file a proper reply or to delay exam
ination of the application), the examiner should notify
the applicant of the omission in the reply and advise
the applicant that the omission to the previous reply
must be supplied within the period for reply to the
prior action, including extensions of time under 37
CFR 1.136(a), if permitted. See also MPEP § 714.03.

The actual time taken for reply is computed from
the date stamped or printed on the Office action to the
date of receipt by the Office of applicant's reply. No
cognizance is taken of fractions of a day and appli
cant's reply is due on the corresponding day of the
month 6 months or any lesser number of months spec
ified after the Office action.

For example, reply to an Office action with a 3
month shortened statutory period dated November 30
is due on the following February 28 (or 29 if it is a
leap year), while a reply to an Office action dated
February 28 is due on May 28 and not on the last day
of May. Ex parte Messick, 7 USPQ 57 (Comm'r Pat.
1930).

A I-month extension of time extends the time for
reply to the date corresponding to the Office action
date in the following month. For example, a reply to
an Office action mailed on January 31 with a 3-month
shortened statutory period would be due on April 30.
If a l-month extension of time were given, the reply
would be due by May 31. The fact that April 30 may
have been a Saturday, Sunday, or Federal holiday has
no effect on the extension of time. Where the period
for reply is extended by some time period other than
"l-month" or an even multiple thereof, the person
granting the extension should indicate the date upon
which the extended period for reply will expire.

When a timely reply is ultimately not filed, the
application is regarded as abandoned after midnight of
the date the period for reply expired. In the above
example where May 31 is not a Saturday, Sunday, or
Federal holiday and no further extensions of time are

applicant must supply the omission to the previous
reply toavoid abandonment.

The prior practice under 37 CPR '1.135(c) was to
set a time limit during which the applicant could sup
ply the omission to the previous reply. Failure to sup
ply the omission resulted in the abandonment of the
application as of the due date for the previous reply.
Filing a new application during the time limit, but
beyond the due date for the previous reply, could have
caused a loss of patent rights due to the lack of copen,
dency between the applications.

37 CPR 1.135(c) now authorizes the examiner to
accept a reply to a non-final Office action thatis bona
fide and is substantially complete but for an inadvert
ent omission as an adequate reply to avoid abandon
ment under 35 U.S.C. 133 and 37 CFR 1.135. When
a bona fide attempt to reply includes au iuadverteut
omission that precludes action on the merits of the
application (e.g., an amendment is unsigned or
improperly signed,. or presents an amendment with
additional claims so as to require additional fees pur
suant to 37 CFR 1.16(b), (c), or (d)), the examiner
may consider that reply adequate to avoid abandon
ment under 35 U.S.C. 133 and 37 CFR 1.135, and
give the applicant a shortened statutory time period of
I month to correct the omission (e.g., provide a dupli
cate paper or ratification, or submit the additional
claims fees or cancel the claims so that no fee is due).
The failure to timely supply the omission will result in
abandonment under 35 U.S.C. 133 and 37 CFR
1.135. Extensions of time under 37 CFR 1.136(a) or
(b) will be available, unless the action setting the
shortened statutory period indicates otherwise.

When a bona fide attempt to reply includes an
omission that does not preclude action on the merits
of the application (e.g., a reply fails to address a rejec
tion or objection), the examiner may waive the defi
ciency in the reply and act on the application. The
examiner may repeat and make final the .rejection,
objection, or requirement that was the subject of the
omission. Thus, a reply to a non-final Office action
that is bona fide but includes an omission may be
treated by: (A) issuing an Office action that does not
treat the reply on its merits but requires the applicant
to supply the omission to avoid abandonment; or (B)
issuing an Office action that does treat the reply on its
merits (and which can also require the applicant to
supply the omission to avoid abandonment).

710.01(a) Statutory
Computed

Period, How
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37 CFR 1.136. Extensions of time.

(a)(l)If an applicant-is required to reply within a nonstatutory

or shortened statutory time period, applicant may extend the time
period for reply up to the earlier of the expiration of any maxi
mum period set by statute or five months after the time period set
for reply, if a petition for an extension of time and the fee set in
§ 1.17(a) are filed, unless:

(i) Applicant is notified otherwise in an Office action;

(ii) The reply is a reply brief submitted pursuant to§
1.193(b);

(iii) The reply is a request for an oral hearing submitted
pursuant to § 1.194(b);

obtained prior to tbe end of the 6-month statutory
period, the application would be abandoned as of June
1. The fact tbat June 1 may be a Saturday, Sunday, or
Federal holiday does not change the abandonment
date since tbe reply was due on May 31, a business
day. See MPEP § 711.04(a) regarding tbe pulling and
forwarding of abandoned applications.

A 3D-day period for reply in the Office means 30
calendar days including Saturdays, Sundays, and fed
eral holidays. However, if tbe period ends on a Satur
day, Sunday, or Federal holiday, tbe reply is timely if
it is filed on tbe next succeeding business day. If tbe
period for reply is extended, tbe time extended is
added to the last calendar day of the original period,
as opposed to being added to tbe day it would have
been due when said last day is a Saturday, Sunday, or
Federal holiday.

The date of receipt of a reply to an Office action is
given by tbe "Office date" stamp which appears on
tbe reply paper.

In some cases the examiner's Office action does not
determine the beginning of a statutory reply period. In
all cases where tbe statutory reply period runs from
tbe date of a previous action, a statementto tbat effect
should be included.

Since extensions of time are available pursuant to
37 CFR 1.l36(a), it is incumbent upon applicants to
recognize the date for reply so that the proper fee for
any extension will be submitted. Thus, tbe date upon
which any reply is due will normally be indicated
only in those instances where tbe provisions of 37
CFR 1.l36(a) are not available. See MPEP Chapter
2200 for reexamination proceedings.

710,02 Shortened Statutory Period and
Time Limit Actions Computed

(iv) The reply is to a decision by the Board of Patent
Appeals and Interferences pursuant to § 1.196. § 1.197 or § 1.304;
or

(v) The application is involved in an interference
declared pursuant to § 1.611.

(2) The date on which the petition and the fee have been
filed is the date for purposes of determining the period of exten
sionand the corresponding amount of the fee. The expiration of
the time. period is determined by the .amount of the fee paid. A
reply must be filed prior to the expiration of the period of exten
sion to avoid abandonment of the application(§ 1.135), but inno
situation mayan applicant reply later than the maximum time
period set by statute, or be granted an extension of time under
paragraph (b) of this section when the provisions of this paragraph
are available. See § 1.136(b) for extensions of time relating to pro
ceedings pursuant to §§ U93(b), 1.194, 1.196 or 1.197; § 1.304
for extensions of time to appeal to the U.S. Court of Appeals for
the Federal Circuit or to commence a civil action;' § 1.550(c) for
extensions of time in ex parte reexamination proceedings, § 1.956
for extensions of time in inter partes reexamination proceedings;
and § 1.645 for extensions of time in interference proceedings.

(3) A written request may be submitted in an application
that is an authorization to treat any concurrent or future reply,
requiring a petition for an extension of time under this paragraph
for its timely submission, as incorporating a petition for extension
of time for the appropriate length of time. An authorization to
charge all required fees, fees under § 1.17, or all.required exten
sionoftime fees will be treated as a constructive petition for an
extension of time in any concurrent or future reply requiring a
petition for an extension of time under this paragraph for its
timely submission. Submission of the fee set forth in § 1.17(a)
will also be treated as a constructive petition 'for an extension of
time in any concurrent reply requiring a petition for an extension
of time under this paragraph for its timely submission.

(b) When a reply cannot -be filed within the time period set
for such reply and the provisions of paragraph (a) of this section
are not available, the period for reply will be extended only for
sufficient cause and for a reasonable time specified. Any request
for an extension of time under this paragraph must be filed on or
before the day on which such reply is due, but the mere filing of
such a request will not affect any extension under this paragraph.
In no situation can any extension carry the date on which reply is
due beyond the maximum time period set by statute. See § 1.304
for extensions of time to appealto the U.S. Court of Appeals for
the Federal Circuit or to commence a civil action; § 1.645 for
extensions of time in interference proceedings; § 1.550(c) for
extensions of time in ex parte reexamination proceedings; and
§,1.956 for extensions of time in inter partes reexamination pro
ceedings.

(c) If an applicant is notified in a "Notice of Allowability"
that an application is otherwise in condition for allowance, the fol
lowing time periods are not extendable if set in the "Notice of
Allowability" or in an Office action having a mail date on or after
the mail date of the "Notice of Allowability":

(1) The period for submitting an oath or declaration in
compliance with § 1.63;
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(2) The period for submitting formal drawings set under
§ 1.85(c); and

(3) The period for making a deposit set onder § 1.809(c).

37 CFR 1.136 implements 35 U.S.C. 41(a)(8)
which directs the Commissioner to charge fees for
extensions of time to take action in patent applica
tions.

Under 37 CPR 1.136 (35 U.S.C. 133) an applicant
may be reqnired to reply in a shorter period than 6
months, not less than 30 days. Some situations in
which shortened periods for reply are used are listed
in MPEP § 71O.02(b).

In other situations, for example, the rejection of a
copied patent claim, the examiner may require appli
cant to reply on or before a specified date. These are
known as time limit actions and are established under
authority of 35 U.S.c. 2 and 3, Some situations in
which time limits are set are noted in MPEP
§ 71O.02(c). The time limit requirement should be
typed in capital letters where required.

An indication of a shortened time for reply should
appear prominently on the first page of all copies of
actions in which a shortened time for reply has been
set so that a person merely scanning the action can
easily see it.

Shortened statutory periods are subject to the provi
sions of 37 CPR 1.136(a) unless applicant is notified
otherwise in an Office action. See MPEP § 71O.02(e)
for a discussion of extensions of time. See Chapter
2200 for reexamination proceedings.

710.02(b) Shortened Statutory Period:
Situations In Which Used

Under the authority given him or her by 35 U.S.C.
133, the Commissioner has directed the examiner to
set a shortened period for reply to every action. The
length of the shortened statutory period to be used
depends on the type of reply required. Some specific
cases of shortened statutory periods for reply are
given below. These periods may be changed under
special, rarely occurting circumstances.

A shortened statutory period may not be less than
30 days (35 U.S.C. 133).

1 MONTH (NOT LESS THAN 30 DAYS)

(A) Requirement for restriction or election of spe
cies only (no action on the merits) ...... MPEP
§ 809.02(a) and § 817.

(B) When a reply by an applicant.for a nonfinal
Office action is bona fide but includes an inadvertent
omission, the examiner may set a 1 month (not less
than 30 days) shortened statutory time period to cor
rect the omission .... MPEP § 110m and § 714.03.

2 MONTHS

(A) Winning party in a terminated interference to
reply to an unanswered Office action MPEP
§ 2363.02.

Where, after the termination of an interference
proceeding, the application of the winning party con
tains an unanswered Office action, final rejection or
any other action, the primary examiner notifies the
applicant of this fact. In this case reply to the Office
action is required within a shortened statutory period
running from the date of such notice. See Ex parte
Peterson, 49 USPQ 119, 1941 C.D. 8, 525 O.G. 3
(Comm'r Pat. 1941).

(B) To reply to an Ex parte Quayle Office action
......... MPEP § 714.14.

When an application is in condition for allow
ance, except as to matters of form, such as correction
of the specification, a new oath, etc., the application
will be considered special and prompt action taken to
require correction of formal matters. Such action
should include an indication on the Office Action
Summary form PTOL-326 that prosecution on the
merits is closed in accordance with the decision in Ex
parte Quayle, 25 USPQ 74, 453 O.G. 213 (Comm'r
Pat. 1935). A 2-month shortened statutory period for
reply should be set.

(C) Multiplicity rejection - no other rejection
........ MPEP § 2173.05(n).

3 MONTHS

To reply to any Office action on the merits.

PERIOD FOR REPLY RESTARTED

Incorrect citation by examiner - regardless of time
remaining in original period.... MPEP § 710.06.
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710.02(c) Specified Time Limits:
Situations In Which Used

There are certain situations in which the examiner
specifies a time for the applicaut to take some action,
and the applicant's failureto timely take the specified
action results in a consequence other than abandon
ment. Situations in which a specified time limit for
taking an action is set are as follows:

(A) Where a member of the public files a petition
under 37 CPR 1.14(e) for access to an application, the
Office may give the applicant a specified time (usu
ally 3 weeks) within which to state any objections to
the granting of the petition for access and the reasons
why it should be denied. The failure to timely reply
will not affect the 'prosecution of the application
(assuming that it is still pending), but will result in the
Office rendering a decision on the petition for access
without considering any objections by the applicant.
SeeMPEP§ 103.

(B) Where an information disclosure statement
complies with the,requirements set forth in 37 CPR
1.97 (including the requirement for fees or statement
under 37 CFR 1.97(e) based upon the time of filing),
but part of the content requirement of 37 CFR 1.98
has been inadvertently omitted, theexaminer may set
a l-month time limit for completion of the informa
tion disclosure statement. The failure to timely com
ply will not result in abandonment of the application,
but will result in the information disclosure statement
being placed in the application file with the noncom
plying information not being considered. See MPEP
§ 609.

(C) Where an application is otherwise allowable
but contains a traverse of a restriction requirement,
the applicant may be given a specified time (e.g., a 1
month time limit) to cancel claims to the nonelected
invention or species or take other appropriate action
(i.e., petition the restriction requirement under 37
CPR 1.144). The failure to timely file a petition under
37 CFR 1.144 (or cancel the claims to the nonelected
invention or species) will not result in abandonment
of the application, but will be treated as authorization
to cancel the claims to the non-elected invention or
species, and the application will be passed to issue.
See 37 CPR 1.141 and 1.144, and MPEP § 809.02(c)
and § 821.D1.

(D) A portion of 37 CPR 1.605(a) provides that in
suggesting claims for interference:

The applicant to whom the claim is suggested shall
amend the application by presenting the suggested claim
within a timespecifiedby theexaminer, not less than one
month. Failure orrefusalof an applicant to timely present
the suggested claimshallbe taken without further action
as a disclaimer by the applicant of the invention defined
by thesuggested claim.

The failure to timely present the suggested claim
will not result in abandonment of the application, but
will be treated as a disclaimer by the applicant of the
invention defined by the suggested claim. See MPEP
§ 2305.02.

Where the failure to take the specified action may
result in abandonment (e.g., filing a new complete
appeal brief correcting the deficiencies in a prior
appeal brief), a time period should be set for taking
the specified action. Where the condition of the appli
cation requires that such action not be subject to
extensions under 37 CFR 1.136, the action should
specify that the provisions of 37 CPR 1.136 (or
1.136(a)) do not apply to the time period for taking
action (i.e., a specified time limit should not be set
simply to exclude the possibility of extending the
period for reply under 37 CFR 1.136).

710.02(d) Difference Between Shortened
StatutoryPeriods for Reply and
Specified Time Limits

Examiners and applicants should not lose sight of
the distinction between a specified time for a particu
lar action and a shortened statutory period for reply
under 35 V.S.C. 133:

(A) The penalty attaching to failure to take a par
ticular action within a specified time is a loss of rights
in regard to the particular matter (e.g., the failure to
timely copy suggested claims results in a disclaimer
of the involved subject matter). On the other hand, a
failure to reply within the set statutory period under
35 V.S.c. 133 results in abandonment of the entire
application. Abandonment of an application is not
appealable, but a petition to revive may be granted if
the delay was unavoidable (37 CFR 1.137(a)) or unin
tentional (37 CFR 1.137(b)).

(B) As a specified time or time limit is not a
shortened statutory period under 35 V.s.c. 133, the
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Office may specify a time for taking action (or a time
limit) of less than the 30 day minimum specified in 35
U.S.C. 133. See MPEP § 103.

(C) Where an applicant replies a day or two after
the specified time, the delay may be excused by the
examiner if satisfactorily explained. The examiner
may use his or her discretion to request an explanation
for the delay if the reason for the delay is not apparent
from the reply. A reply I day late in an application
carrying a shortened statutory period under 35U.S.C.
133, no matter what the excuse, results in abandon
ment. Extensions of the statutory period under 35
U.S.C. 133 may be obtained under 37 CFR 1.136,
provided the extension does not go beyond the 6
month statutory period from the date of the Office
action (35 U.S.c. 133).

The 2-month time period for filing an appeal brief
on appeal to the Board of Patent Appeals and Interfer
ences (37 CFR 1.192(a» and the I-month time period
for filing a new appeal brief to correct the deficiencies
in a defective appeal brief (37 CFR 1.192(d» are time
periods, but are not (shortened) statutory periods for
reply set pursuant to 35 U.S.C. 133. Thus,these peri
ods are, unless otherwise provided, extendable by up
to 5 months under 37 CFR 1.136(a), and, in an excep
tional situation, further extendable under 37 CFR
1.136(b) (i.e., these periods are not statutory periods
subject to the 6-month maximum set in 35 U.S.c.
133). In addition, the failure to file an appeal brief (or
a new appeal brief) within the time period set in 37
CFR 1.192(a) (or (d) results in dismissal of
the appeal. The dismissal of an appeal results in
abandonment, unless there is any allowed claim(s)
(see MPEP § 1215.04), in which case the examiner
should cancel the nonallowed claims and issue the
application.

The 2-month time period for reply to A Notice to
File Missing Parts of an Application is not identified
on the Notice as a statutory period subject to
35 U.S.C. 133. Thus, extensions of time of up to 5
months under 37 CFR 1.136(a), followed by addi
tional time under 37 CFR 1.136(b), when appropri
ate, are permitted.

710.02(e) Extension of Time

37 CFR 1.136. Extensions of time.

(a)(l)lf an applicant is required to reply within a nonstatutory

or shortened statutory time period, applicant may extend the time

period for reply up to the earlier of the expiration of any maxi
mum period set by statute or five months after the time period set
for reply, if a petition for an extension of time and. the fee set in
§ 1.17(a) are filed, unless:

(i) Applicant is notified otherwise in an Office action;

(ii) The reply is a reply brief submitted pursuant to §
1.193(b);

(iii) The reply is a request for an oral hearing submitted
pursuant to § 1.194(b); .

(iv) The reply is to a decision by the Board of Patent
Appeals and Interferences pursuant to § 1.196, § 1.197 or § 1.304;
or

(v) The application' is involved in an interference
declared pursuant to § 1.611.

(2) The date on which the petition and the fee have been
filed is the date for purposes of deterrnining .thc -period of exten
sion and the corresponding amount of the fee. The expiration of
the, time period is determined by the amount of the fee paid. A
reply must be filed prior to:the expiration of the periodof exten
sion to avoid abandonment of the application, (§ 1.135), but in no
situation may an applicant reply later than the' maximum time
period set by statute, or be granted an extension of time under
paragraph (b) of this sectionwhenthe provisions of this paragraph
are available. See § 1.136(b) for extensions of time relating to pro
ceedings pursuant to §§ 1.193(b), 1.194, 1.196 or 1.197;§ 1.304
for extensions of time to appeal to the U.S. Court of Appeals for
the Federal Circuit or to commence a civil action;§ ,1.550(c) for
extensions of time in ex parte reexamination proceedings, § 1.956
for,extensions of time in inter partes reexamination proceedings;
and § 1.645 for extensions of ti.mein interference proceedings.

(3) A written request may be submitted in an application
that is an authorization to treat any concurrent or future reply,
requiring a petition for an extension of time under this paragraph
for its timely submission, as incorporating a petition for extension
of time for the appropriate length of time. An authorization to
charge all required fees,fees under § 1.17, or all required exten
sian of, time fees will be treated as a constructive, petition for an
extension of time in any concurrent or future reply requiring a
petition for an extension of time under this paragraph for its
timely submission. Submission of the fee set forth in § 1.l7(a)
will also be treated as a constructive petition for an extension of
time in any concurrent reply requiring a petition for an extension
of time under this paragraph for its timely.submission.

(b) When a reply cannot be filed within the time period set
for such reply and the provisions of paragraph (a) of this section
are not available, the period for reply wiIl be extended only for
sufficient cause and for a reasonable time specified. Any request
for an extension of time under this paragraph must be filed on or
before the,day on which' such reply is due, but the mere filing of
such a request will not affect any extension under this paragraph.
In no situation can any extension carry the date on which reply is
due beyond the maximum time period set by statute. See § 1.304
for extensions of time to appeal to the U.S. Court of Appeals for
the Federal Circuit or to commence a civil action; § 1.645 for
extensions of time in interference 'proceedings; § '1.550(c) for
extensions of, time in ex parte reexamination proceedings; and
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§ 1.956 for extensions of time in inter partes reexamination pro
ceedings.

(c) If an applicant is notified in a "Notice of Allowability"
thatanapplication is otherwisein conditionfor allowance,the fol
lowing time periods are not extendable if set in the "Notice of
Allowability" or in anOfficeaction having a maildateon or after
the mail date of the "Notice of Allowability":

(1) The period for submitting an oath or declaration in
compliance with§ 1.63;

(2) The period for submitting formal drawings -set under
§ 1.85(c); and

(3) The period for making a deposit set under § 1.809(c).

37 CPR 1.136 provides for two distinct procednres
to extend the period for action or reply in particular
situations. The procednre which is available for use in
a particular situation will depend upon the circum
stances. 37 CFR 1.136(a) permits an applicant to file a
petition for extension of time and a fee as set forth in
37 CFR 1.17(a) up to 5 months after the end of the
time period set to take action except:

(A) where prohibited by statute,
(B) where prohibited by one of the items listed in

the rule, or
(C) where applicant has been notified otherwise

in an Office action.

The petition and fee must be filed within the
extended time period for reply requested in the peti
tion and can be filed prior to, with, or without the
reply. The filing of the petition and fee will extend
the time period to take action up to 5 months depen
dent on the amount of the fee paid except in those cir
cumstances noted above. 37 CFR 1.136(a) will
effectively reduce the amount of paperwork required
by applicants and the Office since the extension will
be effective upon filing of the petition and payment of
the appropriate fee and without acknowledgment or
action by the Office and since the petition and fee can
be filed with Of without the reply. 37 CPR 1.136(b)
provides for requests for extensions of time upon a
showing of sufficient-causewhen the procednre of 37
CPR 1.136(a) is not available. Although the petition
and fee procednre of 37 CPR 1.136(a) will normally
be available within 5 months after a set period for
reply has expired, an extension request for cause
under 37 CPR 1.136(b) must be filed during the set
period for reply. Extensions of time in interference
proceedings are governed by 37 CPR 1.645.

It should be very carefully noted that neither the
primary examiner nor the Commissioner has authority

to extend the shortened statutory period unless a peti
tion for the extension is filed. While the shortened
period may be extended within the limits of the statu
tory 6 months period, no extension can operate to
extend the time beyond the 6 months.

Any request under 37 CFR 1.136(b) for extension
of time for reply must state a reason in support
thereof. Such extensions will only be granted for suf
ficient cause and must be filed prior to the end of the
set period for reply.

.Extensions of time with the payment of a fee pursu
ant to 37 CFR 1.136 are possible in reply to most
Office actions of the examiner. Exceptions include;

(A) all extensions in a reexamination proceeding
(see 37 CPR 1.550(c) and MPEP § 2265);

(B) all extensions during an interference proceed
ing (but not preparatory to an interference where a
claim is suggested for interference);

(C) those specific situations where an Office
action states that the provisions of 37 CFR 1.136(a)
are not applicable (e.g., reply to a notice of allowabil
ity, in reissue applications associated with litigation,
or where an application in allowable condition has
nonelected claims and time is set to cancel such
claims); and

(0) those limited instances where applicant is
given a specified time limit to take certain actions.

The fees for extensions of time are set forth in 37
CFR 1.17(a) and are subject to a 50% reduction for
persons or concerns qualifying as small entities. The
fees itemized at 37 CPR 1.17(a) are cumulative.
Thus, if an applicant has paid an extension fee in the
amount set forth in 37 CFR 1.17(a)(I) for a l-month
extension of time and thereafter decides that an addi
tional 1 month is needed, the proper fee would be the
amount set forth in 37 CFR 1.17(a)(2) less the amount
set forth in 37 CFR 1.17(a)(l) which was previously
paid.

37 CFR 1.136(a)(3) provides that:

(A) a written reqnest may be submitted in an
application that is an authorization to treat any con
current or future reply that requires a petition for an
extension of time under 37 CFR 1.136(a) to be
timely, as incorporating a petition for extension of
time for the appropriate length of time;

(B) an authorization to charge all required fees,
fees under 37 CPR 1.17, or all required extension of
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time fees will be treated as a constructive petition for
an extension of time in any concurrent or future reply
requiring a petition for an extension of time under 37
CFR 1.136(a) to be timely; and

(C) submission of the fee set forth in 37 CFR
1.l7(a) will be treated as a constructive petition for an
extension of time in any concurrent reply requiring a
petition for an extension of time under 37 CFR
1.136(a) to be timely.

This is a change in practice, in that applicants were
previously required to file a petition (some writing
that manifested an intent to obtain an extension of
time) in reply to the Office action for which the exten
sion was requested.

37 CPR 1.136(a)(3) is a "safety net" to avoid a
potential loss of patent rights for applicants who inad
vertently omitted a petition, but who had:

(A) previously filed a written request to treat a
reply requiring an extension of time as incorporating a
petition for SUGh extension of time;

(B) previously filed an authorization to charge all
required fees, fees under 37 CPR 1.17, or all required
extension of time fees; or

(C) submitted the fee set forth in 37 CPR 1.17(a)
with the reply.

The Office strongly recommends including a writ
ten petition for any desired extension of time in reply
to the Office action for which the extension was
requested to avoid processing delays.

A proper petition may be a mere sentence SUGh as

The applicant herewith petitions the Commissioner of
Patents andTrademarks to extend the time for reply to the
Office actiondated__ for __ month(s)from__ to
__ . Submitted herewith is a check for $__ to cover
the cost of the extension [Please Charge.my deposit
account number __ , in the amount of $ __ to cover
the cost of theextension. Any deficiencyor overpayment
should be charged or credited to the above numbered
deposit account.]

37 CPR 1.136(a)(2) provides, in part, that "[t]he
date on which the petition and the fee have been filed
is the date for purposes of determining the period of
extension and the corresponding amount of the fee."
Thus, a petition under 37 CFR 1.136(a) need not be
accompanied by a reply (e.g., in situations in which
the extension is necessary for copendency with a con
tinuing application). 37 CPR 1.136(a)(2), however,

clarifies that "[a] reply must be filed prior to the expi
ration of the period of extension to avoid abandon
ment of the application" under 35 U.S.c. 133 and
37 CFR 1.135 (e.g., where the extension is obtained
solely for the purpose of copendency with a continu
ing application, and no reply is filed, the application
will become abandoned upon expiration of the so
extended period for reply).

While a petition for an extension of time under
37 CFR 1.136(a) must be filed within the extended
period for reply, the petition need not be filed within
the original shortened statutory period for reply. If a
petition for an extension of time under 37 CPR
1.136(a) (with or without a reply) requests an insuffi
cient period of extension such that the petition would
be filed outside the so-extended period for reply, but
the period for reply could be further extended under
37 CFR 1.136(a) such that the petition would be filed
within the further extended period for reply, it is
Office practice to simply treat the petition for exten
sion of time as requesting the period of extension nec
essary to make the petition filed within the further
extended period for reply if the petition or application
contains an authorization to charge extension fees or
fees under 37 CFR 1.17 to a deposit account. That is,
in such situations a petition for an extension of time
under 37 CFR 1.136(a) is simply construed as
requesting the appropriate period of extension. For
example, if a petition (and requisite fee) for a two
month extension of time containing an authorization
to charge fee deficiencies to a deposit account are
filed in an application four and one-half months after
the date a notice of appeal was filed in that applica
tion, it is Office practice to treat the petition as
requesting the period of extension (three months) nec
essary to make the petition filed within the extended
period for reply. This practice applies even if no fur
ther reply (appeal brief or continued prosecution
application (CPA) under 37 CFR 1.53(d)) is filed in
the application to be treated as a constructive petition
for an extension of time under 37 CFR 1.136(a)(3);

To facilitate processing, any petition for an exten
sion of time (or petition to revive under 37 CPR
1.137) in which a continuing application is filed in
lieu of a reply should specifically refer to the filing
of the continuing application and also should
include an express abandonment of the prior applica
tion conditioned upon the granting of the petition and
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the granting of a filing date to the continning applica
tion.

Applicants are cautioned that an extension of time
will not be effected in the prior application by filing a
petition for an extension of time, extension fee, or fee
authorization, in the continuing application. This is
because the petition for an extension of time (or con
structive petition under 37 CPR 1.l36(a)(3)) must be
directed toward and filed in the application to which it
pertains in accordance with 37 CFR 1.4 and 1.5.

Where a reply is filed after the set period for reply
has expired and no petition or fee accompanies it, the
reply will not be accepted as timely until the petition
(which may be a constructive petition under 37 CFR
1.l36(a)(3)) and the appropriate fee are submitted.
For example, if an Office action sets a 3-month period
for reply and applicant replies in the 4th month and
includes only the petition for a l-month extension of
time, the reply is not acceptable until the fee is filed.
If the fee is not filed until the 5th month, an additional
fee for the 2nd month extension would also be
required in order to render the reply timely.

An extension of time under 37 CFR 1.136 is not
necessary when submitting a supplemental reply to an
Office action if a complete first reply was timely filed
in reply to the Office action.

When the provisions of 37 CPR 1.l36(a) are not
applicable, extensions of time for cause pursuant to
37 CPR 1.l36(b) may be possible. Any such exten
sion must be filed on or before the day on which the
reply is due. The mere filing of such a request will not
effect any extension. All such requests are to be
decided by the Technology Center (TC) Director. No
extension can operate to extend the time beyond the
6-month statutory period. Extensions of time under
37 CFR 1.l36(b) (or 37 CPR 1.l36(a)) are not avail
able to extend the time period set in a Notice of
Allowability, or in an Office action having a mail date
after the mail dateoftheNoticeofAllowability.to
submit an oath or declaration in compliance with
37 CFR 1.63, to submit formal drawings, or to make a
deposit of biological material.

If a request for extension of time under 37 CPR
1.136(b) is filed in duplicate and accompanied by a
stamped return-addressed envelope, the Office will
indicate the action taken on the duplicate and return it
promptly in the envelope. Utilization of this proce-

dure is optional on the part of applicant. In this proce
dure, the action taken on the request should be noted
on the original and on the copy which is to be
returned. The notation on the original, which becomes
a part of the file record, should be signed by the per
son granting or denying the extension, and the name
and title of that person should also appear in the nota
tion on the copy which is returned to the person
requesting the extension.

When the request is granted, no further action by
the Office is necessary. When the request is granted in
part, the extent of the extension granted will be clearly
indicated on both the original and on the copy which
is to be returned. When the request is denied, the rea
son for the denial will be indicated on both the origi
nal and on the copy which is to be returned or a
formal decision letter giving the reason for the denial
will be forwarded promptly after the mailing of the
duplicate.

If the request for extension of time is granted, the
due date is computed from the date stamped or printed
on the action, as opposed to the original due date. See
MPEP § 7l0.0l(a). For example, a reply to an action
with a 3-month shortened statutory period, dated
November 30, is due on the following February 28 (or
29, if it is a leap year). If the period for reply is
extended an additional month, the reply becomes due
on March 30, not on March 28.

For purposes of convenience, a request for an
extension of time may be personally delivered and left
with the appropriate area to become an official paper
in the file without routing through the Mail Center.
The person who accepts the request for an extension
of time will have it date stamped.

If duplicate copies of a request for an extension of
time under 37 CFR 1.l36(b) are hand delivered to a
TC, both copies are dated, either stamped approved or
indicated as being approved in part or denied, and
signed. The duplicate copy is returned to the deliver
ing person regardless of whether the request was
signed by a registered attorney or agent, either of
record or acting in a representative capacity, the appli
cant or the assignee of record of the entire interest.

If the request for extension under 37 CFR 1.136(b)
is not presented in duplicate, the applicant should be
advised promptly regarding action taken on the
request so that the file record will be complete.
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Form paragraphs 7.98 or 7.98.01 may be used
where a reply is filed late but au exteusion of time is
possible.

'f{ 7.98 Reply Is Late, Extension ofTime Suggested
Applicant's reply was received in the Office on [1], which is

after the expiration of the period for reply set in the last Office
action mailed on [2], This application will become abandoned
unless applicant obtains an extension of time to reply to the last
Office action under 37 CFR 1.136(a).

Examiner Note:
Since the provisions of 37 CFR 1.136(a) do not apply to reex

amination proceedings or to litigation related reissue applications,
do not use this paragraph in these cases.

'f{ 7.98.01 Reply Is Late, Extension ofTime Suggested, Pro
Se

Applicant's reply to the Office Action of [1] was received in
the Patent and Trademark Office on [2l,"whichis·after the expira
tion of the period for reply set in the above noted Office action.
The application will become abandoned unless applicant obtains
an extension of the period for reply set in the above noted Office
action.An extension of the reply period may be obtained by filing
a petition under 37 CFR 1.136(a). The petition must be accompa
nied by the appropriate fee as set forth in 37 CFR 1.17 (copy of
current fee schedule attached). The date on which the reply, the
petition, and the fee have-been filed is the date of the reply and
also the date for purposes of determining the period of extension
and the corresponding amount of the fee due. The expiration of
the time period is determined by the amount of the fee paid.Appli
cant is advised that in no case can any extension carry the date for
reply to an Office action beyond the maximum period of SIX
MONTHS· set by statute. Additionally, extensions .may not be
granted under 37 CFR 1.136(a) for more than FIVE MONTHS
beyond the time period set in an Office action.

Examiner Note:
Enclose a photocopy-of current fee schedule with action so

that applicant can determine the required fee.

FINAL REJECTION - TIME FOR REPLY

If an applicant initially replies within 2 months
from the date of mailing of any final rejection setting
a 3-month shortened statutory period for reply and the
Office does not mail an advisory action until after the
end of the 3-month shortened statutory period, the
period for reply for purposes of determining the
amount of any extension fee will be the date on which
the Office mails the advisory action advising appli
cant of the status of the application, but in no event
can the period extend beyond 6 months from the date
of the fma1 rejection. This procedure applies only to a
first reply to a final rejection. The following language

must be included by the examiner in each final rejec
tion.

A SHORlENED STATUTORY PERIOD FOR
REPLY TO THIS FINAL ACTION IS SET TO EXPIRE
THREE MONTHS FROM THE DATE OF TIllS
ACTION. IN THE EVENT A FIRST REPLY IS BLED
WITHIN TWO MONTHS OF THE MAILING DATE OF
TIllS FINAL ACTION AND THE ADVISORY
ACTION IS NOT MAILED UNTIL AFTER THE END
OF THE THREE-MONTH SHORlENED STATUTORY
PERIOD, THEN THE SHORTENED STATUTORY
PERIOD WILL EXPIRE ON THE DATE THE ADVI'
SORY ACTION IS MAILED, AND ANY EXTENSION
FEE PURSUANT TO 37 CFR 1.136(a) WILL BE CAL
CULATED FROM THE MAILING DATE OF THE
ADVISORY ACTION. IN NO EVENT WILL THE
STATUTORY PERIOD FOR REPLY EXPIRE LATER
THAN SIX MONTHS FROM THE DATE OF THIS
FINAL ACTION.

For example, if applicant initially .replies within
2 months from the date of mailing of a final rejection
and the examiner mails an advisory action before the
end of 3 months from the date of mailing of the final
rejection, the shortened statutory period will expire at
the end of 3 months from the date of mailing of the
final rejection. In such a case, if a petition for exten
sion of time is granted, the due date for a reply is com
puted from the date stamped or printed on the Office
action with the final rejection. See MPEP § 710.01(a).
If the examiner, however, does not mail an advisory
action until after the end of 3 months, the shortened
statutory period will expire on the date the examiner
mails the advisory action and any extension of time
fee may be calculated from the mailing date of the
advisory action.

See also MPEP § 706.07(f).

EXTENSIONS OF TIME TO SUBMIT
AFFIDAVITS AFTER FINAL REJECTION

Frequently, applicants request an extension of time,
stating as a reason therefor that more time is needed in
which to submit an affidavit. When such a request is
filed after final rejection, the granting of the request
for extension of time is without prejudice to the right
of the examiner to question why the affidavit is now
necessary and why it was not earlier presented. If
applicant's showing is insufficient, the examiner may
deny entry of the affidavit, notwithstanding the previ
ous grant of an extension of time to submit it. The
grant of an extension of time in these circumstances
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*****

35 U.S.c. 21. Filing date and day for taking action.

710.04(a) Copying Patent Claims

Where, in an application in which there is an unan
swered rejection of record, claims are copied from a
patent and all of these claims are rejected there results
a situation where two different periods for reply are
running against the application.. One period, the first,
is the regular statutory period of the unanswered
rejection of record, the other period is the limited
period set for reply to the rejection (either first or
final). The date of the last unanswered Office action
on the claims other than the copied patent claims is
the controlling date of the statutory period. See Ex
parte Milton, 63 USPQ 132 (P.O. Super Exam. 1938).
See also MPEP § 2305.02.

Period Ending on Saturday,
Sunday, or a Federal Holiday

710.05

serves merely to keep the application from becoming
abandoned while allowing the applicant the opportu
nity to present the affidavit or to take other appropri
ate action. Moreover, prosecution of the application to
save it from abandonment must include such timely.
complete and proper action as required by 37 CPR
1.113. The admission of the affidavit for purposes
other than allowance of the application, or the refusal
to admit the affidavit, and. any proceedings. relative
thereto, shall not operate to save the application from
abandonment.

Implicit in the above practice is the fact that affida
vits submitted after final rejection are SUbject to the
same treatment as amendments submitted after final
rejection. In re Affidavit Filed After Final Rejection,
152 USPQ 292 (Comm'r Pat. 1966).

Failure to file a reply during the shortened statutory
period results in abandonment of the application.

Extensions of time to appeal to the courts under 37
CPR 1.304 is covered in MPEP § 1216.

NO EXTENSIONS OF TIME AFTER PAYMENT
OF ISSUE FEE

There sometimes arises a situation where two dif
ferent periods for reply are running against an appli
cation, the one limited by the regular statutory period,
the other by the limited period set in a subsequent
Office action. The running of the first period is not
suspended nor affected by an ex parte limited time
action or even by an appeal therefrom. For an excep
tion involving suggested claims, see MPEP
§ 2305.03.

The statutory (nonextendable) time period for pay
ment of the issue fee is 3 months from the date of the
Notice of Allowance (35 U.S.C. 151). In situations
where informalities such as drawing corrections or
submission of snpplemental or corrected declarations
are outstanding at the time of allowance, applicants
will be notified on the PTOL-37 (Notice of Allowabil
ity) of such informalities. Extensions of time under
37 CFR 1.136(a) or (b) are NOT available to correct
such informalities. Any such informalities must be
corrected and the issue fee must be paid within the 3
month period.

710.04 Two Periods Running

(b) When the day, or the last day, for taking any action or
paying any fee in the United States Patent and Trademark Office
falls on Saturday, Sunday, or a Federal holiday within the District
of Columbia the action may be taken, or the fee paid, on the next
succeeding secularor business day.

37 CFR 1.7. Times for taking action; Expiration on
Saturday, Sunday, or Federal holiday.

(a) Whenever periods of time are specified in this part in
days, calendar days are intended. When the day, or the last day
fixed by statute or by or under this part for taking any action or
paying any fee in the United States Patent and Trademark Office
falls on Saturday, Sunday, or Ona Federal holiday within the Dis
trict of Columbia, the action may be taken, or the fee paid, on the
next succeeding business day which is not a Saturday, Sunday, or
a Federal holiday. See § 1.304 for time for appeal or for com
mencing civil action.

(b) If the day that is twelve months after the filing date of a
provisional application under 35 U.S.c. lll(b) and § 1.53(c) falls
on Saturday, Sunday, or on a Federal holiday within the District of
Columbia; the period of pendency shall be extended to the next
succeeding secular or business day which is not a Saturday, Sun
day, or a Federal holiday.

The Federal holidays under 5 U.S.c. 6103(a) are
New Year's Day, January 1; Martin Luther King's
birthday, the third Monday in January; Washington's
Birthday, the third Monday in February; Memorial
Day, the last Monday in May; Independence Day, July
4; Labor Day, the first Monday in September; Colum
bus Day, the second Monday in October; Veteran's
Day, November 11; Thanksgiving Day, the fourth
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Where the citation of a reference is incorrect or an
Office action contains some other defect and this error
is called to the attention of the Office within 1 month
of the mail date of the action, the Office will restart
the previously set period for reply to run from the date
the error is corrected, if requested to do so by appli
cant. If the error is brought to the attention of the
Office within the period for reply set in the Office
action but more than 1 month after the date of the
Office action, the Office will set a new period for
reply, if requested to do so by the applicant, to sub
stantially equal the time remaining in the reply period.
For example, if the error is brought to the attention of
the Office 5 weeks after mailing the action, then the
Office would set a new 2-month period for reply. The
new period for reply must be at least 1 month and
would run from the date the error is corrected. See
MPEP § 707.05(g) for the manner of correcting the
record where there has been an erroneous citation.

Where for any reason it becomes necessary to
remail any actiou (MPEP § 707.13), the action should
be correspondingly redated, as it is theremailing date
that establishes the beginning of the period for reply.
Ex parte Gourtoff, 1924 C.D. 153, 329 O.G. 536
(Cornrn'r Pat. 1924).

A supplementary action after a rejection explaining
the references more explicitly or giving the reasons
more fully, even though no further references are
cited, establishes a new date from which the statutory
period ruus.

If the error in citation or other defective Office
actiou is called to the attention of the Office after the
expiration of the period for reply, the period will not
be restarted aud any appropriate extension fee will be
required to render a reply timely, The Office letter
correcting the error will note that the time period for
reply remains as. set forth in the previous Office
action,

See MPEP § 505, § 512, and § 513 for U.S. Patent
and Trademark Office practice on date stamping doc
uments.

In the event that correspondence from the Office is
received late (A) due to delays in the U.S. Postal Ser
vice, or (B) because the mail was delayed in leaving
the USPTO(the postmark date is later than the mail

Thursday in November; and Christmas Day, Decem
ber 25. Whenever a Federal holiday falls on a Sunday,
the following day (Monday) is also a Federal holiday.
Exec. Order No. 10,358, 17 Fed. Reg., 5269; 5
U.S.c. 6103.

When a Federal holiday falls on a Saturday, the pre
ceding day, Friday, is considered to be a Federal holi
day and the U.S. Patent and Trademark Office will be
closed for business on that day (5 U.S.C. 6103).
Accordingly, any action or fee due on such a Federal
holiday Friday or Saturday is to be considered timely
if the action is taken, or the fee paid, on the next suc
ceeding day which is not a Saturday, Sunday, or a
Federal holiday.

Pursuant to 5 U.S.c. 6103(c), Inauguration Day
(January 20, every 4 years) "is a legal public holiday
for the purpose of statutes relating to pay and leave of
employees ..." employed in the District of Columbia
and surrounding areas. It further provides that when
Inauguration Day falls on a Sunday, the next day
selected for the observance of the Inauguration is con
sidered a legal public holiday for purposes of this sub
section. No provision is made for an Inauguration Day
falling on a Saturday.

When an amendment is filed a day or two later than
the expiration of the period fixed by statute, care
should be taken to ascertain whether the last day of
that period was Saturday, Sunday, or a Federal holiday
and if so, whether the amendment was filed or the fee
paid on the next succeeding day which is not a Satur
day, Sunday, or a Federal holiday.

An amendment received on such succeeding day
which was due on Saturday, Sunday, or Federal holi
day is eudorsed on the file wrapper with the date of
receipt. The Saturday, Sunday, or Federal holiday is
also indicated.

The period of pendency of a provisional application
will be extended to the next succeeding secular or
business day which is not a Saturday, Sunday, or a
Federal holiday, if the day that is twelve months after
the filing date of the provisional application under
35 U.S.C. ll1(b) and 37 CFR 1.53(c) falls on Satur
day, Sunday, or a Federal holiday within the District
of Columbia. See 35 U.S.C. 119(e)(3) and MPEP
§ 201.04(b).

710.06 Situations When Reply Period
Is Reset or Restarted
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date printed on the correspondence), applicants may
petition to reset the period for reply, which petition
shall be evaluated according to the guidelines which
follow. Where the Office action involved in the peti
tion was mailed by a Technology Center (TC), the
authority to decide such petitions has been delegated
to the TC Director. See Notice entitled "Petition to
reset a period for response due to late receipt of a PTO
action," 11600.0. 14 (March 1, 1994).

PETITIONS TO RESET A PERIOD FOR REPLY
DUE TO LATE RECEIPf OF AN OFFICE
ACTION

The Office will grant a petition to restart the previ
ously set period for reply to an Office action to run
from the date of receipt ofthe Office action at the cor
respondence address when the following criteria are
met:

(A) the petition is filed within 2 weeks of the date
of receipt of the Office action at the correspondence
address;

(B) a substantial portion of the set reply period
had elapsed on the date of receipt (e.g., at least 1
month of a 2- or 3-month reply period had elapsed);
and

(C) the petition includes (1) evidence showing the
date of receipt of the Office action at the correspon
dence address (e.g., a copy of the Office action having
the date of receipt of the Office action at the corre
spondence address stamped thereon, a copy of the
envelope (which contained the Office action) having
the date of receipt of the Office action at the corre
spondence address stamped thereon, etc.), and (2) a
statement setting forth the date of receipt of the Office
action at the correspondence address and explaining
how the evidence being presented establishes the date
of receipt of the Office action at the correspondence
address.

There is no statutory requirement that a shortened
statntory period of longer than 30 days to reply to an
Office action be reset due to delay in the mail or in the
Office. However, when a substantial portion of the set
reply period had elapsed on the date of receipt at the
correspondence address (e.g., at least 1 month of a 2-

or 3-month period had elapsed), the procedures set
forth above for late receipt of action are available.
Where an Office action was received with less than 2
months remaining in a shortened statutory period of 3
months the period may be restarted from the date of
receipt. Where the period remaining is between 2 and
3 months, the period will be reset only in extraordi
nary situations, e.g., complex Office action suggesting
submission of comparative data.

PETITIONS TO RESET A PERIOD FOR REPLY
DUE TO A POSTMARK DATE LATER THAN
THE MAIL DATE PRINTED ON AN OFFICE
ACTION

The Office will grant a petition to restart the previ
ously set period for reply to an Office action to run
from the postmark date shown on the Office mailing
envelope which contained the Office action when the
following criteria are met:

(A) the petition is filed within 2 weeks of the date
of receipt of the Office action at the correspondence
address;

(B) the reply period was for payment of the issue
fee, or the reply period set was 1 month or 30 days;
and

(C) the petition includes (1) evidence showing the
date of receipt of the Office action at the correspon
dence address (e.g., copy of the Office action having
the date of receipt of the Office action at the corre
spondence address stamped thereon, etc.), (2) a copy
of the envelope which contained the Office action
showing the postmark date, and (3) a statement setting
forth the date of receipt of the Office action at the cor
respondence address and stating that the Office action
was received in the postmarked envelope.

The provisions of 37 CFR 1.8 and 1.10 apply to the
filing of the above-noted petitions with regard to the
requirement that the petition be filed within 2 weeks
of the date of receipt of the Office action.

The showings outlined above may not be sufficient
if there are circumstances that point to a conclusion
that the Office action may have been delayed after
receipt rather than a conclusion that the Office action
was delayed in the mail or in the Office.
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(A) formal abandonment
(I) by the applicant (acquiesced in by the

assignee if there is one),
(2) by the attorney or agent of record including

an associate attorney or agent appointed by the princi
pal attorney or agent and whose power is of record, or

(3) by a registered attorney or agent acting in a
representative capacity under 37 CFR 1.34(a) when
filing a continuing application; or

(B) failure of applicant to take appropriate action
within a specified time at some stage in the prosecu
tion of the application.

Where an applicant, himself or herself, formally
abandons an application and there is a corporate
assignee, the acquiescence must be made through an
officer whose official position is indicated.

711 Abandonment of Patent Applica
tion

37 CFR 1.135. Abandonment for failure to reply within
time period.

(a) If an applicant of a patentapplication fails to reply within
the time period provided under § 1.134 and § 1.136. the applica
tion will become abandoned unless an Office action indicatesoth
erwise.

(b) Prosecution of an application to save it from abandon:"
ment pursuant to paragraph (a) of this section must include such
complete andproper reply as the condition of the application may
require. The admission of, or refusal. to admit; any amendment
after final rejection or any amendment not responsive to the last
action, or any related proceedings, .will not operate to .save the
application from abandonment.

(c) When reply by the applicant is a bona fide attempt to
advance the application to final action, and is substantially a com
plete reply to the non-final Office action, but consideration. of
some matter or compliance with some requirement has been inad
vertently omitted, applicant may be given a new time period for
replyunder§ 1.134 to supply the omission.

711.01 Express or Formal Abandon
ment

37 CFR 1.138. Express abandonment.
(a) An application may be expressly abandoned by filing a

written declaration of abandonment identifying the application. in
the United States Patent and Trademark Office. Express abandon
ment of .the application may not be recognized by the Office
before the date of issue or publication unless it is actually received
by appropriate officials in time to act.

(b) A written declaration of abandonment must be signed by
a party authorized uuder § 1.33(b)(I), (b)(3), or (b)(4) to sign a
paper in the application, except as otherwise provided in this para
graph. A registered attorney or agent, not of record; who. acts in a
representative capacity under the provisions of § 1.34(a) when
filing a continuing application, may expressly abandon the prior
application as:of the filing date granted to the: continuing applica
tion.

(c) All applicant seeking to abandon an application to avoid
publication of the application (see § 1.211(a)(I)) must submit a
declaration of express abandonment by way of.a petition under
this section inducting the fee set forth in § 1:17(h) in sufficient
time to pennitthe appropriate officials to recognize the abandon
ment and remove the application from the publication process;
Applicant should expect that the petition will not be granted and
the application will be published in regular course unless, such
declaration of express abandonment and petition are received by
the appropriate officials more than four weeks prior to the pro
jected date of publication.

Abandonment may be either of the invention or of
an application. This discnssion is concerned with
abandonment of the application for patent.

An abandoned application, in accordance with 37
CFR 1.135 and 1.138, is one which is removed from
the Office docket of pending applications through:

The applicant (acquiesced in by an assignee of
record), or the attorney/agent of record, if any, can
sign an express abandonment. It is imperative that the
attorney or agent of record exercise every precaution
in ascertaining that the abandonment of the applica
tion is in accordance with the desires and best inter
ests of the applicant prior to signing a letter of express
abandonment of a patent application. Moreover, spe
cial care should be taken to ensure that the appropriate
application is correctly identified in the letter of aban
donment.

A letter of abandonment properly signed becomes
effective when an appropriate official of the Office
takes action thereon. When so recognized, the date of
abandonment may be the date of recognition or a dif
ferent date if so specified in the letter itself. For exam
ple, where a continuing application is filed with a
request to abandon the prior application as of the fil
ing date accorded the continuing application, the date
of the abandonment of the prior application will be in
accordance with the request once it is recognized.

Action in recognition of an express abandonment
may take the form of an acknowledgment by the
examiner or by the Publishing Division of the receipt
of the express abandonment, indicating that it is in
compliance with 37 CFR 1.138.

It is suggested that divisional applications be
reviewed before filing to ascertain whether theprior
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application should be abandoned. Care should be
exercised in situations such as these as the Office
looks on express abandonments as acts of delibera
tion, intentionally performed.

Applications may be expressly abandoned as pro
vided for in 37 CFR 1.138. When a letter expressly
abandoning an application (not in issue) is received,
the examiner should acknowledge receipt thereof, and
indicate whether it does or does not comply with the
requirements of 37 CFR 1.138.

The filing of a request for a continued prosecution
application (CPA) under 37 CPR 1.53(d) or a file
wrapper continuing application under former 37 CFR
1.62(g) is considered to be a request to expressly
abandon the prior application as of the filing date
granted tbe continuing application.

Form paragraph 7.88 may be used to acknowledge
proper express abandomnents.

'1! 7.88 Acknowledge Express Abandonment
This application is abandoned in view of the letter of express

abandonment complying with 37 CFR 1.138 filed on [lj.

Examiner Note:
1. With the exception of express abandonments resulting from
the filing of a continued prosecution application under 37 CFR
1.53(d) or a file wrapper continuation application under former 37
CFR 1.62 or when filed with a continuing application, all express
abandonments must be signed by all of the inventors, the owners
of the entire interest, or an attorney or agent of record.
2. The provisions of 37 CFR 1.34 do not apply to express aban
donmentsunless filed with a continuingapplication.

If the letter expressly abandoning the application
does comply with 37 CFR 1.138, the examiner should
respond by using a "Notice of Abandomnent" form
PTO-1432, and by checking the appropriate box(es).
The examiner's signature should appear at the bottom
of the form. If such a letter does not comply with the
requirements of 37 CFR 1.138, a fully explanatory
letter should be sent.

Form paragraph 7.89 may be used to acknowledge
improper express abandonments.

'1! 7.89 Letter ofExpress Abandonment, Improper
The letter filed on [1] does not comply with the requirements

of 37 CPR 1.138, and therefore is not a proper letter of express
abandonment.

Examiner Note:
The reasons Why the letter fails to comply with 37 CPR 1.138

must be fully explained, e.g., the individual signing the express
abandonment is not of record. See the "Examiner Note" of form
paragraph 7.88.

A letter of express abandonment which is not
timely filed (because it was not filed within the period
for reply), is not acceptable to expressly abandon the
application. The letter of express abandomnent should
be endorsed on the file wrapper and placed in the
application file but not formally entered.

The application should be pulled for abandonment
after expiration of the minimum permitted period for
reply (see MPEP § 711.04(a)) and applicant notified
of the abandomnent for failure to reply within the stat
utory period. See MPEP § 711.02 and § 711.04(c).

In view of the doctrine set forth in Ex parte Lass
cell, 1884 C.D. 66, 29 O.G 861 (Comrn'r Pat. 1884),
an amendment filed after the filing date of an applica
tion canceling all of the claims, even though said
amendment is signed by the applicant himself/herself
and the assignee, is not an express abandonment.
Such an amendment is regarded as nonresponsive and
should not be entered, and applicant should be noti
fied as explained in MPEP § 714.03 to § 714.05.

An attorney or agent not of record in an application
may file a withdrawal of an appeal under 37 CFR
1.34(a) except in those instances where such with
drawal would result in abandonment of the applica
tion. In such instances the withdrawal of appeal is in
fact an express abandonment.

AFTER NOTICE OF ALLOWANCE

If a letter of express abandonment is being submit
ted in an allowed application, the express abandon
ment should be accompanied by a petition to
withdraw from issue under 37 CFR 1.313 and the fee
set forth in 37 CFR 1.17(h). Also see MPEP § 1308.
The express abandonment may not be recognized by
the Office unless it is actually received by appropriate
officials in time to act before the date of issue. 37
CFR 1.313 provides that an allowed application will
not be withdrawn from issue except by approval of
the Commissioner, and that after the issue fee has
been paid, it will not be withdrawn upon petition by
the applicant for any reason except those reasons
listed in 37 CFR 1.313(c), which include express
abandonment of the application. An application may
be withdrawn from issue for express abandonment of
the application in favor of a continuing application.
The petition under 37 CFR 1.313 accompanied by the
petition fee should be addressed to the Office of Peti
tions. If the petition and the letter of abandomnent are
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received by appropriate officials in sufficient time to
act on the petition and remove the application from
the issue process,the letter of abandonment will be
acknowledged by the.Office of. Patent Publication
after the petition is granted.

See MPEP § 711.05 and § 1308. In cases where 37
CFR 1.313 precludes giving effect to an express aban
donment, the appropriate remedy is a petition, with
fee, under 37 CFR 1.183, showing an extraordinary
situation where justice requires suspension of 37 CPR
1.313.

TO AVOID PUBLICATION OF APPLICATION

A petition under 37 CFR 1.138(c) for express aban
donment to avoid publication of the application (see
37 CFR 1.21l(a)(l)) accompanied by the petition fee
set forth in 37 CFR 1.17(h) should be addressed to
Box PGPUB-ABN. This will increase the chance of
such petition being received by the appropriate offi
cials in sufficient time to recognize the abandonment
and remove the application from the publication pro
cess. The petition will be granted when it is recog
nized in sufficient time to avoid publication of the
application. The petition will be denied when it is not
recognized in time to avoid publication. Generally, a
petition under 37 CPR 1.138(c) will not be granted
and the application will be published in regular course
unless such declaration of express abandonment and
petition are received by the appropriate officials more

than four weeks prior to the projected date of publica
tion. It is unlikely that a petition filed within four
weeks of the projected date of publication will be
effective to avoid publication. Also note that with
drawal of an application from issue after payment of
the issue fee may not be effective to avoid publication
of an application under 35 U.S.C. 122(b). See 37 CPR
1.313(d).

APPLICATION IN INTERFERENCE

A written declaration of abandonment of the appli
cation signed only by an attorney or agent of record,
when the application sought to be expressly or for
mally abandoned is the subject of an interference pro
ceeding under 35 U.S.C. 135, is not effective to
terminate the interference, and will not be considered
until after ex parte prosecutionis resumed. In order to
be effective to terminate an interference proceeding,
an abandonment of the application must be signed by
the inventor with the written consent of the assignee
where there has been an assignment.

FORM FOR FILING EXPRESS ABAN
DONMENT

A copy of an appropriate form for use in filing an
express abandonment under 37 CPR 1.138 in favor of
a contiriuing application or to avoid publication of the
application is reproduced below.
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PTO/SB124 (10-00)
Approved forusethrough09130'2000. OMS0651-0031

U.S.PatentandTrademark Office:U.S.DEPARTMENT OFCOMMERCE
uncer In", ...", "'wu,,, necucucn I'l'"UI '''''''' flU fl;uns ..n" ,to u""u W 'IlSPOIlllIIJ a couecucn III mrormanon umess II Dlsplavs a valiD UMt:l conlfOI "umoef.

EXPRESS ABANDONMENT UNDER 37CFR 1.138
Docket Number (Optional)

In re Application of

Application Number Filed

For

Group Art Unit IExaminer

.

To:

Assistant Commissioner for Patents
Washington, DC20231

I request thatthe above-identified application be expressly abandoned as of thefiling dateof this
paperunless a box belowis checked. .

1. o I hereby petition to expressly abandon the above-identified application to avoid publication.
(Petition fee under37CFRU7(h) Included).

2. D I request that the above-identified application be expressly abandoned as of the filing date
accorded thecontinuing application filedherewith.

NOTE: A paper requesting express abandonment of an application is not effective unless and until an
appropriate Office official recoqnizes thepaper. SeeMPEP 711 ;01

I amthe

D applicant.
.

D assignee of record of theentireinterest. See37 CFR-3.71
Statement under37 CFR3.73(b) is enclosed. (Form PTO/SBI96l.

D attorney or agent of record.

D attorney or agent acting under 37 CFR1.34(8) (Mayactonlyifthe box
above, stating that the application is expressly abandoned in favorof a
continuing application, is checked.) Attorney or agent registration number if
acting under37 CFR 1.34(a).

-----------------
(Attorney oragentregistration number)

Signature Date

Typed or printed name

Note: SIgnatures ofalltheinventors orassignees of record oftheentire interest Of their representatlves(s) arerequired. Submit multiple
fonns ifmore than onesignature is required, See below-.

*0 Total of fonns aresubmitted.
BurdenHourStatement: Thisformis estimeted to teke0.2 hours to complete. Timewillverydepending uponthe needs01the individual case.Anycomments on
the amount 01lime youare requiredto complete thle fcrm shouldbe sentto the ChiefInformation Officar,U.S.PetantandTrademark Office,Washington, DC
20231.00 NOTSENDFEESORCOMPLETED FORMS TOTHISADDRESS. SENDTO: ASSistant Commissioner for Patents, Washirtgton, DC20231.
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711.02 Failure To Take Required Action
During Statutory Period

.37 CFR 1.135(a) specifies that an application
becomes abandoned if applicant "fails to reply" to an
office action within the fixed statutory period. This
failure may result either from (A) failure to reply
within the statutory period, or (B) insufficiency of
reply, i.e., failure to file a "complete and proper reply,
as the condition of the case may require" within the
statutory period (37 CFR 1.l35(b)).

When an amendment is filed after the expiration of
the statutory period, the application is abandoned and
the remedy is to petition to revive it. The examiner
should notify the applicant or attorney at once that the
application has been abandoned by using Notice of
Abandonment form PTOL-1432. The proper boxes on
the form should be checked and the blanks for the
dates of the proposed amendment and the Office
action completed. The late amendment is endorsed on
the file wrapper but not formally entered. See MPEP
§ 714.17.

Form paragraph 7.90 or 7.98.02 may also be used.

7f 7.90 Abandonment, Failure to 'Reply
'This application is abandoned in view of applicant's failure to

submit a proper reply to the Office action mailed on [1] within the
required period for.reply,

Examiner Note:
1. A letter of abandonment should not be mailed until after the
period for requesting an extension of time-under 37 CPR 1.136(a)
has expired.
2. In pro se cases see form paragraph 7.98.02.

'J[ 7.98.02 Reply Is Late, Petition To Revive Suggested, Pro
Se

Applicant's reply to the Office Action of [1] was received in
the Patent and Trademark Office on [2], which is after the expira
tion of the period' for reply set in the last Office Action. Since no
time remains for applicant to obtain an extension of the period for
repiy by filing a petition nnder 37 CPR 1.136(a), this application
is abandoned. Applicant is advised that the abandonment of this
application may only be overcome by filing a petition to revive
under 37 CFR 1.137. A petition to revive may be appropriate if
applicant's failure to reply was either unavoidable or uninten
tional, as set forth below.

A. Failure to reply was unavoidable.

A petition to revive an abandoned application on the grounds
that the failnre to reply Was unavoidable (37 CPR 1.137(a) must
be accompanied by: (i) the required repiy (which has been filed);
(2) a showing to the satisfaction of the Commissioner that the

entire delay in filing the required reply from the due date for the
reply until the filing of a grantable petition pursuant to 37 CPR
1.137(a) was unavoidable; (3) any terminal disclaimer required
pursuant to 37 CPR 1.137(c); and (4) the $[3] petition fee as set
forth in 37 CFR 1.17(1). No consideration to the substance of a
petition will be given until this fee is received.

The showing requirement can be met by submission of state
ments of fact establishing that the delay in filing the reply was
unavoidable, as well as inadvertent. This must include: (1) a satis
factory showing that the cause of the.delay resulting in failure to
reply in timely fashion to the Office action was unavoidable.and
(2) a satisfactory showing that the cause. of any delay during the
time period, between abandonment: and filing of the petition to
revive was also unavoidable.

A terminal disclaimer and the $[4] terminal disclaimer fee is
required under 37 CPR 1.137(c) if the application is: (1) a design
application, (2),a utility-application filed before June 8,1995, or
(3) a plant application filed before June 8, 1995. The terminal dis
claimer must dedicate to the public a terminal part of the term of
any patent granted the application equivalent to the period of
abandonment of the application, and must also apply to any patent
granted on any application containing a, specific reference under
35 U.S.c. i20, i2i or 365(c) to the application for which revivai
is sought.

B. Failure to reply was unintentional.

A petition to revive an abandoned application on the grounds
that the failnre to reply was unintentional (37 CPR 1.137(b») must
be accompanied by: (i) the required reply (which has been filed);
(2) a statement that the entire delay in filing the required reply
from the due date for the reply until the filing of a grantable peti
tion pursuant to 37CPR 1.137(b) was unintentional; (3) any ter
minal disclaimer required pursuant to 37 CPR 1.137(c) (see above
discussion); and (4) the $[5] petition fee as set forth in 37 CPR
1.17Cm). No consideration to the substance of a petition will be
given until this fee is received. The Commissioner may require
additional information where there is a question whether the delay
was unintentionaL

The required items and fees must be submitted promptly under
a cover letter entitled "Petition to Revive."

Further correspondence, with respect to this matter should be
addressed,as follows:

By mail:

Assistant Commissioner for Patents

BoxDAC
Washington, D.C. 20231

By FAX:

(703) 308-6916

Attn: Office of Petitions

By hand:
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One Crystal Park, Suite 520

2011 Crystal Drive

Arlington, VA

Telephone inquiries with respect to this matter should be
directed to the Office of Petitions Staff at (703) 305-9282. For
more detailed information, see MPEP § 711.03(c).

To pass on questions of abandonment, it is essential
that the examiner know the dates that mark the begin
ning and end of the statutory period under varying sit
uations. Applicant's reply must reach the Office
within the set shortened statutory period for reply dat
ing from the date stamped or printed on the Office let
ter or within the extended time period obtained under
37 CFR 1.136. (See MPEP § 710 to § 710.06.)

For a petition to withdraw a holding of abandon
ment based upon failure to receive an Office action,
see MPEP § 7l1.03(c).

711.02(a) Insufficiencyof Reply

Abandomnent may result from a situation where
applicant's reply is within the period for reply but is
not fully responsive to the Office action. But see
MPEP § 71O.02(c). See also MPEP § 714.02 to §
714.04.

'f[ 7.91 Reply Is Not Fully Responsive, Extension of Time
Suggested

The reply filed on [1) is not fully responsive to the prior Office
action because: [2]. Since the period for reply set forth in the
prior Office action has expired, this application will becomeaban
doned unless applicant corrects the deficiency and obtains an
extension of time under 37 CFR 1.136(a).

The date on which the petition under 37 CPR 1.136(a) and the
appropriate extension fee have been filed is thedatefor purposes
of determining the period of extension and the corresponding
amount of the fee. In no case mayan applicant reply outside the
SIX (6) MONTH statutory period or obtain an extension for more
than FIVE (5) MONTHS heyond the date for reply set forth in an
Office action. A fully responsive reply must be timely filed to
avoid abandonment of this application.

Examiner Note:

1. In bracket 2, set forth why the examiner considers there to be
a failure to take "complete and proper action" within the statutory

period.

2. If the reply appears to be a bonafide attempt to respond with
an inadvertent omission, do not use this paragraph; instead use
form paragraph 7.95.

711.02(b) Special Situations Involving
Abandonment

The following situations involving questious of
abandonment often arise, and should be specially
noted:

(A) Copying claims from a patent when not sug
gested by the U.S. Patent and Trademark Office does
not constitute a reply to the last Office action and will
not save the application from abandonment, unless the
last Office action relied solely on the patent for the
rejection of all the claims rejected in that action.

(B) An application may become abandoned
through withdrawal of, or failure to prosecute, an
appeal to the Board of Patent Appeals and Interfer
ences. See MPEP § 1215.01 to § 1215.04.

(C) An application may become abandoned
through dismissal of appeal to the Court of Appeals
for the Federal Circuit or civil action, where there was
not filed prior to such dismissal an amendment put
ting the application iu condition for issue or fully
responsive to the Board's decision. Abandonment
results from failure to perfect an appeal as required by
the Court of Appeals for the Federal Circuit. See
MPEP § 1215.04 and § 1216.01.

(D) Where claims are suggested for interference
near the end of the period for reply running against
the application, see MPEP § 2305.

(E) Where an FWC application under former 37
CFR 1.62 was filed. See MPEP § 201.06(b) and
§ 711.01.

(F) Where a continued prosecution application
(CPA) under 37 CFR 1.53(d) is filed. See MPEP
§ 201.06(d) and § 711.01.

(G) Prior to a decision by the Board, an applica
tion on appeal that has no allowed claims may
become abandoned when an RCE is improperly filed
without the appropriate fee or a submission (37 CFR
1.1l4(d)) in the application. The filing of an RCE will
be treated as a withdrawal of the appeal by the appli
cant. See MPEP § 706.07(h), paragraph X.

(H) When a reply to a final Office action is out
standing, an application may become abandoned if an
RCE is filed without a timely submission that meets
the reply requirements of 37 CPR 1.111. The filing of
an improper RCE will not operate to toll the runuing
of any time period set in the previous Office action for

August 2001 700-136



EXAMINATION OF APPLICATIONS 711.03(c)

When advised of the abandonment of his or her
application, applicant may either ask for reconsidera-

reply to avoid abandonment of the application. See
MPEP § 706.07(h), paragraph VI.

(I) Prior to payment of the issue fee, an allowed
application may become abandoned if an RCE is
improperly filed without the appropriate fee or a sub
mission in the application. The improper RCE will not
operate to toll the running of the time period for pay
ment of the issue fee. See MPEP § 706.07(h), para
graph IX.

711.02(c) Termination of Proceedings

"Termination of proceedings" is an expression
found in 35 U.S.C. 120. As there stated, a second
application is considered to be copending with an ear
lier application if it is filed before

(A) the patenting,
(B) the abandonment of, or
(C) termination of proceedings on the earlier

application.

"Before" has consistently been interpreted, in this
context, to mean "not later than."

In each of the following situations, proceedings are
terminated:

(A) When the issue fee is not paid and the appli
cation is abandoned for failure to pay the issue fee,
proceedings are terminated as of the date the issue fee
was due and the application is the same as if it were
abandoned after midnight on that date (but if the issue
fee is later accepted, on petition, the application is
revived). See MPEP § 711.03(c).

(B) If an application is in interference wherein all
the claims present in the application correspond to the
counts and the application loses the interference as to
all the claims, then proceedings on that application are
terminated as of the date appeal or review by civil
action was due if no appeal or civil action was filed.

(C) Proceedings are terminated in an application
after decision by the Board of Patent Appeals and
Interferences as explained in MPEP § 1214.06.

(D) Proceedings are terminated after a decision by
the court as explained in MPEP § 1216.01.

37 CFR 1.135. Abandonment for failure to reply within
time period.

(a) If an applicant of a patent application failsto reply within
the time period provided under § 1.134 and § 1.136, the applica
tionwill becomeabandoned unlessanOffice action indicates oth
erwise.

(b) Prosecution of an application to save it from abandon
ment pursuant to paragraph (a) of this section must include such
complete andproper reply as the conditionof the application may
require. The admission of, or refusal to admit, any amendment
after final rejection or any amendment not responsive to the last
action, or any related proceedings, will not operate to save the
application from abandonment.

(c) When reply by the applicant is a bonafide attempt
to advance the application to final action, and is substantially. a

711.03(c) Petitions Relating to Abandon
ment

When an amendment reaches the U.S. Patent and
Trademark Office after the expiration of the period for
reply and there is no dispute as to the dates involved,
no question of reconsideration of a holding of aban
donment can be presented.

However, the examiner and the applicant may dis
agree as to the date on which the period for reply
commenced to run or ends. In this situation, as in the
situation involving SUfficiency of reply, the applicant
may take issue with the examiner and point out to him
or her that his or her holding was erroneous.

Applicant may deny that the reply was incomplete.
While the primary examiner has no authority to act

upon an application in which no action by applicant
was taken during the period for reply, he or she may
reverse his or her holding as to whether or not an
amendment received during such period was respon
sive and act on an application of such character which
he or she has previously held abandoned. This is not a
revival of an abandoned application but merely a
holding that the application was never abandoned.
See also MPEP § 714.03.

711.03(b) Holding Based on Failure To
Reply Within Period

711.03(a) Holding Based on Insufficiency
ofReply

tion of such holding, if he or she disagrees with it on
the basis that there is no abandonment in fact; or peti
tion forrevival under 37 CPR 1.137.

Reconsideration of Holding of
Abandonment; Revival

711.03
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complete reply to the non-final Office action, but consideration of
somematteror compliance with somerequirement has been inad
vertently omitted, applicant may be given a new time period for
reply under § L 134 to supply the omission.

37 CPR 1.137. Revival of abandoned application.
terminated reexamination proceeding, or lapsed patent.

(a) Unavoidable. If the delay in reply by applicant or patent
. owner was unavoidable, a petition may be filed pursuant to this
paragraph to revive. an abandoned application, a reexamination
proceeding terminated under §§ 1.550(d) or 1.957(b) or (c), or a
lapsed patent. A grantable petition pursuant to this paragraph must
be accompanied by:

(1) The reply required to the outstanding Office action or
notice, unless previously filed;

(2) The petition fee asset forth in § 1.17(1);
(3) A showing to the satisfaction of the Commissioner

that the entire delay in filing the required reply from the due date
for the reply until the filing of a grantable petition pursuant to this
paragraph was unavoidable; and

(4) Any terminal disclaimer (and fee as set forth in §
1.20(d) required pursuant to paragraph (d) of this section.

(b) Unintentional. If the delay in reply by applicant or patent
owner was unintentional, a petition may be filed pursuant to this
paragraph to revive an abandoned application, a reexamination
proceeding tenuinated under §§ 1.550(d) or 1.957(b) or (c), or a
lapsed patent. A grantable petition pursuant to this paragraph, must
be accompanied by:

(1) The reply required to the outstanding Office action or
notice, unless previously filed;

(2) The petition fee as set forth in § 1.17(m);
(3) A statement that the entire delay in filing the required

reply from the due date for the reply until the filing of a grantable
petition pursuant to this paragraph was unintentional. The Com
missioner may require, additional information where there is a
question whether the delay was unintentional; and

(4) Any terminal disclaimer (and fee as set forth in §
1.20(d») required pursuant to paragraph (d) of this section.

(c) Reply. In a nonprovisional application abandoned for
failure to prosecute, the required reply may be met by the filing of
a continuing application. In a nonprovisional utility or plant appli
cation filed on or after June 8, 1995, and abandoned for failure to
prosecute, 'the required reply may also be met by the' filing of a
request for continued examination in compliance with § 1.114. In
an application or patent, abandoned or lapsed for failure to pay the
issue fee or any portion thereof, the required reply must include
payment of the issue fee or any outstanding balance. In an appli
cation, abandoned for failure to pay the publication fee, the
required reply must include payment of the publication fee.

(d) Terminal disclaimer.
(1) Any petition to revive pursuant to this section in a

design application must be accompanied by a terminal disclaimer
and fee as set forth in § 1.321 dedicating to the public a terminal
part of the term of any patent· granted thereon equivalent to the
period of abandonment of the application. Any petition to revive
pursuant to this section in either a utility or plant application filed
before June 8, 1995, must be accompanied by a terminal dis-

claimer and fee as set forth in § 1.321 dedicating to the public a
terminal part of the term of any patent granted thereon equivalent
to the lesser of:

(i) The period of abandonment of the application; or
(ii) The period extending beyond twenty, years from

the date on which the application for the patent was filed in the
United States or, if the' application contains a specific reference to
an earlier filed application(s) under 35 U.S.C. 120, 121, or 365(c),
from the date on which the earliest such application was filed.

(2) Any terminal disclaimer pursuant to paragraph (d)(l)
of this section must also apply to any patent granted on a continu
ing utility or plant application filed before June 8, 1995, ora con
tinuing design application, that contains a specific reference under
35 U.S.C. 120, 121, or 365(c) to the application for which revival
is sought.

(3) The provisions of paragraph (d)(I) of this section do
not apply to applications for which revival is sought solely for
purposes of copendency with a utility or plant application filed on
or after June 8, 1995, to lapsed patents, or to reexamination pro~

ceedings.
(e) Requestfor reconsideration. Any request for reconsider

ation or review of a decision refusing to revive an abandoned
application, a terminated reexamination proceeding, or lapsed
patent upon petition filed pursuant to this section, to be consid
ered timely, must be filed within two months of the decision refus
ing to revive or within such time as set in the decision. Unless a
decision indicates otherwise, this, time period may be extended
under:

(1) The provisions of § 1.136 for an abandoned applica
tion or lapsed patent;

(2) The provisions of § 1.550(c) for a terminated ex parte
reexamination proceeding filed under § 1.510; or

(3) The provisions of § 1.956for a terminated inter partes
reexamination proceeding filed under § 1.913.

(f) Abandonment for failure to notify the Office of a foreign
filing: A nonprovisional application abandoned pursuant to 35
U.S.C. 122(b)(2)(B)(iii) for fallure to timely notify the Office of
the filing of an application in a foreign country or under a multina
tional treaty that requires publication of applications eighteen
months after filing, may be revived only pursuant to paragraph (b)
of this section. The reply requirement of paragraph (c) of this sec
tion is met by the notification of such filing in a foreign country or
under a multinational treaty, but the. filing of a petition under this
section will not operate to stay any period for reply that may be
running against the application.

(g). Provisional applications: A provisional application,
abandoned for failure to timely respond to an Office requirement,
may be revived pursuant to this section. Subject to the provisions
of 35 U.S.C. 119(e)(3) and § 1.7(b), a provisional application will
not be regarded as pending after twelve months from its filing date
under any circumstances.

37 CPR 1.181. Petition to the Commissioner.
(a) Petition may be taken to the Commissioner:

(1) From any action or requirement of any examiner in.
the ex parte prosecution of an application, or in ex parte or inter
partes .prosecution of a reexamination proceeding which is not
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subject to appeal to the Board of Patent Appeals and Interferences
or to the court;

(2) In cases in which a statute or the rules specify that the
matter is to be determined directly by or reviewed by the Commis
sioner; and

(3) To invoke the supervisory authority of the Commie
sionerin appropriate circumstances. For petitions in interferences,
see § 1.644.

*****
(f) The mere filing of a petition will not stay any period for

reply that may be running against the application, nor act as a stay
of other proceedings. Any petition under this part not filed within
two months of the mailing date of the action or notice from which
relief is requested may be dismissed as untimely, except as other
wise provided. This two-month period is not extendable.

*****

I. PETITION TO WITHDRAW HOLDING
OF ABANDONMENT

A petition to revive an abandoned application (dis
cussed below) shonld not be confused with a petition
from an examiner's holding of abandonment. Where
an applicant contends that the application is not in fact
abandoned (e.g., there is disagreement as to the suffi
ciency of the reply, or as to controlling dates), a peti
tion nnder 37 CPR 1.I81(a) requesting withdrawal of
the holding of abandonment is the appropriate course
of action, and snch petition does not reqnire a fee.
Where there is no dispute as to whether an application
is abandoned (e.g., the applicant's contentions merely
involve the cause of abandonment), a petition.under
37 CFR 1.137 (accompanied by the appropriate peti
tion fee) is necessary to revive the abandoned applica
tion.

37 CFR 1.I81(t) provides that, inter alia, except as
otherwise provided, any petition not filed within
2 months from the action complained of may be dis
missed as untimely. Therefore, any petition (under
37 CFR 1.181) to withdraw the holding of abandon
ment not filed within 2 months of the mail date of a
notice of abandonment (the action complained of)
may be dismissed as untimely. 37 CFR 1.181(t).

Rather than dismiss an untimely petition to with
draw the holding of abandonment under 37 CPR
1.181(f), the Office may treat an untimely petition to
withdraw the holding of abandonment on its merits on
the condition that, in any design application, any util
ity application filed before June 8, 1995, or any plant
application filed before June 8, 1995, the petition is

accompanied by a terminal disclaimer dedicating to
the public a terminal part of the term of any patent
granted thereon equivalent to the period between the
mail date of the notice of abandonment and the filing
date of such petition to withdraw theholding of aban
donment. See 37 CFR 1.183 (the Office may suspend
or waive the requirements of 37 CFR 1.181(t), sub
ject to such other requirements as may be
imposed). The Office may treat an nntimely petition
to withdraw the holding of abandonment on its merits
in a utility or plant application filed on or after June 8,
1995, on the condition that the petition is accompa
nied by a terminal disclaimer dedicating to .the public
a terminal part of the term of any patent granted
thereon that would extend beyond the date.20 years
from the filing date of the application, or the earliest
application to which the applicationspecifically refers
under 35 U.S.C. 120, 121, or 365(c). In either case,
the terminal disclaimer must also apply to any patent
granted on any application that claims the benefit of
the filing date of the application under 35 U.S.C. 120,
121, or 365(c). Snch a terminal disclaimer is not
required nnder 37 CFR 1.I37(d) becanse abandon
ment of an application is a per se failure to exercise
due diligence, and as such, an applicant cannot obtain
patent term extension under 35 U.S.C. 154(b) due to
prosecution delay caused by abandonment of the
application. Where a petition to withdraw the holding
of abandonment is granted, the application is consid
ered to never have been abandoned and, as such, the
prosecution delay caused by the treatment of the
application as abandoned is not considered a per se
failure to exercise due diligence. Thus a terminal dis
claimer is reqnired to avoid granting patent term
extension under 35 U:S.c. 154(b) due to prosecution
delay caused by the treatment of the application as
abandoned.

In any event, where the record indicates that the
applicant intentionally delayed the filing of a petition
to withdraw the holding of abandonment, the Office
may simply dismiss the petition as untimely (37 CPR
1.181(t) solely on the basis of such intentional delay
in taking action in the application without further
addressing the merits of the petition. Obvionsly,
intentional delay in seeking the revival of an aban
donedapplication precludes relief under 37 CPR
1.137(a) or (b) (discussed below).
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n. PETITION TO WITHDRAW HOLDING
OF ABANDONMENT BASED ON
FAILURE TO RECEIVE OFFICE ACTION

In Delgar v'. Schulyer, 172 USPQ 513 (D.D.C.
1971), the court decided that the Office should mail a
new Notice of Allowance in view of the evidence pre
sented in support of the contention that the applicant's
representative did Ilot receive the original Notice of
Allowance. Under the reasoning of Delgar, an allega
tion that an Office action was never received may be
considered in a petition to withdraw the holding of
abandonment. If adequately supported, the Office
may grant the petition to withdraw the holding of
abandonment and remail the Office action. That is,
the reasoning of Delgar is applicable regardless of
whether an application is held abandoned for failure
to timely pay the issue fee (35 U.S.c. 151) or for fail
ure to prosecute (35 U.S.C. 133).

To minimize costs and burdens to practitioners and
the Office, the Office has modified the showing
required to establish nonreceipt of an Office action.
The showing required to establish nonreceipt of an
Office communication must include a statement from
the practitioner stating that the Office communication
was not received by the practitioner and attesting to
the fact that a search of the file jacket and docket
records indicates that the Office communication was
not.received. A copy of the docket record where the
nonreceived Office communication would have been
entered had it been received and docketed must be
attached to and referenced in practitioner's statement.
For example, if a three month period for reply was set
in the nonreceived Office action, a copy of the docket
report showing all replies docketed for a date three
months from the mail date of the nonreceived Office
action must be submitted as documentary proof of
nonreceipt of the Office action. See Notice entitled
"Withdrawing the Holding of Abandonment When
Office Actions Are Not Received," 1156 O.G. 53
(November 16, 1993).

The showing outlined above may not be sufficient
if there are circumstances that point to a conclusion
that the Office action may have been lost after receipt
rather than a conclusion that the Office action was lost
in the mail (e.g., if the practitioner has a history of not
receiving Office actions).

Evidence of nonreceipt of an Office communica
tion or action (e.g., Notice of Abandonment or an

advisory action) other than that action to which reply
was required to avoid abandonment would not war
rant withdrawal of the holding of abandonment.
Abandonment takes place by operation of law for fail
ure to reply to an Office action or timely pay the issue
fee, not by operation of the mailing of a Notice of
Abandonment. See Lorenz v. Finkl, 333 F,2d 885,
889-90, 142 USPQ 26, 29-30 (CCPA 1964); Krahn v.
Commissioner, 15 USPQ2d 1823, 1824 (E.D. Va
1990); In re Application ofFischer, 6 USPQ2d 1573,
1574 (Comm'r Pat. 1988).

Two additional procedures are available for reviv
ing an application that has become abandoned due to
a failure to reply to an Office Action: (1) a petition
under 37 CFR 1.137(a) based upon unavoidable
delay; and (2) a petition under 37 CPR 1.137(b)
based on unintentional delay.

ill. PETITIONS TO REVIVE AN ABAN
DONED APPLICATION, OR ACCEPT
LATE PAYMENT OF ISSUE FEE

37 CFR 1.137 provides for the revival of aban
doned applications and lapsed patents for the failure:

(A) to timely reply to an Office requirement in a
provisional application;

(B) to timely prosecute in a nonprovisional appli
cation;

(C) to timely pay the issue fee for a design appli
cation;

(D) to timely pay the issue fee for a utility or plant
application; and

(E) to timely pay any outstanding balance of the
issue fee (lapsed patents).

A petition under 37 CPR 1.137(a) requires:

(A) the required reply, unless previously filed;
(B) the petition fee as set forth in 37 CPR 1.17(1);
(C) a showing to the satisfaction of the Commis-

sioner that the entire delay in filing the required reply
from the due date for the reply until the filing of a
grantable petition pursuant to 37 CFR 1.137(a) was
unavoidable; and

(D) any terminal disclaimer required pursuant to
37 CPR 1.137(d).

A petition under 37 CPR 1.137(b) requires:

(A) the required reply, unless previously filed;
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(B) the petition fee as set forth in 37 CFR
1.17(m);

(C) a statement that the entire delay in filing the
required reply from the due date for the reply until the
filing of a grantable petition pursuant to 37 CFR
1.137(b) was unintentional; and

(D) any terminal disclaimer required pursuant to
37 CFR 1.137(d).

The Commissioner may require additional informa
tion where there is a question whether the delay was
unintentional.

A. Reply Requirement

Unlike a petition to withdraw the holding of aban
donment, a petition to revive under 37 CFR 1.137
must be accompanied by, inter alia, the required
reply. See Ex parte Richardson, 1906 Dec. Comm'r
Pat. 83 (1905) ("This Office has no authority to revive
a case upon which no action has been taken within
[the period for reply], but merely has authority to
determine after an action is taken whether the delay in
presenting it was unavoidable."). Generally, the
reqnired reply is the reply sufficient to have avoided
abandonment, had such reply been timely filed.

37 CFR 1.137(c) applies to the reply requirement
for petitions under 37 CFR 1.137(a) and (b). In a non
provisional application abandoned for failure to pros
ecute, the required reply may be met by the filing of a
continuing application. In a nonprovisional utility or
plant application filed on or after June 8, 1995, and
abandoned for failure to prosecute, the required reply
may also be met by the filing of a request for contin
ued examination (RCE) in compliance with 37
CFR 1.114. In an application or patent, abandoned or
lapsed for failure to pay the issue fee or any portion
thereof, the required reply must include. payment of
the issue fee or any outstanding balance. In an appli
cation, abandoned for failure to pay the publication
fee, the required reply must include payment of the
publication fee. See below for more details on the
reply requirement in specific situations of abandon
ment.

1. Abandonment for Failure to Pay the Issne
Fee or Publication Fee

While the revival of applications abandoned for
failure to timely prosecute and for failure to timely

pay the issue fee are incorporated together in 37 CFR
1.137, the statutory provisions for the revival of an
application abandoned for failure to timely prosecute
and for failure to timely submit the issue fee are mutu
ally exclusive. See Brenner v. Ebbert, 398 F.2d 762,
157 USPQ 609 (D.C. Cir. 1968).35 U.S.C. 151 autho
rizes the acceptance of a delayed payment of the issue
fee, if the issue fee "is submitted ... and the delay in
payment is shown to have been unavoidable." 35
U.S.C. 41(a)(7) likewise authorizes the acceptance of
an "unintentionally delayed payment of the fee for
issuing each patent." Thus, 35 U.S.C. 41(a)(7) and
151 each require payment of the issue fee as a condi
tion of reviving an application abandoned or patent
lapsed for failure to pay the issue fee. Therefore, the
filing of a continuing application without payment of
the issue fee or any outstanding balance thereof is not
an acceptable reply in an application abandoned or
patent lapsed for failure to pay the issue fee or any
portion thereof.

The Notice of Allowance requires the timely pay
ment of the issue fee in effect on the date of its mail
ing to avoid abandonment of the application. In
instances in which there is an increase in the issue fee
by the time of payment of the issue fee required in the
Notice of Allowance, the Office will mail a notice
requiring payment of the balance of the issue fee then
in effect. See In re Mills, 12 USPQ2d 1847, 1848
(Comm'r Pat. 1989). The phrase "for failure to pay
the issue fee or any portion thereof' applies to those
instances in which the applicant fails to pay either the
issue fee required in the Notice of Allowance or the
balance of the issue fee required in a subsequent
notice. In such instances, the reply must be the issue
fee then in effect, if no portion of the issue fee was
previously submitted, or any outstanding balance of
theissue fee then in effect, if a portion of the issue fee
was previously submitted.

In an application abandoned for failure to pay the
publication fee, the required reply must include pay
ment of the publication fee. Even if an application
abandoned for failure to pay the publication fee is
being revived solely for purposes of continuity with a
continuing application, the petition to revive under 37
CFR 1.137 must include payment of the publication
fee.
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2. Abandonment for Failure to Reply in a
Nonprovisional Application

(a) Abandonment for Failure to Reply to a Non
Final Action

The required reply to a non-finalaction in a non
provisional application abandoned for failure to pros
ecute may be either:

(A) an argument or an amendment under 37 CFR
1.111;

(B) the filing of a continuing application under 37
CFR 1.53(b) (or a continued prosecution application
(CPA) under 37 CPR 1.53(d) if the application is a
utility or plant application filed before May 29, 2000,
or a design application).

The grant of a petition under 37 CPR 1.137 is not a
determination that any reply under 37 CPR 1.111 is
complete. Where the proposed reply is to a non-final
Office action, the petition may be granted if the reply
appears to be bona fide. After revival of the applica
tion, the patent examiner may, upon more detailed
review, determine that the reply is lacking in some
respect. In this limited situa\-tion, the patent examiner
should send out a letter giving a I-month shortened
statutory period under 37 CFR 1.135(c) for correction
of the error or omission. Extensions of time under 37
CFR 1.136(a) are permitted. If applicant does not cor
rect the omission within the time period set in thelet
ter (including any extension), the application is again
abandoned.

(b) Abandonment for Failure to Reply to a Final
Action

A reply under 37 CFR 1.113 to a final action "must
include ca1J.cellation of, or appeal from the rejection
of, each claim so rejected." Accordingly, in a nonpro
visional application abandoned for failure to reply to a
final action, the reply required for consideration of a
petition to revive must be:

(A) a Notice of Appeal and appeal fee;
(B) an amendment under 37 CFR1.116 that can

celsallthe rejected claims or otherwise prima facie
places the application in condition for allowance;

(C) the filing of a request for continued examina
tion (RCE) (accompanied by a submission and the
requisite fee) under 37 CFR 1.114 for utility or plant

applications filed on or after June 8,1995 (see para
graph (d) below); or

(D) the filing of a continuing application nnder 37
CFR 1.53(b) (or a CPA under 37 CPR 1.53(d) if the
application is a utility or plant application filed before
May 29, 2000, or a design application).

When a notice of appeal is the reply filed pursuant
to 37 CFR 1.137(a)(I) or 1.137(b)(I), the time period
under 37 CPR 1.192 for filing the appeal brief will be
set by the Commissioner in the decision granting the
petition.

An application subject to a final action in which a
proposed amendment under 37 CPR 1.116 is filed as
the required reply will normally be routed by the
Office of Petitions to the Technology Center (TC) to
determine whether a proposed amendment places the
application in condition for allowance prior to grant
ing any petition to revive such application. The exam
iner is instructed that if the reply places the
application in condition for allowance, the examiner
should write in the margin of the reply "OK to enter
upon revival." If the petition is otherwise grantable
and the examiner indicates that the reply places the
application in condition for allowance, the petition
will be granted. If, on the other hand, the reply would
not place the application in condition for allowance,
the examiner is instructed to complete form PTOL
303 and return the form to the Office of Petitions with
the application. From PTOL- 303 should not be mailed
to the applicant by the examiner. In this situation, the
Office of Petitions will not grant the petition. A copy
of the form PTOL-303 is marked with the notation
"Courtesy Copy" by the Office of Petitions. The
courtesy copy is sent as an attachment with the deci
sion on the petition. The advisory form PTOL-303
merely serves as an advisory notice to the Office of
Petitions regarding the decision of the examiner on
the amendment after final rejection.

(c) Abandonment for Failure to File an Appeal
Brief

In those situations where abandonment occurred
because of the failure to file an appeal brief, the reply
required pursuant to 37 CFR 1.137(a)(I) or
1.137(b)(1) must be either:

(A) an appeal brief in compliance with 37 CPR
1.192(c) and appeal brief fee;
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(B) the filing of an RCE accompanied by a sub
mission and the requisite fee in compliance with
37 CPR I.II4 for utility or plant applications filed on
or after June 8, 1995 (see paragraph (d) below); or

(C) the filing of a contiuuing applicatiou uuder
37 CPR 1.53(b) (or a CPA under 37 CFR 1.53(d) if
the application is a utility or plant application filed
before May 29, 2000, or a design applicatiou).

(d) Filing an RCE as the Required Reply

For utility or plant applications abandoned for fail
ure to reply to a final Office action or for failure to file
an appeal brief, the required reply may be the filing of
an RCE accompanied by a submission and the requi
site fee. When an RCE is the reply filed pursuant to
37 CFR I.I37(a)(l) or I.I37(b)(l) to revive such an
application, the submission accompanying the RCE
must be a reply responsive within the meaning of
37 CFR 1.111 to the last Office action. Consideration
of whether the submission is responsive within the
meaning of 37 CFR 1.111 to the last Office action is
done without factoring in the "final" status of such
action. The submission may be a previously filed
amendment after final or a statement that incorporates
by reference the arguments in a previously filed
appeal or reply brief. See MPEP § 706.07(h), para
graph II.

The petition may be granted if the submission
appears to be a bona fide attempt to provide a com
plete reply to the last Office action. After revival of
the application, the examiner may, upon a more
detailed review, determine that the reply is lacking in
some respect. In this limited situation, the examiner
should send out a letter giving a I-month shortened
statutory period under 37 CFR I.I35(c) for correction
of the error or omission. Extensions of time under 37
CFR I.I36(a) are permitted. If the applicant does not
correct the omission within the time period set in the
letter (including any extension), the application is
again abandoned.

(e) A Continuing Application or RCE May Be
Required by the Office

The Office may require the filing of a continuing
application or an RCE (if the prosecution prior to
abandonment was closed) (or request for
further examination pursuant to 37 CFR I.I29(a» to
meet the reply requirement of 37 CFR I.I37(a)(1) (or

37 CFR 1.137(b)(l» where, under the circumstances
of the application, treating a reply under 37 CFR
1.111 or 1.113 would place an inordinate burden on
the Office. Exemplary circumstances of when treating
a reply under 37 CFR 1.111 or 1.113 may place an
inordinate burden on the Office are where:

(A) an application has been abandoned for an
inordinate period of time;

(B) an application file contains multiple or con
flicting replies to the last Office action; and

(C) the reply or replies submitted under 37 CFR
I.I37(a)(1) (or 37 CPR I.I37(b)(1» are questionable
as to compliance with 37 CFR 1.111 or I.I13.

3. Abandonment for Failure to Notify the
Office of a Foreign Filing After the
Submission of a Non-Publication Request

If an applicant makes a nonpublication request
upon filing with the appropriate certifications, the
utility or plant application filed on or after November
29, 2000 will not be published under 35 U.S.C.
122(b)(1). See 35 U.S.c. 122(b)(2)(B)(i). An appli
cant who has made a nonpublication request but who
subsequently files an application directed to the
invention disclosed in the application filed in
the Office in a foreign country, or under a multilateral
international agreement, that requires eighteen-month
publication, must notify the Office of such
filing within forty-five days after the date of such fil
ing. The failure to timely provide such a
notice to the Office will result in the abandonment
of the application. See 35 U.S.C.122(b)(2)(B)(iii).
35 U.S.C. 122(b)(2)(B)(iii), however, also provides
that an application abandoned as a result of the failure
to timely provide such a notice to the Office is subject
to revival if the "delay in submitting the notice was
unintentional."

. 35 U.S.c. 122(b)(2)(B)(iii) provides for revival
only on the basis of unintentional delay, and not on
the basis of unavoidable delay. Therefore, a nonprovi
sional application abandoned pursuant to 35 U.S.C.
122(b)(2)(B)(iii) for failure to timely notify the Office
of the filing of an application in a foreign country or
under a multinational treaty that requires eighteen
month publication may be revived only on the basis of
unintentional delay pursuant to 37 CPR 1.137(b). The
reply requirement of 37 CFR I.I37(c) is met by the
notification of such filing in a foreign country or
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under a multinational treaty, but the filing of a petition
under 37 CPR 1.137(b) will not operate to stay any
period for reply that may be running against the appli
cation. Since the Office cannot ascertain whether an
application is abandoned under 35 U.S.c.
122(b)(2)(B)(iii), the Office may continue to process
and examine the application until the Office is noti
fied of applicant's failure to meet the forty-five days
notice requirement of 35 U.S.C. 122(b)(2)(B)(iii).
Therefore, the filing of a petition under 37
CFR 1.137(b) to revive such an application will not
operate to stay any period for reply that may be run
ning against the application.

B. Petition Fee Requirement

35 U.S.C. 4l(a)(7) provides that a petition for the
revival of an unintentionally abandoned application or
for the unintentionally delayed payment of the issue
fee must be accompaniedby the petition fee set forth
in 37 CFR 1.17(m), unless the petition is filed under
35 U.S.c. 133 or 151 (on the basis of unavoidable
delay), in which case the fee is set forth in 37 CFR
1.17(1). Thus, unless the circumstances warrant the
withdrawal of the holding of abandonment (i.e., it is
determined that the application is not properly held
abandoned), the payment of a petition fee to obtain
the revival of an abandoned application is a statutory
prereqnisite to revival of the abandoned application,
and cannot be waived.

In addition, the phrase "[o]n filing" in 35 U.S.c.
4l(a)(7) means that the petition fee is required for the
filing (and not merely the grant) of a petition under
37 CPR 1.137. See H.R. Rep. No. 542, 97th Cong.,
2d Sess. 6 (1982), reprinted in 1982 U.S.C.C.A.N,
770 ("[t]he fees set forth in this section are due on fil
ing the petition"). Therefore, the Office: (A) will not
refund the petition fee required by 37 CPR 1.17(1) or
1.17(m), regardless of whether the petition under 37·
CFR 1.137 is dismissed or denied; and (B) will not
reach the merits of any petition under 37 CFR 1.137
lacking the requisite petition flOe.

The phrase "unless the petition is filed.under [35
U.S.C.] 133 or 151" signifies that petitions to revive
filed on the basis of "unavoidable" delay (under 35
U.S.c. 133 or 151) are a subset of petitions to revive
filed on the basis of unintentional delay: That is,
"unavoidable" delay and "unintentional" delay are not
alternatives; "unavoidable" delay is the epitome of

"unintentional" delay. Any petition to revive an aban
doned application or lapsed patent must meet the min
imal "unintentional" delay threshold, and an applicant
need only pay the fee specified in 37 CFR 1.17(1)
(rather than the fee specified in 37 CPR 1.17(m)) if
the petition is also accompanied by an adequate show
ing that the entire delay in filing the required reply,
from the due date for the reply until the filing of a
grantable petition pursuant to 37 CFR 1.137(a), was
unavoidable.

C. Unintentional and Unavoidable Delay

Petitions under 37 CPR 1.137(b) are less burden
some (statementis) rather than a showing accompa
nied by documentary evidence) to file and are
evaluated under the less stringent "unintentional
delay" standard. Applicants determining whether to
file a petition to revive an application under 37 CFR
1.137(b) or 1.137(a) should take the following into
account:

While the Office reserves the authority to require
further information concerning the cause of abandon
ment and delay in filing a petition to revive, the Office
relies upon the applicant's duty of candor and good
faith and accepts the statement that "the entire delay
in filing the required reply from the due date for the
reply until the filing of a grantable petition pursuant to
37 CFR 1.137(b) was unintentional" without requir
ing further information in the vast majority of peti
tions under 37 CPR 1.137(b). This is because the
applicant is obligated under 37 CPR 10.18 to inquire
into the underlying facts and circumstances When a
practitioner provides this statement to the Office. In
addition, providing an inappropriate statement in a
petition under 37 CFR 1.137(b) to revive an aban
doned application may have an adverse effect when
attempting to enforce any patent resulting from the
application. See Lumenyte Int'l Corp. v. Cable Lite
Corp., Nos. 96-1011, 96-1077, 1996 U.S. App.
LEXIS 16400, 1996 WL 383927 (Fed. Cir. July 9,
1996)(unpublished)(patents held unenforceable due to
a finding of inequitable conduct in submitting an
inappropriate statement that the abandonment was
unintentional).

Even if the Office requires further information in a
petition under 37 CFR 1.137(b), such petition is still
significantly less burdensome to prepare and prose
cute than a petition under 37 CFR 1.137(a). The
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Office is almost always satisfied as to whether "the
entire delay ... was unintentional" on the basis of state
mentes) by the applicant or representative explaining
the cause of the delay (accompanied at most by copies
of correspondence relevant to the period of delay). A
showing of unavoidable delay will (in addition to the
above) require: (I) evidence concerning the proce
dures in place that should have avoided the error
resulting in the delay; (2) evidence concerning the
training and experience of the persons responsible for
the error; and (3) copies of any applicable docketing
records to show that the error was in fact the cause of
the delay. See MPEP § 711.03(c)(III)(C)(2). In addi
tion, a petition under 37 CFR 1.137(a) must establish
that the delay was unavoidable, and not just that it was
unintentional. Thus, many petitions originally filed
under 37 CFR 1.137(a) end up being granted under 37
CFR 1.137(b) when the applicant realizes that suffi
cient evidence concerning the delay is too difficult to
obtain or the cause of delay simply does not amount
to "unavoidable delay" within the meaning of 37 CFR
1.137(a).

Since the requirements of 37 CFR 1.137(a) are
more exacting than the corresponding requirements of
37 CFR 1.137(b), a petition under 37 CFR 1.137(a) is
significantly less likely to be grantable as filed than is
a petition under 37 CFR 1.137(b). The Office usually
must render a number of interlocutory decisions dis
missing a petition under 37 CFR 1.137(a) and request
ing additional evidence until either the applicant
provides a satisfactory showing of unavoidable delay
(in which case the petition can be granted) or the
Office concludes that the applicant cannot provide a
satisfactory showing of unavoidable delay (in which
case the petition must be denied). Thus, the period
between when an applicant first files a petition to
revive and the Office renders a decision granting (or
denying) that petition will, more often than not, be
much longer if the petition is under 37 CFR 1.137(a)
than it would have been if the petition were under 37
CFR 1.137(b).

1. Unintentional Delay

The legislative history of Public Law 97-247, § 3,
96 Stat. 317 (1982), reveals that the purpose of 35
U.S.C. 41(a)(7) is to permit the Office to have more
discretion than in 35 U.S.c. 133 or 151 to revive
abandoned applications in appropriate circumstances,

but places a limit on this discretion stating that
"[u]nder this section a petition accompanied by [the
requisite fee] would not be granted where the aban
donment or the failure to pay the fee for issuing the
patent was intentional as opposed to being uninten
tional or unavoidable." H.R. Rep. No. 542, 97th
Cong., 2d Sess. 6-7 (1982), reprinted in 1982
U.S.C.C.A.N. 770'71. A delay resulting from a delib
erately chosen course of action on the part of the
applicant is not an "unintentional" delay within the
meaning of 37 CFR 1.137(b).

Where the applicant deliberately permits an appli
cation to become abandoned (e.g., due to a conclusion
that the claims are unpatentable, that a rejection in an
Office action cannot be overcome, or that the inven
tion lacks sufficient commercial value to justify con
tinued prosecution), the abandonment of such
application is considered to be a deliberately chosen
course of action, and the resulting delay cannot be
considered as "unintentional" within the meaning of
37 CFR 1.137(b). See In re Application of G,
11 USPQ2d 1378, 1380 (Comm'r Pat. 1989). An
intentional course of action is not rendered uninten
tional when, upon reconsideration, the applicant
changes his or her mind as to the course of action that
should have been taken. See In re Maldague, 10
USPQ2d 1477, 1478 (Comm'r Pat. 1988).

A delay resulting from a deliberately chosen course
of action on the part of the applicant does not become
an "unintentional" delay within the meaning of 37
CFR 1.137(b) because:

(A) the applicant does not consider the claims to
be patentable over the references relied upon in an
outstanding Office action;

(B) the applicant does not consider the allowed or
patentable claims to be of sufficient breadth or scope
to justify the financial expense of obtaining a patent;

(C) the applicant does not consider any patent to
be of sufficient value to justify the financial expense
of obtaining the patent;

(D) the applicant does not consider any patent to
be of sufficient value to maintain an interest in obtain
ing the patent; or

(E) the applicant remains interested in eventually
obtaining a patent, but simply seeks to defer patent
fees and patent prosecution expenses.
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Likewise, a change in circumstances that occurred
subsequent to the abandonment of an application does
not render "unintentional" the delay resulting from a
previous deliberate decision to permitan application
to be abandoned. These matters simply confuse the
question of whether there was a deliberate decision
not to continue the prosecution of an application with
why there was a deliberate decision not to continue
the prosecution of an application.

In order to expedite treatment, applicants filing a
petition under 37 CFR 1.137(b) to revive an aban
doned application are advised to include the statement
"the entire delay in filing the required reply from the
due date for the reply until the filing of a grantable
petition pursuant to 37 CFR 1.137(b) was uninten
tional.t'even if applicant chooses to include a state
ment of the facts concerlling the delay. Applicants
may use the forms provided by the Office (PTO/SB/
64 or PTO/SB/64PCT).
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PTOISS/64 (10-00)
Approved forusethrough 10/31/2002. OMB 0651.Q031

U.S.PalentandTrademarll Office;U.S.DEPARTMENTOF COMMERCE
Underthe Paperwork Reduction Act of 1995.nopersons are required 10respondtoa collection of I"tannallonunlessit displa s a validOMScontrolnumber.

PETITIONFOR REVIVAL OF AN APPLICATION FOR PATENTABANDONED I Dockel Number(Optional)
UNINTENTIONALLYUNDER37 CFR 1.137(b)

First named inventor:

711.03(c)

Application No.:

Filed:

TIde:

Attention: Office ofPetitions
Assistant Commissioner forPatents
BoxDAC
Washington. D.C.20231

Group Art Unit:

Examiner:

NOTE: If information or assistance is needed incompleting thisform, please contact Petitions
Information at (703) 305·9262.

The above-identified application became abandoned forfailure to filea timely andproper reply to a
notice oraction bytheUnited States Patent andTrademark Office. The date of abandonment is thedayafter the
expiration date of theperiod setfor reply intheOffice notice or action plus anextensions of time
actually obtained,

APPLICANT HEREBY PETITIONS FOR REVIVAL OFTHIS APPLICATION

NOTE: A grantable petition requires thefollowing items:
(1) Petltlon fee;
(2) Reply and/or issue fee;
(3) Terminal disclaimer With disclaimer fee-required forallutitity andplant applications

filed before June 8, 1995; and foralldesign applications; and
(4) Statement thattheentire delay wasunintentional,

1.Petition feeo Small entity-fee $__ (37CFR 1.17(m)). Applicant claims small entity status. See 37CFR 1.27.

o Otherlhan small entity. fee$ (37CFR 1.17(m))

2. Reply and/or fee

A. The replyandlor feeto theabove-noted Office action in
lh~orm of (identify type ofreply):

U hasbeen filed previously on _'o is enclosed herewith,
B.Theissue feeof $ .o hasbeen paid previously on _

o is enclosed herewith.

{Page 1of2]

BurdenHourStatement: This formis estimated to teke1.0 hourtocomplete. TimewillVBI)' depending upontheneedsof the individual case.Any comments on
theamount of limeyouarerequired.lo complete t!tisformshould besentto !heChiefIIllarmatlon Officer, U.S.PalentandTrademark Office, Washington, DC
20231. DONOTSEND FEESDRCOMPLETED FORMS TOTHISADDRESS. SEND TO;Assistant ccmmesroner.rcr Patents, Washington, DC20231.
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3. Terminal disclaimer with disclaimer fee

o Since this utility/plant application was filed on orafter June 8,1995, noterminal disclaimer isrequired.

o A terminal disclaimer (and disclaimer fee(37CFR1.20(d)) 01$__ lor a smallenlityor $. Ior
other than a small entity) disclaiming the required period oftime isenclosed herewith (see PTO/SS/63).

4. STATEMENT: Theentire delay in filing the required reply from the duedate lor the required reply until the
filing 01 agrantable petition under 37CFR 1.137(b) wasunintentional. [NOTE. TheUnited States Patent and

Trademark Office may require additional information if there is a question as to whether either the
abandonment or the delay in filing a petition under 37 CFR 1.137(b) was unintentional (MPEP
711.03(c)(III)(C) and(D»].

WARNING: Information onthis form maybecome public. Credit cardinformation should not
be included on this form., Providecredit cardinformation andauthorization onPTO·2038.

Date Signature

Telephone
Number:(_J _

Typed orprinted name

Address

Enclosures: 0 Fee Payment

D Reply

o Terminal Disclaimer Form

o Additional sheets containing statements establishing unintentional delay

D Other:

CERTIFICATE OF MAILING OR TRANSMISSION [37CFR 1.8(a)]

I hereby certify that thIs correspondence is being:

o deposited with the United States Postal Service on the date shown below withaufflclent postage as
first class mail inan envelope addressed to: Assistant Oomrnlssloner for Patents, Box DAC, Washington;
D.C. 20231.

o transmitted by facsimile on the date shown below to the United States Patent and Trademark Office at
(703) 308-6916.

August2001

Date Signature

Type or-printed name ofperson signing certificate

[Page 2 of2]
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2. Unavoidable Delay

As discussed above, "unavoidable" delay is the
epitome of "unintentional" delay. Tbus, an intentional
delay precludes revival under 37 CPR 1.137(a)
("nnavoidable" delay) or 37 CFR 1.137(b) ("uninten
tional" delay). See Maldague, 10 USPQ2d at 1478.

Decisions on reviving abandoned applications on
the basis of "unavoidable" delay have adopted the
reasonably prudent person standard in determining if
the delay was unavoidable:

The word 'unavoidable' ... is applicable to ordinary
humanaffairs, andrequires no moreor greater care or dil
igence thanis generallyused andobservedby prudent and
careful men in relation to their most important business.
It permits them in the exercise ofthis care to rely upon the
ordinary and trustworthy agencies of mail and telegraph,
worthy and reliable employees, andsuch othermeans and
instrumentalities as are usually employed in such impor
tant business. If unexpectedly, or through the unforeseen
fault or imperfection of these agencies and instrumentali
ties, there occurs a failure, it may properly be said to be
unavoidable, all other conditions of promptness in its rec
tificationbeingpresent

In re Mattullath, 38 App. D.C. 497, 514-15
(1912)(quoting Pratt, 1887 Dec. Comm'r Pat. 31, 32
33 (1887»; see also Winkler v. Ladd, 221 F. Supp.
550, 552, 138 USPQ 666, 667-68 (D.D.C. 1963),
aff'd, 143 USPQ 172 (D.C. Cir. 1963); Ex parte Hen
rich, 1913 Dec. Comm'r Pat. 139, 141 (1913). In
addition, decisions on revival are made on a "case-by
case basis, taking all the facts and circumstances into
acconnt." Smith v. Mossinghoff, 671 F.2d 533, 538,
213 USPQ 977, 982 (D.C. Cir. 1982). Finally, a peti
tion cannot be granted where a petitioner has failed to
meet his or her burden of establishing that the delay
was "unavoidable." Haines v. Quigg, 673 F. Supp.
314, 316-17, 5 USPQ2d 1130, 1131-32 (N.D. Ind.
1987).

A delay resulting from an error (e.g., a docketing
error) on the part of an employee in the performance
of a clerical function may provide the basis for a
showing of "unavoidable" delay, provided it is shown
that:

(A) the error was the cause of the delay at issue;

(B) there was in place a business routine for per
forming the clerical fnnction that could reasonably be
relied upon to avoid errors in its performance; and

(C) the employee was sufficiently trained and
experienced with regard to the function and routine
for its performance that reliance npon such employee
represented the exercise of due care.

See In re Egbers, 6 USPQ2d 1869, 1872 (Comm'r
Pat. 1988), rev'd on other grounds sub nom., Theodor
Gro; & Sohne & Ernst Bechert Nadelfabrik KG v.
Quigg, 10 USPQ2d 1787 (D.D.C. 1988); In re Katra
pat, 6 USPQ2d 1863, 1867-68 (Comm'r Pat. 1988).
For example, where an application becomes aban
doned as a consequence of a change of correspon
dence address (the Office action being mailed to the
old, uncorrected address and failing to reach the appli
cant in sufficient time to permit a timely reply) an
adequate showing of "unavoidable" delay will require
a showing that due care was taken to adhere to the
reqnirement for prompt notification in each concerned
application of the change of address (see MPEP §
601.03), and mnst include an adequate showing that a
timely notification of the change of address was filed
in the application concerued, and in a manner reason
ably calculated to call attention to the fact that it was a
notification of a change of address. The following do
not constitute proper notification of a change in corre
spondence address:

(A) the mere inclusion, in a paper filed in an
application for another purpose, of an address differ
ing from the previously provided correspondence
address, without mention of the fact that an address
change was being made;

(B) the notification on a paper listing plural appli
cations as being affected (except as provided for
under the Customer Number practice - see MPEP
§ 403); or

(C) the lack of notification, or belated notifica
tion, to the U.S. Patent and Trademark Office of the
change in correspondence address.

Delay resulting from the lack of knowledge or
improper application of the patent statute, rules of
practice or the MPEP, however, does not constitute
"unavoidable" delay. See Haines, 673 F. Supp. at
317, 5 USPQ2d at 1132; Vincent v. Mossinghoff,
230 USPQ 621, 624 (D.D.C. 1985); Smith v. Dia
mond, 209 USPQ 1091 (D.D.C. 1981); Potter v.
Dann, 201 USPQ 574 (D.D.C. 1978); Ex parte Mur
ray, 1891 Dec. Comm'r Pat. 130, 131 (1891). For
example, as 37 CPR 1.116 and 1.135(b) are manifest
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that proceedings concerning an amendment after final

rejection will not operate to avoid abandonment of the

application in the absence of a timely and proper
appeal, a delay is not "unavoidable" when the appli

cant simply permits the maximum extendable statu
tory period for reply to a final Office action to expire

while awaiting a notice of allowance or other action.

Likewise, as a "reasonably prudent person" would file

papers orfees in compliance with 37 CPR 1.8 or 1.10

to ensure their timely filing in the USPTO, as well as

preserve adequate evidence of such filing, a delay

caused by an applicant's failure to file papers or fees

in compliance with 37 CPR 1.8 and 1.10 does not
constitute "unavoidable" delay. See Krahn, 15

USPQ2d at 1825. Finally, a delay caused by au appli
cant's lack of knowledge or improper application of

the patent statute, rules of practice or the MPEP is not
rendered "unavoidable" due to: (A) the applicant's

reliance upon oral advice from USPTO employees; or

(B) the USPTO's failure to advise the applicant of any

deficiency in sufficient time to permit the applicant to

take corrective action. See In re Sivertz, 227 USPQ

255, 256 (Cornrn'r Pat. 1985).

35 U.S.C. 133 and 151 each require a showing that
the "delay" was "unavoidable," which requires not

only a showing that the delay which resulted in the

abandonment of the application was unavoidable, but
also a showing of unavoidable delay until the filing of

a petition to revive. See In re Application of Takao,

17 USPQ2d 1155 (Comm'r Pat. 1990). The burden of
continuing the process of presenting a grantable peti

tion in a timely manner likewise remains with the

applicant until the applicant is informed that the peti
tion is granted. Id. at 1158. Thus, an applicant seeking

to revive an "unavoidably" abandoned application

must cause a petition under 37 CFR 1.137(a) to be

filed without delay (i.e., promptly upon becoming
notified, or otherwise becoming aware, of the aban

donment of the application).

An applicant who fails to file a petition under 37

CFR 1.137(a) "promptly" upon becoming notified, or

otherwise becoming aware, of the abandonment of the

application will not be able to show that the entire

delay in filing the required reply from the due date for

the reply until the filing of a grantable petition pursu
ant to 37 CPR 1.137(a) was unavoidable. The removal

of the language in 37 CPR 1.137(a) requiring that any
petition thereunder be "promptly filed after the appli

cant is notified of, or otherwise becomes aware of, the
abandonment" should not be viewed as: (A) permit

ting an applicant, upon becoming notified, or other

wise becoming aware, of the abandonment of the

application, to delay the filing of a petition under

37 CFR 1.137(a); or (B) changing (or modifying) the

result in In re Application of S, 8 USPQ2d 1630

(Cornrn'r Pat. 1988), in which a petition under 37

CPR 1.137(a) was denied due to the applicant's delib
erate deferral in filing a petition under 37 CFR 1.137.

An applicant who deliberately chooses to delay the
filing of a petition under 37 CFR 1.137 (as in Appli

cation of S, 8 USPQ2d at 1632) will not be able to
show that "the entire delay in filing the required reply

from the due date for the reply until the filing of

a grantable petition pursuant to [37 CPR 1.137(a)]

was unavoidable" or even make an appropriate state

ment that "the entire delay in filing the required reply

from the due date for the reply until the filing of a

grantable petition pursuant to [ 37 CPR 1.l37(b)] was

unintentional."

The dismissal or denial of a petition under 37 CFR
1.137(a) does not preclude an applicant from obtain

ing relief pursuant to 37 CPR 1.137(b) on the basis of

unintentional delay (unless the decision dismissing or
denying the petition under 37 CPR 1.137(a) indicates
otherwise). In such an instance, a petition under 37

CFR 1.137(b) may be filed accompauied by the fee

set forth in 37 CFR 1.17(m), the required reply, a
statement that the entire delay in filing the required

reply from the due date for the reply until the filing of
a grantable petition pursuant to 37 CFR 1.137(b) was
uuintentional, and any terminal disclaimer required by

37 CFR 1.137(c).

Form PTOfSBf6l may be used to file a petition for

revival of an unavoidably abandoned application.
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PTO/SB/61 (10-00)
Approved forUSB through 1013112002. OMB 0651·0031

U.S.Patent and Trademark Office; U.S.OEPARTMENT OFCOMMERCE
Under the Paperwork Reduction Acto'1995.nopersons arerequired torespond toa collection ofinfOrmation unless itdisplays a valid OMS conlrol number.

i i

711.03(c)

PETITION FOR REVIVAL OFANAPPLICATION FOR PATENT ABANDONED
UNAVOIDABLY UNDER 37 CFR 1.137(0)

Docket Number (Optional)

Rrst named inventor:

Application Number:

Filed:

Title:

Group Art Unit:

Examiner:

Attention: Office of Petitions
Assistant Commissioner for Patents
BoxDAC
Washington, D.C. 20231

NOTE: If information or assistance isneeded inconlpletingthis form. please contact Petitions
Information at (703) 305·9282.

The above-ldantined application became abandoned for failure to file a timely and proper reply to a notice or
action by the United States Patent and Trademark Office. The date of abandonment is the day after the
expiration date of the period set for reply in the Office notice or action plus anyextensions of time actually
obtained.

APPLICANT HEREBY PETITIONS FOR REVIVAL OFTHIS APPLICATION
NOTE: A grantable petition requires thefollowing items:
(1) Petition fee;
(2) Reply andlor issue fee;
(3) Terminal disclaimer with disclaimer fee-requred for all utility and plant applications filed

before June 8, 1995, and for all design applications: and
(4) Adequate showing of thecause of unavoidable delay

1. Petition fee
o small entity· fee$ (37CFR 1.17(1». Applicant claims. small entity status.

See37CFR 1.27.

o otherthan small entity· fee$ (37CFR 1.17(1».

2. Reply andlor fee

A.Thereply andlor feeto the above-noted Office action in
theform of - (identify thetypeof reply):

o hasbeen filed previously on __
o is enclosed herewith.

B.Theissue feeof $ _
o has been paid previously on .

o is enclosed herewith.

(Pagel of3]
Burden Hour Slalement: This fOrm isestfmated 10 take 1.0hours tocomplete. Time will vary depending upon theneeds oftheindividual case. Any comments on
Ilia amount oflime you arerequired to complete this form should besent to the Chief Infonnl'ltion Officer, U.S. ,Patent and Trademaril Office, washington, DC
20231. DONOTSEND FEES DRCOMPLETED FORMS 10 THIS ADDRESS. SEND TO:Assistant Commisslonerfor Patents, WaShington, DC20231.
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PTO/SB161 (10.00)
Approved for usethrough10/31/2002. OMS0051-0031

U.S.Patentand Trademark ornee.u.s. DEPARTMENT OFCOMMERCE
If 199""U"'.... 'I> r"I"""""" ,,,,, .....""" n<,. u.. ___, n_ "_.'_¥"_ ¥.¥ 'V'I_" .•¥ , __,.wnw 'v u _" .,n, w ..."v.....,"..." ....".."" .. '''''1''''1'' a .y""" v ...<> ""''''UI ",UIl'''''[.

PETITION FORREVIVALOFANAPPLICATION FORPATENT ABANDONED
UNAVOIDABLY UNDER 37 CFR 1.137(a)

3. Terminal disclaimer with discla~ei' fee

0 Sincethis utility/plantapplication wasfiled on or after June8, 1995, noterminal disclaimeris required.

0 A terminal disclaimer (anddisclaimer fee (37 CFR1.20(d)) of $____for a smallentityof $____
for otherthan a smallentity)disclaiming the required period of time is enclosed herewith (see
PTOISB/63).

4. An adequate showing olthe causeolthe delay,andthat theentiredelay in filing the required repiy from
the duedatefor the replyuntil the filingof a grantable petition under37 CFR 1.137(a) was unavoidable; is
enclosed.

WARNING: Information on this form may become public. Credit card.information should not
be included on this form. Provide credit card Information and authorization on PTO·2038.

. .

Date Signature

Telephone
Number: (___ ) Typed or printed name

Address

Enclosures: 0 FeePayment

o Reply

o TerminalDtsclalmer Form

o Additional sheets containing statements establishing unavoidable delay

0
CERTIFICATE OF MAILING OR TRANSMISSION [37 CFR1.8(a))

i herebycertifythat this correspondence is being:

o deposited withthe United States Postal Service onthe dateshown below withsufficient postage as
first classmail in an envelope addressed to: Assistant Commissioner for Patents. BoxDAC.
Washington, D.C.20231.

o transmitted by facsimile onthe date shown belowto the United StatesPatentandTrademark Officeat
(703)308·6916.

Date Signature

Typed or printed name of person signing certificate

[pago 2 of 3)
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PTOISS/51 (10..00)
Approved for usethrough10/3112002. OMS0651.(J031

U.S.PatentandTrademark Office;U.S. DEPARTMENT OFCOMMERCE
Under thePaperwork Reduction Actof 1995, nopersons arerequired to respond to a collection of information unless it displays a validOMScontrol number.

PETITION FOR REVIVAL OFAN APPLICATION FOR PATENT ABANDONED
UNAVOIDABLY UNDER 37 CFR1.137(a)

NOTE: The following showing of thecause of unavoidable delay must besigned byall applicants orbyany
other party whois presenling statements concerning thecause of delay.

Date Signature

Typed orprinted name

(Inthespace provided below, please explain~ thereasons for thedelay in filing a proper reply)

(Please attach additional sheets it additional space is necessary)

[page 3of3J

700-153 August2001



711.03(c) MANUAL OF PATENT EXAMINING PROCEDURE

D. Delay Until the Filing ofa Grantable Petition

There are three periods to be considered during the
evaluation of a petition under 37 CFR 1.137:

(A) the delay in reply that originally resulted in
the abandonment;

(B) the delay in filing an initial petition pursuant
to 37 CFR 1.137 to revive the application; and

(C) the delay in filing a grantable petition pursu
ant to 37 CFR 1.137 to revive the application.

As discussed above, the abandonment of an appli
cation is considered to be a deliberately chosen course
of action, and the resulting delay cannot be considered
as "unintentional" within the meaning of 37 CFR
1.137(b), where the applicant deliberately permits the
application to become abandoned. See Application of
G, 11 USPQ2d at 1380. Likewise, where the applicant
deliberately chooses not to seek or persist in seeking
the revival of an abandoned application, or where the
applicant deliberately chooses to delay seeking the
revival of an abandoned application, the resulting
delay in seeking revival of the abandoned application
cannot be considered as "unintentional" within the
meaning of 37 CFR 1.137(b). An intentional delay
resulting from a deliberate course of action chosen by
the applicant is not affected by:

(A) the correctness of the applicant's (or appli
cant's representative's) decision to abandon the appli
cation or not to seek or persist in seeking revival of
the application;

(B) the correctness or propriety of a rejection, or
other objection, requirement, or decision by the
Office; or

(C) the discovery of new information or evidence,
or other change in circumstances subsequent to the
abandonment or decision not to seek or persist in
seeking revival.

Obviously, delaying the revival of an abandoned
application, by a deliberately chosen course of action,
until the industry or a competitor shows an interest in
the invention is the antithesis of an "unavoidable" or
"unintentional" delay. An intentional abandonment of
an application, or an intentional delay in seeking the
revival of an abandoned application, precludes a find
ing of unavoidable or unintentional delay pursuant to
37 CFR 1.137. See Maldague, 10 USPQ2d at 1478.

The Office does not generally question whether
there has been an intentional or otherwise impermissi
ble delay in filing an initial petition pursuant to 37
CFR 1.137(a) or (b), when such petition is filed: (A)
within 3 months of the date the applicant is first noti
fied that the application is abandoned; and (2) within
1 year of the date of abandonment of the application.
Thus, an applicant seeking revival of an abandoned
application is advised to file a petition pursuant to 37
CFR 1.137 within 3 months of the first notification
that the application is abandoned to avoid the question
of intentional delay being raised by the Office (or by
third parties seeking to challenge any patent issuing
from the application).

Where a petition pursuant to 37 CFR 1.137(a) or
(b) is not filed within 3 months of the date the appli
cant is first notified that the application is abandoned,
the Office will consider there to be a question as to
whether the delay was unavoidable or unintentional.
In such instances,

(A) the Office will require a showing as to how
the delay between the date the applicant was first noti
fied that the application was abandoned and the date a
37 CFR 1.137(a) petition was filed was "unavoid
able"; or

(B) the Office may require further information as
to the cause of the delay between the date the appli
cant was first notified that the application was aban
doned and the date a 37 CFR 1.137(b) petition was
filed, and how such delay was "unintentional."

To avoid delay in the consideration of the merits of
a petition under 37 CFR 1.137(a) or (b) in instances in
which such petition was not filed within 3 months of
the date the applicant was first notified that the appli
cation was abandoned, applicants should include a
showing as to how the delay between the date the
applicant was first notified by the Office that the
application was abandoned and the filing of a petition
under 37 CFR 1.137 was (A) "unavoidable" in a peti
tion under 37 CFR 1.137(a); or (B) "unintentional" in
a petition under 37 CFR 1.137(b).

Where a petition pursuant to 37 CFR 1.137(a) or
(b) is not filed within 1 year of the date of abandon
ment of the application (note that abandonment takes
place by operation of law, rather than by the mailing
of a Notice of Abandonment) the Office will require:
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(A) further information as to when the applicant
(or the applicant's representative) first became aware
of the abandonment of the application; and

(B) a showing as to how the delay in discovering
the abandoned statns of the application occurred
despite the exercise of due care or diligence on the
part of the applicant (or applicant's representative)
(see Pratt, 1887 Dec. Comm'r Pat. at 32-33).

To avoid delay in the consideration of the merits of
a petition under 37 CFR 1.137(a) or (b) in instances
in which such petition was not filed within I year of
the date of abandonment of the application, applicants
should include:

(A) the date that the applicant first became aware
of the abandonment of the application; and

(B) a showing as to how the delay in discovering
the abandoned status of the application occurred
despite the exercise of due care or diligence on the
part of the applicant.

In either instance, applicant's failure to carry the
burden of proof to establish that the "entire" delay
was "unavoidable" or "unintentional" may lead to the
denial of a petition under 37 CPR 1.137(a) or 37 CPR
1.137(b), regardless of the circumstances that origi
nally resulted in the abandonment of the application.

E. Party Whose Delay is Relevant

The question under 37 CFR 1.137 is whether the
delay on the part of the party having the right or
authority to reply to avoid abandonment (or not reply)
was unavoidable or unintentional. When the applicant
assigns the entire right, title, and interest in an inven
tion to a third party (and thus does not retain any legal
or equitable interest in the invention), the applicant's
delay is irrelevant in evaluating whether the delay was
unavoidable or even unintentional. See Kim v. Quigg,
718 F. Supp. 1280, 1284, 12 USPQ2d 1604, 1607-08
(B.D. Va, 1989). When an applicant assigns the appli
cation to a third party (e.g., the inventor/applicant's
employer), and the third party decides not to file a
reply to avoid abandonment, the applicant's actions,
inactions or intentions are irrelevant under 37 CFR
1.137, unless the third party has reassigned the appli
cation to the applicant prior to the due date for the
reply. !d.

Likewise, where the applicant permits a third party
(whether a partial assignee, licensee, or other party) to

control the prosecution of an application, the third
party's decision whether or not to file a reply to avoid
abandonment is binding on the applicant. See Win
kler, 221 F. Supp. at 552, 138 USPQ at 667. Where an
applicant enters an agreement with a third party for
the third party to take control of the prosecution of an
application, the applicant will be considered to have
given the third party the right and authority to prose
cute the application to avoid abandonment (or not
prosecute), unless, by the express terms of the con
tract between applicant and the third party, the third
party is conducting the prosecution of the application
for the applicant solely in a fiduciary capacity. See
Futures Technology Ltd. v. Quigg, 684 F. Supp. 430,
431, 7 USPQ2d 1588, 1589 (B.D. Va. 1988). Other
wise, the applicant will be considered to have given
the third party unbridled discretion to prosecute (or
not prosecute) the application to avoid abandonment,
and will be bound by the actions or inactions of such
third party.

F. Burden of Proof to Establish Unavoidable or
Unintentional Delay

37 CFR 1.137(a)(3) requires a showing to the satis
faction of the Commissioner that the entire delay in
filing the required reply from the due date for the
reply until the filing of a grantable petition pursuant to
37 CPR 1.137(a) was unavoidable. Therefore, the
Office will require the applicant in every petition
under 37 CPR 1.137(a) to carry the burden of proof to
establish that the delay from the due date for the reply
until the filing of a grantable petition
was unavoidable. See Haines, 673 F. Supp. at 316-17,
5 USPQ2d at 1131-32.

37 CPR 1.137(b)(3) requires that a petition under
37 CPR 1.137(b) must be accompanied by a statement
that the entire delay in providing the required reply
from the due date for the reply until the filing of a
grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, but also provides that "[tjhe Commis
sioner may require additional information where there
is a question whether the delay was unintentional."
While the Office will generally require only the state
ment that the entire delay in providing the required
reply from the due date for the reply until the filing of
a grantable petition pursuant to 37 CFR 1.137(b) was
unintentional, the Office may require an applicant to
carry the burden of proof to establish that the delay
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from the due date for the reply until the filing of a
grantable petition was unintentional within the mean
ing of 35 U.S.C. 41(a)(7) and 37 CFR 1.137(b) where
there is a question whether the entire delay was unin
tentional. See Application ofG, 11 USPQ2d at 1380.

G Terminal Disclaimer Requirement

37 CFR 1.137(d) requires that a petition under
either 37 CPR 1.137(a) or 1.137(b) be accompanied
by a terminal disclaimer (and fee). regardless of the
period of abandonment. in:

(A) a design application;

(B) a nonprovisional utility application filed
before June 8, 1995; or

(C) a nonprovisional plant application filed
before June 8, 1995.

The terminal disclaimer submitted in a design
application must dedicate to the public a terminal part
of the term of any patent granted thereon equivalent to
the period of abandonment of the application. The ter
minal disclaimer submitted in either a utility or plant
application filed before June 8, 1995 must dedicate to
the public a terminal part of the term of any patent
granted thereon equivalent to the lesser of: (1) the
period of abandonment of the application; or (2) the
period extending beyond twenty years from the date
on which the application for the patent was filed in the
United States or, if the application contains a specific
reference to an earlier filed application(s) under
35 U.S.C. 120, 121, or 365(c), from the date on which
the earliest such application was filed. The terminal
disclaimer must also apply to any patent granted on
any continuing utility or plant application filed before
June 8, 1995, or any continuing design application,
entitled under 35 U.S.c. 120, 121, or 365(c) to the
benefit of the filing date of the application for which
revival is sought. The terminal disclaimer requirement
of 37 CFR 1.137(d) does not apply to applications for
which revival is sought solely for purposes of copen
dency with a utility or plant application filed on or
after June 8, 1995, or to lapsed patents.

The Office cannot determine (at the time apetition
to revive is granted) the period disclaimed (i.e., which
period is lesser: the period of abandonment of the

application, or the period extending beyond twenty
years from the date on which the application for the
patent was filed in the United States or, if the applica
tion contains a specific reference to an earlier filed
application(s) under 35 U.S.C. 120, 121, or 365(c),
from the date on which the earliest such application
was filed). Therefore, the Office will not indicate the
period disclaimed under 37 CFR 1.137(d) in its deci
sion granting a petition to revive an abandoned appli
cation.

The filing of a terminal disclaimer is not a substi
tute for unavoidable or unintentional delay. See
Application of Takao, 17 USPQ2d at 1159. The
requirement that the entire delay have been unavoid
able (37 CFR 1.137(a» or at least unintentional (37
CFR 1.137(b» is distinct from the requirement for a
terminal disclaimer. Therefore, the filing of a terminal
disclaimer cannot excuse an intentional delay in filing
a petition or renewed petition to revive an abandoned
application. Likewise, an unavoidable or uninten
tional delay in filing a petition or renewed petition to
revive an abandoned application will not warrant
waiver of the terminal disclaimer requirement of 37
CPR 1.137(d).

In the event that an applicant considers the require
ment for a terminal disclaimer to be inappropriate
under the circumstances of the application at issue,
the applicant should file a petition under 37 CPR
1.183 (and petition fee) to request a waiver of this
requirement of 37 CPR 1.183. Such a petition may
request waiver of this requirement in toto, or to the
extent that such requirement exceeds the period con
sidered by applicant as the appropriate period of dis
claimer. The grant of such a petition, however, is
strictly limited to situations wherein applicant has
made a showing of an "extraordinary situation" in
which 'Justice requires" the requested relief. An
example of such a situation is when the abandonment
of the application caused no actual delay in prosecu
tion (e.g., an application awaiting decision by the
Board of Appeals and Interferences during period of
abandonment).:

Forms PTO/SB/62 and PTO/SB/63 may be used
when filing a terminal disclaimer in accordance with
37 CPR 1.137(d).
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PTOfSB/52 (08-00)
Approved for use through 10{3112002. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Under the PaperwOtk Reduction Act of 1995; no persons are required to respond to a collection of Information unless It displays a valid OMB control number.
iii

TERMINAL DISCLAIMER TO ACCOMPANY PETITION
(Period Spe.lfted)

Docket Number (OptiOnal)

In re Application of:

Name:
I

Application Number:

Filed:

For:

The owner', of __ percent interest in Jhe above-identlfied application
hereby disclaims the terminal months of any patent granted on the above-identified application or on
any application that contains a specific reference under 35 U.S.C. 120, 121, or 365(c) to this application•. This
disclaimer is binding. upon the grantee, its successors. or assigns.

Checkeitherbox 1 or2 below. if appropriate.

1. D For submissions on behalfof .anorgan·ization(e.g.-corporation, partnership, university,government agency,
etc.), the person signing is empowered to act on behalf of the organization.

Iherebydeclarethat all statementsmade herein of myown knowledgearetrueandthatallstatements madeon information
and belief are believed to be true; and further, that these statements are made with the knowledqe thatwilltul false
statementsandthe likeso made are punishablebyfineorimprisonment,orboth, underSectlon 1001 ,Title f Softhe United
States Code, and that SUCh willful false statements may jeopardize the validity of the application or any patent issuing
thereon.

2. 0 The undersigned is an attorney or agent of record.

Signature Date

Typed or printed name

o Terminal disclaimer fee under 37 CFR 1.20(d) included.

WARNING: Information on this form may become public. Creditcard Information should
not be included on this form. Provide credit card information and authorization on
PTO·2038.

* Certification under 37 CFR 3.73(b) ls required if terminal disclail11eris signed by the assignee (owner).
Form PTO/SB/96 maybe used for making this certification. See MPEP § 324.

Burden Hour Statement: This fOrmis estimated to take 0.2 hours to complete. TIme will vary depending upon the needs ofthe individual case ..Any comments
on the amount of time you ara required to complete this fORnshould be sent to the Chief Information Officer, U.S. Patent and Trademark Office, Washington,
DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SENOTO:Assislant Commissioner for Patents, Washington. DC 20231.
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PTOISB/63 (10.00)
Approved for usethrough10131/2002. OMS0651·0031

U.S.Patanland Trademark Office;U. S. DEPARTMENT QFCOMMERCE
UnderthePaperWork ReductionAcl of 1995, no f$()I1B arera ulredlo rei d t()'B eolleotlon of li'lformatJonunless It dlspla sa vaUdOMB cOntrol number.

Docket Number (Optional)

In re Application of:

Name:

Application Number:

Filed:

For:

The owner*, of percent interest in the above-identified application
hereby disclaims a terminal part of the tenm of any patentgranted the above-identified application equivalent
to: (1) if the above-identified application is a design application, the period of abandonment of the above
identified application, and (2) ff the above-identified application is a utilityor plantapplication, the lesserof: (a)
the period of abandonment of the application; or (b) the periodextending beyond twenty yearsfromthe dateon
which the above-identified epplication was filed in the United States or, ilthe application contains a specific
reference to an eartier filed application(s) under35 U.S.C. 120, 121 ,or 385(c), from the date on which the
earliest such application was filed. This disclaimer also applies to any patent granted on a utility or plant
application filed before JuneS, 1995, or a design application, that contains a specific reference under 35
U.S.C. 120,121,or 385(c) to the above-identified application. Thisdisclaimer is binding uponthe grantee, and
itssuccessors or assigns.

Check eitherbox 10r2 below, if approprtate.

1 0 Forsubmissions on behalfof an organization (e.g., corporation, partnership, university, government
. agency, etc.), the undersigned is empowered to act on behaifof the organization.

2. 0 Theundersigned is an attorney or agentof record.

Signature

Typed or prtnted name

Date

o Tenminal disclaimer fee under37 CFR1.20(d)included.

WARNING: Information on this form may become public. Credit card information should not be
included on this form. Provide credit card Information and authorization on PTO-203S.

• Statement under37 CFR3.73(b) is required ff.tenminal disclaimer is signed by the assignee (owner).
FormPTO/S6/98 maybe usedfor making this certification. SeeMPEP § 324.

Burden HourStatement: -This form is estimated to take0.2 hourstocomplete. Timewill varydepending uponlhe needsof the individuel case.Anyoomments on
theemeuntof lime you are:-requlredto complete thlsfonn shOuld be sentto theChiefInformation Officer, u.s. PatentandTrademark Office, Washington, DC
20231. DONOTSENDFEESORCOMPLETED FORMS TOTHISADDRESS, SENDTO:ASsistantCommisslon'of for Patents. Washington, OC20231.
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711.03(d) Examiner's Statement on Peti
tion To Set Aside Examiner's
Holding

Access to an abandoned application may be pro
vided to any person, subject to 37 CFR l.I4(i), if a
written request for access is submitted and if the aban
doned application is not within the file wrapper of a

37 CFR l.I 81 states that the examiner "may be
directed by the Commissioner to furnish a written
statement within a specific time setting forth the rea
sons for his or her decision upon the matters averred
in the petition, supplying a copy thereof to the peti
tioner." Unless requested, however, such a statement
should not be prepared. See MPEP § 1002.01.

vides that a provisional application, abandoned for
failure to timely respond to an Office requirement,
may be revived pursuant to 37 CPR l.I37, however a
provisional application will not be regarded as pend
ing after twelve months from its filing date under any
circumstances. Note that the pendency of a provi
sional application is extended to the next succeeding
secular or business day if the day that is twelve
months after the filing date of the provisional applica
tion falls on a Saturday, Sunday, or Federal holiday
within the District of Columbia. See 35 U.S.C.
119(e)(3).

A provisional application may be abandoned prior
to 12 months from its filing date for failure to reply to
an Office requirement (e.g., failure to submit the fil
ing fee and/or cover sheet). Applicant may petition to
have an abandoned provisional application revived as
a pending provisional application for a period of no
longer than 12 months from the filing date of the pro
visional application where the delay was unavoidable
or unintentional. It would be permissible to file a
petition for revival later than 12 months from the fil
ing date of the provisional application but only to
revive the application for the 12-month period follow
ing the filing of the provisional application. Thus,
even if the petition were granted to establish the pen
dency up to the end of the 12-month period, the provi
sional application would not be considered pending
after 12 months from its filing date.

Public Access to Abandoned
Applications

711.04

H. Request For Reconsideration

37 CFR l.I37(e) requires that any request for
reconsideration or review of a decision refusing to
revive an abandoned application or lapsed patent must
be filed within 2 months of the decision refusing to
revive or within such time as set in the decision. 37
CFR l.I37(e) further provides that, unless a decision
indicates otherwise, this time period for requesting
reconsideration or review may be extended under the
provisions of 37 CFR l.I36.

37 CFR l.I37(e) specifies a time period within
which a renewed petition pursuant to 37 CPR 1.137
must be filed to be considered timely. Where an
applicant files a renewed petition, request for recon
sideration, or other petition seeking review of a prior
decision on a petition pursuant to 37 CPR 1.137 out
side the time period specified in 37 CFR l.I37(e), the
Office may require, inter alia, a specific showing as to
how the entire delay was "unavoidable" (37 CFR
l.I37(a)) or "unintentional" (37 CPR l.I37(b)). As
discussed above, a delay resulting from the applicant
deliberately choosing not to persist in seeking the
revival of an abandoned application cannot be consid
ered "unavoidable" or "unintentional" within the
meaning of 37 CPR l.I37, and the correctness or pro
priety of the decision on the prior petition pursuant to
37 CFR 1.137, the correctness of the applicant's (or
the applicant's representative's) decision not to persist
in seeking revival, the discovery of new information
or evidence, or other change in circumstances subse
quent to the abandonment or decision to not persist in
seeking revival are immaterial to such intentional
delay caused by the deliberate course of action chosen
by the applicant.

1. Provisional Applications

37 CFR l.I37 is applicable to a provisional appli
cation abandoned for failure to reply to an Office
requirement. A petition under 37 CFR l.I37(a) or (b)
must be accompanied by any outstanding reply to an
Office requirement, since 37 CPR l.I37(a)(I) and
l.I37(b)(I) permit the filing of a continuing applica
tion in lieu of the required reply only in a nonprovi
sional application.

35 U.S.C. ll1(b)(5) provides that a provisional
application shall be regarded as abandoned 12 months
after its filing date and shall not be subject to revival
after such l2-month period. 37 CFR l.I37(g) pro-
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pending continued prosecution application (CPA)
under 37 CPR 1.53(d) and is referred to:

(A) in a U.S. patent application publication or
patent;

(B) in another U.S. application which. is open to
public inspection either pursuant to 37 CFR l.11(b) or
37 CFR 1.14(e)(2)(i); or

(C) in an international application which desig
nates the U.S. and is published in accordance with
PCT Article 21(2).

See 37 CFR 1.14(e)(2). A copy of the specification,
drawings, and papers relating to the file of an aban
doned published application may also be provided to
any person upon written request, including the fee set
forth in 37 CPR 1.19(b)(2). See 37 CFR 1.14(c)(2).
See also MPEP § 103. Form PTO/SB/68 may be used
to request access of an application under 37 CFR
1.14(e).

711.04(a) Pulling and Forwarding
AbandonedApplications

The files of abandoned applications are pulled and
forwarded to the Files Repository ona biweekly basis
1 month after the full 6-month statutory period has
expired. However, the date of abandonment is after
midnight of the date on which the set shortened statu
tory period, including any extensions under 37 CFR
1.136, expired.

The applications should be carefully scrutinized by
the appropriate examiner to verify that they are actu
ally abandoned. A check should be made of files con
taining a decision of the Board of Patent Appeals and
Inteferences for the presence of. allowed claims to
avoid their being erroneously sent to the Files Reposi
tory.

Although the abandoned files are not pulled until
the maximum permissible period for which an exten
sion of time under 37 CFR 1.136(a) plus 1 month has
expired, the date of the abandonment is after midnight
of the date the period for reply actually expired. This
is normally the end of the 3-month shortened statutory
period.

711.04(b) Ordering of ·Plltented and
Abandoned Files

In examination of an application it is sometimes
necessary to inspect the application papers of a previ
ously patented or abandoned application. It is always
necessary to do so in the examination of a reissue
application.

Recently patented and abandoned files are stored at
the Files Repository located near the other USPTO
buildings in Crystal City (Arlington, VA). Older files
are housed in warehouses located off site (outside of
Crystal City).

Patented and abandoned files are ordered by means
of a PALM video display transaction. To place such
an order, .thc examiner is required to input hislher
PALM location code, employee number, and patent
number(s) and/or application number(s) of the file(s)
that are needed. After transmission of the request
transaction by the examiner, a "response" screen
appears on the video display terminal which informs
himlher of thestatus of the request for each file. The
examiner is informed that the request is:

(A)accepted;
(B) accepted, but for which the fileis stored at a

warehouse off site (in which case delivery time is
increased);

(C) not accepted since the file is not located at the
repository or warehouse;

(D) not accepted since a previous request for the
file has not yet been filled; or

(E) not accepted since the patent or application
number inputted is not valid.

Periodically each day, personnel at the Files Repos
itory perform a PALM print transaction which pro
duces a list of all accepted requests in patent number
order and, for requests for abandoned files, in applica
tionnumber order. The printed record of each request
is detachedftom the list when its associated file is
found. It is then stapled to it. Throughout the day,
periodic deliveries of files are made directly to the
offices of their requestors by Files Repository person
nel. Upon delivery of files at the various locations,
files that are ready to be returned to the repository are
picked up.

With the exception of certain older files, the draw
ings of patented and abandoned files, if any, are now
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stored within their respective application file wrap
pers. Since it is desired not to separate one from the
other, both the file and its drawings are delivered
when a file is ordered.

An express abandonment arriving after the issue fee
has been paid will not be accepted without a showing
of one of the reasons indicated in 37 CPR 1.313(c), or
else a showing under 37 CFR 1.183 justifying suspen
sion of 37 CPR 1.313. See also MPEP § 711.01.

711.04(c) Notifying Applicants
Abandonment

of
711.06 Abstracts, Abbreviatures, and

Defensive Publications

Receipt of a letter of abandonment while an appli
cation is allowed is acknowledged by the Publishing
Division.

The Patent Examining Corps currently mails to the
correspondence address of record, a Notice of Aban
donment form PTOL-1432 in all applications which
become abandoned in the Corps for failure to prose
cute. However, in no case will mere failure to receive
a notice of abandonment affect the status of an aban
doned application.

This procedure should enable applicants to take
appropriate and diligent action to reinstate an applica
tion inadvertently abandoned for failure to timely
reply to an official communication. In most cases, a
petition to revive under 37 CFR 1.137 will be the
appropriate remedy. It may be that a reply to the
Office action was mailed to the Office with a certifi
cate of mailing declaration as a part thereof (MPEP
§ 512) but was not received in the Office. In this
instance, adequate relief may be available by means
of a petition to withdraw the holding of abandonment.

In any instance, if action is not taken promptly after
receiving the notice of abandonment, appropriate
relief may not be granted. If a lack of diligent action is
predicated on the contention that neither the Office
action nor the notice of abandonment was received,
one may presume that there is a problem with the cor
respondence address of record. Accordingly, attention
is directed to MPEP § 402 and § 601.03 dealing with
changes of address. In essence, it is imperative that a
paper notifying the Office of a change of address be
filed promptly in each application in which the corre
spondence address is to be changed (except as pro
vided for under Customer Number practice - see
MPEP § 403).

711.05 Letter
Received
Allowed

of
After

Abandonment
Application is

ABSTRACTS

Abstracts were prepared and published in accor
dance with the Notice of January 25, 1949, 619 a.G.
258. Each abstract includes a summary of the disclo
sure of the abandoned application, and in applications
having drawings, a figure of the drawing. The publi
cation of such abstracts was discontinued in 1953.

ABBREVIATURES

Abbreviatures were prepared and published in
accordance with the procedure indicated in the Notice
of October 13, 1964, 808 O.G. 1. Each abbreviature
contains a specific portion of the disclosure of the
abandoned application, preferably a detailed represen
tative claim, and, in applications having drawings, a
figure of the drawing. The publication of such abbre
viatures was discontinued in 1965.

DEFENSIVE PUBLICATIONS

The Defensive Publication Program, which pro
vided for the publication of the abstract of the techni
cal disclosure of a pending application if the applicant
waived his or her rights to an enforceable patent, was
available between April 1968 and May 8, 1985. The
program was ended in view of the applicant's ability
to obtain a Statutory Invention Registration.

An application was laid open for public inspection
under the Defensive Publication Program and the
applicant provisionally abandoned the application,
retaining rights to an interference for a limited period
of 5 years from the earliest effective U.S. filing date.

The defensive publication of an application pre
cluded a continuing application (divisional, continua
tion-in-part, or continuation) filed under 35 U.S.C.
120 from being entitled to the benefit of the filing date
of the defensively published application unless a con
tinuing application was filed within 30 months after
the earliest effective U.S. Filing date. Where a similar
application was not filed until after expiration of the
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30 month periodthe application was examined, but it
was not entitled to claim the benefit of the earlier fil
ing date of the defensive publication application.

If a first continuing application was filed within
30 months from the earliest V.S. effective filing date
of the application published under the Defensive Pub
lication Program, later copending continuing applica
tions (such as divisions if restriction is required
during the prosecution of the first continuing applica
tion) were not barred and could be filed during the
pendency of the first continuing application, even
though beyond the 30 month period, without loss of
the right to claim the benefit of the filing date ofthe
Defensive Publication application.

The Defensive Publication Abstract and a selected
figure of the drawing, if any, were published in the
Official Gazette. Defensive Publication Search Cop
ies, containing the defensive publication abstract and
suitable. drawings, if any, were provided for the appli
cation file, the Patent Search Room and the exam
iner's search files. A defensive publication is not a
patent or an application publication under 35 V.S.c.
122(b); it is a publication. Therefore, it is prior art
only as of its publication date. See MPEP § 2136.

The defensive publication application files .are
maintained in the File Information Unit (Record
Room).

Defensive Publication Number.

Distinct numbers are assigned to all Defensive Pub
lications published December 16, 1969 through Octo
ber 1980, for example.

T 869 001I I· L Number series, 001-999 available monthly
. ... . .. .a.G. volume number . ......

Document category, T for 'Iechnical
disclosure

For Defensive Publications published on and after
November 4, 1980, a different numbering system is

used.

The revised numbering system is as follows:

T XXX XX

I
I L-.Sequential document number

. ----<D.G. volume number
-------JDocllment category, T for

Technical disclosure

Defensive Publications are included in subclass
lists and subscription orders. The distinct numbers are
used for all official reference and document copy
requirements.

A conversion table from the application serial num
ber to the distinct number for all Defensive Publica
tions published before December 16, 1969 appears at
869 O.G. 687.

711.06(a) Citation and Use of Abstracts,
Abbreviatures, and Defensive
Publications as References

It is important that abstracts,abbreviatures, and
defensive publications (O.G. Defensive Publication
and Defensive Publication Search Copy) be referred
to as publications.
. These printed publications are' cited as prior art

under 35 V.S.C. 102(a) or 102(b) effective from the
date of publication in the Official Gazette. See Ex
parte Osmond. 191VSPQ 334 (Bd. App. 1973) and In
re Osmond, 191 VSPQ 340 (Bd. App. 1976). See also
MPEP § 2136.

An application or. portion thereof from which an
abstract, abbreviature or defensive publication has
been prepared, in the sense that the applicationis evi
dence of prior knowledge, may be used as a.reference
under 35 V.S.C.102(a), effective from the actual date
of filing in the United States.

These publications may be used alone or in combi
nation with other prior art in rejecting claims under
35 V.S.C. 102 and 103.

Defensive Publications are listed with "V.S. Patent
Documents." Abstracts and Abbreviatures are listed
under "Other References" in the citation thereof as
follows:

(A) Abstracts and Abbteviatures
Brown, (abstract or abbreviature) of Serial No.

........ , filed , published in O.G. , on ,
(list classification).

(B) Applications or designated portions thereof,
abstracts, abbreviatures, and defensive publications
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713 Interviews

Jones, Application Serial No. .. , filed
............., laid open to public inspection on .
as noted at .......... O.G (portion of application relied
on), (list classification, if any).

The personal appearance of an applicant, attorney,
or agent before the examiner or a telephone conversa
tion or video conference or electronic mail between
such parties presenting matters for the examiner's
consideration is considered an interview.

37 CFR i.133. interviews.
(a)(l)Interviews with examiners concerning applications and

other matters pending before the Office must be conducted on
Office premises and within Office hours, as the respective exam
iners may designate. Interviews will not be permitted at any other
time or place without the authority of the Commissioner.

(2) An interview for the discussion of the patentability of
a pending application will not occur before the first Office action,
unless the application is a continuing or substitute application.

(3) The examiner may require that an interview be sched
uled in advance.

(b) In every instance where reconsideration is requested in
view of an interview with an examiner, a complete written state
ment of the reasons presented at the interview as warranting
favorable action must be filed by the applicant. An interview does
not remove the necessity for reply to Office actions as specified in
§§ 1.111 and 1.135.

VIDEO CONFERENCE CENTER

In the interest of providing better service to its cus
tomers, the U.S. Patent and Trademark Office
(USPTO) has established a Video Conference Center
(VCC) to expedite patent and trademark prosecution.
The VCC is presently administered by the Patent
Academy and is available for authorized official busi
ness during normal business hours (8:30 AM - 5:00
PM,'EST). The VCC equipment includes a high reso
lution docnment camera, direct computer input, VCR
display capability, and a high speed, high resolution
G-4 facsimile machine. The Patent and Trademark
Depository Library Program office maintains a cur
rent list of all the off-site locations where a video con
ference may be held. At this time, use of the VCC will
be limited to our partnership Patent and Trademark
Depository Libraries (PTDLs) located at Sunnyvale,
Calif. and the Great Lakes Patent and Trademark Cen
ter at the Detroit Public Library, which have duplicate
video equipment. Customers wishing to utilize the
facilities at the above noted PTDLs, rather than com
ing to the USPTO for a face-to-face interview, should
contact .the patent examiner or trademark examining
attorney and identify two alternative dates and times
for a video conference. The patent examiner or trade
mark examining attorney will then contact Patent
Academy personnel who will, in tnrn, make all the
arrangements. The customer will be notified as to the
date and time of the video conference.

General Policy, How Conducted713.01

Interviews must be conducted on the Office pre
mises, such as in examiner's offices, conference
rooms or the video conference center.

Interviews are permissible on any working day
except during periods of overtime work.

Internet e-mail shall NOT be used to conduct an
exchange or communications similar to those
exchanged during telephone or personal interviews
unless a written authorization has been given to use
Internet e-mail. See MPEP § 502.03. In snch cases, a
paper copy of the Internet e-mail contents MUST be
made and placed in the patent application file as
required by the Federal Records Act in the same man
ner as an Examiner Interview Summary Form is
entered.

SPECIAL PROCEDURES FOR
INTERNET ELECTRONIC MAIL

USING

SCHEDULING AND CONDUCTING AN
INTERVIEW

An interview should normally be arranged for in
advance, as by letter, facsimile, electronic mail, tele
gram or telephone call, in order to insure that the pri
mary examiner and/or the examiner in charge of the
application will be present and available in the Office.
An interview in the Video Conference Center must be
arranged at least 3 days in advance. When a second
art unit is involved (Patentability Report), the avail
ability of the second examiner shonld also be
checked. (See MPEP § 705.01(f).) An appointment
for interview once arranged should be kept. Many
applicants and attorneys plan trips to Washington or
off-site video conferencing locations in reliance upon
such appointments. When, after an appointment
has been made, circumstances compel the absence of
the examiner or examiners necessary to an effective
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interview, the other party should be notified immedi
ately so that substitute arrangements may be made.

When a telephone call is made to an examiner and
it becomes. evident that a lengthy discussion will
ensue or that the examiner needs time to restudy the
situation, the call should be terminated with an agree
ment that the examiner will call back at a specified
time. Such a calland all other. calls originated by the
examiner should be made through the FTS (Federal
Telecommunications System) even though a collect
call had been authorized. It is helpful if amendments
and other papers, such as the letter of transmittal,
include the complete telephone number with area
code and extension, preferably near the. signature of
the writer,

The unexpected appearance of an attorney or appli
cant requesting an interview without any previous
notice to the examiner may well justify his or her
refusal of the interview at that time, particularly in an
involved case.

An examiner's suggestion of allowable subject
matter may justify indicating the possibility of ,an
interview to accelerate early agreement on allowable
claims.

An interview should be had only when the nature of
the case is such that the interview could serve to
develop and clarify specific issues and lead to a
mutual understanding between the examiner and the
applicant, and thereby advance the prosecution of the
application. Thus, the attorney when presenting him
self or herself for an interview should be fully pre
pared to discuss the issues raised in the Office action.
When it is obvious that the attorney is not so prepared,
an interview should not be permitted. It is desirable
that the attorney or applicant indicate in advance what
issues he orshe desires to discuss at the interview by
submitting, ,in writing, a proposed amendment. This
would permit the examiner to prepare in advance for
the interview and to focus on the matters set forth in
the proposed amendment.

Examiners should avoid unnecessary interruptions
during interviews with attorneys or inventors. In this
regard, examiners should notify their receptionist,
immediately prior to. an interview, to not complete
incomingtelephone calls unless such are of an emer
gency nature; As appropriate, examiners should famil
iarize themselves with the status and existing issues in

an application or reexamination proceeding before an
interview.

The examiner should not hesitate to state, if such be
the case, that claims presented for consideration at the
interview require further search and study. Nor should
the examiner hesitate to conclude an interview when
it appears that no common ground can be reached nor
when it becomes apparent that the application requires
further amendment or an additional action by the
examiner. However, the examiner should attempt to
identify issues and resolve differences during the
interview as much as possible.

It is the responsibility of both parties to the inter
view to see that it is not extended beyond a reasonable
period, usually not longer than 30 minutes. It. is the
duty of the primary examiner to see that an interview
is not extended beyond a reasonable period even
when he or she does not personally participate in the
interview.

D)lring an interview with an applicant who is prose
cuting his or her own case and is not familiar with
Office procedure the examiner may make suggestions
that will advance the prosecution of this case; this lies
wholly within his or her discretion. Too much time,
however, should not be allowed for such interviews.

Examiners may grant one interview after final
rejection. See MPEP § 713.09.

Where the reply to a first complete action includes
a request for an interview, a telephone consultation to
be initiated by the examiner or a video conference, or
where an out-of-town attorney under similar circum
stances requests that the examiner defer taking any
further action on the case until the attorney's next visit
to Washington (provided such visit is not beyond the
date when the Office action would normally be
given), the examiner, as soon as he or she has consid
ered the effect of the reply, should grant such request
if it appears that the interview or consultation would
result in expediting the case to a final action.

Where agreement is reached as a result of an inter
view, applicant's representative should be advised that
an amendment pursuant to the agreement should be
promptly submitted. If the amendment prepares the
case for final action, the examiner should take the
case up as special. If not, the case should await its
tum.

Consideration of a filed amendment may be had by
hand delivery of a duplicate copy of said amendment.
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EXPOUNDING PATENT LAW

SEARCIDNG IN GROUP

The U.S. Patent and Trademark Office cannot.act as
an expounder of the patent law, nor as a counsellor for
individuals.

Search in the Technology Center art unit should be
permitted only with the consent of a primary exam
iner.

BY EXAMINER OTHER
WHO CONDUCTED THE

Interviews Prior to First
Official Action

713.02

Sometimes the examiner who conducted the inter
view is transferred to another Technology Center or
resigns, and the examination is continued by another
examiner. If there is an indication that an interview
had been held, the second examiner should ascertain
if any agreements were reached at the interview.
Where conditions permit, as in the absence of a cleat
error or knowledge of other prior art, the second
examiner should take a position consistent with the
agreements previously reached. See MPEP § 812.01
for a statement of telephone practice in restriction and
election of species situations.

Prior to filing, no interview is permitted. However,
in the examiner's discretion, a limited amount of time
may be spent in indicating the field of search to an
attorney, searcher or inventor.

A request for an interview prior to the first Office
action is ordinarily granted in continuing or substitute
applications. A request for an interview in all other
applications before the first action is untimely and
will not be acknowledged if written, or granted if oral.
37 CFR 1.133(a).

should be done through and by the examiner conduct
ing the interview. The substance of the interview,
including a summary of the content of the video tape
must be made of record in the application. See. MPEP
§ 713.04.

EXAMINATION
THAN THE ONE
INTERVIEW

VIEWING OF VIDEO TAPES DURING
INTERVIEWS

The U.S. Patent and Trademark Office has video
tape equipment available in the facilities of the Patent
Academy for viewing video tapes from applicants
during interviews with patent examiners.

The video tape equipment may use VHS and UHS
(314-inch tape) cassettes.

Attorneys or applicants wishing to show a video
tape during an examiner interview must be able to
demonstrate that. the content of the video tape has a
bearing on an outstanding issue in the application and
its viewing will advance the prosecution of the appli
cation. Prior approval of viewing of a video tape. dur
ing an interview must be granted by the supervisory
patent examiner. Also, use of the room and equipment
must be granted by the Training Manager to avoid any
conflict with the Patent Academy.

Requests to use video tape viewing equipment for
an interview should be made at least I week in
advance to allow the Patent Academy staff sufficient
time to ensure the availability and proper scheduling
of both a room and equipment.

Interviews using Office video tape equipment will
be held only in the Patent Academy facilities located
in Crystal Square Four, Suite 700, 1745 Jefferson
Davis Highway, Arlington, VA 22202. Attorneys or
applicants should not contact the Patent Academy
directly regarding availability and scheduling of video
equipment. All scheduling of rooms and equipment

Early communication of the results of the consider
ation should be made to applicant; if requested, indi
cate on attorney's copy any agreement; initial and
date both copies.

Although entry of amendatory matter usually
requires actual presence of the original paper, exam
iuer and technical support staff processing should pro
ceed as far as practicable based on the duplicate copy.
The extent of processing will depend on each amend
ment.

The substance of any interview, whether in person,
by video conference, by electronic mail or by tele
phone must be made of record in the application. See
MPEP § 502.03 and § 713.04.
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*****

37 CFR 1.133. Interviews

(b) In every instance where reconsideration is requested in
view of an interview with an examiner, a complete written state
ment of the reasons presented at the interview' as warranting
favorable actionmust be filed by the applicant. An interviewdoes
notremove thenecessity forreply to Office actionsas specified in
§§ 1.111 and 1.135.

Interviews that are solely for the purpose of
"sounding out" the examiner, as by a local attorney
acting for an out-of-town attorney, should not be per
mitted when it is apparent that any agreement that
would be reached is conditional upon being satisfac
tory to the principal attorney.

substance has been discussed during the interview by
checking the appropriate boxes and filling in the
blanks. Discussions regarding only procedural mat
ters, directed solely to restriction requirements for
which interview recordation is otherwise provided for
in MPEP § 812.01, or pointing out typographical
errors in Office actions or the like, are excluded from
the interview recordation procedures below. Where a
complete record of the interview has been incorpo
rated in an examiner's amendment, it will not be nec
essary for the examiner to complete an Interview
Summary form.

The Interview Summary form PTOL 413 shall be
given an appropriate paper number, placed in the right
hand portion of the file, and listed on the "Contents"
list on the file wrapper. In a personal interview, the
duplicate copy of the Interview Summary form is
given to the applicant (or attorney or agent) at the
conclusion of the interview. In the case of a tele
phonic, electronic mail or video conference interview,
the copy is mailed to the applicant's correspondence
address either with or prior to the next official com
munication. In addition, a copy of the form may be
faxed to applicant (or applicant's attorney or agent) at
the conclusion of the interview. If additional corre
spondence from the examiner is not likely before an
allowance or if other circumstances dictate, the Inter
view Summary form should be mailed promptly after
the telephonic, electronic mail or video conference
interview rather than with the next official communi
cation.

The PTOLc413 form provides for recordation of the
following information:

(A) application number;
(B) name of applicant;
(C) name of examiner;
(0) date of interview;
(E) type of interview (personal, telephonic, elec

tronic mail or video conference);
(F) name of participant(s) (applicant, attorney, or

agent, etc.);
(G) an indication whether or not an exhibit was

shown or a demonstration conducted;
(H) an identification of the claims discussed;
(I) an identification of the specific prior art dis

cussed;
(J) an indication whether an agreement was

reached and if so, a description of the general nature

Substance of Interview Must Be
Made of Record

Interview for "Sounding Out"
Examiner Not Permitted

The action of the U.S. Patent and Trademark Office
cannot be based exclusively on the written record in
the Office if that record is itself incomplete through
the failure to record the substance of interviews.

It is the responsibility of the applicant or the attor
ney or agent to make the substance of an interview of
record in the application file, unless the examiner
indicates he or she will do so. It is the examiner's
responsibility to see that such a record is made and to
correct material inaccuracies which bear directly on
the question of patentability.

Examiners must complete an Interview Summary
form PTOL-413 for each interview where a matter of

37 CFR 1.2. Business to be transacted in writing.
All business with the Patent and Trademark Office should be

transacted in writing. The personal attendance of applicants or
their attorneys or agents at the Patent and Trademark Office is
unnecessary. The action of the Patent and Trademark Office will
be based exclusively on the written record in the OfflceNo atten..
tion will be paidto anyalleged oralpromise,stipulation, or under
standing in relation to which there is disagreement ordoubt.

A complete written statement as to the substance of
any face-to-face, video conference, electronic mail or
telephone interview with regard to the merits of an
application must be made of record in the application,
whether or not an agreement with the examiner was
reached at the interview. See 37 CFR I. 133(b), MPEP
§ 502.03 and § 713.01.

713.04

713.03
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of the agreement (may be by attachment of a copy of
amendments or claims agreed as being allowable).
(Agreements as to allowability are tentative and do
not restrict further action by the examiner to the con
trary.);

(K) the signature of the examiner who conducted
the interview;

(L) names of other U.S. Patent and Trademark
Office personnel present.

The PTOL 413 form also contains a statement
reminding the applicant of his or her responsibility to
record the substance of the interview.

It is desirable that the examiner orally remind the
applicant of his or her obligation to record the sub
stance of the interview in each case unless both appli
cant and examiner agree that the examiner will record
same. Where the examineragrees to record the sub
stance of the interview, or when it is adequately
recorded on the Interview Summary form or in an
attachment to the form, the examiner will check a box
at the bottom of the form informing the applicant that
he or she need not supplement the form by submitting
a separate record of the substance of the interview.

It should be noted, however, that the Interview
Summary form will not be considered a complete and
proper recordation of the interview unless it includes,
or is supplemented by the applicant or the examiner to
include, all of the applicable items required below
concerning the substance of the interview.

The complete and proper recordation of the sub
stance of any interview should include at least the fol
lowing applicable items:

(A) a brief description of the nature of any exhibit
shown or any demonstration conducted;

(B) identification of the claims discussed;
(C) identification of specific prior art discussed;
(D) identification of the principal proposed

amendments of a substantive nature discussed, unless
these are already described on the Interview Summary
form completed by the examiner;

(E) the general thrust of the principal arguments
of the applicant and the examiner should also be iden
tified, even where the interview is initiated by the
examiner. The identification of arguments need not be
lengthy or elaborate. A verbatim or highly detailed
description of the arguments is not required. The iden
tification of the arguments is sufficient if the general

nature or thrust of the principal arguments can be
understood in the context of the application file. Of
course, the applicant may desire to emphasize and
fully describe those arguments which he or she feels
were or might be persuasive to the examiner;

(F) a general indication of any other pertinent
matters discussed;

(G) if appropriate, the general results or outcome
of the interview unless already described in the Inter
view Summary form completed by the examiner; and

(H) in the case of an interview via electronic mail,
a paper copy of the Internet e-mail contents MUST be
made and placed in the patent application file as
required by the Federal Records Act in the same man
ner as an Examiner Interview Summary Form, PTOL
413, is entered.

Examiners are expected to carefully review the
applicant's record of the substance of an interview. If
the record is not complete or accurate, the examiner
may give the applicant a l-month time period to com
plete the reply under 37 CFR 1.135(c) where the
record of the substance of the interview is in a reply to
a nonfinal Office action.

'Jf 7.84 Amendment Is.Non-Responsive to Interview
The reply filed on [1] is not fully responsive to the prior Office

action because it fails to include a complete or accurate record of
the substance of the [2]interview. [3] Since the above-mentioned
reply appears to be bonafide, applicant is given a TIME PERIOD
of ONE (1) MONTH or THIRTY (30) DAYS from the mailing
date of this notice, whichever is longer, within which to supply the
omission or correction in order to avoid abandonment. EXTEN
SIONS OF rms TIME PERIOD MAY BE GRANTED UNDER
37 CFR 1.I36(a).

Examiner Note:
1. In bracket 2, insert the date of the interview.

2. In bracket 3, explain the deficiencies.

EXAMINER TO CHECK FOR ACCURACY

Applicant's summary of what took place at the
interview should be carefully checked to determine
the accuracy of any argument or statement attributed
to the examiner during the interview. If there is an
inaccuracy and it bears directly on the question of pat
entability, it should be pointed out in the next Office
letter. If the claims are allowable for other reasons of
record, the examiner should send a letter setting forth
his or her version of the statement attributed to him or
her.
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If the record is complete and accurate, the examiner
should place the indication "Interview record OK" on
the paper recording the substance of the interview
along with the date and the examiner's initials.

Saturday interviews, see MPEP § 713.01.
Except in unusual situations, no interview is per

mitted after the brief on appeal is filed or after an
application has been passed to issue.

An interview may be appropriate before applicant's
first reply when the examiner has suggested that
allowable subject matter is present or where it will
assist applicant in judging the propriety of continuing
the prosecution.

Office employees are forbidden to hold either oral
or written communication with an unregistered or a
suspended or excluded attorney or agent regarding an
application unless it is one in which said attorney or
agent is the applicant. See MPEP § 105.

Interviews (MPEP § 713) are frequently requested
by persons whose credentials are of snch informal
character that there is serious question as to whether
snch persons are entitled to any information under the
provisions of 37 CFR 1.14. In general, interviews are
not granted to persons who lack proper authority from
the applicant or attorney or agent of record in the form
of a paper on file in the application or do not have in
their possession a copy of the application file. A
MERE POWER TO INSPECT IS NOT SUFFICIENT
AUTHORITY FOR GRANTING AN INTERVIEW
INVOLVING THE MERITS OF THE APPLICA
TION.

However, interviews may be granted to registered
individuals who are known to be the local representa
tives of the attorney in the application, even though a
power of attorney to them is not of record in the par
ticular application. When prompt action is important
an interview with the local representative may be the
only way to save the application from abandonment.
See MPEP § 408.

If a registered individual seeking an interview has
in his or her possession a copy of the application file,
the examiner may accept his or her statement that he
or she is authorized to represent the applicant under
37 CFR 1.34 or is the person named as the attorney or
agent of record.

713.05 Interviews Prohibited
Granted, Special Situations

or

While a registered practitioner not of record may
request a telephone interview (if the practitioner is
authorized to do so by the applicant or the attorney of
record), it is recommended that a facsimile transmis
sion of a power of attorney be filed prior to the inter
view.Otherwise, the examiner will conduct the
telephone interview with the Office's file closed and
work solely from the practitioner's file, which may be
difficult to do over the phone.

Interviews normally should not be granted unless
the requesting party has authority to bind the principal
concerned.

The availability of personal interviews in the "Con
ference Period," which is the time between the filing
of applicant's thorough first reply and a concluding
action by the examiner, for attorneys resident or fre
quently in the Washington, D.C. area is obvious. For
others, more remote, telephone, electronic mail, or
video conference interviews may prove valuable.
However, present Office policy places great emphasis
on telephone interviews initiated by the examiner to
attorneys and agents of record. See MPEP § 408.

The examiner, by making a telephone call, may be
able to suggest minor, probably quickly acceptable
changes which would result in allowance. If there are
major questions or suggestions, the call might state
them concisely, and suggest a further telephone, elec
tronic mail, or personal interview, at a prearranged
later time, giving applicant more time for consider
ation before discussing the points raised.

For an interview with an examiner who does not
have negotiation authority, arrangements should
always include an examiner who does have such
authority, and who is familiar with the application, so
that authoritative agreement may be reached at the
time of the interview.

GROUPED INTERVIEWS

For attorneys remote from the Washington, D.C.
area who prefer personal or video conference inter
views, the grouped interview practice is effective. If
in any case there is a prearranged interview, with
agreement to file a prompt supplemental amendment
putting the case as nearly as may be in condition for
concluding action, prompt filing of the supplemental
amendment gives the application special status, and
brings it up for immediate special action.
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The examiner may not discuss inter partes ques
tions ex parte with any of the interested parties.

Prior to an interview in the examiner's room, the
examiner should arrange his or her desk so that all
files, drawings and other papers, except those neces
sary in the interview, are placed out of view. See
MPEP § !OI.

713.06

713.07

No Inter Partes Questions
Discussed Ex Parte

Exposure of Other Cases

plished with only nominal further consideration.
Interviews merely to restate arguments of record or to
discuss new limitations which would. require more
than nominal reconsideration or new search should be
denied. See MPEP § 714.13.

Interviews may be held after the expiration of the
shortened statutory period and prior to the maximum
permitted statutory period of 6 months without an
extension of time. See MPEP § 706.07(1).

A second or further interview after a final rejection
may be held if the examiner is convinced that it will
expedite the issues for appeal or disposal of the appli
cation.

Normally, one interview after final rejection is per
mitted. However, prior to the interview, the intended
purpose and content of the interview should be pre
sented briefly, preferably in writing, Such an inter
view may be granted if the examiner is convinced that
disposal or clarification for appeal may be accom-

The invention in question may be exhibited or dem
onstrated during the interview by a model thereof. A
model received by the examiner from the applicant or
his or her attorney which complies with 37 CPR 1.91
and which is made part of the application record must
be properly recorded on the "Contents" portion of the
application file wrapper. See MPEP § 608.03 and
§ 608.03(a).

Oftentimes a model or exhibit is not given into the
custody of the Office but is brought directly into the
group by the attorney solely for inspection or demon
stration during the course of the interview. This is per
missible. If the model or exhibit is merely used for
demonstration purpose and is not made part of the
record (does not comply with 37 CPR 1.91), a full
description as to what was demonstrated/exhibited
must be made of record in the application. See
37 CPR 1.133(b). Demonstrations of apparatus or
exhibits too large to be brought into the Office may be
viewed by the examiner outside of the Office (in the
Washington, D.C. area) with the approval of the
supervisory patent examiner. It is presumed that the
witnessing of the demonstration or the reviewing of
the exhibit is actually essential in the developing and
clarifying of the issues involved in the application.

714 Amendments, Applicant's Action

37 CFR 1.121. Manner of making amendments in
application.

(a) Amendmentsin applications, other than reissue applica
tions. Amendments in appfications.. other than reissue, applica
tions, are made by filing a paper, in compliance with § 1.52;
directing thatspecified amendments be made.

(b) Specification other than the claims and listings provided
for elsewhere(§§ 1.96 and 1.825).-

(1) Amendmentby instruction to delete, replace, or-add a
paragraph. Amendments ',. to' the specification, other..than the

Filing
CFR

Preceding
Under 37

Interview
Amendment
1.312

713.10

After an application is sent to issue, it is technically
no longer under the jurisdiction of the primary exam
iner. 37 CPR 1.312. An interview with an examiner
that would involve a detailed consideration of claims
sought to be entered and perhaps entailing a discus
sionof tlIeprior art for determining whether or not the
claims are allowable should not be given. Obviously
an applicant is not entitled to a greater degree of con
sideration in an amendment presented informally than
is given an applicant in the consideration of an
amendment when formally presented, particularly
since consideration of an amendment filed under
37 CPR 1.312 cannot be demanded as a matter of
right.

Requests for interviews on cases where a notice of
allowance has been mailed should be granted only
with specific approval of the Technology Center
Director upon ashowing in writing of extraordinary
circumstances.

Finally Rejected Application

Demonstration, Exhibits, Models

713.09

713.08
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claims and listings provided for elsewhere(§§ 1.96 and 1.825),
may be made by snbmitting:

(i) An. instruction, which unambiguously identifies
the location, to deleteone or moreparagraphsof the specification,
replace a deleted paragraph with one or more replacement para
graphs, or add one or more paragraphs;

(ii). Any replacement or added paragraph(s) in clean
form, that is, without markings to indicate the changes that have
been made;and

(iii) Another version of any replacement paragraph(s),
on one or more pages separate from the amendment, marked up
to show all the changes relative to the previous version of the
paragraph(s). The changes maybe shown by brackets (for deleted
matter) or underlining (for addedmatter), or by any equivalent
marking system. A marked up version does not have to be sup
plied for an added paragraph or a deleted paragraph as it is suffi
cient .to .. state that a particular paragraph has been added, or
deleted.

(2) Amendment by replacement section: If the sections of
the specification contain section headings as provided in §§
1.77(b), 1.154(b), or § 1.163(c), amendments to the specification,
other than the claims, may be made by submitting:

(i) A reference to the section heading along with an
instruction to delete that section of the specification and to replace
such deleted section with a replacement section;

(ii) A replacement section in clean form, that is, with
out markingsto indicate the changes that have beenmade; and

(iii) Another version of the replacement section, on one
or more pages separate from the amendment, marked up to show
all changes relative to the previous version of the section. The
changes maybe shown by brackets (for deleted matter) or under
lining (for added matter), or by any equivalent marking system.

(3)· Amendment by substitute specification. The specifica
tion, other than the claims, may also be amended by submitting:

(i) An instruction to replace the specification;
(ii) A substitute specification in compliance with §

1.125(b); and

(iii) Another version of the substitute specification,
separate from the substitute specification, marked. up to show all
changes relative to the previous version of the specification. The
changes may be shown by brackets (for deleted matter), or under
lining (for added matter), or by any equivalentmarking system.

(4) Reinstatement: Deleted matter may be reinstated only
by a subsequent amendment presenting the previously deleted
matter.

(c) Claims.-
(1) Amendment by rewriting, directions to cancel or add.

Amendments to a claim must be made by rewriting such claim
with all changes (e.g, additions, deletions, modifications)
included. The rewritingof a claim (with the same number) will be
construed as directing the cancellation of the previous version of
that claim; A claim may also be canceled by an instruction.

(i) A rewritten or newly added claim must be in clean
form, that is, without markings to indicate the changes that have
been made. A parenthetical expressionshould follow the claim
number indicating the status -of the claim as amended or newly
added (e.g., "amended," "twice amended," or "new").

(ii) If a claim is amended by rewriting such claim with
the same number, the amendment must be accompanied by
another version of the rewritten claim, on one or more pages sepa
rate from the amendment, marked up to show all the changes rela
tive to the previous version of that claim. A parenthetical
expression should follow the claim number indicating the status of
the claim, e.g., "amended," "twice amended," etc. The parentheti
cal expression "amended," "twice amended," etc. should be the
same for both the clean version .of the claim under paragraph
(c)(I)(i) of this section and the marked up version nnder this para
graph. The changes may be shown by brackets (for deleted mat
ter) or underlining (for added matter), or by any equivalent
marking system. A marked up version does not have to be sup
plied for an added claim or a canceled claim as it is sufficient to
state that a particular claim has been added, or canceled.

(2) A claim canceled by amendment (deleted in its
entirety) may be reinstated only by a subsequent amendment pre
senting the claim as a new claim with a new claim number.

(3) A clean version of the entire set of pending claims
may be submitted in a single amendment paper. Such a submis
sion shall be construed as directing the cancellation of all previous
versions of any pending claims. A marked up version is required
only for claims being changed by the current amendment (see
paragraph (c)(I)(ii) of this section). Any claim not accompanied
by a marked up version will constitute an assertion that it has not
been changed relative to the immediate prior version.

(d) Drawings. Application drawings are amended in the fol
lowing manner: Any change to the application drawings must be
submitted on a separate paper showing the proposed changes in
red for approval by the examiner. Upon approval by the examiner,
new drawings in compliance with § 1.84 including the changes
must be filed.

(e) Disclosure consistency. The disclosure must be
amended, when required by the Office, to correct inaccuracies of
description and definition, and to secure substantial correspon
dence between the claims, the remainder of the specification, and
the drawings.

(f) No new matter. No amendment may introduce new mat
ter into the disclosure of an application.

(g) Exception for examiners amendments: Changes to the
specification, including the claims, of an application made by the
Office in an examiner's amendment may be made by specific
instructions to insert or delete subject matter set forth in the exam
iner's amendment by identifying the precise point in the specifica
tion or the claim(s) where the insertion or deletion is to be made.
Compliance with paragraphs (b)(I), (b)(2) or (c)(I) of this section
is not required.

(h) Amendments in reissue applications. Any amendment to
the description and claims in reissue applications must be made in
accordance with § 1.173.

(i) Amendments in reexamination proceedings: Any pro
posed amendment to the description and claims in patents
involved in reexamination proceedings in both ex parte reexami
nations filed under § 1.510 and inter partes reexaminations filed
under § 1.913 mnst be made in accordance with § 1.530(d)-(j).
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G) Amendments in provisional applications: Amendments
in provisional applications are.not normally made. If an amend
ment is made to a provisional application, however, it must com
ply with the provisions of this section. Any amendments to 'a
provisional application shall be placed in the provisional applica
tion file but may not be entered.

WHEN APPLICANT MAY AMEND

The applicant may amend:

(A) before or after the first examination and
action and also after the .second or subsequent exami
nation or reconsideration as specified in 37 CPR
1.112;

(B) after final rejection, if the amendment meets
the criteria of 37 CPR 1.116; and

(C) when and as specifically required by the
examiner.

Amendments in provisional applications are not
normally made. If an amendment is made to a provi
sional application, however, it must comply with the
provisions of 37 CPR 1.121. Any amendments to a
provisional application will be placed in the provi
sional application file, but may not be entered.

MANNER OF MAKING AMENDMENTS

After March I, 2001, all amendments to the specifi
cation, including the claims, must be made by
replacement paragraph/section/claim in clean form
(without underlining and bracketing) in order to elim
inate (l) the need for the Office to enter changes to the
text of application portions by handwriting in red ink,
and (2) the presence of hard to scan brackets and
underlining to improve the patent publishing process.
This practice requires the applicant to provide a clean
copy of an amended paragraph/section/claim together
with a marked up version using applicant's choice of a
marking system showing the changes being made
which will aid the examiner. The marked up version
must be based on the immediate previous version and
indicate (by markings) how the previous version has
been modified to produce the clean replacement para
graph(s), section(s), specification or claim(s) submit
ted in the current amendment. "Previous version" is
defined as the version of record in the application as
originally filed or from a previously entered amend
ment.

Amendments to the Specification

In order to delete, replace or add a paragraph to the
specification of an application, the amendment must
unambiguously identify the paragraph to be modified
either by paragraph number (see MPEP § 608.01),
page and line, or any other unambiguous method and
be accompanied by the replacement paragraph(s) in
clean form.

Where paragraph numbering has been included in
an application as provided in 37 CPR 1.52(b)(6),
applicants can easily refer to a specific paragraph by
number when presenting an amendment. If a num
bered paragraph is to be replaced by a single para
graph, the added replacement paragraph should be
numbered with the same number of the paragraph
being replaced. Where more than one paragraph is to
replace a single original paragraph, the added para
graphs should be numbered using the number of the
original paragraph for the first replacement paragraph,
followed by increasing decimal numbers for the sec
ond and subsequent added paragraphs, e.g., original
paragraph [0071] has been replaced with paragraphs
[0071], [0071.1], and [0071.2]. If a numbered para
graph is deleted, the numbering of the subsequent
paragraphs should remain unchanged.

37 CPR 1.121(b)(I)(ii) requires that the replace
ment or addedparagraph(s) be in clean form. This
means that the added or replacement paragraph(s)
must not include any markings to indicate the changes
that have been made. 37 CPR 1.121(b)(l)(iii) requires
that a separate version of the replacement para
graph(s) accompany the amendment. The separate
version must include each replacement paragraph
with markings to show the changes relative to the pre
vious version as an aid to the examiner. A marked up
version, however, does not have to be supplied for any
added paragraph(s) or any deleted paragraph(s), as it
is sufficient to merely indicate or identify any para
graph that has been added or deleted.

Applicants are also permitted to amend the specifi
cation by replacement sections (e.g., as provided in 37
CPR 1.77(b), 1.154(b), or 1.163(c)). As with replace
ment paragraphs, the amended version of a replace
ment section is required to be provided in clean form,
that is, without any markings to show the changes that
have been made. A separate marked up version show
ing the changes in the section relative to the previous

700-171 August 2001



714 MANUAL OF PATENT EXAMINING PROCEDURE

version must accompany the actual amendment as an
aid to the examiner.

. Applicants are also permitted to amend the specifi
cation by submitting a substitute specification, pro
vided the requirements of 37 CFR 1.125(b) are met.
An accompanying separate marked up version show
ing the changes in the specification relative to the pre
vious version is also required.

Any subject matter deleted by amendment can only
be reinstated by a subsequent amendment presenting
the previously deleted subject matter. A direction by
applicant to remove a previously entered amendment
will not be permitted.

Amendments to the Claims

All amendments to a claim must be presented in the
form of a rewritten claim. Any rewriting of a claim
will be construed as a direction to cancel the previous
version of the claim. See In re Byers, 230 F.2d 451,
455, 109 USPQ 53, 55 (CCPA 1956)(amendment of a
claim by inclusion of an additional limitation had
exactly the same effect as if the claim as originally
presented had been canceled and replaced by a new
claim including that limitation). Any rewritten or
newly added claim must be submitted in clean form,
that is, with no markings to indicate the changes that
have been made, and must be accompanied by a
marked up version separate from the amendment
using applicant's choice of marking system to indicate
the changes being made. A parenthetical expression
should follow the claim number indicating the status
of the claim as amended or newly added, e.g.,
"amended," "twice amended," or "new," in both the
clean version and the marked up version. A marked
up version does not have to be supplied for any added
claims or any canceled claims. If a marked up version
is supplied to show changes made to amended claims,
however, applicant should identify (in the marked up
version) any added or canceled claims with a state
ment, such as, "Claim 6 has been canceled." A can
celed claim can be reinstated only by a subsequent
amendment presenting the claim as a new claim with
a new claim number.

Applicants may submit a clean version (with no
markings) of all of the pending claims in one amend
ment paper. Applicants may wish to consolidate all
previous versions of pending claims from a series of

separate amendment papers into a single clean version
in a single amendment paper. Providing this consoli
dation of claims in the file will be beneficial to both
the Office and the applicant for patent printing pur
poses. When rewriting a claim in the clean set, the
parenthetical expression, if any, from the claim to be
rewritten should not appeat in the clean set. Thus, the
only time a parenthetical expression should appear in
the clean set is when a claim is being amended. See
MPEP § 714.13 for submitting a clean set of claims
under 37 CPR 1.116 and MPEP § 714.16 for submit
ting a clean set under 37 CPR 1.312. See also MPEP
§ 714.22(a).

It is recommended that the following format be
used by applicants in complying with the revised
amendment practice requirements. The amendment
paper should include, in the following order:

(A) a clean version of the amended (replacement)
paragraph(s)/claim(s);

(B) a remarks section (beginning on a separate
sheet); and

(C) a marked-up version (also beginning on a sep
arate sheet) showing changes and clearly identified as
"Version with markings to show changes made."

The submission of a clean version of all pending
claims shall be construed as directing the cancellation
of all previous versions of any pending claims. A
marked up version would only be needed for claims
being changed by the current amendment (see 37 CPR
1.121(c)(I)(ii». Any claim not accompanied by a
marked up version will constitute an assertion that it
has not been modified relative to the immediate prior
version. Thus, if applicant is not making any amend
ments to the claims, but is merely presenting all pend
ing claims in clean form, without any underlining and
bracketing, a marked up version should not be submit
ted.

37 CFR 1.121(g) permits the Office to make
amendments to the specification, including the claims,
by examiner's amendments without paragraph/sec
tion/claim replacement in the interest of expediting
prosecution and reducing cycle time. Additions or
deletions of subject matter in the specification, includ
ing the claims, may be made by instructions to make
the change at a precise location in the specification or
the claims. See MPEP § 1302.04.
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*****

AMENDMENT IN REEXAMINATION PRO
CEEDINGS

714.01(a) Unsigned or Improperly Signed
Amendment

(b) Amendments and other papers. Amendments and other
papers, except for written assertions pursuant to § 1.27(c)(2)(ii) of
this part, flled in the application must be signed. by:

*****
An unsigned amendment or one not properly signed

by a person having authority to prosecute the applica
tion is not entered. This applies, for instance, where
the amenthnent is signed by only one of two appli
cants and the one signing has not been given a power
of attorney by the other applicant.

If copies of papers which require an original signa
ture as set forth in 37 CFR 1.4(e) are filed, the signa
ture must be applied after the copies are made. MPEP
§ 714.07.

When an nnsigned or improperly signed amend
ment is received the amendment will be listed on the
file wrapper, but not entered. The examiner will notify
applicant of the status of theapplication, advising him
or her to furnish a duplicate amendment properly
signed or to ratify the amenthnent already filed. In an
application not under final rejection, applicant should
be given a l-month time period in which to ratify the
previously filed amendment (37 CFR 1.135(c)).

Applicants may be advised of unsigned amend
ments by use of form paragraph 7.84.01.

'J[ 7.84.01 Paper Is Unsigned
The proposed reply filed on [1] has not been entered because it

is unsigned. Since the above-mentioned reply appears to be bona
fide, applicant is given a TIME PERIOD of ONE (1) MONTH or
THIRTY (30) DAYS from the mailing date of this notice, which
ever is longer, within which.to supply the omission or correction
in order to avoid abandonment. EXTENSIONS OF THIS TIME
PERIOD MAY BE GRANTED UNDER 37 cFR 1.136(a).

Sometimes problems arising from unsigned or
improperly signed amendments maybe disposed of
by calling in the local representative of the attorney or
agent of record, since he or she may have the author
ity to sign the amenthnent.

An amenthnent signed by a person whose name
is known to have been removed from the registers
of attorneys and agents under the provisions of 37
CFR 10.11 is not entered. The file and nnentered

(1) A registered attorney or agent of record appointed in
compliance with § 1.34(b);

(2) A registered attorney or agent not of record who acts
in a representative capacity under the provisions of § 1.34(a);

(3) An assignee as provided for nnder § 3.71(b) of this
chapter; or

(4) All of the applicants (§ 1.41(b» for patent, nnless
there is an assignee of the entire interest and such assignee has
taken action in the application in accordance with § 3.71 of this
chapter.

Signatures to Amendments714.01

See also MPEP § 714.12.
For amendments in reexamination proceedings see

MPEP § 2250 and § 2266.

An amenthnent must be signed by a person having
authority to prosecute the application. An unsigned or
improperly signed amenthnent will not be entered.
See MPEP § 714.01(a)~

To facilitate any telephone call that may become
necessary, it is recommended that the complete tele
phone number with area code and extension be given,
preferably near the signature.

37 CFR 1.33. Correspondence respecting patent
applications. reexamination proceedings, and other
proceedings

In patent-owner-filed reexaminations, the patent
owner may amend atthe time of the request for reex
amination in accordance with 37 CFR 1.51O(e). In
any reexamination proceeding, no amenthnent
or response can be filed between the date of the
request for reexamination and the order for reexami
nation. See 37 CFR 1.530(a). Following the order for
reexamination under 37 CFR 1.525 and prior to the
examination phase of a reexamination proceeding,an
amendment may be filed only with the patent owner's
statement under 37 CFR 1.530(b). During the exami
nation phase of the reexamination proceeding, an
amendment may be filed:

(A) after the first examination as specified in 37
CFR 1.112;

(B) after final rejection or an appeal has been
taken, if the amenthnent meets the criteria of 37 CFR
1.116; and

(C) when and as specifically required by the
examiner.
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amendment are submitted to the Office of Enrollment
and Discipline for appropriate action.

714.01(c) Signed by Attorney or Agent
Not of Record

See MPEP § 405. A registered attorney or agent
acting in a representative capacity under 37 CFR 1.34,
may sign amendments even though he or she does not
have a power of attorney in the application. See
MPEP §402.

714.01(d) Amendment Signed by
Applicant But Not by Attorney
or Agent of Record

If an amendment signed by the applicant is received
in an application in which there is a duly appointed
attorney or agent, the amendment should be entered
and acted upon. Attention should be called to 37 CFR
1.33(a) in patent applications and to 37 CPR 1.33(c)
in reexamination proceedings. Two copies of the
action should be prepared, one being sent to the attor
ney and the other directly to the applicant. The nota
tion: "Copy to applicant" should appear on the
original and on both copies.

copy of the application as filed must include a copy of
the amendment as well, particularly where certified
copies for priority purposes are requested.

Preliminary amendments should either accompany
the application or be filed after the application has
received its application number and filing date. See
MPEP § 502.

Any amendment canceling claims in order to
reduce the filing fee should be filed with the applica
tion. Since only amendments canceling claims are
entered before the filing fee is calculated, any other
changes to the claims andlor specification should be
part of a separate amendment. See MPEP § 506.

If a preliminary amendment fails to comply with 37
CFR 1.121, applicant will be notified by way of a
Notice of Non-Compliant Amendment and given a
non-extendable period of one month to bring the
amendment into compliance with 37 CPR 1.121. If no
corrective action is taken by the applicant, examina
tion of the application may commence without entry
of the proposed non-compliant preliminary amend
ment. See MPEP § 714.03.

A preliminary amendment will be entered uuless it
is disapproved by the Commissioner. A preliminary
amendment may be disapproved by the Commissioner
if the preliminary amendment unduly interferes with
the preparation of an Office action. 37 CPR 1.115(b).
See MPEP § 7l4.03(a).

FirstBefore714.01(e) Amendments
Office Action

37 CFR 1.111. Reply by applicant or patent owner to a
non-final Office action.

(a)(1) If the Office action after the first examination (§ 1.104)
is adverse in any respect, the applicant or patent owner, if he or
she persists in his orherapplication for a patent orreexamination
proceeding, must reply and request reconsideration or further
examination, with or without amendment. See§§ 1.135 and 1.136
for time forreply to avoid abandonment.

(2) A second (or subsequent) supplemental reply will be
entered unless disapproved by the Commissioner. A second (or
subsequent) supplemental reply may be disapproved if the second
(or subsequent) supplemental reply unduly interferes with an
Office action being prepared in response to the previous reply.
Factors that will be considered in disapproving a second (or sub
sequent) supplemental reply include:

(i) The state of preparation of an Office action
responsive to the previous reply as of the date of receipt (§ 1.6) of
the second (or subsequent) supplemental reply by the Office; and

(ii) The nature of any changes to the specification or
claims that would result from entry of the second (or subsequent)
supplemental reply.

A preliminary amendment is an amendment that is
received in the Office on or before the mail date of the
first Office action under 37 CPR 1.l04. See 37 CFR
1.115(a). If the date of receipt (37 CFR 1.6) of the
amendment is later than the mail date of the first
Office action and is not responsive to the first Office
action, the Office will not mail a new Office action,
but simply advise the applicant that the amendment is
nonresponsive to the first Office action and that a
responsive reply must be timely filed to avoid aban
donment. See MPEP § 714.03.

A preliminary amendment not filed along with the
original application does not enjoy the status of part
of the original disclosure. See MPEP § 608.04(b).
Where an application filed under 37 CFR 1.53(b) is
filed without a signed oath or declaration and such
application is accompanied by an amendment, that
amendment is considered a part of the original disclo
sure. The subsequently filed oath or declaration must
refer to both the application and the amendment. Any

714.02 Must Be Fully Responsive
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*****

37 CFR 1.135. Abandonment for failure to reply within
time period.

is not to be held not fully responsive for that reason
alone. (See 37 CPR 1.112, MPEP § 706.)

The prompt development of a clear issne requires
that the replies of the applicant meet the objections to
and rejections of the claims, Applicant should also
specifically point out the support for any amendments
made to the disclosure. See MPEP § 2163.06.

An amendment which does not comply with the
provisions of 37 CPR 1.121(b) and (c) may be held
not fully responsive if both a clean version and a
marked np version showing changes to the respective
parts of the specification/claims are not provided. See
MPEP § 714.22.

Replies to requirements to restrict are treated under
MPEP§8l8.

(b) In order to be entitled to reconsideration or further exam
ination, the applicant or patent owner must reply to the, Office
action. The reply by the applicant or patent owner must be
reduced to a writing which distinctly and specifically points out
the supposed errors in the examiner's action and must reply to
every ground of objection and rejection in the prior Office action.
The reply must present arguments pointing out the specific dis
tinctions believed to render the claims, including any newly pre
sented claims, patentable over any applied references. If the reply
is with respect to an' application, a request may be made that
objections or requirements as to form not necessary to further con
sideration of the claims be held in abeyance 'until allowable sub
ject matter is indicated. The applicant's or patent owner's reply
must appear throughout to be a bona fide attempt to advance the
application or the reexamination proceeding to final a~tion. A
general allegation that the claims define a patentable invention
without specifically pointing out how the language of the claims
patentably distinguishes them from the references does not com
ply with the requirements of this section.

(c) In amending in reply to a rejection of claims in anappli
cation or patent under reexamination, the applicant or patent
owner must clearly point out the patentable novelty which he or
she thinks the Claims present in view of the state of the art dis
closed by the references.cited or the objections made. The.appli
cant or patent owner mustalso show how the amendments.avoid
such references or objections.

714.03 Amendments Not Fully
Responsive, Action To Be Taken

In all cases where reply to a requirement is indi
cated as necessary to further consideration of the
claims, or where allowable subject matter has beeu
indicated in an application, a complete reply must
either comply with the formal requirements or specifi
cally traverse each one not complied with.

Drawing and specification corrections, presentation
of a new oath and the like are generally considered as
formal matters. However, the line between formal
matter and those touching the merits is not sharp, and
the determination of the merits of an application may
require that such corrections, new oath, etc., be
insisted upon prior to any indication of allowable sub
ject matter.

The claims may be amended by canceling particu
lar claims, by presenting new claims, or by rewriting
particular claims as indicated in. 37 CFR 1.12I (c). The
requirements of 37 CPR l.l1I(b) mnst be complied
with by pointing out the specific distinctions believed
to' render the claims patentable over the references in
presenting arguments in support of new claims and
amendments.

An amendment submitted after a second or subse
quent non-final action on the merits which is other
wise responsive but which increases the number of
claims drawn to the invention previously acted upon

(c) When reply by the applicant is a bona fide attemp~ to
advance the application to final action, and is substantially a com
plete reply. to the non-final Office action, but consideration of
some matter or compliance with some requirement has been inad
vertently omitted, applicant may be given a new time period for
reply under § 1.134·to supply the omission.

An examiner may treat an amendment not fully
responsive to a non-final Office action by:

(A) accepting the amendment as an adequate
reply to the non-final Office action to avoid abandon
ment under 35 U.S.C. 133 and 37 CFR 1.135;

(B) notifying the applicant that the reply must be
completed within the remaining period for reply to the
non-final Office action (or within any extension pur
suant to 37 CFR 1.136(a» to avoid abandonment; or

(C) setting a new time period for applicant to
complete the reply pursuant to 37 CFR 1.135(c).

The treatment to be given to the amendment
depends upon:

(A) whether the amendment is bonafide;

(B) whether there is sufficient time for applicant's
reply to be filed within the time period for reply to the
non-final Office action; and

(C) the nature of the deficiency.
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If an amendment submitted after March 1, 2001,
fails to comply with 37 CPR 1.121 (as revised on Sep
tember 8, 2000), the Office will notify applicant by a
Notice of Non-Compliant Amendment, that the
amendment fails to comply with the requirements of
37 CFR 1.121 and applicant will be given a period of
time in which to comply with the rule. If the amend
ment that fails to comply with the requirements of the
rule is a preliminary amendment, the Legal Instru
ments Examiner (LIE) will send the Notice which sets
a time. limit of 30 days or one month, whichever is
later, for reply. No extensions of time are permitted.
Failure to submit a timely reply will result in the
application being examined without entry of the pre
liminary amendment. If the amendment which fails to
comply with the requirements of the rule is an amend
ment after a non-final Office action, the LIE will send
the Notice which sets a time limit of 30 days or one
month, whichever is later, for reply (37 CPR 1.135).
Extensions of time are permitted (37 CPR 1.136(a».
Failure to reply to this Notice will result in abandon
meut of the application. See MPEP § 714.22 for treat
ment of non-compliant ameudments after final
rejection.

Where an amendment substantially responds to the
rejections, objectious, or requirements in a non-final
Office action (and is a bona fide attempt to advance
the application to final action) but contaius a miuor
deficiency (e.g., fails to treat every rejectiou, objec
tion, or requirement), the examiner may simply act on
the amendment and issue a new (non-final or final)
Office action. The new Office action may simply reit
erate the rejection, objection, or requirement not
addressed by the amendment (or otherwise indicate
that such rejection, objection, or requirement is no
longerapplicable). This course of action would not be
appropriate in instances in which an amendment con
tains a serious deficiency (e.g., the amendment is
unsigned or does not appear to have been filed in
reply to the non-final Office action). Where the
amendment is bona fide but contains a serious omis
sion, the examiner should: A) if there is sufficient
time remaining for applicant's reply to be filed within
the time period for reply to the non-final Office action
(or within any extension pursuant to
37 CPR 1.136(a», notify applicant that the omission
must be supplied within the time period for reply; or
B) if there is insufficient time remaining, issue an

Office action setting a I-month time period to com
plete the reply pursuant to 37 CFR 1.135(c). In either
event, the examiner should not further examine the
application on its merits unless and until the omission
is timely supplied.

If anew time period for reply is set pursuant to 37
CPR 1.135(c), applicant must supply the omission
within this new time period for reply (or any exten
sions under 37 CFR 1.136(a) thereof) in order to
avoid abandonment of the application. The applicant,
however, may file a continuing application during this
period (in addition or as an alternative to supplying
the omission), and may also file any further reply as
permitted under 37 CFR 1.111.

Where there is sufficient time remaiuing in the
period for reply (including extensions under 37 CFR
1.136(a», the applicant may simply be notified that
the omission must be supplied within the remaining
time period for reply. This notification should be
made, if possible, by telephone, and, when such noti
fication is made by telephone, an interview summary
record (see MPEP § 713.04) must be completed and
entered into the file of the application to provide a
record of such notification. When notification by
telephone is not possible, the applicant must be noti
fied in an Office commuuication that the omission
must be supplied within the remaiuing time period for
reply. For example, when an amendment is filed
shortly after an Office action has been mailed, and it
is apparent that the amendment was not filed in reply
to such Office action, the examiner need only notify
the applicant (preferably by telephone) that a reply
responsive to the Office action must be supplied
within the remaining time period for reply to such
Office action.

The practice set forth in 37 CPR 1.135(c) does not
apply where there has been a deliberate omission of
some necessary part of a complete reply; rather, 37
CPR 1.135(c) is applicable only when the missing
matter or lack of compliance is considered by the
examiner as being "inadvertently omitted." For
example, if an election of species has been required
and applicant does not make an election because he or
she believes the requirement to be improper, the
amendment on its face is not a "bona fide attempt to
advance the application to final action" (37 CFR
1.135(cj), and the examiner is without authority to
postpone decision as to abandonment. Likewise, once
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an inadvertent omission is brought to the attention of
the applicant, the question of inadvertence no longer
exists. Therefore, a second Office action giving
another new (1 month) time period to supply the
omission would not be appropriate under 37 CPR
1.135(c).

37 CFR 1.135(c) authorizes, but does notrequire,
an examiner to give the applicant a new time period to
supply an omission. Thus, where the examiner con
cludes that the applicant is attempting to abuse the
practice under 37 CFR 1.135(c) to obtain additional
time for filing a reply (or where there is sufficient
time for applicant's reply to be filed within the time
period for reply to the non-final Office action), the
examiner need only indicate by telephone or in an
Office communication (as discussed above) that the
reply must be completed within the period for reply to
the non-final Office action or within any extension
pursuant to 37 CFR 1.136(a) to avoid abandonment.

The practice under 37 CPR 1.135(c) of giving
applicant a time period to supply an omission in a
bona fide reply does not apply after a final Office
action. Amendments after final are approved for entty
only if they place the application in condition for
allowance or in better form for appeal. Otherwise,
they are not approved for entry. See MPEP § 714.12
and § 714.13. Thus, an amendment should be denied
entry if some point necessary for a complete reply
under 37 CFR 1.113 (after final) was omitted, even if
the omission was' through an apparent oversight or
inadvertence. Where a submission after a final Office
action or appeal (e.g., an amendment under 37 CPR
1.116) does not place the application in condition for
allowance, the period for reply under 37 CPR 1.113
continues to run until a reply under 37 CFR 1.113
(i.e., a notice of appeal or an amendment that places
the application in condition for allowance) is filed.
The nature of the omission (e.g., whether the amend
ment raises new issues, or would place the application
in condition for allowance but for it being unsigned or
not in compliance with 37 CPR 1.121) is immaterial.
The examiner cannot give the applicant a time period
under 37 CFR 1.135(c) to supply the omission; how
ever, applicant may obtain additional time under 37

CPR 1.136(a) to file another or supplemental amend
ment in order to supply the omission.

When a reply to a final Office action substantially
places the application in condition for allowance, an
examiner may request that the applicant (or represen
tative) authorize an examiner's amendment to correct
the omission and place the application in condition for
allowance, in which case the date of the reply is the
date of such authorization (and not the date the
incomplete reply was filed). An examiner also has the
authority to enter the reply, withdraw the finality of
the last Office action, and issue a new Office action,
which may be a non-final Office action, a final Office
action (if appropriate), or an action closing prosecu
tion on the merits in an otherwise allowable applica
tion under Ex parte Quayle, 25 USPQ 74, 1935 C.D.
11,435 O.G. 213 (Comm'r Pat. 1935) (if appropri
ate). These courses of action, however, are solely
within the discretion of the examiner. It is the appli
cant's responsibility to take the necessary action in an
application under a final Office action to provide a
complete reply under 37 CFR 1.113.

Where there is an informality as to the fee in con
nection with an amendment to a non-final Office
action presenting additi0pal claims, the applicant is
notified by the technical support staff on form PTOL
319. See MPEP § 607 and § 714.10.

Form paragraph 7.95,' and optionally form para
graph 7.95.01, should be ~sed where a bonafide reply
is not fully responsive.

'J[ 7.95 Bona Fide, Non-Responsive Amendments

The reply filed on [1] is not fully responsive to the prior Office
action because of the followingjomissionfs) or matter(s): [2]. See
37 CFR 1.111. Since the above-mentioned reply appears to be
bona fide, applicant is given! a TIME PERIOD' of ONE (1)

,

MONTH or TIDRTY (30) DAYS from the mailing date of this
notice, whichever is longer, within which to supply the omission
or correction in order to avoid abandonment. EXTENSIONS OF
rms TIME PERIOD MAY BE GRANTED UNDER 37 CPR
1.136(a).

Examiner Note:

This practice does not apply where there has been a deliberate
omission of some necessary part of a complete reply, or where the
application is subject to a final Office action. Under such cases,
the examiner has no authority to grant an extension if the period
for reply has expired. See paragraph 7.91.
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'1 7.95.01 Lack ofArguments in Response
Applicant should submit an argument under the heading

"Remarks" pointing out disagreements with the examiner's con
tentions. Applicant must also discuss the references applied
against the claims, explaining how the claims avoid the references
or distinguish from them.

Examiner Note:
1. This form paragraph must he preceded by form paragraph
7.95.
2. This form paragraph is intended primarily for use in pro se
applications.

714.03(a) Amendment Unduly Interferes
with the Preparation of an
Office Action

I. PRELIMINARY AMENDMENT

37 CFR 1.115. Preliminary amendments.
(a) A preliminary amendment is an amendment that is

received in the Office (§ 1.6) on or before the mail date of the first
Office action under §·L 104.

(b)( I) A preliminary amendment will be entered unless dis
approved by the Commissioner. A preliminary amendment may
be disapproved if the preliminary amendment unduly interferes
with the preparation of a first Office actionin an application. Fac
tors that will be considered in disapproving a preliminary amend
ment include:

(i) The state of preparation of a first Office action as of
. the date of receipt (§ 1.6) of the preliminary amendment by the
Office; and

(ii) The nature of any changes to the specification or
claims that would result from entry of the preliminary amend
ment.

(2) A preliminary amendment will not be disapproved if
it is filed no later than:

(i) Three months from the filing date of an applica
tion under § 1.53(b);

(ii) The filing date of a continued prosecution applica
tion under § 1.53(d); or

(iii) Three months from the date the national stage is
entered as set forth in § 1.491 in an international application.

(c) The time periods specified in paragraph (b)(2) of this

section are not extendable.

Once the examiner has started to prepare a first
Office action, entry of a preliminary amendment may
be disapproved if the preliminary amendment unduly
interferes with the preparation of the first Office
action. Applicantsare encouraged to filed all prelimi
nary amendments with the application or as soon as
possible thereafter. Entry of a preliminary amendment
will not be disapproved if it is filed no later than:

(A) 3 months from the filing date of the applica
tion under 37 CFR 1.53(b);

(B) 3 months from the date the national stage is
entered as set forth in 37 CFR 1.491 in an interna
tional application;

(C) the filing date of a CPA under 37 CFR
1.53(d); or

(D) the last day of any suspension period
requested by applicant under 37 CFR 1.103 (see
MPEP § 709).

Even if the examiner has spent a significant amount
of time preparing the first Office action, entry of a
preliminary amendment filed within these time peri
ods should not be disapproved under 37 CPR
1.115(b). These time periods are not extendable. See
37 CFR 1.115(c).

If a preliminary amendment is filed after these time
periods and the conditions set forth in paragraph III
(below) are met, entry of the preliminary amendment
may be denied subject to the approval of the supervi
sory patent examiner (MPEP § 1002.02(d)).

See MPEP § 714.01(e) for additional information
pertaining to amendments before first Office action.

II. SECOND (OR) SUBSEQUENT SUPPLE·
MENTAL AMENDMENT

37 CFR 1.111. Reply by applicant or patent owner to a
non-final Office action.

(a)(I) If the Office action after the first examination (§ 1.104)
is adverse in any respect, the applicant or patent owner, if he or
she persists in his or her application for a patent or reexamination
proceeding, must reply and request reconsideration or further
examination, with or without amendrnent. See §§ 1.135 and 1.136
for time for reply to avoid abandonment.

(2) A second (or subsequent) supplemental reply will be
entered unless disapproved by the Commissioner. A second (or
subsequent) supplemental reply may be disapproved if the second
(or subsequent) supplemental reply unduly interferes with an
Office action being prepared in response to the previous reply.
Factors that will be considered in disapproving a second (or SUb
sequent) supplemental reply include:

(i) The state of preparation of an Office action
responsive to the previous reply as of the date of receipt (§ 1.6) of
the second (or subsequent) supplemental reply by the Office; and

(ii) The nature of any changes 'to the specification or
claims. that would result from entry of the. second (or subsequent)
supplemental reply.

*****

Generally, a second (or subsequent) supplemental
reply (i.e., the third (or subsequent) reply) will be
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entered nnless it unduly interferes with an Office
action being prepared in response to a previous reply.
For example, after the mailing of a first Office action,
the applicant filed an amendment (the first reply) on
1/8/01, a supplemental amendment (the second reply)
on 218/01, and a second supplemental reply (the third
reply) on 2/28/01. If the examiner has updated the
search and almost completed the Office action before
the Office receives the third reply, and the third reply
adds numerous claims that would require the exam
iner to update the search, then the examiner with the
SPE's approval may deny the entry of the third reply.

Applicants are encouraged to include a complete
reply to an outstanding Office action in the first reply
to prevent the need for supplemental replies. If the
conditions set forth in paragraph III (below) are met,
the entry of a second (or subsequent) supplemental
amendment may be denied subject to the approval of
the supervisory patent examiner (MPEP
§ 1002.02(d)).

III. WHEN DISAPPROVAL IS APPROPRIATE

The factors that will be considered for denying
entry of preliminary amendments under 37 CFR UI5
and second (or subsequent) supplemental replies
under 37 CFR 1.111are the same. Thefactors include:

(A) The state of preparation of a first Office
action as of the date of receipt (37 CFR 1.6) of the
preliminary amendment or the second (or subsequent)
supplemental reply by the Office; and

(B) The nature of any changes to the specification
or claims that would result from entry of the prelimi
nary amendment or the second (or subsequent) sup
plemental reply.

The entry of a preliminary amendment or a second
(or subsequent) supplemental reply would unduly
interferes with the preparation of an Office action and
may be denied if the following two conditions are
met:

(A) the examiner has devoted a significant
amount of time on the preparation of an Office action
before the amendment or reply is received in the
Office (i.e., the 37 CPR 1.6 receipt date of the amend
ment or reply); and

(B) the entry of the amendment or reply would
require significant additional time in the preparation
of the Office action.

For example, if the examiner has spent a significant
amount of time to conduct a prior art search or draft
an Office action before a preliminary amendment or a
second (or subsequent) supplemental reply is received
by the Office, the first condition is satisfied. Entry of
the amendment or reply may be denied if it:

(A) amends the claims;
(B) adds numerous new claims;
(C) amends the specification to change the scope

of the claims;
(D) amends the specification so that a new matter

issue would be raised;
(E) includes arguments;
(F) includes an affidavit or declaration under

37 CFR U31 or 37 CFR U32; or
(G) includes evidence traversing rejections from a

prior Office action,
and would require the.examiner to spend signifi

cant additional time to conduct another prior art
search or revise the Office action (i.e., the.second con
dition is satisfied). This list is not an exhaustive list,
and the entry of a preliminary amendment or second
(or subsequent) supplemental reply may be denied in
other situations that satisfy the two conditions set
forth above. Once these conditions are met, the exam
iner should obtain the approval of the SPE before the
entry of the amendment Or reply may be denied.

IV. WHEN DISAPPROVAL IS INAPPRO
PRIATE

Denying entry of a preliminary amendment under
37 CFR UI5 or a second (or subsequent) supplemen
tal reply under 37 CFR Ul1(a)(2) is inappropriate if
either:

(A) the examiner has NOT devoted a significant
amount of time on the preparation of an Office action
before the amendment or reply is received in the
Office (i.e., the 37 CFR 1.6 receipt date of the amend
ment or reply); or

(B) the entry of the amendment or reply would
NOT require significant additional time in the prepa
ration of the Office action.

Thus, the amendment or reply will be entered uuless it
is denied entry for other reasons such as those listed in
MPEP § 714.19.

For example, if before the preliminary amendment
or the second (or subsequent) supplemental reply is
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received in the Office, the examiner has not started
working on the Office action or has started, but has
merely inspected the file for formal requirements,
then the examiner should enter and consider the pre
liminary amendment or second (or subsequent) sup
plemental reply.

Furthermore, even if the examiner has devoted a
significant amount of time to prepare an Office action
prior to the date the preliminary amendment or the
second (or subsequent) supplemental reply is received
in the Office, it is not appropriate to disapprove the
entry of such an amendment or reply if it:

(A) merely cancels some of the pending claims;
(B) amends the claims to overcome rejections

under 35 U.S.C. 112, second paragraph;
(C) amends the claims to place the application in

condition for allowance; or
(D) only includes changes that were previously

suggested by the examiner, and would not require the
examiuer to spend significant additional time to revise
the Office action.

If a supplemental reply is received in the Office
after the mail date of an Office action, and it is not
responsive to that Office action, the Office will not
mail a .new Office action responsive to that supple
mental reply. As a courtesy, applicant may be notified
that the supplemental reply is nonresponsive to the
mailed Office action and that a responsive reply
(under 37 CFR 1.111 or 1.113 as the situation may
be) to the mailed Office action must be timely filed to
avoid abandonment. Also see MPEP § 714.03 for
replies not fully responsive and MPEP § 714.05 when
the Office action crosses in the mail with a supple
mental reply.

Form Paragraphs

Form paragraphs 7.46 and 7.47 should be used to
notify applicant that the entry of a preliminary amend
ment or a second (or subsequent) supplemental reply
(i.e., the third (or subsequent) reply) is denied because
the amendment or reply unduly interferes with the
preparation of an Office action.

'f[ 7.46 Preliminary Amendment Unduly Interferes with the
Preparation ofan Office Action

The preliminary amendinent filed on [1] was not entered
because entry of the amendment would unduly interfere with the
preparation of the Office action. See 37 CPR I.lIS(b). The exam-

iner spent a significant amount of time on the preparation of an
Office action before the preliminary amendment was received. On
the date of receipt of the amendment, the examiner had completed
[21.

Furthermore, entry of the preliminary amendment would
require significant additional time on the preparation of the Office
action. Specifically, entry of the preliminary amendment would
require the examiner to [3].

A responsive reply (nnder 37 CFR 1.111 or 37 CPR 1.113 as
appropriate) to this Office action must be timely filed to avoid
abandonment.

If this is not a final Office action, applicant may wish to resub
mit the amendment along with a responsive reply under 37 CFR
1.111 to ensure proper entry of the amendment.

Examiner Note:
1. In bracket 1, provide the date that the Office received the pre
liminary amendment (use the date of receipt under 37 CFR 1.6,
not the certificate of mailingdate under 37CFR 1.8).

2. In bracket 2, provide an explanation on the state of prepara
tion of the Office action as of the receipt date of the preliminary
amendment. For example, where appropriate insert -ehe claim
analysis and the search of prior art of all pending claims-- or --the
drafting of the Office action and was waiting for the supervisory
patent examiner's approval--.

3, In bracket 3, provide a brief explanation of how entry of the
preliminary amendment would require the examiner to spend sig
nificant additional time in the preparation ofthe Office action. For
example, where appropriate insert --conduct prior art search in
another classification area that was notpreviously searched and
required-- or --revise the Office action extensively to address the
new issues raised and the new claims added in the preliminary
amendment-c.

'f[ 7.47 Second (or Subsequent) Supplemental Reply Unduly
Interferes with the Preparation ofan Office Action

The second (or subsequent) supplemental reply filed on [11
was not entered because entry of the reply would unduly interfere
with the preparation of the Office action. See 37 CPR 1.111(.)(2).
The examiner spent a significant amount of time on the prepara
tion of an Office action before the reply was received. On the date
of receipt of the reply, the examiner had completed [2].

Furthermore,entry of the reply would require significant addi
tional time in the preparation of the Office action. Specifically,
entry of the reply would require the examiner to [3].

A responsive reply (under 37 CPR 1.111 or 37 CPR 1.113 as
appropriate) to this Office action must be timely filed to avoid
abandonment.

If this is not a final Office action, applicant may wish to resub
mit the reply along with a responsive reply under 37 CFR 1.111 to
ensure proper entry of-the reply.

Examiner Note:
1. In bracket 1, provide the date that the Office received the sec
ond (or subsequent) supplemental reply "(use the date of receipt
under 37 CFR 1.6, not the certificate of mailing date under 37
CPR 1.8).
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(A) If the amendment is properly signed (MPEP
§ 714.01(a».

2. In bracket 2, providean explanation on the state of prepara
tion of the Office action as of the receipt date of the reply. For
example, whereappropriate insert--thepriorartsearchand analy
sis of all the arguments presented in the prior replies-. or --the
drafting of the Office action and was waiting for the supervisory
patent examiner's approval--.

3. In bracket 3, provide a brief explanation of how entry of the
reply would require the examiner to spend significant additional
time in the preparation of the Office action. For example, where
appropriate insert -conduct priorart search in another classifica
tion area that was not previously searched and required-. or -
revise the Office action extensively to address new issues raised
andnew claims added in the reply--.

Actions by applicant, especially those filed near the
end of the period for reply, should be inspected imme
diately upon filing to determine whether they are
completely responsive to the preceding Office action
so as to prevent abandonment of the application. If
found inadequate, and sufficient time remains, appli
cant should be notified of the deficiencies and warned
to complete the reply within the period. See MPEP
§ 714.03.

All amended applications forwarded to the exam
iner should be inspected at once to determine the fol
lowing:

In the consideration of claims in an amended case
where no attempt is made to point out the patentable
novelty, the claims should not be allowed. See 37
CFR 1.111 and MPEP § 714.02.

An amendment failing to point out the patentable
novelty which the applicant believes the claims
present in view of the state of the art disclosed by the
references cited or the objections made may be held to
be not fully responsive and a time period set to furnish
a proper reply if the statutory period has expired or
almost expired (MPEP § 714.03). However, if the
claims as amended are clearly open to rejection on
grounds of record, a final rejection should generally
be made.

Amendments Not in Permanent
Ink

Amendments Sent to Wrong
Technology Center

See MPEP § 508.01.

714.06

714.07

A supplemental actionis usually necessary when an
amendment is filed on or before the mailing date of
the regular action but reaches the Technology Center
later. The supplemental action should be promptly
prepared. It need not reiterate all portions of the previ
ous action that are still applicable but it should specify
which portions are to he disregarded, pointing out that
the period for reply runs from the mailing of the sup
plemental action. The action should be headed
"Responsive to amendment of (date) and supplemen
tal to the action mailed (date)."

37 CPR 1.52(a) requires "permanent dark ink or its
equivalent" to be used on papers which will become
part of the record and In re Benson, 122 USPQ 279,
1959 C.D. 5, 744 o.o 353 (Comm'r Pat, 1959), holds
that documents on so-called "easily erasable" paper

(B) If the amendment has been filed within the
statutory period, set shortened period, or time limit
(MPEP § 710 -§ 710.05).

(C) If the amendment is fully responsive (MPEP
§ 714.03 and § 714.04) and complies with 37 CFR
1.121.

(D) If the changes made by the amendment war
rant transfer (MPEP § 903.08(d».

(E) If the application is special (MPEP § 708.01).
(F) If claims suggested to applicant for interfer

ence purposes have been copied. (MPEP § 2305).
(G) If there is a traversal of a requirement for

restriction (MPEP §818.03(a».
(H) If "easily erasable" paper or other nonperma

nent method of preparation or reproduction has been
used (MPEP § 714.07).

(1) If applicant has cited references (MPEP
§ 707.05(b) and § 1302.12).

(J) If a terminal disclaimerhas been filed (MPEP
§ 508.01, § 804.02, § 804.Q3, and § 1490).

(K) If any matter involving security has been
added (MPEP § 115).

ACTION CROSSES AMENDMENT

Examiner Should. Immediately
Inspect

Claims Presented in Amendment
With No Attempt To Point Out
Patentable Novelty

714.05

714.04
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The patent statute provides for the presentation of
claims added in excess of the filing fee. On payment
of an additional fee (see MPEP § 607), these excess
claims may be presented any time after the applica
tion is filed, which of course, includes the time before
the first action.

When a telegraphic amendment is received, the
telegram is placed in the file but not entered. Appli
cant will be notified that the telegram is not accepted
as a reply to the previous Office action and is not
entered. The time period for reply to the Office action
continues to run and is extendable under 37 CPR
1.136.

violate the requirement. The fact that 37 CPR 1.52(a)
has not been complied with may be discovered as
soon as the amendment reaches the TC or later when
the application is reached for action. In the first
instance, applicant is promptly notified that the
amendment is not entered and is required to file a per
manent copy within 1 month or to order a copy to be
made by the U.S. Patent and Trademark Officeat his
or her expense. Physical entry of the amendment will
be made from the permanent copy.

If there is no appropriate reply witbin the .l-month
limit, a copy is made by the Patent and Trademark
Office, applicant being notified and required to remit
the charges or authorize charging them to bisor her
deposit account or credit card. See MPEP § 509.

In the second instance, when the nonpermanence of
the amendment is discovered only when the applica
tion is reached for action, similar steps are taken,
but action on the application is not held up, the
requirement for a permanent copy of the amendment
being included in the Office action.

A good direct or indirect copy, such as photocopy
or facsimile transmission, on satisfactory paper is
acceptable. But see In re Application Papers Filed
Jan. 20, 1956, 706 0.0. 4 (Comm'r Pat. 1956).
Although a good copy is acceptable, signatures must
be applied after the copy is made if the papers require
an original signature as set forth in 37 CPR l.4(e).

See MPEP § 608.01 for more discussion on accept'
able copies.

Amendments After Final
Rejection or Action

Amendment Filed During
Interference Proceedings

See MPEP § 2364.01.

714.12

37 CFR 1.116. Amendments afterfinal action or appeal.
(a) An amendment after final action or appeal must comply

with § 1.114 or this section.
(b) After a final rejection or other final action (§ 1.113) in an

application or in an ex parte reexamination filed under § 1.510, or
an action closing prosecution (§ 1.949) in an inter partes reexami
nation filed under § 1.913, amendments may be made canceling
claims or complying with any requirement of form expressly set
forth in a previous Office action. Amendments presenting rejected
claims in better form for consideration on appeal may be admit
ted -.The admission of, or refusal to admit, any amendment after a
finalrejection, a final action, an action closing prosecution, or any
related proceedings will not operate to relieve the application or
patent under reexamination from its condition as subject to appeal
or to save the application from abandonment under § 1.135, or the
reexamination from termination, No amendment can be made in
an inter partes reexamination proceeding after the right of appeal
notice under § 1.953 except as provided for in paragraph (d) of
this section.

(c) If amendments touching the merits of the application or
patent under reexamination are presented after final rejection, or
after appeal has been taken, or when such amendment might not
otherwise be -proper, they may be admitted upon a showing of
good and sufficient reasons why they are necessary and were not
earlier presented.

(d) No amendment can be made as a matter of right in
appealed cases. After decision on appeal, amendments can only be
made as provided in §§ 1.198 and 1.981, or to carry into effect a
recommendation under § 1.196 or § 1.977.

Once a final rejection that is not premature has been
entered in an application, applicant or patent owner no
longer has any, right to unrestricted further prosecu
tion. This does not mean that no further amendment or
argument will be considered. Any amendment that
will place the application either in condition for
allowance or in better form for appeal may be entered.
Also, amendments complying with objections or
requirements as to form are to be permitted after final
action in accordance with 37 CPR 1.116(b). Ordi
narily, amendments filed after the final action are not
entered unless approved by the examiner. See MPEP
§ 706.07(f), § 714.13 and § 1207.

The prosecution of an application before the
examiner should ordinarily be concluded with the
final action. However, one personal interview by

714.11

Claims Added in Excess of
Filing Fee

Telegraphic Amendment

714.10

714.08
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FINALREJECTION - TIMEFOR REPLY

A SHORTENED STATUTORY PERIOD FOR
REPLY TO THIS FINAL ACTION IS SET TO EXPIRE
THREE MONTHS FROM THE DATE OF THIS
ACTION. IN THE EVENT A FIRST REPLY IS FILED
WITHIN TWO MONTHS OF THE MAILING DATEOF
THIS FINAL ACTION AND THE ADVISORY
ACTION IS NOT MAILED UNTIL AFTER THE END
OF THE THREE-MONTH SHORTENED STATUTORY
PERIOD, THEN THE SHORTENED STATUTORY
PERIOD WILL EXPIRE ON THE DATE THE ADVI
SORY ACTION IS MAILED, AND ANY EXTENSION
FEE PURSUANT TO 37 CFR 1.t36(a) WILL BE CAL
CULATED FROM THE MAILING DATE OF THE
ADVISORY ACTION. IN NO EVENT WILL THE
STATUTORY PERIOD FOR REPLY EXPIRE LATER

If au applicaut initially replies within 2 months
from the date of mailing of auy final rejection setting
a 3-month shortened statutory period for reply and the
Office does not mail an advisory action until after the
end of the 3-month shortened statutory period, the
period for reply for purposes of determining the
amount of auy extension fee will be the date on which
the Office mails the advisory action advising appli
cant of the statns of the application, but in no event
can the period extend beyond 6 months from the date
of the final rejection. This procedure applies ouly to a
first reply to a final rejection. The following lauguage
must be included by the examiner in each final rejec
tion:

applicant may be entertained after such final action if
circumstances warrant. Thus, only one request by
applicaut for a personal interview after final should be
granted, but in exceptional circumstauces, a second
personal interview may be initiated by the examiner if
in his or her judgment this would materially assist in
placing the application in condition for allowance.

Many of the difficulties encountered in the prosecu
tion of patent applications after fiual rejection may be
alleviated if each applicaut includes, at the time of fil
ing or no later than thefirst reply, claims varying from
the broadest to which he or she believes he or she is
entitled to the most detailed that he or she is willing to
accept.

It should be kept in mind that applicant cannot, as a
matter of right, amend any finally rejected claims, add
new claims after a final rejection (see 37 CFR 1.116)
or reinstate previously canceled claims.

Except where an amendment merely cancels
claims, adopts examiner suggestions, removes issues
for appeal, or in some other way requires only a cur
sory review by the examiner, compliance with the
requirement of a showing under 37 CFR 1.1l6(c) is
expected in all amendments after finalrejection, Fail
ure to properly reply under 37 CFR 1.113 to the final
rejection results in abandonment. A reply under 37
CFR 1.113 is limited to:

(A) an amendment complying with 37 CFR
1.116;

(B).a Notice of Appeal (and appeal fee); or

THAN SIX MONTHS FROM THE DATE OF THIS
FINAL ACTION.

This wording is part of form paragraphs 7.39, 7.40,
7.40.01, 7.41, 7.41.03, and 7.42.09. Form paragraph
7.39 appears in MPEP § 706.07. Form paragraphs
7.40 aud 7.40.01 appear in MPEP § 706.07(a). Form
paragraphs 7.41, 7.41.03, and 7.42.09 appear in
MPEP § 706.07(b).

For example, if applicaut initially replies within
2 months from the date of mailing of a final rejection
and the examiner mails an advisory action before the
end of3 months from the date of mailing of the final
rejection, the shortened statutory period will expire at
the end of 3 months from the date of mailing of the
final rejection. In such a case, any extension fee
would then be.calculated from the end of the 3-month
period. If the examiner, however, does not mail au
advisory action until after the end of 3 months, the
shortened statutory period will expire on the date the
examiner mails the advisory action and any extension
fee may be calculated from that date. In the event that
a first reply is not filed within 2 months of the mailing
date of the final rejection, any extension fee pursuant
to 37 CFR 1.136(a) will be calculated from the end of
the reply period set in the final rejection.

Failure to file a reply during the shortened statutory
period results in abandonment of. the application
uuless the time is extended under the provisions of 37
CFR 1.136.

ENTRY NOTA MATTER OF RIGHT

Amendments After Final
Rejection or Action, Procedure
Followed

714.13
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(C) a request for continued examination (RCE)
filed under 37 CFR 1.114 with a submission (i.e., an
amendment that meets the reply requirement of
37 CFR 1.111) and thefee set forth in 37 CPR 1.I7(e).
RCE practice under 37 CFR 1.114 does not apply to
utility or plant patent applications filed before June 8,
1995 and design applications.

Further examination of the application may be
obtained by filing a continued prosecution application
(CPA) under 37 CFR 1.53(d), if appropriate. See
MPEP § 201.06(d). CPA practice does not apply to
utility or plant applications if the prior application has
a filing date on or after May 29, 2000. See MPEP
§ 706.07(h), paragraphs I aud IV.

An amendment filed at any time after final rejec
tion, but before an appeal brief is filed, may be
entered upon or after filing of an appeal brief pro
vided the total effect of the amendment is to (A)
remove issues for appeal, and/or (B) adopt examiner
suggestions.

See also MPEP § 1207 and § 1211.
The U.S. Pateut and Trademark Office does not rec

ognize "conditional" authorizations to charge an
appeal fee if an amendmeut submitted after a final
Office action is not entered. Any "conditional" autho
rization to charge an appeal fee set forth in 37 CPR
1.I7(b) will be treated as an unconditional payment of
thefee set forth in 37 CFR 1.17(b).

Applicant may submit an amendment under 37
CFR 1.116 by presenting a clean set of all pending
claims in one paper. 37 CFR 1.121(c)(3) provides for
the optional submission by applicant of a clean ver
sion (with no markings) of all of the pending claims in
one amendment paper. Applicants may wish to con
solidate all previous versions of pending claims from
a series of separate amendment papers into a single
clean version in a single amendment paper. Providing
this consolidation of claims in the file will be benefi
cial to both the Office and the applicant. When rewrit
ing a claim in the clean set, the parenthetical
expression, if any, identifying the version of the previ
ons amendment of the claim to be rewritten, should
not be repeated in the clean set. If no changes are
being made in the amendment presenting the clean
set, the paper should be entered. If, however, the
amendment includes claims being amended (and is
accompanied by a marked-up version showing the
changes), the examiner may choose not to enter the

amendment in view of matters relating to the provi
sions of 37 CFR 1.116.

ACTION BY EXAMINER

See also MPEP § 706.07(f).
In the event that the proposed amendment does not

place the case in better form for appeal, nor in condi
tion for allowance, applicant should be promptly
informed of this fact, whenever possible, within the
statutory period. The refusal to enter the proposed
amendment should not be arbitrary. The proposed
amendment should be given sufficient consideration
to determine whether the claims are in condition for
allowance and/or whether the issues on appeal are
simplified. Ordinarily, the specific deficiencies of the
amendment need not be discussed. The reasons for
nonentry should be concisely expressed. For example:

(A) The claims, if amended as proposed, would
not avoid any of the rejections set forth in the last
Office action, and thus the amendment would not
place the case in condition for allowance or in better
condition for appeal.

(B) The claims, if amended as proposed, would
raise the issue of new matter.

(C) The claims as amended present new issues
requiring further consideration or search.

(D) Since the amendment presents additional
claims without canceling any finally rejected claims it
is not considered as placing the application in better
condition for appeal. Ex parte Wirt, 1905 C.D. 247,
1170.0. 599 (Comm'r Pat. 1905).

Examiners should indicate the status of each claim
of record or proposed in the amendment, and which
proposed claims would be entered on the filing of an
appeal if filed in a separate paper. Whenever such an
amendment is entered for appeal purposes, the exam
iner must indicate on the advisory action which indi
vidual rejection(s) set forth in the action from which
the appeal was taken (e.g., the final rejection) would
be used to reject the new or amended claim(s).

Applicant should be notified, if certain portions of
the amendment would be acceptable as placing some
of the claims in better form for appeal or complying
with objections or requirements as to form, if a sepa
rate paper were filed containing only such amend
ments. Similarly, if the proposed amendment to some
of the claims would render them allowable, applicant
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should be so informed. This is helpful in assuring the
filing of a brief consistent with the claims as
amended. A statement that the final rejection stands
and that the statutory period runs from the date of the
final rejection is also in order.

Advisory Action form PTOL-303 should be used to
acknowledge receipt of a reply from applicant after
final rejection where such reply is prior to filing of an
appeal brief and does not place the application in con
dition for allowance. This form has been devised to
advise applicant of the disposition of the proposed
amendments to the claims and of the effect of any
argument or affidavit not placing the application in
condition for allowance or which could not be made
allowable by a telephone call to clear up minor mat
ters.

Any amendment timely filed after a final rejection
should be immediately considered to determine
whether it places the application in condition for
allowance or in better form for appeal. An examiner is
expected to turn in a response to an amendment after
final rejection within 10 calendar days from the time
the amendment is received by the examiner. A reply
to an amendment after final rejection should be
mailed within 30 days of the date the amendment is
received by the Office. In all instances, both before
and after final rejection, in which an application is
placed in condition for allowance, applicant should be
notified promptly of the allowability of the claims by
a Notice of Allowability form PTOL-37. If delays in
processing the Notice of Allowability are expected,
e.g., because an extensive examiner's amendment
must be entered, and the end of a statutory period for
reply is near, the examiner should notify applicant by
way of an interview that the application has been
placed in condition for allowance, and an Interview
Summary PTOL-413 should be mailed. Prompt notice
to applicant is important because it may avoid an
unnecessary appeal and act as a safeguard against a
holding of abandonment. Every effort should be made
to mail the letter before the period for reply expires.

If no appeal has been filed within the period for
reply and no amendment has been submitted to make
the application allowable or which can be entered in
part (see MPEP § 714.20), the application stands
abandoned.

It should be noted that under 37 CFR 1.181(f), the
filing of a 37 CFR 1.181 petition will not stay the

period for reply to an examiner's action which may be
running against an application. See MPEP § 1207 for
appeal and post-appeal procedure. For after final
rejection practice. relative to affidavits or declarations
filed under 37 CFR 1.131 and 1.132, see MPEP §
715.09 and § 716.

Form paragraphs 7.67-7.80 are to be used when
issuing advisory actions after a final rejection.

'II 7.67 Advisory After Final, Heading, Before Appeal
The period for reply [1] to run [2] MONTHS from the mailing

date of the [mal rejection. Any extension of time must be
obtained by filing a petition under 37 CPR 1.136(a) accompanied
by the appropriate fee. The date on which the' petition under 37
CPR 1.136(a) and the appropriate extension fee have been filed is
the date for purposes of determining the period of extension and
the corresponding amount of the fee. A reply within the meaning
of 37 CPR 1.113 must be timely filed to avoid abandonment of
this application.

Examiner Note:
1. This paragraph should appear asa heading in all advisory
actions prior to appeal. After appeal, use paragraph 7.68.
2. In bracket 1, insert --continues-- if applicant has not submit
ted a petition for an extension of time along with the appropriate
fee under 37 CFR 1.136. If a proper extension has been requested
under 37 CPR 1.136, insert --is extended-, inbracket1.
3. In bracket 2, insert the full statutory period resulting from
any extensions of time which have been granted, e.g., --FOUR-
months.
4. DO NOT USE rms FORM PARAGRAPH FOR REEX
AMINATION PROCEEDINGS.
5. Follow with form paragraph 7.41.01 if transitional provisions
of 37 CPR 1.l29(a) are applicable.

'II 7.67.01 Advisory After Final, Heading, 1st Reply Filed
Within 2 Months

The shortened statutory period for reply expires THREE
MONTIIS from the mailing date of the final rejection or as of the
mailing date of this advisory action, whichever. is later. In no
event, however, will the statutory period for reply expire later than
SIX MONTHS from the mailing date of the final rejection.

Any extension fee: required pursuant to 37 CPR 1.17 will be
calculated from the date that the shortened statutory period for
reply expires as set forth above.

Examiner Note:
1. This form paragraph should be used in all advisory actions if:
a. it was the FIRST reply to the to the final rejection, and
b. it was filed within two months of the date of the final.rejec
tion.
2. If a notice of appeal has been filed, also use form paragraph
7.68.
3. DO NOT USE THIS FORM PARAGRAPH FOR REEX
AMINATION PROCEEDINGS.
4. Follow with form paragraph 7.41.01 if transitional provisions
of 37 CPR 1.129(a)are applicable.
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'f{ 7.67.02 Advisory After Final, Heading, No Variable SSP
Set in Final

Since the first reply to the final Office action was filed within
TWO MONTHS of the mailing date of that action and the advi
sory action was not mailed within THREE MONTHS of thatdate,
the THREE-MONTH shortened statutory period for reply set in
the final Office action is hereby vacated and, reset to expire' as of
the mailing date of this advisory action. See Notice entitled "Pro
cedure for Handling Amendments Under 37 CFR I.116,"pnb
lished in the Official Gazette at 1027 O.G 71, February 8, 1983.
In no event, however, will the' statutory period for reply expire
later than SIX MONTHS from the mailing date of the final Office
action.

Any extension fee required pursuant to 37CFR 1.17 will be
calculated from the mailing date of the advisory action,

Examiner Note:
1. This form paragraph should be used in all advisory actions
where:
a. the reply is a first reply to the final action;
b. the reply was filed within two months of the mailing date of
the final; and
c. the final action failed to inform applicant of a variable SSP
beyond the normal three month period, as is set forth in form para
graphs 7.39 to 7.41.
2. If the fmal action set a variable SSP, do not use this form
paragraph, use form paragraph 7.67.01 instead.
3. If a notice of appeal has been filed, also use form paragraph
7.68.
4. Follow with form paragraph 7.41.01 if transitional provisions
of 37 CPR 1.129(a) are applicable.

'f{ 7.68 Advisory After Final, Heading, After Appeal
An appeal under 37 CFR 1.191 was filed in this application on

[1]. Appellant's brief is dne on [2] in accordance with 37 CFR
1.192(a).

Examiner Note:
1. This paragraph must precede paragraph 7.70 if the amend
ment is entered.
2. This paragraph must precede paragraph 7.71 if the amend
ment is not entered:

'f{ 7.69 Advisory After Final, Before Appeal, Amendment To
Be Entered

The amendment filed [1] under 37 CPR 1.116 in reply to the
final rejection will be entered upon the filing of an appeal, but is
not deemed to place the application in condition for allowance.
Upon the filing of an appeal and entry of the amendment, the sta
tus of the claims would be as follows:

Allowed c1aim(s): [2]
Rejected c1aim(s): [3]
Claim(s) objected to: [4]

Examiner Note:
1. This paragraph must be preceded by paragraph 7.67,7.67.01
or 7.67.02.
2. In brackets 2-4 indicate the status of all claims.

3. Whenever an amendment is entered for appeal purposes, you
must follow the last paragraph above with form paragraph 7.69.0I
or other language to indicate how the new or amended claim(s)
would be rejected (whether the rejections are exactly the same as
in the final Office action or there is a shift to one or more different
individual grounds of rejection in the final Office action). This
may be done by using form paragraph 7.69.01 for each group of
claims subject to the same rejection.

'f{ 7.69.01 Advisory Action, Proposed Rejection of Claims,
Before Appeal

See 37 CFR 1.193(a)(2) which provides for the inclusion of the
proposed rejection(s) detailed below in the Examiner's Answer if
applicant elects to file an appeal to the Board of Patent Appeals
and Interferences in.this proceeding. To be complete, such rejec
tion(s) must be addressed in any brief on appeal.

Upon appeal and entry of the amendment:
Claim(s) [1] would be rejected for the reasons set forth in [2] of

the final Office action mailed [3].

Examiner Note:

1. In bracket 1, identify all the new or amended claim(s) that
would be grouped together in a single rejection.
2. In bracket 2, identify the rejection by referring to either the
paragraph number or the statement of the rejection (e.g., the rejec
tion under 35 U.S.c. § 103 based upon Ain view of B) in the final
Office action under which the claims would be rejected on appeal.
3. Repeat this form paragraph for each group of claims subject
to the samerejection(s).

4. A statement of reasons, for allowance, or other appropriate
information may be added if necessitated by entry of the amend
ment.

'f{ 7.70 Advisory After Final, After Appeal, Amendment
Entered

Theamendment filed [1] under 3TCFR 1.116 in reply to the
final rejection has been entered, but is not deemed to place the
application in condition for allowance. For purposes of appeal,
the status of the claims is as follows:

Allowed c1aim(s): [2]
Rejected c1aim(s): [3]
Claim(s) objected to: [4]

Examiner Note:
1. This paragraph must be preceded by paragraph 7.68.
2. Irtbrackets 2-4 indicate the status of all pending claims.

3. Whenever an amendment is entered for appeal purposes, you
must follow the last paragraph above with form paragraph 7.69.01
or other language to indicate how the new or amended claim(s)
would be rejected (whether the rejections are exactly the same as
in the final Office action or there is a shift to one or more different
individual grounds of rejection in the final Office action). This
may be done by using form paragraph 7.70.01 for each group of
claims subject to the same rejection.
4. A statement of reasons for allowance, or other appropriate
information may be added if necessitated by entry of the amend
ment.
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'/! 7.70.01 Advisory Action, Proposed Rejection of Claims,
After Appeal

See 37 CPR 1.I93(a)(2) which provides for the inclusion of the
proposed rejection(s) detailed below in the Examiner's Answer if
applicant elects to file an appeal to the Board of Patent Appeals
and Interferences in this proceeding. 1b be complete, such rejec
tion(s) must be addressed in any brief on appeal.

Claim(s) [1] would be rejected for the reasons set forth in [2]0£
thefinal Office action mailed [3].

Examiner Note:
1. In bracket 1, identify all the new or amended c1aim(s) that
would be grouped together in a single rejection.

2. In bracket 2, identify the rejection by referring to either the
paragraph number or the statement of the rejection (e.g., the rejec
tion under 35 U.S.C. § 103 based upon A in view of B) in the final
Office action under which the claims would be rejected on appeal.

3. Repeat this form paragraph for each group of claims subject
to the same rejection(s).

4. A statement of reasons for allowance, or other appropriate
information may be added if necessitated by entry of the amend
ment.

'/! 7.71 Advisory After Final, Amendment Noi Entered
The amendment filed [1] under 37 CPR 1.116 in reply to the

final rejection has been considered but is not deemed to place t~e

application in condition for allowance and will not be entered
because:

Examiner Note:
1. Tbis paragraph must be preceded by paragraph 7.67,7.67.01
or 7.67.02 if an appeal hasnot been taken, or by paragraph 7,68 if
an appeal has been taken.

2. If it is not known whether a notice of appeal has been filed
and the full six month period has expired, do Iill..t use paragraphs
7.67,7.67.01,7.67.02 or 7.68; use instead the following: "If an
appeal under 37 CPR 1.191 has not been properly filed, this appli
cation is abandoned."

3. One or more of the appropriate paragraphs 7.72 to 7.76 must
directly follow this paragraph.

'/! 7.71.01 Advisory After Final, Rewritten Claims Not
Entered

The amendment filed [1] under 37 CPR 1.116 will not be
entered. Applicant's consolidation ofall the claims in the applica
tion into a single paper would be entered if not presented. with
claim [2]. Although 37 CPR 1.121(c)(3) permits applicant to sub
mit a clean copy of all of the claims in the application in a single
paper, the inclusion' of claim [3] raises new issues under 37 CFR
1..116. Thus, the entire paper is denied entry.

Examiner Note:
1. This paragraph must be preceded by either paragraph 7.67,
7.67.01,7.67.02 or 7.68.

2. In bracket I, insert date of receipt of amendment.

3. In brackets 2 and 3, insert number of any claim which raise
new issues. An explanation should follow bracket 2.

'/! 7.72 Advisory After Final, Lacks Showing, Why
Necessary and NotEarlier Presented

There is no convincing showing under 37 CFR 1.1l6(b)' why
the proposed. amendment is necessary and was not earlier pre
sented.

Examiner Note:
1. Paragraph 7.71 must precede this paragraph.

2. Do not use this paragraph as the sole reason for refusing
entry of the amendment unless the situation is aggravated, in
which case a full explanation is necessary.

3. Follow with form paragraph 7.41.01 jftransitional provisions
of 37 CPR I.I29(a) are applicable and only if not used in previous
action.

'/! 7.73 Advisory After Final, Raises New 1ssues
The proposed amendment raises new issues that would require

further consideration and/or search.

Examiner Note:
1. This paragraph must be preceded by paragraph 7.71.

2. The new issues including questions of new matter must be
clearly identified following this form paragraph. (Examples are
sufficient if the new issues are extensive.)

3. Follow with form paragraph 7.41.01jftransitional provisions
of 37 CPR 1.129(a) are applicable and only ifnot used'in previous
action.

'/! 7.75 Advisory After Final, Form for Appeal Not
1mproved

The proposed amendment is not deemed to place the applica
tion in better form for appeal by materially simplifying the issues
for appeal.

Examiner Note:
1. This paragraph must be preceded by paragraph 7.71.

2. Follow with form paragraph 7.41.01 if transitional provisions
of37 CFR 1.I29(a) are applicable and only if not used in a previ
ous action.

'/! 7.76 Advisory After Final, Additional Claims Presented
The proposed amendment presents additional claims without

canceling a corresponding number of finally rejected claims.

Examiner Note:
1. This paragraph must be preceded by paragraph 7.71.

2. Follow with form paragraph 7.41.01 jf transitional provisions
of 37 CPR 1.I29(a) are applicable and only if not used in a previ
ousaction.

'/! 7.78 Advisory After Final, Proposed New Claims.Would
Be Allowable

Claim [1] as proposed would be allowable if submitted in a
separately. filed amendment canceling all non-allowed claims.

Examiner Note:
1. This paragraph must be preceded by paragraph 7.71.
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2. Follow with form paragraph 7.4 L0 1 if transitional provisions
of 37 CPR I.l29(a) are applicable and only if not used in a previ
ous action.

'II 7.79Advisory After Final, Affidavit, Exhibit, or Request
for Reconsideration Considered

The [1] has been entered and considered but does not over
come the rejection because [2].

Examiner Note:
1. This paragraph must be preceded by either paragraph 7.67,
7.67.01,7.67.02 or 7.68.
2~ In bracket 1, insert -caffldavit-c.-declaration-c, --exhibit--, or
-crequest for reconsideration--.
3. An explanation should be provided in bracket 2.
4. Follow with form paragraph 7.41.01 if transitional provisions
of 37 CPR I.l29(a) are applicable and only if not used in a previ
ous action.

'II 7.80 Advisory After Final, Affidavit or Exhibit Not
Considered

The [1] willnot be considered because good and sufficient rea
sons why it was not earlier presented have not been shown. [2]

Examiner Note:
1. This paragraph must be preceded by either paragraph 7.67,
7.67.01,7.67.02 or 7.68.
2. In bracket 1, insert --affidavit--, -cdeclaration-., --exhibit--,
or --request for reconsideration--.
3. An explanation should follow in bracket 2.
4. Follow with form paragraph 7.41.01 if transitional provisions
of 37 CPR 1.I29(a) are applicable and only if uot used in a previ
ous.action.

HAND DELIVERY OF PAPERS

Any paper which relates to a pending application
may be personally delivered to a Technology Center
(TC). However, the TC will accept the paper only if:
(I) the paper is accompanied by some form of receipt
which can be handed back to the person delivering the
paper; and (2) the examining group being asked to
receive the paper is responsible for acting on the
paper.

The receipt may take the form of a card identifying
the paper. The identifying data on the card should be
SO complete as to leave no uncertainty as to the paper
filed. For examplc.jhe card should contain the appli
cant's name(s), application number, filing date, and a
description of the paper being filed. If more than one
paper is being filed for the same application, the card
shonld contain a description of each paper oritem,

Under this procedure, the paper and receipt will be
date stamped with the TC date stamp. The receipt will
be handed back to the person hand delivering the

paper. The paper will be correlated with the applica
tion and made an official paper in the file, thereby
avoiding the necessity of processing and forwarding
the paper to the TC via the Mail Center.

The TC will accept and date stamp a paper even
though the paper is accompanied by a check or the
paper contains an authorization to charge a Deposit
Account or a credit card. See MPEP § 509. However,
in such an instance, the paper will be hand carried by
TC personnel to the Office of Finance for processing
and then made an official paper in the file.

All such papers, together with the cash, checks, or
money orders, shall be hand-carried to the Customer
Service window, Crystal Plaza Building 2, Room
IB01.

The papers shall be processed by the accounting
clerk, Office of Finance, for pickup at the Customer
Service window by 3:00 p.m. the following work day.
Upon return to the TC, the papers will be entered in
the application file wrappers.

EXPEDITED PROCEDURE FOR PROCESS
ING AMENDMENTS AND OTHER REPLIES
AFTER FINAL REJECTION (37 CFR 1.116)

In an effort to improve the timeliness of the pro
cessing of amendments and other replies under 37
CFR 1.116, and thereby provide better service to the
public, an expedited processing procedure has been
established which the public may utilize in filing
amendments and other replies after final rejection
under 37 CFR 1.116. In order for an applicant to take
advantage of the expedited procedure the amendment
or other reply under 37 CFR Lll6 will have to be
marked as a "Reply under 37 CPR 1.116 - Expedited
Procedure - Technology Center (Insert Technology
Center Number)" on the upper right portion of the
amendment or other reply and the envelope must be
marked "Box AF" in the lower left hand comer. The
markings preferably should be written in a bright
color with a felt point marker. If the reply is mailed to
the Office, the envelope should contain only replies
under 37 CFR Lll6 and should be mailed to "Box
AF, Assistant Commissioner for Patents, Washington,
D.C. 20231." Instead of mailing the envelope to "Box
AF" as noted above, the reply may be hand-carried to
the particular TC or other area of the Office in which
the application is pending and marked on the outside
envelope "Reply Under 37 CFR Lll6 - Expedited
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relevant TC art unit would be appropriate in order to
permit the SPE to determine the cause for any delay.
If the SPE is unavailable or if no satisfactory reply is
received, the TC Director should be contacted.

Where an amendment, even though prepared by
applicant prior to allowance, does notreach the Office
until after the notice of allowance has been mailed,
such amenthnent has the status of one filed under 37
CFR 1.312. Its entry is a matter of grace. For discus
sion of amendments filed under 37 CFR 1.312, see
MPEP § 714.16 to § 714.16(e).

If, however, the amendment is filed in the Office
prior to the mailing out of the notice of allowance, but
is received by the examiner after the mailing of the

Under the decision in Ex parte Quayle, 25 USPQ
74, 1935 C.D. 11; 453 O.G. 213 (Comm'r Pat. 1935),
after all claims in an application have been allowed
the prosecution of the application on the merits is
closed even though there may be outstanding formal
objections which preclude fully closing the prosecu
tion.

Amendments touching the merits are treated in a
manner similar to amendments after final rejection,
though the prosecution may be continued as to the
formal matters. See MPEP § 714.12 and § 714.13.

See MPEP § 714.20 for amendments entered in
part.

See MPEP § 607 for additional fee requirements.
Use form paragraph 7.51 to issue an Ex parte

Quayle action.

'If 7.51 Quayle Action
This application is in condition for allowance except for the

following formal matters: [1].
Prosecution on the merits is closed in accordance with the

practice under Ex parte Quayle, 1935 CD. 11,453 O.G 213.
A shortened statutory period for reply to this action is set to

expire TWO MONTHS from the mailing date of this letter.

Examiner Note:
Explain the formal matters which must be corrected in bracket

I.

Procedure - Technology Center (Insert Technology
Center Number)."

Upon receipt by the U.S. Patent and Trademark
Office from the U.S. Postal Service of an envelope
appropriately marked "Box AF," the envelope will be
specially processed by the Mail Center and forwarded
promptly to the examining TC, via the Office of
Finance if any fees have to be charged or otherwise
processed. Upon receipt of the reply in the TC it will
be promptly processed by a designated technical snp
port staff member and forwarded to the examiner, via
the snpervisory patent examiner (SPE), for action.
The SPE is responsible for ensuring that prompt
action on the reply is taken by the examiner. If the
examiner to which the application is assigned is not
available and will not be available for an extended
period, the SPE will ensure that action on the applica
tion is promptly taken to assure meeting the USPTO
goal described below. Once the examiner has com
pleted his or her consideration of the reply, the exam
iner's action will be promptly typed and mailed by
technical support staff personnel designated to expe
dite the processing of replies filed under this proce
dure. The TC supervisory personnel, e.g., the
supervisory patent examiner, supervisory applications
examiner, and TC Director are responsible for ensur
ing that actions on replies filed under this procedure
are promptly processed and mailed. The U.S. Patent
and Trademark Office goal is to mail the examiner's
action on the reply within 1 month from the date on
which the amenthnent or reply is received by the U.S.
Patent and Trademark Office.

Applicants are encouraged to utilize this expedited
procedure in order to facilitate U.S. Patent and Trade
mark Office processing of replies under 37 CFR
1.116. If applicants do not utilize the procedure by
appropriately marking the envelope and enclosed
papers, the benefits expected to be achieved therefrom
will not be attained. The procedure cannot be
expected to result in achievement of the goal in appli
cations in which the delay results from actions by the
applicant, e.g., delayed interviews, applicant's desire
to file a further reply, or a petition by applicant which
requires a decision and delays action on the reply. In
any application in which a reply under this procedure
has been filed and no action by the examiner has been
received within the time referred to herein, plus nor'
mal mailing time, a telephone call to the SPE of the

714.14

714.15

Amendments After Allowance
of All Claims

Amendment Received in Tech
nology Center After Mailing of
Notice of Allowance
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714.16 MANUAL OF PATENT EXAMINING PROCEDURE

(A) an amendment to the specification,

(B) a change in the drawings,

(C) an amendment to the claims,

(D) a change in the inventorship,

(E) the submission of prior art, etc.

37 CFR 1.312. Amendments after allowance.

No amendment may be made as a matterof rightin anappli
cation after the mailing of the notice of allowance. Any amend
ment filedpursuant to this section mustbe filed before or with the
paymentof the issue fee, andmay be enteredon the recommenda
tion of the primary examiner, approved by the Commissioner,
withoutwithdrawing the application fromissue.

The amendment of an application by applicant after
allowance falls within the guidelines of 37 CFR
1.312. Further, the amendment of an application
broadly encompasses any change in the file record of
the application. Accordingly, the following are exam
ples of "amendments" by applicant after allowance
which must comply with 37 CFR 1.312:

notice of allowance, it has the same standing in the
application as though the notice had not been mailed.
Where the application has not been closed to further
prosecution, as by final rejection of one or more
claims, or by an action allowing all of the claims,
applicant maybe entitled to have such amendment
entered even though it maybe necessary to withdraw
the application from issue. Such withdrawal, however,
is unnecessary if the amendatory matter is such as the
examiner would recommend for entry under 37 CFR
1.312.

As above implied, the application will not be withe
drawn from issue for the entry of an amendment
that would reopen the prosecution if the Office action
next preceding the notice of allowance closed the
application to further amendment, i.e., by indicating
the patentability of all of the claims, or by allowing
some and finally rejecting the remainder.

After an applicant has been notified that the claims
are all allowable, further prosecution of the merits of
the application is a matter of grace and not of right. Ex
parte Quayle, 25 USPQ 74, 1935 C.D. 11, 4530.G
213 (Comm'r Pat. 1935).

Finally, it is pointed out that an amendment under
37 CFR 1.312 must be filed on or before the date the
issue fee is paid.

The Commissioner has delegated the approval of
recommendations under 37 CFR 1.312 to the supervi
sory patent examiners.

With the exception of a supplemental oath or decla
ration submitted in a reissue, a supplemental oath or
declaration is not treated as an amendment under
37 CPR 1.3l2.See MPEP § 603.01. A supplemental
reissue oath or declaration is treated as an amendment
under 37 CFR 1.312 because the correction of the
patent which it provides is an amendment of the
patent, even though no amendment is physically
entered into the specification or claim(s). Thus, for a
reissue oath or declaration submitted after allowance
to be entered, the reissue applicant must comply with
37 CPR 1.312 in the manner set forth in this section.

After the Notice of Allowance has been mailed, the
application is technically no longer under the jurisdic
tion of the primary examiner. He or she can, however,
make examiner's amendments (see MPEP § 1302.04)
and has authority to enter amendments submitted after
Notice of Allowance of an application which embody
merely the correction of formal matters in the specifi
cation or drawing, or formal matters in a claim with
out changing the scope thereof, or the cancellation of
claims from the application, without forwarding to the
supervisory patent examiner for approval.

Amendments other than those which merely
embody the correction of formal matters without
changing the scope of the claims require approval by
the supervisory patent examiner. The Technology
Center (TC) Director establishes TC policy with
respect to the treatment of amendments directed to
trivial informalities which seldom affect significantly
the vital formal requirements of any patent, namely,
(A) that its disclosure be adequately clear, and (B) that
any invention present be defined with sufficient clar
ity to form an adequate basis for an enforceable con
tract.

Consideration of an amendment under 37 CFR
1.312 cannot be demanded as a matter of right. Prose
cution of an application should be conducted before,
and thus be complete including editorial revision
of the specification and claims at the time of the
Notice of Allowance. However, where amendments
of the type noted are shown (A) to be needed for

Amendment After Notice of
Allowance, 37 CFR 1.312

714.16
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proper disclosure or protection of the invention, and
(B) to require no substantial amonnt of additional
work on the part of the Office, they may be consid
ered and, if proper, entry may be recommended by the
primary examiner.

After the Notice of Allowance has been mailed,
applicants may wish to consolidate all previons ver
sions of pending claims from a series of separate
amendment papers into a single clean version in a sin
gle amendment paper. Providing this consolidation of
claims in the file will be beneficial to both the Office
and the applicant for patent printing purposes. When
rewriting a claim in the clean set, the parenthetical
expression, if any, from the claim to be rewritten
should not be repeated in the clean set. Thus, the only
time a parenthetical expression shonld appear in the
clean set is when a claim is being amended.

Entry of an entire clean claim set is subject to the
provisions of 37 CFR 1.312. For example, after
receipt of a notice of allowance, applicant may wish
to submit an entire clean set of claims, making no
changes, to make publication of the patent as accurate
as possible. This type of amendment will be entered.
Where, however, an amendment is submitted which
contains an entire clean set of claims, some of which
are amended, the examiner may choose not to enter
the amendment pursuant to the provisions of
37 CFR 1.312.

The submission of a clean version of all the pend
ing claims shall be construed as directing the cancel
lation of all previous versions of any pending claims.
A marked up version would only be needed for claims
being changed by the current amendment (see 37 CFR
1.l21(c)(l)(ii)). Any claim not accompanied by a
marked up version will constitute an assertion that it
has not been modified relative to the immediate prior
version. Thus, if applicant is not making any amend
ments to the claims, but is merely presenting all pend
ing claims in clean form, without any underlining or
bracketing, a marked up version should not be submit
ted. The examiner has no responsibility or burden to
ensure the accuracy of applicant's claim rewriting.

The requirements of 37 CFR 1.111 (c) (MPEP
§ 714.02) with respect to pointing out the patentable
novelty of any claim sought to be added or amended,
apply in the case of an amendment under 37 CFR
1.312, as in ordinary amendments. See MPEP
§ 713.04 and § 713.10 regarding interviews. As to

amendments affecting the disclosure, the scope of any
claim, or that add a claim, the remarks accompanying
the amendment must fully and clearly state the rea
sons on which reliance is placed to show:

(A) why the amendment is needed;
(B) why the proposed amended or new claims

require no additional search or examination;
(C) why the claims are patentable; and
(D) why they were not presented earlier.

NOT TO BE USED FOR CONTINUED
PROSECUTION

37 CFR 1.312 was never intended to provide a way
for the continued prosecution of an application after it
has been passed for issue. When the recommendation
is against entry, a detailed statement of reasons is not
necessary in support of such recommendation. The
simple statement that the proposed claim is not obvi
ously allowable and briefly the reason why is usually
adequate. Where appropriate, anyone of the follow
ing reasons is considered sufficient:

(A) an additional search is required;
(B) more than a cursory review of the record is

necessary; or
(C) the amendment would involve materially

added work on the part of the Office, e.g., checking
excessive editorial changes in the specification or
claims.

Where claims added by amendment under 37 CFR
1.312 are all of the form of dependent claims, some of
the usual reasons for nonentry are less likely to apply
although questions of new matter, sufficiency of dis
closure, or undue multiplicity of claims could arise.

See MPEP § 607 and § 714.16(c) for additional fee
requirements.

AMENDMENTS FILED AFTER PAYMENT OF
ISSUE FEE

No amendments should be filed after the date the
issue fee has been paid.

'f{ 13.10 Amendment Filed After the Payment ofIssue Fee,
Not Entered

Applicant'samendment filed on [1] willnot be enteredbecause
the amendment was filed after the issue fee was paid. 37 CFR
1.312 no longer permits filing an amendment after the date the
issue fee has been paid.
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Examiner Note:
1. Use this paragraph with form PrOL-90 or PrO-90G.
2. In bracket 1, insert the date of the amendment.

714.16(a) Amendments Under 37CFR
1.312, Copied Patent Claims

See MPEP § 2305.04 for the procedure to be fol
lowed when an amendment is received after notice of
allowance which includes one or more claims copied
or substantially copied from a patent.

The entry of the copied patent claims is not a matter
of right. See MPEP § 714.19.

See MPEP § 607 and § 7l4.l6(c) for additional fee
requirements.

714.16(b) Amendments Under 37 CFR
1.312 Filed. With a Motion
Under 37 CFR 1.633

Where an amendment filed with a motion under 37
CFR 1.633(c)(2) applies to an application in issue, the
amendment is not entered unless and until the motion
has been granted.

714.16(c) Amendments Under 37 CFR
1.312, Additional Claims

If the amendment under 37 CFR 1.312 adds claims
(total and independent) in excess of the number previ
ously paid for, additional fees are required..The
amendment is not considered by the examiner unless
accompanied by the full fee required. See MPEP §
607 and 35 U.S.C. 41.

714.16(d) Amendments Under 37 CFR
1.312, Handling

AMENDMENTS AFFECTING THE
DISCLOSURE OF THE SPECIFICATION,
ADDING CLAIMS, OR CHANGING THE
SCOPE OF ANY CLAIM

Amendments under 37 CPR 1.312 are sent by the
Office of Initial Patent Examination (OIPE) to .the
Publishing Division which, in turn, forwards the pro
posed amendment, file, and drawing (if any) to the
Technology Center (TC) which allowed the applica
tion. If an amendment under 37 CFR 1.312 has been
filed directly withtheTC, the paper should be for
warded to the Publishing Division to be flagged in

PALM, The paper and file will be m.atched and
returned to the TC for processing.

In the event that the class and subclass in which the
application is classified has been transferred to
another TC after the application was allowed, the pro
posed amendment, file and drawing (if any) are trans
mitted directly to said other TC and the Publishing
Division notified. If the examiner who allowed the
application is still employed in the U.S. Patent and
Trademark Office but not in said other TC, he or she
may be consulted about the propriety of the proposed
amendment and given credit for any time spent in giv
ing it consideration.

The amendment is PROMPTLY considered by the
examiner who indicates whether or not its entry is rec
ommendedby writing "Enter - 312," "Do Not
Enter" or "Enter In Part" thereon in red ink in the
upper left comer.

If the .amendment is favorably considered, it is
entered and a Response .to Rule 312 Communication
(PTO-27l) is prepared. The primary examiner indi
cates his or her recommendation by stamping and
signing his or her name on the PTO-27l. Form para
graph 7.85 may also be used to indicate entry.

'f[ 7.85 Amendment Under 37 CFR 1.312 Entered
The 'amendment filed on {I] under 37 CFR 1.312 has been

entered.

Examiner Note:
1. Usethis form both for amendments that do not affect the
scope of the claims (may be signed by primary examiner) and for
amendments being entered under 37 CPR 1.312 (requires signa
tureof supervisory patent examiner).
2. Entry of:amendments filed after the Notice of Allowance not
affecting the scope of the claims require the approval of a primary
examiner and entry Of amendments under 37 CFR 1.312(a)
require approval by the supervisory patent examiner on recom
mendation ofthe primary examiner. See MPEP § 714.16.

If the examiner's recommendation is completely
adverse, a report giving the reasons for nonentry is
typed on the Response to Rule 312 Communication
form PIO-271 and signed by the primary examiner.

Form paragraph 7.87 may also be used to indicate
nonentry.

'f[ 7.87 Amendment Under 37 CFR 1.312 Not Entered
The proposed amendment filed on [1] under 37 CFR 1.312 has

not.been entered. [2]

Examiner Note:
The reasons for non-entry should be specified in bracket 2:

August 2001 700-192



EXAMINATION OF APPLICATIONS 714.17

~- The amendment changes the scope of the claims.v-; or

-- The amendment was filed in a reissue application and was
not accompanied by a supplemental.reissue oath.or declaration, 37
CPR 1.175(b).--

In either case, whether the amendment is entered or
not entered, the file, drawing, and unmailed notices
are forwarded to the supervisory patent examiner for
consideration, approval, and mailing.

For entry-in-part, see MPEP § 714.16(e).
The filling out of the appropriate form by the tech

nical support staff does not signify that the amend
ment has been admitted; for, though actually entered it
is not officially admitted unless and until approved by
the supervisory patent examiner.

See MPEP § 607 and § 714,16(c) for additional fee
requirements.

If the 37 CPR 1.312 amendment includes proposed
drawing changes which are acceptable, the Office
response should include form paragraph 6.48.

1 6.48 Drawing Changes in 37 CFR 1.312 Amendment
Applicant is hereby given ONE MONTH from the mailing

date of this letter or until the expiration of the period set in the
"Notice of Allowance" (PTOL-85)or "Notice of Allowability"
(PTOL-37 or PTO-37), whichever is longer, to file corrected draw
ings.

714.16(e) Amendments Under 37 CFR
1.312, Entry in Part

The general rule that an amendment cannot be
entered in part and refused in part should not be
relaxed, but when, under 37 CFR 1.312, an amend
ment, for example, is proposed containing a plurality
of claims or amendments to claims, some of which
may be entered and some not, the acceptable claims or
amendments should be entered in the application. If
necessary, the claims should be renumbered to run
consecutively with the claims already in the case. The
refused claims or amendments should be canceled in
lead pencil on the amendment.

The examiner should then submit a Response to
Rule 312 Communication form PTO-271 recommend,
ing the entry of the acceptable portion of the amend
ment and the nonentry of the remaining portion
together with his or her reasons therefor. The claims
entered should be indicated by number in this
response. Applicant may also be notified by using
form paragraph 7.86.

1 7.86 Amendment Under 37 CFR 1. 312 Entered in Part
The amendment filed on [1) under 37 CFR 1.312 has been

entered-in-part. [2]

Handling is similar to complete entry of a 37 CFR
1.312 amendment.

Entry in part is not recommended unless the full
additional fee required, if any, accompanies the
amendment. See MPEP § 607 and § 714.16(c).

Examiner Note:
When an amendment under 37 CFR 1.312 is proposed con

taining plural changes, some ofwhich may be acceptable and
some hot, the acceptable changes should be entered. An indication
of whichchanges have and have not been entered with appropriate
explanation should follow in bracket 2.

When an application is not prosecuted within the
period set for reply and thereafter an amendment is
filed without a petition for extension of time and fee
pursuant to 37 CFR 1.136(a), such amendment shall
be endorsed on the file wrapper of the application, but
not formally entered. The technical support staff shall
immediately notify the applicant, by telephone and
letter, that the amendment was not filed within the

Examiner Note:
Use with the 37 CPR 1.312 amendment notice where there is a

drawing correction proposal or request.

AMENDMENTS WmCH EMBODY MERELY
THE CORRECTION OF FORMAL MATTERS
IN THE SPECIFICATION, FORMAL
CHANGES IN A CLAIM WITHOUT CHANG·
ING THE SCOPE THEREOF, OR THE CAN
CELLATION OF CLAIMS

The examiner indicates approval of amendments
concerning merely formal matters by writing "Enter
Formal Matters Only" thereon. Such amendments do
not require submission to the supervisory patent
examiner prior to entry. See MPEP § 714.16. The
Response to Rule 312 Communication form PTO-27 I
is date stamped and mailed by the TC. If such amend
ments are disapproved either in whole or in part, they
require the signature of the supervisory patent exam
iner.

See MPEP § 714.16 for treatment of an amendment
that consolidates all of the claims in the application in
a single paperin accordance with 37 CPR 1.121(c)(3).

714.17 Amendment Filed After the
Period for Reply Has Expired
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time period and therefore cannot be entered and that
the application is abandoned nnless a petition for
extension of time and the appropriate fee are timely
filed. See MPEP § 711.02.

See MPEP § 710.02(e) for a discussion of the
requirements of 37 CFR 1.136(a).

Amendments are stamped with the date of their
receipt in the Technology Center (TC). It is important
to observe the distinction which exists between the
stamp which shows the date of receipt of the amend
inent in the TC ("Technology Center Date" stamp)
and the stamp bearing the date of receipt of the
amendment by the Office ("Office Date" stamp). The
latter date, placed in the left-hand comer, should
always be referred to in writing to the applicant with
regard to his or her amendment.

All ainendments received in the technical support
staff sections are processed and with the applications
delivered to the supervisory patent examiner for his or
her review and distribution to the examiners.'

Every mail delivery should be carefully screened to
remove all amendments replying to a final action in
which a time period is running against the applicant.
Such amendments should be processed within the
next 24 hours.

Thepurpose of this procedureis to ensure uniform
and prompt treattnent by the examiners of all applica
tions where the applicant is awaiting a reply to a pro
posed amendment after final action: By having all of
these applications pass over the supervisory patent
examiner's desk, he or she will be made aware of the
need for any special treattnent, if the,situation so war
rants. For example, the supervisory patent examiner
will know whether or not the examiner in each appli
cation is on extended leave or otherwise incapable of
moving the application within the required time peri
ods (see MPEP § 714.13). In cases of this type, the
applicant should receive an Office communication in
sufficient time to adequately consider his or her next
action if the application is not allowed. Consequently,
technical support staff handling will continue to be
special when these applications are returned by the
examiners to the technical support staff.

The' amendment or letter is placed in the me, given
its number as a paper in the application, and its char
acter endorsed on the file wrapper in red .ink,

When several amendments are made in an applica
tion on the same day no particular order as to the hour
of the receipt Orthe mailing of the amendments can be
assumed, but consideration of the application must be
given as far as possible as though all the papers filed
were a composite single paper.

After entry of the amendment the applicationis "up
for action." It is forwarded to the examiner, and he or
she is responsible for its proper disposal. The exam
iner should immediately inspect the amendment ,as set
forth in MPEP § 714.05. After inspection, if no imme
diate or special action is required, the application
awaits examination in regular order.

See MPEP § 714.03 for the treattnent of prelimi
nary amendments and' non-final amendments that are
not in compliance with 37 CFR 1.121. See MPEP
§ 714.22 for treattnent of non-compliant amendments
after final rejection.

The following types of amendments are, ordinarily
denied entry:

(A) An amendment presenting an unpatentable
claim, or a claim requiring a new search or otherwise
raising a new issue inan application whose prosecu
tion before the primary examiner has been closed, as
where

(I) All claims have been allowed,

(2) All claims have been finally rejected (for
exceptions see MPEP § 714.12, § 714.13, and
§ 714.20, item (D)),

(3) Some claims have been allowed and the
remainder finally rejected. See MPEP § 714.12 to
§ 714.14.

(B) SUbstitute specification that does not comply
with 37 CPR 1.125. See MPEP § 608.01(q) and
§ n4.20.

(C) A patent claim suggested by the examiner and
not presented within the time limit set or an extension
thereof, unless entry is authorized by the Commis
sioner. See MPEP § 2305.03.

(D) While copied patent claims are generally
admitted even though the application is under final
rejection or on appeal, under certain conditions, the
claims may be refused entry. See MPEP § 2307.03.

List of Amendments,
Entry Denied

714.19

Entry of Amendments714.18
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While amendments falling within any of the fore
going categories should not be entered by the exam
iner at the time of filing, a subsequent showing by
applicant may lead to entry of the amendment.

37 CPR 1.121, i.e., one which does not include
replacement paragraphs/claims. See MPEP § 714.22.

(P) A preliminary amendment that unduly inter
feres with the preparation of a first Office action. Fac
tors to be considered in denying entry of the
preliminary amendment are set forth in 37 CFR
1.115(b). See MPEP § 7I4.03(a).

(Q) A second (or subsequent) supplemental reply
that unduly interferes with an Office action being pre
pared in response to the previous reply. Factors to be
considered in denying entry of the reply are set forth
in 37 CFR 1.1I1(a)(2). See MPEP § 714.03(a).

To avoid confusion of the record the general rule
prevails that an amendment should not be entered in
part. As in the case of most other rules, the strict
observance of its letter may sometimes work more
harm than would result from its infraction, especially
if the amendment in question is received at or near the
end of the period for reply. Thus:

(A) An "amendment" presenting an.unacceptable
substitute specification along with amendatory matter,
as amendments to claims or new claims, should be
entered in part, rather than refused entry in toto. The
substitute specification should be denied entry and so
marked, while the rest of the paper should be entered.
The application as thus amended is acted on when
reached in its tum, the applicant being advised that the
substitute specification has not been entered.

See 37 CFR 1.125 and MPEP § 608.01(q) for
information regarding the submission of a substitute
specification.

Under current practice, substitute specifications
may be voluntarily filed by the applicant if he or she
desires. A proper substitute specification will nor
mally be accepted by the Office even if it has not been
required by the examiner.

(B) An amendment under 37 CPR 1.312, which
in part is approved and in other part disapproved, is
entered only as to the approved part. See MPEP §
714.16(e).

(E) An unsigned or improperly signed amend
ment or one signed by a suspended or excluded attor
ney or agent.

(F) An amendment filed in the U.S. Patent and
Trademark Office after the expiration of the statutory
period or set time period for reply and any extension
thereof. See MPEP § 714.17.

(G) An amendment so worded that it cannot be
entered with certain accuracy. See MPEP § 714.23.

(H) An amendment filed after the filing date of an
application canceling all of the claims and presenting
no substitute claim or claims. See MPEP § 711.01.

(I) An amendment in an application no longer
within the examiner's jurisdiction with certain excep
tions in applications in issue, except on approval of
the Commissioner. See MPEP § 714.16.

(J) Amendments to the drawing held by the
examiner to contain new matter are not entered until
the question of new matter is settled. This practice of
nonentry because of alleged new matter, however,
does not apply in the case of amendments to the spec
ification and claims. See MPEP § 608.04 and
§ 706.03(0).

(K) An amendatory paper containing objection
able remarks that, in the opinion of the examiner,
brings it within the condemnation of 37 CPR 1.3, will
be submitted to the Technology Center (TC) Director
for return to applicant. See MPEP § 714.25 and
MPEP § 1003. If the TC Director determines that the
remarks are in violation of 37 CFR 1.3, he or she will
return the paper.

(L) Amendments not in permanent ink. Amend
ments on so-called "easily erasable paper." See
MPEP § 714.07.

(M)An amendment presenting claims (total and
independent) in excess of the number previously paid
for and not accompanied by the full fee for the claims
or an authorization to charge the fee to a deposit
account or credit card. See MPEP § 509.

(N) An amendment canceling all claims drawn to
the elected invention and presenting only claims
drawn to the nonelected invention should not be
entered. Such an amendment is nonresponsive.
Applicant should be notified as directed in MPEP
§ 714.03 and § 714.05. See MPEP§ 821.03.

(0) An amendment including changes to the spec
ification/claims which is not. in compliance with

714.20 List of Amendments
Entered in Part
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NOTE. The examiner writes "Enter" in red ink
and his or her initials in the left margin opposite the
enterable portions.

If the technical support staff inadvertently enters an
amendment when it should not have been entered,
such entry is of no legal effect, and the same action is
taken as if the changes had not been actually made,
inasmuch as they have not been legally made. Unless
such unauthorized entry is deleted, suitable notation
should be made on the margin of the amendatory
paper, as "Not Officially Entered."

If an amendatory paper is to be retained in the file,
even though not entered, it should be given a paper
number and listed on the file wrapper with the nota
tion "Not Entered." See 37 CFR l.3and MPEP §
714.25 for an example of a paper which may be
returned.

(C) In an application in which prosecution on the
merits is closed, i.e., after the issuance of an Ex Parte
Quayle action, where an amendment is presented cur
ing the noted formal defect and adding one or more
claims some or all of which are in the opinion of the
examiner not patentable, or will require a further
search, the amendment in such a case will be entered
only as to the formal matter. Applicant has no right to
have new claims considered or entered atthis point in
the prosecution.

(D}In an amendment accompanying a motion
granted only in part, the amendment is entered only to
the extent that the motion was granted.

(E) An amendment filed after March 1,2001, that
amends the specification in a manner that is not in
compliance with 37 CPR l.l2I, and that presents
rewritten or new claims should be entered in part,
rather than refused entry in toto. The proposed
amendments to the specification should be denied
entry and so marked, while the rest of the proposed
amendment complying with 37 CPR1.l21 should be
entered. The application as thus amended is acted on
when reached in its tum, the applicant being advised
that the amendments to the specification have not
been entered. See 37 CFR 1.121 and MPEP §714 for
information regarding amendments to the specifica
tion and their format.

37 CFR 1.121. Manner of making amendments in
application.

(a) Amendments in applications, other than reissue applica
tions. Amendments in applications, other than reissue applica
tions, are made by filing a paper, in compliance with § 1.52,
directing that specified amendments be made.

(b) Specification other than the claims and listings provided
for elsewhere (§§ 1.96 and 1.825).-

(1) Amendment by instruction to delete, replace, or add a
paragraph. Amendments to the specification, other than the
claims and listings provided for elsewhere (§§ 1.96 and 1.825),
may be made by submitting: .

(i) An instruction; which unambiguously identifies
the location, to delete one or more paragraphs of the specification,
replace a deleted paragraph with, one or more replacement para
graphs, or add one or more paragraphs;

(ii) Any replacement or added paragraph(s) in clean
f01111, that is, without markings to indicate the changes that have
been made; and

(iii) Another version of any replacement paragraph(s),
on one or more pages separate from the amendment, marked up to
show all the changes relative to the previous version of the para
graph(s). The changes may he shown by brackets (for deleted
matter) or underlining (for added matter), or by any equivalent
marking 'system.' A marked up version does not have to be sup
plied for an added paragraph or a deleted paragraph as it is suffi
cient to state that a particular,paragraph, has -been added, or
deleted.

(2), Amendment by replacement section. If the,sections of
the specification contain section headings as provided in §§
1.77(b), 1.I54(b), or § 1.I63(c), amendments to the specification,
other than the claims, maybe made by submitting:

(i) A reference to the section heading along with an
instruction to delete that section of the specification and to replace
such deleted section with a replacement section;

(ii) A replacement section in clean form, that is, with
out markings to indicate the changes that have been made; and

(iii) Another version of the replacement section, on one
or more pages separate from the amendment, marked up to show
all changes relative to the previous version of the section. The
changes may be shown by brackets, (for deleted, matter) or under
lining (for added matter), or by any equivalent marking system.

(3) Amendment by ,substitute specification. The specifi
cation, other tharithe claims, may also be 'amended by submitting:

(i) An instruction to replace the specification;

(ii)" A substitute specification in compliance with -§

1.I25(b); and
(iii) Another version of the substitute specification,

separate from the substitute specification, marked up to show all
changes relative to the previous version of the specification. The
changes may be shown by brackets (for deleted matter), or under
lining (for added matter), or by anyequivalent marking system.

Entry of Amendments,
Directions for

714.22

Amendments Inadvertently
Entered, No Legal Effect

714.21
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(4) Reinstatement: Deleted matter may be reinstated only
by a subsequent amendment presenting the previously deleted
matter.

(c) Claims.-
(1) Amendment by rewriting, directions to cancel or add.

Amendments to a claim must be made by rewriting such claim
with all changes (e.g, additions, deletions, modifications)
included. The rewriting of a claim (with the same number) willhe
construed as directing the cancellation of the previous version of
that claim. A claim may also be-canceled by an instruction.

(i) A rewritten or newly added claim must be in clean
form, that is, without markings to indicate the changes that have
been made. A parenthetical expression should follow the claim
number indicating the status of the claim as amended or newly
added (e.g., "amended," "twice amended," or "new").

(ii) If a claim is amended by rewriting such claim with
the same number, the amendment must be accompanied by
another version of the rewritten claim, on one or more pages sepa
rate from the amendment, marked up to show all the changes rela
tive to the previous version of that claim. A parenthetical
expression should follow the claim number indicating the status of
the claim, e.g., "amended," "twice amended," etc. The parentheti
cal expression "amended," "twice amended," etc. should be the
same for both the clean version of the claim under paragraph
(c)(l)(i) of this section and the marked up version under this para
graph. The changes may be shown by brackets (for deleted mat
ter) or underlining (for added matter), or by any equivalent
marking system. A marked up version does not have to be sup
plied for an added claim or a canceled claim as it is sufficient to
state that a particular claim has been added, or canceled.

(2) A claim canceled by amendment (deleted in its
entirety) may be reinstated only by a subsequent amendment pre
senting the claim as a new claim with a new claim number.

(3) A clean version of the entire set of pending claims
may be submitted in a single amendment paper. Such a submis
sion shall be construed as directing the cancellation of all previous
versions of any pending claims. A marked up version is required
only for claims being changed by the current amendment (see
paragraph (c)(l)(ii) of this section). Any claim not accompanied
by a marked up version will constitute an assertion that it has not
been changed relative to the immediate prior version.

(d) Drawings. Application drawings are amended in the fol
lowing manner: Any change to the application drawings must be
submitted on a separate paper showing the proposed changes in
red for approval by the examiner. Upon approval by the examiner,
new drawings in compliance with § 1.84 including the changes
must be filed.

(e) Disclosure consistency. The disclosure must be
amended, when required by the Office, to correct inaccuracies of
description and definition, and to secure substantial correspon
dence between the claims, the remainder of the specification, and
the drawings.

(f) No new matter. No amendment may introduce new mat
ter into the disclosure of an application.

(g) Exception for examiner's amendments: Changes to the
specification, including the claims, of an application made by the
Office in an examiner's amendment may be made by specific

instructions to insert or delete subject matter set forth in the exam
iner's amendment by identifying the precise point in the specifica
tion or the c1aim(s) where the insertion or deletion is to be made.
Compliance with paragraphs (b)(I), (b)(2) or (c)(1) of this section
is not required.

(h) Amendments in reissue applications. Any amendment to
the description and claims in reissue applications must be made in
accordance with § 1.173.

(i) Amendments in reexamination proceedings: Any pro
posed amendment to the description and claims in patents
involved in reexamination proceedings in both ex parte reexami
nations filed under § 1.510 and inter partes reexaminations filed
under § 1.913 must be made in accordance with § 1.530(d)-G)·

(j) Amendments in provisional applications: Amendments
in provisional applications are not normally made. If an amend
ment is made to a provisional application, however, it must com
ply with the provisions of this section. Any amendments to a
provisional application shall be placed in the provisional applica
tion file but may not be entered.

The term "brackets" set forth in 37 CPR 1.121
means square brackets, thus: [ ]. It does not encom
pass and is to be distinguished from parentheses O.

TREATMENT OF NON·COMPLIANT AMEND·
MENTS:

Preliminary amendments and non-final amend
ments which are not in compliance with 37 CPR
1.121 are handled by the technical support staff. The
technical support staff notifies applicant of the defects
by mailing a Notice of Non-Compliant Amendment.
See MPEP § 714.03.

Amendments submitted after a final rejection are to
be forwarded in unentered status to the examiners,
who should address any non-compliance issues in an
advisory action. If an amendment after final rejection
fails to place the application in condition for allow
ance by removing all rejections and/or objections
applied in the final rejection, applicant will be so noti
fied by the examiner in an advisory action. If the
amendment fails to comply with the requirements of
37 CPR 1.121, and the amendment is considered to be
informal, the examiner should provide reasons for the
non-compliance and require applicant to re-submit the
amendment within any remaining period of time (set
in the final rejection). No further extensions of time or
new time periods which might serve to extend the six
month statutory period will be set in the advisory
action. If time remains in the period set in the final
rejection, applicants may re-submit the amendment,
or request an extension of time (with appropriate fee)
in which to do so, but will not be able to obtain an
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When a replacement paragraph or section to the
specification is to be amended, it should be wholly
rewritten and the original insertion canceled, so that
no interlineations or deletions shall appear in the
clause as finally presented. Matter canceled by
amendment can be reinstated only by a subsequent
amendment presenting the canceled matter as a new
insertion. A claim cancelled by amendtnent (deleted
in its entirety) may be reinstated only by a subsequent
amendment presenting the claim as a new claim with
a new claim number.

claims being changed by the current amendment (see
37 CPR 1.121(c)(1)(ii)). Any claim not accompanied
by a marked-up version will constitute an assertion
that it has not been modified relative to the immediate
prior version. Thus, if applicant is not making any
amendments to the claims, but is merely presenting all
pending claims in clean form, without any underlining
or bracketing, a marked-up version should not be pro
vided.

The examiner has no responsibility or burden to
ensure the accuracy of applicant's claim rewriting.
See "Changes to Implement the Patent Business
Goals" Final Rule, 65 ER. 54604, 54639 (Sept. 8,
2000).

The directions for the entry of an .amendment may
be defective. Examples include inaccuracy in the
paragraph number andlor page and line designated, or
a lack of precision where the paragraph Or section to
which insertion of the amendment is directed occurs.
If the correct place of entry is clear from the context,
the amendatory paper will be properly amended in the
Technology Center and notation thereof, initialed in
ink by the examiner, who will assume full responsibil
ity for the change, will be made on the margin of the
amendatory paper. In the next Office action the appli
cant should be informed of this alteration in the
amendtnent and the entry of the amendment as thus
amended. The applicant will also be informed of the
nonentry of an amendment Where defective directions
and context leave doubtas to the intent of applicant.

extension beyond the six-month statntory deadline.
Submission of any amendment at or near the end of
the statutory period should be accompanied by the fil
ing of a Notice of Appeal, in order to eliminate the
risk of abandonment prior to the examiuer acting on
the amendment.

It is suggested that examiners explain in an advi
sory action the reasons why the amendment after final
fails to comply with 37 CPR 1.121, in force as of
March I, 2001.

714.22(a) Amendments Consolidating All
Claims

37 CFR 1.121. Manner of making amendments in
application.

*****

(c) Claims.c-:
(3) .A. clean version of the entire set of pending claims

.may be submitted "ina single amendment paper. Such a submis
sionshallbe construed as directingthe cancellation of all previous
versions of anypending claims. A marked up version is required
only for claims being changed by the current amendment (see
paragraph (c)(l)(ii) of this section). Any claim not accompanied
by a marked up version will constitute an assertion that it has not
been changedrelative to the immediate prior version.

*****
37 CPR 1.121(c)(3) provides for the optional sub

mission of a clean version (with no markings) of all of
the pending claims in one amendtnent paper. Appli
cants have the opportunity to consolidate a.ll previous
versions of pending claims from a series of separate
amendment papers into a single clean version in a sin
gle amendtnent paper. Providing this consolidation of
claims in the file will be beneficial to both the Office
and the applicant for patent printing purposes. When
submitting a rewritten claim in the clean set, the par
enthetical expression identifying the particular ver
sion, if any, from the claim to be rewritten should not
be rewritten in the clean set. The claims, if merely
rewritten in clean form, should retain the same claim
number they had in the earlier version, and be submit
ted in proper numerical order, except for any canceled
claims which would not appear in the rewritten
amendment.

The submission of a clean version of all the pend
ing claims shall be construed as directing the cancel
lation of all previous versions of any pending claims.
A marked-up version would only be needed for

714.23

714.24

Entry of Amendments,
Directions for, Defective

Amendment of Amendments
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715 Swearing Back of Reference
Affidavit or Declaration Under
37 CFR 1.131

37 CFR 1.3. Business to be conducted with decorum and
courtesy.

Applicantsandtheirattorneys or agentsarerequired to conduct
theirbusiness with thePatent andTrademark Office with decorum
and courtesy. Papers presented in violation of this requirement
will be submitted to the Commissionerandwill be returned by the
Commissioner's direct order. Complaints against examiners and
other employees must be made in correspondence separate from
otherpapers.

All papers received in the U.S. Patent and Trade
mark Office shonld be briefly reviewed by the techni
cal snpport staff, before entry, sufficiently to
determine whether any discourteous remarks appear
therein.

If the attorney or agent is discourteous in the
remarks or arguments in his or her amendment, either
the discourtesy should be entirely ignored or the paper
submitted to the Technology Center (TC) Director
with a view toward it being returned. See MPEP
§ 1003. If the TC Director determines that the
remarks are in violation of 37 CPR 1.3, the TC Direc
tor will return the paper.

37 CFR 1.131. Affidavit or declaration ofprior invention.
(a) Whenany claim of anapplication or a patent under reex

amination is rejected, the inventor of the subject matter of the
rejected claim, the ownerof thepatentunder reexamination; orthe
party qualified under §§ 1.42, 1.43, or 1.47, may submit an appro
priate oathor declaration to establishinventionof the subjectmat
terof therejected claim priorto theeffective dateof thereference
or activity on whichthe rejection is based. The effective dateof a
U.S. patent, U.S. patent application publication, or international
application publication under peT Article 21(2) is the earlier of
its publication date or date thatit is effective as a referenceunder
35 U.S.c. 102(e). Prior invention maynot be established under
this section in any country otherthan the UnitedStates, a NAFfA
country, or a WTO membercountry. Prior invention may not be
established under this section before December 8, 1993, in a
NAFfA country otherthan the United States, or beforeJanuary 1,
1996, in a WTO member country other than a NAFTA country.
Priorinvention may not be established under this section if either:

(1) The rejection is based upon a U.S. patent or U.S.
patent application publication of a pendingorpatented application
to another or others whichclaims the samepatentable inventionas
defined in § 1.601(n); or

(2) The rejection is based upona statutory bar.

37 CFR 1.131(a) has been amended to implement
the relevant provisions of Public Law 103-182,
107 Stat. 2057 (1993) (North American Free Trade
Agreement Act), Public Law 103-465, 108 Stat. 4809
(1994) (Uruguay Round Agreements Act), and Public
Law 106-113, 113 Stat. 1501 (1999) (American
Inventors Protection Act), respectively. Under
37 CPR 1.131(a) as amended, which provides for the
establishment of a date of completion of the invention
in a NAFTA or WTO member country, as well as in
the United States, an applicant can establish a date of
completion in a NAFTA member country on or after
December 8, 1993, the effective date of section 331 of
Public Law 103-182, the North American Free Trade
Agreement Act, and can establish a date of comple
tion in a WTO member country other than a NAFfA
member country on or after January 1, 1996, the
effective date of section 531 of Public Law 103-465,
the Uruguay Round Agreements Act (URAA). Acts
occurring prior. to the effective dates of NAFTA or
URAA may be relied upon to show completion of the
invention; however, a date of completion of the inven
tion may not be established under 37 CFR 1.131
before December 8, 1993 in a NAFTA country or
before January 1, 1996 in a WTO countryother than a
NAFTA country.

Any printed publication or activity dated prior to an
applicant's or patent owner's effective filing date, or
any domestic patent of prior filing date, which is in its
disclosure pertinent to the claimed invention, is avail
able for use by the examiner as a reference, either
basic or auxiliary, in the rejection of the claims of the
application or patent under reexamination. In addi
tion, patent application publications having an effec
tive prior art date prior to the application being
examined may be used in a rejection of the claims.
See MPEP § 706.02(a) and § 2136 - § 2136.03.

Such a rejection may be overcome, in certain
instances noted below, by filing of an affidavit or dec
laration under 37 CPR 1.131, known as "swearing
back" of the reference.

(b) The showing of facts shall be such, in character and
weight, as to establishreduction to practice prior to the effective
date of the reference, or conceptionof the invention priorto the
effective date of the reference coupled with due diligence from
priorto said dateto a subsequent reductionto practiceor to the fil
ing of the application. Original exhibits of drawings or records, or
photocopies thereof, mustaccompany andformpart of the affida
vit or declaration or theirabsence satisfactorily explained.

Discourtesy of Applicant
or Attorney

714.25

700-199 August2001



715 MANUAL OF PATENT EXAMINING PROCEDURE

It should be kept in mind that it is the rejection that
is withdrawn and not the reference.

SITUATIONS WHERE 37 CFR 1.131
AFFIDAVITS OR DECLARATIONS CAN BE
USED

Affidavits or declarations nnder 37 CPR 1.131 may
be used, for example:

(A) To antedate a reference or activity that quali
fies as prior art under 35 U.S.c. 102(a) and not under
35 U.S.C. 102(b), e.g., where the prior art date under
35 U.S:C. 102(a) of the patent, the publication or
activity used to reject the claim(s) is less than 1 year
prior to applicant's or patent owner's effective filing
date.

(B) To antedate a reference that qualifies as prior
art under 35 U.S.C. 101(e), where the referencehasa
prior art date under 35 U.S.C. 102(e) prior toappli
cant's effective filing date, and shows but does not
claim the same patentable invention.. See MrEl>
§ 715.05 for a discussion of "same patentable inven
tion." See MPEP § 706.02(a) and § 2136 through
§ 2136.03 for an explanation of what references qual
ifyas prior art under 35 U.S.c. 102(e).

SITUATIONS WHERE 37 CFR 1.131
AFFIDAVITS OR DECLARATIONS ARE
INAPPROPRIATE

An affidavit or declaration under 37 CPR 1.131 is
not appropriate in the following situations:

(A) Where the reference publication date is more
than 1 year prior to applicant's or patent owner's
effective filing date. Such a reference is a "statutory
bar" under 35 U.S.C. 102(b) as referenced in 37 CPR
1.I31(a)(2). A reference that only qualifies asprior art
under 35 U.S.C. 102(a)or (e) is not a "statutory bar."

(B) Where the reference U.S. patent or U.S.
patent application publication claims the same patent
able invention. See MPEP § 715.05 for a discussion
of "same patentable invention" and MPEP § 2306.
Where the reference patent and the application or
patent under reexamination are commonly owned,
and the inventions defined by the claims in the appli
cation or patent under reexamination and by the
claims in the patent are not identical but are not pat
entably distinct, a terminal disclaimer and an affidavit
or declaration under 37 CPR 1.130 may be used to

overcome a rejection under 35 U.S.C. 103. See
MPEP§ 718.

(C) Where the reference is a foreign patent for the
same invention to applicant or patent owner or his or
her legal representatives or assigns issued prior to the
filing date ofthe domestic application or patent on an
application filed more than 12 months prior to the fil
ing date of the domestic application. See 35 U.S.C.
102(d).

(0) Where the effective filing date of applicant's
or patent owner's parent application or an Interna
tional Convention proved filing date is prior to the
effective date of the reference, an affidavit or declara
tion nnder 37 CPR 1.131 is unnecessary because the
reference is not used. See MPEP § 201.11 to
§ 201.15.

(E) Where the reference is a prior U.S. patent to
the same entity, claiming the same invention. The
question involved is one of "double patenting."

(F) Where the reference is the disclosure of a
prior U.S. patent to the same party, not copending.
The question is one of dedication to the public. Note
however, In re Gibbs, 437 F.2d 486, 168 USPQ 578
(CCPA 1971) which substantially did away with the
doctrine of dedication.

(GjWhere applicant has clearly admitted on the
record thatsubject matter relied on in the reference is
prior art. In this case, that subject matter may be used
as a basis for rejecting his or her claims and may not
be overcome by an affidavit or declaration under 37
CFR 1.131. In re Hellsund,474 F.2d1307, 177 USPQ
170 (CCPA 1973); In re Garfinkel, 437 F.2d 1000,
168 USPQ659 (CCPA 1971); In re Blout, 333 F.2d
928,142 USPQ 173 (CCPA 1964); In re Lopresti, 333
F.2d 932,142 USPQ 177 (CCPA 1964).

(H) Where the subject matter relied upon is prior
art under 35 U.S.C. 102(f).

(I) Where the subject matter relied on in the ref
erence is prior art under 35 U.S.C. 102(g). 37 CPR
1.131 is designed to permit an applicant to overcome
rejections based on references or activities which are
not statutory bars, but which have dates prior to the
effective filing date of the application but subsequent
to the applicant's actual date of invention. However,
when the subject matter relied on is also available
under 35 U.S.C. 102(g), a 37 CFR 1.131 affidavit or
declaration cannot be used to overcome it. In re Bass,
474 F.2d 1276, 177 USPQ 178 (CCPA 1973). This is

August 2001 700-200



EXAMINATION OFAPPLICATIONS 715

because subject matter which is available under
35 U.S.C. !02(g) by definition must have been made
before the applicant made his or her invention. By
contrast, references under 35 U.S.C. !02(a) and (e),
for example, merely establish a presumption that their
subject matter was made before applicant's invention
date. It is this presumption which may be rebutted by
evidence submitted under 37 CFR 1.131.

(1) Where the snbject matter corresponding to a
lost count in an interference is either prior art under
35 U.S.C. !02(g) or barred to applicant by the doc
trine of interference estoppel. In re Bandel, 348 F.2d
563, 146 USPQ 389 (CCPA 1965); In re Kroekel, 803
F.2d 705, 231 USPQ 640 (Fed. Cir. 1986). See also In
re Deckler, 977 F.2d 1449, 24 USPQ2d 1448 (Fed.
Cir. 1992) (Under the principles of res judicata and
collateral estoppel, applicant was not entitled to
claims that were patentably indistinguishable from the
claim lost in interference even though the subject mat
ter of the lost count was not available for use in an
obviousness rejection under 35 U.S.C. !O3). But see
In re Zietz, 893 F.2d 319, 13 USPQ2d 1320 (Fed. Cir.
1989) (A losing party to an interference, on showing
that the invention now claimed is not "substantially
the same" as that of the lost count, may employ the
procedures of 37 CFR 1.131 to antedate the filing date
of an interfering application). On the matter of when a
"lost count" in an interference constitutes prior art
under 35 U.S.C. !02(g), see In re McKellin, 529 F.2d
1342, 188 USPQ 428 (CCPA 1976) (A count is not
prior art under 35 U.S.c. !02(g) as to the loser of an
interference where the count was lost based on the
winner's foreign priority date). Similarly, where one
party in an interference wins a count by establishing a
date of invention in a NAFTA or WTO member coun
try (see 35 U.S.c. 104), the subject matter of that
count is unpatentable to the other party by the doc
trine of interference estoppel, even though it is not
available as statutory prior art under 35 U.S.C.
!02(g). See MPEP § 2138.01 and § 2138.02.

REFERENCE DATE TO BE OVERCOME

The date to be overcome under 37 CPR 1.131 is the
effective date of the reference (i.e., the date on which
the reference is available as prior art).

A. U.S. Patents and U.S. Patent Application
Publication

See MPEP § 706.02(a) and § 2136 through §
2136.03 for a detailed discussion of the effective date
of a U.S. patent or U.S. patent application publication
as a reference.

U.S. patent application publications are available as
prior art under 35 U.S.c. !02(e) against utility and
plant patent applications (including. reissues) that
were filed on or after November 29, 2000, or that
were voluntarily published, and for reexaminations of
patents based on such applications. In other words,
utility and plant patent applications (including reis
sues) filed prior to November 29, 2000, that have not
voluntarily published, design applications and reex
aminations of patents based on such applications are
subject to rejections based on U.S. patent application
publications under 35 U.S.C. !02(a), but not 35
U.S.C. 102(e).

Should it be established that the portion of the
patent, or patent application publication, disclosure
relied on as the reference was introduced into the
patent application by amendment and as such was
new matter, the date to be overcome by the affidavit
or declaration is the date of amendment. In re Willien,
74 F.2d 550, 24 USPQ 210 (CCPA 1935). The effec
tive date of a domestic patent when used as a refer
ence is not the foreign filing date to which the
application for patent may have been entitled under
35 U.S.C. 1I9(a) during examination. In re Hilmer,
359 F.2d 859, 149 USPQ 480 (CCPA 1966). There
fore, the date to be overcome under 37 CPR 1.131 is
the effective U.S. filing date, not the foreign priority
date. When a U.S. patent or U.S. patent application
publication reference is entitled to claim the benefit of
an earlier filed application, its effective filing date.is
determined under 35 U.S.c. !02(e). See MPEP
§ 706.02(a) and § 2136 through § 2136.03.

B. Foreign Patents

See MPEP § 2126 through § 2127 regarding date of
availability of foreign patents as prior art.

C. Printed Publications

A printed publication, including a published for
eign patent application, is effective as of its publica
tion date, not its date of receipt by the publisher. For
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additional information regarding effective dates of
printed publications, see MPEP § 2128 through §
2128.02.

D. Activities

An applicant may make an admission, or submit
evidence of use of the invention or knowledge of the
invention by others, or the examiner may have per
sonal knowledge that the invention was used or
known by others in this country. See MPEP
§ 706.02(c) and § 2133.03. The effective date of the
activity used to reject the claim(s) is the date the
activity was first known to have occurred.

FORM PARAGRAPHS

Form paragraphs 7.57-7.64 may be used to respond
to 37 CPR 1.131 affidavits.

'f[ 7.57 Affidavit or Declaration Under 37 CFR 1.131:
Ineffective- Heading

The [II filed on [2] under 37 CPR 1.131 has been considered
but is ineffective to overcome the [3] reference.

Examiner Note:
1. In bracket I,insert either daffidavit..- or --deClaration--.

2. This form paragraph must be followed by one or more of
form paragraphs 7.58 to 7.63 or a paragraph setting forthproper
basis for the insufficiency, such as failure to establish acts per
formed in this country, or that the scope of the declaration or affi
davit is not commensurate with the scope of the claim(s).

'f[ 7.58 Affidavit or Declaration Under 37 CFR 1.131:
Ineffective, Claiming Same Invention

The [1] reference is.aU.S. patent or U.S. patent application
publication of a pending or patented application that claims the
rejected invention. An. affidavit or declaration is irl~ppropriate

under 37 CPR 1.131(a) when the reference is claiming the same
patentableinvention,see:MPEP § 2306. If the reference and this
application' are not commonly owned, the reference can only-be
overcome by establishing priority of invention through interfer
ence proceedings.. See :MPEP.Chapter 2300 for information on
initiating interference proceedings. If the reference and this appli
cation are commonly owned, the patent may be disqualified as
prior art by an affidavit or declaration under 37CFR 1.130. See
MPEP § 718.

Examiner Note:
1. If used to respond to the submission of an affidavit under 37
CPR 1.131, this paragraph must bepreceded by paragraph 7.57.

2. This form .paragraph may be used without form.paragraph
7.57 when an affidavit has' not yet been filed, and the examiner
desires to notify applicant that the submission of an affidavit
under 37 CPR 1.131 would be inappropriate.

'f[ 7.59 Affidavit or Declaration Under 37CFR 1.131:
Ineffective, Insufficient Evidence of Reduction to Practice
Before Reference Date

The. evidence .submitred is insufficient to establish a reduction
to practice of the invention in this country or a NAFrA or WTO
member couhtrYprior to the effective date of the' [1] reference. [2]

Examiner Note:
1. This form paragraph must be preceded by form paragraph
7.57.
2. An explanation of the lack of showing of the alleged reduc
tion to practice must be provided In bracket 2.

'f[ 7.60 Affidavit or Declaration Under 37 CFR 1.131:
Ineffective, Reference Is a Statutory Bar

The [1] reference is a statutory bar under 35 U.S ,C. 102(b) and
thus cannot be overcome by an affidavit or declaration under 37
CPR 1.131.

Examiner Note:
This form paragraph must be preceded by form paragraph 7.57.

'f[ 7.61 Affidavit or Declaration Under 37 CFR 1.131:
Ineffective, Insufficient Evidence of Conception

The evidence submitted is insufficient to establish a conception
of the invention prior to the effective date of the [1] reference.
While conception is the mental part of the inventive act,' it must be
capable of proof, such as by demonstrative evidence or by a com
pletedisclosure to another. Conception is more than a vague idea
of how to solve a problem. The requisite means themselves and
their interaction must also ~e comprehended. See Mergenthaler v.
Scudder. 1897 C.D. 724, 81 O.G. 1417 (D.C. Cir. 1897). [2]

Examiner Note:
1. This form paragraph must be preceded by form paragraph
7.57.

2. An explanation of the deficiency in the showing of concep
tion mustbe presented' in bracket 2.
3. If the <affidavit additionally fails to establish either diligence
or a subsequent reduction to practice, this form paragraph should
be followed by form paragraph 7.62 and/or 7.63. If either dili
gence or a reduction to practice is established, a statement to that
effect should follow this paragraph.

'f[ 7.62 Affidavit or Declaration Under 37 CFR 1.131:
Ineffective, Diligence Lacking

The evidence submitted is insufficient to' establish diligence
from a date prior to the date of reduction to practice of the [1] ref
erence to either a constructive reduction to practice or an actual
reduction to practice. [2]

Examiner Note:
1. This form paragraph must be preceded by form paragraph
7.57.
2. If the affidavit additionally fails to establish conception, this
paragraph must also be preceded by form paragraph 7.61. If the
affidavit establishes' conception, a statement to that effect should
be added to this paragraph.
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3. If the affidavit additionally fails to establish an alleged
reduction to practice prior to the application filing.date, this para
graph must be followed by form paragraph 7.63. If such an
alleged reduction to practice is established, a statement to that
effect should be added to this paragraph.

4. An explanation of the reasons for a holding of non-diligence
must be provided in bracket 2.

5. See MPEP § 715.07(a). Ex parte Merz. 75 USPQ 296 (Bd.
App. 1947), which indicates that diligence is not required after
reduction to practice.

'l 7.63 Affidavit or Declaration Under 37 CFR 1.131:
Ineffective, Insufficient Evidence of Actual Reduction to
Practice

The evidence submitted is insufficient to establish applicant's
alleged actual reduction to practice of the invention in this country
or a NAFTA or WTO member country after the effective date of
the [11 reference. [21.

erences or activities which are available as prior art
under 35 U.S.C. 102(a) or references which are avail
able as prior art under 35 U.S.C. 102(e) by proving
that the subject matter relied upon in the reference or
activity was applicant's own invention.

Similarly, where the reference relied upon in a
35 U.S.c. 103 rejection qualifies as prior art only
under 35 U.S.c. 102(f) or (g), or, in an application
filed on or after November 29, 1999, under 35 U.S.C.
102(e), applicant may be able to overcome this rejec
tion by proving that the subject matter relied upon and
the claimed invention were commonly owned or sub
ject to common assignment at the time the later inven
tion was made. See MPEP § 706.02(])(1) through
§ 706.02(])(3).

'l 7.64 Affidavit or Declaration Under 37 CFR 1.131:
Effective To Overcome Reference

The [11 filed on [21 under 37 CFR 1.131 is sufficient to over
come the [3] reference.

Examiner Note:
1. In bracket 1, insert either --affidavit-- or --declaration--.

2. In bracket 2, insert the filing date of the affidavit or declara
tion.

3. In bracket 3, insert the name of the reference.

The purpose of a 37 CFR 1.131 affidavit or declara
tion is to overcome a prior art rejection by proving
invention of the claimed subject matter by applicant
prior to the effective date of the reference or activity
relied upon in the rejection.

In some situations, an applicant may, alternatively,
be able to overcome prior art rejections relying on ref-

Examiner Note:
1. This form paragraph must be preceded by form paragraph
7.57.
2. If the alleged reduction to practice is prior to the effective
date of the reference, do not use this paragraph. See form para
graph 7.59.
3. If the affidavit additionally fails to establish either concep
tion or diligence, form paragraphs 7.61 and/or 7.62 should pre
cede this paragraph. If either conception or diligence is
established, a statement to that effect should be included after this
paragraph.
4. An explanation of the lack of showing of the alleged reduc
tion to practice must be given in bracket 2.

When subject matter, disclosed but not claimed in a
patent or application publication filed jointly by S and
another, is claimed in a later application filed by S, the
joint patent or application publication is a valid refer
ence unless overcome by affidavit or declaration
under 37 CFR J.J31 or an unequivocal declaration
under 37 CPR J.J32 by S that he/she conceived or
invented the subject matter disclosed in the patent or
application publication and relied on in the rejection.
In re DeBaun, 687 F.2d 459, 214 USPQ 933 (CCPA
1982). See MPEP § 7J6.10 for a discussion of the use
of 37 CFR J.J32 affidavits or declarations to over
come rejections by establishing that the subject matter
relied on in the patent or application publication was
the invention of the applicant. Disclaimer by the other
patentee or applicant of the application publication
shonld not be required but, if submitted, may be
accepted by the examiner.

Aithough affidavits or declarations submitted for
the purpose of establishing that the reference discloses
applicant's invention are properly filed under 37 CFR
J.J32, rather than 37 CFR J.J31, such affidavits sub
mitted improperly under 37 CFR J.J31 wiJ1 be con
sidered as though they were filed under 37 CFR J.J32
to traverse a ground of rejection. In re Facius, 408
F.2d 1396, 161 USPQ 294 (CCPA 1969).

715.01(a) Reference Is a Joint Patent or
Published Application to
Applicant and Another

37 CFR 1.131 Affidavits Versus
37 CFR 1.132 Affidavits

715.01
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715.01(b) Reference and Application
Have Common Assignee

The mere fact that the reference patent or applica
tion publication which shows but does not claim cer
tain subject tnatter and the application which claims it
are owned by the same assignee does not avoid the
necessity of filing an affidavit or declaration under 37
CPR 1.131, in the absence of a showing under
37 CFR 1.132 that the patentee derived the subject
matter relied on from the applicant (MPEP § 716.10).
The common assignee does not obtain any rights in
this regard by virtue of common ownership which he
or she would not have in the absence of common
ownership. In re Frilette, 412 F.2d 269, 162 USPQ
163 (CCPA 1969); Pierce v. Watson, 275 F.2d 890,
124 USPQ 356 (D.C. Cir. 1960); In re Beck, 155 F.2d
398,69 USPQ 520 (CCPA 1946). Where, however, a
rejection is applied under 35 U.S.C. 102(f)/103 or
35 U.S.c. 102(g)/I03 ,or, in an application filed on or
after November 29, 1999, nnder 35 U.S.c. 102(e)/103
using the reference, a showing that the invention
was commonly owned, or subject to an obligation of
assignment to the same person, at the time the later
invention was made wonld preclude such a rejection
or be sufficient to overcome such a rejection. See
MPEP § 706.02(1) and § 706.02(1)(1).

715.01(c) Reference Is Publication of Ap
plicant's Own Invention

/

Unless it is a statutory bar, a rejection based on a
publication may be overcome by.a showing that it was
published either by applicant himself/herself or on
his/her behalf. Since such a showing is not made to
show a date of invention by applicant prior to the date
of the reference under 37 CPR 1.131, the limitation in
35 U.S.c. 104 and in 37 CPR 1.131(a)(I) that only
acts which occurred in this country or in a NAFTA or
WTO member country may be relied on to establish a
date of invention is not applicable. Ex parte Lemieux,
115 USPQ 148, 1957 C.D. 47, 725 O.G. 4 (Bd. App.
1957); Ex parte Powell, 1938 C.D. 15,489 O.G. 231
(Bd. App. 1938). See MPEP § 716.10 regarding .37

CFR 1.132 affidavits submitted to show that the refer
ence is a publication of applicant's own invention.

CO-AUTHORSHIP

Where the applicant is one of the co-authors of a
publication cited against his or her application, he or
she may overcome the rejection by filing an affidavit
or declaration under 37 CPR 1.131. Alternatively, the
applicant may overcome the rejection by filing a spe
cific affidavit or declaration under 37 CPR 1.132
establishing that the article is describing applicant's
own work. An affidavit or declaration by applicant
alone indicating that applicant is the sole inventor and
that the others were merely working under his or her
direction is sufficient to remove the publication as a
reference under 35 U.S.C. 102(a). In re Katz, 687 F.2d
450,215 USPQ 14 (CCPA 1982).

DERIVATION

When the unclaimed subject matter of a patent,
application publication, or other publication is appli
cant's own invention, a rejection on that patent or
publication may be removed by submission of evi
dence establishing the fact that the patentee, applicant
of the published application, or author derived his or
her knowledge of the relevant subject matter from
applicant. Moreover applicant must further show that
he or she made the invention upon which the relevant
disclosure in the patent, application publication, or
other publication is based. In re Mathews, 408 F.2d
1393, 161 USPQ 276 (CCPA 1969); In re Facius, 408
F.2d 1396, 161 USPQ 294 (CCPA 1969).

715.01(d) Activities Applied Against the
Claims

Unless it is a statutory bar, a rejection based on an
activity showing that the claimed invention was used
or known prior to the filing date of the application
may be overcome by an affidavit or declaration under
37 CPR 1.131 establishing a date of invention prior to
the date of the activity. Alternatively, the applicant(s)
may overcome the rejection by filing a specific affida
vit or declaration under 37 CFR 1.132 showing that
the activity was performed by the applicant(s).
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The 37 CPR 1.131 affidavit or declaration must
establish possession of either the whole invention
claimed or something falling within the claim (such as
a species of a claimed genus), in the sense that the
claim as a whole reads on it. In re Tanczyn, 347 F.2d
830, 146 USPQ 298 (CCPA 1965) (Where applicant
claims an alloy comprising both nitrogen and molyb
denum, an affidavit showing applicant made an alloy
comprising nitrogen but not molybdenum is not suffi
cient under 37 CPR 1.131 to overcome a rejection
under 35 U.S.C. 103 based on the combined teachings
of one reference disclosing an alloy comprising nitro
gen but not molybdenum and a second reference dis
closing an alloy comprising molybdenum but not
nitrogen). Note, however, where the differences
between the claimed invention and the disclosure of
the reference(s) are so small as to render the claims
obvious over the reference(s), an affidavit or declara
tion under 37 CPR 1.131 is required to show no more
than the reference shows. In re Stryker, 435 F.2d
1340, 168 USPQ 372 (CCPA 1971). In other words,
where the examiner, in rejecting a claim under 35
U.S.C. 103, has treated a claim limitation as being an
obvious feature or modification of the disclosure of
the reference(s) relied upon, without citation of a ref
erence which teaches such feature or modification, a
37 CFR 1.131 affidavit or declaration may be suffi
cient to overcome the rejection even if it does not
show such feature or modification.

Further, a 37 CFR 1.131 affidavit is not insufficient
merely because it does not show the identical disclo
sure of the referencers) or the identical subject matter
involved in the activity relied upon. If the affidavit
contains facts showing a completion of the invention
commensurate with the extent of the invention as
claimed is shown in the reference or activity, the affi
davit or declaration is sufficient, whether or not it is a
showing of the identical disclosure of the reference or
the identical subject matter involved in the activity.
See In re Wakefield, 422 F.2d 897, 164 USPQ 636
(CCPA 1970).

Even if applicant's 37 CFR 1.131 affidavit is not
fully commensurate with the rejected claim, the appli-

715.02 How Much of the Claimed
Invention Must Be Shown,
Including the General Rule
as to Generic Claims

cant can still overcome the rejection by showing that
the differences between the claimed invention and the
showing under 37 CFR 1.131 would have been obvi
ous to one ofordinary skill in the art, in view of appli
cant's 37 CFR 1.131 evidence, prior to the effective
date of the reference(s) or the activity. Such evidence
is sufficient because applicant's possession of what is
shown carries. with it possession of variations and
adaptations which would have been obvious, at the
same time, to one of ordinary skill in the art. How
ever, the affidavit or declaration showing .must still
establish possession of the invention (i.e., the basic
inventive concept) and not just of what one reference
(in a combination of applied references) happens to
show, if that reference does not itself teach the basic
inventive concept. In re Spiller, 500 F.2d 1170, 182
USPQ6l4 (CCPA 1974) (Claimed invention was use
of electrostatic forces to adhere dry starch particles to
a wet paper web on the Fourdrinier wire of a paper
making machine. 37 CPR 1.131 affidavit established
use of electrostatic forces to adhere starch particles to
wet blotting paper moved over a fluidized bed of
starch particles prior to the applied reference date.
Affidavit was sufficient in view of prior art reference
showing that deposition of dry coatings directly on
wet webs on the Fourdrinier wire of a paper-making
machine was well known in the art prior to the date of
the applied reference. The affidavit established pos
session of the basic invention, i.e., use of electrostatic
forces to adhere starch to wet paper.),

SWEARING BEHIND ONE OF A PLURALITY
OF COMBINED REFERENCES

Applicant may overcome a 35 U.S.C 103 rejection
based on a combination of references. by showing
completion of the invention by applicant prior to the
effective date of any of the references; applicant need
not antedate the reference with the earliest filing date.
However, as discussed above, applicant's 37 CPR
1.131 affidavit must show possession of either the
whole invention as claimed or something falling
within the c1aim(s) prior to the effective date of the
reference being antedated; it is not enough merely to
show possession of what the reference happens to
show if the reference does not teach the basic inven
tive concept.

Where a claim has been rejected under 35 U.S.c.
103 based on Reference A in view of Reference B,
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with the effective date of secondary Reference B
being earlier than that of Reference A, the applicant
can rely on the teachings of Reference B to show that
the differences between what is shown in his or her 37
CFR 1.131 affidavit or declaration and the claimed
invention would have been obvious to one ofordinary
skill in the art prior to the date of Reference A. How
ever, the 37 CFR 1.131 affidavit or declaration must
still establish possession of the claimed invention, not
just what Reference A shows, if Reference A does not
teach the basicinventiveconcept,

GENERAL RULE AS TO GENERIC CLAIMS

REFERENCE OR ACTIVITY DISCLOSES
SPECIES

A. Species Claim

Where the claim under rejectiou recites a species
and the reference. or activity discloses the claimed
species, the rejection can be overcome under 37 CFR
1.131 directly by showing prior completion of the
claimed species or indirectly by a showing of prior
completion. of a different species coupled with a
showing thatthe claimed species would have been an
obvious modification of the species completed by
applicant. See In re Spiller, 500 F.2d 1170, 182 USPQ
614 (CCPA 1974).

When: generic claims have been rejected on a refer
ence .or activity which discloses a species not ante
dated by the affidavit or declaration, the rejection will
not ordinarily be withdrawn, subject to the rules set
forth below, unless the applicant is able to establish
that he or she was in possession of the generic inven
tion prior to the effective date of the reference or
activity. In other words, the affidavit or declaration
under 37 CPR 1.131 must show as much as the mini
mum disclosure required by a patent specification to
furnish support for a generic claim.

A reference or activity applied against generic
claims may (in most cases) be antedated as to such
claims. by an affidavit or declaration under 37 CFR
1.131 showing completion of the invention of only a
single species, within the genus, prior to the effective
date of the reference or activity (assuming, of course,
that the reference or activity is not a statutory bar or a
patent, or an application publication, Claiming the
sameinvention). See Ex parte Biesecker; 144 USPQ
129 (Bd, App. 1964). See, also, In re Fong, 288 F.2d
932,129 USPQ 264 (CCPA 1961); In reDefano, 392
F.2d 280, 157 USPQ 192 (CCPA 1968) (distinguish
ing chemical species of genus compounds from
embodiments of a single invention). See,hoWever,
MPEP § 715.03 for practice relative to cases in unpre
dictable arts.

715.03 Genus-Species, Practice Relative
to Cases Where Predictability Is
in Question

B. Genus Claim

The principle is well established that the disclosure
of a species in a cited reference is sufficient to prevent
a later applicant from obtaining a "generic claim." In
re Gosteli, 872 F.2d 1008, 10USPQ2d 1614 (Fed. Cir.
1989); In re Slayter, 276 F.2d 408, 125 USPQ 345
(CCPA 1960).

Where the only pertinent disclosure in the reference
or activity is a single species of the claimed genus, the
applicant can overcome the rejection directly under 37
CFR 1.131 by showing prior possession of the species
disclosed in the reference or activity. On the other
hand, a reference or activity which discloses several
species of a claimed genus can be overcome directly
under 37 CFR 1.131 only by a showing that the appli
cant completed, prior to the date of the reference or
activity, all of the species shown ill the reference. In re
Stempel, 241F.2d 755, 113 USPQ 77 (CCPA 1957).

Proof of prior completion of a species different
from the species of the reference or activity will be
sufficient to overcome a reference indirectly under 37
CFR 1.131 if the species shown in the reference or
activity would have been obvious in view of the spe
cies shown to have been made by the applicant. In re
Clarke, 356 F.2d 987, 148 USPQ 665 (CCPA 1966);
In re Plumb, 470 F.2d 1403, 176 USPQ 323 (CCPA
1973); In re Hostettler, 356 F.2d 562, 148 USPQ 514
(CCPA 1966).· Alternatively, if the applicant cannot
show possession of the species of the reference or
activity in this manner, the applicant may be able to
antedate the reference or activity indirectly by, for
example, showing prior completion of one or more
species which put him or her in possession of the
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claimed genus prior to the reference's or activity's
date. The test is whether the species completed by
applicant prior to the reference date or the activity's
date provided an adequate basis for iuferriug that the
invention has generic applicability. In re Plumb, 470
F.2d 1403, 176 USPQ 323 (CCPA 1973); In re Rainer,
390 F.2d 771, 156 USPQ 334 (CCPA 1968); In re
Clarke, 356 F.2d 987, 148 USPQ 665 (CCPA 1966);
In re Shokal, 242 F.2d 771, 113 USPQ 283 (CCPA
1957).

It is not necessary for the affidavit evidence to
show that the applicant viewed his or her invention as
encompassing more thau the species actually made.
The test is whether the facts set out in the affidavit are
such as would persuade one skilled in the art that the
applicant possessed so much of the invention as is
shown in the reference or activity. In re Schaub, 537
F.2d 509, 190 USPQ 324 (CCPA 1976).

C. Species Versus Embodiments

References or activities which disclose one or more
embodiments of a siugle claimed invention, as
opposed to species of a claimed genus, canbe over
come by filing a 37 CFR 1.131 affidavit showiug
prior completiou of a single embodiment of the iuveu
tion, whether it is the same or a different embodiment
from that disclosed in the refereuce or activity. See In
re Fang, 288 F.2d 932, 129 USPQ 264 (CCPA 1961)
(Where applicaut discloses and claims a washing
solution comprising a detergent aud polyvinylpyrroli
doue (PVP), with no criticality alleged as to the par
ticular detergeut used, the PVP being used as a soil
suspending agent to preveut the redeposition of the
soil removed, the invention was viewed as the use of
PVP as a soil-suspending agent in washing with a
detergent. The disclosure iu therefereuce of the use of
PVP with two detergeuts, both of which differed from
that showu in applicant's 37 CPR 1.131 affidavit, was
considered a disclosure of different embodiments of a
siugle inveution, rather than species of a claimed
geuus); In re Delano, 392 F.2d 280, 157 USPQ 192
(CCPA1968).

REFERENCE OR ACTIVITY DISCLOSES
CLAIMED GENUS

In geueral, where the reference or activity discloses
the.claimed geuus, a showing of completion of a sin
gle species within the genus is sufficient to antedate

the reference or actrvtty under 37 CFR 1.131. Ex
parte Biesecker, 144 USPQ 129 (Bd. App. 1964).

In cases where predictability is in question, on the
other hand, a showing of prior completion of one or a
few species within the disclosed genus is generally
not sufficient to overcome the reference or activity. In
re Shokal, 242 F.2d 771, 113 USPQ 283 (CCPA
1957). The test is whether the species completed by
applicant prior to the reference date or the date of the
activity provided an adequate basis for inferring that
the invention has generic applicability. In re Mantell,
454 F.2d 1398, 172 USPQ 530 (CCPA 1973); In re
Rainer, 390 F.2d 771, 156 USPQ 334 (CCPA 1968);
In re DeFano, 392 F.2d 280, 157 USPQ 192 (CCPA
1968); In re Clarke, 356 F.2d 987, 148 USPQ 665
(CCPA 1965). In the case of a small genus such as the
halogens, which consists of four species, a reduction
to practice of three, or perhaps even two, species
might show possession of the generic invention, while
in the case of a genus comprising hundreds of species,
reduction to practice of a considerably larger number
of species would be necessary. In re Shokal, supra.

It is not necessary for the affidavit evidence to
show that the applicant viewed his or her invention as
encompassing more than the species he or she actu
ally made. The test is whether the facts set out in the
affidavit are such as would persuade one skilled in the
art that the applicant possessed so much of the inven
tion as is shown in the reference. In re Schaub, 537 F.
509,190 USPQ 324 (CCPA 1976).

715.04 Who May Make Affidavit or
Declaration; Formal Require
ments of Affidavits and Declara
tions

WHO MAY MAKE AFFIDAVIT OR DECLARA
TION

The following parties may make an affidavit or
declaration under 37 CPR 1.131:

(A) All the inventors of the subject matter
claimed.

(B) An affidavit or declaration by less than all
named inventors of an application is accepted where it
is shown that less than all named inventors of an
application invented the subject matter of the claim or
claims under rejection. For example, one of two joint
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declarant's own krtowledge are true and that all state
ments tuade on information and belief are believed to
be true.

'Jf 23.14.01 Claims Not Copied Within One Year of
Application Publication Date

Claim [II rejected under 35 U.S.C. 135(b) as not being made
prior to one year from the date on which [2] was published under
35 U.S.C. 122(b). See In re McGrew, 120 F.3d 1236, 1238, 43
USPQ2d 1632,1635 (Fed. Cir. 1997) where the Court held that the
application of 35 V.S.c. 135(b) is not limited to inter partes inter
ference proceedings, but may be used as abasis for ex parte rejec
tions.

When the reference in question is a noncommonly
owned U.S. patent or patent application publication
claiming the same invention as applicant and its pub
lication date is less than I year prior to the presenta
tion of claims to that invention in the application
being examined, applicant's remedy, if any, must be
by way of 37 CFR 1.608 instead of 37 CPR 1.131. If
the reference is claiming the same invention as the
application and its publication dateis less than I year
prior to the presentation of claims to.that invention in
the application, this fact should be noted in the Office
action. The reference can then be overcome only by
way of interference. See MPBP §§ 2306-2308. If the
reference is claiming the same invention as the appli
cation and its publication date is 1 year or more prior
to the presentation of claims to that invention in the
application, a rejection of the claims of the application
under 35 U.S.c. 135(b) should be made.· See In re
McGrew, 120 F.3d 1236, 1238, 43 USPQ2d 1632,
1635 (Fed. Cit. 1997) (The court holding that applica
tion of 35 U:S.C. 135(b) is not limited to inter partes
interference proceedings, but may be used as a basis
for ex parte rejections.).

Form paragraph 23.14 or 23.14.01 may be used
when making a rejection under 35 U.S.C. 135(b).

'Jf 23:14 Claims Not Copied Within One Year of Patent
Issue Date

Claim lll rejected under 35 U.S.C. 135(b) as not being made
prior to one year frornthe date on which U.S. Patent No. [2] was
granted. See In re McGrew, 120 F.3d 1236, 1238, 43 USPQ2d
1632,1635 (Fed. Cir. 1997) where the Court held that. the applica
tion of 35U.S;C. 135(b) is not limited to inter partes interference
proceedings, but may-be used as a basis for ex parte rejections.

inventors is accepted where it is shown that one of the
joint inventors is the sole inventor of the claim or
claims under rejection.

(C) A party qualified under 37 CPR 1.42, 1.43, or
1.47 in situation where some or all of the inventors are
not available or not capable of joining in the filing of
the application.

(D) The assignee or other party in interest when it
is not possible to produce the affidavit or declaration
of the inventor. Ex parte Foster, 1903 C.D. 213, 105
O.G. 261 (Comm'r Pat. 1903).

Affidavits Or declarations to overcome a rejection
of a claim or claims must be made by the inventor or
inventors of the subject matter of the rejected
claim(s), a party qualified under 37 CFR 1.42, 1.43, or
1.47, or the assignee or other party in interest when it
is not possible to produce the affidavit or declaration
of theinventor(s). Thus, where all of the named
inventors of a pending application are not inventors of
every claim of the application, any affidavit under 37
CFR 1.131 could be signed by only the inventor(s) of
the subject matter of the rejected claims. Further,
where it is shown that a joint inventor is deceased,
refuses·to sign, or is otherwise unavailable, the signa
tures of the remaining joint inventors are sufficient.
However, the affidavit or declaration, even though
signed by fewer than all the joint inventors; must
show completion of the invention by all of the joint
inventors of the subject matter of the claim(s) under
rejection. In re Carlson, 79 F.2d 900, 27 USPQ 400
(CCPA 1935).

FORMAL REQUIREMENTS OF AFFIDAVITS
AND DECLARATIONS

An affidavit is a statement in writing made under
oath before a notary public, magistrate,· or officer
authorized to administer oaths. See MPBP § 604
through § 604.06 for additional information regarding
formal requirements of affidavits.

37 CPR 1.68 permits a declaration to be used
instead of an affidavit. The declaration must include
an ackrtowledgment by the declarant that willful false
statements and the like ate punishable by fine or
imprisonment, or both (18 U.S.C. 1001) and may
jeopardize the validity of the application or any patent
issuing thereon. The declarant must set forth in the
body ofthe declaration that all statements made of the

715.05 U.S. Patent or Application Publi
cation Claiming Same
Invention
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EXAMINATION OF APPLICATIONS 715.07

(A) attached sketches;
(B) attached blueprints;
(C) attached photographs;
(D) attached reproductions of notebook entries;
(E) an accompanying model;
(F) attached supporting statements by witnesses,

where verbal disclosures are the evidence relied upon.

The essential thing to be shown under 37 CFR
1.131 is priority of invention and this may be done by
any satisfactory evidence of the fact. FACTS, not con
clusions, must be alleged. Evidence in the form of
exhibits may accompany the affidavit or declaration.
Each exhibit relied upon should be specifically
referred to in the affidavit or declaration, in terms of
what it is relied upon to show. For example, the alle
gations of fact might be supported by submitting as
evidence one or more of the following:

To allow an applicant to do so would result in the issu
ance of two patents to the same invention.

Since 37 CFR 1.131 defines "same patentable
invention" in the same way as the interference rules
(37 CFR 1.601(nj), the USPTO cannot prevent an
applicant from overcoming a reference by a 37 CFR
1.131 affidavit or declaration on the grounds that the
reference claims applicant's invention and, at the
same time, deny applicant an interference on the
grounds that the claims of the application and those of
the reference are not for substantially the same inven
tion. See In re Eickmeyer, 602 F,2d 974, 202 USPQ
655 (CCPA 1979). Where, in denying an applicant's
motion in interference to substitute a broader count, it
is held that the limitation to be deleted was material
for the opponent patentee, this constitutes a holding
that the proposed count is for an invention which is
not the "same patentable invention" claimed by the
reference. Therefore, the applicant may file an affida
vit or declaration under 37 CFR 1.131 to overcome a
prior art rejection based on the reference. Adler v. Klu
ver, 159 USPQ 511 (Bd. Pat. Int. 1968).

Form paragraph 7.58 (reproduced in MPEP § 715)
may be nsed to note such a situation in the Office
action.

GENERAL REQUIREMENTS

DocumentaryFacts and
Evidence

715.07

As provided in 37 CFR 1.60I(i), an interference
may be declared whenever an examiner is of the opin
ion that an application and a reference contain claims
for the "same patentable invention." An applicant
who is claiming an invention which is identical to, or
obvious in view of, the invention as claimed in a
domestic patent or patent application publication can
not employ an affidavit under 37 CFR 1.131 as a
means for avoiding an interference with the reference.

Where the reference and the application or
patent under reexamination are commonly owned,
and the inventions defined by the claims in the appli
cation or patent under reexamination and by the
claims in the reference are not identical but are not
patentably distinct, a terminal disclaimer and an affi
davit or declaration under 37 CFR 1.130 may be used
to overcome a rejection under 35 U.S.C. 103. See
MPEP § 718.

A 37 CFR 1.131 affidavit is ineffective to over
come a United States patent or patent application pub- .
Iication, not only where there is a verbatim
correspondence between claims of the application and
of the patent, but also where there is no patentable dis
tinction between the respective claims. In re Clark,
457 F,2d 1004, 173 USPQ 359 (CCPA 1972); In re
Hidy, 303 F,2d 954, 133 USPQ 650 (CCPA 1962); In
re Teague, 254 F,2d 145, 117 USPQ 284 (CCPA
1958); In re Ward, 236 F,2d 428, 11l USPQ 101
(CCPA 1956); In re Wagenhorst, 62 F,2d 831, 16
USPQ 126 (CCPA 1933).

If the application (or patent under reexamination)
and the domestic reference contain claims which are
identical, or which are not patentably distinct, then the
application and patent are claiming the "same patent
able invention," defined by 37 CFR 1.601(n) as fol
lows:

Invention "A" is the same patentable invention as an
invention "B" when invention "A" is the same as (35
U.S.c. 102) or is obvious (35 U.S.C. 103) in view of
invention "B"· assuming invention "B" is prior art with
respect to invention "A."

Examiner Note:

1. In.bracket 2, insert the publication numberof the published
application.

2. This form paragraph should only be used if the application
being examined was filed after the publication date of the pub
lished application.
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715.07 MANUAL OFPATENT EXAMINING PROCEDURE

Ex parte Ovshinsky, 10 USPQ2d 1075 (Bd. Pat. App.
& Inter. 1989);

(G) testimony given in an interference. Where
interference testimony is used, the applicant must
point out which parts of the testimony are beingrelied
Oil; examiners cannot be expected to search the entire
interference record for the evidence. Ex parte Homan,
1905CD. 288 (Comm'r Pat. 1905);

(H) Disclosure documents (MPEP § 1706) may
be used as documentary evidence of conception.

Exhibits and models must comply with the require
ments of 37 CFR 1.91 to be entered into an applica
tion file. See also MPEP § 715.07(d).

A general allegation that the invention was com
pleted prior to the date of the reference is not suffi
cient. Ex parte Saunders, 1883 C.D. 23, 23 0.0. 1224
(Comm'r Pat. 1883). Similarly, a declaration by the
inventor to the effect that his or her invention was
conceived or reduced to practice priorto the reference
date, without a statement of facts demonstrating the
correctness of this conclusion, is insufficient to satisfy
37 CFR 1.131.

37 CFR 1.131(b) requires that original exhibits of
drawings or records, or photocopies thereof, accom
pany and form part of the affidavit or declaration or
their absence satisfactorily explained. In Ex parte
Donovan, 1890 C.D. 109, 52 0.0.309 (Comm'r Pat.
1890) the court stated

If the applicant made sketches he should so state, and
produce anddescribethem; if the sketchesweremadeand
lost, and.their contentsremembered, they should be repro
duced and furnished in place of the originals" Thesame
courseshould be pursued if the disclosure was by means
of models. If neither sketches normodelsare reliedupon,
but it is claimed that verbal disclosures; sufficiently clear
to indicate defmiteconception of the invention, were
made the witness should state as nearly as possible the
language used inimparting knowledge of the invention to
others.

However, when reviewing a 37 CFR 1.131 affidavit
or declaration, the examiner must consider all of the
evidence presented in its entirety, including the affida
vits or declarations and all accompanying exhibits,
records and "notes." An accompanying exhibit need
not support all claimed limitations, provided that any
missing limitation is supported by the declaration
itself. Ex parte Ovshinsky, 10 USPQ2d 1075 (Bd. Pat.
App. & Inter. 1989).

The affidavit or declaration and exhibits must
clearly explain which facts or data applicant is relying
on to show completion of his or her invention prior to
the particular date. Vague and general statements in
broad terms about what the exhibits describe along
with a general assertion that the exhibits describe a
reduction to practice "amounts essentially to mere
pleading, unsupported by proof or a showing of facts"
and, thus, does not satisfy the requirements of 37 CPR
1.131(b). In re Borkowski, 505 F.2d 713, 184 USPQ
29 (CCPA 1974). Applicant must give a clear expla
nation of the exhibits pointing out exactly what facts
are established and relied on by applicant. 505 F.2d at
718-19,184 USPQ at 33. See also In re Harry, 333
F.2d 920, 142 USPQ 164 (CCPA 1964) (Affidavit
"asserts that facts exist but does not tell what they are
ot when they occurred.").

ESTABLISHMENT OF DATES

If the dates of the exhibits have been removed or
blocked off, the matter of dates can be taken care of in
the body of the oath or declaration.

When alleging that conception or a reduction to
practice occurredprior to the effective date of the ref
erence, the dates in'the oath or declaration may be the
actual dates or, if the applicant ot patent owner does
not desire to disclose his or her actual dates, he or she
may merely allege that the acts referred to occurred
prior to a specified date. However, the actual dates of
acts relied on to establish diligence must be provided.
See MPEP § 715.07(a) regarding the diligence
requirement.

THREE WAYS TO SHOW PRIOR INVENTION

The affidavit or declaration must state FACTS and
produce such.documentary evidence and exhibits in
support thereof as are available to show conception
and completion of invention in this country or in
a NAFTA or WTO member country (MPEP
§ 715.07(c», at least the conception being at a date
prior to the effective date of the reference. Where
there has not been reduction to practice prior to the
date of the reference, the applicant or patent owner
must also show diligence in the completion of his or
her invention from a time just prior to the date of the
reference continuously up to the date of an actual
reduction to practice or up to the date of filing his or
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her application (filing constitutes a constructive
reduction to practice, 37 CPR 1.131).

As discussed above, 37 CFR 1.131(b) provides
three ways in which an applicant can establish prior
invention of the claimed subject matter. The showing
of facts must be sufficient to show:

(A) reduction to practice of the invention prior to
the effective date of the reference; or

(B) conception of the invention prior to the effec
tive date of the reference coupled with due diligence
from prior to the reference date to a subsequent
(actual) reduction to practice; or

(C) conception of the invention prior to the effec
tive date of the reference coupled with due diligence
from prior to the reference date to the filing date of
the application (constructive reduction to practice).

A conception of an invention, though evidenced by
disclosure, drawings, and even a model, is not a com
plete invention under the patent laws, and confers no
rights on an inventor, and has no effect on a subse
quently granted patent to another, UNLESS THE
INVENTOR FOLLOWS IT WITH REASONABLE
DILIGENCE BY SOME OTHER ACT, snch as an
actual reduction to practice or filing an application for
a patent. Automatic Weighing Mach. Co. v. Pneumatic
Scale Corp., 166 F.2d 288, 1909 CD. 498, 139 O.G
991 (1st Cir. 1909).

Conception is the mental part of the inventive act,
but it must be capable of proof, as by drawings, com
plete disclosure to another person, etc. In Mergentha
ler v. Scudder, 1897 C.D. 724, 81 O.G 1417 (D.C.
Cir. 1897), it was established that conception is more
than a mere vague idea of how to solve a problem; the
means themselves and their interaction must be com
prehended also.

In general, proof of actual reduction to practice
reqnires a showing that the apparatus actually existed
and worked for its intended purpose. However, "there
are some devices so simple that a mere construction
of them is all that is necessary to constitute reduction
to practice." In re AsahiiAmerica Inc., 94-1249 (Fed.
Cir. 1995)' (Citing Newkirk v. Lulegian, 825 F.2d
1581, 3USPQ2d 1793 (Fed. Cir. 1987) and Sachs v.
Wadsworth, 48 F.2d 928, 929, 9 USPQ 252, 253
(CCPA 1931). The claimed restraint coupling held
to be so simple a device that mere construction of it
was sufficient to constitute reduction to practice. Pho-

tographs, coupled with articles and a technical report
describing the coupling in detail were sufficient to
show reduction to practice.).

The facts to be established under 37 CFR 1.131 are
similar to those to be proved in interference. The dif
ference lies in the way in which the evidence is pre
sented. If applicant disagrees with a holding that the
facts are insufficient to overcome the rejection, his or
her remedy is by appeal from the continued rejection.

See MPEP § 2138.04 through § 2138.06 for a
detailed discussion of the concepts of conception, rea
sonable diligence, and reduction to practice.

For the most part, the terms "conception," "reason
able diligence," and "reduction to practice" have the
same meanings under 37 CPR 1.131 as they have in
interference proceedings. However, in In re Eickm
eyer, 602 F.2d 974,202 USPQ 655 (CCPA 1979), the
court stated:

The purpose of filing a [37 CFR I.] 131 affidavit is not
to demonstrate prior invention, per se, but merely to ante
date the effective date of a reference. See In re Moore, 58
CCPA 1340, 444 F,2d 572, 170 USPQ 260 (1971).
Although the test for sufficiency of an affidavit under
Rule 131(b) parallels that for determining priority of
invention in an interference under 35 U.S.C. 102(g), it
does not necessarily follow that Rule 131 practice is con:'
trolled by interference law. To the contrary, "lt[he parallel
to interference practice found in Rule 131(b) should be
recognized as one of convenience rather than necessity."
!d. at 1353,444 F,2d at 580. 170 USPQ at 267. Thns, "the
'conception' and 'reduction to practice' which must be
established under the rule need not be the same as what is
required in the 'interference' sense of those terms." Id.;
accord, In re Borkowski, 505 F,2d 713, 718-19, 184
USPQ 29, 33 (CCPA 1974).

One difference is that in interference practice a
reduction to practice requires a proof that a utility was
known, whereas under 37 CPR 1.131 practice, proof
of a utility must be shown only if the reference dis
closes a utility. In re Wilkinson, 304 F.2d 673, 134
USPQ 171 (CCPA 1962); In re Moore, 444 F.2d 572,
170 USPQ 260 (CCPA 1971). Where proof of utility
is required, whether or not test results are required to
establish the utility of the subject matter in question
depends on the facts of each case. The ultimate issue
is whether the evidence is such that one of ordinary
skill in the art would be satisfied to a reasonable cer
tainty that the subject matter necessary to antedate the
reference possessed the alleged utility. In re Blake,
358 F.2d 750, 149 USPQ 217 (CCPA 1966). Also, in
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"lapse of time between the completion orreduction to
practice of an invention and the filing of an applica
tion thereon" is not relevant to an affidavit or declara
tionunder 37 CPR 1.131. See Ex parte Merr, 75
USPQ296 (Bd. App. 1947).

Form paragraph 7.62 (reproduced in MPEP § 715)
may be used to respond to a 37 CPR 1.131 affidavit
where diligence is lacking.

In place of an affidavit or declaration the testimony
of the applicant in an interference may be sometimes
used to antedate a reference in lieu of 37 CPR 1.131
affidavit or declaration.

The part of the testimony to form the basis of prior
ity over the reference should be pointed out. Ex parte
Bowyer, 1939 C.D. 5, 42 USPQ 526 (Comm'r Pat.
1939).

715.07(c) Acts Relied Upon Must Have
Been Carried Out in This
Country or a NAFTA or WTO
Member Country

35 usc. 104. Invention Made Abroad.
(a) IN GENERAL.-

(1) PROCEEDINGS.-In proceedings in the Patent
andTrademark Office, in the courts, andbefore any othercompe
tent authority, an applicant for a patent, or a patentee, may not
establish a date-of invention by reference to knowledge or use
thereof,or other.activity with respectthereto, in a foreign country
other than a NAFTA country or a WTO member country, except
as provided in sections 119 and365 of this title.

(2) RIGHTS.-If an invention was made by a person,
civil or military-

(A) while domiciled in the United States, and serving
in any othercountry in connectionwith operations by or on behalf
of the United States,

(B) while domiciled in a NAFTA country and serving
in another country in connection with operations by or on behalf
of thatNAFTA country, or

(C) while domiciled in 'a WTO member country and
serving iri another country in connection with operations by or on
behalf ofthatWTO member country, that person shall be·entitled
to the Saine rights of priority in the United States with respect to
such invention as if such inventionhad been made in the United
States, thatNAFTA country, or thatWTO membercountry, as the
case may be.

(3) USE OF INFORMATION.-To the extent that any
information in a NAFrA country or a WTO member' country con
cerning knowledge, use, or other activity relevant to proving or

interference practice, conception, reasonable dili
gence, and reduction to practice require corroboration,
wbereas averments made in a 37 CPR 1.131 affidavit
or declaration do not require corroboration; an appli
cant may stand on his or her own affidavit or declara
tion if he or she so elects. Ex parte Hook, 102 USPQ
130 (Bd. App. 1953).

.Form paragraph 7.59 or 7.63 (both reproduced in
MPEP § 715) may be used where insufficient evi
dence isincluded in a 37 CPR 1.131 affidavit.

715.07(a) Diligence

Where conception occurs prior to the date of the
reference, but reduction to practice is afterward, it is
not enough merely to allege that applicant or patent
owner had been diligent. Ex parte Hunter, 1889 C.D.
218, 49 a.G. 733 (Comm'r Pat. 1889). Rather, appli
cant must show evidence of facts establishing dili
gence.

In determining the sufficiency of a 37 CPR 1.131
affidavit or declaration, diligence need not be consid
ered unless conception of the invention prior to the
effective date is clearly established, since diligence
comes into question only after prior conception is
established. Ex parte Kantor, 177 USPQ 455 (Bd.
App.1958).

What is meant by diligence is brought out in
Christie v.Seybold, 1893 C.D. 515, 64 o.o 1650 (6th
Cir.1893). In patent law, an inventor is either diligent
at a given time or he is not diligent; there are .no
degrees of diligence. An applicant may be diligent
within the meaning of the patent law when he or she is
doing nothing, if his or her lack of activity is excused.
Note, however, that the record must set forth an expla
nation or excuse for the inactivity;. the USPTa or
courts will not speculate on possible explanations for
delay or inactivity. See In re Nelson, 420 F.2d 1079,
164 USPQ 458 (CCPA 1970). Diligence must .be
judged on the basis of the particular facts in each case.
See MPEP § 2138.06 for a detailed discussion of the
diligence requirement for proving prior invention.

Under 37 CPR 1.131, the critical period in which
diligence must be shown begins just prior to the effec
tive date of the reference or activity and ends with the
date ofa reduction to practice, either actual or con
structive (i.e., filing a United States patent applica
tion). Note, therefore, that only diligence before
reduction to practice is a material consideration. The

715.07(b) Interference
Sometimes Used

Testimony
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The question of sufficiency of affidavits or declara
tions under 37 CFR 1.131 should be reviewed and
decided by a primary examiner.

Review of questions of formal sufficiency and pro
priety are. by petition. Such petitions are answered
by the Technology . Center Directors (MPEf>
§ 1002.02(c)).

Review on the merits of a 37 CPR 1.131 affidavit
or declaration is by .appeal to the Board of Patent
Appealsand Interferences.

disprovingadate ofinvention has not been made available for use
in a proceeding in the Patent and Trademark Office, a court, or
any other competent authority to the same extent as such informa
tion could'he made -available in the United States, the Director,
court, or such other authority shalldrawappropriate inferences, or
take other-action permitted by statute,rule, orregulation, in favor
of theparty that requested the information 'intheproceeding.

(b) DEFlNITIONS.-As used iu this section-

(1) The term "NAFfA country" has the meaning given
that term in section2(4) of the North American FreeTrade Agree
ment-Implementation Act, and

(2) The, terrn"WTO member country" has the meaning
given that term in section 2(10) of the Uruguay Round Agree
ments Act.

715.08 Passed Upon
Examiner

by Primary

Affidavits or declarations under 37 CPR 1.131 must
be timely presented in order to be admitted. Affidavits
and declarations submitted under 37 CFR1.131 and
other evidence traversing rejections are considered
timely if submitted:

All admitted' affidavits and declarations are
acknowledged and commented upon by theexaminer
in his or her next succeeding action.

For affidavits or declarations under 37 CFR 1.131
filed after appeal, see 37 CFR 1.195 and MPEP §
1211.02.

(A) prior to a final rejection;

(B) before appeal in an application not having a.
final rejection; or

(C) after final rejection and submitted

(1) with a first reply after final rejection for the
purpose of overcoming' a new ground of rejection or
requirement made in thefinal rejection, or

(2) with a satisfactory showing under 37 CFR
1.116(b) or 37 CPR 1.195, or

(3) under 37 CPR 1.129(a).

The 37 CPR 1.131 affidavit or declaration must
contain an allegation that the acts relied. u~on to estab
lish the date prior to the reference or activity were car,
ried out in this country or in a NAFTA country or
WTO member country. See 35 U.S.C. 104,

Under 37 CPR 1.131(a), which provides for the
establishment of a date of completion of the invention
in a NAFTA or WTO member country, as well as in
the United States, an applicant can establish a date of
completion in a NAFTA member country on or after
December 8, 1993, the effective date of section 331 of
Public Law 103-182, the North Americau Free Trade
Agreement Act, and can establish a date of comple
tion in a WTO member country other than a NAFTA
member country on or after January 1, 1996,the
effective date of section 531 of Public Law 103-465,
the Uruguay Round Agreements Act. Acts occurring
prior to the effective dates of NAFTA or URAA may
be relied upon to show completion of the invention;
however, a date of completion of the invention may
not be established under 37 CFR 1.131 beforeDecem
ber 8,1993 in a NAFTA country or before January 1,
1996 in a WTO country other than a NAFTA country.

715.07(d) Disposition of Exhibits

715.09 Seasonable Presentation'

Exhibits, such as those filed as part of an affidavit
or declaration under 37 CFR 1.131, must comply with
the requirements of 37 CPR 1.91 to be entered into an
application file. Exhibits that do not comply with the
requirements of 37 CFR 1.91 will be disposed of or
returned to applicant at the discretion of the Office.
See also MPEP § 608.03(a).

Review of an examiner's refusal to enter an affida
vit as untimely is by petition and not by appeal to the
Board of Patent Appeals and Interferences. In re
Deters, 515 F.2d 1152, 185 USPQ 644 (CCPA 1975);
Ex parte Hale, 49 USPQ 209 (Bd. App. 1941). See
MPEP § 715.08 regarding review of questions of pro,
priety of 37 CPR 1.131 affidavits and declarations.
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Any affidavits or declarations submitted under 37
CPR 1.131 and the accompanying evidence must be
reviewed carefully by the examiner in order to deter
ntine whether they show that the claimed invention
was "in public use" or "on sale" in this country more
than one year prior to the effective filing date of the
application, which acts constitute a statutory bar
under 35 U.S.c. 102(b). Although the rejection based
on the reference(s) or activity sought to be antedated
may actually be overcome by such an affidavit or dec
laration, the effect of the applicant's prior "public
use" or "on sale" activities may hot be overcome
Under 37 CFR1.I31. See MPEP § 2133.03 regarding
rejections based on "public use" and "on sale" statu
tory bars.

Where the 37 CFR 1.131 evidence relies on an
embodiment of the invention not disclosed in the
application, the question of whether the application
includes the "best mode" must be considered. How
ever, a "best mode" rejection should not be made
unless the record, taken as a whole, establishes by a
preponderance of the.evidence that applicant's specifi
cation has not set forth thebest mode contemplated by
the inventor of carrying out the invention. See MPEP
§ 2165 - § 2165.04 regarding the best mode require
ment of the first paragraph of 35 U.S.c. 112.

715.10 Review of Affidavit or
Declaration for Evidence of
Prior Public Use or Sale or
Failure to Disclose Best Mode

sive to the rejection and present sufficient facts to
overcome the rejection.

This rule sets forth the general policy of the Office
consistently followed for a long period of time of
receiving affidavit evidence traversing rejections or
objections. All affidavits or declarations presented
which do not fall within or under other specific rules
are to be treated or considered as falling under this
rule.

Form paragraph 7.65 or 7.66 and any of form para
graphs 7.66.01 through 7.66.05, as appropriate,
should be used to comment on a 37 CPR 1.132 affi
davit or declaration.

'f{ 7.65 Affidavit or Declaration Under 37 CFR 1.132:
Effective To Withdraw Rejection

The [1] under 37 CFR 1.132 filed [21 is sufficient to overcome
the rejection of claim [3] based upon [4].

Examiner Note:
1. In bracket 1, insert either --affidavit-- or --declaration--.

2. In bracket 2, insert the-filing date of the affidavit or declara
tion.

3. In bracket 3, insert the affected claim or claims.

4. In bracket deindicate the rejection that has been overcome,
including the statutory grounds, e.g.: insufficiency of disclosure
under 35 U.S.C. 112, first paragraph; lack of utility under 35
U.S.c. 101; inoperativeness under 35 U.S.C.lOl; a specific refer
ence applied under 35 U.S.C. 103; etc. See MPEP § 716.

'f{ 7.66 Affidavit or Declaration Under 37 CFR 1.132:
Insufficient

The [1] under 37 CFR 1.132 filed [21 is insufficient to over
collie the rejection of claim [3] based upon [4] as set forth in the
last Office action because:

It is the responsibility of the primary examiner to
personally review and decide whether affidavits or
declarations subntitted under 37 CPR 1.132 for the
purpose of traversing grounds of rejection are respon-

37 CFR 1.132. Affidavits or declarations traversing
rejections or objections.

When any claim of an application or a patent under reexamina
tion is rejected or objected to, any evidence submitted to traverse
the rejection or objection on a basts not otherwise provided for
must be by way of an oath or declaration under this section.

716 Affidavits
Traversing
1.132

or Declarations
Rejections, 37 CFR

Examiner Note:
1. In bracket -1, insert either -caffldavit-, or --declaration--.

2. In bracket 2; insert the filing date of the affidavit ordeclara
tion.

3. In bracket 3, insert the claim or claims affected.

4. In bracket 4, indicate the rejection that has not been over
come, including the statutory grounds, i.e.: insufficiency ofdis
closure under 35 U.S.C. 112, first paragraph; lack of utility and/or
inoperativeness under 35 U.S.c. 101; a specific reference applied
under 35 U.S.C. 103; etc. See MPEP § 716.

5. Following this form paragraph, set forth the reasons for the
insufficiency; e.g., categories include: --untimely--; --fails to set
forth facts->; --facts presented are not germane to the rejection at
issue-o-showing is not commensurate in scope with the claims--;
etc. See MPEP § 716. Also include a detailed explanation of the
reasons why the' affidavit or declaration is insufficient. Any of
form paragraphs 7.66.01 -7.66.05 may be used, as appropriate.
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The following criteria are applicable to all evidence
traversing rejections submitted by applicants, includ
ing affidavits or declarations submitted under 37 CPR
1.132:

Examiner Note:
This form paragraph should be presented: as a conclusion to

your explanation of why the affidavit or declaration under 37 CPR
1.132 is insufficient, and it must be preceded by form paragraph
7.66.

1, 7.66.05 Reason Why Affidavit or Declaration Under 37
CFR 1.132 Is Insufficient: Conclusion

In view. of the foregoing, when all of the evidence is consid
ered, the totality of the rebuttal evidence of nonobviousness fails
to outweigh the evidence of obviousness.

(A) Timeliness.

Evidence traversing rejections must be timely or
seasonably filed to be entered and entitled to consid
eration. In re Rothermel, 276 F.2d 393, 125 USPQ
328 (CCPA 1960).

Affidavits and declarations submitted under 37
CFR 1.132 and other evidence traversing rejections
are considered timely if submitted:

(1) prior to a final rejection,
(2) before appeal in an application not having a

final rejection, or
(3) after final rejection and submitted

(i) with a first reply after final rejection for
the purpose of overcoming a new ground of rejection
or requirement made in the final rejection, or

(ii) with a satisfactory showing under' 37
CFR 1.1l6(b) or 37 CFR 1.195, or

(iii) under 37 CPR 1.129(a).
(B) Consideration ofevidence.

Evidence traversing rejections must be considered
by the examiner whenever present. All entered affida
vits. declarations, and other evidence traversing rejec
tions are acknowledged .and commented upon by the
examiner in the next succeeding action. The extent of
the commentary depends on the action taken by the
examiner. Where an examiner holds that the evidence
is sufficient to overcome the prima facie case, the
comments should be consistent with the guidelines
for statements of reasons for allowance. See MPEP
§ 1302.14. Where the evidence is insufficientto over
come the rejection. the examiner must specifically
explain why the evidence is insufficient. General

Generally Applicable Criteria716.01

1 7.66.03 Reason Why Affidavit or Declaration Under 37
CFR 1.132 Is Insufficient: Refers Only to Invention, Not to
Claims

It refers only to. the system described inthe above referenced
applicatiori and not to the individual claims of the 'application; As
such' the 'declaration does not show that the objective evidence of
nonobviousness is commensurate in scope with. the claims. See
MPEP.§ 716.

Examiner Note:
1. This form paragraph must be preceded by form paragraph
7.66.

2. A fullexplanation must,be provided, if appropriate.

Examiner Note:
I. This form paragraph must be preceded by form paragraph
7.66.

2. Afull explanation must-be provided, if appropriate.

1 7.66.04 Reason Why Affidavit or Declaration Under 37
CFR 1.132 Is Insufficient: No Evidence ofLong-Felt Need

It states that the claimed subject matter solved a problem that
was long standing In the art-However. jhere is no showing that
others of ordinary-skill in the art were working on the problem and
If so,' for how long.In addition, there is no evi<:ien?e:that if.persons
skilled in the art who were presumably working on the problem
knew of the teachings of the above cited references, they would
still beunable tosolve the problem. See MPEP § 716.04.

Examiner Note:
1. This form paragraph must be preceded by form paragraph
7.66.

2;. A full explanation mustbe provided, If appropriate.

Examiner Note:
1. Tbis form paragraph must be preceded by form paragraph
7.66.

2. A full explanation must be provided, if appropriate.

1 7.66.01 Reason Why Affidavit or Declaration Under 37
CFR 1.132 Is Insufficient: Affiant Has Never Seen
Invention Before

It includes-statements which amount to an affirmation that the
affianthas.never seen the claimed .subject matter before. This is
not relevant to the issue of nonobviousness of the claimed subject
matter and provides no objective evidence thereof. See MPEP §
716.

1 7.66.02 Reason Why Affidavit or Declaration Under 37
CFR 1.132 Is Insufficient: Invention Works as Intended

It includes statements which amount to an affirmation that the
claimed subject matter functions as it was intended to function.
This is not relevant to the issue of nonobviousness.of the claimed
subject m~tter and provides no objective evidence thereof. See
MPEP § 716. .
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716.01(a) MANUAL OF PATENT EXAMINING PROCEDURE

statements such as "the declaration lacks technical
validity" or "the evideuce is not commensurate with
the scope of the claims" without an explanation sup
porting such findings are insufficient.

716.01(a) Objective Evidence of Nonobvi
ousness

OBJECTIVE EVIDENCE MUST BE CONSID
ERED WHENEVER PRESENT

Affidavits or declarations containing evidence of
criticality or unexpected results, commercial success,
long-felt but unsolved needs, failure of others, skepti
cism of experts, etc., must be considered by the exam
iner in determining the issue of obviousness of claims
for patentability under 35 U.S.c. 103. The Court of
Appeals for the Federal Circuit stated in Stratojlex,
Inc. v. Aeroquip Corp., 713 F.2d 1530, 1538, 218
USPQ 871, 879 (Fed. Cir. 1983) that "evidence rising
out of the so-called 'secondary considerations' must
always when present be considered en route to a
determination of obviousness." Such evidence might
give light to circumstances surrounding the origin of
the subject matter sought to be patented. As indicia of
obviousness or unobviousness, such evidence may
have relevancy. Graham v. John Deere Co., 383 U.S.
I, 148 USPQ 459 (1966); In re Palmer, 451 F.2d
1100, 172 USPQI26 (CCPA 1971); In re Fielder, 471
F.2d 640, 176 USPQ 300 (CCPA 1973). The Graham
v. John Deere pronouncements on therelevance of
commercial success, etc. to a determination of obvi
ousness were not negated in Sakraida v. Ag Pro,
425 U.S. 273, 189 USPQ 449 (1979) or Anderson's
Black Rock Inc. v. Pavement Salvage Co., 396 U.S.
57, 163 USPQ 673 (1969), where reliance was placed
upon A&P Tea Co. v. Supermarket Corp., 340 U.S.
147,87 USPQ 303 (1950). See Dann v. Johnston, 425
UB. 219, 226 n.4, 189 USPQ 257, 261 n. 4 (1976).

Examiners must consider comparative data in the
specification which is intended to illustrate the
claimed invention in reaching a conclusion with
regard to the obviousness of the claims. In re Marg
olis, 785 F.2d 1029,228 USPQ 940 (Fed. Cir.1986).
The lack of objective evidence of nonobviousness
does not weigh in favor of obviousness. Miles Labs.
Inc. v. Shandon Inc., 997 F.2d 870, 878, 27 USPQ2d
1123, 1129 (Fed. Cir. 1993), cert. denied, 127 L. Ed.
232. (1994). However, where a prima facie case of

obviousness is established, the failure to provide
rebuttal evidence is dispositive.

716.01(b) Nexus Requirement and
Evidence of Nonobviousness

TO BE OF PROBATIVE VALUE, ANY SEC
ONDARY EVIDENCE MUST BE RELATED TO
THE CLAIMED INVENTION (NEXUS RE
QillRED)

The weight attached to evidence of secondary con
siderations by the examiner will depend upon its rele
vance to the issue of obviousness and the amount and
nature of the evidence. Note the great reliance appar
ently placed on this type of evidence by the Supreme
Court in upholding the patent in United States v.
Adams, 383 U.S. 39,148 USPQ479 (1<)66).

To be given substantial weight in the determination
of obviousness or nonobviousness, evidence of sec
ondary considerations must be relevant to the subject
matter as claimed, and therefore the examiner must
determine whether there is a nexus between the merits
of the claimed invention and the evidence of second
ary considerations. Ashland Oil, Inc. v. Delta Resins
& Refractories, Inc., 776 F.2d 281, 305 n.42, 227
USPQ 657, 673-674 n. 42 (Fed. Cit. 1985), cerro
denied, 475 U.S. 1017 (1986). The term "nexus" des
ignates a factually and legally sufficient connection
between the objective evidence of nonobviousness
and the claimed invention so that the evidence is of
probative value in the determination of nonobvious
ness. Demaco Corp. v. F. Von Langsdorff Licensing
Ltd., 851 F.2d 1387, 7 USPQ2d 1222 (Fed. Cit.), cert.
denied, 488 U.S. 956 (1988).

716.01(c) Probative Value of Objective
Evidence

TO BE OF PROBATIVE VALUE, ANY
OBJECTIVE EVIDENCE SHOULD BE
SUPPORTED BY ACTUAL PROOF

Objective evidence which must be factually sup
ported by an appropriate affidavit or declaration to be
of probative value includes evidence of unexpected
results, commercial success, solution of a long-felt
need, inoperability of the prior art, invention before
the date of the reference, and allegations that the
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authorisjof the prior art derived the disclosed subject
matter from the applicant. See, for example; In re De
Blauwe, 736 F.2d 699, 705, 222 USPQ 191, 196 (Fed.
Cir. 1984) ("It is well settled that unexpected results
must be established by factual evidence.' "[A]ppe1
lants have not presented any experimental data show
iug that prior heat-shrinkable articles split. Due to the
abseuce of tests comparing appellant's heat shrinkable
articles with those of the closest prior art, we conclude
that appellant's assertions of unexpected results con"
stitute mere argument."). See alsoln re Lindner, 457
F.2d 506, 508, 173 USPQ 356, 358 (CCPA 1972); Ex
parte George, 21 USPQ2d 1058 (Bd.Pat. App. &
Inter. 1991).

ATTORNEY ARGUMENTS CANNOT TAKE
THE PLACE OF EVIDENCE

The arguments of counsel cannot take the place of
evidence in the record. In re Schulze, 346 F.2d 600,
602, 145 USPQ 716, 718 (CCPA 1965). Examples of
attorney statements which are not evidence and which
must be supported by an appropriate affidavit or dec
laration include statements regardiug unexpected
results, commercial success. solution of a long-felt
need, inoperability of the. prior art, invention before
the date of the reference, and allegations that the
author(s) of the prior art derived the disclosed subject
matter from the applicant.

See MPEP § 2145 generally for case law pertinent
to the consideration of applicant's rebuttal arguments.

OPINION EVIDENCE

Although factual evidence is preferable to opinion
testimony, such testimony is entitled to consideration
and some weight so long as the opinion is not on the
ultimate legal conclusion at issue. While an opinion as
to a legal conclusion is not entitled to any weight, the
underlying basis for the opinion may be persuasive. In
re Chilowsky, 306 F.2d 908, 134 USPQ 515 (CCPA
1962) (expert opinion that an application meets the
requirements of 35 U.S.C. 112 is not entitled to any
weight; however, facts supporting a basis for deciding
that the specification complies with 35 U.S.C.112 are
entitled to some weight); In re Lindell, 385 F.2d 453,
155 USPQ 521 (CCPA 1967) (Although an affiant's
or declarant's opinion on the ultimate legal issue is
not evidence in the case, "some weight ought to be
given to a persuasively supported statement of one

skilled in the art On what was not obvious to him."
385 F.2d at 456, 155 USPQ at 524 (emphasis in origi
nal».

In assessing the probative value of an expert opin
ion, the examiner must consider the nature of the mat
ter sought to be established, the .strength of any
opposing evidence, the interest of the expert in the
outcome of the case, and the presence or absence of
factual support for the expert's opinion. Ashland Oil,

. Inc. v. Delta Resins & Refractories, Inc., 776E2d
281, 227 USPQ 657 (Fed. Cir. 1985), cert. denied,
475 U.S. 1017 (1986). See also Inre Oelrich, 579
F.2d 86, 198 USPQ 210 (CCPA 1978) (factually
based expert opinions on the level of ordinary skill in
the art Were sufficient to rebut the prima facie case of
obviousness); Ex parte Gray, 10 USPQ2d 1922 (Ed.
Pat. App. & Inter. 1989) (statement in publication dis
missing the "preliminary identification of a human b"
NGF-like molecule" in the prior art, even if consid
ered to be an expert opinion, was inadequate to over
come the rejection based on that prior art because
there was no factual evidence supporting the state,
ment); In re Carroll, 601 F.2d 1184, 202USPQ 571
(CCPA 1979) (expert opinion on what the prior art
taught, supported by documentary evidence and for
mnlated prior to the making of the claimed invention,
received considerable deference); In re Beattie,
974 F.2d 1309, 24 USPQ2d 1040 (Fed. Cir. 1992)
(declarations of seven persons skilled in the art offer
ing opinion evidence praising the merits of the
claimed invention were found to have little value
because. of a lack of factual support); Ex parte
George, 21 USPQ2d 1058 (Bd, Pat. App. & Inter.
1991) (conclusory statements that results were "unex
pected," unsupported by objective factual evidence,
were considered but were not found to be of substan
tial evidentiary value).

Although an affidavit or declaration which states
ouly conclusions may have some probative value,
such an affidavit or declaratiou may have little weight
when considered in light of all the evidence of record
in the application. In re Brandstadter, 484 F.2d )395;
179 USPQ 286 (CCPA 1973)., . . ,

Au affidavit of an applicant as to the advantages of
his or her claimed iuvention, while less persuasive
thau that of a disinterested person, cannot be disre
garded for this reason alone. Ex parte Keyes, 214
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come strong prima facie case of obviousness). See In
re Piasecki, 745 F.2d 1468, 223 USPQ 785 (Fed. Cir;
1984) for a detailed discussion of the proper roles of
the examiner's prima facie case and applicant's rebut
tal evidence in the final determination of obviousness.

If, after evaluating the evidence, the examiner is
still not convinced that the claimed invention is pat
entable, the next Office action should include a state
ment to that effect and identify the reason(s) (e.g.,
evidence of commercial success not convincing, the
commercial success not related to the technology,
etc.). See Demaco Corp. v. F. Von LangsdorffLicens
ing Ltd., 851 F.2d 1387, 7 USPQ2d 1222 (Fed. Cir.),
cert. denied, 488 U.S. 956 (1988). See also MPEp
§ 716.D1. See MPEP § 2144.08, paragraph n.B., for
guidance in determining whether rebuttal evidence is
sufficient to overcome a prima facie case of obvious
ness.

Any differences between the claimed invention and
the prior art may be expected to result in some differ
ences in properties. The issue is whether the proper
ties differ to such an extent that the difference is really
unexpected. In re Merck & Co., 800 F.2d 1091, 231
USPQ 375 (Fed. Cir. 1986) (differences in sedative
and anticholinergic effects between prior art and
claimed antidepressants were not unexpected). In In
re Waymouth, 499 F.2d 1273, 1276, 182 USPQ 290,
293 (CCPA 1974), the court held that unexpected
results for a claimed range as compared with the
range disclosed in the prior art had been shown by a
demonstration of "a marked improvement, over the
results achieved under other ratios, as to be classified
as a difference in kind, rather than one of degree."
Compare In re Wagner, 371 F.2d 877, 884, 152 USPQ
552,560 (CCPA 1967) (differences in properties can
not be disregarded on the ground they are differences
in degree rather than in kind); Ex parte Gelles, 22
USPQ2d 1318, 1319 (Bd. Pat. App, & Inter. 1992)
("we generally consider a discussion of results in
terms of 'differences in degree' as compared to 'dif
ferences in kind' ... to have very little meaning in a
relevant legal sense").

USPQ 579 (Bd. App. 1982); In re McKenna, 203 F.2d
717,97 USPQ 348 (CCPA 1953).

716.01(d) Weighing Objective Evidence

IN MAKING A FINAL DETERMINATION OF
PATENTABILITY, EVIDENCE SUPPORTING
PATENTABILITY MUST BE WEIGHED
AGAINST EVIDENCE SUPPORTING PRIMA
FACIE CASE

When an applicant submits evidence traversing a
rejection, the examiner must reconsider the patent
ability of the claimed invention. The ultimate determi
nation of patentability must be based on consideration
of the entire record, by a preponderance of evidence,
with due consideration to the persuasiveness of any
arguments and any secondary evidence. In re Oetiker,
977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992).
The submission of objective evidence of patentability
does not mandate a conclusion of patentability in and
of itself. In re Chupp, 816 F.2d 643, 2 USPQ2d 1437
(Fed. Cir. 1987). Facts established by rebuttal evi
dence must be evaluated along with the facts on
which the conclusion of a prima facie case was
reached, not against the conclusion itself. In re Eli
Lilly, 902 F.2d 943, 14 USPQ2d 1741 (Fed. Cir.
1990). Inother words, each piece of rebuttal evidence
should not be evaluated for its ability to knockdown
the prima facie case. All of the competent rebuttal
evidence taken as a whole should be weighed against
the evidence supporting the prima facie case. In re
Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788
(Fed. Cir. 1984). Although the record may establish
evidence of secondary considerations which are indi
cia of nonobviousness, the record may also establish
such a strong case of obviousness that the objective
evidence of nonobviousness is not sufficient to out
weigh the evidence of obviousness. Newell Cos. v.
Kenney Mfg. Co., 864 F.2d 757, 769, 9 USPQ2d 1417;
1427 (Fed. Cir. 1988), cert. denied, 493 U.S. 814
(1989); Richardson-Yicks, Inc., v. The Upjohn Co.,
122 F.3d 1476, 1484, 44 USPQ2d 1181, 1187 (Fed.
Cir. 1997) (showing of unexpected results and com
mercial success of claimed ibuprofen and psue
doephedrine combination in single tablet form, while
supported by substantial evidence, held not to over-

716.02 Allegations
Results

of Unexpected
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716.02(a) Evidence Must Show Unex
pected Results

GREATER THAN EXPECTED RESULTS ARE
EVIDENCE OF NONOBVIOUSNESS

"A greater than expected result is an evidentiary
factor pertinent to the legal conclusion of obviousness
'" of the claims at issue," In 're Corkill, 7]] F.2d 1496;
226 USPQ 1005 (Fed. Cir.1985). In Corkhill,the
claimed combination showed an additive result when
a diminished result would have been expected. This
result was persuasive of nonobviousness even though
the result was equal to that of one component alone,
Evidence of a greater than expected result may also be
shown by demonstrating an effect which is greater
than the sum of each of the effects taken separately
(i.e., demonstrating "synergism"). Merck & Co. Inc. v.
Biocraft Laboratories Inc., 874 F.2d 804, 10 USPQ2d
1843 (Fed. Cir.), cert. denied, 493 U.S. 975 (1989).
However, a greater than additive effect is notneces
sarily sufficient to overcome a prima facie case of
obviousness because such an effect can either be
expected or unexpected. Applicants must further
show that the results were greater than. those which
would have been expected from the prior art to an
unobvious extent, and that the results are of a signifi
cant, practical advantage. Ex parte The NutniSweet
Co., 19 USPQ2d 1586 (Bd. Pat. App. & Inter. 1991)
(Evidence showing greater than additive sweetness
resulting from the claimed mixture of saccharin and
L,aspartyl,L'phenylalanil)e was not sufficient to out,
weigh the evidence of obviousness because the teach
ings of the prior art lead to a general expectation of
greater than additive sweetening effects when using
mixtures of synthetic sweeteners.).

SUPERIORITY OF A PROPERTYSHARED
WITH THE PRIOR ART IS EVIDENCE OF
NONOBVIOUSNESS

Evidence of unobvious or unexpected advanta
geous properties, such as superiority in a property the
claimed compound shares with the prior art, can rebut
prima facie obviousuess. "Evidence that a compound
is uuexpectedly superior iu oue of a spectrum.ofcom
mou properties ... cau be euough to rebut a prima
facie case of obviousuess." No set number of exam'
ples.of superiority is required. In re Chupp, 816 F.2d

643, 646, 2 USPQ2d 1437, 1439 (Fed. Cir. 1987)
(Evidence showing that the claimed herbicidal com,
pouud was more effective thau the closest prior art
compouud iucontrolling quackgrass aud yellow nut
sedge weeds in com and soybean crops was sufficient
to overcome the rejection under 35 U.S.C.103; even
though thespecificationindicated the claimed com
pound was an average performer on crops other thaIl
com and soybean.). See also Ex parte A, 17 USPQ2d
1716 (Ed. Pat. App. & Inter. 1990) (unexpected supe
rior therapeutic activity of claimed compound against
anaerobic bacteria was sUfficie~t to rebut prima facie
obviousness even though there was no evidence that
the compound was effective against all bacteria).

PRESENCE OF AN UNEXPECTED PROPERTY
IS EVIDENCE OFNONOBVIOUSNESS

Presence of a property not possessed by the prior
art is evidence of nonobviousness. In re Papesch, 315
E2d 381, 137 USPQ 43 (CCPA 1963) (rejection-of
claims to compound structurally similar.tothe.prior
art. compound. was reversed because claimed com
pound unexpectedly possessed .. anti-inflammatory
properties not possessed by the prior art compound);
Ex parte Thumm, 132 USPQ 66. (Bd. App. 1961)
(Appellant showed that the claimed range of ethylene
diamine was effective for the purpose of producing 'I

'regenerated cellulose consisting substantially entirely
Of skin' " whereasthe prior art warned "this com
pound has 'practically no effect.' "). 'The submission
of evidence that a new product possesses unexpected
properties does not necessarily require a conclusion
that the claimed invention is nonobvious. In re Payne,
606 F.2d 303, 203 USPQ 245 (CCPA 1979); See the
discussion of latent properties and additional advan
tages in MPEP § 2145.

ABSENCE OF AN EXPECTED PROPERTY IS
EVIDENCE OF NONOBVIOUSNESS

Absence of property which a claimed invention
would have been expected to possess based. on the
teachings of the prior art is evidence of unobvious
ness. Ex parte Mead Johnson & CO. 227.USPQ 78
(Bd.Pat. App. & Inter. 1985) (Based on prior art ,dis,
closures, claimed compounds would have been
expected to possess beta-andrenergic blocking activ
ity; the fact that claimed compounds did not.possess
such activity was an unexpected result sufficient. to
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establish unobviousness within the meaning of 35
U.S.C. 103.).

716.02(b) Burden on Applicant

BURDEN ON APPLICANT TO ESTABLISIl
RESULTS. ARE UNEXPECTED AND
SIGNIFICANT

The evidencerelied up should establish "that the
differences in results are in fact unexpected and unob
vious and of both. statistical and practical signifi
cance." Ex parte Gelles, 22 USPQ2d 1318,1319 (Bd.
Pat. App.& Inter. 1992) (Mere conclusions in appel
lants' brief that the claimed polymer had an unexpect
edly increased impact strength "are not entitled to the
weight of. conclusions accompanying the evidence,
either in the specification or in a declaration."); Ex
parte C, 27 USPQ2d 1492 (Bd. Pat. App. & Inter.
1992) (Applicant alleged unexpected results with
regard to the claimed soybean plant, however there
was no basis for judging the practical significance of
data with regardto maturity date, flowering date,
flower color, or height of the plant.). See also In re
Nolan, 553 F.2d 1261, 1267, 193 USPQ 641, 645
(CCPA 1977) and In re Eli Lilly, 902 F.2d943, 14
USPQ2d 1741 (Fed. Cir. 1990) as discussed in MPEP
§ 716.02(c).

APPLICANTS HAVE BURDEN·OF EXPLAIN
ING PROFFERED DATA

"[A]ppellants have the burden of explaining. the
data in any declaration they proffer as evidence of
non-obviousness." Ex parte Ishizaka, 24 USPQ2d
1621, 1624 (Bd. Pat. App. & Inter. 1992).

DIRECT AND INDIRECT COMPARATIVE
TESTS ARE PROBATIVE OF NONOBVIOUS
NESS

Evidence of unexpected properties may be in the
form of a direct or indirect comparison of the claimed
invention with the closest prior art which is commen
surate in scope with the claims. See In re Boesch,617
F.2d 272, 205USPQ215 (CCPA 1980) and MPEP§
716.02(d) , § 716.02(e). See In re Blondel, 499 F.2d
1311,1317,182 USPQ 294, 298 (CCPA 1974) and In
re Fouche, 439 F.2d 1237, 1241~42, 169 USPQ 429,
433 (CCPA 1971) for examples of cases where indi-

rect comparative testing was found sufficient to rebut
a prima facie case of obviousness.

The patentability of an intermediate may be estab
lished by unexpected properties of an end product
"when one of ordinary skill in the art would reason
ably ascribe to a claimed intermediate the 'contribut
ing cause' for such an unexpectedly superior activity
or property." In re Magerlein, 602 F.2d 366, 373, 202
USPQ 473, 479 (CCPA 1979). "In order to establish
that the claimed intermediate is a 'contributing cause'
of the unexpectedly superior activity or property of an
end product, an applicant must identify the cause of
the unexpectedly superior activity or property (com
pared to the prior art) in the end product and establish
a nexus for that cause between the intermediate and
the end product." Id. at 479.

716.02(c) Weighing Evidence of Expected
and Unexpected Results

EVIDENCE OF UNEXPECTED AND EX
PECTED PROPERTIES MUST BE WEIGHED

Evidence of unexpected results must be weighed
against evidence supporting prima facie obviousness
in making a final determination of the obviousness of
the claimed invention. In re May, 574 F.2d 1082, 197
USPQ 601 (CCPA 1978) (Claims directed to a
method of effecting analgesia without producing
physical dependence by administering the levo isomer
of a. compound having a certain chemical structure
wererejected asobvious over the prior art. Evidence
that the compound was unexpectedly nonaddictive
was sufficient to overcome the obviousness rejection.
Although the compound .also had the expected result
of potent analgesia, there was evidence of record
showing that the goal of research in this area was to
produce an analgesic compound which was nonaddic
tive, enhancing the evidentiary value of the showing
of nonaddictiveness as an indicia of nonobviousness.).
See MPEP § 716.01(d) for guidance on weighing evi
dence submitted to traverse a rejection.

Where the unexpected properties of a claimed
invention are not shown to have a significance equal
to or greater than the expected properties, the evi
denceof unexpected properties may not be sufficient
to rebut the evidence of obviousness. In re Nolan, 553
F.2d 1261, 1267, 193 USPQ 641, 645 (CCPA 1977)
(Claims were directed to a display/memory device
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which was prima facie obvious over the prior art. The

court fouud that a higher memory margin and lower

operating voltage would have been expected proper
ties of the claimed device, and that a higher memory
margin appears to be the most significant improve

ment for a memory device. Although applicant pre
sented evidence of unexpected properties with regard

to lower peak discharge current and higher luminous
efficiency, these properties were not shown to have a
significance equal to or greater than that of the

expected higher memory margin and lower operating
voltage. The court held the evidence of nonobvious
ness was not sufficient to rebut the evidence of obvi

ousness.); In re Eli Lilly, 902 F.2d 943, 14 USPQ2d
1741 (Fed. Cir. 1990) (Evidence of improved feed

efficiency in steers was not sufficient to rebut prima

facie case of obviousness based on prior art which
specifically taught the use of compound X537A to

enhance weight gain in animals because the evidence

did not show that a significant aspect of the claimed
invention would have been unexpected.).

EXPECTED BENEFICIAL RESULTS ARE
EVIDENCE OF OBVIOUSNESS

"Expected beneficial results are evidence of obvi
ousness of a claimed invention, just as unexpected

results are evideuce of uuobviousness thereof." In re
Gershon, 372 F.2d 535, 538, 152 USPQ 602, 604

(CCPA 1967) (resultant decrease of dental enamel

solubility accomplished by adding an acidicbuffering

agent to a fluoride containing dentifrice was expected
based on the teaching of the prior art); Ex parte Blanc,

13 USPQ2d 1383 (Bd. Pat.. App.& Inter. 1989)
(Claims at issue were directed to a process of steriliz

ing a polyolefinic composition which contains an
antioxidant with high-energy radiation. Although evi
dence was presented in appellant's specification
showing that particular antioxidants are effective, the

Board concluded that these beneficial results would
have been expected because one of the references

taught a claimed antioxidant is.very efficient and pro

vides better results comparedwith other prior art anti

oxidants.).

716.02(d) Unexpected Results Commen
surate iu Scope With Claimed
Invention

Whether the unexpected results are the result of
unexpectedly improved results or a property not
taught by the prior art, the "objective evidence of non
obviousness must be commensurate in scope with the
claims which the evidence is offered to support." In
other words, the showing of unexpected results must
be reviewed to see if the results occur over the entire
claimed range. In re Clemens, 622 F.2d 1029, 1036,
206 USPQ 289, 296 (CCPA 1980) (Claims were
directed to a process for removing corrosion at "ele
vated temperatures" using a certain ion exchange
resin (with the exception of claim 8 which recited it
temperature in excess of 100xC). Appellant demon
strated unexpected results via comparative tests with
the prior art ion exchange resin at IIOxC arid 130xC.
The court affirmed the rejection of claims 1-7 and 9
10 because the term "elevated temperatures" encom
passed temperatures as low as 60xC where the prior
art ion exchange resin was known to perform well.
The rejection of claim 8, directed to a temperature in
excess of 100xC, was reversed.). See also In re Gras
selli, 713 F.2d 731, 741, 218 USPQ 769, 777 (Fed.
Cir. 1983) (Claims were directed to certain catalysts
containing. an alkali. metal. Evidence presented to
rebut an obviousness rejection conWared catalysts
containing sodium with the prior art. The court held
this evidence insufficient to rebut the prima facie case
because experiments limited to sodium. were not com
mensurate in scope with the claims.).

NONOBVIOUSNESSOF A GENUS OR
CLAIMED RANGE MAY BE SUPPORTED BY
DATA SHOWING. UNEXPECTED RESULTS OF
A SPECIES OR NARROWER RANGE UNDER
CERTAIN.CIRCUMSTANCES

The nonobviousness of a broader claimed range can
be supported by evidence based on unexpected results
from testing a narrower range if one of ordinary skill
in the art would be able to determine a trend in the
exemplified data which would allow the artisan to
reasonably extend the .probative value thereof. Inre
Kollman, 595 F.2d 48, 201 USPQ 193 (CCPA 1979)
(Claims directed to mixtures of an herbicide known as
"FENAC" with a diphenyl ether herbicide in certain
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